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PREFACE. 


This  work  is  prepared  with  the  design  of  bringing 
all  the  law  pertaining  to  patents,  trade-marks  and  copy- 
rights, so  far  as  they  depend  on  statutes,  within  the 
compass  of  a  single  volume.  The  plan  adopted  for  this 
purpose  is  to  give  the  statutes  in  their  order  as  they 
are  in  the  Revised  Statutes,  and  to  place  notes  referring 
to  the  decisions  under  the  section  construed.  For  this 
purpose  all  the  decisions  of  the  courts  and  of  the  Com- 
missioner of  Patents  have  been  examined.  The  notes 
referring  to  the  decisions  of  the  courts  are  distinguished 
from  those  referring  to  the  decisions  of  the  Commissioner 
by  being  placed  in  leaded  or  more  open  type.  A  table 
has  also  been  prepared  showing  the  time  of  the  repeal  of 
each  act,  and  the  place  where  any  analogous  provision  in 
the  Revised  Statutes  may  now  be  found,  and  imder  each 
section  a  reference  is  given  to  the  prior  acts  on  the  same 
subject  By  this  means  a  lawyer  may  readily  ascertain 
whether  a  provision  in  a  statute  cited  in  a  decision  is  still 
in  force,  or  whether  a  statute  has  been  so  modified  as  to 
affect  the  application  of  a  decision.  The  Rules  of  the 
Patent  Office  and  a  set  of  Forms  have  also  been  appended. 
It  is  believed  that  the  work  thus  prepared  brings  within 
a  narrow  compass  all  that  a  lawyer  may  desire  to  know 
concerning  the  subject,  or  refers  him  to  the  original 
sources  for  further  information. 

ORLANDO  F.  BUMP. 
BALTDfORS,  October  1st,  1877. 


PREFACE  TO  SECOKD  EDITION. 


This  edition  contains  a  reference  to  the  statutes  of 
the  United  States  relating  to  Patents,  Trade-Marks,  Labels 
and  Copyrights.  Under  each  section  are  notes  referring 
to  cases  by  which  that  section  ha»s  been  construed.  The 
reference  to  the  cases  has  been  brought  down  to  the  first 
day  of  October,  1883.  There  is  also  a  table  of  cases 
cited  and  a  table  of  patents  construed. 

It  is  believed  that  this  work  will  be  the  most  handy 
for  the  practitioner  that  has  been  issued. 

Baltimors,  February,  1884. 
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...     ... 

...            ..a 

...            ... 

...            ... 

...            ... 

...            ... 

...            ... 

...            ... 

...            ... 

4952, 

4964, 

4956, 

4959. 

4971. 

4964. 

4969. 

4884, 

4888, 

892. 

4919. 

892,4 
4934. 
4884, 

4889, 
4898. 
4919, 
4920. 

4904. 
4984. 

4886. 
4896. 
4919. 

4962. 

4952. 

4965. 

4968. 

629,  e 

4952, 

4954. 

4962. 

4956, 

4962. 

4964. 

4965. 

4971. 

4967, 

4969. 

4963. 

972. 

4968. 

4958,  4954. 
4965. 

4957. 

April  10, 1790 

Feb. 

4893. 
4891. 

1920. 

Feb.  21, 1793 

July 

4886,  4888. 

4890.  4891.  4892. 

April 
July 

.... 

629. 

June    7,1794 
April  17, 1809 

.... 

April  29,  im 

' . .. 
Peb. 

6. 

Pebai's,  1819 
Feb.    8,  1831 

.... 

•  . 

(98,  4921. 

July 

8. 

4953. 

4957,  4959. 

•  •  •  • 

•  •  •« 

4970. 

■  ••« 

*. 

xu 
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Ch. 

Bm.  ' 

iroi. 

VmsB. 

Date 

Ch.     Sm.  Vol.  Page. 

Feb.    8,1881 

16 

16 

4  489 

July 

8. 

1870  980  111  11  ai6 

•*•*•.     ••••.. 

•• « 

16 

aaa 

aaa 

July    8, 1882  162 

1 

aaa 

559 

494. 

■•• 

2 

aaa 

•  •• 

4924. 

•••«••           #••••• 

••* 

8 

m9» 

«■■ 

4916. 

June  80,  1884  157 

1 

aaa 

728 

4965. 

.••«•*     •«•««. 

•■  • 

2 

aaa 

••• 

4958. 

July    4,  1886  857 

1 

5  117 

476,  476,  477,  481. 

••* 

2 

•t» 

118 

476,  477,  480. 

«•* 

8 

aaa 

aaa 

479. 

•■• 

4 

»»• 

aaa 

478,  892,  4984. 

••• 

5 

aaa 

aaa 

4888,  4884. 

».. 

6 

aaa 

119 

4886,  4888,  4889,  4890, 
4891,  4892a 

7 

/  Mara  8,1868  102      1  12  796 
\  July  8,1870  280  111  16  216 

/4886,  4898,  4908, 

t         4911a 

••• 

aaa 

•  •• 

•*• 

8 

aa. 

120 

28    .... 

4885,  4887,  4904. 

•>• 

9 

aaa 

121 

•  aa...           aaa           aa.       aaa           a«> 

4984. 

••• 

10 

aaa 

•  • 

aaaaaa           aaa           99*       aaa           aaa 

4896. 

•• . 

11 

aaa 

•  •• 

aa..a.           aa.           aa.       aaa           aaa 

4898,  4984. 

«•• 

12 

aaa 

«•• 

...aa.            aaa            aa.       aaa            arm 

4902. 

*•• 

18 

aaa 

122 

I  Mara  2,1861    88      9  12  247 

1  4916. 

.•* 

14 

aa. 

128 

July 

8, 

1870  280  111  16  216 

629,  4919. 

*.. 

15 

■  a  • 

a.  • 

•  •••••         •••         •••     ■••         ••• 

978,  4920,  4923. 

••• 

16 

aaa 

aaa 

•  •••«•         ••■         ■•«     •■•         ••• 

4918a 

••« 

17 

a. a 

124 

•  •«■■•         •••         •••     ••«         ••« 

699,  4921. 

•>• 

18 

aaa 

aaa 

»••■••         •••         •••     •••         «*• 

4924,  4925,  4926,  4927, 
4928. 

.*• 

19 

aaa 

125 

•  •••••         •«•         •••     •••         «•• 

••* 

20 

aa. 

•  «« 

•  »••••         •■•         •••     •••         ••• 

484. 

•••••«          «• •••• 

«■• 

21 

.•a 

•  •« 

••••••         «••         •••     •••         ••• 

March  8,1887 

45 

1 

»»  • 

191 

•  •«•••         •••         •••     ■••         ••• 

892. 

•  •  • 

2 

99  a 

•  •  • 

•  •■•••         •••         •••     •••         ••• 

•  »• 

8 

aaa 

192 

•  ••••«         •••         »••     •••         ••■ 

•  •• 

4 

trn* 

•  •• 

•  •••••         •••         «••     •••         «•■ 

•  •• 

6 

aaa 

•  ■  • 

•  •••••         •••         •••     ••           ••• 

4916. 

•  •• 

6 

r*» 

198 

•  •••••         •••         •••     •••         ■•• 

4889,  4895. 

•  ■• 

7 

aaa 

•  •• 

•  ••••%         •••         •••     •••         ••• 

4917. 

•  •• 

8 

•  9* 

•  •• 

•  •••••         •«•         •••     •••         ••• 

4^16. 
^22. 

•  •• 

9 

•  .a 

194 

#••••• 

•  ■•••%         •««         •■•     •••         •«• 

•  •• 

10 

»9m 

•  •• 

March  2, 1861    88      6  12  247 

..•«••     .»«*.. 

•  •• 

11 

aaa 

•  •• 

July 

8. 

1870  280  111  16  216 

476,  477. 

•■  ■ 

12 

aaa 

•  •• 

••• 

18 

aa  ■ 

•  •« 

•  »■ 

14 

aaa 

••• 

494,  496,  4985. 

March  3, 1889 

88 

1 
2 

9m» 

858 

476,  477. 

••• 

aaa 

••« 

... 

8 

aaa 

•  •  • 

•  ■a 

4 

aaa 

•  •» 

•  a. 

5 

f 

•  •• 

•  a. 

6 

aaa 

854 

4887. 

■  ■a 

7 

aaa 

•  •• 

4899. 

aa  • 

8 

aaa 

•  •  ■ 

4984. 

aaa 

9 

*•• 

•  •• 

•  w 

10 

aaa 

•  ■ 

4915. 

■  •a 

11 

aaa 

»•  • 

4911. 

aaa 

12 

aaa 

855 

4905. 

aaa 

18 

aaa 

•  •• 

Aug. 

80, 1868  107     8  10    76 
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Dale.  Ob. 

Aug.  39, 1842  268 

•»••••     ••■•••  ••• 

••■••■     •■•••■  ••• 

••■•■■     ••■•••  ■•• 

■•••■•     ••••••  ••• 

••••••     ••••••  «*• 

Aug.  10, 1846  178 

Maj  27, 1848  47 

•■■•••     ••••••  ■•• 

■••••■     ••••••  •■• 

••••■«     •■••••  ••« 

March  8, 1849  108 

Aug.  80, 1862  107 

■•••••     ••••••  ••• 

March  8, 1863  97 
April  22, 1854    52 

Aug.  18, 1856  129 

169 

Feb.    6,1859  22 

Mkrch  8,1859  80 

Feb.  18, 1861  87 

March  2, 1861  88 

••••••     •••••«  ••• 

••••••     •••■••  ■•■ 

•«■•••     ••••■•  •■• 

•••••■     ■■■•••  ••• 

••••••     •••■••  •■• 

•••••«     ■•••••  ••• 

••••••     ••••••  ••• 

■•■•■•     «•••«•  ••• 

••••••     ••■•••  ••• 

»•••••     ••••••  ••• 

••■•••     •■•■••  ••• 

••••••     •••••■  ••• 

»...*.                  ...99  •■• 

•  ••■••                   ••••••  ••« 

m. m9.9                •«•••■  ••• 

Jniy  16.  1862  m 
March  8, 1868  102 

••••••     ••■••■  •>• 

June  26, 1864  169 

March  8, 1865  112 

126 

••  ••••          ••«•••  ••• 

••••••          ••••••  ••• 

June  27,  i'866  148 

Mar.  29, 1867  17 

Feb.  18, 1867  48 

Juiy'20,  i'868  177 

July  28, 1868  227 

March  8, 1869  121 

July    8, 1870  280 


I.  V©1. 

1  5 

8  ... 

4  ... 

5  ... 

6  ... 
10  9 

1  ... 

8  ... 

4  ... 

1  10 

A  ... 

o  ••• 

8  ... 
1  ... 

9  11 
10  ... 

1  ... 

6  ... 

8  ... 

8  ... 

1  12 

1  ... 

^  •.* 

8  ... 

4  ... 

5  ... 

6  ... 

7  ... 

8  ... 
y  ... 

10  ... 

11  ... 

12  ... 
18  ... 

14  ... 

15  ... 

16  ... 

17  ... 
4  ... 
1  ... 

79  a*. 

8  ... 

1  18 

1  ... 

1  ... 

8  ... 

0  ... 
4  ... 

1  14 
1  15 
1  14 

25  ... 

7  ... 

8  >.. 
1  ... 
1  16 


D«t«. 

648|Jiily    8,1870 


644 


106 
281 

... 
232 

... 

895 

75 

•  •• 

76 
209 
276 

91 

•  •■ 

188 
880 

•  •• 

422 

180 
246 

•  •  « 

247 


... 
... 
••* 
••■ 
... 
248 


249 

... 

... 

... 

... 
582 
796 


194 
588 
540 


76 
10 
895 
... 
119 
168 
294 
198 
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230  111  16  216 


...... 

.....a 


...      ... 

...      ... 

...      ... 


......  ..••«. 

March  2, 1861 
Feb.  5,  1859 
July    8,1870 


88  -18  12  249 

22'    6  11  880 

280  111  16  216 


...... 

...... 

.. .... 

...... 

•••••a 

...... 

...... 


...... 


...... 

•  .  a  .  .. 
...... 

.....> 

...... 

...... 

•a.... 

...... 

.. .... 

■....•. 

...... 

...... 


... 
... 
... 


July  16, 1860 
July    8,1870 


182      4  12  588 
230  111  16  216 
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.. .... 

.. a... 
...... 
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■    . 

•  a 

•  a. 
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4929,  4931. 

4892. 

4901. 

4900. 

4959. 

476,  477,  4924,  4926. 

4984. 

476. 

441. 
4911. 


476. 
476. 
476. 
476. 
4952,  4966. 

699. 

4906,  4906,  4907,  4908. 

476,  477,  482. 

4909. 

477. 
485. 

476. 

488. 

4902. 

4984. 

4929,  4931,  4932. 

4894. 

4900. 

892. 
4884. 


477. 

4885. 

4897. 

4897. 

4952. 

4959. 

4960. 

4959. 

4909,  4934. 

476. 

4960. 

^959,  4961. 

494,  4935. 

476,  496. 
475. 
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Vol. 
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Date. 

July    8,  1870  230      2  16  198 

June  22, 1874  Bevised  Statutes 

476. 

3 

199 

169. 

-. 4 

•  •■ 

440,  477. 

5 

•  •« 

1756. 

6 

•  •« 

479. 

7 

«■• 

481. 

8 

•  •  • 

3915. 

9 

*•• 

494. 

10 

200 

.. . >■«     ...... 

482. 

11 

•  «• 

177, 178. 

12 

•  •• 

478. 

18 

•  •• 

484. 

14 

•  ft  ■ 

485. 

16 

•  •• 

486. 

16 

•  •• 

480. 

17 

•  «  ■ 

487. 

18 

•  •• 

488. 

19 

«•  • 

-#••••• 

483. 

20 

••• 

489. 

21 

•  •• 

4883. 

22 

201 

4884. 

23 

•  •• 

4885. 

24 

•  •9 

4886. 

25 

•  •  • 

4887. 

26 

•  •• 

4888. 

27 

•  •  ■ 

4889. 

28 

•  ■  • 

4890. 

29 

•  ■  • 

4891. 

80 

202 

4892. 

81 

•  •• 

4893. 

82 

4894. 

33 

4895. 

34 

■  ■• 

4896. 

85 

•  «  « 

4897. 

36 

203 

4898. 

37 

•  •  ■ 

4899. 

38 

•■■ 

4900. 

39 

•  ■■ 

4901. 

40 

•  •• 

4902. 

41 

204 

4903. 

42 

•  •• 

4904. 

43 

•  •• 

4905. 

•  •■ 

4906,  4907,  4908. 

45 

••  • 

4907,  4908. 

46 

•  «• 

4909. 

47 

205 

4910. 

48 

... 

4911. 

49 

.*• 

4912. 

50 

... 

4913. 

51 

... 

,          • 

4914. 

... 

4915. 

53 

... 

4916. 

54 

206 

4917. 

55 

«•  • 

629,  4921. 

56 

207 

699. 

57 

«•  ■ 

# •  •  •  ••             •■•#•• 

892. 

•  «• 

4918. 

59 

4919. 

60 

•  •• 

4922. 
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Obioinal  Statute. 

1 

Repbalkd. 

Revised  Statittes. 

Date.                 Ch. 

Bm.  Vol.  Pm 

Dftte. 

July  8,  1870  230 

61  16  208 

June  22, 1874  Revised  Statutes 

4920. 

•■»•••          •■•«••           •»• 

62  . 

■  •         •• 

4923. 

••■»•■          •*••••          ••• 

63  . 

1  •         ••  • 

4924. 

••••••          ••■•••          ••• 

64  .. 

>•          •■  • 

4925. 

••«••           ■•••••          ••• 

65  .. 

>•          ■•  • 

4926. 

•••••■          •«•••*          •■ 

66  .. 

.  209 

4927. 

4. 

67  .. 

•          ••• 

«■»■••           ••••«•         .««*«•           •■«•   • 

4928. 

■■••••                    »««•••                      ••■ 

68  . 

i«          ■«  ■ 

4934. 

••••■•                    ••■•••                      ••« 

69  .. 

»•          •«• 

4985. 

••••••                    ••••«•                      ••« 

70  .. 

m             ■■  • 

4936. 

■■••••                    ••••«•                      ••• 

71  .. 

»•              ••■ 

4929. 

•  •••^                    ••••■•                      ••■ 

72  .. 

.  210 

4980. 

••••••                    •••«»•                      ■•• 

73  .. 

I*         ••• 

■•••••           ••••••         •••*••           •••«•• 

4981. 

••■•■•                     «•••••                       «•• 

74  . 

>•          •• « 

4982. 

•■•■••                   ■••■••                      ••■ 

75  .. 

!•                       •  ■  • 

4934. 

«•••••                   ••••*•                      ■•• 

76  .. 

■                      ■  ■  • 

4983. 

•■■••■                   •»••■•                       •»• 

77  .. 

*m             •  ■« 

■••••■           ■•••••         •«»•••           ■•■■    ■ 

4987. 

■•«•*«                   «•««■«                      ••• 

78  .. 

..  211 

4941. 

••••••                   ••■•••                       ••• 

79  . 

>0         ■ « • 

4939,  4942. 

••••••                   •••••■                      ••• 

80  .. 

>•          ■•• 

4940. 

•  •■•••                  •••••■                       ■*• 

81  . 

>•          ••  ■ 

4947. 

••■•••                   •«••••                       ••■ 

82  . 

..  212 

4944. 

•  ••••a            •••■■•                ••• 

83  . 

»«         «•• 

4945. 

84  . 

■  •         ••  • 

4943. 

•••«••             •••••«               *■• 

85  . 

■  •          •  •  • 

4948,  4949,  4950,  4951. 

•  •••••             ••••••               •• 

86  .. 

1  •          •  •  ■ 

4952. 

■  «•■•■             «■■•■•               *■  * 

87  . 

•  ■          ••■ 

4953. 

■•••■•             «••■••              ■*■ 

88  . 

1  ■          •  •  • 

4954. 

••■•••             •»••■•              ••• 

89  .. 

..  213 

4955. 

90  . 

>*         ••• 

4956. 

••••*»             ■•«•»•              ■•• 

91  . 

■  •         •  ■  • 

4957. 

■•••••              •»•••■               ■«• 

92  . 

»•         •  •  • 

4958. 

■••■••             «••■••              ••• 

93  . 

B  ■                    ■•• 

4959. 

■•«••«             «••••■              ••• 

94  .. 

>•                    •  •• 

4960. 

•  •■•••              ■»••••             ••» 

95  . 

**                    •  •  • 

Omitted. 

•••■••             ■■•■••              •«« 

96  .. 

..  214 

•••«••                m     ••••              •■••>«                •••••• 

4961. 

•  •••••             «■«•••             ••• 

97  .. 

•         «•• 

4962. 

■  ••■••              •••■••             ••• 

98  . 

» •          «•  • 

4963. 

■  ■•••                ••■••■              ■•• 

99  . 

>•          ••■ 

4964. 

•  •••«•              •••«••             ••■ 

100  . 

•  •          ••• 

4965. 

••••■«             ■•••«•             ••■ 

101  . 

1  •         «»  • 

«••»•*                «•••••              ■      •■•«                 ••••«• 

4966. 

*•••••              •••■••              •*• 

102  . 

..  215 

4967. 

•••«•                 •«••»•              «•• 

103  . 

p»         ■  •• 

4971. 

••«••■             •••■••              ■«• 

104  .. 

k«              ••• 

4968. 

•■«•••              •••••«              ••• 

105  . 

»■               ••  ■ 

4969. 

••»•«•              »•«•••             ■•« 

106  . 

■  ■              .•  ■  • 

629,  4970. 

•■••••              •«■•••              ■•« 

107  . 

»  •               ■•• 

699. 

•■••••              ■•••••             ••« 

108  . 

»m              ••• 

972. 

•  ••••■               ••••«•              *•« 

109  . 

■  ■               ••  • 

0.  P. 

*•■■*«               mmmmmm              ••• 

110  . 

1  •              •  •  • 

0.  P. 

•••■■•               ••■■••               ••• 

Ill  .. 

.  216 

3616. 

Jan.  11,  1871  Res. 

.5     1 

6  590 

490,  491,  492. 

Mar.  24,  1871      5 

1  1 

7      2 

492. 
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In  this  Table  the  following  abbreviations  hare  been  used :  C,  cited ;  A,  affirmed ; 

R,  reversed. 


Aekemaa  r.  Archer,  15  0.  G.  562. 

O.  in  Hunt  y.  King,  17  O.  G.  200. 

Aekersotty  £x  parte,  1  Dec.  Com.  74. 

C.  in  £x  parte  Chatillon,  2  O.  G. 
115 ;  Ex  parte  Sellers,  2  O.  G.  246. 

Adair  r.  Thayer,  20  O.  G.  523,  7 
Fed.  Rep,  920.  C.  in  Collins  Co. 
V.  Cocs,  20  0.  G.  1084,  8  Fed. 
Rep.  517. 

Adair  r.  Thajer,  17  BlaU^h.  46S  ;  4 
Fed.  Rep.  441.  C.  in  Davis  v. 
Brown,  20  0.  G.  1021,  9  Fed. 
Rep.  647. 

Adans,  £x  parte,  3  O.  G.  150.  C.  in 
M.  &  H.  Glue  Co.  v.  Upton,  4 
Cliff.  237,  6  O.  G.  837,  1  Ban  & 
Ard.  497. 

Adams  r.  Burke,  17  Wall.  453.  C.  in 
Dorsey  R.  H.  Co,  v.  Bradley 
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Boe,  5  O.  G.  397;  Ex  parte  Sex- 
ton, 9  O.  G.  251. 

Adams  r.  JoUet  Manuf.  Co.,  12  O. 
G.  91,  3  Ban.^  Ard.  1.  C.  in 
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19  O.  G.  1146,  7  Fed.  Rep.  477. 

C.  in  Chapman  v.  Ferry,  12  Fed. 
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Apperly  &  Ciissold,  In  re,  2  Dec. 
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Blatch.  365,  14  0.  G.  943 ;  Man- 
ning V.  Cape  Ann  I.  &  G.  Co.,  4 
Ban  &  Ard.  612;  Perkins  y.  N.  C. 
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G.  688. 
Billings  y.  Ames,  32  Mo.  265.  C.  in 

Keith  V.  Hobbs,  69  Mo.  84. 
Binns  y,  WoodmlT,  4  Wash.  C.  C. 
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Star  Salt  Castor  Co.  v.  Crossman, 
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Matthews  v.  Spangenberg,  4  Fed. 
Rep.  350;  Schillinorer  v.  Gunther, 
15  Blatch.  303,  14  O.  G.  913,  3  Ban 
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122,  6  Fish.  74 ;  Blake  v.  Robert- 
son, 11  Blatch.  237,  6  O.  G.  297, 
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Fish.  294.    C.  in  £x  parte  Blake, 
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Roemer  v.  Simon,  95  U.  S.  214,  12 
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et  ah,  5  0.  G.  428 ;  Goodyear  D. 
V.  Co.  y.  Willis,  1  Flippin  385,  7 
O.  G.  41,  1  Ban  &  Ard.  568 ;  Gra- 
ham y.  McCormick,  21  O.  G.  1533, 
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Adyer.  Corpn.,  14  Fed.  Rep.  914. 
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Brass  Co.  y.  Miller,  9  Blatch.  77, 

5  Fish.  48, 
Bliss  y.  Negus,  8  Mass.  46.    C.  in 

Bartlett  y.  Holbrook,   67   Mass. 

114;  Bierce  y.  Stocking,  77  Mass. 

174;    Burrell  v.  Jewett,  2  Paige 
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217 ;  Dunbar  y.  Marden,  13  N.  H. 

311 ;  Harlow  y.  Putnam,  124  Mass. 

553 ;  Higglns  y.  Strong,  4  Blackf. 

182;  Holden  v.  Curtis,  2  N.  H.  61 ; 

Jackson  y.  Allen,  120  Mass.  64 ; 

Marsh  y.  Dodge,  66  N.  Y.  533 ; 

Middlebrook  y.  Broadbent,  47  N. 

Y.  443 ;  Moore  y.  Bare,  11  Iowa 

198 ;  Nash  y.  Lull,  102  Mass.  60 ; 

Rice  y.  Garnhart,  34  Wis.  453; 

Rich  y.  Hotchkiss,  16  Conn.  409 ; 

Slemmer's  Appeal,  58  Penn.  155  ; 

Wilder  y.  Adams,  2  W.  &  M.  329. 
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in  Hartell  y.  Tilghman,  99  U.  S. 
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C.  in  Adams  y.  Burke,  1  Holmes 

40  :  Adams  y.  Burke,  1  O.  G.  283  ; 

Adams  y.  Burke,  17  Wall.  453; 

Adams   y.  Burke,  4   Fish.  392; 

Aiken  y.  Manchester  Print  Works, 

2  Cliff.  435  ;  Bloomer  y.  Milliger, 
1  Wall.  340 ;  Burke  y.  Partricfee, 
58  N.  H.  349  ;  Chaffee  y.  Boston 
Belting  Co.,  22  How.  217  ;  Day  v. 
Union  Rubber  Co.,  3  Blatch.  488  ; 
Dean  y.  Mason,  20  How.  198; 
Eunson  y.  Dodge,  18  Wall.  414,  5 
O.  G.  95;  Fire  Extinguisher  Manuf. 
Co.  y.  Graham,  16  Fed.  Rep.  543  ; 
Gear  y.  Grosyenor,  1  Holmes  215, 

3  O.  G.  380,  6  Fish.  314 ;  Good- 
year V.  Beyerly  Rubber  Co.,  1  Cliff. 
348  ;  Hawley  y.  Mitchell,  1  Holmes 
42, 4  Fish.  388, 1  O.  G.  306 ;  Hodge 
y.  Railroad  Co.,  6  Blai^h.  85,  3 
Fish.  410;  Howe  y.  Wooldredge, 
94  Mass.  18  ;  Hill  v.  Whitcomb,  1 
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Ard.  34 ;  Jenkins  y.  Nicholson  Co., 
1  Abb.  (U.  S.)  567,  4  Fish.  201 ; 
Livingston  y.  Woodworth,  15  How. 
546 ;  Paige  y.  Banks,  13  Wall.  608 ; 
Paper  Bag  Cases,  105  U.  S.  766,  21 
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ding, 17  How.  447 ;  WetheiiU  y. 
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Zinc  Co,,  2  O.  G.  471,  9  Phila.  385 ; 
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Brown,  17  Fed.  Rep.  736;  Ready 
Roofing  Co.  V.  Taylor,  15  Blatch. 
95,  3  Ban  &  Ard.  368  ;  Schilliuger 
V.  Gunther,  15  Blatch.  303,  14  O. 
G.  913,  3  Ban  &  Ard.  491 ;  Star 
Salt  Castor  Co.  v.  Crossman,  4  Ban 
&  Ard.  566. 

Buerk  t.  Talentlne^  9  Blatch.  479,  2 
O.  G.  295,  5  Fish.  366.  C.  in 
Buerk  v.  Imhaeuser,  5  O.  G.  752 ; 
Buerk  v.  Imhaeuser,  1  Ban  &  Ard. 
337. 

Bull  T.  Pratt,  1  Conn.  342.  C.  in 
Smith  v.  McClelland,  11  Bush  523. 


Burden  t.  Deni;,  92  U.  S.  716,  2 

Fish.  588.  C.  in  Birdsall  v.  Cool- 
idge.  93  U.  S.  64;  Black  v.  Mun- 
son,  14  Blatch.  265,  2  Ban  &  ^rd. 
623 ;  Emisrh  V. B. & O.  R.  R. Co.,  19 
O.  G.  935, 6  Fed.  Rep.  283;  Goddard 
V,  Wilde,  17  Fed.  Rep.  845 ;  Green- 
leaf  V.  Yale  Lock  Manuf.  Co.,  17 
Blatch.  253, 17  O.  G.  625 ;  Knox  v. 
Gt.  Western  Q.  Mining  Co.,  14  O. 
G.  897 ;  Knox  v.  Gt.  Western  Q. 
Mining  Co.,  6  Saw.  430,  4  Fed. 
Rep,  809;  Root  v.  Railway  Co., 
105  U.  S.  189,21  O.  G.  1112,  1 
Fed.  Rep.  349  (n.) ;  Sayles  v. 
Richmond,  F.  &  P.  R.  R.  Co.,  3 
Hughes  172,  16  O.  G.  943,  4  Baa 
&  Ard.  239;  Vaughan  v.  Cent. 
Pacific  R.  R.  Co.,  4  Saw.  280,  3 
Ban  &  Ard.  27. 

Burden  t.  Coming,  2  Fish.  477.  C. 
in  Adams  v.  Joliet  Manuf.  Co.,  12 
O.  G.  91,  3  Ban  &  Ard.  1 ;  Hamil- 
ton V.  Ives,  3  O.  G.  30,  6  Fish. 
244 ;  Hubbell  v.  U.  S.,  5  N.  &  H. 
1 ;  Ives  V.  Hamilton,  92  U.  8.  426, 
10  O.  G.  336. 

Burdett  V.  Estey,  15  Blatch.  349,  15 
O.  G.  877,  4  Ban  &  Ard.  7.  C.  ia 
Burdett  v.  Estey,  19  Blatch.  1  ; 
Cobum  V.  Schroeder,  22  O.  G.  1538 ; 
Matthews  v.  Spangenberg,  23  O. 
G.  92. 

Bums  T.  Meyer,  100  U.  S.  671.  C. 
in  Railroad  Co.  v.  Mellon,  104  U» 
S.  112,  20O..G.  1891. 

Burr  V.  Cowperthwaity  4  Blatch. 
163.  C.  in  Arkell  v.  Paper  Bag 
Co.,  7  Blatch.  475. 

Burr  T.  Duryee,  2  Fish.  275.  A.  in 
Burr  V.  Duryee,  1  Wall.  531. 
C.  in  Wooster  v.  Singer  Manuf. 
Co.,  23  O.  G.  2513. 

Burr  V.  Duryee,  1  Wall.  531.  A. 
Burr  V.  Duryee,  2  Fish.  275.  C.  in 
Andrews  v.  Hovey,  16  Fid.  Rep. 
387 ;  Ex  parte  Bragg,  8  O.  G.  985  ; 
Brett  V.  Quintard,  10  Fed.  Rep. 
471;  Brett  v.  Quintard,  17  Fed. 
Rep.  521 ;  Burke  v.  Partridge,  58 
N.  H.  349 ;  Carhart  v.  Austin,  2 
Clifl.  528,  2  Fish.  543;  Case  v. 
Brown,  2  Wall.  320 ;  Crompton  v. 
Belknap  Mills,  3  Fish.  536 ;  Fuller 
V.  Yentzer,  94  U.  S.  288,  11  O.  G. 
551 ;  Gill  V.  Wells,  22  Wall.  1,  6 
O.  G.  881,  2  A.  L.  T.  (N.  S.)  101 ; 
Goodyear  v.  Providence   Rubber 
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Co.,  2  Cliff.  351.  2  Fish.  499 ;  Hale 
V.  Stimp8on,  2  Fish.  565  ;  £z  parte 
Harrison,  10  O.  G.  373;  Heald  v. 
Rice,  104  U.  S.  737,  21  O.  G.  1443; 
Hoffheims  v.  Brandt,  3  Fish.  218 ; 
Imhaeuser  y.  Buerk,  101  U.  S.  647, 
17  0.  G.  795 ;  Ives  v.  Hamilton, 
92  U.  S.  426, 10  O.  G.  336 ;  Jacques 
V.Wells,  5  O.  G.  364;  James  v. 
Campbell,  104  U.  8.  356,  21  O.  G. 
337 ;  Mackay  v.  Jackman,  22  O.  G. 
85,  12  Fed.  Rep.  615 ;  Morey  v. 
Lockwood,  8  Wall.  230;  Powder 
Co.  V.  Powder  Works,  98  U.  S. 
126,  15  O.  G.  289 ;  £x  parte  Sar- 
gent &  Bourge,  10  O.  G.  285; 
Seymour  v.  Osborne,  3  Fish.  555 ; 
Seymour  V.  Osborne,  11  Wall.  516 ; 
Taylor  v.  Garretson,  9  Blatch.  156, 

5  Fish.  116;  Union  Paper  Collar 
Co.  V.  White,  7  O.  G.  698,  2  Ban 

6  Ard.  60 ;  Wells  v.  Gill,  2  O.  G. 
590,  6  Fish.  89  ;  Wells  v.  Jacques, 
5  0.  G.  364,  1  Ban  &  Ard.  60 ; 
Wells  V.  Jacques,  5  Fish.  136; 
Werner  v.  King,  96  U.  8.  218,  13 
0.  G.  167 ;  Whitely  v.  Swayne,  4 
Fish.  117;  Wicks  v.  Stevens,  2 
Woods  310,  2  Ban  &  Ard.  318; 
Wilson  v.  Coon,  18  Blatch.  532, 

19  0.  G.  482,  6  Fed.  Rep.  611. 
Birr  T.  Oreirory,  2  Paine  426.    C. 

in  Blakeney  v.  Goode,  30  Ohio  St. 
350;  Kartell  v.  Tilghman,  99  U.  S. 
547 ;  Keith  v.  Hobbs,  2  Paine  426 ; 
Middlebrook  v.  Broadbent,  47  N. 
Y.  443 ;  Saxton  v.  Dodge,  57  Barb. 
84;  Slemmer's  Appeal,  58  Penn. 
155;  Snow  v.  Judson,  38  Barb.  210. 
Birrall  v,  Jewett,  2  Paige  134.  C. 
in  Celluloid  M%.  Co.  v.  Groodyear 
D.  V.  Co.,  la  Blatch.  375, 10  O.  G. 
41,  2  Ban  &  Ard.  334;  Dudley  v. 
Mayhew,  3  N.  Y.  9 ;  Gibson  v. 
Woodworth,  8  Paige  132;  Hovey 
V.  Bubber  Tip  Penal  Co.,  33  N.  Y. 
Sup.  522;  Hovey  v.  Bubber  Tip 
Pendl  Co.,  57  N.  Y.  119 ;  Middle- 
brook  V.  Broadbent,  47  N.  Y.  443 ; 
Hice  V.  Gamhardt,  34  Wis.  453; 
Rubber  Tip  Pencil  Co.  v.  Howard, 

20  Wall.  498,  7  O.  G.  172. 
Barton  r.  Stratton,  12  Fed.  Rep. 

W,    C.  in  Thomas  v.  Lennon,  14 
^Fed.  Rep.  847  (note). 
Bwk  k  Co.,  Ex  parte,  10  0.  G.  164. 

C.  in  £x  parte  Smith,  16  O.  G. 

679. 


Bniis  T.  Pntney,  38  N.  H.  47.    C.  in 

Springfield  v.  Drake,  58  N.  H.  19. 
Bniiell  T.  Fifleld,  7  Fed.  Kep.  465. 

C.   in  Hatch  v.  Moffitt,  15  Fed. 

Rep.  252. 
Byam  t.  Bollard,  1  Curt.  100.    C. 

in  Fairbanks  v.  Jacobus,  14  Blatch. 

337,  3  Ban  &  Ard.  108. 
Byam  t.  Fair,  1  Curt.  260.    C.  in 

Hubbell  V.  U.  S.,  5  N.  &  H.  1 ; 

Millner  v.  Schofield,  4  Hughes  258 ; 

Saxe  v.  Hammond,  1  Holmes  456, 

7  O.  G.  781,  1  Ban  &  Ard.  629 ; 

Seymour  y.  McCormick,  19  How. 

96 ;  Wallace  v.  Holmes,  9  Blatch. 

65, 1  O.  G.  117,  5  Fish.  37 ;  Water- 
bury  Brass  Co.  v.  Miller,  9  Blatch. 

77,  5  Fish.  48. 

CaUU  T.  Beekford,  1   Holmes  48. 

C.  in  Cahill  v.  Brown,  15  O.  G. 

697,  3  Ban  &  Ard.  580. 
Cahoon  t.  Bingr,  1  Cliff.  592,  1  Fish. 

397.    C.  in  Bates  v.  Coe,  98  U.  S. 

31,  15   O.  G.  337 ;    Blanchard  v. 

Putnam,   8  Wall.  420;  Davis  v. 

Brown,  20  O.  G.  1021,  9  Fed.  Rep. 

647  ;  Hamilton  v.  Ives,  3  O.  G.  30, 

6  Fish.  244 ;  Hamilton  v.  Ives,  6 
>  Fish.  244;  Hammond  v.  Laird, '7 

O.  G.  170;  Hanscom  v.  Latham, 
9  O.  G.  1157 ;  Hartshorn  v.  Tripp, 

7  Blatch.  120 ;  Hubbell  v.  U.  S.,  5 
N.  &  H.  1;  Ex  parte  Hyatt  & 
French,  4  O.  G.  609 ;  LaBaw  v. 
Hawkins,  6  O.  G.  724,  1  Ban  & 
Ard.  428  ;  Machine  Co.  v.  Murphy, 
97  U.  S.  120,  13  O.  G.  366 ;  Mareh 
V.  Dodge,  66  N.  Y.  533 ;  Mitchell 
V.  Tilghman.  19  Wall.  287,  5  O.  G. 
299;  Piper  v.  Brown,  1  Holmes 
20,  4  Fish.  175;  Seymour  v. 
Osborne,  11  Wall.  516;  Stephen- 
son V.  Goodell,  9  O.  G.  1195  ; 
Wilson  v.  Coon,  18  Blatch.  532, 
19  O.  G.  482,  6  Fed.  Rep.  611. 

California  A.  S.  P.  Go.  t.  Ferine,  7 

Saw.  190,  20  O.  G.  813,  8  Fed. 

Rep.   821.     C.    in    Schiliinger  y. 

Green  way  Brewg.  Co.,  24  O.  G. 

495,  17  Fed.  Rep.  244. 
Calkins  t.  Bertrand,  6  Biss.  494,  9 

O.  G.  795,  2  Ban    &  Ard.  215. 

C.  in  Maier  v.  Brown,  17  Fed. 

Rep.  736. 
Cameroii  t.  Brick,  3  Dec.  Com.  89. 

C.  in  Huntley  y.  Smith,  18  O.  G. 

795. 
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Cammeyer  t.  Newton^  12  Blatch. 
122,  5  O.  -G.  753,  1  Ban  &  Ard. 
294.  A.  in  Cammeyer  v.  Newton« 
94  U.S.  225,  11  O.  G.  287. 

Cammeyer  t.  Newton,  94  U.  S.  225, 
11  O.  G.  287.     A.  Cammeyer  v. 
Newton,  12  Blatch.  122,  5  O.  G. 
753,   I  Ban  &  Ard.  294.    C.  in 
Allen  V.  New  York,  17  Blatch 
350,  17  O.  G.  1281 ;  Campbell  v 
James,  17  Blatch.  43,  11  O.   G 
979 ;   Colgate  v.  Int.  Ocean  Tel 
Co.,  17  Blatch.  308,  17  O.  G.  194 
Faulks  v.  Kamp,  17  Blatch.  432 

17  O.  G.  851,  3  Fed.  Rep.  898 
Fletcher  v.  Blake,  19  O.  G.  221 
Fuller  V.  Yentzer,  94  U.  S.  288 ; 
11  O.  G.  551. 

Campbell  t.  James,  18  Blatch.  92, 

18  O.  G.  nil,  2  Fed.  Rep.  338. 
C.  in  Pacific  Bank  v.  Robinson,  57 
Cal.  520,  20  O.  G.  1314. 

Campbell  t.  New  York,  20  O.  G. 
1817,  9  Fed.  Rep.  500.  C.  in  Con- 
cord  V.  Norton,  16  Fed.  Rep.  477. 

Canal  Co.  r.  Clark,  13  Wall.  311. 
C.  in  Ex  parte  Gordon,  12  O.  G, 
617  ;  Kartell  v.  Viney,  2  W.  N. 
602;  Hoosier  Drill  Co.  v.  Ingels, 
•14  O.  G.  785;  Ex  parte  Pace, 
Talbot  &  Co.,  16  O.  U  909; 
Smith  V.  Reynolds,  10  Blatch.  100, 
3  O.  G.  216. 

Carew  t.  Boston  Elastic  Fabric  Co., 
1  Holmes  45,  3  Cliff.  356,  1  O.  G. 
91,  5  Fish.  90.  C.  in  Buerk  v. 
Imhaueser,  14  Blatch.  19,  10  O. 
G.  907,  2  Ban  &  Ard.  452  ;  Burke 
V.  Partridge,  58  N.  H.  349; 
Kelleher  v.  Darling,  4  Cliff.  424, 
14  O.  G.  673,  3  Ban  &  Ard.  438 ; 
LaBaw  v.  Hawkins,  6  O.  G.  724, 
1  Ban  &  Ard.  428;  Star  Salt 
Caster  Co.  v.  Crossman,  4  Ban  & 
Ard.  566. 

Carhart  r.  AQstin,  2  Cliff.  528,  2 
Fish.  543.  C.  in  M.  &  H.  Glue 
Co.  V.  Upton,  4  Cliff.  237,  6  0.  G. 
837,  1  Ban  &  Ard.  497 ;  Seymour 
V.  Osborne,  3  Fish.  555  ;  Seymour 
V.  Osborne,  11  Wall.  516;  Smith 
V.  GoodyeaV  D.  V.  Co.,  93  U.  S. 
486,  110.  G.  246. 

Cariooky  Ex  parte,  8  O.  G.  191.  C. 
in  Ex  parte  Bragg,  8  O.  G.  985  ; 
Ex  parte  Dorman,  9  O.  G.  1061. 

Carlton  t.  Bokee,  17  Wall.  463,  2 
O.  G.  520,  6  Fish.  40,  2  O.  G.  520. 


C.  in  Ex  parte  Bragg,  8  O.  G.  9ft5  ; 
Combined  Can  Co.  v.  Lloyd,  21 
O.  G.  713,  11  Fed.  Rep.  153; 
Ex  parte  Sargent  &  Bourge,  10 
O.  G.  285 ;  Smith  v.  Merriam,  19 
O.  G.  601,  6  Fed.  Rep.  713 ;  Ex 
parte  Wkters,  8  O.  G.  399  ;  Union 
Paper  Collar  Co.  v.  White,  7  O.  G. 
698,  2  Ban  &  Ard.  60 ;  Wood  v. 
Packer,  17  Fed.  Rep.  650. 

Carr,  Ex  parte,  5  O.  G.  30.  C.  in 
Ex  parte  Clark  &  Osborn,  5  O.  Gr« 
667. 

Carr  t.  Darids,  3  O.  G.  440.  C.  in 
Chambers  v.  Duncan,  10  O.  G. 
787 ;  Lauder  v.  Crowell,  16  O.  G. 
405.  C.  in  Bliss  v.  Brooklyn,  8 
Blatch.  533,  4  Fish.  596 ;  Carr  v. 
Rice,  4  Blatch.  200,  1  Fish.  325 ; 
Hussey  v.  Bradley,  5  Blatch.  134, 
2  Fish.  362;  Brown  v.  Guild,  23 
Wall.  181,  6  O.  G.  392,  7  O.  G. 
739;  Corn  Planter  Patent,  23 
Wall.  181,  6  O.  G.  392,  7  O.  G. 
739, 

Carroll  t.  Ertheiler,  1  Fed.  Rep. 
688.  C.  in  Singer  Manuf.  Co.  v. 
Riley,  11  Fed.  Rep.  706. 

Carter  t.  Baker^  1  Saw.  512,  4  Fish. 
404.  C.  in  American  Pavement 
Co.  V.  Elizabeth,  6  O.  G.  764; 
Buerk  y.  Imhaeuser,  14  Blatch. 
19,  10  O.  G.  907,  2  Ban  &  Ard. 
452 ;  Coolidge  v.  McCone,  2  Saw. 
571, 5  O.  G.  458, 1  Ban  &  Ard.  78, 
1  A.  L.  T.  (N.  S.)  214;  Fisher  v. 
Craig,  3  Saw.  69,  1  Ban  &  Ard. 
365;  Ives  v.  Hamilton,  92  U.  S. 
426,  10  O.  G.  336  ;  King  v.  Louis- 
ville Cement  Co.,  4  O.  G.  181,  6 
Fish.  336 ;  Stover  v.  Halsted,  12 
Blatch.  95,  8  O.  G.  556,  2  Ban  & 
Ard.  98 ;  Tremaine  v.  Hitchcock, 
(Tremolo  Patent)  23  Wall.  518,  7 
O.  G.  1055;  Wiltv.  Grier,  19  O. 
G.  427,  5  Fed.  Rep.  450. 

Carter  v.  Messinger,  11  Blatch.  34. 
C.  in  Burke  v.  Partridge,  58  N.  H. 
349;  Imhaeuser  v.  Buerk,  101  U. 
S.  647,  17  O.  G.  795. 

Carter  t.  Perry,  8  O.  G.  518.  C.  in 
Dvv}:er  v.  Dickey,  10  O.  G.  583  ; 
Perkins  v.  Compton,  13  O.  G.  43. 

Carver  v*  Braintree  Manuf.  Co.,  2 
Story  432,  2  Robb  141.  C.  in  Al- 
bright v.  Celluloid  H.  T.  Co.,  12 
O.  G.  227,  2  Ban  &  Ard.  629; 
Blanchard  v.  Putnam,  8  Wall.  420 ; 
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Burrv.  Duryee,  1  Wall.  531 ;  Case 
V.  Brow^n,  2  Wall.  320 ;  Chicago 
Fruit  House  Co.  v.  Busch,  2  Blss. 
472,  4  Fish.  395 ;  Dorsey  Co.  v. 
Marsh,  9  Phila.  395,  6  Fish.  387 ; 
Gould  v.  Ballard,  13  O.  G.  1081,  3 
Ban  &  Ard.  324 ;  Ives  y.  Hamil- 
ton, 92  U.  S.  426,  10  O.  G.  336 ; 
Klein  v.  Russell,  19  Wall.  433 ;  Le 
Roy  V.  Tatham,  14  How.  156 ;  Mc- 
WJJliams  Manuf.  Co,  v.  Blundell, 
22  0.  G.  177,  11  Fed.  Rep.  419 ; 
Parham  y.  Sewing  Machine  Co.,  4 
Fish.  468 ;  Poppenhusen  v.  Falke, 
4  Blatch.  493,  2  Fish.  181 ;  Wilson 
Y.  Boeseau,  1  Blatch.  3. 
Carrer  r.  Hyde,  16  Pet.  513.  C.  in 
£x  parte  Robert  Dick,  2  O.  G.  147 ; 
Gill  V.  Wells,  22  WalU  1,  6  O.  G. 
881,  2  A.  L.T.  (N.  S.)  101 ;  Gould 
V.  Bees,  15  Wall.  187,  2  O.  G. 
624,  6  Fish.  106;  Hale  v.  Stimp- 
son,  2  Fish.  565;  Imhaeuser  v. 
Buerk,  101  U.  S.  647,  17  O.  G. 
795;  Reedy  v.  Scott,  23  Wall.  352, 

7  0.  G.  463 ;  Stimpson  v.  Balto.  & 
Sus.  R.R.  Co.,  10  How.  329 ;  Stimp- 
son V.  Woodman,  10  Wall.  117. 

Cam  T.  Brown,  1  Biss.  382,  2  Fish. 

268.  A.  in  Case  v.  Brown,  2  Wall. 

320.   C.  in  Brown  v.  Selby,  2  Biss. 

457,  4  Fish.  363. 
Caae  t.  Brown,  2  Wall.  320.    A. 

Case  V.  Brown,  1  Biss.  382,  2  Fish. 

268.    C.  in  Amer.  B.  L.  Co.  v. 

Barnes,  21  O.  G.  1829,  9  Fed.  Rep. 

465 ;  Coffin  v.  Ogden,  7  Blatch.  61, 

3  Fish.  640 ;  Crompton  v.  Belknap 

Mills,  3  Fish.  536 ;  Gill  v.  Wells, 

22  Wall.  1,  6  O.  G.  881,  2  A.  L.  T. 

(N.  S.)  101 ;  Morey  v.  Lockwood, 

8  Wall.  230  ;  Seymour  v.  Osborn, 
3  Fiah,  555 ;  Taylor  v.  Garrettson, 

9  Blatch.  156,  5  Fish.  116. 

Case  T.  Hastings,  7  O.  G.  557.  C.  in 
Berry  v.  Stockwell,  9  O.  G.  404. 

Case  T.  Morey,  1  N.  H.  347.  C.  in 
Dunbar  v.  Harden,  13  N.  H.  311 ; 
Holden  v.  Curtis,  2  N.  H.  61. 

Case  T.  Bed  field,  4  McLean  526, 
2Bobb741.  C.  in  Black  v.  Stone, 
33  Ala.  327;  Gamewell  Fire  Alarm 
Tel.  Co.  V.  Chilicothe,  7  Fed.  Rep. 
351 ;  Hayes  v.  Dayton,  18  Blatch. 
420,  18  0.  G.  1406,  8  Fed.  Rep. 
702;  Hodge  v.  Railroad  Co.,  6 
Blatch.  85,  3  Fish.  410 ;  Jenkins  v. 
Nicholson,  1  Abb.(U.S.)567, 4  Fish. 


201 ;  McKeni%j|i  v.  Hite,  6  Ind.  428; 
Moore  v.  Bare,  11  Iowa  198 ;  Ferry 
y.  Corning,  7  Blatch.  195. 

Castle^  B.  S.,  Ex  parte,  4  O.  G.  179. 
C.  in  Reckon dorfer  v.  Faber,  12 
Blatch.  68,  5  O.  G.  697,  1  Ban  & 
Ard*  229. 

Gawood  Patent,94  U.  S.  695, 12  O.  G. 
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V.  Simm,  3  O.  G.  293.  0  Fish.  281 ; 
Jackson  v.  Allen,  120  Mass.  64 ; 
Nelson  v.  McMann,  16  Blatch. 
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Wall.  Jr.  356,  1  Fish.  626.  C.  in 
Anilin  v.  Hamilton  Manuf.  Co.,  13 
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O.  G.  156,  5  Fed.  Bep.  63  ;  Burke 
V.  Partridge,  58  N.  H.  349  ;  Geier 
V.  Goettinger,  7  O.  G.  563,  1  Ban 
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year V.  Union  Rubber  Co.,  4 
Blatch.  63;  Green  v.  Willard  I.  B. 
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year D.  V.  Co,  V.  Smith,  1  Holmes 
354,  5  O.  G.  585. 1  Ban  &  Ard.  201 ; 
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Goodyear  D.  T.  Co.  v.  Smith,  1 
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Lewis,  1  Bond  172;  Nash  y.  Lull, 
102  Mass.  60 ;  O'Reilly  v.  Morse, 

15  How.  62 ;  Rowe  y.  Blanchard, 
18  Wis.  441 ;  Smith  y.  Downing,  1 
Fish.  64;  Whitney  v.  Emmett, 
Bald.  303.  1  Robb  567. 

Knight  y.  Railroad  Co.,  Taney  106, 
3  Fish.  1.    C.  in  Alcott  y.  Young, 

16  Blatch.  134,  16  O.  G.  403; 
Giant  Powder  Co.  y.  California 
Powder  Works,  3  Saw.  448,  2  Ban 
&  Ard.  131 ;  McWilliams  Manuf. 
Co.  y.  Blundell,  22  O.  G.  177,  11 
Fed.  Rep.  419  ;  M.  &H.  Glue  Co. 
V.  Upton,  4  Cliff.  237,  6  O.  G.  837, 
1  Ban  &  Ard.  497. 

Knox  y.  Gt*  Westem  Q*  Mining  Co*, 
3  Saw.  422.  C.  in  Blake  y.  Green- 
wood Cemetery,  16  Fed.  Rep.  676 ; 
Knox  y.  Gt.  Westem  Q.  Mining 
Co.,  6  Saw.  430,  4  Fed.  Rep.  809. 

La  Dae,  Ex  parte,  1  O.  G.  549.    C. 

in    Reckendorfer     y.    Faber,    12 

Blatch.  68,  5  0.  G.  697,  1  Ban  & 

Ard.  229. 
Langdon  y.  De  Groot,  1  Paine  203, 

1  Robb  433.  C.  in  Alcott  y.  Young, 

16  Bktch.  134,  16  O.  G.  503  ;  Bur- 
rail  y.  Jewett,  2  Page  134 ;  Dick- 
inson y.  Hall,  31  Mass.  217; 
Dudley  y.  Mayhew,  13  N.  H.  311 ; 
Faulks  y.  Kamp,  17  Blatch.  432, 

17  O.  G.  851,  3  Fed.  Rep.  898 ;  M. 
&  H.  Glue  Co.  y.  Upton,  4  Cliff. 
237,  6  O.  G.  837,  1  Ban  &  Ard. 
497 ;  Nash  y.  Lull,  102  Mass.  69  ; 
Penn  Salt  Co.  y.  Thomas,  8  Phila. 
144,  5  Fish.  148 ;  Pratt  y.  Rosen- 
field,  18  Blatch.  234,  3  Fed.  Rep. 
325;  Reed  y.  Reed,  12  Blatch. 
366,  8  O.  G.  193,  1  Ban  Sc  Ard. 


515;  Rowe  y.  Blanchard,  18  Wis. 
441 ;  Thomas  y.  Weeks,  2  Pabie 
92;  Whitney  y.  Emmett^  Bald. 
303,  1  Robb  567 ;  Wood  v.  Under- 
bill, 5  How.  1,  2  Robb  588. 

Langloisy  £x  parte,  14  O.  G.  84.  C. 
in  Ex  parte  Stempel,  16  O.  G.  316* 

Latta  y.  Shawk,  1  Bond  259,  1  Fish. 
465.  C.  in  Burke  y.  Partridge,  58 
N.  H«  349  ;  Crompton  y.  Belknap 
Mills,  3  Fish.  536 ;  Rowell  y.  Lind- 
say, 19  O.  G.  1565,  6  Fed.  Rep. 
200;  Smith  y.  Frazer,  2  0.  G. 
175,  5  Fish.  543. 

Lander  y.  Crowell,  16  O.  G.  405. 
C.  in  Thomaa  y.  Reese,  16  O.  G. 
1234. 

Lawrence  A  Co.y  Ex  parte,  10  O.  G. 
163.  C.  in  Ex  parte  Warburg  & 
Co.,  13  0.  G.  44. 

Lawrenee  y.  Cnpples^  9  O.  G.  254. 
C.  in  Bullinger  *  y.  Mackey,  15 
Blatch.  550. 

Lay  y.  Ballard,  3  O.  G.  687.  C.  in 
Lay  y.  Wiard,  9  O.  G.  349. 

Le  Roy  y.  Tatham,  14  How.  156.  B. 
Tatham  y.  Le  Roy,  2  Blatch.  174. 
C.  in  Andrews  y.  Carman,  13 
Blatch.  307,  9  O.  G.  1011,  2  Ban 
&  Ard.  277 ;  Arkell  y.  Paper  Bag 
Co.,  7  Blatch.  475;  Burden  v. 
Corning,  2  Fish.  477  ;  Coming  v. 
Burden,  15  How.  252 ;  Goodyear 
V.  Proyidence  Rubber  Co.,  2  Cliff. 
351,  2  Fish.  499  ;  lyes  y.  Hamil- 
ton, 92  U.  S.  426, 10  0.  G.  336  ;  Le 
Roy  y.  Tatham,  22  How.  132 ; 
McCJoekey  y.  Da  Bois,  20  O.  G. 
1086,  3  Fed.  Rep.  38 ;  M.  &  H. 
Glue  Co.  y.  Upton,  4  Cliff.  237,  6 
O.  G.  837,  1  Ban  &  Ard.  497  ; 
Middlebrook  y.  Broadbent,  47  N. 
Y.  443;  O'Reilly  v.  Morse,  15 
How.  62 ;  Seymour  y.  McCormick, 
19  How.  96 ;  Singer  y.  Walmsley, 
1  Fish.  558 ;  Winans  y»  Denmead, 
15  How.  330,  4  Am.  L.  J.  498. 

LeBoy  y.  Tatham,  22  How.  132.  C. 
in  Andrews  y.  Carman,  13  Blatch. 
307,  9  O.  G.  1011,  2  Ban  &  Ard. 
277 ;  M.  &  H.  Glue  Co.  y.  Upton, 
4  Cliff.  237,  6  O.  G.  837,  1  Ban  & 
Ard.  497  ;  Middlebrook  y.  Broad- 
bent,  47  X.  Y.  443;  Poillon  v. 
Schmidt,  6  Blatch.  299,  3  Fish, 
476;  Stimpson  v.  Woodman,  10 
Wall.  117. 
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Lee  T.  BUadj^  1  Bood  861,  2  Fish. 
89.  C.  in  Orompton  v.  Belknap 
Mills,  3  Fish.  536;  £x  parte 
Fisher,  20  O.  G.  957;  McComb 
y.  Brodie,^  1  Woods  153,  2  O.  G. 
117,  5  Fiah.  384;  Burke  v.  Part- 
ri^,  58  K.  Y.  349 ;  Rowell  v. 
Lindsay,  19  O.  G.  1565,  6  Fed. 
liep.  290. 

Lenett,  Ex  parte,  2  O.  G.  109.  C- 
in  M.  &  H.  Glue  Co.  v.  Upton,  4 
Cliff.  237,  6  O.  G.  837,  1  Ban  & 
Ard.  497. 

Leg^tt  T.  Arery,  101  U.  S.  256,  17 
O.  G.  445.  C.  in  Atwater  M.  Co. 
V.  BeecherM.  Co.,8  Fed.  Rep.  608; 
Edgarton  v.  F.  &  B.  Manuf.  Co., 
21  O.  G.  251,  9  Fed.  Rep.  450;  Ex 
parte  Ewart,  17  O.  G.  448 ;  Good- 
year B.  V.  Co.  V.  Davis,  102  U.  S. 
222,  19  O.  G.  543 ;  Kells  v.  Mc- 
Kenzie,  20  O.  G.  1663, 9  Fed.  Rep. 
284;  Moffitt  v.  Rogers,  8  Fed. 
Rep.  147 ;  N.  Y.  B.  &  P.  Co.  v. 
Sibley,  15  Fed.  Rep.  386 ;  Putnam 
V.  Tinkham,  4  Fed.  Rep.  411 ; 
Smith  y.  Merriam,  19  O.  G.  601,  6 
Fed.  Rep.  713;  Union  Metallic 
Cartridge  Co.  y.  U.  S.  Cartridge 
Co.,  7  Fed.  Rep.  344 ;  Yale  Lock 
Mfg.  Co.  v.  Norwich  Natl.  Bank, 
6  Fed.  Rep.  377. 

Lebmaiiy  Ex  parte,  2  Dec.  Com. 
70.  C.  in  Ex  parte  Noyes,  8  0. 
G.  818 ;  Ex  parte  Sherman,  7  O. 
G.  1054 ;  Ex  parte  Shepard,  3  O. 
G.  522. 

Lester  t.  Palmier,  86  Mass.  145.  C. 
in  Harlow  y.  Putnam,  124  Mass. 
553 ;  Nash  y.  Lull,  102  Mass.  60 ; 
Rowe  y*  Blanchard,  18  Wis.  441 ; 
Saxton  y.  Dodge,  57  Barb.  84;  Wil- 
son y.  Hentges,  26  Minn.  288. 

Liddle  y.  Cory,  7  Blatch.  1.  C.  in 
Baerk  y.  Imhaeusen,  11  O.  G.  112, 
2  Ban  &  Ard.  465. 

Ll^htiier  y*  Brooks,  2  Cliff.  287.  C. 

in  Lightner  y.  Kimball,  1  Lowell 

211 ;  United  Nickel  Co.  y.  Worth- 

ington,  23  O.  G.  939,  13  Fed.  Rep. 

392 
Lightner  y.  Kimball,  1  Lowell  211. 

C.  in  American  Cotton  Tie  Co.  y. 

McCready,  17  Blatch.  291,  17  O. 

G.   565;    United   Nickel  Co.   y. 

Worthington,  23  O.  G.  939,    13 

Fed.  Bep.  392. 


Linlsay  y.  Borabaeh,  4  Jones  E<|. 
124.    C.  in  Keith  y.  Hobbs,  69  Mo. 

84. 

Llpman,  Ex  parte,  1  O.  G.  304.  C. 
in  Ex  parte  Lyman,  2  O.  G.  705. 

Little  T.  GoQla,  2  Blatch.  155,  362. 
C.  in  Boucieault  y.  Wood,  2  Biss. 
34  (note) ;  Yuengling  y.  Schile,  12 
Fed.  Rep.  97. 

Little  y.  Hall,  18  How.  165.  C.  in 
Carter  y.  Bailey,  64  Me.  458; 
Clemens  y.  Belford  (Mark  Twain 
case),  14  Fed.  Rep.  728;  Palmer 
y.  De Witt,  40  How.  Pr.  293, 47  N. 
Y.  532 ;  Rees  y.  Peltzer,  75  111. 
475. 

Little  y.  Sargent,  12  O.  G.  186.  C. 
in  Yale  Jx)ck  Manuf.  Co.  y.  Berk- 
shire Natl.  Bank,  17  Fed.  Rep. 
531. 

Little  y.  SteveneoA,  3  O.  G.  379.  C.  in 
Ex  parte  Clark  &  Osbom,  5  O.  G. 
667  ;  Hart  v.  Little,  7  O.  G.  962; 
Proctor  y.  Ackroyd,  6  O.  G.  603. 

Littleiield  t.  Perry,  21  Wall.  205,  7 
O.  G.  964.  C.  in  Blakeney  v. 
Goode,  30  Ohio  St.  350;  Brady  y. 
Atlantic  Works,  15  O.  G.  965,  3 
Ban  &  Ard.  577  ;  Buerk  y.  Im- 
haeusen, 14  Blatch.  19,  10  O.  G. 
907,  2  Ban  &  Ard.  452 ;  Burdett 
y.  Estey,  19  Blatch.  1 ;  Celluloid 
Manuf.  Co.  y.  Goodyear  D.  V.  Co. 
13  Blatch.  375,  10  U.  G.  41, 2  Ban 
&  Ard.  334;  Gamewell  Fire  Alarm 
Tel.  Co.  V.  Brooklyn,  22  O.  G. 
1978,  4  Fed.  Rep.  255 ;  Hammond 
y.  Hunt,  4  Ban  &  Ard.  Ill ;  Har- 
tell  y.  Tilgliman,  99  U.  S.  547; 
Holbrook  v.  Small,  17  O.  G.  55,  3 
Ban  &  Ard.  625;  Lilienthal  y. 
Washburn,  8  Fed.  Rep.  707  ;  Magic 
Ruffle  Co.  V.  Elm  City  Co.,  14 
Blatch.  109,  HO.  G.  501,  2  Ban& 
Ard.  506;  Maier  y.  Brown,  17 
Fed.  Rep.  736;  Nelson  y.  McMann, 

16  Blatch.  139,  16  O.  G.  761,  4 
Ban  &  Ard.  203 ;  Paper  Bag  Cases, 
105  U.  S.  766,  21  O.  G.  1275; 
Perry  y.  Littlefield,  17  Blatch.  272, 

17  O.  G.  51,  18  O.  G.  571,  2  Fed. 
Rep.  464;  Root  v.  Railway  Co., 
105  U.  S.  189,  21  O.  G.  1112,  1 
Fed.  Rep.  349  (note) ;  Stanley  U. 
&  L.  Co.  V.  Bailey,  14  Blatch.  510, 
3  Ban  &  Ard.  297  ;  Steam  Cuttet 
Co.  y.  Windsor  Manuf.  Co.,  17 
Blatch.  24,  4  Ban  &  Aid.  445. 
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LlTingrston  t.  Jonesy  I  Fish,  521.  C. 
in  Cook  V.  Ernest,  1  Woods  195,  2 
O.  G.  89,  5  Fish.  396 ;  Livingston 
V.  Jones,  3  Wall.  Jr.  330,  2  Fish. 
207. 

LlTin^ston  t.  Jones,  3  Wall.  Jr.  330, 
2  Fish.  207.  C.  in  Atwood  v. 
Portland  Co.,  10  Fed.  Bep.  283 ; 
Ingels  y.  Mast,  1  Flippm  424,  2 
Ban  &  Ard.  24;  Mulfon)  y.  Pearce, 
14  Blatch.  141,  11  O.  G.  1141,  2 
Ban  &  Ard.  542;  Packet  Co.  v. 
Sickles,  19  Wall.  611 ;  Perry  y. 
Corning,  6  Blatch.  134;  Yaughan 
V.  Cent.  Pacific  B.  B.  Co.,  4  Saw. 
280,  3  Ban  &  Ard.  27. 

Llyiiigston  y.  Tan  Ingeiiy  1  Paine  45, 
4  Am.  L.  J.  56.  C.  in  Brooks  y. 
Bicknell,  3  McLean  250,  2  Bohb 
118;  Cochrane  y.  Deener,  94  U. 
8.  780,  11  O.  G.  637 ;  Dudley  v. 
Mayhew,  3  K.  Y.  9;  Neyins  y. 
Johnson,  3  Blatch.  80 ;  Orr  v. 
Littlefield,  1  W.  &  M.  13,  2  Bobb 
323 ;  Bice  v.  Gamhart,  34  Wis. 
453 ;  Boot  y.  Bailway  Co.,  105  U. 
S.  189,  21 0.  G.  1112, 11  Fed.  Bep. 
349  (note) ;  Saxton  y.  Dodge,  57 
Barb.  84 ;  Slemmcr's  Appeal,  58 
Penn.  155;  Tomlinson  y.  Bat- 
tel, 4  Abb.  Pr.  266. 

Liylngrston  y.  Woodworth,  15  How. 
546.  C.  in  Bu*dsall  v.  Coolidge, 
93  U.  S.  64 ;  Burdett  y.  Estey,  19 
Blatch.  1 ;  Carew  y.  Boston  Elas- 
tic Fabric  Co.,  3  Cliff.  356,  1  0.  G. 
91,  5  Fish.  90  ;  Dean  y.  Mason,  20 
How.  198 ;  Elizabeth  y.  Payement 
Co.,  97  U.  S.  126;  Goodyear  y. 
Allyn,  6  Blatch.  33,  3  Fish.  374,  1 
A.  L.  J.  94 ;  Magic  Buffle  Co.  y. 
Elm  City  Co.,  13  Blatch.  151,  8 
O.  G.  773,  2  Ban  &  Ard.  152; 
Perry  y.  Coming,  6  Blatch.  134 ; 
Boot  V.  Bailway  Co.,  105  U.  8. 
189,  21  O.  G.  1112,  1  Fed.  Bep. 
349  (note) ;  Bubber  Co.  y.  Good- 
year, 9  Wall.  788 ;  Sayles  y.  Bich- 
mond  F.  &  P.  B.  B.  Co.,  3  Hughes 
172,  16  O.  G.  943,  4  Ban  &  Ard. 
239 ;  Turrill  y.  Illinois  Cent.  B.  B. 
Co.,  5  Biss.  344. 

Lloyd  y.  Engrernan,  2  O.  G.  674. 
C.  in  Ex  parte  Hicks,  10  O.  G. 
112 ;  Lynch  y.  Dryden,  3  O.  G.  407. 
Lock  wood  y.  Cleyeland,  6  Fed.  Bep. 
721.  C.  in  Lock  wood  y.  Cleyeland, 
18  Fed.  Bep.  37. 


Loeomotiye  Co.  y«  Bailway  Co*^  10 

Blatch.  292,  3  0.  G.  93,  6  Fish. 
187.  C.  in  Burke  y.  Partridge,  58 
N.  H.  349. 

Loeomotiye  S«  T.  Co.  y.  Pennsylya- 
nia  B.  B.  Co.,  5  Ban  &  Ard.  514, 
2  Fed.  Bep.  677.  C.  in  Maier  y. 
Brown,  17  Fed.  Bep.  736. 

Looser,  Ex  parte,  9  O.  G.  837.  C. 
in  Ex  parte  Wheat,  16  O.  G.  360. 

Loom  Co.  y.  Hlgglns,  105  TJ.  S.  580, 
21 0.  G.  2031.  B.  Webster  Loom 
Co.  y.  Higg'ms,  15  Blatch.  446,  16 
O.  G.  675,  4  Ban  &  Ard.  88. 

Lorillard  y.  Dohaii»  20  O.  G.  1587, 
9  Fed.  Bep.  509.  C.  in  Lorillard 
V.  Bld^way,  16  O.  G.  1231. 

LorillaiS  y.  McDowell,  11  O.  G. 
640,  2  Ban  &  Ard.  531.  C.  in 
Lorillard  y.  Dohan,  20  O.  G.  1587, 
9  Fed.  Bep.  509. 

Lorillard  y.  Standard  Oil  Co.,  17 
O.  G.  1507, 18  Blatch.  199,  5  Ban 
&  Ard.  432,  2  Fed.  Bep.  902.  C. 
in  Fetter  y.  Newhall,  25  O.  G. 
502,  17  Fed.  Bep.  841. 

Lorlng  y.  Hall,  15  O.  G.  471.  C. 
in  Ex  parte  Stempel,  16  O.  G.  316. 

Lowell  y.  Lewis,  1  Mafion  182,  1 
Bobb  131.  C.  Blake  y.  Stafford,  6 
Blatch.  195,  3  Fish.  294 ;  Biirrall 
y.  Jewett,  2  Paige  134;  DayoU  y. 
Brown,  1  W.  t&  M.  53,  2  Bobb 
303 ;  Dickinson  y.  Hall,  31  Mass. 
217 ;  Doherty  y.  Haynes,  4  Cliff. 
391,  6  O.  G.  118,  1  Ban  &  Ard. 
289 ;  Dunbar  y .  Marden,  13  N.  H. 
311 ;  Eyans  y.  Eaton,  7  Wheat. 
356,  1  Bobb  336 ;  Eyans  y.  Het- 
tick,  7  Wheat.  453,  1  Bobb  417 ; 
Fowler  y.  Swift,  3  Ind.  88  ;  Funck 
y.  Doty,  13  O.  G.  322 ;  Goodyear 
y.  Mathews,  1  Paine  300,  1  Bobb 
50;  Grant  y.  Baymond,  6  Pet. 
218,1  Bobb  604;  Hoe  y.  Boston 
D.  Adyer.  Corp.,  14  Fed.  Bep. 
914;  Hogg  y.  Emerson,  6  How. 
437,  2  Bobb  655 ;  Hogg  y.  Emer- 
son, 11  How.  587;  HoUiday  y. 
Bheem,  18  Penn.  465 ;  Hotchkias 
V.  Greenwood,  11  How.  248,  2 
Bobb  730;  Hoyey  y.  Steyens,  1 
W.  &  M.  290,  2 Bobb  749  ;  Hoyey 
V.  Steyens.  3  W.  &  M.  17,  2  Bobb 
567;  Joliffe  y.  Collins,  21  Mo. 
338 ;  Kneass  y.  Schuylkill  Bank,  4 
Wash.  C.  C.  9, 1  Bobb  303 ;  Les- 
ter  y.  Palmer,    86    Mass.    145; 
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Loom  Co.  y.  Hifrfrins,  105  XT.  S. 
580,  21  O.  G.  2031 ;  McClore  y. 
Jeffrey,  8  Ind.  79 ;  Middlebrook  y. 
Broadbent,  47  N.  Y.  443 ;  Nash 
y.  Lull,  102  Mass.  60;  Rheem  y. 
Holliday,  16  FeDn.  347 ;  Rice  y. 
Gamhart,  34  Wis.  453 ;  Rowe  y. 
Blanchard,  18  Wis.  441 ;  Seymour 
y.  Osborne,  11  Wall.  516 ;  Stimp- 
son  y.  Woodman,  10  Wall.  117  ; 
Tillotson  y.  Ramsay,  51  Y t.  309 ; 
Whitney  y.  Emraett,  Bald.  303,  1 
Robb  567 ;  Wilson  y.  Hentges,  26 
Minn.  288 ;  Wilson  y.  Rosseaa,  1 
Blatch.  3  ;  Wood  y.  Underhill,  5 
How.  1,  2  Robb  588;  Wyeth  y. 
Stone,  1  Story  273,  2  Robb  23. 

Lowrj,  £x  parte,  1  Dec.  Com.  85. 
C.  in  Lander  y.  Crowell,  16  O.  6. 
405. 

LyviaBy  Ex  parte,  2  O.  G.  705.    C. 

in  Ex  parte  Arnold,  5  O.  G.  553. 
Ljmtk  Y.  Dryden,  3  O.  G.  407.    C. 

in  Hoffman  y.  Young,  18  O.  G.  794. 

Mabie  y.  HaskeU,  2  Cliff.  507.  C.  in 
Gould  y.  Rees,  15  Wall.  187,  2  O. 
G.  624,  6  Fish.  106. 

Maedomald  y.  Blaekmer,  9  O.  G. 
746,  4  Ban  &  Ard.  78.  C.  in  Mac- 
donald  y.  Shepard,'  4  Ban  &  Ard. 
343 ;  Macdonald  y.  Shepard,  4  Fed. 
Rep.  228 ;  Macdonald  y.  Sldenberg, 
4  Ban  &  Ard.  586. 

Macdoaald  y.  Chaw,  6  O.  G.  359. 
C.  In  Macdonald  y.  Blackmer,  4 
Ban  &  Ard.  78;  Macdonald  y. 
Shepard,  4  Fed.  Rep.  228. 

Maedcmald  y«  Shepard,  4  Ban  & 
Ard.  343.  C.  in  Macdonald  y. 
Sdenben?,  4  Ban  &  Ard.  586. 

Maedoaald  y*  Sldenbergf  18  O.  G. 
193.  C.  in  Macdonald'y.  Shepard, 
4  Fed.  Rep.  228. 

laeUne  Co*  y«  Maiphy,  97  U.S. 
120,  13  O.  G.  366.  C.  in  Ameri- 
can D.  R.  B.  Co.  y.  Sheldon,  17 
Blatch.  208;  Ex  parte  Funck,  14 
0.  G.  158  ;  Gage  y.  Herring,  23  O. 
G.  2119 ;  Holly  y.  Yergennes  Ma- 
chine Co.,  14  Blatch.  327,  18  O.  G. 
1177,  4  Fed.  Rep.  74 ;  New  York 
B.  &  B.  Co.  y.  Hoffman,  20  O.  G. 
1450,  9  Fed.  Rep.  199;  Union  P. 
B.  M.  Co.  y.  P.  &  W.  Co.,  15 
Blatch.  160, 15  O.  G.  423,  3  Ban  & 
Ard.  403. 


Mackaye  r.  Mallory,  20  O.  G.  945, 

12  Fed.  Rep.  328.  C.  in  Thomas 
y.  Lennon,  14  Fed.  Rep.  849  (note). 

Magic  Ruffle  Co.  y.  Douglass,  2 
Fish.  330.    C.  in  Ex  parte  Arnold, 

5  O.  G.  553 ;  Johnson  y.  McCabe, 
37  Ind.  535 ;  Magic  Ruffle  Co.  y. 
Elm  City  Co.,  13  Blatch.  151,  8 
O.  G.  773,  2  Ban  &  Ard.  152 ;  Ex 
parte  Seaman,  4  O.  G.  691. 

Magie  Ruffle  Co.  y*  Elm  City  Co., 

13  Blatch.  151,  8  O.  G.  773,  2  Ban 

6  Ard.  152.  C.  in  Atwood  y. 
Portland  Co.,  10  Fed.  Rep.  283 ; 
Berry  y.  Stockwell,  9  O.  G.  404 ; 
Hartell  y.  Tilghman,  99  U.  S.  547 ; 
KatU  Manuf.  Co.  y .  Meyers,  7  Fed. 
Rep.  355. 

Mahn  y.  Harwood,  14  0.  G.  859,  3 
Ban  &  Ard.  515.  C.  in  Alcott  y. 
Young,  16  Blatch.  134,  16  O.  G. 
403. 

Maltby  y.  Bobo,  14  Blatch.  53,  2 
Ban  &  Ard.  459.  C.  in  Steiger  y. 
Heidelberger,  18  Blatch.  426,  18 
O.  G.  1463,  4  Fed.  Rep.  455. 

Mann  y.  Bayllss,  10  O.  G.  113,  789. 

C.  in  Ex  parte  McCloskey,  3  Mc* 
Arthur  14. 

Hauniiig  y.  Cape  Ann  I.  A  G.  Co., 
23  O.  G.  2413 ;  A.  Mannmg  y.  Cape 
Ann  I.  &  G.  Co.,  4  Ban  &  Ard« 
612.  C.  in  Clark  P.  H.  Co.  y.  Fer- 
guson, 24  O.  G.  1090, 17  Fed.  Rep. 
79. 

Mannliig  y.  Cape  Anm  I*  k  G.  Co., 
4  Ban  &  Ard.  612.  A.  in  Man- 
ning y.  Cape  Ann  I.  &  G.  Co.,  23 
O.  G.  2413. 

Mannfaetnrinur  Co.  y.  Corbia,  103 
U.  S.  786,  20  O.  G.  297.    A.  H.  & 

D.  Manuf.  Co.y.  Corbin,  14  Blatch. 
396,  3  Ban  &  Ard.  199.  C.  in  An- 
drews y.  Hovey,  16  O.  G.  387; 
Holt  y.  Keeler,  22  O.  G.  1291,  13 
Fed.  Rep.  464. 

Manufacturing  Co.  y.  Trainer,  101 
U.  S.  51,  17  O.  G.  1217.  C.  in 
Sinser  Manuf.  Co.  y.  Strange,  6 
Fed.  Rep.  279 ;  Wilcox  &  Gibbs 
S.  M.  Co.  y.  Frame,  24  O.  G.  1272. 

Many  y.  Jagger,  1  Blatch.  372.  C. 
in  Andrews  y.  Carman,  13  Blatch. 
307,  9  O.  G.  1011,  2  Ban  &  Ard. 
277 ;  Burke  y.  Partridge,  58  N.  H. 
349 ;  Collar  Co.  y.  Van  Dusen,  23 
Wall.  530,  7  O.  G.  919 ;  Crompton 
y.  Belknap  Mills,  3  Fish.  536; 
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Eagleton  Manuf.  Co.  v.  W.  B.  & 
C.  Manuf.  Co.,  18  Blatch.  218,  17 
O.  G.  1504,  2  Fed.  Rep.  774; 
Ellithorpe  v.  Robertson,  4  Blatch. 
307,  2  Fish.  83 ;  Planing  Machine 
Co.  V.  Keith,  101  U.  S.  479,  17  O. 
G.  1031;  Rowe  v.  Blanchard,  18 
Wis.  441 ;  Seymour  v.  Osborne,  11 
Wall.  616 ;  Stimpson  v.  Woodman, 
10  Wall.  117  ;  Woodbury  P.  P.  M. 
Co.  V.  Keith,  4  Ban  &  Ard.  100. 

Many  t.  Slaer,  1  Fish.  17.  C.  in 
Day  V.  Hartshorn,  3  Fish.  32;  £x 
parte  Fisher,  20  O.  G.  957 ;  John- 
son V.  McCabe,  37  Ind.  535. 

Marsh  y.  Dodge,  5  Lans.  541.  C.  in 
Marsh  v.  Dodge,  66  N.  Y.  533. 

Ilarsli  T.  Dodge  A  Stevenson  Mnauf. 
Co.,  5  O.  G.  398,  6  Fish.  562.  C. 
in  Carstaedt  v.  U.  8.  Corset  Co., 

13  Blatch.  119,  9  O.  G.  151,  2  Ban 
&  Ard.  119;  Gilbert^  barker 
Manuf.  Co.  v.  Walworth,  9  O.  G. 
746.  2  Ban  Sc  Ard.  271 ;  Imhaeuser 
V.  Buerk,  101  U.  S.  647,  17  O.  G. 
795 ;  Moffitt  V.  Cavanagh,  17  Fed. 

.  Bep.  336. 

Marsh  t.  Sayles,  5  Fish.  610.-  C.  in 
Colgate  V.  West.  Union  Tel.  Co., 
15  Blatch.  365,  14  0.  G.  943;  £x 
parte  Mills,  7  O.  G.  961 ;  U.  S. 
Rifle  Co.  V.  Whitney  Arms  Co.,  14 
Blatch.  94,  11  O.  Q.  273,  2  Ban  & 
Ard.  493. 

Marsh  t.  Seyraomr,  97  U.  S.  348,  13 
O.  G.  723.  A.  Seymour  v.  Marsh, 
2  O.  G.  675,  6  Fish.  115,  9  Phila. 
380.  C.  in  Atwood  v.  Portland 
Co.,  10  Fed.  Rep.  283;  Root  v. 
Railway  Co.,  106  U.  S.  189,  21 
O.  G.  1112,  11  Fed.  Rep.  349 
(note) ;  Smith  v.  Merriam,  9  O.  G. 
601,  6  Fed.  Rep.  713;  Star  Salt 
Castor  Co.  v.  Grossman,  4  Ban  & 
Ard.  566. 

Marach  t.  Warren,  14  Blatch.  263, 

14  O.  G.  678.  C.  in  Rosenbach  v. 
Dreyfuss,  17  O.  G.  1153,  2  Fed. 
Rep.  27. 

Marshall  r.  Mee,  Law's  Dig.  426.  C. 

in  White  v.  Allen,  2  Cliff.  224,  2 

Fish.  440. 
Marston  t.  Swett,  UN.   Y.  Sup. 

153,  66  N.  Y.  206,  6  T.  and  C.  534. 

C.  in  Hilsen  v.  Libby,  44  N.  Y. 

Sup.   12;   Jones  v.  Bumham,  67 

Me.  93 ;  Hilsen  v.  Libby,  44  N.  Y. 


Sup.  12 ;  Peck  v.  Collins,  70  N.  Y. 
376. 
Marston  t.  Swett,  82  K.  Y.  526,  66 
N.  Y.  206.    C.  in  White  v.  Lee, 

14  Fed.  Rep.  789. 

Mason  t.  Graham,  23  Wall.  261,  7 
O.  G.  833.    R.  Grabam  v.  Mason, 

1  Holmes  88,  1  O.  G.  608,  5  Fish. 
290. 

Masary  t.  Tieman,  8  Blatch.  426,  4 

Fish.  524.    C.  in  £x  parte  Masury, 

4  O.  G.  1. 
Matthews  t.  Skates,  1  Fish.  602.  C. 

m  Hubbell  v.  U.  S.,  5  N,  &  H.  1* 
Matthews  t.  Machine  Co.,  105  U.  S. 

54,  21  O.  G.  1349.    C.  in  Gage  v. 

Herring,  23  O.  G.  2119 ;  Holt  v. 

Keeler,  22  O,  G.  1291, 13  Fed.  liep, 

464;  Scott  v.  Eyans,  11  Fed.  Rep. 

726. 
MatthewsT.Sehoenberirer,18Blatch 

357,  18  0.  G.  1464,  4  Fed.  Rep. 

634.   C.  in  Matthews  v.  Chambers, 

19  O.  G.  789,  6  Fed,  Rep.  874 ; 

Palmer  v.  Gatling  Gun  Co.,  20  O. 

G.  815,  8  Fed.  Rep.  513. 
Mayall  t.  Murphy,  5  O.  G.  339.    C. 

in  Carroll  v.  Morse,  9  O.  G.  453 ; 

Paris  V.  Busey,  8  O.  G.  858. 
Maynard,  £x  part«,  2  Dec.  Com.  54* 

C.  in  Lauder  v.  Crowell,  16  O.  G. 

405. 
MoBnmey  t.  Goodyear,  65  Mass. 

569.    C.  in  Peck  v.  Collins,  70  N. 

Y.  376. 
MeCloskey  t.  ^k  Bois,  20  O.  G. 

1086,  9  Fed.  Rep.  38.    C.  in  Me- 
Closkey v.  Hamill,  15  Fed.  Rep. 

750. 
MeCloskey  y.  Dm  Bols,  19  Blatch. 

205,  19  O.  G.  1286,  8  Fed.  Rep. 

710.    C.  in  MeCloskey  v.  Hamill, 

15  Fed.  Rep.  750. 

MoClnre  y.'  Jeffrey,  8  Ind.  79.    C. 

in  Hawks  v.  Swett,  11  N.  Y.  Sup. 

146,  6  T.  &  C.  529 ;  Johnson  y. 

McCabe,   37  Ind.   535;  Keith  y. 

Hobbs,   69  Mo.   84;    Marston  y. 

Swett,   66  N.  Y.  206;   Nash  v. 

Lull,  102  Mass.  60;  Smith  y.  Mc- 
Clelland, 11  Bush  523. 
McClnre  y.  Miller,  2  Dec.  Com.  122. 

C.  in  Ackermao  y.  Archer,  15  O. 

G.  562 ;  £x  parte  Hyatt  &  French, 

4  O.  G.  609. 
MeClurg  y.  Kingsland,  1  How.  202, 

2  Robb  105.    C.  in  Agawam  Co. 
y,  Jordan,  7  Wall.  583 ;  Manning 
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V.  Cape  Ann  I.  &  G.  Co.,  23  O.  G. 
2413;  Wade  v.  Hetcalf,  16  Ted. 
Rep.  130;  Andrews  v.  Carman, 
13  Blatch.  307,  0  O.  G.  1011, 2  Ban 
&  Ard.  277 ;  Brickill  v.  New  York, 
18  Blatch.  273,  18  O.  G.  463,  7 
Fed,  Rep.  479;  Burr  v.  Duryee, 

1  Wall.  631;  Chabot  v.  Button 
Hole  Co.,  0  Pbila.  378 ;  Consoli- 
dated Fruit  Jar  Co.  v.  Wright,  94 
IT.  S.  92;  Corning  t.  Burden,  15 
How.  252 ;  Day  v.  Union  Rubber 
Co.,  3  Blatch.  488;  Egbert  v. 
Lippmann,  104  XJ.  8.  333,  21  O.  G. 
75 ;  Gayler  t.  Wilder,  10  How. 
477;  Henry  v.  Providence  Tool 
Co.,  14  O.  G.  855,  3  Ban  &  Ard. 
501 ;  Holliday  V.  Hunt,  70  HI.  109 ; 
Jones  Y,  Sewall,  3  Cliff.  563, 3  O.  G. 
630,  6  Fish.  343 ;  Manning  y.  Cape 
Ann  I.  &  G.  Co.,  4  Ban  &  Ard.  612; 
O'Reilly  v.  Morse,  15  How.  62; 
Page  V.  Bowers,  1  O.  G.  521 ; 
Perkins  v.  N.  C.  &  G.  P.  Co.,  17 
O.  G.  1285,  2  Fed.  Rep.  451; 
Pierson  v.  Eaffle  Screw  Co.,  3 
Story  402,  2  Robb  268 ;  Ex  parte 
Roc,  5  O.  G.  397 ;  Slemmer's  Ap- 
peal, 58  Penn.  155;  Smith  v.  Down- 
ing, 1  Fish.  64 ;  Stimpson  y.  West 
Chester  R.  R.  Co.,  4  How.  380,  2 
Robb  535 ;  Tumbull  y.  Plow  Co., 
6  Biss.  225,  7  O.  G.  173,  1  Ban  & 
Ard,  504  ?  Wetherill  v.  Zinc  Co.,  2 
O.  G.  471,  9  Phila.  385,  6  Fish.  50; 
Wilkins  y.  Spafford,  3  Ban  &  Ard. 
274 ;  Wilson  y.  Rossean,  1  Blatch. 
8 ;  Wilson  y.  Rosseau,  4  How.  646, 

2  Robb  373 ;  Wilson  y.  Simpson, 
9  How.  J09;  Wilson  y.  Turner, 
Taney  278,  7  Law  Rep,  527; 
Winans  y.  Boston  &  Proy.  R.  R. 
Co.,  2  Story  412, 2  Robb  136;  Wood 
y.  Cleyeland  Rolling  MUl,  4  Fish. 
550 ;  Worley  y.  Tobacco  Co.,  104 
U.  S.  340,  21  O.  G.  559. 

McComli  T.  Bear4,  10  Blatoh.  350, 

3  O.  G.  33,  6  Fish.  254.  C.  in 
Atwood  y.  Portland  Co.,  10  Fed. 
Rep.  283. 

HeComli  y.  Brodle,  1  Woods  153, 
2  O.  G.  117,  5  Fish.  384.  C.  in 
BiB-ke  y.  Partridge,  58  1^.  H.  349 ; 
Cook  y.  Ernest,  1  Woods  195.  2  O. 
G.  89,  5  Fish.  396. 

MeCormiek  A  Baker,  3  Dec.  Com. 
246.  C.  in  Ex  parte  Arnold,  5 
0.  G.  553. 


McCormlek  y.  Mamij,  6  McLean 
539.  A.  in  McCormick  y.  Talcott, 
20  How.  402.  C.  in  HoSlieima  y. 
Brandt,  3  Fish.  218;  Klein  y. 
Russell,  19  Wall.  433 ;  Silsby  y. 
Foote,  20  How.  378  ;  Singer  y, 
Walmsley,  1  Fish.  558 ;  Tillotson 
y.  Ramsay,  51  Vt.  309. 

MeCormiek  y.  Seymonr,  2  Blatch. 
240.  R.  in  Seymour  y.  McCor- 
mick, 16  How.  480.  C.  in  Bevin 
y.  East  Hampton  Bell  Co.,  9 
Blatch.  50,  5  Fish.  23 ;  Burr  y. 
Duryee,  1  Wall.  531;  Hicks  y. 
Kelsey,  18  Wall.  670,  5  O.  G.  94  ; 
Hubbell  V.  U.  S.,  5  N.  &  H.  1 ; 
Ex  parte  Jenkins,  4  O.  G.  351; 
Jones  y.  Sewall,  3  Cliff.  563,  3 
O.  G.  630,  6  Fish.  343;  Rubber 
Tip  Pencil  Co.  y.  Howard,  20 
Wall.  498,  7  O.  G.  172 ;  Tappan  y. 
Natl.  Bank  Note  Co.,  4  Blatch. 
509,  2  Fish.  195;  Tillotson  y. 
Ramsay,  51  Yt.  309 ;  Tremaine  y. 
Hitchcock  (Tremolo  Patent),  23 
Wall.  518,  7  0,  G.  1055 ;  Tuck  y. 
Bramhill,  6  Blatch.  95,  3  Fish. 
400 ;  Wliitney  v.  Mowry,  2  Bond 
45,  3  Fish.  157. 

MeCormiek  y.  Sejmonry  3  Blatch. 
209.  A.  in  Seymour  y.  MeCor- 
miek, 19  How.  96  ;  Dean  y.  Charl- 
ton, 23  Wiss.  590 ;  Hamilton  y. 
Ives,  3  0.  G.  30,  6  Fish.  244; 
McCormick  y.  Manny,  6  McLean 
539. 

MeCormiek  y.  Talcott,  20  How. 
402.  A.  McCormick  v.  Manny,  6 
McLean  539.  C.  in  Brown  y. 
Guild,  23  Wall.  181,  6  0.  G.  392,  7 
O.  G.  739 ;  Burden  y.  Corning,  2 
Fish.  477 ;  Burr  y.  Duryee,  1  Wall. 
531 ;  Case  v.  Brown,  2  Wall.  320 ; 
Com  Planter  Patent,  23  Wall. 
181,  6  O.  G.  392,  7  O.  G.  739; 
Crompton  y.  Belknap  Mills,  3 
Fish.  536 ;  Flmt  v.  Roberts,  4  Ban 
A  Ard.  165  ;  Hale  y.  Stimpson,  2 
Fish.  565  ;  Hubbell  y.  U.  S..  5  N. 
&  H.  1 ;  Ives  y.  Hamilton.  92  U. 
S.  426,  10  O.  G.  336 ;  Jackson  y. 
Allen^  120  Mass.  64;  Morey  v. 
Lockwood,  8  Wall.  230 ;  Myers  v. 
Duker,  1  Ban  &  Ard.  535  ;  Rail- 
road Co.  y.  Dubois,  12  Wall.  47  ; 
Sayles  v.  Chicago  &  K.  W.  R.  R. 
Co.,  3  Biss.  52,  4  Fish.  548 ;  Sey- 
mour v.  Osborne,  3  Fish.  555; 
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Singer  v.  Walmsley,  1  Fish.  558 ; 
Taylor  y.  Garretson,  9  Blatch, 
166,  5  Fish.  116;  Tillotson  T. 
Ramsay,  51  Vt.  309. 
MoCrary  r.  PeBii.  Canal  Co.^  5  Fed. 
Bep.  367.  C.  in  Hoe  v.  Boston  D. 
Adver.  Corp'n,  14  Fed.  Bep.  914. 

McDonald  t.  Chase^  6  O.  6.  359. 
C.  in  Day  v.  ComblDation  Rubber 
Co.,  6  O.  G.  1347,  2  Fed.  Rep. 
570. 

McDonald  t.  Sidenliergr,  18  O.  G. 
193.  C.  in  Day  v.  Combination 
Rubber  Co.,  6  0.  G,  1347,  2  Fed. 
Rep.  570. 

McDoagrall  t.  Togg,  2  Bosw.  387. 
C.  in  Hawks  v.  Swett,  11  N.  Y. 
Supr.  146,  6  T.  &  C.  529 ;  Mars- 
ton  V.  Swett,  6  T.  &  C.  534,  11 
N.  Y.  Supr.  153;  Marston  v. 
Swett,  66  N.  Y.  256;  Rice  v. 
Gamhart,  34  Wiss.  453 ;  Saxton  ▼. 
Dodge,  57  Barb.  84. 

McDowell  y.  Meredith,  4  Whart. 

311.    C.    in   McCay  v.   Burr,    6 

Penn.  147. 
McElwee,  £x  parte,  13  O.  G.  963. 

C.  in   Hanford  v.  Westcott,    16 

O.  G.  1181. 
McKay  y.  Dibert,  19  O.  G.  1351,  5 

Fed.  Rep.  587.    C.  in  Mackay  y. 

Jackman,  22  O.  G.  85,   12  Fed. 

Rep.  615. 
McKay  y.  Jackman,  12  Fed.  Rep. 

615,  22  O.  G.  85  ;  McKay  v.  Jack- 
man,  17  Fed.  Rep.  641. 
McKay  y.  Wooster,  2  Saw.  373,  3 

O.  G.  44,  6  Fish.  375,  6  A.  L.  T. 

169.    C.  in  Burke  y.  Partridge,  58 

N  H.  349. 
McKernan  y.  Kite,  6  lud.  428.    C. 

in  Moore  y.  Bare,  11  Iowa  198. 

McLean  y.  FlemmlDflTi  96  XJ.  S.  245. 
(Trade  Mark  P  2).  C.  in  Merriam 
y.  Smith,  11  Fed.  Rep.  588. 

McMillan  y.  Barclay^  4  Brews.  275, 

5    Fish.    189.    C.    in    Henry   y. 

Proyidence  Tool  Co.,  14  O.  G.  885, 

3  Ban  &  Ard.  501. 
McMahon  y.  Tjng,  96  Mass.  167. 

C.  in    Smith   y.  McClelland,    11 

Bush.  523. 
McMallin  y.  Barclay,  4  Brews.  275, 

5  Fish.  189.    C.  in    Atwood  y. 

Portland  Co.,  10  Fed.  Rep.  283; 

Colgate  y.  West.  Union  Tel.  Co., 

15  Blatch.  365, 14  0.  G.  943 ;  Con- 


solidated Fruit  Jar  Co.  y.  Wright, 
94  XJ.  S.  92 ;  Cook  v.  Ernest,  1 
Woods  195,  2  O.  G.  89,  5  Fish. 
396;  Goodyear  D.  V.  Co.  v. 
Smith,  1  Holmes  354,  5  O.  6. 
585,  1  Ban  &  Ard.  201 ;  Goodyear 
D.  V.  Co.  y.  Willis,  1  Flippin  385, 
7  O.  G.  41,  1  Ban  &  Ard.  568  ; 
Ex  parte  Hull,  9  O.  G.  1 ;  Johnson 
y.  Passman,  1  Woods  138,  2  O.  6. 
94,  5  Fish.  471 ;  Manning  y.  Cape 
Ann  I.  &  G.  Co.,  4  Ban  &  Ard. 
612 ;  McMillan  y.  Rees,  17  O.  a. 
1222,  1  Fed.  Rep.  722 ;  Perkins 
V.  N.  0.  &  G.  P.  Co.,  17  O.  G. 
1285,  2  Fed.  Rep.  451. 

McMillan  y.  Rees,  17  O.  G.  1222, 1 
Fed.  Rep.  722.  C.  in  Ex  parte 
Emerson,  17  O.  G.  1451 ;  Graham 
y.  Geneva  L.  C.  Manuf.  Co.,  21 
O.  G.  1536,  11  Fed.  Rep.  138. 

McMnrray  y.  Mallory,  4  Hughes 
265,  5  Fed.  Rep.  593.  C.  in  Mo- 
Murray  y.  Miller,  16  Fed.  Rep« 
471. 

McMnrray  y.  Miller,  16  Fed.  Rep. 
471.  C.  in  Wood  v.  Packer,  17 
Fed.  Rep.  650. 

Mellns  y*  Silsbee,  4  Mason  108,  1 
Robb  506.  C.  in  Henry  y.  Provi- 
dence Tool  Co.,  14  O.  G.  855,  3 
Ban  &  Ard.  501 ;  Henry  y.  Stoye 
Co.,  9  O.  G.  408,  2  Ban  &  Ard. 
221 ;  Jones  v.  Sewall,  3  Cliff.  563, 
3  O.  G.  630,  6  Fish.  343 ;  LeRoy 
y.  Tatham,  14  How.  156 ;  Pennock 
y.  Dialogue,  2  Pet.  1,  1  Robb 
542 ;  Reed  v.  Cutter,  1  Story  590, 
2  Robb  81;  Shaw  v.  Cooper,  7 
Pet.  292,  1  Robb  643 ;  Whitney  v. 
Emmett,  Bald.  303,  1  Robb  567 ; 
Wilder  y.  McCormick,  2  Blatch. 
31 ;  Wyeth  y.  Stone,  1  Story  273, 
2  Robb  23. 

Merrill  y.  Atwood,  1  Dec.  Com.  6. 
C.  in  CaiToll  y.  Morse,  9  O.  G. 
453. 

Merrill  y.  Teomans,  94  U.  S.  568, 
11  O.  G.  970.  A.  Merrill  v.  Yeo- 
mans,  1  Holmes  331.  5  O.  G.  267, 
1  Ban  &  Ard.  47.  C.  in  Cone  y. 
Morgan  Enyelope  Co.,  4  Ban  & 
Ard.  107;  Ex  parte  Fisher,  20 
O.  G.  957;  Gottfried  y.  P.  Best 
B.  Co.,  17  O.  G.  675 ;  Keystone 
Bridge  Co.  v.  Iron  Co.,  95  U.  S. 
274,  12  0.  G.  980. 
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Merrill  t.  Teomaiis,  1  Holmes  331, 
5  O.  G.  267,  1  Ban  &  Ard.  47. 
A.  in  Merrill  v.  Teomans,  94  U. 
S.  568,  11  O.  6.  970.  C.  in  Anilin 
Co.  y.  Hamilton  Mannf.  Co.,  13 
O.  6.  273,  3  Ban  &  Ard.  235; 
Btirke  v.  Partridge,  58  N.  H.  349  ; 
Cone  ▼•  Morgan  Envelope  Co.,  4 

*  Ban  &  Ard.  107 ;  M.  &  H.  Glue 
Co.  V.  Upton,  4  Cliff.  237,  6  O.  G. 
837,  1  Ban  &  Ard.  497. 

Merserole  t.  VBlon  Collar  Co*,  6 
Blatsh.  356,  3  Fish.  483.  C.  in 
Albright  y.  Teas,  23  O.  G.  829; 
Hartell  y.  Tilghman,  99  U.  S.  547 ; 
Teas  y.  Albright,  22  O.  G.  2069, 
13  Fed.  Rep.  406 ;  White  y.  Lee, 
3  Fed.  Rep.  222. 

Metropolitan  Wasblnflr  MaeUne  Co. 
y.  Proyldenee  Tool  Co.,  1  Holmes 
161.  A.  in  Washing  Machine  Co. 
y.  Tool  Co.,  20  Wall.  342. 

Meyg  y.  Conoyer^  11  O.  G.  1111. 
A.  Conoyer  y.  Meys,  11  Blatch. 
197,  6  Fish.  506. 

Meys  y.  Conorer,  11  O,  G.  1111. 
A.  Conover  v.  Meys,  3  Fish.  386. 
C.  in  Knox  y.  Gt.  Western  Q. 
Mining  Co.,  14  O.  G.  897 ;  Knox 
▼.  Gt.  Western  Q.  Mining  Co.,  6 
Saw.  430,  4  Ban  &  Ard.  25,  4  Fed. 
Rep.  809. 

Mejer  y.  Bailey,  8  O.  G.  437,  2  Ban 
ft  Ard.  73.  C.  in  Ex  parte  Fas- 
seU,  11  O.  G.  420;  £x  parte 
Wright,  10  O.  G.  587. 

lejrer  y.  Pritehard,  12  Blatch.  101, 
7  O.  G.  1012,  1  Ban  A  Ard.  261. 
C.  in  Meyer  y.  Goodyear  I.  G. 
Manuf.  Co.,  22  O.  G.  861,  11  Fed. 
Rep.  891 ;  Peck  y.  Collins,  70  N. 
Y.  376. 

Middlebrook  y.  Broadbent,  47  N. 
Y.  443.  C.  in  CeUaloid  Mfg.  Co. 
y.  Goodyear  D.  V.  Co.,  13  Blatch. 
375,  10  O.  G.  41,  2  Ban  &  Ard. 
334;  Cranson  y.  Smith,  28  Wis. 
694 ;  Dewitt  y.  Koble  Mannf.  Co., 
66  N.  Y.  469 ;  Hoyey  y.  Rubber 
Up  Pencil  Co.,  57  N.  Y.  119; 
Teas  y.  Albright,  22  O.  G.  2069, 
13  Fed.  Rep.  406 ;  Rice  y.  Gam- 
hart,  34  Wis.  453. 

liddletown  y.  Jndd,  3  Fish.  141. 
C.  in  Andrews  y.  Wright,  13  O. 
6.969, 3Ban  &  Ard.  329  ;  Ex  parte 
Fisher,  20   0.  G.  957;   Hoe  y. 


Cottrill,  17  Blatch.  546,  18  O.  G. 
59,  1  Fed.  Rep.  597. 

Miller  y.  AndroscoggiB  Pnlp  Co.,  1 
Holmes  142,  1  O.  G.  409,  5  Fish. 
340.  C.  in  £x  parte  £.  W.  Ship- 
pen,  8  O.  G.  727. 

Miller,  £x  parte,  1  O.  G.  331 .  C.  in 
£x  parte  Gardner,  2  O.  G.  359 ; 
£x  parte  Sexton,  3  O.  G.  409. 

Miller  y.  Bridg^K>rt  Brass  Co.,  14 
Blatch.  282, 12  O.  G.  667,  3  Ban 
&  Ard.  20.  A.  in  Miller  y.  Brass 
Co.,  104  U.  S.  350,  21  O.  G.  201. 
C.  in  Hayes  y.  Seton,  12  Fed.  Rep. 
120;  Putnam  y.  Hutchinson,  12 
Fed.  Rep.  127. 

Miller  y.  Brass  Co.,  104  U.  S.  350, 
21  O.  G.  201.  A.  Miller  y.  Bridge- 
port Brass  Co.,  14  Blatch.  282,  12 
O.  G.  667,  3  Ban  &  Ard.  20.  C. 
in  Andrews  v.  Hovey,  16  Fed. 
Rep.  387;  Combined  Can  Co.  y 
Lloyd,  11  Fed.  Rep.  149;  Cote  y. 
Moffitt,  15  Fed.  Rep.  345 ;  Doane 
&  W.  Manuf.  Co.  y.  Smith,  15  Fed. 
Rep.  459 ;  Fay  y.  Preble,  4  Fed. 
Rep.  652 ;  Gage  y.  Herrinsr,  23  O. 
G.  2119  ;  Hartohom  y.  £agle  Shade 
Roller  Co.,  18  Fed.  Rep.  901; 
Heald  y.  Rice,  104  U.  S.  737,  22 
O.  G.  1443;  Holt  y.  Keeler,  2 
O.  G.  1291,  13  Fed.  Rep.  464; 
James  y.  Campbell,  104  XJ.  S.  356, 

21  O.  G.  337 ;  Johnson  y.  Railroad 
Co.,  105  U.  S.  539,  22  O.  G.  329 ; 
Jones  y.  Barker,  22  O.  G.  771,  11 
Fed.  Rep.  597;  Mackay  y.  Jack- 
man,  22  O.  G.  85,  12  Fed.  Rep. 
615;  Matthews  y.  Machine  Co., 
105  U.  S.  54,  21  O.  G.  1349  ;  Mc- 
Williams  Manuf.  Co.  y.  Blundell.  22 
O.  G.  177,  11  Fed.  Rep.  419 ;  Mof- 
fitt y.  Rogers,  23  O.  G.  270 ;  New 
York  B.  &  P.  Co.  v.  Sibley,  15 
Fed.  Rep.  386;  New  v.  Warren, 

22  O.  G.  587 ;  Poage  y.  McGowan, 
15  Fed.  Rep.  398 ;  Pope  Manuf.  Co. 
y.  Marqua,  15  Fed.  Rep.  400; 
Searls  y.  Bouton,  12  Fed.  Rep.  874; 
Searls  y.  Bouton,  22  O.  G.  941 ; 
Sheriff  y.  Fulton,  22  O.  G.  87,  12 
Fed.  Rep.  136;  Singer  Manuf.  Co. 
y.  Goodrich,  15  Fed.  Rep.  455; 
Steam  Gauge  &  Lantern  Co.  v. 
Miller,  11  Fed.  Rep.  718;  Streit 
y.  Lawter,  11  Fed.  Rep.  309; 
TilHngbast  y.  Hicks,  23  O.  G. 
739,    13   Fed.    Rep.   388;    Tyler 
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V.  Galloway,  22  O.  G,  3072,  12 
Fed.  Rep.  567  ;  Wing  v.  Anthony, 
106  U.  S.  142 ;  Wowwick  Manuf. 
Co.  V,  Steiger,  17  Fed.  Rep.  250 ; 
Yale  Lock  Manuf,  Co.  v.  Berk- 
fihire  Natl.  Bank,  17  Fed.  Rep. 
531. 

MilUgran  &  Hiirflrins  Give  Co.  t. 
Upton,  4  Clifl*.  237,  6  O.  G.  837,  1 
Ban  &  Ard.  497.  A.  in  Glue  Com- 
pany V,  Upton,  97  U.  8.  3.  C.  in 
Alcott  V.  Young,  16  Blatch.  134, 
16  O.  G.  403  ;  Brown  v.  Piper,  91 
U.  S.  37,  10  O.  G.  417  ;  Collar  Co. 
V.  Van  DuBen,  23  Wall.  530,  7  O. 
G.  919 ;  Cone  v.  Morgan  Envelope 
Co.,  4  Ban  &  Ard.  107 ;  Dedeiich 
V.  Casaell,  20  O.  G.  1233,  9  Fed. 
Rep.  306 ;  Dunbar  v.  Myers,  94  U. 
S.  187,  U  O.  G.  35 ;  Ex  parte 
Heide  &  Wirtz,  8  O.  G.  817 ;  Snow 
V.  Taylor,  14  O.  G.  861 ;  Thomas 
V.  Shoe  M.  Manuf.  Co.,  16  O.  G. 
541,  3  Ban  &  Ard.  557. 

Mllla,  Ex  parte,  7  O.  G.  961.  C.  in 
Ex  paite  Crompton,  9  O.  G.  5 ;  Ex 
parte  Goldlng,  8  O.  G.  141. 

Hitehell  y.  Hawley,  16  Wall.  544,  3 
O.  G.  241,  6  Fish.  331.  A.  Hawley 
V.  Mitchell,  1  O.  G.  306,  4  Fish. 
388.  C.  in  Adams  v.  Burke,  17 
Wall.  453;  American  Cotton  Tie 
Co.  V.  Simons,  13  O.  G.  967,  3 
Ban  &  Ard.  320;  Chase  v.  Ban- 
bom,  4  Cliff.  306,  6  O.  G.  932 ; 
Paper  Bag  Cases,  105  U.  S.  766, 
21 0.G.  1275 ;  Porter  Needle  Co.  v. 
National  Needle  Co.,  17  Fed.  Rep. 
536;  Waterman  v.  Wallace,  13 
Blatch.  128.2  Ban  &  Ard.  126; 
Wooster  v.  Seidenbersr,  13  Blatch. 
88, 10  O.  G.  244,  2  Ban  &  Ard. 
91. 

Mlteliell  y.  Tilirhman^  19  Wall.  287, 
5  O.  G.  299.  B.  Tilghman  v. 
Mitchell,  9  Blatch.  1,  2  Fish.  518, 
4  Fish.  599,  615,  C.  in  Burke  v. 
Partridge,  58  N.  H.  349  ;  Hender- 
son V.  Cleveland  Stove  Co.,  12  O. 
G.  94,  2  Ban  &  Ard.  604 ;  Ives  v. 
Hamilton,  92  U.  S.  426,  10  O.  G. 
336;  Westmghouse  v.  G.  Sc  L. 
Brake  Co.,  9  O.  G.  538,  2  Ban  & 
Ard.  55. 

Moiitt  y.  Oaar»  1  Bond  315, 1  Fish. 
610.  A.  in  Moffltt  v.  Gaar,  1 
Black  273.  C.  in  Brown  v.  Hinck- 
ley, 3  O.  G.  384, 6  Fish.  370 ;  Com- 


missioner v.  Whifcelcy,  4  Wall. 
522 ;  Klein  v.  Russell,  19  Wall. 
433 ;  Marston  v.  Swett,  82  N.  Y. 
526. 

Moffitt  y.  Gaar»  1  Black  273.  A. 
Moffltt  y.  Gaar,  1  Bond  315, 1  Fish. 
610.  C.  in  Brown  v.  Hinckley,  3  O. 
G.  384,  6  Fish.  370;  Burdett  v. 
Estey,  19  Blatch.  1 ;  Commissioner 
Y.  Whiteley,  4  Wall.  522 ;  Forbes 
v.  Barstow  Stove  Co.,  2  Cliff.  379 ; 
Fry  v.  Quinlan,  13  Blatch.  205 ; 
Littlefield  v.  Perry,  21  Wall.  205, 
7  O.  G.  964 ;  Peck  v.  Collins,  70 
N.  Y.  376 ;  Peck  v.  Collins,  103 
U.  S.  660,  19  0.  G.  1137;  Potter 
v.  Braunsdorf,  7  Blatch.  97 ;  Reedy 
v.  Scott,  23  Wall.  352,  7  0.  G. 
463. 

Moffitt  y.  Rogersy  4  Ban  &  Ard. 
225.  A.  in  Moffitt  v.  Rogers,  106 
U.  S.  423,  23  O.  G.  270.  C.  in 
Moffitt  v.  Cavanagh,  17  Fed.  Rep. 
336. 

Moffltt  y.  RoererS)  106  U.  S.  423, 
23  O.  G.  270.  A.  Moffitt  v.  Rogers, 
4  Ban  &  Ard.  225.  C.  in  Gage  y. 
Herring,  23  O.  G.  2119 ;  Moffitt  v. 
Cavanagh,  17  Fed.  Rep.  336. 

Monee  y.  Adams,  1  O.  G.  1.  C.  in 
Alka  y.  Gilman,  2  O.  G.  293; 
Kirby  v.  Johnston,  1  O.  G.  405 ; 
Page  v.  Bowers,  1  O.  G.  521 ; 
Wheeler  v.  Russell,  1  O.  G.  183. 

MoBoe  y.  Adams,  12  Blatch.  1,  7  O. 
G.  177,  1  Ban  &  Ard.  126.  C.  in 
Reckendorfer  v.  Faber,  12  Blatch. 
68, 5  O.  G.  697,  1  Ban  &  Ard.  229. 

Monk  y.  Harper,  3  £dw.  Ch.  109.  C. 
in  Page  v.  Dickerson,  28  Wis.  694. 

Moody  y.  Fiske,  2  Mason  112, 1  Robb 
312.  C.  in  Blake  v.  Stafford,  6 
Blatch.  195,  3  Fish.  294 ;  Burke  v. 
Partridge,  68  N.  H.  349 ;  Butch  y. 
Boyer,  8  Phila.  57  ;  Ex  parte  Clin- 
ton &  Knowlton,  9  O.  G.  249; 
Coming  v.  Burden,  15  How.  252  ; 
DavoU  y.  Brown,  1  W.  &  M.  53,  2 
Robb  303;  Emerson  v.  Hogg,  2 
Blatch.  1;  Head  v.  Stevens,  19 
Wend.  411 ;  Hogg  v.  Emerson,  6 
How.  437,  2  Robb  655 ;  Hogg  v. 
Emerson,  11  How,  587 ;  Holliday 
V.  Rheem,  18  Penn.  465  ;  Ex  parte 
Hookham,  16  O.  G.  545 ;  Hotch- 
kiss  V.  Oliver,  5  Denio  314 ;  Hovey 
V.  Stevens,  3  W.  &  M.  17,  2  Robb 
567 ;  Le  Roy  v.  Tatham,  14  How. 
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156;  Middlebrook  v.  Broadbent, 
47  N.  Y.  443 ;  Morris  v.  Hunting- 
don, 1  Paine  348,  1  Robb  448 
Murray  v.  Wuterich,  3  O.  G.  669 
Olcott  Y.  Hawkins,  2  Am.  L.  J 
317  ;  Rheem  t.  HoUiday,  16  Penn 
347;  Rice  v.  Gambart,  34  Wis 
453 ;  Root  ▼.  Ball,  4  McLean  177 

2  Bobb  513;  Stimpson  y.  Balto 
&  Sus.  R.  R.  Co.,  10  How.  329 
Ex  parte  Serjeant,  9  O.  G.  963 
£x  parte    Stow,    3    O.    G.   322 
Thomaa   v.  Weeks,   2  Paine  92 
TillotBon  V.  Ramsay,  51  Yt.  309  ; 
Whitney  y.  Emmett,  Bald.  303,  1 
Robb  567 ;  Wilson  y.  Rosseau,  1 
Blatcb.    3;    Wyeth    y.   Stone,    1 
Story  273,  2  Robb  23. 

loody  Y.  Taber,  1  Holmes  325, 5  O. 
G.  273,  1  Ban  &  Ard.  41.  C.  in 
Cohn  Y.  Rubber  Co.,  16  O.  G.  829, 

3  Ban  &  Ard.  568  ;  White  Y.  Lee, 
3  Fed.  Rep.  222. 

loore.  Ex  parte,  3  Dec.  Com.  249. 

0.  in  £x  parte  Beach,  3  O.  G.  607. 
loore  Y.  Bare,  11  Iowa  106.    C.  in 

Lockwood  Y.  Lockwood,  33  Iowa 

509. 
loore  Y.  Marshy  7  Wall.  515.    C.  In 

Boomer  y.  Power  Co.,  13  Blatch. 

107,  2  Ban  &  Ard.  107  ;  Dibble  v. 

Augur,   7  Blatch.  86;  Gordon  y. 

Anthony,  16  Blatch.  234,  16  O.  G. 

1135;   Spring  Y.  Domestic  S.  M. 

Co.,  22  O.  G.  1445,  13  Fed.  Rep. 

446. 
■oomaii  Y«  Boge,  2  Saw.  78.    C. 

in  Ex  parte  Gordon,  12  O.  G.  517  ; 

£x  parte  Halliday  Bros.,  16  O.  G. 

500;    Harrington     y.    Libby,    14 

Blateh.  128, 12  O.G.  144,  4  A.L.T. 

(U.S.)  47  :  Ex  parte  Parker,  13  O. 

6.323. 
Korsy  y.  Iioekwoo4,  8  Wall.  230. 

C.  in   Giant  P.  Co.  y.  Cala  V.  P. 

Co.,  18  O.  G.  1339,  4  Fed.  Rep. 

720;  Richardson  Y.  Lockwood,  4 

Cliff.    128;    Richardson  y.   Lock- 
wood,   4  O.  G.   398,  6  Fish.  454; 

Bassell  y.  Dodge,  93  U.  S.  460,  11 

0.  G.  151. 
Morris  y.  Barrett,  1  Bond  254,  1 

Pish.  461.    C.  in  Case  y.  Brown,  2 

Wall.  320;  Ex  parte  Clmton  & 

KnowUon,9  O.  G.  249 ;  Crompton 

V.   Belknap   Mills,   3  Fish.  536; 

£x  parte  Sergeant,  9  O.  G.  963  ; 

Seymour  y.  Osborne,  3  Fish.  555. 


Morris  y.  Hnntinfrtony  1  Paine  348, 

1  Robb  448.  C.  in  Dyer  y.  Rich, 
42  Mass.  180 ;  Earle  y.  Page,  6  N. 
H.  477 ;  French  y,  Rogers,  1  Fish, 
133;  Grant  y.  Raymond,  6  Pet. 
218,  1  Robb  604;  Jones  v.  Sewail, 
3  Cliff,  563,  3  O.  G.  630,  6  Fish. 
343  ;  Pennock  y.  Dialogue,  2  Pet. 
1,  1  Robb  542 ;  Phila.  &  Trenton 
R.  R.  Co.  Y.  Stimpson,  14  Pet. 
448,  2  Robb  46 ;  Reed  v.  Cutter,  1 
Story  590,  2  Robb  81 ;  Shaw  y. 
Cooper,  7  Pet.  292,  1  Robb  643 ; 
Stimpson  y.  West  Chester  R.  R. 
Co.,  4  How.  380,  2  Robb  535; 
Thomas  y.  Weelis,  2  Paine  92; 
Treadwell  y.  Bladen,  4  Wash.  C.C. 
700,  1  Robb  531 ;  Whitney  y.  Em- 
mett, Bald.  303,  1  Robb  567 ;  Wil- 
son Y.  Rosseau,  1  Blatch.  3. 

Morris  y.  Lowell  Manuf.  Co.y  3 
Fish.  67.  C.  in  Brown  y.  Deere, 
19  O.  G.  1217,  6  Fed.  Rep.  487; 
Hoe  Y.  Boston  D.  Adver.  Corp., 
14  Fed.  Rep.  914;  New  York 
Grape  S.  Co.  y.  Amer.  Grape  S. 
Co.,  10  Fed.  Rep.  835 ;  Potter  v. 
Whitney,  1  Lowell  87,  3  Fish.  77. 

Morris  y.  Royery  2  Bond  66,  3  Fish. 
176.    C.  in  Blanchard  y.  Putnam, 

2  Bond  84,  3  Fish.  186. 

Morris  ik  Watson^  2  Dec.  Com.  71. 

C.  in  Ex  parte  Weida,  6  O.  G. 

681. 
MorrlsoB  y.  Case,  9  Blatch.  548,  2 

O.  G.  544.    C.  in  Ex  parte  Peper, 

16  O.  G.  678 ;  Smith  y.  Reynolds, 

10  Blatch.  100,  3  O.  G.  216 ;  Ex 

parte  WeaYer,  10  O.  G.  1. 
Morse,  Ex  parte,  6  O.  G.  296.    C. 

in  Ex  parte  Roots,  6  O.  G.  391. 
Morse,  Ex  parte,  3  O.  G.  647.    C. 

in  ReckendorferY.Faber,12Blatch. 

68,  5  O.  G.  697,1  Ban  &  Ard.  229. 
Morse  y.  OtRoilly,  6  Penn.  L.  J. 

501.    C.    in    May  y.  Chaffee,    2 

Dillon  385,  5  Fish.  160. 
Morton  y.  N.  T.  Eye  Infirmary,  5 

Blatch.  116,2  Fii^h.  320.   C.  Burlse 

Y.    Partridge,     58    N.    H.    349  ; 

Middlebrook  y.  Broadbent,  47  N. 

Y.  443. 
Mosely,  Ex  parte,  2  Dec.  Com.  53. 

C.  in  Hedges  y.  Daniels,  17  O.  G. 

394. 
Motte  Y.  Bennett,  2  Fish.  642.    C. 

in  Brown  y.  Hinkley,  8  O.  G.  384, 

6  Fish.  370 ;    Farmer  y.   CalYert 
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4  ¥\Ah.  201.  C.  In  Consolidated 
Fruit  Jar  Co.  v.  Mason,  7  Daly  64; 
Emmons  y.  Sladdin,  9  0.  G.  952, 

2  Ban  &  Ard.  199 ;  Fire  EztiD- 
guisher  Manuf.  Co.  t.  Graham,  15 
Fed.  Rep.  543 ;  £x  parte  Holmes 
&  Spaulding,  4  O.  G.  581 ;  Ken- 
dree  V.  Sayles,  98  U.  S.  646; 
Mowry  v.  Baiiroad  Co.,  10  Blatch. 
89,  6  Fish.  587  ;  Ex  parte  Putnam, 

3  O.  G.  240 ;  Buggies  v.  Eddy,  10 
Blatch.  52,  5  Fish.  581 ;  Water- 
man v.  Wallace,  13  Blatch.  128,  2 
Ban  &  Ard.  126;  Wetherill  v. 
Zinc  Co.,  2  O.  G.  471,  9  Phila.  385, 
6  Fish.  50. 

Nortb  T.  Kershaw^  4  Blatch.  70.  C. 
in  New  York  Grape  S.  Co.  v. 
Amer.  Grape  S.  Co.,  10  Fed.  Rep. 
835. 

Northmp  t.  Adams^  5  Ban  &  Ard. 
567.  C.  in  Western  Elec.  Manuf. 
Co.  V.  Odell,  18  Fed.  Rep.  321. 

If orthwesterm  Fire  Extin^.  Co«  r. 
Phlla  Co.»  6  0.  G.  34,  1  Ban  & 
Ard.  177.  C.  in  Bignall  v.  Har- 
vey, 18  Blatch.  353,  18  O.  G.1275, 

4  Fed.  Rep.  534;  Hanscom  v. 
Latham,  9  0.  G.  1157;  Lyman  V. 
&  R.  Co.  V.  Chamherlain,  14  O.  G. 
588,  2  Ban  &  Ard.  433 ;  Lyman 
V.  &  R.  Co.  V.  Lalor,  12  Blatch. 
303,  6  O.  G.  642, 1  Ban  &  Ard. 
403 ;  Stephenson  v.  Goodell,  9  0. 
G.  1195. 

Nonrse  t.  Allen,  4  Blatch.  376,  3 

Fish.  63.    C.  in  Gamewell   Fhre 

Alarm  Tel.  Co.  v.  Chilicothe,   7 

Fed.  Rep.  351 ;  Gillespie  ▼.  Cum- 

mings«  3  Saw.  259,  1  Ban  &  Ard. 

587 ;  Hayes  v.  Dayton^  18  Blatch. 

420,  18  O.  G.  1406,  8  Fed.  Rep. 

702;   Harman  P.  Manuf.  Co.  v. 

Brooklyn  C.  R.  R.  Co.,  15  Blatch. 

444;    Nellis  v.  Pennock  Manuf. 

Co.,  22  O.  G.  1131,   13  Fed.  Rep. 

451 ;  Pope  Manuf.  Co.  v.  Marqua, 

15  Fed.  Rep.  400. 
Noyesy  Ex  parte,  8  O.  G.  818.    C. 

in  Ex  parte  Jopling,  8  0.  G.  1032. 
Nye  T.  Raymond,  16  111.  153.    C.  in 

Rice  V.  Garnhart,  34  Wis.  453. 

Odiome  r.  Amesbnry  Nail  Co.,  2 

Mason  28,  1  Robb  30.  C.  in  Ex 
parte  Emerson,  17  O.  G.  145 ; 
Morris  v.  Huntingdon,  1  Paine 
348,  1  Robb  448. 


Odiorne  t.  Winkley,  2  Gallis  51,  1 
Robb  52.  C.  in  Burrali  v.  Jewett, 
2  Paige  134 ;  Converse  v.  Cannon, 

2  Woods  7,  9  O.  G.  105  ;  Cromp- 
ton  V.  Belknap  Mills,  3  Fish.  536 ; 
Delans  v.  Scott,  1  Gilp.  489,  1  Robb 
700;  Evans  v.  Eaton,  7  Wheat. 
356,  1  Robb  336  ;  Geiger  v.  Cook, 

3  W.  &  3.  266 ;  Hogg  v.  Emerson, 
6  How.  437,  2  Robb  655 ;  Hogg  v. 
Emerson,  11  How.  587 ;  Holden 
V.  Curtis,  2  N.  H.  61 ;  Hotchkiss 
V.  Greenwood,  11  How.  248,  2 
Robb  730 ;  Jackson  v.  Allen,  120 
Mass.  64 ;  Singer  v.  Walmsley,  1 
Fish.  558 ;  Stevens  v.  Head,  9  Yt. 
174;  Whitney  v.  Emmett,  Bald. 
303,  1  Robb  567;  Willimantic  L. 
Co.  V.  Clark  T.  Co.,  4  Ban  &  Ard. 
128 ;  Winans  v.  Denmead,  15  How. 
330,  4  Am.  L.  J.  498. 

Ogle  V.  Ege,  4  Wash.  C.  C.  584, 1 
Robb  516.  C.  in  Allen  v.  Blunt,  1 
Blatch.  480 ;  Brooks  v.  Bicknell, 
3  McLean  250, 2  Robb  118 ;  Brown 
v.  Hinckley,  3  0.  G.  384,  6  Fish. 
370  ;  Farmer  v.  Calvert  Pub.  Co., 
1  Flippin  228,  5  A.  L.  T.  168; 
Gay  V.  Cornell,  2  Blatch.  506; 
Hussey  v.  Whiteley,  1  Bond  407,  2 
Fish.  120 ;  Jenkins  v.  Greenwald, 
1  Bond  126,  2  Fish.  37 ;  Mottc  v. 
Bennett,  2  Fish.  642;  Orr  v. 
Littlefield,  1  W.  &  M.  13,  2  Robb 
323 ;  Woodworth  v.  Hall,  1  W.  & 
M.  389,  2  Robb  517. 

Oliver  T.  Morgan,  10  Heisk.  322.  C. 
in  Oliver  v.  Rumford  Cliemical 
Works,  25  O.  G.  784. 

Onderdonk  v.  Fanning,  5  Ban  & 
Ard.  85,  Fed.  Rep.  14.  C.  in  On- 
derdonk V.  Fanning,  5  Ban  & 
Ard.  562. 

Orr,  Ex  parte.  1  Dec.  Com.  33.  C. 
in  Ex  parte  Hull,  9  0.  G.  1. 

Orr  V.  Badger,  7  Law  Rep.  465.  C. 
in  Fry  v.  Quinlan,  13  Blatch.  205 ; 
Grover  &  Baker  8.  M.  Co.  v.  Wil- 
liams, 2  Fish.  133 ;  Peck  v.  Col- 
lins, 70  N.  Y.  376  ;  Woodworth 
V.  Hall,  1  W.  &  M.  248,  2  Robb 
495. 

Orr  V.  Littlefield,  1  W.  &  M.  13,  2 
Robb  322.  C.  in  Brooks  v.  Nor- 
cross,  2  Fish.  661 ;  Earth  Closet 
Co.  V.  Fenner,  5  Fish.  15 ;  Foster 
V.  Moore,  1  Curt.  279 ;  Hockholzer 
V.  Eager,  2  Saw.  361 ;  Hovey  v. 
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Stevenfi,  1  W.  &  M*  290,  2  Robb 
749 ;  Husse J  v.  Whiteley,  1  Bond 
407,    2    Fish.    120;    Mc Williams 
Manuf.  Co.  t.  Blundell,  22  O.  G. 
177,  11  Fed.  Rep.  419 ;  Potter  v. 
HoUand,  4  Blatch.  238,   1   Fifth. 
382 ;  Saigeni  y.  Beagrave,  2  Curt. 
550;    White  v.   Heath,  22  O.   G. 
600, 10  Fed.  Bcp.  291 ;  Woodworth 
V.  Hall,  1  W.  &  M.  248,  2  Robb 
495 ;  Woodworth  v.  Rogers,  3  W. 
&  M.  135.  2  Robb  625. 
Orr  T.  MerriUt  1  W.  &  M.  376,  2 
Robb  331.    C.  in  Root  ▼.  Railway 
Co.,  105  U.  8.  189,  21  O.  G.  1112, 
11  Fed.  Rep.  349  (note);  Wood- 
worth  V.  Rogers,  3  W.  &  M.  135»  2 
Robb  625. 
O'KelUj  ▼•  Mone^  15  How.  62.    C. 
in  Am.  Bell  Tel.  Co.  v.  Dolbear, 
23  O.  G.  535;  American  Pin  Co. 
Y.   Oakville  Co.,   3  Blatch.   190; 
Arkell  v.  Paper  Bag  Co.,  7  Blatch. 
475;    Brown  y.  Hall,  6  Blatch. 
401,  3  Fish.  531 ;  Bordell  y.  Cor- 
ning, 2  Fish.  477 ;  Burdetty.  Estey, 
15  Blatch.  349, 15  O.  G.  877 ;  Burr 
y.  Cowperthwait,  4  Blatch.  163; 
Bunr  V.  Duryee,  1  Wall.  531 ;  Car- 
roll y .  Morse,  9  O.  G.  433 ;  Chicago 
Frait  House  Co.  y.  Busch,  2  Biss. 
472,   4  Fish.  395;    Crompton   y. 
Belknap  Mills,  3  Fish.  536 ;  Dun- 
bar y.  Myers,  94  U.  8.  187,  11  O. 
G.  35 ;  Gage  y.  Herring,  23  O.  G. 
2119 ;    Goodyear   y.    Providence 
Bobb^  Co.,  2  Ciiff.  351,  2  Fish. 
499 ;  Hoffheims  y.  Brandt,  3  Fish. 
218 ;  Huseey  y.  Bradley,  5  Blatch. 
134,  2  Fish.  362;  Hassey  y.  Mc- 
Cormick,l  Biss.  300,1  Fish.  509;  Ex 
parte  Hobson,  1  O.  G.  141 ;  llling- 
worth  y.  Spanldinff,  9  Fed.  Rep. 
611 ;  Ives  v.  HanHlton,  92  U.  8. 
426, 10  O.  G.  336 ;  Klein  y.  Russell, 
19  Wall.  433 ;  Mackay  y.  Jackman, 
22  O.  G.  85,  12  Fed.  Rep.  615  ; 
Marsh  y.  Dodge,  66  N.  Y.  533 ; 
McMillan  y.  Rees,  17  O.  G.  1222, 
1  Fed.  Rep.  722;  Mitchell  y.  Tilgh- 
man,  19  Wall.  287,  5  O.  G.  299 ; 
M.  &  H.  Glue  Co.y.  Upton,  4  CM. 
237, 6  O.  G.  837, 1  Ban  &  Ard.  497; 
Morris  y.  Royer,  2  Bond  66,  3 
Fish.  176 ;  New  Am.  File  Co.  v. 
Nicholson  File  Co.,  20  O.  G.  524, 
8Fed.  Rep.  816;  Odiomey.Denney, 
13  O.  G.  965,  3  Ban  &  Ard.  287 ; 


Parham  y.  Sewing  Machine  Co.,  4 
Fish.  468 ;  Peck  y.  Collins,  70  N. 
Y.  376;  Palmer  y.  Galling  Gun 
Co.,  20  O.  G.  815, 8  Fed.  Rep.  613; 
Perry  v.  Starrett,  14  O.  G.  599,  3 
Ban  So  Ard.  485  ;  Piper  y.  Brown, 
1  Holmes  20,  4  Fish.  175 ;  Pitts  y. 
Edmonds,  1  Biss.  168,  2  Fish.  52  ; 
Potter  y.  Holland,  4  Blatch.  238, 
1  Fish.  382 ;  Ransom  y.  New  York, 

1  Fish.  252 ;  Roberts  y.  Dickey,  4 
Brews.  260, 1  O.  G.  4,  4  Fish.  532; 
Scott  V.  Ford,  14  O.  G.  418; 
Seymoury.  Osborne,  11  Wall.  516; 
Shaw  &  W.  Co.  y.  Lovejoy,  7 
Blatch.  232;  Sickels  v.  Eyans,  2 
CM.  203,  2  Fish.  417 ;  Silsby  y. 
Foote,  20  How*  378;  Singer  y. 
Wamsley.  1  Fish.  558 ;  8mith  v. 
Ely,  15  How.  137,  5  McLean  76; 
Smith  y.  Merriam,  19  O.  G.  GOl,  6 
Fed.  Rep.  713 ;  Tylery.  Galloway, 
22  O.  G.  3072,  12  Fed.  Rep.  567 ; 
Tilghman  y.  Proctor,  102  U.  8. 
707,  19  O.  G.  869;  Tillotson  y. 
Ramsay,  51  Vt.  309 ;  Union  Paper 
Collar  Co.  y.  White,  7  O.  G.  698, 

2  Ban  &  Ard.  60 ;  United  Nickel 
Co.  y.  Pendleton,  15  Fed.  Rep. 
739 ;  Whitely  y.  Swayne,  4  Fish. 
117;  Yale  Lock  Manuf.  Co.  y. 
Scoville  Manuf.  Co.,  18  Blatch.  248, 

3  Fed.  Rep.  288. 

Osgood  y.  Allen,  1  Holmes  185,  3  O. 
G.  124.  C.  in  Benn  y.  Leclercq, 
30  Leg.  Int.  185 ;  Manufact.  Co.  y. 
Tminer,  101  U.  8.  51,  17  O.  G. 
1217. 

Paeket  Co.  y.  Sickles,  19  Wall.  611. 
C.  in  Birdsall  y.  Coolidge,  93  U. 
8.  64;  Blakeney  y.  Goode,  30 
Ohio  St.  350 ;  Emigh  v.  B.  &  O.  R. 
R.  Co.,  19  0.  G.  935,  6  Fed.  Rep. 
283;  Knox  y.  Gt.  Western  Q. 
Minina:  Co.,  14  O.  G.  897 ;  Knox  y. 
Gt.  Western  Q.  Mining  Co.,  6.  Saw. 
430,  4  Fed.  Rep.  809;  Root  y. 
Railway  Co.,  105  U.  8.  189,  21  O. 
G.  1112,  1  Fed.  Rep.  349  n.; 
Yaughan  y.  Cent.  Pacific  R.  R.  Co., 

4  Saw.  280,  3  Ban  &  Ard.  27. 
Packing  Co.  Cases,  105  U.  8.  556, 21 

O.  G.  1689.  A.  Wilson  Packing 
Co.  y.  Chicago  P.  &  P.  Co.,  21  O. 
G.  411,  9  Fed.  Rep.  547.  C.  in 
Clark  P.  H.  Co.  y.  Ferguson,  17 
Fed.  Rep.  79. 
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Pagre  t.  BickersoB^  28  Wis.  694.  C. 
in  Cranson  v.  Smith,  28  Wis.  694 ; 
Rice  v.  Garohart,  34  Wis.  453. 

Page  y.  Ferry,  1  Fish.  298.  C.  in 
American  D.  R.  B.  Co.  v.  Sulli- 
van Machine  Co.,  2  Ban  &  Ajrd. 
122,  14  Blatch.  119;  Burke  v. 
Partridge,  68  N.  H.  349;  Con- 
verse V.  Cannon,  2  Woods  7,  9  O. 
6.  105 ;  Hamilton  v.  Ives,  3  O.  G. 
30,  6  Fish.  244 ;  Johnson  v.  Mc- 
Cabe,37  Ind.  535 ;  Klein  v.  Russell, 
19  Wall.  493 ;  McComb  v.  Brodie, 

1  Woods  163,  2  O.  G.  117,  5  Fish. 
384. 

Faare  y.  Holmes  B.  A.  Tel.  Co.,  18 
Blatch.  117,  2  Fed.  Rep.  330.  C. 
in  Gillette  v.  Bate  Refrigerating 
Co.,  12  Fed.  Rep.  108. 

Paige  y.  Banks,  7  Blatch.  152.  A. 
in  Paige  v.  Banks,  13  Wall.  608. 
C.  in  Chapman  v.  Ferry,  12  Fed. 
Rep.  693  (note);  Yuengling  v. 
Schile.  12  Fed.  Rep.  97. 

Paige  y.  Banks,  13  Wall.  608.  A. 
Paige  V.  Banks,  7  Blatch.  162. 

Palm  y.  Behel,  10  O.  G.  701.  C.  m 
Ackerman  v.  Archer,  15  O.  G. 
562. 

Palmer  y.  DeWitt,  47  N.  Y.  632,  2 
Swan  530,  36  How.  Pr.  222,  40 
How.  Pr.  293,  6  Abb.  Pr.  (N.  S.) 
130.  C.  in  Boucicault  v.  Hart,  13 
Blatch.  47  ;  Boucicault  v.  Wood,  2 
Biss.  341  (note)  ;  Crowe  v.  Aiken, 

2  Biss.  208,  4  A.  L.  Rev.  460; 
Thomas  v.  Lennon,  14  Fed.  Rep. 
849 ;  Carter  v.  Bailey,  64  Me.  458. 

Paper  Bag  Cases,  106  U.  S.  766,  21 
O.  G.  1275.  C.  in  Wilson  v.  Chick- 
ering,  14  Fed.  Rep.  917. 

Parkam  v.  Sewing  Machine  Co.,  4 
Fish.  468.  C.  in  Albright  v.  Cel- 
luloid H.  T.  Co.,  12  O.  G.  227,  2 
Ban  &  Ard.  629 ;  Brown  v.  Guild, 
23  Wall.  181,  6  O.  G.  392,  7  O.  G. 
739;  Com  Planter  Patent,  23 
Wall.  181,  6  O.  G.  392,  7  O.  G. 
739 ;  Hawes  v.  Antisdel,  8  O.  G. 
685,  2  Ban  &  Ard.  10 ;  Henderson 
V.  Cleveland  Stove  Co.,  12  O.  G. 
94,  2  Ban  &  Ard.  604 ;  Herring  v. 
Nelson,  14  Blatch.  293,  12  O.  G. 
763,  Ban  &  Ard.  55;  Kelleher  v. 
Darling,  4  Cliff.  424,  14  O.  G.  673, 

3  Ban  &  Ard.  438;  Kerosene 
Lamp  Heater  Co.  v.  Littell,  13  O. 
G.  1009,  3  Ban  &  Ard.  312 ;  Mc- 


Williams  Manuf.  C!o.  v.  Blundell, 
22  0.  G.  177,  11  Fed.  Rep.  419 ; 
Miller  v.  Smith,  18  O.  G.  1047,  5 
Fed.  Rep.  359 ;  Reisner  ▼.  Annas, 
13  O.  G.  870,  3  Ban  &  Ard.  176. 

Paris  y.  Bnsey,  8  O.  G.  858.  C.  in 
Carroll  v.  Morse,  9  O.  G.  453. 

Park  y.  Little,  3  Wash.  C.  C.  196,  1 
Robb  17.  C.  in  Gayler  v.  Wilder, 
10  How.  477 ;  Grant  v.  Raymond, 

6  Pet.  218,  1  Robb  604;  O'ReiUy 
V.  Morse,  15  How.  62 ;  Rowe  v. 
Blanchard,  18  Wis.  441 ;  Seymour 
V.  Osborne,  11  Wall.  516;  Tillot- 
son  V.  Ramsay,  61  Vt.  309 ;  Whit- 
ney V.  Emmett,  Bald.  303,  1  Robb 
567;  Wilson  V.  Rosseau,  1  Blatch.3. 

Parker  v.  Banker,  6  McLean  631. 

C.  in  Wintermute  v.  Reddington,  1 

Fish  239 
Parker  v.  Bigler,  1  Fish.  286.    C. 

in  Spaulding  v.  Tucker,  4  Fish. 
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Parker  v.  Hall,  2  Fish.  62  (note). 

C.  in  Hayden  v.  Oriental  Mills,  15 

Fed.  Rep.  605 ;  Rich  v.  Ricketts, 

7  Blatch.  230. 

Parker  y.  Hallock,  2  Fish.  543.    C. 

inAnUiony  v.  Carrol],  9  O.    G. 

199,  2  Ban  &  Ard.  196 ;  Collins  v. 

Peebles,  2  Fish.  641 ;  Hayden  v. 

Oriental  Mills,  15  Fed.  Rep.  605  ; 

Rich  V.  Ricketts,  7  Blatch.  230. 
Parker  v.  Hawk,  2  Fish.  68.    C.  ia 

Anthony  v.  Carroll,  9  0.  G.  199,  2 

Ban    &    Ard.    195;     Collins    v. 

Peebles,  2  Fish.  641 ;  Hayden  v. 

Oriental  Mills,  15  Fed.  Rep.  605  ; 

Rich  V.  Ricketts,  7  Blatch.  230. 
Parker  v.  Haworth,  4  McLean  370, 

2  Robb  726.    C.  in  Blakeney  v. 

Gk>ode,  30  Ohio  St.  350 ;  Cromp- 

ton  V.  Belknap  Mills,  3  Fish.  636 ; 

Ives  V.  Hamilton,  92  U.  S.  426, 10 

O.  G.  336 ;  LeRoy  v.  Tatham,  14 

How.  166 ;  Sewall  v.  Jones,  91  U. 

S.  171,  9   O.   G.  47;   Winans  v. 

Denmead,  16  How.  330,  4  Am.  L. 
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entry,  10  O.  G.  336 ;  O'Reilly  v. 

Morse,  15  How.  62;    Parker  v. 

Brandt,   1    Fish.    68 ;    Parker  v« 

Sears,  1  Fish.  93. 
Parker  v.  Sears,  1  Fish.  93.    C.  in 

Bailey  W.  M.  Co.  v.  Adams,  3 
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Ban  &  Ard.  96,  23  I.  B.  B.  344 ; 
Cro88  Y.  Livermore,  21  O.  G.  139, 
9  Fed.  Bep,  607 ;  Fanner  v.  Cal- 
vert Pub.  Co.,  1  Flippin  228,  5  A. 
L.  T.  168;  MorrU  y.  Lowell 
Manuf.  Co.,  3  Fish.  67;  Sar^^ent 
Manuf.  Co.  y.  Woodruff,  5  Bias. 
444. 

Parker  y.  Stiles,  5  McLean  44.  C. 
in  Burke  v.  Partridge,  58  N.  H. 
349  ;  Crompton  y.  Belknap  Mills, 
3  Fish.  536;  Ingels  v.  Mast,  6 
Fish.  415 ;  lyes  v.  Hamilton,  92 
U.  8.  426,  1  O.  G.  336 ;  Klein  v. 
Bussell,  19  Wall.  433;  Rice  y. 
G^amhart,  34  Wis.  453  ;  Tillotson 
Y.  Bamaay,  51  Vt.  309 ;  Whittle- 
sey V.  Ames,  18  O.  G.  357,  9  Biss. 
225 ;  Whittlesey  V.  Ames,  13  Fed. 
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Archer*  15  O.  G.  562 ;  Carter  v. 
Bailey,  64  Me.  458 ;  EUithorpe  v. 
Bobertson,  4  Blatch.  307,  2  Fish. 
83 ;  Grottfried  v.  P.  Best  B.  Co., 
17  O.  G.  675;  Hanscom  v.  Latham, 
9  O.  G.  1157  ;  Ives  y.  Harailton,92 
U.  S.  426,  10  O.  G.  336 ;  Johnson 
Y.  Boot,  2  Cliff.  108,  2  Fish.  291 ; 
Northwestern  Fire  Ex.  Co.  y. 
Philadelphia  Co.,  6  ().  G.  34,  1 
Ban  &  Ard.  177  ;  Pottery.  Wilson, 
2  Fish.  102 ;  Beeyes  y.  Keystone 
Bridge  Co.,  1  O.  G.  466,  9  Phila. 
368,  6  Fish.  456;  Seymour  y. 
Osborne,  11  Wall.  516;  Stephen- 
son Y.  Goodell,  9  O.  G.  1195; 
Webb  y.  Quintard,  9  Blatch.  352, 

1  O*  G.  525,  5  Fish.  276  ;  White  y. 
Allen,  2  Cliff.  224,  2  Fish.  440 ; 
Wilber  v.  Beecher,  2  Blatch.  132. 

Parkhurst  y.  Kinsman,  2  Blatch. 

72.   C.  in  Dewitt  y.  Nobles  Manuf. 

Co.,  66  X.  Y.  459. 
Parkhurst  y.  Kinsman,  6  N.  J.  £q. 

600.     C.  in   Grates  y.  Frazer,   9 

Bradw.  624;   Nash  Y.  Lull,  102 

Mass.  60;  Slemmer^s  Appeal,  58 

Penn.  155. 
Parkinson,  Ex  parte,  3  Dec.  Com. 

251.   C.  in  Ex  parte  Diffenderfer, 

2  O.  G.  57 ;  Ex  parte  Seaman,  4 
0.  G.  691. 

Parkinson  y.  Lasalle,  3  Saw.  331. 
C.  in  Boucicault  y.  Hart,  13 
Blatch.  47. 


Parks  y.  Booth,  102  U.  S.  96,  17  O. 
G.  1089.  A.  Booth  y.  Parks,  1 
Flippui  381,  1  Ban  &  Ard.  225. 
C.  in  Booth  v.  Seyers,  19  O.  G. 
1140;  Boot  y.  Bailway  Co.,  105 
U.  S.  189,  21  O.  G,  1112,  11  Fed. 
Bep.  349  (note). 

Parsons  y.  Barnard,  7  Johns.  144. 
C.  in  Billings  y.  Ames,  32  Mo. 
265 ;  Burrall  y.  Jewett,  2  Paige 
134 ;  Dudley  y.  Mayhew,  3  N.  Y. 
9 ;  Elmer  y.  Pennel,  40  Me.  430  ; 
Gibson  y.  Woodworth,  8  Paige 
132  ;  Middlebrook  y.  Broadbent,  47 
N.  Y.  443 ;  Saxton  y.  Dodge,  57 
Barb.  84;  Slemmer^s  Appeal,  58 
Penn.  155 ;  Smith  y.  McClelland, 
11  Bush.  523;  Smith  y.  Mercer,  5 

.  Penn.  L.  J.  529,  4  West  L.  J.  49  ; 
Tomlinson  y.  Battel,  4  Abb.  Pr. 
266. 

Parton  y.  Pransr*  3  Cliff.  537,  2  O. 
G.  619,  6  A.  L.  T.  105.  C.  in 
Yuengling  y.  Schile,  12  Fed.  Bep. 
97. 

Pattee  y.  Russell,  3  O.  G.  181.  C. 
in  Stephenson  y.  Goodell,  9  O.  G. 
1195. 

Pearoe  y.  Mnlford,  102  U.  S.  112. 
B.  Mulford  y.  Pearce,  14  Blatch. 
141,  11  O.  G.  204,  2  Ban  &  Ard. 
190»  C.  in  Packing  Co.  Cases,  105 
U.  S.  566,  21  O.  G.  1689 ;  Vinton 
y.  Hamilton,  104  U.  S.  485,  21 
O.  G.  557. 

Pearl  y.  Oeean  Mills,  11  O.  G.  2,  2 
Ban  &  Ard.  469.  C.  in  Dedrick  y. 
Cassell,  20  O.  G.  1233,  9  Fed.  Bep. 
306 ;  Smith  y.  Merriam,  19  O.  G. 
601,  6  Fed.  Bep.  713. 

Peek  y.  Bacon,  18  Conn.  377.  C.  in 
Goodyear  y.  United  Rubber  Co.,  4 
Blatch.  63;  Moore  y.  Barre,  11 
Iowa  198. 

Peck  y.  Collins,  70  N.  Y.  376.  C. 
in  Marston  y.  Swett,  82  N.  Y.  526. 

Peek  S.  &W.  Go.  y.  Lindsay,  18 

O.  G.  63,  5  Ban  &  Ard.  390,  2  Fed. 
Rep.  688.  C.  in  Shuter  y.  Davis, 
24  O.  G.  303,  16  Fed.  Rep.  564 ; 
Smith  y.  Halkyard,  23  O.  G.  1833, 
16  Fed.  Rep.  414. 

Pelham  y.  Edelmeyer,  15  Fed.  Rep. 
262.  C.  in  Wooster  y.  Singer 
Manuf.  Co.,  23  O.  G.  2513. 

PeltoB  y,  WateriB,  7  O.  G.  425,  1 
Ban  &  Ard.  125,  21  J.  B.  B.  125. 
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C.  in  Ex  parte  Wm.  H.  Golding,  8 
O.  G.  141. 
Penn  8alt  Co.  t.  Barry,  , 

C.  in  Fenn  Salt  Co.  v.  Thomas,  8 
Phila.  144,  5  Fish,  148. 
Pennajrlyaiila  Salt  Mfgr*  Ce.  t.  Ong*- 
genheim,  3  Fish.  423.  C.  in 
Brown  v.  Guild,  23  Wall.  181,  6 
O.  G.  392,  7  O.  G.  739;  Com 
Planter  Patent,  23  Wall.  181,  6 
O.  G.  392,  7  O.  G.  739 ;  Ex  parte 
Heide  &  Wirtz,  8  O.  G.  817 ;  Ex 
parte  Horlick,  7  O.  G.  128;  M.  & 
H.  Glue  Co.  V.  Upton,  4  Cliff.  237. 

6  O.  G.  837,  1  Ban  &  Ard.  497 ; 
Penn  Salt  Co.  v.  Thomas,  8  Phila. 
144,  5  Fish.  148 ;  Powder  Co.  v. 
Powder  Works,  98  U.  S.  126,  15 
O.  G.  289, 

Pennock,  Ex  parte,  1  Mc Arthur  531, 

5  O.  G.  666.  C.  in  Ex  parte 
Helde  &  Wirlz,  8  O.  G.  817. 

Pennock  t.  Dialogrney  4  Wash.  C.  C. 
538,  1  Robb  466.  A.  in  Pennock 
V.  Dialogue,  2  Pet.  1,  1  Robb  542. 
C.  in  Agawam  Co.  v.  Jordan,  7 
Wall.  583;  Collar  Co.  v.  Van 
Dusen,  23  Wall.  540,  7  O.  G.  919 ; 
Geiger  v.  Cook,  3  W.  &  S.  266 ; 
Gould  y.  Commissioners,  1  Mc- 
Arthur  410,  5  O.  G.  121 ;  Bheem 
V.  Holliday,  16  Penn.  347  ;  Watson 
V.  Bladen,  4  Wash.  C.  C.  580,  1 
Bobb  510 ;  Whilney  v.  Emmett, 
Bald.  303,  1  Robb  567. 

Pennock  t.  Blalogrue^  2  Pet.  1,  1 
Robb  542.  A.  Pennock  v.  Dia- 
logue, 4  Wash.  C.  C.  538,  1  Robb 
466.  C.  in  Adams  v.  Jones,  1 
Fish.  527  ;  Agawam  Co.  v.  Jordan, 

7  Wall.  583 ;  Bates  v.  Coe,  98  U. 
S.  31,  15  O.  G.  337 ;  Cooper  v. 
Ma  they,  8  Law  Rep.  413, 5  Penn.  L. 
J.  38  ;  Dyer  v.  Rich,  42  Mass.  180 ; 
Earl  V.  Page,  6  N.  H.  477  ;  Emer- 
son V.  Hogg,  2  Blatch.  1 ;  Godfrey 
V.  Fames,  1  Wall.  317 ;  Grant  v. 
Raymond,  6  Pet.  218,  1  Robb 
604;  Henry  v.  Providence  Tool 
Co.,  14  O.  G.  855,  3  Ban  &  Ard. 
501;  Hogg  V.  Emerson,  6  How. 
437,  2  Robb  655;  Kelleher  v. 
Darling,  4  Cliff.  424,  14  O.  G.  673, 
3  Ban  &  Ard.  438 ;  Kendall  y. 
Winsor,  21  How.  322 ;  Le  Roy  v. 
Tatham,  14  How.  156 ;  Manning 
V.  Cape  Ann  I.  &  G.  Co.,  4  Ban 

6  Ard.  612;  McClurg  v.  Kings- 


land,  1  How.  202,  2  Robb  105 ; 
Parton  v.  Prang,  3  Cliff.  527,  2 
O.  G.  619, 6  A.  L.  T.  105  ;  Pierson 
V.  Eagle  Screw  Co.,  3  Story  402,  2 
Robb  268  ;  Reed  v.  CMtter,  1  Story 
590, 2  Robb  81 ;  Ryan  v.  Goodwin, 
3  Sum.  514,  1  Robb  725  ;  Sbaw  v. 
Cooper,  7  Pet.  292,  1  Robb  643 ; 
Wheaton  v.  Peters,  8  Pet.  591; 
Wliitney  v.  Emmett,  Bald.  303, 1 
Robb  567 ;  Wilson  y.  Rosseau,  I 
Blatch.  3;  Wyeth  v.  Stone,  1 
Story  273,  2  Robb  23. 

Pepper  t.  Labrat,  8  Fed.  Rep.  29. 
C.  in  Singer  Manuf.  Co.  v.  Riley, 
11  Fed.  Rep.  706. 

Pereiyal  t.  Harger,  40  Iowa  286. 
C.  in  Rawson  v.  Haiger,  48  Iowa 
269. 

Perrigo  r.  Spanldlng^  11  Blatch. 
389,  12  O.  G.  352,  2  Ban  &  Ard. 
348.  C.  in  AUis  v.  Stowell,  16 
Fed.  Rep.  783. 

Perrigo  t.  Spanldinflr^  13  Blatch. 
389.  C.  in  Booth  v.  Seevers,  19 
O.  G.  1140. 

Perrls  t.  Hexamer,  99  U.  S.  674. 
C.  in  Munson  ▼.  New  York,  18 
Blatch.  237,  8  Fed.  Rep.  338. 

Perry  &  Lslj,  Ex  parte,  1  Dec.  Com. 
3.  C.  in  Ex  parte  Hahn.  8  O.  G. 
597;  Martin  v.  Bogle,  112  O.  G. 
625 ;  Ex  parte  Shippen,  8  O.  G. 
727. 

Perry  y,  €o-operatiye  FoQBdry  Co.^ 
22  O.  G.  1624,  12  Fed.  Rep.  436. 
C.  in  Clark  P.  H.  Co.  v.  Ferguson, 
17  Fed.  Rep.  79. 

Perry  r.  Littlefleld,  5  Ban  &  Ard. 
334.  C.  in  Ferry  v.  littlefield,  17 
Blatch.  572,  17  0.  G.  51,  18  0.  G. 
571,  4  Ban  &  Ard.  624,  2  Fed. 
Rep.  464. 

Perry  r.  Cominsr^  7  Blatch.  105.  C. 
in  Atwood  v.  Portland  Co.,  10 
Fed.  Rep.  283, 

Perry  t.  Starrett,  14  O.  G.  599,  3 
Ban  &  Ard.  485.  C.  in  Marston 
V.  Sweet,  82  N.  Y.  526 ;  Miller  v. 
Smith,  18  O.  G.  1047,  5  Fed.  Rep. 
359. 

Peterson  t.  Wooden^  3  McLean  248, 
2  Robb  116.  C.  in  Elmer  v.  Fen- 
nel, 40  Me.  430 ;  Hogg  v.  Emer- 
son, 6  How.  437,  2  Robb  655; 
Hogg  V.  Emerson,  11  How.  587 ; 
Holliday  y.  Rheem,  18  Penn.  465 ; 
Rheem  y.  Holliday,  16  Penn.  347. 


IKDEX  TO  OASES  OITED. 


Ixxxiii 


Pettibone  t.  Derrinsrer,  4  Wash.  C. 
C.  215,  1  Kobb  152.  C.  in  Geiger 
V.  Cook,  3  W.  &  S.  266 ;  Pennock 
V.  Dialogue,  Wash.  C.  C.  538,  1 
Robb  466. 

Phelps  ▼.  Comstoek^  4  McLean  353. 
C.  in  Hodge  y.  Railroad  Co.,  6 
Blatch.  85,  410;  Jenkins  v.  Nichol- 
son, 1  Abb.  (U.  S,)  567,  4  Fish. 
201. 

Phila.  A  TrentoB  B.  B.  Co.  t. 
StimiMoii,  14  Pet.  448,  2  Robb  46. 
0.  in  Allis  v.  Buckstaff,  22  O.  G. 
1705, 13  Fed.  Rep.  879 ;  Blanchard 
V.  Putnam,  8  Wall.  420 ;  Burr  v. 
Duryee,  1  Wall.  531 ;  Gaboon  v. 
Ring,  1  Cliff.  592,  1  Fish.  397 ;  Ex 
parte  Conklin,  1  McArthur  375,  5 
0.  G.  235 ;  Crompton  v.  Belknap 
Mills,  3  Fish.  536;  Dederick  v. 
Cassell,  20  O.  G.  1233,  9  Fed.  Rep. 
306 ;  Dorsey  Co.  v.  Marsh,  9  Phila. 
395,  6  Fish.  387 ;  Gear  v.  Grosve- 
nor,  1  Holmes  215,  3  O.  G.  360,  6 
Fish.  314 ;  Groodjear  v.  Providence 
Rubber  Co.,  2  Cliff.  351,  2  Fish. 
499 ;  Hoffheims  v.  Brandt,  3  Fish. 
218;  Huntley  V.  Smith,  18  O  .G.  795; 
Hussey  v.  Bradley,  5  Blatch.  134, 

2  Fish.  362 ;  Mitchell  v.  Tilghman, 
19  Wall.  287,  5  O.  G.  299 ;  Par- 
ham  y.  Sewing  Machine  Co.,  4 
Fish.  468 ;  Peck  v.  Collins,  70  N. 
T.  376;  Railroad  Company  y. 
Trimble,  10  Wall.  367;  Roberta 
V.  Dickey,  4  Brews.  260, 1  O.  G.  4, 
4  Fish.  532 ;  Seymour  v.  Osborne, 
11  Wall.  516;  Smith  y.  Reynolds, 
10  Blatch.  85,  3  O.  G.  213 ;  Stimp- 
8on  V.  West  Chester  R.  R.  Co.,  4 
How.  380,  2  Robb  335 ;  Thomas  y. 
Shoe  M.  Manuf.  Co.,  16  O.  G.  541, 

3  Ban  &  Ard.  557 ;  Tilghman  y. 
Mitchell,  9  Blatch.  18, 4  Fish.  615; 
Wilder  y.  McCormick,  2  Blatch. 
31 ;  Wilton  y.  Railroads,  1  Wall.  Jr. 
192,  2  Robb  641. 

Phillips  y.  Page,  24  How.  164.  C. 
in  Alcott  y.  Young,  16  Blatch. 
134,  16  O.  G.  403;  Blanchard  y. 
Patnam,  8  Wall.  420;  Bray  y. 
Hartshorn,  1  Cliff.  538 ;  Collar  Co. 
V.  Van  Dusen,  23  Wall.  530,  7  O. 
G.  919;  Dunbar  y.  Myers,  94  U. 
8.  187,  11  O.  G.  35 ;  Gottfried  y. 
P.  Best  B.  Co.,  17  O.  G,  675 ; 
Hedges  y.  Daniels,  17  O.  G.  394 ; 
Imhaaeser  v.  Buerk,   101  U.  S. 


647,   17  0.    G.    795;    Judson  y. 

Bradford,  16  O.  G.  171.  3  Ban  & 

Ard.  539;  M.  it  H.  Glue  Co.  v. 

Upton,  4  Cliff.  237,  6  O.  G.  837,  1 

Ban  &  Ard.  497  ;  Middlebrook  y. 

Broadbent,  47  N.  Y.  443 ;  Pearce 

y.  Mulford,  102  U.  S.  112,  18  O. 

G.  1223;  Planing  Machine  Co.  y. 

Keith,  101  U.  S.  479,  17  O.  G. 

1031 ;    Seymour   v.    Osborne,    1 1 

Wall.  516;    Slawson  y.  Railroad 

Co.,  24  O.  G.  99 ;  Smith  y.  Frazer, 

2  O.  G.  175,  5  Fish.  543  ;  Wise  y. 

Allis,  9  Wall.  737. 
Phllp  T.  Nock,  13  Wall.  185.    C.  in 

Calkins  y.  Bertrand,  8  Fed.  Rep. 

755. 
Pbilp  y.  Nock,  17  Wall.  460.    C.  in 

Buerk  y.  Imhauesen,  14  Blatch. 

19, 10  O.  G.  907, 2  Ban  &  Ard.  452 ; 

Gould's  Manuf.  Co.  y.  Cowing,  12 

Blatch.  243,  8  0.  G.  277,  1  Ban  & 

Ard.  375;  Holbrook  y.  Small,  17 

O.    G.  55,   3  Ban   &  Ard.  625; 

Maier  y.  Brown,  17  Fed.  Rep.  736; 

Schillinger  y.  Gunther,  15  Blatch. 

303,  14  O.  G.  913,  3  Ban  &  Ard. 

491. 
Pickering  y.  MoCallongh,  13  O.  G. 

818,  3  Ban  &  Ard.  276.     A.  in 

Pickering  y.  McCullough,  104  U. 

S.  310,  21  O.  G.  73. 
Piekerlng  y.  MeCnllongh,  104  U.  S. 

310,  21  O.  G.  73.    A.  Pickering 

y.  McCullough,  13  O.  G.   818,  3 

Ban  &  Ard.  279.    C.  in  B.  &  H. 

Manuf.  Co.  y.  C.  Parker  Co.,  17 

Fed.  Rep.  240 ;  Clark  P.  H.  C.  y. 

Ferguson,  24  O.  G.  1090,  17  Fed. 

Rep.  79 ;  Doubleday  v.  Roess,  22 

O,  G.  861,  11  Fed.  Rep.  737. 
PierpoDt  y.  Fowie,  2  W.  &  M.  23. 

C.  in  Allen  y.  Blunt,  1  Blatch. 

480 ;  Brooks  y.  Norcross,  2  Fish. 

661 ;  Clum  y.  Brewer,  2  Curt.  506; 

Orr  y.  Merrill,  1  W.  &  M.  376,  2 

Robb  331 ;  Palmer  y.  De  Witt,  47    ' 

N.  Y.  532;  Parton  y.  Prang,  3 

Cliff.  537,  2  O.  G.  619,  6  A.  L.  T. 

105;  Saxton  y.  Dodge,  57  Barb. 

84. 
Pienioa  y.  Eagle  Screw  Co.,  3  Story 

402,  2  Robb  268.    C.  in  Bates  y. 

Coe,  98  U.  S.  31,  15  O.  G.  337 ; 

Brickill  y.  New  York,  18  Blatch. 

273,  18  O.  G.  463,   7  Fed.  Rep. 

479 ;  Kelleher  y.  Darling,  4  Cliff. 

424, 14  O.  G.  673,  3  Ban  &  Ard. 
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438;  Seymour  v.  McCormick,  16 
How.  480;  Tease  v.  Phelps,  1 
McA.  48  ;  TurnbuU  v.  Plow  Co., 
6  Bias.  225,  7  O.  G,  173,  1  Ban  & 
Ard.  504;  Wade  v.  Metcalf,  16 
Fed.  Rep.  130. 
Pike  T.  Potter,  3  Pish.  55.  C.  in 
Ex  parte  Howell,  9  O.  G.  921. 

Piper  T.  Brown,  1  Holmes  20,  4 
Fish.  175.  R.  in  Brown  v.  Piper, 
91  U.  S.  37,  10  O.  G.  417.  C.  in 
Ex  parte  G.  L.  Harrison,  10  O.  G. 
373. 

•  Piper  T.  Moon,  10  Blatch.  204,  3  O. 
G.  4,  6  Fish,  180.  A.  in  Piper  v. 
Moon,  91  U.  S.  44.  C.  in  Burke 
V.  Partridge,  58  N.  H.  349. 

Piper  T.  Moon,  91  U.  S.  44, 10  O.  G. 
420.  A.  Piper  v.  Moon,  10  Blatch. 
264,3  0.  G.4,  6  Fish.  180. 

Pitts  T.  Edmonds,  1  Biss.  168,  2 
Fish.  52.  C.  in  Brown  v.  Hall,  6 
Blatch.  401,  3  Fish.  531 ;  Odiome 
V.  Denney,  13  O.  G.  965,  3  Ban  & 
Ard.  287. 

Pitts  y.  Uall,  2  Blatch.  229.  C.  in 
Agawam  Co.  v.  Jordan,  7  Wall. 
583 ;  American  Saw  Co.  v.  Emer- 
son, 8  Fed.  Rep,  806 ;  Bevin  v.  East 
Hampton  Bell  Co.,  9  Blatch.  50,  5 
Fish.  23 ;  Blanchard  v.  Putnam,  8 
Wall.  420 ;  DeSanno  v.  Richtel,  9 
0.  G.  792 ;  Egbert  v.  Lipmann, 
104 U.  S.  333,  21  O.  G.  75 ;  Emery 
V.  Cavanagh,  17  Fed.  Rep.  242; 
Henry  v.  Gas  Consumers  Asso'n, 
13  O.  G.  637,  21  O.  G.  203,  3  Ban 
&  Ard.  253,  9  Fed.  Rep.  556; 
Henry  v.  Providence  Tool  Co.,  14 
0.  G.  855,  3  Ban  &  Ard.  501 ;  Ex 
parte  Jenkins,  4  O.  G.  351 ;  Jen- 
nings V.  Pierce,  15  Blatch.  42,  3 
Ban  &  Ard.  361 ;  Jones  v.  Sewall, 
3  CUff.  563,  3  O.  G.  630,  6  Fish. 
343;  Manning  V.  Cape  Ann  I.  & 
G.  Co.,  4  Ban  &  Ard.  612 ;  Mc- 
Millin  V.  Barclay,  4  Brews.  275,  5 
Fish.  189 ;  Mulford  v.  Pearce,  14 
Blatch.  141,  11  O.  G.  741,  2  Ban 
&  Ard.  542 ;  Page  v.  Bowers,  1 0. 
G.  521;  Ex  parte  Roe,  5  O.  G. 
397 ;  Ex  parte  Sexton,  9  O.  G.  251 ; 
Slemmer's  Appeal,  58  Penn.  155  ; 
Trotter  v.  Bartlett,  7  0.  G.  3 ; 
Union  P.  B.  M.  Co.  v.  P.  &  W. 
Co.,  15  Blatch.  160,  15  O.  G.  423, 
3  Ban  &  Ard.  483. 


Pitts  T.  Hall,  3  Blatch.  201.  C.  in 
Carter  v.  Bailey,  64  Me.  458 ;  Con- 
solidated Fruit  Jar  Co.  v.  Mason,  7 
Daly  64;  Consolidated  Fruit  Jar  Co. 
V.  Wright,  94  U.  S.  92;  DeWitt  v. 
Nobles  Manuf.  Co.,  12 N.  Y.  Sapr. 
301;  DeWitt  v.  Nobles  Manuf.  Co., 
66  N.  Y.  459;  Dunham  v.  Inda. 
&  St.  Louis  R.  R.  Co.,  7  Biss.  223, 
2  Ban  &  Ard.  327;  Gates  v. 
Eraser,  9  Bradw.  624;  Hodge  ▼. 
Railroad  Co.,  6  Blatch.  85,  SUsh. 
410. 

Pitts  y.  Jameson,  15  Barb.  310.  C. 
in  Birdsall  v.  Perego,  5  Blatch. 
251 ;  Hawks  v.  Swett,  11  N.  Y. 
Supr.  146,  6  T.  &  C.  529 ;  Marsh 
V.  Dodge,  66  N.  Y.  533. 

Pitts  y.  Wemple,  1  Biss.  87,  2  Fish. 
10.  C.  in  Johnson  y.  McCabe,  37 
Ind.  535. 

Pitts  y.  Whitman,  2  Story  609i  1 
Robb  189.  C.  in  Bantz  v.  Frantz, 
105  U.  S.  160,  21  O.  G.  1037 ; 
Blakeney  v.  Goode,  30  Ohio  St. 
350 ;  Chambers  v.  Smith,  5  Fish. 
12, 7  Phlla.  575 ;  Emerson  y,  Hog^^ 
^  Blatch.  1;  Gay  y.  Cornell,  2 
Blatch.  506;  Geiery.  Goettinger, 
7  0.  G.  563,  1  Ban  &  Ard.  553 ; 
Gibson  y .  Cook,  2  Blatch.  144 ;  Hogg 
y.  Emerson,  6  How.  437,  2  Robb 
655 ;  Loudon  v.  Birt,  4  Ind.  566  ; 
McKernan  y.  Hite,  6  Ind.  428; 
Moore  y.  Bare,  11  Iowa  198 ;  Peck 
y.  Collins,  70  N.  Y.  376;  Perry  y. 
Corning,  7  Blatch.  195 ;  Rheem  y. 
HoUiday,  16  Penn.  347;  Seymour 
y.  Osborne,  11  Wall.  516 ;  Stone  v. 
Palmer,  28  Mo.  539 ;  Tumbull  y. 
Plow  Co.,  6  Biss.  225, 7  O.  G.  173, 
1  Ban  &  Ard.  504. 

Planingr  Machine  Co.  y.  Keitli,  101 

U.  S.  479,   17  O.   G.   1031.     A. 

Woodbury  P.  P.  M.  Co.  y.  Keith, 

4  Ban  &  Ard.  100.     C.  in  AUis  v. 

Buckstaff,  22  O.  G.  1705,  13  Fed. 

Rep.  879. 
Poagruey.  McGowan,  15  Fed.  Rep. 

398.    C.  in  Hartshorn    v.  Eagle 

Shade  Roller  Co.,   18  Fed.  Rep. 

90. 
Poppenheaseny.  Gntta  Peroha  Comb 

Co.,  2  Fish.  62.    C.  in  Ex  parte 

Hyatt  &  French,  4  O.  G.  609; 

Johnson  v.  McCabe,  37  Ind.  535  ; 

Ex  parte  McCloskey,  3  McArthur 
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14;  White  ▼.  Heath,  22  O.  G.  500, 

10  Fed.  Bep.  291. 
PoppeBlmseii  t.  Falke,   4   Blatch. 

493,  2  Fish.  181.  C.  Id  American 
Cotton  Tie  Co.  v.  MeCready,  7 
Blatch.  291,  17  O.  G.  665 ;  Brown 
V.  Hinckley,  3  O.  G.  384,  6  Fish. 
370;  Goodyear  ▼.  Gntta  Percha 
Co.,  2  Fish.  312;  Needham  v. 
Washhom,  7  O.  G.  649,  1  Ban  & 
Ard.  537. 

Poppenlmaeii  t.  Falke,  2  Fish.  213. 
C.  in  Lightner  v.  Brooks,  2  Cliff. 
287;  Middlehrook  v.  Broadbent, 
47  N.  Y.  443  ;  Ex  parte  Boe,  5  O. 
G.  397. 

Potter  T.  BrauBsdorf,  7  Blatch.  97. 
C.  in  Bachelder  y.  Moulton,  11 
Blatch.  304,  4  O.  G.  501,  6  Fish. 
488 ;  Ex  parte  Dickmson,  3  O.  G. 
91 ;  Ex  parte  Low,  1  O.  G.  203  ; 
Ex  parte  Packer,  2  O.  G.  31 ;  Pot- 
ter V.  Stewart,  18  Blatch.  561,  19 
0.  G.  997,  7Fed.Rep.  215. 

Potter  T.  Dixon,  5  Blatch.  160,  2 
Fish.  381.  C.  in  Carroll  v.  Morse,  9 
0.  G.  453;  Perry  v.  Coming,  6 
Blatch.  134 ;  Ex  parte  Sargent  & 
Bouige,  10  O.  G.  285. 

Potter  T.  Poller,  2  Fish.  251.  C.  in 
Hodge  T.  Hudson  River  B.  R.  Co., 
6  Blatch.  165 ;  Mc Williams  Mannf. 
Co.  V.  Blundell,  22  O.  G.  177,  11 
Fed.  Bep.  419. 

Potter  y.  Holland,  4  Blatch.  206,  1 
Fish.  327.  C.  m  Blakeney  v. 
Goode,  30  Ohio  St.  350 ;  Campbell 
V.  James,  17  Blatch.  43, 18  O.  G. 
979 ;  Clan  Banald  v.  Wyckoff,  41 
N.  Y.  8ap.  527 ;  Ex  parte  Fassett, 

11  O.  G.  420 ;  Gay  lord  v.  Case,  1 
C.  S.  B.  382 ;  House  v.  Young,  3 
FiBh.  335 ;  Littlefield  v.  Perry,  21 
Wall.  205,  7  O.  G.  964 ;  Meyer  v. 
BaUey,  8  O.  G.  437,  2  Ban  &  Ard. 
73 ;  Moore  v.  Marsh,  7  Wall.  515 ; 
Nelson  y.  McMann,  16  Blatch. 
139,  16  O.  G.  761,  4  Ban  &  Ard. 
203 ;  Peck  y.  Collins,  70  N.  Y. 
376 ;  Perry  y.  Comhig,  7  Blatch. 
195;  Potter  y  Braunsdorf,  7  Blatch. 
97 ;  Potter  y.  Fuller,  2  Fish.  251 ; 
Smith  y.  Woodruff,  1  McArthur 
459,  4  O.  G.  635,  6  Fish.  476 ;  Star 
Salt  Castor  Co.  y.  Crossman,  4 
Cliff.  568.  3  Ban  &  Ard.  281 ;  Wil- 
son  y.  Chickering,  14  Fed.  Rep. 
917;  Wing  y.  Warren,  2  0.  G. 


342.  5  Fish.  548;  Ex  parte  Wright, 
10  O.  G.  587. 

Potter  y.  Holland,  4  Blatch.  238,  1 
Fish.  382.  C.  in  Blake  y.  Stafford, 
6  Blatch.  195,  3  Fish.  294 ;  Burke 
y.  Partridge,  58  N.  H.  349 ;  Ham- 
mond y.  Laird,  7  O.  G.  170  ;  Kel- 
leher  v.  Darling,  4  Cliff.  424, 14  0. 
G.  673,  3  Ban  &  Ard.  438 ;  Klein 
y.  Russell,  19  Wall.  493  ;  Marsh  y. 
Dodge,  66  N.  Y.  533 ;  McComb  y. 
Brodle,  1  Woods  153,  2  O.  G.  117, 
5  Fish.  384 ;  Middlehrook  y.  Broad- 
bent,  47  N.  Y.  443;  Moore  y. 
Mason,  7  Wall.  515;  Potter  y. 
Fuller,  2  Fish.  251;  Potter  y. 
MuUer,  2  Fish.  465;  Sickles  y. 
Eyans,  2  Cliff.  203,  2  Fish.  417. 

Potter  y.  Mack,  3  Fish.  428.  C.  in 
Browne  y.  Deere,  19  O.  G.  1217, 
1  Fed.  Rep.  487. 

Potter  y.  Mailer,  2  Fish.  465.  C. 
in  White  y.  Heath,  22  O.  G.  500, 
10  Fed.  Rep.  291. 

Potter  y.  Scbonck,  1  Bias.  515,  2 
Fish.  82.  C.  in  Adams  y.  Jolliet 
Manuf.  Co.,  12  O.  G.  91, 3  Ban  & 
Ard.  1. 

Potter  y.  WUtney,  1  Lowell  87,  3 
Fish.  77.  C.  in  Johnson  y.  Mc- 
Cabe,  37  Ind.  535 ;  McWilliams 
Manuf.  Co.  y.  Blundell,  22  O.  G. 
177,  11  Fed.  Rep.  419. 

Potter  y.  Wilson,  2  Fish.  102.  C. 
in  Carter  v.  Perry,  O.  G.  518; 
Groyer  &  Baker  S.  M.  Co.  v.  Sloat, 
2Fish.ll2;  Pottery.  IHiller,  2  Fish. 
251 ;  Pottery.  Muller,  2  Fish.  465; 
Slemmer's  Appeal,  58  Penn.  155. 

Powder  Co.  y.  Powder  Works,  98  U. 
S.  126,  15  O.  G.  289.  R.  Giant 
Powder  Co,  y.  California  Powder 
Works,  3  Saw.  448,  2  Ban  &  Ard. 
131.  C.  in  Atwater  M.  Co.  y. 
Beecher  M.  Co.,  8  Fed.  Rep.  608 ; 
Ayerill  C.  P.  Co.  y.  National  M. 
P.  Co.,  22  O.  G.  585,  9  Fed.  Rep. 
462 ;  Edgarton  y.  F.  &  B.  Manuf. 
Co.,  21  O.  G.  251,  9  Fed.  Rep.  450; 
Flower  y.  Rayner,  19  O.  G.  424,  5 
Fed.  Rep.  793  ;  Gold  &  Stock  Tel. 
Co.  y.  Wiley,  17  Fed.  Rep.  234; 
Healdy.  Rice,  104  U.  S.  737,  21  O. 
G.  1443 ;  James  y.  Campbell,  104 
U.  S.  356,  21  O.  G.  337 ;  Johnson 
y.  Railroad  Co.,  105  U.  S.  539,  22 
O.  G.  329 ;  Kells  v.  McKenzie,  20 
O.  G.  1663, 9  Fed.  Rep.  284;Maiiu- 
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facturing  Co.  v,  Corbin,  103  TJ.  S. 
•  786,  20  0-  G.  297;  Moffitt  v. 
Eopei*8,  23  O.  G.  270 ;  Parker  & 
Whipple  Co.  V.  Yale  Clock  Co.,  25 
O.  G.  290 ;  Putnam  v.  Tinkham,  4 
Fed.  Rep.  411 ;  Smith  v.  Merriam, 

19  O.  G.  601,  6  Fed.  Rep.  713 ; 
Seibert  C.  O.  Co.  C.  v.  Harper  S. 
L.  Co.,  4  Fed.  Rep.  328 ;  Tucker  v. 
Dana,  7  Fed.  Rep.  213 ;  Wilson  v. 
Coon,  18  Blatch.  632,  19  O.  G. 
482,  6  Fed.  Rep.  611 ;  Win??  v. 
Anthony,  106  XJ.  S.  142;  Yale 
Lock  Manuf.  Co.  v,  Scoville  Manuf. 
Co.,  18  Blatch.  248,  3  Fed.  Rep. 
288. 

Price  T.  Kelley,  11  O.  G.  639,  2  Ban 
&  Ard.  634.  A.  in  Price  v.  Kelley, 

20  0.  G.  1452. 

Price  T.  Kelley,  20  O.  G.  1452.    A. 

Price  V.  Kelley,  11  O.  G.  639,  2 

Ban  &  Ard.  534. 
Prouty  y.  Draper,  2  Story  199.    C. 

in  Bantz  v.  Frantz,  105  U.  S.  160, 

21  0.  G.  237 ;  Hussey  v.  Bradley, 
5  Blatch.  210 ;  Le  Roy  v.  Tatham, 
14  How.  156 ;  Spaulding  v.  Tucker, 
4  Fish.  633 ;  Tillotson  v.  Ramsay, 
51  Vt.  309. 

Pronty  t.  Draper,  1  Story  568,  2 
Robb  75.  A .  in  Prouty  v.  Ruggles, 
16  Pet.  336,  2  Robb  92.  C.  in 
Pitts  V.  Whitman,  2  Story  609,  2 
Robb  189  ;  Railroad  Co.  v.  Dubois, 
12  Wall.  47  ;  Schumacher  v.  Cor- 
nell, 96  U.  S.  549. 

Prouty  T.  Rugrerles,  16  Pet.  336,  2 
Robb  92.  A.  Prouty  v.  Draper,  1 
Story  568,  2  Robb  75.  C.  in  Aiken 
V.  Bemis,  3  W.  &  M.  348  ;  Ameri- 
can D.  R.  B.  Co.  V.  Sutherland  F. 
M.  Co.,  18  Blatch.  148,  2  Fed. 
Rep.  353;  American  Pavement  Co. 
v.  Elizabeth,  4  Fish.  189 ;  Bantz 
V.  Frantz,  105  U.  S.  160,  21  O.  G. 
2037;  Brown  v.  Guild,  23  Wall, 
181,  6  O.  G.  392,  7  O.  G.  739 ; 
Burdett  v.  Estey,  16  Blatch.  105, 
3  Fed.  Rep.  545 ;  Cochrane  v. 
Deener,  94  U.  S.  780,  11  O.  G. 
637;  Com  Planter  Patent,  23 
Wall.  181,  6  O.  G.  392,  7  O.  G. 
739  ;  Craig  v.  Smith,  4  Dillon  349, 
1  Ban  &  Ard.  556;  Craig  v. 
Smith.  2  Cent.  L.  J.  256 ;  Cromp- 
ton  v.  Belknap  Mills.  3  Fish.  536 ; 
Cross  V.  Livermore,  21  O.  G.  139, 
9   Fed.    Rep.    607;    Dunbar   v. 


Myers,  94  U.  S.  187,  11  O.  G.  35  ; 
Fames  v.  Godfrey,  1  Wall.  78; 
Fuller  V.  Yentzer,  94  U.  S.  288,  11 

0.  G.  551 ;  Gage  V.  Herring,  23  O. 
G.  2119 ;  Gill  v.  Wells,  22  Wall. 

1,  6  0.  G.  881,  2  A.  L.  J. 
(N.  S.)  101;  Gould  v.  Rees,  15 
Wall.  187,  2  O.  G.  624,  6  Fish.  106; 
Hale  V.  Stimpson,  2  Fish.  565; 
Herring  y.  Nelson,  14  Blatch.  293, 
12  O.  G.  753,  3  Ban  &  Ard.  55 ; 
Holly  V.  Vergennes  Machine  Co., 
14  Blatch.  827,  18  O.  G.  1177,  4 
Fed.  Rep.  74;  Hovey  v.  Stevens,  3 
W.  &  M.  17,  2  Robb  567 ;  Le  Roy 
V.  Tatham,  14  How.  156 ;  Mabie 
V.  Haskell,  2  Cliff.  507 ;  Many  v. 
Sizer,  1  Fish.  31;  Millner  v. 
Schofield,  4  Hughes  258 ;  Nichol- 
son Co.  V.  Hatch,  4  Saw.  692,  3 
Fish.  432 ;  Olcott  v.  Hawkins,  2 
Am.  L.  J.  317 ;  Pitts  v.  WWtman, 
2  Story  609,  2  Robb  189 ;  Ex  parte 
Pressprich,  11  O.  G.  195  ;  Railroad 
Co.  V.  Dubois,  12  Wall.  47 ;  Recken- 
dorfer  v.  Faber,  12  Blatch.  68,  5 
O.  G.  697,  1  Ban  &  Ard.  329 ; 
Reedy  v.  Scott,  23  Wall.  352,  7  O. 
G.  463 ;  Rowell  v.  Lindsay,  19  O. 
G.  1565,  6  Fed.  Rep.  290 ;  Sanford 
V.  Memmac  Hat  Co.,  4  Cliff.  404, 

10  O.  G.  466 ;  Saxe  v.  Hammond, 
1  Holmes  456,  7  O.  G.  781,  1  Ban 
&  Ard.  629  ;  Sevmour  v.  Osborne, 

11  Wall.  516;  Sharp  v.  Tiftt,  18 
Blatch.  132,  17  O.  G.  1282,  2  Fed. 
Rep.  697 ;  Singer  ▼.  Walmsley,  1 
Fish.  558 ;  Stanford  v.  Hat  Co.,  1 
O.  G.  466,  2  Ban  &  Ard.  408 ; 
Stimpson  v.  Bait.  &  Sus.  R.  R.  Co., 
10  How.  329;  Stimpson  v.  West 
Chester  R.  R.  Co.,  4  How.  380,  2 
Robb  535 ;  Stimpson  v.  Woodman, 
10  Wall.  117 ;  Storrs  v.  Howe,  4 
Cliff.  388,  10  O.  G.  421,  2  Ban  & 
Ard.  420  ;  Tillotson  v.  Ramsay,  51 
Vt.  309;  Wallace  V.  Holmes,  9 
Blatch.  65, 1  O.  G.  117,  5  Fish.  37; 
Waterbury  Brass  Co.  v.  Miller,  9 
Blatch.  77,  5  Fish.  48 ;  Wells  v. 
Jacques,  5  O.  G.  364,  1  Ban  & 
Ard.  60;  Wicks  v.  Stevens,  2 
Woods  310,  2  Ban  &  Ard.  318. 

Pugh  T.  Hamilton^  2  Dec.  Com. 

153.    C.  in  Walton  v.  Dennis,  16 

O.  G.  959. 
Pullman  r.  B.  &  0.  B.  R^  5  Fed. 

Rep.  72.    C.  m  New  York  Grape 
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S.  Co.  ▼.  Amer.  Grape  S.  Co.,  10 

Fed.  Rep.  835. 
Pnlte  T.  Derby,  5  McLean  328.    C. 

in  Carter  y.  Bailey,  64  Me.  458 ; 

Cent'nl  Catalogue  Co.  v.  Porter,  2 

W.  N.  601 ;   Clemens  v.  Belford 

(Hark  Twun  Caae),  14  Fed.  Rep. 

728 ;  Hartftll  v.  lllghman,  99  TJ. 

S.  547;   Palmer  v.  De  Witt,  40 

How.  Pr.  293;  Saxton  t.  Dodge, 

57  Barb.  84. 
PntUM  T.  Hollesder,  19  Blatch. 

48,  19  O.  6.   1423,  6  Fed.  Rep. 

882.    C.  in  Andre w«  v.  Hovey,  16 

Fed.  Rep.  387. 
FDtBam  T.  Lomaxy  9  Fed.  Rep.  448. 

C.    in    Bigelow    Carpet    Co.    v. 

Dobfion,  21  O.  G.  1200,  10  Fed. 

Rep.  385. 
Pnlaiafli  t.  TlnUaai,  4  Fed.  Rep. 

411.    C.  in  Edgarton  y.  F.  &  B. 

Manof.  Co.,  21  O.  G.  251,  9  Fed. 

Bep.  450 ;  Putnam  y.  Hutchinson, 

12  Fed.  Rep.  127. 
Pvteani  T.  TerriBgton»  9  O.  G.  689, 

2  Ban  &  Ard.  237.    C.  in  Atwood 

V.  Portland  Co.,  10  Fed.  Rep.  283 ; 

Fnnck  v.  Doty,  13  O.  G.  322 ;  Ex 

parte  McLaren   A    Coventry,   10 

O.  6.  335 ;  Ex  parte  Powell,  13 

O.  G.  911. 

i^erillo  T.  Ardito,  17  Blatch.  400, 
1  Fed.  Rep.  610.  C.  in  McCloskey 
T.  Du  Bois,  19  O.  G.  1286,  6  Fed. 
Bep.  710,  20  O.  G.  371. 

Saflraad  Co.  t.  Da  Bois,  12  Wall. 

47.  C.  in  Dederick  v.  Cassell,  20 
O.  G.  1233,  9  Fed.  Rep.  306 ;  La 
Baw  V.  Hawkins,  6  O.  G.  724,  1 
Ban  &  Ard.  428 ;  Ex  parte  Mc- 
Closkey, 3  McArthur  14;  Union 
P.  B.  M.  Co.  V.  P.  &  W.  Co.,  15 
Blatch.  160, 15  O.  G.  423,  3  Ban 
&  Ard.  403. 

Bailroad  Co.  t.  Mellon,  104  F.  S. 
112,  20  O.  G.  189.  C.  in  Cobum 
Y.  Schroeder,  22  O.  G.  1538. 

Bailroad  Co.  v.  Stiaipson,  14  Story 
448.  C.  in  Blake  t.  Stafibrd,  6 
Blatch.  195,  3  Fish.  294. 

Bailroad  Co.  t.  Trimble,  10  Wall. 
367.  C.  in  Barnes  v.  Morgan,  10 
N.  Y.  Supr.  703,  6  T.  &  C.  105  ; 
Campbell  ▼•  James,  18  Blatch.  92, 
18  O.  G.  1111,  2  Fed.  Rep.  338 ; 
Fire  Extinguisher  Manuf.  Co.  v. 


Graham,  15  Fed.  Rep.  543 ;  Grear 
y.  Grosvenor,  1  Holmes  215,  3 
O.  G.  380,  6  Fish.  314 ;  Ex  parte 
Holmes  &  Spaulding,  4  O.  G.  581 ; 
Kendree  v.  Sayles,  98  U.  S.  546 ; 
Mowry  v.  Railroad  Co.,  10  Blatch. 
89,  5  Fish.  587 ;  Nicholson  Co.  v. 
.  Jenkins,  14  Wall.  452,  1  O.  G.  465, 

5  Fish.  491 ;  Paige  v.  Banks,  13 
Wall.  608;  Prime  v.  Brandon 
Manuf.  Co..  16  Blatch.  453,  4  Ban 

6  Ard.  379  ;  Rugsjles  v.  Eddy,  10 
Blatch.  52,  5  Fish.  581 ;  Thayer  v. 
Wales^  5  Fish.  448 ;  Wetherill  v. 
Zinc  Co.,  2  O.  G.  471,  9  PhUa. 
385,  6  Fish.  50. 

Railway  Co.  t.  Sayles,  97  U.  S.  554, 
15  O.  G.  243.  R.  Sayles  v.  Chi- 
cago &  N.  W.  R.  R.  Co.,  3  Biss. 
52,  4  Fish.  584.  C.  in  Adair  v. 
Thayer,  17  Blatch.  468,  4  Fed. 
Rep.  441 ;  Delaware  Coal  &  Ice 
Co.  V.  Packer,  24  O.  G.  1273; 
Del.  C.  &  I.  Co.  V.  Packer,  1  Fed. 
Rep.  851,  5  Ban  &  Ard.  296; 
Doane  &  W.  Manuf.  Co.  v.  Smith, 
15  Fed.  Rep.  459 ;  Duff  v.  Sterling 
Pump  Co.,  23  O.  G.  1622 ;  Eagle- 
ton  Manuf.  Co.  v.  W.  B.  &  C. 
Manuf.  Co.,  18  Blatch.  218,  17 
O.  G.  1504,  2  Fed.  Rep.  774; 
Edgarton  v.  F.  &  B.  Manuf.  Co., 
21  O.  G.  251,  9  Fed.  Rep.  450; 
Flower  v.  Rayner,  19  O.  G.  424,  5 
Fed.  Rep.  793 ;  Grant  P.  Co.  v. 
Cala  V.  P.  Co.,  6  Saw.  508,  5  Fed. 
Rep.  197 ;  Giant  P.  Co.  v.  Cala 
V.  B.  Co.,  18  O.  G.  1339,  4  Fed. 
Rep.  720;  Holly  v.  Veri^ennes 
Machme  Co.,  14  Blatch.  327,  18 
O.  G.  1177,  4  Fed.  Rep.  74;  Ex 
parte  Lanstrom,  17  O.  G.  744; 
McMurray  v.  Mallory,  5  Fed.  Rep. 
593  ;  Nathan  v.  N.  Y.  Elevated  R. 
R.  Co.,  2  Fed.  Rep,  225 ;  New 
York  B.  &  B.  Co.  v  Hoffman,  20 
O.  G.  1450,  9  Fed.  Rep.  199 ;  Par- 
sons V.  Colgate,  15  O.  G.  600; 
Putnam  v.  Tinkham,  4  Fed.  Rep. 
411 ;  Ex  parte  Shalters,  15  O.  G. 
970;  Sharp  v.  Tifft,  18  Blatch. 
132,  17  O.  G.  1282,  2  Fed.  Rep. 
697  ;  Steam  Gauge  &  lantern  Co. 
V.  Miller,  20  O.  G.  889,  8  Fed. 
Rep.  314  ;  Warth  v.  Browning.  17 
O.  G.  624;  Whitnum  v.  Seaman, 
17  O.  G.  626 ;  Whitnum  v.  Sea- 
man, 4  Fed.  Rep.  436 ;  Williams 
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V.  Barker,  18  O.  G.  243,  2  Fed. 
Rep.  649 ;  Yale  Lock  Manuf.  Co. 
V.  Scoville  Manuf.  Co.,  18  Blatch. 
248,  3  Fed.  Rep.  288. 

Ransom  t.  New  York,  1  Fish.  252. 
R.  in  New  York  t.  Ransom,  23 
How.  487.  C.  in  Ackerman  v. 
Archer,  15  O.  G.  562;  Consoli- 
dated Fruit  Jar  Co.  v.  Wright,  2 
Blatch.  149,  6  O.  G.  327,  1  Ban  & 
Ard.  320 ;  Imhaeuser  v.  Buerk, 
101  U.  S.  647,  17  O.  G.  796 ;  Jen- 
kins V.  Barney,  3  O.  G.  119 ; 
Johnson  v.  McCabe,  37  Ind.  535 ; 
La  Baw  v.  Hawkms,  6  0.  G.  724, 
1  Ban  &  Ard.  428;  Morse  y. 
Clark,  1  O.  G.  275;  Pattee  v. 
Russell,  3  O.  G.  181 ;  Schumacher 
V.  Cornell,  96  TJ.  S.  549 ;  Slem- 
mer's  Appeal,  58  Penn.  155 ; 
White  V.  Allen,  2  Cliff.  224,  2 
Fish.  440 ;  Whitely  v.  Swayne,  4 
Fish.  117. 

Rapp  T.  Bard,  1  Fish.  196.  C.  in 
Seymour  v.  Osborne,  3  Fish.  555. 

Rathbone  t.  Orr,  5  McLean  131. 
C.  in  Kendree  v.  Sayles,  98  U.  S. 
546. 

Read  t.  Miller,  3  Fish.  310,  2  Biss. 
12.  C.  in  Anthony  v.  Carroll,  9 
O.  G.  199,  2  Ban  So  Ard.  195; 
Hayden  y.  Oriental  Mills,  15  Fed. 
Rep.  005. 

Reckendorfer  t.  Faber,  12  Blatch. 
68,  5  O.  G.  697,  1  Ban  &  Ard. 
229.  A.  in  Reckendorfer  y.  Faber, 
92  U.S.  347,  lOO.  G.  71. 

Reckendorfer  y.  Faber,  92  U.  S. 
347,  10  O.  G.  71.  A.  Reckendor- 
fer  y.  Faber,  12  Blatch.  68,  5 
O.  G.  697,  1  Ban  &  Aid.  229.  C. 
in  Alcott  y.  Young,  16  Blatch. 
134,  16  O.  G.  403;  Beatty  y. 
Hodges,  8  Fed.  Rep.  610,  20  0.  G. 
1666;  Blackman  y.  Morray,  13 
O.  G.  175 ;  Ex  parte  Cardwell,  15 
O.  G.  293;  Clark  P.  H.  Co.  y. 
Ferguson,  17  Fed.  Rep.  79;  Dou- 
bleday  y.  Roess,  22  O.  G.  861,  11 
Fed.  Rep.  737 ;  Glidden  y.  Cope- 
land,  15  O.  G.  920;  Herring  y. 
Davis,  14  Blatch.  293,  12  0.  G. 
753,  3  Ban  &  Ard.  55 ;  Ex  parte 
McLaren  &  Coventry,  10  O.  G. 
335;  Perfection  W.  C.  Co.  y. 
Bosley,  9  Biss.  385,  2  Fed.  Rep. 
674 ;  Pickering  y.  McCullough,  104 
U.  S.  310,  21  0.  G.  73 ;  Ex  parte 


Sargent  y.  Bourge,  10  O.  G.  285  ; 
Sawyer  y.  Miller,  12  Fed.  Rep. 
725;  Waring  y.  Wilkerson,  15 
O.  G.  246;  Williams  y.  Rome  W. 

6  O.  R.  R.  Co.,  15  Blatch.  200,  15 
'    O.  G.  653,  3  Ban  &  Ard.  413  ; 

Yale  Lock  Manuf.  Co.  y.  Norwich 
Natl.  Bank,  6  Fed.  Rep.  377. 

Reed  y.  Carnsi,  Taney  72.  C.  ui 
Perry  y.  Sturrett,  14  O.  G.  599,  3 
Ban  &  Ard.  485. 

Reed  y.  Cntter,  1  Story  590,  2  Robb 
81.  C.  in  Ackerman  y.  Archer,  15 
O.  G.  562 ;  Agawam  Co.  y.  Jordan, 

7  Wall.  583 ;  CoflSn  y.  Ogden,  18 
Wall.  120,  5  O.  G.  270 ;  Coffin  t. 
Ogden,  7  Blatch.  61,  3  Fish.  640 ; 
Draper  y.  Potomslai  Mills  Cor- 
poration, 13  O.  G.  276,  3  Ban  & 
Ard.  199;  Gayler  y.  Wilder,  10 
How.  477 ;  Ellithorpe  y.  Robert- 
son, 4  Blatch.  307,  2  Fish.  83; 
Henry  y.  Providence  Tool  Co.,  14 
O.  G.  885,  3  Ban  &  Ard.  501; 
Johnson  v.  Root,  2  Cliff.  108,  2 
Fish.  291;  Judson  y.  Bradford,  16 
O.  G.  171,  3  Ban  &  Ard.  539 ;  Lay 
y.  Wiard,  9  O.  G.  349;  Parkhurst 
y.  Kinsman,  1  Blatch.  488  ;  Pick- 
ering y.  McCullough,  13  O.  G.  818, 
3  Ban  &  Ard.  279;  Putnam  v. 
Hollender,  19  0.  G.  1423,  6  Fed. 
Rep.  882;  Reeves  v.  Keystone 
Bridge  Co.,  1  O.  G.  466,  9  Phila, 
368,  5  Fish.  456 ;  Tuck  v.  Bram- 
hilU  6  Blatch.  95,  3  Fish.  400; 
Smith  V.  Nichols,  21  Wall.  112 ; 
White  v.  Alien,  2  aiff.  224, 2  Fish. 
440;  Withington  v.  Locke,  11 
O.  G.  417. 

Reedy  y.  Scott,  23  Wall.  352,  7 
O.  G.  463.  C.  in  Gaylord  v.  Case, 
1  C.  L.  B.  382 ;  Peck  v.  Collins,  70 
N.  Y.  376. 

Rees  y.  Peltier,  75  111.  475.  C.  in 
Chapman  v.  Ferry,  12  Fed.  Rep. 
693  (note). 

Reeves  v.  Keystone  Bridge  Co.,  1 0. 
G.  466,  9  Phila.  368,  5  Fish.  458. 
C.  in  £x  parte  Atterbury,  9  O.  G. 
640;  Draper  v.  Potomska  Mills 
Corporation,  13  O.  G.  276,  3  Ban 
&  Ard.  199  ;  Electric  R.  8.  Co.  t. 
Hall  R.  S.  Co.,  6  Fed.  Rep.  603 ; 
Gillette  v.  Bate  Refrigerating  Co., 
12  Fed.  Rep.  108;  Keystone 
Bridge  Co.  v.  Iron  Co.,  1  O.  G. 
471,  5  Fish.  468,  9  Phila.  374 ;  £x 
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parte  Bobbins,  3  O.  G.  292 ;  With- 
mgtOD  V.  Locke,  11  O.  G.  417. 

Beiflsaer  t.  Annesg^  13  O.  G.  870,  3 
Ban  &  Ard.  176.  C.  in  Detrich  y. 
Cassell,  20  O.  G.  1233,  9  Fed.  Rep. 
306. 

Beiflsner  t.  Shaip,  16  Blotch.  383, 
16  O.  G.  355,  4  Ban  &  Ard.  366. 
C.  in  Bate  Refrig.  Co.  v.  Gillett, 
22  O.  G.  1205, 13  Fed.  Rep,  653. 

Renwick  t.  Pond,  10  Blatch.  39,  2 
O.  G.  392,  5  Fish.  569.  C.  in  Ex 
parte  Hahn,  8  O.  G.  597 ;  Rumford 
Chemical  Works  v.  Hecker,  10  O.G. 
289,  2  Ban  &  Ard.  351. 

fient^en  t.  Kanowosy  1  Wash.  C.  C. 
168,  1  Robb  1.  C.  in  Gayler  v. 
Wilder,  10  How.  477;  Geigerv. 
Cook,  3  W.  &  S.  266 ;  Hogg  v. 
Emerson,  6  How.  437, 2  Robb  655 ; 
Beed  v.Cutter,  1  Story  590,  2  Robb 
81 ;  Troy  Factory  v.  Coming,  14 
How.  193;  Whitney  v.  Emmett, 
Bald.  303,  1  Robb  567. 

Bheem  t.  Holllday,  16  Penn.  347. 
C.  in  HoUiday  v.  Rheem,  18  Penn. 
465  ;  Slemmer's  Appeal,  58  Penn. 
155. 

BhentaByEx  parte,  5  O.  G.  521.  C. 
in  Ex  parte  Holmes,  6  0.  G.  360. 

Biee  t.  Heald,  13  Pac.  L.  R.  33.  C. 
in  (Gottfried  v.  P.  Best  B.  Co.,  17 
O.  G.  675. 

Bleh  T.  Atwater,  16  Conn.  409.  C. 
in  Billings  y.  Ames,  32  Mo.  265 ; 
Goodyear  v.  Union  Robber  Co.,  4 
Blatch.  63;  Merserole  v.  Union 
Collar  Co.,  6  Blatch.  356,  3  Fish. 
483. 

Bieh  T.  Close,  8  Blatdi.  41,  4  Fish. 
279.  C.  in  Burke  V.  Partridge,  58 
N.  H.  349 ;  Coolidge  v.  McCone,  2 
Saw.  571,  5  O.  G.  458,  1  Ban  & 
Ard.  78,  1  A.  L.  J.  (N.  S.)  214  ; 
Rowell  V.  Lindsay,  19  O.  G.  1565, 
6  Fed.  Rep.  290. 

BIcli  T.  Hotehkissy  14  Conn.  409.  C. 
in  Cranson  v.  Smith,  28  Wis.  694  ; 
Keith  V.  Hobbs,  69  Mo.  84 ;  Kash 
V.  Lull,  102  Mass.  60;  Page  v.  Dick- 
erson,  28  Wis.  694 ;  Rice  v.  Gam- 
hart,  34  Wis.  453;  Saxton  v.  Dodge, 
57  Barb.  84 ;  Slemmer's  Appeal,  58 
Penn.  155;  Teas  v.  Albright,  22 
O.  G.  2009,  13  Fed.  Rep.  406. 

Bieh  T.  Lippincott,  2  Fish.  1.  C.  In 
Bevin  v.  East  Hampton  Bell  Co., 
9  Blatch.  50,  5  Fish.  23  ;  Ex  parte 


Hyatt  &  French,  4  O.  G.  609 ;  Ex 
parte  Jenkins,  4  O.  G.  351 ;  John- 
son V.  Passman,  1  Woods  138,  2 
O.  G.  94,  5  Fish.  471 ;  Kendree  v. 
Sayles,  98  U.  S.  546  ;  Monce  v. 
Woodward,  19  O.  G.  998,  4  Ban 
So  Ard.  307;  Pearce  v.  Mulford, 
102  U,  S.  112,  18  O.  G.  1223;  Ex 
parte  Sexton,  9  O.  G.  251. 

Blch  T.  Bicketts,  7  Blatch.  230.  C. 
in  Hayden  v.  Oriental  Mills,  15 
Fed.  Rep.  605. 

BichardsoDt  Ex  parte,  3  Dec.  Com. 
303.  C.  in  Heages  v.  Daniels,  17 
O.  G.  394. 

Bichardson  t.  Denxa,  2  Dec.  Com. 
156.  C.  in  Ackerman  v.  Archer,  15 
O.  G.  562. 

Bichardson  t.  Loekwood,  4  O.  G. 
398,  6  Fish.  454.  C.  in  Allis  v. 
Buckstaff,  22  •  O.  G.  1705,  13  Fed. 
Rep.  879 ;  Ex  parte  Consolidated 
Fruit  Jar  Co.,  14  O.  G.  269 ;  La 
Baw  V.  Hawkins,  6  O.  G.  724, 1 
Ban  &  Ard.  428. 

Boberts  t.  Blake,  11  O.  G.  827.  C. 
in  La  Baw  v.  Hawkins,  6  O.  G. 
724,  1  Ban  &  Ard.  428 ;  Roemer 
V.  Simon,  5  O.  G.  555,  1  Ban  & 
Ard.  138. 

Boberts  t.  Bnck,  1  Holmes  224,  3 
O.  G.  268,  6  Fish.  325.  C.  in  Allis 
V.  Buckstaff,  22  O.  G.  1705,  13 
Fed.  Rep.  879 ;  Roemer  v.  Simon, 

1  Ban  &  Ard.  138. 

Boberts  t.  Dickey,  4  Brews.  260,  1 
O.  G.  4,  4  Fish.  532.  C.  in  An- 
drews  y.  Carman,  13  Blatch.  307, 
9  O.  G.  1011,  2  Ban  &  Ard.  277  ; 
Brown  v.  Guild,  23  Wall.  181, 6  O. 
G.  392,  7  O.  G.  739  ;  Clark  v.  Ken- 
nedy Manuf.  Co.,  14  Blatch.  79, 11 
O.  G.  68,  2  Ban  &  Ard.  479  ;  Com 
Planter  Patent,  23  Wall.  181,  6  O. 
G.  392,  7  O.  G.  739  ;  Hicks  v.  Kel- 
sey,  18  Wall.  670,  5  O.  G.  94 ;  Ex 
parte  McCloskey,  3. Mc Arthur  14  ; 
Roberts  v.  lioter,  5  Fish.  295  ; 
Roberts  v.  Schreiber,  18  O.  G.  125, 

2  Fed.  Rep.  855  ;  Rubber  Tip  Pen- 
cU  Co.  V.  Howard,  20  Wall.  498,  7 
O.  G.  172. 

Boberts  t.  Hamden,  2  Cliff.  500.  C. 
in  American  Whip  Co.  v.  Lombard, 
4  Cliff.  495,  14  O.  G.  900,  3  Ban 
&  Ard.  595 ;  Fuller  v.  Yentzer, 
94  U.  S.  288,  11  O.  G.  551 ;  Gill  v. 
Wells,  22  Wall.  1,  6  0.  G.  881,  2 
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A.  L.  J.  (N.  8.)  101 ;  Gould  v. 
Rees,  15  Wall.  187,  2  O.  G.  624,  6 
Fish.  106;  Ives  v.  Hamilton,  92 
TJ.  S.  426,  10  O.  G.  336 ;  Roberts 
V.  Buck,  1  Holmes  224,  3  O.  G. 
268,  6  Fish.  325 ;  Roberts  v.  Ryer, 
11  Blatch.  11,  3  O.  G.  550,  6  Fish. 
293;  Robei-ts  v.  Ryer,  91  U.  S. 
160,  10  O.  G.  204;  Wicks  v.  Ste- 
vens, 2  Woods  310,  2  Ban  &  Ard. 
318. 

Roberts  v.  Myers^  23  Law  Rep.  396, 
17  Leg.  Int.  405.  C.  in  Bouci- 
cault  V.  Fox,  5  Blatch.  87 ;  Bouci- 
cault  V.  Hart,  13  Blatch.  47; 
Cent'nl  Catalogue  Co.  v.  Porter,  2 
W.  N.  601 ;  Crowe  v.  Aiken,  2 
Biss.  208,  4  A.  L.  Rev.  450; 
Osgood  V.  Allen,  1  Holmes  185,  3 
O.  G.  124 ;  Palmer  v.  DeWitt,  40 
How.  Pr.  293,  47  N.  Y.  532 ;  Shook 
V.  Rankin,  6  Blss.  477. 

Roberts  v.  Ryer,  11  Blatch.  11,  30. 
G.  550,  6  Fish.  293.  A.  in  Roberts 
V.  Ryer,  91  U.  S.  150,  10  0.  G. 
204. 

Roberts  t.  Ryer,  91  U.  S.  150, 10  O. 
G.  204.  A.  Roberts  v.  Ryer,  11 
Blatch.  11, 3  O.  G.  550,  6  Fish.  293. 
C.  in  Burke  v.  Partridge,  58  N.  H. 
349 ;  Gottfried  v.  Crescent  B.  Co., 
22  O.  G.  497,  9  Fed.  Rep.  762 ; 
Gottfried  v.  P.  Best  B.  Co.,  17  O. 
G.  675  ;  Sawyer  v.  Miller,  12  Fed. 
Rep.  725 ;  Smith  v.  Goodyear  D. 
V.  Co.,  93  U.  S.  486,  11 0.  G.  246 ; 
Smith  V.  Merriam,  19  O.  G.  601,  6 
Fed.  Rep.  713 ;  Tinker  v.  W.  E. 
M.  &  R.  Co.,  1  Fed.  Rep.  138 ; 
Warth  V.  Browning,  17  O.  G.  624. 

Roberts  r.  Torpedo  Co.,  3  Brews. 
558,  3  Fish.  629.  C.  in  North- 
western Fire  Ex.  Co.  v.  Philadel- 
phia Co.,  6  O.  G.  34, 1  Ban  &  Ard. 
177. 

Roberts  v.  Ward,  4  McLean  565.  C. 
in  Nash  v.  Lull,  102  Mass.  60. 

Robertson  r.  Hill,  4  O.  G.  182,  6 
Fish.  465.  C.  in.  Tillmghast  v. 
Hicks,  23  O.  G.  739, 13  Fed.  Rep. 
388. 

Robertson  t.  Secombe  Co.,  10  Blatch. 
481,  3  0.  G.  412,  6  Fish.  268.  C. 
in  Atwood  v.  Portland  Co.,  10  Fed. 
Rep.  283 ;  Campbell  v.  James,  17 
Blatch.  43,  11  O.  G.  979. 

Roemer  r.  Simon,  5  O.  G.  555,  1 
Ban  &  Aord.  138.    A.  in  Roemer 


V.  Sunon,  95  U.  S.  214,  12  O.  G. 

796. 
Roemer  t.  Simon,  95  U.  S.  214, 12  O. 

G.  796.    A.  Roemer  v.   Simon,  1 

Ban  &  Ard.  138.    C.  in  Allen  v. 

Buckstaff,  22  O.  G.  1705,  13  Fed. 

Rep.  879 ;  Planing  Machine  Co.  v. 

Keith,  101  U.  S.  479,  17  O.  G. 

1031 ;  Searls  v.  Bouton,  21  O.  G. 

1784,  12  Fed.  Rep.  140;  Wood- 
bury P.  P.  M,  Co.  V.  Keith,  4  Ban 

&  Ard.  100. 
Roirors  T.  Abbott,  4  Wash.  C.  C. 

514,  1  Robb  465.    C.  in  Natl.  Hay 

Rake   Co.  v.  Harbert,  2  W.  N. 

100. 
Rogrers  v.  Sargent,  7  Blatch.  507. 

C.  in  Ex  parte  Boardman,  1  O.  G. 

304 ;  Double  Point  T.  Co.  v.  T. 

R.  Manuf.  Co.,  18  O.  G.  683,  3  Fed. 

Rep.  26. 
Root  V.  Ball,  4  McLean  177,  2  Robb 

513.    C.  in  Ives  v.  Hamilton,  92 

U.  S.  426,  10  O.  G.  336 ;  LeRoy  v. 

Tatham,  14  How.  156 ;  Parham  v. 

Sewing  Machine  Co.,  4  Fish.  468 ; 

Schumacher  v.  Cornell,  96  U.  S. 

549 ;   Sewall  v.  Jones,  91  U.  S. 

171,  9  O.    G.    47;    Tillotson   ▼. 

Ramsav,  51  Vt.  309. 
Root>.  Railway  Co.,  105  U.  S.  189, 

21  O.  G.  1112,  11  Fed.  Rep.  349. 

C.  Burdell  v.  Comstock,  15  Fed. 

Rep.  395;  Campbell  v.  Ward,  12 

Fed.  Rep.  150 ;  Gramme  Elec.  Co. 

V.  Anioux  &  H.  Elec.  Co.,  25  O . 

G.  193,  17  Fed.  Rep.  838 ;  Hay- 
ward  V.  Andrews,  12  Fed.  Rep. 

786 ;  Hayward  v.  Andrews,  106  U- 

S.  672,  23  O.  G.  533 ;  Merriam  v. 

Smith,  11  Fed.  Rep.  588 ;  Reay  v. 

Rau,  23  O.  G.  1928,  15  Fed.  Rep. 

749 ;   Spring  v.  Domestic  S.  M. 

Co..  22  O.  G.  1445,  13  Fed.  Rep. 

446! 
Rose  T.  Hurley,  39  Ind.  77.    C.  in 

Smith  V.  McClelland.  11  Bush  523. 
Rosenbaeli   v.    Dryftess,  17  O.  G. 

1153,  2   Fed.  Rep.   217.    C.    in 

Yuengling  v.  Schile,  12  Fed.  Rep. 

97. 
Rouse  v.  Stoddard,  7  O.  G.  169.  C. 

in  Ex  parte  Golding,  8  O.  G.  141 ; 

Ex  parte  Mills,  7  O.  G.  961. 
Rowe  T.  Blancbard,   18  Wis.  441. 

C.  in  Cranson  v.  Smith,  28  Wis. 

694 ;  Page  v.  Dickerson,  28  Wis. 

694 ;  Rice  v.  Gamhart,   34  Wis. 
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453  ;  WOson  v.  Hentges,  26  Minn. 
288. 
Bnbeu  A  Co*,  Ex  parte,  2  Dec.  Com. 
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Fed.  Rep.  501.  C.  in  Worden  v. 
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French,  4  0.  G.  609 ;  Ex  parte 
McCloskey,  3  McArthur  14. 

Seymonr  r»  MeCormick,  16  How. 
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Holmes  88,  1  O.  G.  608,  5  Fish. 
290  ;  Hamilton  v.  Ives,  3  O.  G.  30, 
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O.  G.  492,  5  Fish.  496 ;  Mulford  v. 
Pearce,  14  Blatch.  141,  11  O.  G. 
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O.  G.  1112,  1  Fed.  Rep.  349  n.; 
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Patent,  23  Wall.  181,  6  0.  G.  392, 
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V.  Hamilton,  92  U.S.  426, 10  O.  G. 
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Co.  V.  Goodyear,  13  0.  G.  45,  3 
Ban  &  Ard.  161 ;  Ex  parte  Bald- 
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102  U.  S.   128,  18  O.   G.    1405; 
Bates  V.  Coe,  98  U.  S.  31,  15  O.G. 
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Cliff.  408,  10  O.  G.  702,  2  Ban  & 
Ard.  436  ;    Brown  ▼.   Guild,   23 
WalU  181,  6  O.  G.  392, 7  O.  G.  739 ; 
Borice  V.  Fartric^e,  58  N.  H.  349  ; 
Cahill  V.   Brown,  15  O.  G.  697,  3 
Ban  &  Ard.  580 ;  Calkins  v.  Ber- 
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Ban  &;  Ard.  215;  Cammeyer  v. 
Newton,   94  U.  S.  225,  11  O.  G. 
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Fabric  Co.,  3  Cliff.  356, 1  O,  G.  91, 
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Doyd,  11  Fed.  Bcp.  149 ;  £x  parte 
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G.  285 ;  Com  Planter  Patent,  23 
Wall.  181,  6  O.  G.   392,  7  O.  G. 
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Ban  &  Ard.  289  ;  £x  parte  Fassett, 
11  0.  G.  420;  Fuller  v.  Yentzer, 
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der   Co.    y.    California     Powder 
Works,  3  Saw.  448,  2  Ban  &  Ard. 
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0.  G,  881,  2  A.  L.  T.  (N.  S.)  101 ; 
Goff  y.  Stafford,  14  O.  G.  748,  3 
Ban  A;  Ard.  610 ;  Goodyear  D.  V . 
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fried V.  P.  Best  B.  Co.,  17  O,  G. 
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20.  G.  624,  6  Fish.  106 ;  Heald  y. 
Rice,  104  U.  S.  737,  21  O.  G.  1443 ; 
H.  &  D.  Manuf.  Co.  y.  Corbm,  14 
Biatch.  396,  3  Ban  &  Ard.  199 ; 
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120.  G.  94,  2  Ban  &  Ard.  604; 
Bendy  y.  G.  S.  A  M.  Iron  Works, 
8  Saw.  468;  Herring  y.  Nelson, 
14  Blatch.  293,   12  O.  G.  753,  3 
Ban  &  Ard.  55  ;  Hoe  y.  Cottrill, 
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101  U.  S.  647,  17  O.  G.  795  ;  lyes 
y.  Hamilton,  92  U.  S.  426,  10  O. 
G.  336 ;  Jones  y.  Sewall,  3  Cliff. 
563,  3  O.  G.  630, 6  Fish.  343 ;  Jud- 
son  V.  Bradford,  16  O.  G.  171,  3 
Ban  &  Ard.  539  ;  Kelleher  y.  Dar- 
ling, 4  Cliff.  424,  14  O.  G.  673,  3 
Ban  &  Ard.  438 ;  Kells  y.  McKen- 
Eie,  20  O.  G.  1663,  9  Fed.  Kep. 
284 ;  Kerosene  Lamp  Heater  Co. 
y.  Littell,  13  O.  G.  1009,  3  Ban  A^ 
Ard.  312;  King  y.  Louisyille 
Cement  Co.,  4  0.  G.  181,  6  Fish. 
336 ;  La  Baw  y.  Hawkins,  6  O.  G. 
724,  1  Ban  &  Ard.  428 ;  Marsh  y. 
Seymour,  97  U.  S.  348,  13  O.  G. 
723 ;  Ex  parte  McCloekey,  9  O.  G. 
299  ;  H.  &  H.  Glue  Co.  y.  Upton, 
4  Cliff.  237,  6  O.  G.  837,  1  Ban  & 
Ard.  497 ;  Mitchell  y.  Tilghman, 
19  Wall.  287,  5  O.  G.  299 ;  M.  & 
P.  Manuf.  Co.  y.  DuBrul,  12  O.  G. 
351,  2  Ban  &  Ard.  618;  Moore  y. 
Ludlow,  14  O.  G.  1  ;  Moore  y. 
Thomas,  3  Ban  &  Ard.  13 ;  Nellis 
y,  Pennock  Manuf.  Co.,  22  O.  G* 

*  1131,  13  Fed.  Bep.  451;  Odorless 
Excay.  Co.  y.  McCauley,  2  Ban  & 
Ard.  570 ;  Parham  y.  Sewing  Ma- 
chine Co.,  4  Fish.  468 ;  Peck  y. 
Collins,  70  N.  Y.  376 ;  Phillips  y, 
Detroit,  16  O.  G.  627,  3  Ban  & 
Ard.  150 ;  Powder  Co.  y.  Powder 

*  Works,  98  U.  S.  126, 15  O.  G.  289; 
Ex  parte  Powell,  13  O.  G.  911  ; 
Beacfy  Boofing  Co.  y.  Taylor,  15 
Blatch.  95,  3  Ban  &  Ard.  368; 
Beckendorfer  y.  Faber,  92  U.  S. 
347,  10  O.  G.  71 ;  Beeyes  y.  Key- 
stone Bridge  Co.,  1  O.  G.  466,  9 
Phila.  368,  5  Fish.  456  ;  Reissner 
y.  Anness,  13  O.  G.  870,  3  Ban  & 
Ard.  176;  Ex  parte  Bobbins,  3  O. 
G.  292;  Roberts  y.  Dickey,  4 
Brews.  260, 1  O.  G.  4,  4  Fish.  532 ; 
Boemer  y.  Simon,  95  U.  S.  214,  12 
O.  G.  796 ;  Bowell  y.  Lindsay,  19 
O.  G.  1565,  6  Fed.  Bep.  290 ;  Rub- 
ber Tip  Pencil  Co.  y.  Howard,  20 
Wall.  498,  7  O.  G.  172 ;  Rumford 
Chemical  Works  y.  Jjauer,  10 
Blatch.  122,  3  O.  G.  249,  5  Fish. 
615 ;  Russell  y.  Dodge,  93  U.  S. 
460,  11  O.  G.  151 ;  Sanford  v.  Mer- 
rimac  Hat  Co.,  4  Cliff.  404, 1  O.G, 
446 ;  Ex  parte  Sai^ent  &  Bourge, 
10  a  G.  285 ;  Saryen  y.  HaU,  9 
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415  ;  Sayles  v.  Chicago  &  N.  W. 
B.  R.  Co.,  3  Bias.  52,  4  Fish.  548  ; 
Schumacher  v.  Cornell,  96  U.  S. 
549  ;  Selden  v.  Stockwell  S.  L.  G. 

B.  <Jo.,  20  O.  G.  1737,  9  Fed.  Eep. 
390;  Sewall  v.  Jones,  91  U.  8. 
171,  9  0.  G.  47 ;  Smith  v.  Mer- 
riam,  19  O.  G.  601,  6  Fed.  Bep. 
713 ;  Smith  v.  Reynolds,  10  Blatch. 
85,  3  0.  G.  213 ;  Stanford  v.  Hat 
Co.,  10  O.  G.  466,  2  Ban  &  Ard. 
408 ;  Storrs  v.  Howe,  4  Cliflf.  388, 
10  O.  G.  421,  2  Ban  &  Ard.  420  ; 
Strobric^e  v.  Lindsay,  18  0.  G.  62, 

2  Fed.  Rep.  692;  Swain  Manul 
Co.  V.  Ladd,  11  O.  G.  153,  2  Ban 
&  Ard.  488;  Thomas  v.  Shoe 
M.  Manuf.  Co.,  16  O.  G.  541,  3 
Ban  &  Ard.  557;  Tilghman  v. 
Mitchell,  9  Blatch.  18,  4  Fish. 
615 ;  Tucker  V.Tucker  Manuf.  Co., 
4  Clifl.  397,  10  O.  G.  464,  2  Ban 
&  Ard.  401 ;  Ex  parte  Warren,  10 
O.  G.  1 ;  Washing  Machine  Co.  v. 
Tool  Co.,  1  Holmes  161 ;  Wells  v. 
Jacques,  5  0.  G.  364,  1  Ban  & 
Ard.  60 ;  Westinghouse  v.  G.  £ 
L.  Brake  Co.,  9  O.  G.  538,  2  Ban 
&  Ard.  55 ;  £x  parte  Wright,  10 
O.  G.  587. 

Seymonr  t.  Wallace,  11  Wall.  516. 

C.  in  Wilson  v.  Coon,  18  Blatch. 
532,  19  O.  G.  482,  6  Fed.  Rep. 
611. 

Sewall  y.  Jones,  91  U.  S.  171,  9 
O.  G.  47.  R.  Jones  v.  Sewall,  3 
Cliff.  563,  3  O.  G.  630,  6  Fish.  343. 
C.  in  Gaylord  v.  Case,  1  C.  L.  B. 
382;  Goodyear  D.  V.  Co.  v. 
Willis,  1  Flippin  385,  7  O.  G.  41, 1 
Ban  &  Ard.  568 ;  Jones  v.  Burn- 
ham,  67  Me.  93 ;  Jones  v.  Mc- 
Murray,  2  Hughes  527,  13  O.  G.  6, 

3  Ban  &  Ard.  130 ;  Schumacher  y. 
Cornell,  96  U.  S.  549;  Ex  parte 
Sexton,  9  O.  G.  251 ;  Walker  y. 
Rawson,  4  Ban  &  Ard.  128 ;  Ex 
parte  Winslow.  9  0.  G.  795. 

Sharp  y.  Beissner,  20  O.  G.  1061,  9 
Fed.  Rep.  445.  C.  in  Hubbell  v. 
De  Land,  22  O.  G.  883. 

Sharp  y.  Tifft,  18  Blatch.  132,  17 
O.  G.  1282,  2  Fed.  Rep.  697,  5 
Ban  &  Ard.  399.  C.  in  Fetter  v. 
Newhall,  25  O.  G.  502,  17  Fed. 
Bep.  841;  Holly  y.  Vergennes 
Machine  Co.,  14  Blatch.  327,  18 


O.  G.  1177,  4  Fed.  Bep.  74; 
Bowell  y.  Lindsay,  19  O.  G.  1655, 
6  Fed.  Bep.  290 ;  Tift  v.  Sharp,  18 
Blatch.  138,  17  O.  G.  1284,  lO 
Fed.  Bep.  673. 
Shaw  y.  Cooper,  7  Pet.  292,  1  Bobb 
643,  C.  in  Andrews  v.  Hoyey,  16 
Fed.  Bep.  387  ;  Ex  parte  Baldwin, 

6  O.  G.  639 ;  Carroll  y.  Morse,  9 
O.    G.    453;     Carew   y.    Boston 
Elastic  Fabric  Co.,  1  Holmes  45  ; 
Commis  y.  Whiteley,  4  Wall.  522  ; 
Dyer   y.    Bich,    42    Mass.    180; 
Egbert  y.  Lippman,  104  U.  S.  333, 
21  O.  G.  75 ;  Elizabeth  y.  Pave- 
ment Co.,  97  U.  S.  126;  French  y, 
Bogers,   1  Fish.  133 ;    Henry  v. 
Proyidence  Tool  Co.,  14  O.  G.  855, 
3  Ban  &  Ard.  501 ;  Hogg  y.  Emer- 
son, 6  How.    437,    2  Bobb  655; 
Hogg  y.  Emerson,  11  How.  587 ; 
Hussey  y.  Bradley,  5  Blatch.  134, 
2  Fish.  362;    Jones  y.  Sewall,  3 
Clifl*.  563,  3  O.  G.  630,  6   Fish. 
343;  Kendall  y.  Winsor,  21  How. 
322  ;  Lawrence  y.  Dana,  4  ClifT.  1, 

7  O.  G.  81,  2  A.  L.  T.  (N.  S.)  402 ; 
Le  Boy  y.  Tatham,  14  How.  156  ; 
McClurg  y.  Kingsland,  1  How. 
202,  2  Bobb  105  ;  Moffitt  y.  Gaar, 
1  Black.  273;  Pierson  y.  Eagle 
Screw  Co.,  3  Story  402,  2  Bobb 
268 ;  Phila.  &  Trenton  B.  B.  Co. 
y.  Stimpson,  14  Pet.  448,  2  Bobb 
46 ;  Planing  Machine  Co.  y.  Keith, 
101  U.  S.  479, 17  O.  G.  1031 ;  Bead 
y.  Bowman,  2  Wall.  591 ;  Beed  v. 
Cutter,  1  Story  590,  2  Bobb  81 ; 
Boot  y.  Ball,  4  McLean  177,  2 
Bobb  513;  Stimpson  y.  West 
Chester  B.  B.  Co.,  4  How.  380,  2 
Bobb  535 ;  Wilson  y.  Bosseau,  1 
Blatch.  3 ;  Winans  y.  Boston 
&  Proyidence  B.  B.  Co.,  2  Story 
412,  2  Bobb  136  ;  Wyeth  y.  Stone, 
1  Story  273,  2  Bobb  23. 

Shaw  y.  Keith,  9  O.  G.  641.  C.  in 
Ex  parte  Barsaloux,  9  0.  G.  863. 

Sheldon  y.  Houghton,  5  Blatch. 
285.  C.  in  Yuengling  y.  Schile, 
12  Fed.  Bep.  97, 

Sherman  y.  Champlain  Co.,  31  Yt. 
162.  C.  in  Hovey  y.  Bubber  Tip 
Pencil  Co.,  33  IS.  Y.  Sup.  522; 
Hoyey  v.  Bubber  Tip  Pencil 
Co.,  57  N.  Y.  119;  Keith  v. 
Hobbs,  69  Mo.  84;  Nash  y. 
Lull,  102  Mass.  60 ;  Bice  y.  Gam- 
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hart,    34    Wis.    453;    Slemmer's 

Appeal,  58  Penn.  155. 
Slieriff  T.  Fulton,  22  O.  G.  87,  12 

Ped.  Rep.  136.    C.  m  Tillinghast 

V.  Hicks,  23  O.  G.  739,  13  Fed. 

Bep.  388. 
SlLippen,  £x  parte,  8  O.  G.  727.    C. 

in  £x  parte  Clinton  &  Knowlton, 

9  O.  G.  249 ;  £x  parte  Cokey,  15 
O.  G.  295 ;  £x  parte  Harrisoa,  10 
O.  G.  373. 

Sfconky  £x  parte,  2  Dec.  Com.  10. 
C.  in  Ex  parte  Sexton,  3  O.  G.  409. 

Siekelfl  t.  Borden,  3  Blatch.  535. 
C.  in  Ackennan  v.  Archer,  15 
O.  G.  562 ;  Burke  v.  Partridge,  58 
N.  H.  349 ;  Dean  v.  Charlton,  23 
Wis.  590;  £mer8on  v.  Simm,  3 
O.  G.  293,  6  Fish.  281 ;  Marah  v. 
Dodge,  66  N.  Y.  533 ;  Packet  Co. 
V.  Sickles,  19  Wall.  611 ;  Reeves 
V.  Keystone  Bridge  Co.,  1  0.  G. 
466,  9  Phila.  368,  5  Fish.  456; 
Spaulding  v.  Page,  1  Saw.  702,  4 
Fish.  641,  4  A.  L.  T.  (N.  S.)  116 ; 
Werner  v.  King,  96  U.  S.  218,  13 
O.  G.  176 ;  Whitney  v.  Mowry,  2 
Bond  45,  3  Fish.  157  ;  White  v. 
Allen,  2  Cliff.  224,  2  Fisli.  440. 

Sickels  T.  Evans,  2  Cliff.  203, 2  Fish. 
417.  C.  in  Bridges  v.  Brown,  1 
Holmes  53 ;  Carhart  v.  Austin,  2 
Cliff.  528,  2  Fish.  548;  Chicago 
Fruit  House  Co.  v.  Busch,  2  Biss. 
472,  4  Fish.  395 ;  M.  &  H.  Glue 
Co.  V.  Upton,  4  Cliff.  237,  6  O.  G. 
837,  1  Ban  &  Ard.  497  ;  Seymour 
V.  Osborne,  3  Fish.  555  ;  Seymour 
V.  Osborne,  11  Wall.  516 ;  Stevens 
V.  Pritchard,  4  Cliff,  417,  10  O.  G. 
505,  2  Ban  &  Ard.  390 ;  Tucker 
v.  Tucker  Manuf.  Co.,  4  Cliff.  397, 

10  O.  G.464,  2  Ban  &  Ard.  401. 
Siekels  v.  Falls  Co.,  4  Blatch.  508, 

2  Fish.  202.  C.  in  Brown  v. 
Guild,  23  Wall.  181,  6  O.  G.  392,  7 
O.  G.  739 ;  Com  Planter  Patent, 
23  Wall.  181,  6  O.  G.  392,  7  O.  G. 
739;  £x  parte  £merson,  17  O.  G. 
1451 ;  £x  parte  Hahn,  8  0.  G. 
597;  £x  parte  Hobson,  1  O.  G. 
141 ;  Johnson  v.  McCabe,  37  Ind. 
535 ;  Jones  v.  Sewall,  3  Cliff.  563, 

3  O.  G.  630,  6  Fish.  343. 
Siekels  v«  Gloucester  Manof.  Co.^  3 

Wall.  Jr.  186,  1  Fish.  222.  C.  in 
Atwood  V.  Portland  Co.,  10  Fed, 
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N.  H.  349;  Cochrane  v.  Deener, 
94  U.  S.  780,  11  O.  G.  637 ;  Cor- 
don V.  Anthqny,  16  Blatch.  234, 
16  O.  G.  1135 ;  Imlay  v.  Railroad 
Co.,  4  Blatch.  227,  1  Fish.  340 ; 
Perry  v.  Coming,  6  Blatch.  134; 
Saxton  V.  Dodge,  57  Barb.  84; 
Siekels  V.  £vans,  2  Cliff.  203,  2 
Fish,  417 ;  Smith  v.  Baker,  5  0. 
G.  496,  lBan&  Ard.  117. 

Sickles  T.  Mitehell,  3  Blatch.  548. 
C.  in  Consolidated  Fruit  Jar  Co.  v. 
Whitney,  1  Ban  &  Ard.  356,  31 
Leg.  Int.  229;  Hodge  v.  Hudson 
River  B.  R.  Co.,  6  Blatch.  165 ; 
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89,  3  Fish.  112. 

Sickles  T.  Tileston,  4  Blatch.  109. 
C.  in  Hodge  v.  Hudson  River  B. 
R.  Co.,  6  Blatch.  165. 
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in  £arth  Closet  Co.  v.  Fenner,  5 
Fish.  15. 

Siebert  G.  0.  C.  Co.  t.  Harper  S.  L. 
Co.,  4  Fed.  Rep.  328.  C.  in  Put- 
nam V.  Tinkham,  4  Fed.  Rep.  411 
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Siemens,  £x  parte,  12  O.  G.  626.  C. 
in  Ex  parte  Toufflin,  15  O.  G.  657 ; 
£x  parte  Unsworth,  15  O.  G.  882. 

Silsby  T.  Foote,  14  How.  218.  A. 
Foote  V.  Silsby,  1  Blatch.  445.  C. 
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Nichols,  21  Wall.  412;  Tuck  v. 
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1451;  Goodyear  D.  V.  Co.  v. 
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Singer  t.  Walmsley,  1  Fish.  558. 
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1 ;   Ives  V.  Hamilton,  92  U.  S. 

426,   10  O.  G.  336;    Johnson  v. 

McCabe,  37  Ind.   535 ;    Smith  v. 

WoodruiOr,  1  McArthur  459,  4  O. 

G.  635,  6  Fish.  476. 
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Fed.  Bep.  706. 
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Bep.  706.  C.  in  Wilcox  &  Gibbs 
S.  M.  Co.  v.  Frame,  24  O.  G. 
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Singer  Mannf.  Co.  r.  Strange,  2 
McCrary  512,  6  Fed.  Bep.  279.  C. 
in  Singer  Manuf.  Co.  v.  Biley,  11 
Fed.  Bep.  706;  Wilcox  &  Gibbs 
S.  M.  Co.  V.  Frame,  24  0.  G. 
1272. 

Singer  Mannf.  Co.  v.  Union  B.  ft  £• 
Co.,  1  Holmes  253,  4  O.  G.  553,  6 
Fish.  480.   C.  in  Goddard  v.  Wilde, 

17  Fed.  Bep.  845. 

Sisson  T.  Gilbert,  9  Blatch.  185,  5 
Fish.  109.  C.  in  Keller  v.  Felder, 
10  O.  G.  944;  Manning  v.  Cape 
Ajin  I.  &  G.  Co.,  4  Ban  &  Ard.  | 


612;  Steams  v.  Prescott,  13  O.  G. 
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Sizer  T.  Many,  16  How.  98.    O.  in 

Cobum  v.    Schroeder,  20  O.   G. 

1085,  8  Fed.  Bep.  524. 
Slawsonv.  Bailroad  Co.,  17  Blatch. 

512,  5  Ban  &  Ard.  210,  4  Fed. 

Bep.  531.    A.  in  Slawson  v.  Rail- 
road Co.,  24  O.  G.  99.   C.  in  Clark 

P.  H.  Co.  V.  Ferguson,  24  O.  G. 

1090,  17  Fed.  Bep.  79. 
Slawson  r.  Bailroad  Co.,  24  O.  G. 

99.    A.  Slawson  v.  Bailroad  Co., 

17  Blatch.  512,  5  Ban  &  Ard.  210, 

4  Fed.  Bep.  531.    C.  in  B.  &  H. 

Manuf.  Co.  v.  C.  Parker  Co.,  17 

Fed.  Bep.  240. 
Slemmer's  Appeal,  58  Penn.  155.  C. 

inHartell  v.Tilghman,  99 IJ.  S.  547; 

Hovey  v.  Bubber  Tip  Pencil  Co., 

57  N.  Y.  119;  Hovey  v.  Bubber 

Tip  Pencil  Co.,  33  N.  Y.  Sup.  522; 

Keith  V.  Hobbs,  69  Mo.  84 ;  Nash 

V.  Lull,  102  Mass.  60;  Wade  v. 

Metcalf,  16  Fed.  Bep.  130. 
Smitli  V.  Baker,  5  O.  G.  496,  1  Ban 

&  Ard.   117.    C.    in  Atwood  v. 

Portland  Co.,  10  Fed.  Bep.  283; 

Gordon  v.  Anthony,   16  Blatch. 

234,  16  O.  G.  1135. 
Smitli  V.  Barter,  7  O.  G.  1.    C.  in 

Chambers  v.  Duncan,  10  O.  G. 

787;   Chambers  v.  Duncan,  9  O. 

.  G.  741 ;  Hoosier  Drill  Co.  v.  Ingels, 

14  O.  G.  785. 
Smitli  T.  Downing,  1  Fish.  64.    C. 

in  Le  Boy  v.  Tatham,   14  How. 

156. 
Smith  T.  Elliott,  9  Blatch.  400, 1  O. 
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V.  Pritchard,  12  Blatch.  101,  7  O. 

G.  1012,  1  Ban  &  Ard.  261. 
Smith  V.  Ely,  5  McLean  76.    A.  m 

Smith  V,  Ely,  15  How.  137. 
Smith  T.  Ely,    15  How.   137.    A. 

Smith  V.  Ely,  5  McLean  76. 
Smith  V.  Fay,  6  Fish.  446.    C.  in 
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Co.,  1  Hughes  64,  11  O.  G.  641. 
Smith  V.  Goodyear  D.  Y.  Co.,  93  U. 

S.  486,  11  O.  G.  246.    A.  Good- 

year  D.  V.  Co.  v.  Smith,  1  Holmes 

354, 5  O.  G.  585, 1  Ban  &  Ard.  201. 

C.  in  American  D.  B.  B.  Co.  v. 

Sheldon,  17  Blatch.  303 ;  Cobum 

V.  Schroeder,  22  O.  G.  419,  11  Fed. 

Bep.  425 ;  Colgate  v.  West.  Union 

Tel.  Co.,  15  Blatch.  365,  14  O.  G. 
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943;  Comstock  ▼.  Sandasky  Seat 
Co.,  13  O.  G.  230,  3  Ban  A  Ard. 
188 ;  Dederick  v.  CasBell,  20  O.  G. 
1233,  9  Fed.  Rep.  306 ;  Eppinger 
V.  Ricfaey,  14  Blatch.  307, 12  O.  G. 
714,  3  Ban  &  Aid.  69 ;  Goodyear 
D.  V.  Co.  V.  Davis,  12  O.  G.  560 ; 
Goodyear  D.  V.  Co.  v.  Davis,  1 
Ban  &  Ard.  115 ;  Groodyear  D.  Y. 
Co.  V.  Davis,  102  U.  S.  222,  19  O. 
G.  543;  Goodyear  D.  V.  Co.  v. 
Preterre,  15  Blatch.  274,  14  O.  G. 
346,  3  Ban  &  Ard.  471 ;  Graham 
V.  McCormick,  21  O.  G.  1533,  11 
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15  Blatch.  103,  15  O.  G.  608,  3 
Ban  &  Ard.  376;  Kells  v.  Mc- 
Kenzie,  20  O.  G.  1663,  9  Fed.  Rep. 
284;  Lindsay  v.  Stein,  21  O.  G. 
1613,  10  Fed.  Rep.  907 ;  Pearce  v. 
Malford,  102  U.  S.  112,  18  O.  G. 
1223 ;  Phillips  v.  Detroit,  17  O.  G. 
191,  4  Ban  &  Ard.  347 ;  Planing 
Machine  Co.  v.  Keith,  101  U.  S. 
479,  17  O.  G.  1031 ;  Terry  Clock 
Co.  V.  New  Haven  Clock  Co.,  17 
0.  G.  909,  4  Ban  &  Ard.  121 ;  U. 
S.  Stamping  Co.  v.  King,  17  Blatch. 
55,  17  O.  G.  1399,  7  Fed.  Rep. 
860, 4  Ban  &  Ard.  469 ;  Washhum 
&  M.  Manuf.  Co.  v.  Haish,  19  O. 
G.  173,  4  Fed.  Rep.  900. 

Snitk  T.  Hi^gins,  1  Fish.  537.  C. 
in  'HllotsoQ  &  Ramsay,  51  Vt. 
309. 

Smith  T.  Mercer^  5  Penn.  L.  J.  529, 
4  West.  L.  J.  49.  C.  in  Goodyear 
V.  HulUhen,  2  Hughes  492,  3  Fish. 
251;  Peck  v.  Collins,  70  N.  Y.  376; 
Woodworth  v.  Hall,  1  W.  &  M. 
389,  2  Robb  517. 

Smith  T.  Niehols,  1  Holmes  172,  2 
0.  G.  649,  6  Fish.  61.  A.  in  Smith 
v.  ITichols,  21  Wall.  112.  C.  in 
Boykin  v.  Baker,  9  Fed.  Rep.  699; 
Cone  V.  Morgan  Envelope  Co.,  4 
Ban  &  Ard.  107. 

Smith  T.  Hiehols,  21  Wall.  112.  A. 
Smith  V.  Nichols,  1  Holmes  172,  2 
0.  G.  649,  6  Fish.  61.  C.  in  Al- 
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year D.  V.  Co.,  93  U.  S.  486,  11 
O.  G.  246 ;  Ex  parte  Sullivan,  16 
O.  G.  359 ;  Theberath  v.  Rubber 
&  C.  H.  T.  Co.,  23  O.  G.  1121; 
Wood  V.  Packer,  17  Fed.  Rep.  650; 
Zane  v.  Peck,  12  O.  G.  518,  3  Ban 
&  Ard.  36. 
Smith  V.  O'Connor,  2  Saw.  461,  4 
O.  G.  633,  6  Fish.  469.  C.  in 
Webster  v.  White,  13  Blatch.  447, 

2  Ban  &  Ard.  364.      . 
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Robb  13.    C.  in  House  v.  Young, 

3  Fish.  335 ;  Hussey  v.  Bradley,  5 
Blatch.  134,  2  Fish.  362 ;  Ex  parte 
McLaren  &  Coventry,  10  O.  G. 
335;  Rice  v.  Gamhart,  34  Wis. 
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309. 
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8  0.  G.  319 ;  Ex  parte  Hankhison, 
8  O.  G.  89. 

Snow  v«  Jndson,  38  Bard.  210.  C. 
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Tip  Pencil  Co.,  33  N.  Y.  Sup. 
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Amer.  Grape  S.  Co.,  10  Fed.  Rep. 
835. 

Steams  y.  Barrett,  1  Mason  153, 1 
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&  Ard.  494 ;  Watson  y.  Bladen,  4 
Wash.  C.  0.  580,  1  Robb  510; 
Wyeth  y.  Stone,  1  Story  273,  2 
Robb  23. 

Stephens  y.  Cady,  14  How.  528.  C. 
in  Ager  y.  Murray,  105  U.  S.  126, 
21  O.  G.  1197;  Ashcroft  y.  Wal- 
worth, 5  Fish.  528, 1  Hohnes  152, 

2  O.  G.  546;  Barnes  y.  Morgan, 
10  N.  Y.  Supr.  703, 6  T.  &  C.  105 ; 
Blakeney  y.  Goode,  30  Ohio  St. 
350 ;  Carter  y.  Bailey,  64  Me.  458 ; 
Caryer  y.  Peck,  131  Mass.  291; 
Dart  y.  Woodhouse,  40  Mich.  399 ; 
Gillett  y.  Bate,  86  N.  Y.  87  ;  Gor- 
don y.  Anthony,  16  Blatch.  234, 
16  O.  G.  1135  ;  Murray  y.  Ager,  20 
O.  G.  1197;  Pacific  Bank  y.  Rob- 
inson, 20  O.  G.  1314,  57  Cal.  520; 
Parton  y.  Prang,  3  Cliff.  527,  2 
O.  G.  619,  6  A.  L.  T.  105 ;  Ryan 
y.  Lee,  10  Fed.  Rep.  917  (note) ; 
Steyens  y.  Gladding,  17  How.  447 ; 
Wilder  y.  Kent,  23  O.  G.  831, 15 
Fed.  Rep.  217. 

Stephenson  y.  Brooklyn  C.  T.  R.  B. 

Co.,  19  Blatch.  473,  14  Fed.  Rep. 

457.   C.  in  Clark  P.  H.  Co.  y.  Fer- 

guson,  17  Fed.  Rep.  79. 
Stephenson  y.  Goodell)  9  O.  G.  1195. 

C.  in    Ackerman    y.  Archer,  15 

0.  G.  562;    Pahn  y.  Behel,   10 

O.  G.  701. 
Steyens,  £x  parte,  1  O.  G.  225.    C. 

in  £x  parte  Howell,  9  0.  G.  921. 
Steyens  y.  Cady,  2  Curt.  200.    C.  in 

Chapman  y.  Ferry,  12  Fed.  Rep. 

093. 
Steyens  y.  Gladding,  17  How.  447. 

C.  in  Ager  y.  Murray,  105  U.  S. 

126,  21  O.  G.  1197 ;  Ashcroft  y. 

Walworth,  5  Fish.  528,  1  Holmes 

152, 2  0.  G. 546 ;  Barnes  y. Morgan, 

10  N.  Y.  Supr.  703,  6  T.  &  C.  105 ; 
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Blakeney  v.  Goode,  30  Ohio  St. 
350 ;  Carter  v.  B^ley,  64  Me.  458 ; 
Carrer  y.  Peck,  131  Mass.  291; 
Chapman  v.  Ferry,  12  Fed,  Rep. 
693;  Dart  y.  Woodhouse,  40 
Mich.  399 ;  Draper  y.  Hadson,  1 
Holmes  208,  3  O.  G.  354,  6  Fish. 
327  ;  Farmer  y.  Calyert  Pub.  Co., 
1  Flippin  228,  5  A.  L.  T.  168; 
GiUett  y .  Bate,  86  N.  Y.  87 ;  Good- 
year  v.  Beyerly  Rubber  Co.,  1  Cliff. 
348;  Gordon  y.  Anthony,  16 
Blatch.  234,  16  O.  G.  1135 ;  Mur- 
ray y.  Ager,  20  O.  G.  1311 ;  Pacific 
Bank  y.  Robinson,  20  O.  G.  1314, 
57  Cal.  520;  Parton  y.  Prang,  3 
Cliff.  527,  2  O.  G.  619,  6  A.  L.  T. 
105  ;  Root  y.  Railway  Co.,  105  U. 
8- 189,  21  O.  G.  1112, 11  Fed.  Rep. 
349  (note) ;  Ryan  y.  Lee,  10  Fed. 
Rep.  917  (note)  ;  Saxton  y.  Dodge, 
57  Barb.  84 ;  Slemmer's  Appeal,  58 
Pemi.  155  :  Wilder  y.  Kent,  23 
O.  G.  831,  15  Fed.  Rep.  217. 

Steyens  y.  Head,  9  Yt.  174.  C.  in 
Bartlett  y.  Holbrook,  67  Mass. 
114 ;  Buss  y.  Putney,  38  N.  H.  44 ; 
Peck  y.  Collins,  70  N.  Y.  376; 
Rice  y.  Gamhart,  34  Wis.  453; 
Saxton  y.  Dodge,  57  Barb.  84  ; 
Springfield  y.  Drake,  58  N.  H.  19. 

Steyens  y.  Pritchard,  4  Cliff.  417, 
10  O.  G.  505^  2  Ban  &  Ard.  390. 
C.  in  Atwood  y.  Portland  Co.,  10 
Fed.  Rep.  283 ;  Dedrick  v.  Cassell, 
20O.  G.  1233,  9  Fed.  Rep.  306; 
Herring  y.  Kelson,  14  Blatch.  293. 
12  O.  6.  753,  3  Ban  &  Ard.  55 ; 
Kerosene  Lamp  Heater  Co.  y.  Lit- 
tell,  13  O.  G.  1009,  3  Ban  &  Ard. 
312;  Miller  y.  Bridgeport  Brass 
Co.,  14  Blatch.  282,  12  O.  G.  667, 
3  Ban  &  Ard.  20;  Smith  y.  Mer- 
riam,  19  O.  G.  601, 6  Fed.  Rep.  713. 

Stlllwell  k  Bieree  Xannfaetnriiig 
Co.  y«  Clnciniiatl  Gas  Co.,  7  O.  G. 

829,  1  Ban  &  Ard.  610.  C.  in 
Stephenson  y.  GoodeU,  9  O.  G. 
1195. 

Sthspsoii  y.  Balto.  ft  Sns.  B.  B.  Co., 
10  How.  329.  C.  in  Gill  y.  Wells, 
22  Wall.  1,  6  O.  G.  881,  2  A.  L. 
T.  (S.  S.)  101;  Gould  y.  Rees, 
16  Wall.  187,  2  O.  G.  624,  6  Fish. 
106;  Reedy  y.  Scott,  23  Wall.  352, 
7  O.  G.  463 ;  Snger  y.  Walmsley, 
1  Fish.  558;  Stimpson  y.  Wood- 


,  man,  10  Wall.  117;  Tillotson  y. 
Ramsay,  51  Vt.  309. 

Stimpson  y«  Pond,  2  Curt.  502.  C. 
in  U.  S.  y.  Morris,  2  Bond  23,  3 
Fish.  72. 

Stimpson  y.  Rogers^  4  Blatch.  333. 
C.  in  Northwestern  Fire  Ex.  Co.  v. 
Philadelphia  Co.,  6  O.  G.  34,  1 
Ban  &  Ard.  177;  Patterson  y. 
Stapler,  7  Fed.  Rep.  210. 

Stimpson  y.  West  Chester  B.  B.^  4 
How.  380.  C.  in  Agawam  Co.  y. 
Jordan,  7  Wall.  583;  Blake  y. 
Stafford,  6  Blatch.  195,  3  Fish. 
294 ;  Brooks  y.  Fiske.  15  How. 
212 ;  Burr  y.  Duryee,  1  Wall.  531 ; 
Cahoon  y.  Ring,  1  Cliff.  592,  1 
Fish.  397;  Carhart  y.  Austin,  2 
Cliff.  528,  2  FUh.  543 ;  Combined 
Can  Co.  y.  Lloyd,  11  Fed.  Rep. 
149 ;  Forbes  y.  Barstow  Stoye  Co., 
2  Cliff.  379 ;  French  y.  Rogers,  1 
Fish.  133;  Gear  y.  Grosyenor,  1 
Holmes  215,  3  O.  G.  380,  6  Fish. 
314 ;  Henry  y.  Stoye  Co.,  9  O.  G. 
408.  2  Ban  &  Ard.  221 ;  Hoffheims 
y.  Brandt,  3  Fish.  218 ;  Howe  y. 
Williams,  2  Cliff.  245,  2  Fish.  395; 
Hussey  y.  Bi*adley,  5  Blatch.  134, 
2  ilsh.  362 ;  Jordan  y.  Dobson,  2 
Abb.  (U.  S.)  398,  4  Fish.  232,  7 
Phila.  533;  Jones  y.  Sewall,  3 
Cliff.  563,  3  O.  G.  630, 6  Fish.  343 ; 
Klein  y.  Russell,  19  Wall.  433 ;  Le 
Roy  y.  Tatham,  14  How.  156 ;  Mc- 
Williams  Manuf.  Co.  y.  Blundell, 
22  O.  G.  177,  11  Fed.  Rep.  419 ; 
Moffitt  y.  Gaar,  1  Black.  273; 
Parham  y.  Sewing  Machine  Co.,  4 
Fish.  468;  Reedy  y.  Scott,  23  Wall. 
352,  7  O.  G.  463 ;  Seymour  y.  Os- 
borne, 11  Wall.  516  ;  Smith  y.  Mer- 
riam,  190.  G.  601,  6  Fed.  Rep.  713; 
Thomas  y.  Shoe  M.  Manuf.  Co., 
16  O.  G.  541,  3  Ban  &  Ard.  557  ; 
Tilghman  y.  Mitchell,  9  Blatch. 
18, 4  Fish.  615;  Whitely  y.  Swayne, 
4  Fish.  117;  Woodward  y.  Dins- 
more,  4  Fish.  163. 

Stimpson  y«  Woodman^  10  Wall. 
117.  R.  Woodman  y.  Stimpson,  3 
Fish.  98.  C.  m  Alcott  y.  Young,  16 
Blatch.  134,  16  0.  G.  403 ;  Collar 
Co.  y.  Van  Dusen,  23  Wall.  530,  7 
O.  G.  919;  Ex  parte  Cutting,  11 
O.  G.  110 ;  Dunbar  y.  Myers,  94  U. 
S.  187,  11  O.  G.  35;  Ex  parte 
Fisher,  20  O.  G.  957 ;  Flower  y. 
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Rayner,  19  O.  G.  424,  5  Fed.  Rep. 
793 ;  Hoe  v.  Cottrill,  17  Blatch. 
546,  18  O.  G.  69,  1  Fed.  Rep.  697 ; 
M.  &  H.  Glue  Co.  v.  Upton,  4 
Cliff.  237,  6  O.  G.  837,  1  Ban  & 
Ard.  497 ;  Packing  Co.  Cases,  106 
U.  S.  666,  21  O.  G.  1689 ;  Putnam 
V.  Weatherbee,  1  Holmes  497,  8 
O.  G.  320,  2  Ban  &  Ard.  78; 
Reckendorfer  v.  Faber,  92  U.  S. 
347,  10  O.  G.  71 ;  Sarven  v.  Hall,  9 
Blatch.  524,  1  0.  G.  437,  6  Fish. 
416;  Washing  Machine  Co.  v. 
Lincoln,  4  Fish.  379;  Woodman 
P.  M.  Co.  V.  Guild,  4  CUff.  186. 

Stoddard  &  Perry,  Ex  parte,  6  O. 
G.  33.  C.  in  Ackerman  v.  Archer, 
16  O.  G.  562;  Case  v.  Hastings,  7 
O.  G.  557. 

Stone  y.  Edwards,  35  Tex.  656.    C. 

in  Smith  v.  McClelland,  11  Bush. 

623. 
Stone  T.  Spragne,  1  Story  270,  2 

Robb  10.    C.  in  Hovey  v.  Stevens, 

3  W.  &  M.  17,  2  Robb  567 ;  Le 

Roy  V.  Tatham,   14   How.    156; 

Sinp:er  v.  Walmsley,  1  Fish.  568  ; 

Smith  y.  Downing,  1  Fish.  64. 

Storrs  y.  Howe,  4  Cliff.  388,  10  O. 
G.  421,  2  Ban  &  Ard.  420.  C.  in 
Putnam  v.  Hutchinson,  12  Fed. 
Rep.  131. 

Story  y.  Holcombe,  4  McLean  306. 
C.  m  Chapman  v.  Ferry,  12  Fed. 
Rep.  693  (note) ;  Greene  y  Bishop, 

1  Cliff.  186;  Osgood  y.  Allen,  1 
Holmes  185,  3  O.  G.  124. 

Stow  y.  Chicago,  8  Biss.  47,  3  Ban 
&  Ard.  83.  A.  in  Stow  y.  Chicago, 
104  U.  S.  547,  21  O.  G.  790. 

Stow  y.  Chicago,  104  U.  S.  647,  21 
O.  G.  790.  A.  Stow  y.  Chicago,  8 
Biss.  47,  3  Ban  &  Ard.  83.  C.  in 
Heald  y.  Rice,  104  U.  S.  737,  21 
O.  G.  1443. 

Stowe  y.  Thomas,  2  Wall.  Jr.  547. 
C.  in  Boucicault  y.  Wood,  2  Biss. 
34  (note);  Carter  y.  Bailey,  64 
Me.  458;  Clemens  y.  Belford 
(Mark  Twain  Case),  14  Fed.  Rep. 
728 ;  Palmer  y.  DeWitt,  40  How. 
Pr.  293. 

Strobridge  y.  Lindsay,  18  O.  G.  62, 

2  Fed.  Rep.  92.  C.  in  Strobridge 
y.  Landers,  21  O.  G.  1027.  11  Fed. 
Rep.  880. 


Strong  y.  Noble,  6  Blatch.  477,  3 
Fish.  686.  C.  in  Gottfried  y.  P. 
Best  B.  Co.,  17  O.  G.  675  ;  Pearee 
y.  Mulford,  102  U.  S.  112, 18  O.G. 
1223. 

Sturges,  Ex  parte,  1  O.  G.  204.  C. 
in  £z  parte  Ackert,  1  O.  6.  253. 

Suffolk  Co.  y.  Hajden,  3  Wall.  315. 
A.  Hayden  y.  Suffolk  Co.,  4  Fiab. 
86.  C.  in  Birdsall  y.  CooUdge,  93 
U.  S.  64 ;  £x  parte  Cottrell,  9  0. 
G.  496  ;  £x  parte  Emerson,  17  0. 
G.  1451 ;  Jones  y.  Sewall,  3  Cliif. 
563,  30.  G.  630, 6  Fish.  343;  Judson 
y.  Bradford,  16  O.  G.  171,  3  Ban 
&  Ard.  539 ;  McMillan  y.  Rees,  17 
O.  G.  1222, 1  Fed.  Rep.  722  ;  Root 
y.  Rwlway  Co.,  106  U.  S.  189,  21 
O.  G.  1112, 1  Fed.  Rep.  349  (note); 
Ex  parte  Stemple,  16  O.  G.  316 ; 
Packet  Co.  y.  Sickles,  19  Wall. 
611 ;  Perrigo  y.  Spaulding,  13 
Blatch.  389,  2  Ban  &  Ard.  348; 
Ex  parte  Sexton,  9  O.  G.  261; 
Smith  y.   Goodyear  D.  V.   Co., 

93  U.  S.  486, 11  0.  G.  246 ;  TurriU 
y.  Illinois  Cent.  R.  R.  Co.,  6  Biss. 
344  (note). 

SnlUyan  y.  Redfleld,  1  Paine  441, 1 
Robb  477.  C.  in  Burrall  y.  Jewett, 
2  Paige  134 ;  Cochrane  y.  Deener, 

94  U.  S.  780,  11  O.  G.  637 ;  Cross 
y.Huntly,  13  Wend.  385 ;  Geigery. 
Cook,  3  W.  &  S.  266 ;  Harmon  y. 
Bird,  22  Wend.  113;  Hogg  y. 
Emerson,  6  How.  437,  2  Robb 
655;  Hogg  y.  Emerson,  11  How. 
587 ;  Hoyey  y.  Steyens,  1  W.  & 
M.  290,  2  Robb  749;  Phila.  & 
Trenton  R.  R.  Co.  y.  Stimpson,  14 
Pet.  448,  2  Robb  46;  Root  y. 
Railway  Co.,  105  U.  S.  189,  21  O. 
G.  1112, 11  Fed.  Rep.  349  (note) ; 
Thomas  y.  Weeks,  2  Pahie  92; 
Whitney  y.  Emmett,  Bald.  303,  1 
Robb  667;  Wilson  y.  Rosseau,  1 
Blatch.  3;  Young  y.  Lippman,  9 
Blatch.  277,  2  O.  G.  249,  342,  6 
Fish.  230 ;  Webster  Loom  Co.  y. 
Higgins,  15  Blatch.  446,  16  O.  G. 
675,  4  Ban  &  Ard.  88. 

Summer,  Ex  parte,  3  Dec.  Com.  180. 

C.  in  Ex  parte  Adams,  3  O.  G. 

150. 
Snydam  y.  Day,  2  Blatch.  20.  C.  In 

Blakeney  y.  Goode,  30  Ohio  St. 

350 ;  Littlefield  y.  Perry,  21  Wall. 

205,  7  O.  G.  964 ;  Moore  y.  Maiah, 
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7  WaU.  515 ;  Star  Salt  Caster  Co. 

y.  Crossman,  4  Cliff.  568,  3  Ban  & 

Ard.  281. 
Swain  T.  Maanf.  Co.  t.  Ladd,  102 

U.  S.  409,  19  O.  G.  62.    C.  in 

Brunard  v.  Cramme,  22  O.  G.  769, 

12  Fed,   Rep.  621 ;  Kells  v.  Mc- 

Kenzie,  20  O.  G.  1663,  9  Fed.  Eep. 

284 ;  Mamifacturing  Co.  v.  Corbin, 

103  U.  8.   786,   20  O.    G.    297; 

Meyer  ▼.  Maxheimer,  20  O.  G. 

1162,  9  Fed.  Rep.  99;  Washburn 

&  M.  Manuf.  Co.  v.  Haiah,  7  Fed. 

Rep.  906. 
Swasey  y.  Herr,  11  Penn.  278.    C. 

in  Crosaland  y.  Hall,  33  N.  J.  £q. 

111. 
Sweetzer  y.  flelms,  10  O.  G.  4,  2 

Ban  9o  Ard.  263.    C.  in  Dodge  y. 

Fearey,  20  O.  G.  1590,  8  Fed.  Rep. 

329.  ^ 

Swift  y.  Peters,  11  O.  G.  1110.  C. 
in  HooBier  Drill  Co.  y.  Insles,  14 
0.  G.  785. 

Swift  y.  WUaen,  2  Bond  115,  3 
Fish.  343.  C.  in  Burke  y.  Par- 
tridge, 58  N.  H.  349;  Cook  y. 
Ernest,  1  Woods  195,  2  O.  G.  89, 
5  Fish.  396 ;  Ex  parte  McUoskey, 
3  McArthor  14. 

Tarr  y.  Folsom,  1  Holmes  312,  5  O. 
G.  92,  1  Ban  &  Ard.  24.  C.  in 
Wonson  y.  GUman,  11  O.  G.  1011, 

2  Ban  &  Aid.  590;  Wonson  y. 
Peterson,  13  O.  G.  548,  3  Ban  & 
Ard.  249. 

Tarr  y.  Webb,  10  Blatch.  96, 2  O.  G. 
668, 5  Fish.  593.  C.  in  Giant  Pow- 
derCo.  y.  California  Powder  Works, 

3  Saw.  448,  2  Ban  &  Ard.  131. 

Tatham  y.  LeBoy,  2  Blatch.  174. 
R.in  LeRoyy.Tatham,14How.l56. 
C.  in  Burr  v.  Duryee,  1  Wall.  531 ; 
Bulch  y.  Boyer,  8  Phila.  57  ;  Hub- 
bell  y.  U.  S.,  5  N.  &  H.  1 ;  Marsh 
T.  Dodge,  66  N.  Y.  533. 

Taylor,  £x  parte,  2  Dec.  Com.  68. 
C.  in  £z  parte  Willson,  1  O.  G. 
185. 

Taylor  y.  Areher,  8  Blatch.  315,  4 
Fish.  449.  C.  in  Dunbar  y.  Myers, 
U  U.  S.  187,  11  O.  G.  35  ;  Smith 
V.  Nichols,  21  Wall.  412. 

Taylor  y.  Garretson,  9  Blatch.  156, 
5  Fish.  116.  C.  in  lyes  y.  Hamil- 
ton, 92  U.  S.  426,  10  O.  G.  336. 


Terhuae  y.  Phillips,  99  U.  S.  592. 
C.  in  Eagleton  Manuf.  Co.  y. 
W.  B.  &  C.  Manufg  Co.,  18 
Blatch.  218,  17  O.  G.  1504, 2  Fed. 
Rep.  774 ;  McCloskey  v.  Du  Bois, 
19  O.  G.  1286,  6  Fed.  Rep.  710,  20 
O.  G.  371 ;  Quirolo  v.  Ardito,  17 
Blatch.  400, 1  Fed.  Rep.  610. 

Tesse  y.  Hnatiiirdoiiy  23  How.  2.  C. 
in  Agawam  Co.  y.  Jordan,  7  Wall. 
583  ;  Bancroft  y.  Acton,  7  Blatch. 
505 ;  Blanchard  y.  Putnam,  8  Wall. 
420;  Graham  y.  Mason,  4  Cliff. 
88,  5  Fish.  1 ;  Judson  y.  Bradford, 

16  O.  G.  171,  3  Ban  &  Ard.  539 ; 
Roemer  y.  Simon,  95  U.  S.  214,  12 
O.  G.  796;  Seymour  y.  Osborne, 
11  Wall.  516;  Wise  v.  Allis,  9 
WaU.  737 ;  Woodbury  P.  P.  M. 
Co.  y.  Keith,  4  Ban  &  Ard.  100. 

Tease  y.  Phelps,  1  McA.  48.    C.  in 

Agawam  Co.  y.  Jordan,  7  Wall. 

583;  lyes  y.  Hamilton,  92  U.  S. 

426,  10  O.  G.  336 ;  Middlebrook  y. 

Broadbent,  47  N.  Y.  443. 
Thayer  y.  Wales,  9  Blatch.  170,  5 

Fish.    130.     C.    m   Consolidated 

Fruit  Jar  Co.  v.  Mason,  7  Daly 

64. 
Thie,  Ex  parte,  2  Dec.  Com.  61.    C. 

in  Hedges  y.  Daniels,  17  O.   G. 

394. 
Thomas  y.  Qnlntard,  5  Duer  80.  C. 

in  Birdsalf  v.  Peregoy,  5  Blatch. 

251 ;  Hawks  y.  Swett,  11  N.  Y. 

Supr.  146,  6  T.  &  C.  529. 

Thomas  y.  Reese,  16  0.  G.  1234.  C. 

in  Ex  parte  Nagel,  17  O.  G.  198. 

Thomas  y.  Shoe  Manuf.  Co.,  16  O.  G. 

541,  3  Ban  &  Ard.  557.  C.  in 
American  D.  R.  B.  Co,  y.  Sheldon, 

17  Blatch.  208 ;  Dederick  y.  Cas- 
sell,  20  O.  G.  1233,  9  Fed.  Rep. 
306, 

Thomas  y.  Weeks,  2  Paine  92.    C. 

in  Cross  y.  Livermore,  21  O.  G. 

139,  9  Fed.  Rep.  607. 
Tilghmaa  y.  Kartell,  9  O.  G.  886, 

2  Ban  &  Ard.  260.    R.  in  Hartell 

y.  Tilghman,  99  U.  S.  547.    C.  m 

Kelly  V.  Porter,  8  Saw.  482. 
Tilghman  y.  Mitchell,  9  Blatch.  1, 

2  Fish.  518,  4  Fish.  599,  615.     R. 

in  Mitchell  v.  TUghman,  19  Wall. 

287, 5  O.  G.  299.  C.  in  Goodyear  D. 

V.  Co.  V.  Willis,  1  Flippin  385,  7 

O.  G.  41,  1  Ban  &  Ard.  568 ;  Mc- 
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Williams  Manaf.  Co.  y.  Blandell, 

22  O.  G.  177,  11  Fed.  Rep.  419 ; 
.    Tilghman  v.  Mitchell,  4  Fish.  615 ; 

Turrill  v.  Illinois  Cent.  B.  R.  Co., 

5  Biss.  344  (note). 
Tilghman  y.  Mitchell,  2  Fish.  518. 

C.  in  Roberts  y.  Schreiber,  18  O.  G. 

125,  2  Fed.  Rep.  855 ;  Tilghman 

y.  Mitchell,  9  Blatch.  18,  4  Fish. 

615 ;  Whitney  y.  Mowry,  2  Bond 

45.  3  Fish.  157. 
Tilgrhman  y.  Morse,  9  Blatch.  421, 

5  Fish.  323,  1  O.  G.  574.    C,  in 

Andrews  y.  Carman,  13   Blatch. 

307,  9  O.  G.  1011,  2  Ban  &  Ard. 

277. 
Tilghman  y.  Proctor,  102  XJ.  S.  707, 

19  O.   G.  859.    C.  in  Am.  Bell 

Tel.  Co.  y.  Dolbear,  23  O.  G.  535 ; 

Campbell  y.  New  York,  12  O.  G. 

1817,  9  Fed.  Rep.  500 ;  Mackay  y. 

Jackman,  22  O.  G.  85,  12  Fed. 

Rep.  615;    United  Nickel  Co.  y. 

Pendleton,  15  Fed.  Rep.  739. 
Tilghman  y.  Werk,  1   Bond   511, 

2  Fish,  229.    C.  in  Cook  y.  Ernest, 

I  Woods  195,  2  O.  G.  89,  5  Fish. 
396 ;  Goodyear  D.  V.  Co.  y.  Wil- 
lis, 1  Flippin  385,  7  0.  G.  41,  1 
Ban  &  Ard.  568 ;  Johnson  y.  Mc- 
Cabe,  37  Ind.  535 ;  McComb  y. 
Brodie,  1  Woods  153.  2  O.  G.  117, 
5  Fish.  384 ;  Tilghman  y.  Mitchell, 
9  Blatch.  18,  4  Fish.  615. 

ToUe,  £x  parte,  2  O.  G.  415.  C.  in 
£x  parte  Thomas,  14  O.  G.  821. 

Tomlinson  y.  Battel,  4  Abb.  Pr.  266. 
C.  in  Middlebrook  y.  Broadbent, 
47  N.  y.  443 ;  Page  y.  Dlckerson, 
28  Wis.  694 ;  Rice  y.  Gamhart,  34 
Wis.  453 ;  Slemmer's  Appeal,  58 
Penn.  155;  Smith  y.  McClelland, 

II  Bush.  523. 

Tompkins  y.  Gage,  5  Blatch.  268,  2 
Fish.  577.  C.  in  Burke  y.  Part- 
ridge, 58  N.  H.  349 ;  Ex  parte  Har- 
rison, 10  O.  G.  373 ;  lyes  y.  Ham- 
ilton, 92  U.  S.  426,  10  O.  G.  336 ; 
.Johnson  y.  McCabe,  37  Ind.  535 ; 
Jordan  y.  Dobson,  2  Abb.  (U.  S.) 
398,  4  Fish.  232,  7  Phila.  533; 
Wicks  y.  Steyens,  2  Woods  310,  2 
Ban  &  Ard.  318. 

Tompkins  y.  Halleck,  133  Mass.  32. 
C.  in  Thomas  y.  Lennon,  14  Fed. 
Rep.  849. 

Toomey,  £x  parte,  1  Dec.  Com.  109. 
C.  in  £x  parte  Barton,  1  O.  G. 


329;  Ex  parte  Underwood,  4  0. 
G.  449. 

Tracy  y.  Torry,  2  Blatch.  275.  C. 
in  Marsh  y.  Dodge,  66  N.  Y.  533 ; 
McWilliams  Manuf.  Co.  y.  Blan- 
dell,  22  O.  G.  177,  11  Fed.  Rep. 
419. 

Treadwell  y.  Bladen,  4  Wash.  C. 
C.  703,  1  Robb  531.  C.  in  Brooks 
y.  Bicknell,  3  McLean  250,  2  Robb 
118  ;  Shaw  y.  Cooper,  7  Pet.  292, 
1  Robb  643;  Singer  y.  Walmsley,  1 
Fish.  558;  Smith  y.  Pearce,  2 
McLean  176,  2  Robb  13 ;  Stimpson 
y.  Balto.  &  Sus.  R.  R.  Co.,  10 
How.  329 ;  Whitney  y.  Emmett, 
Bald.  303,  1  Robb  567 ;  Wilson  y. 
Rosseau,  1  Blatch.  3. 

Treadwell  y.  Parrott,  5  Blatch. 
369,  3  Fish.  124.  C,  in  lyes  y. 
Hamilton,  92  U.  S.  426,  10  O.  G. 
336. 

Tremaine  y.  Hitchcock,  23  Wall. 
518,  7  O.  G.  1055.  A.  Hitchcock 
y.  Tremaine,  8  Blatch.  440,  4  Fish. 
508.  C.  m  Brady  y.  Atlantic 
Works,  15  O.  G.  965, 3  Ban  &  Ard. 
577. 

Tremolo  Patent,  23  Wall.  518,  7  0. 
G.  •  1055.  A.  Hitchcock  y.  Tre- 
maine, 1  Blatch.  440,  4  Fish.  508. 

Trotter  y.  Bartlett,  7  O.  G.  3.  C. 
in  De  Sanno  y.  Richtel,  9  O.  G. 
792. 

Troy  Factory  y.  Coming,  7  Blatch. 
16.  C.  in  Spaulding  y.  Tucker,  4 
Fish.  633. 

Troy  Factory  y.  Coming,  1  Blatch. 
467.  R.  in  Troy  Factory  y.  Cor^ 
ning,  14  How.  193.  C.  in  Railroad 
Co.  y.  Trimble,  10  Wall.  367. 

Troy  Factory  y.  Coming,  14  How. 
193.  R.  Troy  Factory  v.  Coming, 
1  Blatch.  467.  C.  in  Blakeney  y. 
Goode,  30  Ohio  St.  350 ;  Buss  y. 
Putney,  38  N.  H.  44;  Houghton 
y.  Rowley,  9  Phila.  288 ;  Lilienthal 
y.  Washburn,  8  Fed.  Rep.  707; 
Oliyery.  Rumford  Chemical  Works, 
25  O.  G.  784;  Putnam  y.  Hollender, 
19  O.  G.  1423,  6  Fed.  Rep.  882. 

Tmesdale,  £x  parte,  2  Dec.  Com. 
123.  C.  in  £x  parte  Sellers,  2  O. 
G.  246. 

Tryon  y.  White,  1  Pet.  C.  C.  96,  1 
Robb  64.  C.  in  Parker  y.  ELa  worth, 
4  McLean  370,  2  Robb  725 ;  Wilder 
y.  McCormick,  2  Blatch.  31. 
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Tuck  T.  Bmnhlll,  6  Blatch.  95,  3 
Fish.  400.  C.  in  Burdett  v.  Estey, 
15  Blatch.  349,  15  O.  G.  877; 
Smith  V.  Nichols,  21  Wall.  412; 
Taylor  v.  Archer,  8  Blatch.  315,  4 
Rah.  449. 

Tneker  t.  Burdett,  5  Fed.  Rep. 
808.  C.  in  Tucker  v.  Dana,  7  Fed. 
Bep.  213  (note) ;  Tucker  v.  Sar- 
gent, 20  O.  G.  1522,  9  Fed.  Rep. 
299. 

Tucker  y.  Burdett,  5  Ban  &  Ard. 
220,  5  Fed.  Rep.  808.  C.  in  Tucker 
V.  Corbin,  5  Ban  &  Ard.  287. 

Tucker  t.  Corbin,  5  Fed.  Rep.  810. 
C.  in  Tucker  v.  Dana,  7  Fed.  Rep. 
213  (note). 

Tucker  y.  Dana,  7  Fed.  Rep.  213. 
C.  in  Tucker  y.  Sargent,  20  0.  G. 
1522,  9  Fed.  Rep.  299. 

Tucker  y.  Daris,  2  O.  G.  224.  C. 
in  Carr  y.  Davids,  3  O.  G.  440 ; 
Chambers  y.  Duncan,  10  O.  G. 
787 ;  Lander  y.  Crowell,  16  0.  G. 
405 ;  Smith  y.  Barter,  7  0.  G.  1. 

Tneker  y.  Spaulding,  13  Wall.  453, 
1  O-  G.  144,  5  Fish.  297.  R. 
Spanlding  y.  Tucker,  1  Deady  649. 
C.  in  Smith  y.  Goodyear  D.  V. 
Co.,  93  U.  S.  486,  11  O.  G.  246 ; 
Stow  V.  Chicago,  104  U.  8.  547,  21 
0.  G.  790 ;  Yale  Lock  Mfg.  Co.  y . 
Xorwich  Natl.  Bank,  6  Fed.  Rep. 
377. 

Tneker  y.  Tucker  Mannf.  Co.,  4 
CUff.  397,  10  O.  G.  464,  2  Ban  & 
Ard.  401.  C.  in  Herring  y.  Nelson, 
14  Blatch.  293,  12  O.  G.  753,  3 
Ban  &  Ard.  55 ;  Kelleher  y.  Dar* 
ling,  4  Cliff.  424,  14  O.  G.  673,  3 
Ban  &  Ard.  438 ;  Tucker  y.  Dana, 
7  Fed.  Rep.  213 ;  Tucker  y.  Sar- 
gent, 20  O.  G.  1522,  9  Fed.  Rep. 
299. 

Tneker  Kanuf.  Co«  y.  Boyin^n,  9 

0.  G.  455.  C.  in  Ex  parte  Con- 
solidated Fruit  Jar  Co.,  14  O.  G. 
269. 
Tambull  y.  Plow  Co.,  6Bis8.  225, 7 
0.  G.  173, 1  Ban  &  Ard.  544.  C. 
in  £z  parte  Edison,  7  0.  G.  423; 
Tumbull  y.  Weir  Plow  Co.,  9  Biss. 
334,  23  O.  G.  91, 14  Fed.  Rep.  108. 

TnrriU  y.  Cammerrer,  3  Fish.  462. 
C.  in  Thatcher  Heating  Co.  y.  Cai^ 
bon  Stoye  Co.,  15  O.  G.  1051,  4 
Ban  &  Ard.  68. 


Turrill  y.  Illinois  Cent.  B.  R.  Co.,  5 

Biss.  344.  R.  in  Cawood  Patent, 
94  U^S.  695,  12  O.  G.  709.  C.  in 
Ives  y.  Hamilton,  92  U.  S.  426,  10 
O.  G.  336;  Johnson  y.  McCabe,  37 
Ind.  535 ;  Turrill  y.  Illinois  Cent. 
R.R.  Co.,  5  Biss.  344. 

Turrill  y.  Railroad  Co.,  1  Wall. 
491.  C.  in  Adams  y.  Jolliet 
Mannf.  Co.,  12  O.  G.  91,  3  Ban  & 
Ard.  1 ;  Andrews  y.  Carman,  13 
Blatch.  307,  9  0.  G.  1011,  2Ban& 
Ard.  277 ;  Burke  v.  Partridge,  58 
N.  H.  349 ;  Case  y.  Brown,  2  Wall. 
320 ;  The  Cawood  Patent,  94  XJ. 
S.  695,  12  0.  G.  709;  Ex  parte 
Dunton,  10  O.  G.  243  ;  Francis  y. 
Mellor,  1  O.  G.  48,  8  Phila.  157,  5 
Fish.  153 ;  Goodyear  Dental  Co.  y. 
Gardner,  3  Cliff.  408,  4  Fish.  224 ; 
Ingels  y.  Mast,  6  Fish.  415 ;  M. 
&  H.  Glue  Co.  y.  Upton,  4  CUff. 
237,  6  0.  G.  837,  1  Ban  &  Ard. 
497 ;  Stimpson  y.  Woodman,  10 
Wall.  117 ;  Thomas  y.  Shoe  Manuf. 
Co.,  16  O.  G.  541, 3  Ban  &  Ard.  557. 

Turrell  y.  Spaeth,  8  O.  G.  986,  2 
Ban  &  Ard.  185.  C.  in  Maynard 
y.  Pawling,  18  O.  G.  244,  3  Fed. 
Rep.  711 ;  Roberts  y.  Walley,  14 
Fed.  Rep.  167. 

Turrill  y.  Spaeth,  14  O.  G.  377,  3 
Ban  &  Ard.  458.  C.  in  Dedrick  v. 
Cassell,  20  O.  G.  1233,  9  Fed.  Rep. 
306 ;  Turrell  y.  Bradford,  23  O.  G. 
1623. 

Tuttle,  Ex  parte,  2  Dec.  Cora.  3.  C. 
•in Hedges  y.  Daniels,  17  O.  G.  394. 

Twain  y.  Ladd,  19  O.  G.  C.  m 
Poage  y.  McGowan,  15  Fed,  Rep. 
398. 

Tyler  y.  Boston,  7  Wall.  327.  C.  m 
Klein  y.  Russell,  19  Wall.  433. 

Tyler  y.  Tuel,  6  Cranch.  324, 1  Robb 
14.  C.  in  Burrall  y.  Jewett,  2 
Paige  134;  Holden  y.  Curtis,  2  N. 
H.  61 ;  Meyer  v.  Bailey,  8  O.  G. 
437,  2  Ban  &  Ard.  73 ;  Moore  v. 
Marsh,  7  Wall.  515 ;  Ogle  y.  Ege, 
4  Wash.  C.  C.  584,  1  Robb  516  ; 
Potter  y.  Holland,  4  Blatch.  206, 
1  Fish.  327;  Whittemore  y.  Cutter, 
1  Gallis  429,  1  Robb  28 ;  Wilson 
y.  Rosseau,  1  Blatch.  3. 

Tyler  y.  Welch,  18  Blatch.  209, 17  0. 
G.  1508,  3  Fed.  Rep.  636.  C.  in 
Tyler  v.  Galloway,  22  O.  G.  3072, 
12  Fed.  Rep.  567. 
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Underwood^  Ex  parte,  2  Dec.  Com. 
52.  C.  in  £x  parte  Smith,  6  O.  G. 
470. 

Union  Manaf.  Co.  t.  Lounsbtiryy  41 
N.  y.  363,  42  Barb.  125.  C.  in 
Smith  v.  McClelland,  11  Bush.  523. 

Union  Paper  Ba^r  Co.  y.  Crane,  1 
Holmes  429,  6  O.  G.  801,  1  Ban  & 
Ard.  494.  C.  in  Pentlarj^e  v. 
Beeston,  14  Blatch.  352,  3  Ban  & 
Ard.  142;  Whipple  v.  Miner,  15 
Fed.  Rep.  117 ;  Wire  B.  S.  M.  Co. 
v.  Stevenson,  11  Fed.  Rep.  155. 

Union  P.  B.  M.  Co.  t.  P.  &  W.  Co., 
15  Blatch.  160,  15  O.  G.  423,  3 
Ban  &  Ard.  403.  C.  in  Whittlesey 
y.  Ames,  13  Fed.  Rep.  893; 
Whittlesey  y.  Ames,  18  O.  G.  357, 
9  Biss.  225. 

Union  P.  B.  Co.  y.  Nixon  (Paper 
Bag  Cases).  105  U.  S.  766,  21  O. 
G.  1275.  C.  in  Wilson  v.  Chicker- 
ing,  14  Fed.  Rep.  917. 

Union  Paper  Collar  Co.  y.  Tan 
Bensen,  10  Blatch.  109,  2  O.  G. 
361,  5  Fish.  597.  A.  in  Collar  Co. 
y.  Van  Deusen,  23  Wall.  530,  7  O. 
G.  919.  C.  in  Collar  Co.  y.  Van 
Deusen,  23  Wall.  530,  7  0.  G.  919; 
Cone  y.  Morgan  Enyelope  Co.,  4 
Ban  &  Ard.  107  ;  £x  parte  Lock- 
wood,  3  O.  G.  439 ;  M.  &  H.  Glue 
Co.  y.  Upton,  4  Cliff.  237,  6  O.  G. 
837,  1  Ban  &  Ard.  497 ;  Reed  y. 
Reed,  12  Blatch.  366,  8  O.  G.  193, 
1  Ban  &  Ard.  515. 

Union  Paper  Collar  Co.  y.  White,  7 
O.  G.  698,  2  Ban  &  Ard.  60.  C. 
in  £x  parte  Sargent  &  Bourge,  10 
O.  G.  285. 

U.  S.  Rifle  Co.  y.Wliitney  ArnisCo.5 
14  Blatch.  94,  11  O.  G.  373,  2  Ban 
&  Ard.  493.  C.  in  Colgate  y. 
West.  Union  Tel.  Co.,  15  Blatch. 
365,  14  O.  G.  943 ;  Woodbury  P. 
P.  M.  Co.  y.  Keith,  4  Ban  &  Ard. 
100. 

Union  Sugar  Refinery  Co.  y.  Mat- 
thiessen,  2  Cliff.  304.  C.  in  Plimp- 
ton y.  Winslow,  22  O.  G.  1207. 

Union  Sugar  Refinery  y.  Mattliies- 
sen,  3  CM\  639,  2  FUh.  600.  C. 
in  Ai^awam  Co.  y.  Jordan,  7  Wall. 
583  ;*  Allis  y.  Buckstaff,  22  O.  G. 
1705,  13  Fed.  Rep.  879  ;  American 
D.  R.  B.  Co.  V.  Sutherland  F.  M. 
Co.,  18  Blatch.  148,  2  Fed.  Rep. 
353 ;     Conyerse    y.    Cannon,    2 


Woods  7,  9  O.  G.  105 ;  Crompton 

y.   Belknap  Mills,   3  Fish.    536; 

Dorsey  Co.  y.  Marsh,  9  Phila.  395, 

6  Fish.  387 ;  Electric  R.  S.  Co.  y. 

Hall  R.  S.  Co.,  6  Fed.  Rep.  603 ; 

Ferree  y.  Smith,  29  La.  An.  811 ; 

Ex  parte  Fisher,  20  O.  G.  957; 

lyes  y.  Hamilton,  92  U.  S.  426, 10 

O.  G.  336 ;  Judson  y.  Bradford,  16 

O.   G.   171,  3  Ban  &  Ard.  539; 

Seymour  y.  Osborne,  11  Wall.  516; 

Sharp  y.  Tift,  18  Blatch.  132,  170. 

G.  1282,  2  Fed.  Rep.  697 ;  Stimp- 

son  y.   Woodmau,  10  Wall.  117; 

Willimantic  L.  Co.  y.  Clark  T.  Co., 

4  Ban  &  Ard.  128. 
United   Nickel   Co.    y.   Antbes,  1 

Holmes  155,  1  O.  G.  578,  5  Fish. 

517.    C.  in  United  Nickel  Co.  y. 

Harris,  15  Blatch.  319,  17  0.  G. 

325,  3  Ban  &  Ard.  627;  United 

Nickel   Co.  y.  Keith,   1  Holmes 

328,  1  Ban  &  Ard.  44;    United 

Nickel  Co.  y.  Melchior,   17  Fed. 

Rep.  340;    United  Nickel  Co.  y. 

Pendleton,  15  Fed.  Rep.  739, 24  0. 

G.  704. 
United    Nickel  Co.  y.  Harris,  15 

Blatch.  319,  17  O.  G.  325,  3  Ban 

&  Ard.  627.    C.  in  United  Nickel 

Co.  y.  Pendleton,  15  Fed.  Rep.  739. 
United   Nickel    Co.    y.    Keitli,    1 

Holmes  328,  1  Ban  &  Ard.  44.   C. 

in  United  Nickel  Co.  v.  Harris,  15 

Blatch.  319, 17  O.  G.  325,  3  Ban  & 

Ard.  627;    United  Nickel  Co.  y. 

Melchior,  17  Fed.  Rep.  340;  United 

Nickel  Co.  y.  Pendleton,  24  O.  G. 

704,  15  Fed.  Rep.  739. 
United   Nickel  Co.  y.   Manliattan 

Brass  Co.,  16  Blatch.  68,  4  Ban 

&  Ard.   173.    C.  in   Horman  P. 

Manuf.  Co.  v.  Brooklyn  C.  R.  R. 

Co.,  15  Blatch.  444 ;  United  Nickel 

Co.  y.  Melchior,  17  Fed.  Rep.  340; 

United  Nickel  Co.  y.  Pendleton, 

24  O.  G.  704,  15  Fed.  Rep.  739. 
U.  S.  y.  Bums,  12  Wall.  246.    C.  in 

Brady  y.  Atlantic  Works,  4  Cliff. 

408,  10  0.  G.  702,  2  Ban  &  Ard. 

436 ;  Cammeyer  y.  Newton,  94  U. 

S.  225,  11  a  G.  287 ;  Campbell  y. 

James,  17  Blatch.   43,  11  O.  G. 

979;  Colacate  y.  Int.  Ocean  Tel. 

Co.,  17  Blatch.  308,  17  O.  G.  194. 
U.  S.  y.  Dougrhty,  7  Blatch.  424.   C. 

in  Atty.  Genl.  y.  Rumford  Works, 

9  0.  G.  1062,  2  Ban  &  Ard.  298. 
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U.  &  y.  Xorrit,  2  Bond  23,  3  Fish.  I 
72.     C.     in   Oliphant   v.    Salem 
FlouriDg  Mills.  5  Saw.  128,  3  Ban 
ft  Ard.  256 ;  Rosenbacb  v.  Drey- 
fi»s,  17  O.  G.  1153, 2  Fed.  Rep.  27. 

U.  S.  Stamping  Co.  t.  King,  17 
Blatch.  55,  17  O.  G.  1399,  7  Fed. 
Bep.  860.  C.  in  Lorillard  y.  Dohan, 
20  O.  G.  1587,  9  Fed.  Rep.  509. 

Tan  Hook  t.  Pendleton,  1  Blatch. 

187.    C.  in  Gibson  y.  Van  Dresar, 

1  Blatch.  532;  Green  y.  French, 

16  O.  6.  215,  4  Ban  &  Ard.  169 ; 

McWilliams  Manuf.  Co.  y.  Blun- 

dell,  22  O-  G.  177,  11  Fed.  Rep. 

419. 

Tan  Oatrand  y.  Reed,  1  Wend.  424. 

C.  in  Billings  y.  Ames,  32  Mo.  265; 

Johnson  y.  McCabe,  37  Ind.  535 ; 

Jolilfe    y.  Collins,   21   Mo.    338; 

McClure  v.  Jeflftrey,  8  Ind.  79  ;  Mc- 

Bonisall  y.  Fc^p,  2  Bosw.  387. 

Tan  Wasresen,  £x  narte,  1  O.  G. 

89.    C.  in  Reckendorfer  y.  Faber, 

12  Blatch.  68,  5  O.  G.  697,  1  Ban 

&  Ard.  229. 

Tanee  y/ Campbell,  1  Fish.  483.   R. 

in  Vance  y.  Campbell,    1  Black. 

427.    C.  in  American  Saddle  Co. 

y.  Hogg,  1  Holmes  133,  2  O.  G. 

59,  5  Fish.  353 ;  Cook  y.  Ernest, 

1  Woods  195,  2  O.  G.  89,  5  Fish. 

396 ;  Gillett  y.  Bate,  86  N.  Y.  87; 

Johnson  y.  McCabe,  37  Ind.  535. 

Tanee  y.  Campbell,  1  Black.  427. 

B.  Vance  y«  Campbell,  1  Fish. 

483.    C.  in  American  Saddle  Co. 

y.  Hogg,  1  Holmes  133,  2  O.  G. 

59,  5  Fish.  353 ;  Brown  y.  Guild, 

23  Wall.  181,  6  O.  G.  392,  7  O.  G. 

739 ;  Burdett  y.  Estey,  16  Blatch. 

105,   3  Fed.  Rep.  545 ;  Butch  y. 

Boyer,   8  Phila.  57 ;   Carhart  y. 

Austin,  2  CUff.  528,  2  Fish.  543 ; 

Cochrane  y.  Deener,  94  U.  S.  780, 

110.  G.  637;  Coolidge  y.McCone,  2 

Saw.  571,  6  O.  G.  458,  1  Ban  & 

Ard.  78, 1  A.  L.  T.  (N.  S.)  214; 

Com  Planter  Patent,  23  Wall.  181, 

6  0.  G.  392,  7  O.  G.  739 ;  Cromp- 

ton  V.  Belknap  Mil]3,  3  Fish.  536 ; 

Dunbar  y.  Myers,  94  XJ.  S.  187,  11 

0.  G.  35  ;  Fuller  y.  Yenlzer,  94 

U.  S.  288,  11  O.  G.  551;  Gage  v. 

Herring,  23  O.  G.  2119 ;  Gill  y. 

Wells,  22  Wall.  1,  6  O.  G.  881,  2  A. 

L.  T.  (N.  S.)  101 ;  Gould  y.  Rees, 


16  Wall.  187,  2  0.  G.  624,  6  Fish. 
106;  Hale  y.  Stimpson.  2  Fish. 
565;  Henderson  y.  Cleyeland  Stoye 
Co.,  12  O.  G.  94,  2  Ban  &  Ard. 
604  ;  Herring  y.  Nelson,  14  Blatch. 
293,  12  O.  G.  753,  3  Ban  &  Ard. 
55 ;  lyes  y.  Hamilton,  92  U.  S. 
426,  10  O.  G.  336;  Millner  y. 
Schofield,  4  Hughes  258 ;  Railroad 
Co.  y.  Dubois,  12  Wall.  47 ;  Reedy 
y.  Scott,  23  Wall.  352,  7  0.  G.  463; 
Sanford  y.  Merrimac  Hat  Co.,  4 
Cliff.  404,  10  O.  G.  466;  Schu- 
macher y.  Cornell,  96  U.  S.  549 ; 
Stanford  y.  Hat  Co.,  10  O.  G.  466, 
2  Ban  &  Ard.  408;  Turrell  y. 
Spaeth,  8  0.  G.  986, 2  Ban  &  Ard. 
185  ;  Wallace  y.  Holmes,  9  Blatch. 
65, 1  O.  G.  117, 5  Fish.  37 ;  Water- 
bury  Brass  Co.  y.  Miller,  9  Blatch. 
77,  5  Fish.  48. 

Tanghan  y«  Cent.  Pae.  R.  R.  Co*f  4 
Saw.  280,  3  Ban  &  Ard.  27.  C. 
in  Atwood  y.  Portland  Co.,  10  Fed. 
Rep.  283;  Knox  y.  Gt.  Western 
Q.  Mining  Co.,  6  Saw.  430,  4  Ban 
&  Ard.  25,  4  Fed.  Rep.  809;  Knox 
y.  Gt.  Western  Q.  Mining  Co.,  14 
O.  G.  897. 

Tanghan  y.  East  Temi.  &  C.  R.  B, 
Co.,  1  Flippin  621, 11  O.  G.  789, 2 
Ban  &  Ard.  537.  C.  in  Atwood  y. 
Portland  Co.,  10  Fed.  Rep.  283 ; 
llayden  y.  Oriental  Mills,  15  Fed. 
Rep.  605 ;  Vaughan  y.  Cent.  Pac. 
R.  R.  Co.,  4  Saw.  280,  3  Ban  & 
Ard.  27. 

Tanghan  y.  Porter,  16  Vt.  266.  C. 
in  Bartlett  y.  Holbrook,  67  Mass. 
114. 

Toelter,  Ex  parte,  2  Dec.  Com.  84. 
C.  in  Ex  parte  Heginbotham,  8  O. 
G.  237. 

Togler  y.  Semple,  7  Biss.  382,  11 
O.  G.  923,  2  Ban  &.  Ard.  556.  C. 
in  Putnam  y.  Hutchinson,  12  Fed. 
Rep.  131. 

Yose  y«  Singer,  86  Mass.  226.  C.  in 
Carter  y.  Bailey,  64  Me.  458 ;  Gates 
y.  Eraser,  9  Bradw.  624. 

Walker  y.  Brooks,  125  Mass.  241. 

C.  in  Hayward  y.  Andrews,  23 

O.  G.  533. 
Walker  y.  Hawkhnrst,  5   Blatch. 

494.      C.    in    Oliphant   y.  Salem 

Flouring  Mills,  5  Saw.  128,  3  Ban 

&  Ard.  256. 
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Wallace  t.  Holmes,  9  Blatch.  65,  1 
O.  G.  117,  5  Fish.  37.  C.  in  Bald- 
win  V.  Bernard,  9  Blatch,  509 
(note),  2  O.  G.  320,  5  Fish.  442 ; 
Bowker  v.  Dows,  15  O.  G.  510,  3 
Ban  &  Ard.  518 ;  Buerk  v.  Im« 
haeusen,  11  O.  G.  112,  2  Ban  & 
Ard.  465 ;  Keystone  Brids^e  Co.  v. 
Iron  Co.,  1  O.  G.  471,  5  Fish.  468, 
9  Phila.  374 ;  Marsh  v.  Dodge,  66 
N.  Y.  533 ;  Maynard  v.  Pawling, 
18  0.  G.  244,  3  Fed.  Bep.  711 ; 
Millner  v.  Scho6eld,  4  Hughes 
258 ;  New  York  B.  &  B.  Co.  v. 
Hoffman,  20  O.  G.  1450,  9  Fed. 
Rep.  199;  Renwick  v.  Pond,  10 
Blatch.  39,  2  0.  G.  392,  5  Fish. 
569 ;  Rumford  Chemical  Works  v. 
Hecker,  10  O.  G.  289, 2  Ban  &  Ard. 
351 ;  Rumford  Chemical  Works 
V.  Vice,  14  Blatch.  179,  11  O.  G. 
600 ;  Saxe  v.  Hammond,  1  Holmes 
456,  7  O.  G.  781,  1  Ban  &  Ard. 
629;  Turrell  v.  Spaeth,  8  O.  G. 
986,  2  Ban  &  Ard.  115. 

Ward,  Ex  parte,  3  Dec.  Com.  180. 
C,  in  New  Amer.  File  Co,  v. 
Nicholson  File  Co.,  20  0.  G.  524, 
8  Fed.  Rep.  816. 

Ward,  Ex  parte,  4  0.  G.  300.  C.  in 
Ex  parte  Carmichael,  10  O.  G. 
864. 

Waring  t.  Wilkerson,  15  O.  G.  246. 
C.  in  Hoffman  v.  Young,  18  O.  G. 
794 ;  Hoffman  v.  Young,  2  Fed. 
Rep.  74. 

Washburn  y.  Gould,  3  Story  122,  2 
Robb  206.  C.  in  Ackerman*v. 
Archer,  15  O.  G.  562;  Adams  v. 
Burke,  17  Wall.  453 ;  Agawam  Co. 
V.Jordan,  7  Wall.  583;  Aiken  v. 
Bemis,  3  W.  &  M.  348  ;  Allbright 
V.  Celluloid  H.  T.  Co.,  12  O.  G. 
227,  2  Ban  &  Ard.  629 ;  Birdsall 
V.  Perego,  5  Blatch.  251 ;  Brown 
V.  Guild,  23  Wall.  181,  6  O.  G.  392, 
7  O.  G.  739;  Carew  v.  Boston 
Elastic  Fabric  Co.,  1  Holmes  45 ; 
Consolidated  Fruit  Jar  Co.  y. 
Mason,  7  Daly  64;  Com  Planter 
Patent,  23  Wall.  181,  6  O.  G.  392, 
7  O.  G.  739 ;  Emerson  v.  Hogg,  2 
Blatch.  1 ;  Foster  v.  Moore,  1 
Curt.  279  ;  Goodyear  D.  V.  Co.  v. 
Willis,  7  O.  G.  41 ;  Goodyear  D. 
V.  Co.  y.  Willis,  1  Flippin  385,  7 
O.  G.  41, 1  Ban  &  Ard.  568  ;  Howe 
V.  Williams,  2  Cliff.  245,  2  Fish. 


395 ;  lyes  y.  Hamilton,  92  U.  S. 
426,  10  O.  G.  336;  Johnson  y. 
Root,  2  Cliff.  108,  2  Fish.  291; 
Judson  y.  Bradford,  16  O.  G.  171, 
3  Ban  &  Ard.  539 ;  Moffitt  y.  Gaar, 
1  Black.  273 ;  Moore  y.  Marsh,  7 
Wall.  515;  Nellis  y.  Pennock 
Manuf.  Co.,  22  O.  G.  1131, 13  Fed. 
Rep.  451 ;  Pierpont  y.  Fowle,  2 
W.  &  M.  23 ;  Rubber  Tip  PencU 
Co.  y.  Howard,  20  Wall.  498,  7  O. 
G.  172 ;  Rumford  Chemical  Works 
y.  Hecker,  10  O.  G.  289,  2  Ban  & 
Ard.  351 ;  Seymour  v.  Osborae,  11 
Wall.  516;  Smith  y.  Downing,  1 
Fish.  64 ;  Smith  y.  Mercer.  5  Penn. 
L.  J.  529,  4  West  L.  J.  49 ;  Union 
P.  B.  M.  Co.  y.  P.  &  W.  Co.,  15 
Blatch.  160, 15  O.  G.  423,  3  Ban  & 
Ard.  403;  White  y.  Allen,  2  Cliff. 
224,  2  Fish.  440;  Woodworth  v. 
Rogers,  3  W.  &  M.  135,  2  Robb 
625. 

Washburn  &  M.  Manuf.  Co.  y.  Halsliy 
9  Biss.  141,  18  O.  G.  465.  C.  in 
Allis  y.  Buckstaff,  22  0.  G.  1705, 
13  Fed.  Rep.  879. 

Washing  Machine  Co.  y.  Earle,  3 
Wall.  Jr.  320,  2  Fish.  203.  C.  m 
American  Cotton  Tie  Co.  y.  Bul- 
lard,  9  Blatch.  160, 17  O.  G.  389 ; 
American  Cotton  Tie  Co.  y. 
Simons,  13  O.  G.  967,  3  Ban  &  Ard. 
320 ;  Hill  y.  Whitcomb,  1  Holmes 
317,  5  O.  G.  430,  1  Ban  &  Ard. 
34. 

Washing  Machine  Co.  y.  Lineoln^  4 
Fish.  379.  C.  in  Bailey  W.  M. 
Co.  y.  Adams,  3  Ban  &  Ard.  96, 
23  I.  R.  R.  344. 

Washing  Machine  Co.  y.  Tool  Co.,  20 
Wall.  332.  A.  Metropolitan  Wash- 
ing Machine  Co.  y.  Proyidence 
Tool  Co.,  1  Holmes  161. 

Water  Meter  Co.  y.  Desper,  101  TJ. 
S.  332.  C.  m  Gage  y.  Herring,  23 
O.  G.  2119, 

Waterbnry  Brass  Co.  y.  Miller,  9 
Blatch.  77,  5  Fish.  48.  C.  in 
Kirby  y.  Dodge  Manuf.  Co.,  10 
Blatch.  307,  3  0.  G.  181,  6  Fish. 
156 ;  Ex  parte  McCloskey,  3  Mc- 
Arthur  14. 

Waterbury  Brass  Co.  y.  If ew  York 
Co.5  3  Fish.  43.  C.  in  Andrews 
y.  Carmen,  13  Blatch.  307,  9  O.  G. 
1011,  2  Ban&  Ard.  277;  Burke  y. 
Partridge,  58  N.  H.  249 ;  Water- 
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buzy  Brass  Co.  v.  Miller,  9  Blatch. 
77,  5  Fish.  48. 
WAterman  t.  Wallaee,  13  Blatch. 
15>^,  2  Ban  &  Ard.   126.    C.  io 
Kendree  v.  Savles,  98  U*  S.  546 ; 
£x  parte  McCloskey,  3  McArthur 
14. 
Watson  T.  Bladen,  4  Wash.  G.  C. 
580,  1  Bobb   510.    C.  Id  Byam  v. 
Bullard,  1  Curt.  100;    Carter  v. 
Perry,  8  O.  G.  518 ;  Gdger  v.  Cook, 
3  W.  &  S.  266. 
Watson  T.  Cunningham,  4  Fish.  528. 
C.  in  Gould  v.  Commissioners,  1 
McArthur  410,  5  O.  G.  121. 
Wattles,  £z  parte,  3  O.  G.  291.    C. 
in  M.  &  H.  Glue  Co.  v.  Upton,  4 
Cliff.  237,  6  O.  G.  837, 1  Ban  &  Ard. 
497. 
Wayne  t«  Holmes,  1  Bond  27, 2  Fish. 
20.    C.  in  Johnson  v.  McCabe,  37 
Ind.  535. 
Wearer,  Ex  parte,  10  O.  G.  1.    C.  hi 

Ex  parte  Peper,  16  O.  G.  678. 
Webb  T.  Powers,  2  W.  A  M.  497. 
C.  in  Drury  v.  Swing,  1  Bond  540; 
Greene  v.  Bishop,  1  Cliff.  186. 
Webster  t.  Carpet  Co.,  5  O.  G.  522, 
1  Ban  &  Ard.  84.  C.  m  Putnam  v. 
Hutchinson,  12  Fed.  Rep.  131 ; 
Webster  Loom  Co.  v.  Higgins,  15 
Blatch.  466,  16  O.  G.  675,  4  Ban 
&  Ard.  88 ;  Welling  v.  Rubber  C. 
H.  T.  Co.,  7  O.  G.  608,  1  Ban  & 
Ard.  282. 
Webster  Loom  Co.  t.  Hlgglns,  15 
Blatch.  446.  16  O.  G.  675, 4  Ban  & 
Ard.  88.  R.  in  Loom  Co.  v.  Hig- 
gins, 105  U.  8.  580,21 0.  G.  2031. 
C.  in  De  Florez  v.  Raynolds,  16 
Blatch.  397 ;  Page  v.  Holmes  B. 
A.Tel.  Co.,  8  Blatch.  118,  2  Fed. 
Rep.  330 ;  Washburn  &  M.  Manuf. 
Co.  V.  Haish,  19  O.  G.  173, 4  Fed. 
Rep.  900. 
Welling  y.  Crane,  23  O.  G.  189,  14 
Fed.  Rep.  571.  C.  in  Clark  P.  H. 
Co.  V.  Ferguson,  17  Fed.  Rep.  79. 
WeUin^  T.  Rubber  Co.,  7  O.  G.  606, 
1  Ban  &  Ard.  282.  C.  in  Welling 
V.  Rubber  Co.,  7  O,  G.  608,  2  Ban 

6  Ard.  1. 

WelliniT  T.  Bnbber  A  C.  H.  T.  Co., 

7  O.  G.  608,  1  Ban  A  Ard.  282. 
R.  in  Rubber  &  C.  H.  T.  Co.  v. 
Welling,  97  U.  8.  7,  13  0.  G.  727. 

Wells  y.  GUI,  4  O.  G.  669,  6  Fish. 
89.     C.  hDL   Hoe   v.    Boston  D. 


Adver.  Corpn.,  14  Fed.  Rep.  914 ; 
Wells  V.  Gill,  2  O.  G.  590,  6  Fish. 
89 

Wells  y.  Gill,  2  O.  G.  590,  6  Fish. 
89.  C.  in  £x  parte  Lyman,  2  O. 
G.  705  ;  Swain  Manuf.  Co.  v.  Ladd, 
11  O.  G.  153,  2  Ban  &  Ard.  488. 

Wells  y.  GUI,  1  Ban  &  Ard.  77.  C. 
m  Pearl  v.  Ocean  Mills,  11  O.  G. 
2,  2  Ban  &  Ard.  469. 

Werner  y.  King,  96  U.  8.  218,  13  O. 
G.  176.  R.  King  v.  Werner,  12 
Blatch.  270,  8  O.  G.  361,  1  Ban  & 
Ard.  386.  C.  in  Imhaeuser  y. 
Buerk,  101  U.  S.  647,  17  O.  G. 
795  ;  McMurry  v.  Mallory,  5  Fed. 
Rep.  593. 

Westinghoase  y.  G.  &  R.  Brake  Co., 
9  O.  G.  538,  2  Ban  &  Ard.  55.  C. 
in  Strobridge  y.  Lindsay,  18  O.  G. 
62,  2  Fed.  Rep.  692. 

Weston  y.  White,  13  Blatch.  364,  9 
O.  G.  1196,  2  Ban  &  Ard.  321.  C. 
in  American  D.  R.  B.  Co.  v. 
Sheldon,  17  Blatch.  303 ;  Cham- 
bers V.  Duncan,  10  O.  G.  787 ;  De 
Florez  v.  Raynolds,  17  Blatch.  436, 
17  0.  G.  503,  8  Fed.  Rep.  434; 
Siemens  y.  Sellers,  23  O.  G.  234. 

Wetherlll  y«  Zinc  Co.,  5  O.  G.  460, 

1  Ban  &  Ard.  105.  C.  in  Sargent 
y.  Yale  Lock  Manuf.  Co.,  17 
Blatch.  249, 17  O.  G.  106,  4  Ban 
&  Ard.  579. 

Wetherlll  y.  Zinc  Co.,  1  Ban  &  Ard. 

485.    C.    in  Hayden  y.  Oriental 

Mills,  15  Fed.  Rep.  605. 
Wetmore  y.  ScoylUe,  3  Edw.  Ch. 

515.    C.  in  Banker  y.  Caldwell,  3 

Minn.  94;  Grigsby  y.  Breckinridge, 

2  Bush.  480 ;  Hoyt  y.  Mackenzie, 

3  Barb.  Ch.  320;  Woolsey  y. 
Judd,  4  Duer  379. 

Wheaton  y.  Peters,  8  Pet.  591.  C. 
in  Baker  y.  Taylor,  2  Blatch.  82 ; 
Banker  y.  Caldwell,  3  Miun.  94; 
Bartlett  y.  Crittenden,  5  McLean 
32 ;  Boucicault  y.  Fox,  5  Blatch. 
87 ;  Boucicault  y.  Hart,  13  Blatch. 
47 ;  Carter  y.  Bailey,  64  Me.  458 ; 
Chase  y.  Sanborn,  4  Cliff.  306,  6 
O.  G.  932;  Clemens  y.  Belford 
(Mark  Twain  Case),  14  Fed.  Rep. 
728 ;  Crowe  y.  Aiken,  2  Bias.  208, 

4  A.  L.  Rey.  450 ;  Dwighty.  Apple- 
ton,  1  N.y.  Leg.  Obs.  195 ;  Grigsby 
V.  Breckenridge,  2  Bush.  480;  Hig- 
gins y.  Strong,  4  Black.  182;  Jollie 


ex 
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T.  Jaques,  1  Blatch.  618;  Keene 

y.  Kimball,  82  Mass.  545,  23  Law 

Rep.  339 ;  Little  v.  Gould,  2  Blatch. 

362 ;  Myers  v.  Callagban,  5  Fed. 

Bep.   726;    Osgood  v.    Allen,    1 

Holmes  185,  3  O.  G.  124;  Palmer 

V.  De  Witt,   36  How.  Pr.    222; 

Palmer  v.  De  Witt,  40  How,  Pr. 

293,  5  Abb.  Pr.  (N.  S.)  130,  47  N. 

Y.  532;  Parkinson  v.  Lasselle,  3 

Saw.    331 ;    Parton  v.    Prang,   3 

Cliff.  537,  2  O.  G.  619,  6  A.  L.  T. 

105 ;  Pierpont  v.  Fowle,  2  W.  &  M. 

23 :  Bees  v.  Peltzer,  75  111.  475 ; 

Wilson  v.  Rosseau,  1  Blatch.  3 ; 

Woolaey  v.  Judd,  4  Duer  379. 
Wheeler  r.  Billings,  38  N.  Y.  263. 

C.  in  Middlebrook  y.  Broadbent, 

47  N.  Y.  443. 
Wheeler  y.  Clipper  Co.,  10  Blatch. 

181,  2  O.  G.  442,  6  Fish.  1.    C.  in 

Aultraan  y.  Holley,  11  Blatch.  317, 

5  O.  G.  3,  6  Fish.  534 ;  Broadnax 

y.  Central  8.  Y.  &  T.  Co.,  4  Fed. 

Bep.  214;  Busha  y.  Phelps,  9  O. 

G.   1010;  Calkins  y.  Bertraud,  6 

Biss.  404,  9  O.  G.  795,  2  Ban  & 

Ard.  215 ;  Huntley  y.  Smith,  18  0. 

G.  795  ;  Strobridge  y.  Lindsay,  19 

O.  G.   1285,   6    Fed.    Rep.    510; 

Wheeler  y.  McCormick,  11  Blatch. 

334,  4  O.  G.  692,  6  Fish.  551. 
Wheeler  y.  McCormicky  8  Blatch. 

267,  4  Fish.  433.    C.  in  Turrell  y. 

Spaeth,  8  0.  G.  986,  2  Ban  &  Ard. 

115. 
Wheeler  y.  MoCormiek,  11  Blatch. 

334,  6  Fish.  551,  4  O.  G.  692.    C. 

in  Boomer  y.  Power  Co.,  13  Blatch. 

107,   2  Ban  &  Ard.  107 ;  Penna. 

Salt  Co.  y.  Myers,  1  W.  N.  377 ; 

T.  &  P.  Salt  Co.  y.  Barry,  2  W. 

N.  100. 
Wheeler  y.  Peters,  2  Dec.  Com.  141. 

C.  in  Ackerman  y.  Archer,  15  O. 

G.  562 ;  Ex  parte  Hyatt  &  French, 

4  O.  G.  609. 
Wheeler  y.  Russell,  1  O.  G.  183. 

C.  in  Perkins  y.  Compton,  13  O. 

G.43. 
Wheeler  y.  Wheeler,  4  O.  G.  5.    C. 

in  Wintermute  y .  Redington,  1  Fish. 

239. 
Whipple  y.  Baldwin  Mannf.  Co.,  4 

Fish.  29.    C.  in  Dennis  y.  Cross, 

3  Biss.  389,  6  Fish.  138. 
Whipple  y.  Middlesex  Co.,  4  Fish. 

41.    0.  in  Andrews  y.  Carman,  13 


Blatch.  307,  9  O.  G.  1011, 2  Ban  & 
Ard.  277 ;  Case  y.  Brown,  2  Wall. 
320 ;  Schumacher  y.  Cornell,  96  U. 
S.  549 ;  Wicks  y.  Stevens,  2  Wood* 
310,  2  Ban  &  Ard.  318. 

White  y.  Allen,  2  Cliff.  224,  2  Fish. 
440.  C.  in  Ackerman  y.  Archer, 
15  O.  G.  562 ;  Consolidated  Fnut 
Jar  Co.  y.  Wright,  2  Blatch.  149,  6 
O.  G.  327,  1  Ban  &  Ard.  320 ; 
Electric  R.  S.  Co.  y.  Hall  R.  S. 
Co.,  6  Fed.  Rep.  603 ;  Gottfried  v. 
P.  Best  B.  Co.,  17  O.G.  675  ;  Jud- 
son  y.  Bradford,  16  O.  G.  171,  3 
Ban&  Ard.  539;  LaBaw  y.  Hawk- 
ins, 6  O.  G.  724,  1  Ban  &  Ard. 
428;  National  Oil  Co.  y.  Arctic  Oil 
Co.,  8  Blatch.  416,  4  Fish.  514; 
Reeyes  y.  Keystone  Brid|?e  Co.,  1 
O.  G.  466, 9  Phila.  368, 5  Fish.  456; 
Seymour  y.  Osbome,  11  Wall.  516; 
Smith  y.  Goodyear  D.  V.  Co.,  93 
U.  S.  486,  11  0.  G.246;  Withing- 
ton  y.  Locke,  11  0.  G.  417. 

White  y.  Gleason  Mannf.  Co.,  19 
O.  G.  1494, 8  Fed.  Rep.  917.  C.  in 
White  y.  E.  P.  Gleason  Manuf. 
Co.,  240.  G.  205, 17  Fed.  Rep.  159. 

White  y.  Lee,  23  O.  G.  261,  14  Fed. 
Rep.  789.  C.  in  McKay  y.  Jack- 
man,  17  Fed.  Rep.  641 ;  Wooster 
y.  Singer  Manuf.  Co.,  23  O.  G.  2513. 

White  T.  Noyes,  18  0.  G.  857, 2  Fed. 
Rep.  782.  C.  in  White  y.  H.  S. 
Manuf.  Co.,  3  Fed.  Rep.  161. 

White  y.  Pnrdy,  2  Dec.  Com.  115. 
C.  in  Berry  y.  Stockwell,  9  O.  G. 
404. 

Wliiteley,  Ex  parte,  1  Dec.  Com.  72. 
C.  in  Peck  y.  Collins,  70  N.  Y. 
376. 

Whitely  v.  Kirby,  11  Wall.  678.  C. 
in  Kurby  y.  Dodge  Manuf.  Co.,  10 
Blatch.  307,  3  O.  G.  181,  6  Fish. 
156. 

Whitely  y.Swayne,  4  Fish.  117.  A. 
in  Whitely  y.  Swayne,  7  Wall. 
685.  C.  in  Ex  parte  Heginbotham, 
8  O.  G.  237 ;  Hartshorn  y.  Eagle 
Shade  Roller  Co.,  18  Fed.  Rep.  90; 
Poage  y.  McGrowan,  15  Fed.  Rep. 
398. 

Whitely  y.  Swayne,  7  Wall.  685.  A. 
Whitely  y.  Swayne,  4  Fish.  117. 
C.  in  Albright  y.  Celluloid  H.  T. 
Co  ,  12  O.  G.  227,  2  Ban  &  Ard. 
629 ;  Brown  y.  Guild,  23  Wall.  181, 
6  O.  G.  392,  7  O.  G.  739  ;  CoflSn  y. 
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Ogden,  7  Blatch.  61,  3  Fish.  640 ; 
Com  Planter  Piteut,  23  Wall.  181, 
6  O.  G.  392,  7  0.  G.  739;  Judson 
V.  Bradford,  16  O.  G.  171,  3  Ban 
&  Ard.  539 ;  Whittlesey  v.  Ames, 
18  O.  G.  357,  9  BUs.  225 ;  WhitUe- 
seyy.  Ames,  13  Fed.  Rep.  893; 
Wyman  v.  Knowles,  13  O.  G.  320. 
WUtln^  T.  Grayes,  13  O.  G.  455,  3 
Ban  &  Ard.  222.  C.  hi  Wilkins 
y.  Spafford,  3  Ban  &  Ard.  274. 

Whitney  y.  Emmett,  Bald.  303,  1 
Rohb  567.  C.  in  Bates  v.  Coe,  98 
XJ.  S.  31,  15  O.  G.  337;  Ex  parte 
Crompton,  9  O.  G.  5 ;  Crompton 
y.  Belknap  Mills,  3  Fish.  536; 
Davis  V.  Palmer,  2  Brock.  298,  1 
Robb  518  ;  Dayoll  v.  Brown,  1  W. 
&  M.  53,  2  Bobb  303 ;  Funck  y. 
Boty,  13  O.  G.  322;  Gayler  v. 
Wilder,  10  How.  477;  Hofiheims 
y.  Brandt,  3  Fish.  218 ;  Kelleher 
y.  Darlmg,  4  CM.  424,  14  0.  G. 
673,  3  Ban  &  Ard.  438 ;  Klein  y. 
Russell,  19  Wall.  493;  Rowe  y. 
Blanchard,  18  Wis.  441;  Stimp- 
son  y.  West  Chester  R.  R.  Co.,  4 
How,  380,  2  Robb  535. 

Whitney  y.  Howry^  2  Bond  45,  3 
Fish.  157,  4  Fish.  141,  207.  R.  m 
Mowry  V.  Whitney,  14  Wall.  620, 
1  0.  G.  492,  5  Fish.  496.  C.  in 
Brown  v.  Dere,  19  O.  G.  1217,  1 
Fed.  Rep.  487. 

Whitney  y.  Mowry,  3  Fish.  157.  C. 
in  Cook  V.  Ernest,  1  Woods  195,  2 
0.  G.  89,  5  Fish.  396. 

Whitney  y.  Mowry,  4  Fish.  207.  C. 
in  Letinbeuter  y.  Holthaas,  105  U. 

5.  94,  21  O.  G.  1783. 

Whitney  y.  Mowry,  4  Fish.  141.  C. 
in  Tremaine  y.  Hitchcock  (Tre- 
molo Patent),  23  Wall.  518,  7  O. 

6.  1055. 

Whlttemore  y.  Cutter,  1  Gall.  429, 

1  Robb  28.  C.  in  Brooks  v.  Bick- 
nell,  3  McLean  250,  2  Robb  1 18 ; 
Burrall  v.  Jewett,  2  Paige  134 ; 
Byam  v.  Bullard,  1  Curt.  100; 
Carter  v.  Bailey,  64  Me.  458; 
Crompton  y.  Belknap  Mills,  3  Fish. 
536;  Dyer  y.  Rich,  42  Mass.  180 ; 
Earle  v.  Page,  6  IS.  H.  477 ;  Evans 
V.  Eaton,  7  Wheat.  356,  1  Robb 
336 ;  Forbes  y.  Barstow  Stove  Co., 

2  ClilT.  379 ;  Grant  v.  Raymond, 
6  Pet.  218,  1  Robb  604 ;  Harts- 
horD  V.  Eagle  Shade  Roller  Co., 


18  Fed.  Rep.  90;  Hogg  v.  Emer- 
son, 6  How.  437,  2  Robb  655 ; 
Hogg  V.  Emerson,  11  How.  587 ; 
Loom  Co.  v.  Higgins,  105  U.  S, 
580,  21  0.  G.  2031;  Lowell  v. 
Lewis,  1  Mason  182, 1  Robb  131 ; 
Meyer  v.  Bailey,  8  O.  G.  437,  2 
Ban  &  Ard.  73  ;  Moore  v.  Marsh, 
7  Wall.  515  ;  Murray  v.  Wuterich, 
3  O.  G.  659 ;  Ogle  v.  Ege,  4  Wash. 
C.  C.  584,  1  Robb  516 ;  Potter  v. 
Holland,  4  Blatch.  206,  1  Fish. 
327  ;  Sawin  v.  Guild,  1  Gallis  485, 
1  Robb  47 ;  Sinj^er  v.  Walmsley,  1 
Fish.  558  ;  Smith  v.  Pearce,  2  Mc- 
Lean 176,  2  Robb  13;  Stem  v. 
Goddard,  1  McA.  82 ;  Thomas  v. 
Weeks,  2  Paine  92;  Wilson  v. 
Rosseau,  1  Blatch.  3;  Wilson  v. 
Simpson,  9  How.  109 ;  Wood- 
worth  V.  Cook,  2  Blatch.  151  ; 
Wyeth  V.  Stone,  1  Story  273,  2 
Bobb  23. 

Whlttemore  v.  Cotter,  1  Gallis  478, 
1  Robb  40.  C.  in  Burrall  v. 
Jewett,  2  Page  134;  Coming  v. 
Burden,  15  How.  252;  Dudley  v. 
May  hew,  13  N.  H.  311 ;  Evans  v, 
Eaton,  1  Pet.  C.  C.  322,  1  Robb 
68;  Evans  v.  Eaton,  3  Wheat. 
454,  1  Robb  243 ;  Funck  v.  Doty, 
13  O.  G.  322;  Geiger  v.  Cook,  3 
W.  &  S.  266;  Goodyear  v. 
Mathews,  1  Paine  300,  1'  Robb  50 ; 
Ex  parte  Harrison,  10  O.  G.  373  ; 
Hogg  V.  Emerson,  11  How.  587; 
Holliday  v.  Rheem,  18  Penn.  465  ; 
Hotchkiss  v.  Greenwood,  11  How. 
248, 2  Robb  730;  Hovey  v.  Stevens, 
1  W.  &  M.  290,  2  Robb  749 ;  Le 
Roy  V.  Tatham,  14  How.  156; 
Morris  v.  Huntingdon,  1  Paine 
348,  1  Robb  448;  Odiome  v. 
Winkley,  2  Gallis  51,  1  Robb  52; 
O'Reilly  v.  Morse,  15  How.  62 ; 
Pennock  v.  Dialogue,  4  Wash.  C. 
C.  538,  1  Robb  466;  Pennock  v. 
Dialogue,  2  Pet.  1,  1  Robb  542 ; 
Rice  V.  Gamhart,  34  Wis.  463; 
Shaw  V.  Cooper,  7  Pet.  292, 1  Robb 
643 ;  Smith  v.  Downing,  1  Fish. 
64;  Tillotson  v.  Ramsay,  51  Vt. 
309 ;  Whitney  v.  Emmett,  Bald. 
303,  1  Robb  567. 

Whittlesey  v.  Ames,  9  Biss.  225,  18 
O.  G.  357.  C.  in  Woven  Wire 
Mattress  Co.  v.  Simmons,  20  O. 
G.  955,  7  Fed.  Rep.  723. 
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Wlokfl  T.  Sterensy  2  Woods  310,  2 

Ban  &  Ard.  318.    C.  la  Funck  v. 

Doty,  13  O.  G.  322 ;  Manufactoring 

Co.  V.  Corbin,  103  U.  S.  786,  20 

O.  G.  297 ;  Russell  v.  Dodge,  93 

U.  S.  460, 11  O.  G.  161. 
Wllber  T.  Beecher,  2  Blatch.  132. 

C.  in    Case  v.    Brown,  2  Wall. 

320 ;  Hoffheims  v.  Brandt,  3  Fish. 

218;  Imhaeuserv.  Buerk,  101  U. 

S.  647,  17  O.  G.  795  ;  Stimpson  v. 

Woodman,  10  Wall.  117. 
Wilder  Y.  Adams,  2  W.  &  M.  329. 

C.    in  Bartlett  v.    Holbrook,    67 

Mass.  114;  Birdsall  v.  Pereffo,  5 

Blatch.  251 ;  Jones  v.  Bumham, 

67  Me.  93 ;  Kinsman  v.  Parkhurst, 

18  How.  289 ;   Saxton  v.  Dodge, 

67  Barb.  84;   White  v.  Lee,  14 

Fed.  Rep.  789. 
Wilder  y.  Gayler,  1  Blatch.  597. 

C.  in  Hubbell  v.  DeLand,  22  0.  G. 

1883;  Latta  v.   Shawk,   1  Bond 
•  259,  1  Fish.  465. 
Wilder  t.  McCormick,  2  Blatch.  31. 

C.  in  Peck  v.  ColUns,  70  N.  Y. 

376. 
Wilder  T.  Steams,  48  N.  Y.  656.  C. 

in  Marsh  y.  Dodge,  6  T.  &  C.  568, 

11  N.  Y.  Supr.  278. 
Williams  y.  Candee,  18  Blatch.  140, 

5  Ban  &  Ard.  418,  2  Fed.  Rep. 

683.    C.  in  Evory  v.   Candee,  5 

Ban  &  Ard.  435. 
Williams  y.  Empire  Trans.  Co.,  14 

0.  G.  423,  3  Ban  &  Ard.  533.    C. 

in  Hayden  y.  Androscoggin  Mills, 

1  Fed.  Rep.  93. 

Williams  y.  Hieks,  2  Yt.  36.  C.  in 
Bartlett  y.  Holbrook,  67  Mass.  114; 
Clough  y.  Patrick,  37  Vt.  421. 

Williums  y.  Leonard,  9  Blatch.  476, 
5  Fish.  381.  C.  in  Chapman  y. 
Ferry,  12  Fed.  Rep.  693. 

Williams  y.  Rome  W.  &  0.  B.  R., 
15  Blatch.  200,  17  0.  G.  1447,  3 
B.  &  A.  413.  C.  in  Hofiman 
y.  Young,  18  O.  G.  794;  Hoffman 
y.  Young,  2  Fed.  Rep.  74 ;  Stro- 
bridge  y.  Lindsay,  18  O.  G.  62,  2 
Fed.  Rep.  692 ;  Williams  y.  B.  & 
A.  R.  R.  Co.,  17  Blatch.  21,  16  O. 
G.  906,  4  Ban  &  Ard.  441. 

Wilson  y.  Bamnm,  1  Wall.  Jr.  347, 

2  Robb  749.  A.  m  Wilson  y.  Bar- 
num,  8  How.  253.  C.  in  Morse 
Co.  y.  Esterbrook  Co.,  3  Fish.  515: 
Peck  y.  Collins,  70  N.  Y.  376. 


Wilson  y.  Bamnm,  8  How.  253.  A. 
Wilson  y .  Bamum,  1  Wall.  Jr.  347, 
2  Robb  749. 

Wilson  y.  Coon,  18  Blatch.  532,  19 
0.  G.  482,  6  Fed.  Rep.  611.  C.in 
Dayis  y.  Brown,  20  O.  G.  1021,  9 
Fed.  Rep.  647 ;  Gold  &  Silyer  Tel. 
Co.  y.  Wiley,  17  Fed.  Rep.  234. 

Wilson  y.  Bosseau,  1  Blatch.  3.  A. 
in  Wilson  y.  Rosseau,  4  How.  646, 
2  Robb.  373.  C.  hi  Gibson  y .  Barn- 
ard, 1  Blatch.  388. 

Wilson  y«  Bossean,  4  How.  646,  2 
Robb  373.  A.  Wilson  y.  Rosseau, 
1  Black.  3.  C.  in  Adams  y.  Burke, 
1  Holmes  40,  1  O.  G.  282,  4  Fish. 
392;  Aiken  v.  Manchester  Print 
Works,  2  Cliff.  435  ;  Baldwin  y. 
Sibley,  1  Cliff.  150  ;  Blanchard's 
Factory  y.  Warner,  1  Blatch.  258 ; 
Bloomer  y.  McQuewan,  14  How. 
539  ;  Bloomer  y.  Millinger,  1  Wall. 
340;  BrickUl  y.  New  York,  18 
Blatch.  273,  18  O.  G.  463,  7  Fed. 
Rep.  479;  Brooks  y.  Fiske,  15 
How.  212;  Buss  y.  Putney,  38 
K.  H.  44 ;  Carew  y.  Boston  EUis- 
tic  Fabric  Co.,  1  Holmes  45  ;  Case 
y.  Redfield,  4  McLean  526,  2 
Robb  741 ;  Chaffee  y.  Boston  Belt- 
ing Co^  22  How.  217;  Chambers 
y.  Smith,  5  Fish.  12,  7  Phila.  575 ; 
Clum  y.  Brewer,  2  Curt.  506; 
Cousolidated  Fruit  Jar  Co.  y. 
Mason,  7  Daly  64 ;  Day  y.  Union 
Rubber  Co.,  3  Blatch.  488 ;  £un- 
son  y.  Dodge,  18  Wall.  414,  5  0. 
G.  95;  Fire  Extinguisher  Manuf. 
Co.  y.  Graham,  24  O.  G.  793, 
16  Fed.  Rep.  543  ;  Gay  y.  Cor- 
nell, 2  Blatch.  506  ;  Gear  y.  Gros- 
yenor,  1  Holmes  215,  3  O.  G. 
380,  6  Fish.  314;  Gibson  y. 
Barnard,  1  Blatch.  388;  Gibson 
y.  Betts,  1  Blatch.  163;  Gib- 
son y.  Cook,  2  Blatch.  144; 
Gibson  y.  Gifford,  1  Blatch.  529 ; 
Gibson  y.  Harris,  1  Blatch.  167 ; 
Gibson  y.  Van  Dresar,  1  Blatch. 
582 ;  Goodyear  y.  Beyerly  Rubber 
Co.,  1  Cliff.  348  ;  Goodyear  y. 
Cary,  4  Blatch.  271 ;  Hawley  y. 
Mitchell,  1  Holmes  42,  1  O.  G. 
306, 4  Fish.  388;  Hill  y.  Whitcomb, 
1  Holmes  317,  5  O.  G.  430,  1  Ban 
&  Ard.  34 ;  Hodge  y.  Railroad  Co., 
6  Blatch.  85,  3  Fish.  410 ;  Hogg  y. 
Emerson,  6  How.  437,  2  Robb  655; 
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Howe  y.  Wooldredge,  94  Mass.  18; 
Jenkins  v.  NlcholsoD  Co.,  1  Abb. 
(U.  S.)  567,  4  Fiflb.  201 ;  Kempton 
V.  Bray,  99  Mass.  350 ;  Livingston 
V.  Woodwortb,  15  How.  546 ;  Mc- 
Burney  y.  Goodyear,  65  Mass.  569; 
Mowry  v.  Railroad  Co.,  10  Blatch. 
89,  5  Fish.  587 ;  Paige  v.  Banks, 
13  Wall.  608 ;  Paper  Bag  Cases, 
105  U.  S.  766,  21  O.  G.  1276 ;  Peck 
V.  Collins,  70  N.  Y.  376 ;  Phelps 
y.  Comstock,  4  McLean  353 ;  Pier- 
pont  y.  Fowle,  2  W.  &  M.  23 ; 
Pnme  y.  Brandon  Manuf.  Co.,  16 
Blatch.  453,  4  Ban  &  Ard.  379 ; 
Railroad  Co.  v.  Trimble,  10  Wall. 

.  367;  Stevens  v.  Gladding,  17  How. 
447;  Van  Hook  v.  Pendleton,  1 
Blatch.  187;  Wetherill  v.  Zinc 
Co.,  2  0.  G.  471,  9  Phila.  385,  6 
Fish.  50;  Wilson  v.  Simpson,  9 
How.  109 ;  Wood  v.  Railroad  Co.,  2 
Biss,  62,  3  Fish.  464 ;  Woodworth 
V.  Cook,  2  Blatch.  151 ;  Wood- 
worth  V.  Curtis,  2  W.  &  M.  524,  2 
Robb  603 ;  Woodworth  v.  Hall,  1 
W.  &  M.  248,  2  Robb  495 :  Wood- 
worth  V.  Hall,  1  W.  &  M.  389,  2 
Bobb  517. 

Wiboa  v.  Sanford,  10  How.  99.  C. 
in  Albright  v.  Teas,  23  (X  G.  829  ; 
Blanchard  v.  Sprague,  1  Cliff.  288 ; 
Bloomer  v.  McQuewan,  14  How. 
539 ;  Consolidated  Fruit  Jar  Co.  v. 
Whitney,  2  Ban  &  Ard.  30 ;  Good- 
year y.  Union  Rubber  Co.,  4 
Blatch.  63;  Hartell  v.  Tilghman, 
99  U.  S.  547 ;  Littlefield  v.  Perry, 

21  Wall.  205,  7  O.  G.  964 ;  Magic 
Ruffle  Co.  V.  Elm  City  Co.,  13 
Blatch.  151,  8  O.  G.  773,  2  Ban  & 
Ard.  152;  Merserole  v.  Union 
Paper  Collar  Co.,  6  Blatch.  356, 
3  Fish.  483 ;  Pulte  v.  Derby,  5  Mc- 
Lean 328 ;  Sizer  v.  Many,  16  How. 
98 ;  Slemmer's  Appeal,  58  Penn. 
155;  Smith  v.  Standard  L.  M.  Co., 

22  0.  G.  587 ;  White  v.  Lee,  3 
Fed.  Rep.  222. 

WUson  y.  Sherman,  1  Blatch.  536. 
C.  in  Boomer  v.  Power  Co.,  13 
Blatch.  107,  2  Ban  &  Ard.  107  ; 
Groodyear  v.  Congress  Rubber 
Co.,  3  Blatch.  449 ;  Goodyear  v. 
Union  Rubber  Co.,  4  Blatch.  63 ; 
Hartell  y.  Tilghman,  99  U.  S. 
547 ;  Houghton  v.  Rowley,  9  Phila. 


Wilson  V.  Simpson,  9  How.  109.  C. 
in  Aiken  v.  Manchester  Print 
Works,  2  Cliff.  435;  American 
Cotton  Tie  Co.  v.  Simons,  22 
O.  G.  1976 ;  Day  v.  Union  Rubber 
Co.,  3  Blatch.  488  ;  Farrington  v. 
Commissioners,  4  Fish.  216  ;  Good- 
year V.  Beverly  Rubber  Co.,  1 
Cliff.  348 ;  Gottfried  v.  Conrad  S. 

B.  Co.,  8  Fed.  Rep.  322 ;  Railroad 
Co.  V.  Trimble,  10  Wall.  367; 
Wilson  V.  Sherman,  1  Blatch.  536. 

Wilson  y.  StoUey,  4  McLean  275. 

C.  in  Steam  Cutter  Co.  v.  Sheldon, 
10  Blatch.  1,  5  Fish.  477. 

Wilson  y.  Turner,  Taney  278,  7  Law 
Rep.  527.  A.  in  Wilson  v.  Turner, 
4  How.  712,  2  Robb  467.  C.  in 
Day  V.  Union  Rubber  Co.,  3  Blatch. 
488;  Wetherill  v.  Zinc  Co.,  2 
O.  G.  471,  9  Phila.  385,  6  Fish. 
50;  Wilson  v.  Rosseau,  1  Blatch. 
3;  Wilson  v.  Rosseau,  4  How. 
646,  2  Robb  373. 

Wilson  v.  Turner,  4  How.  712,  2 
Robb  467.  A.  Wilson  v.  Turner, 
Taney  278,  7  Law  Rep.  527.  C.  in 
Day  V.Union  Rubber  Co.,  3  Blatch. 
488. 

Wilson  Packinsr  Co.  v.  Clapp,  8  Biss. 
545.  C.  in  Wilson  Packing  Co.  v. 
Chicago  P.  &  P.  Co.,  21  O.  G.411, 
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PATENT  LA¥S  AND  DECISIONS. 


CONSTITUTION. 

Abt.  I,  Sec.  8. 

The  Congress  shall  have  power  *  *  *  to  promote 
the  progress  of  science  and  useful  arts,  by  securing  for 
limited  times  to  authors  and  inventors  the  exclusive  right 
to  their  respective  writings  and  discoveries. 

The  word  '*  secure  "  does  not  mean  the  protection  of  an  acknowledged 
legal  right.    Wheaton  o.  Peters,  8  Pet.  591. 

No  State  can  in  any  form  interfere  with  the  right  of  private  persons 
mider  the  copyright  laws  of  the  United  States.  Little  v,  Gould,  2  Blatch. 
165,  362. 

The  Constitution  does  not  authorize  the  protection  of  a  dramatic  com- 
position which  is  grossly  indecent  and  calculated  to  corrupt  the  morals  of 
the  people.    Martinetti  o.  Maguire,  1  Deady  216  ;  s.  o.  1  Abb.  C.  C.  356. 

In  the  exercise  of  this  power  Congress  is  limited  to  authors  and  inven- 
tors  only.  This  clause,  therefore,  never  can  admit  of  so  extensive  a 
construction  as  to  prohibit  the  respective  States  from  exercising  the  power 
of  securing  to  persons  introducing  useful  inventions,  without  being  the 
authors  or  inventors,  the  exclusive  benefit  of  such  inventions  foralinuted 
time.    Livingston  r.  Van  Ingen,  9  Johns.  507. 

The  power  is  general  to  grant  to  inventors,  and  it  rests  in  the  sound 
discretion  of  Congress  to  say  when  and  for  what  length  of  time,  and 
under  what  circumstances,  the  patent  for  an  invention  shall  be  granted. 
There  is  no  restriction  which  limits  the  power  of  Congress  to  cases  where 
tibe  invention  has  not  been  known  or  used  by  the  public.  All  that  is 
required  is  that  the  patentee  shall  be  the  inventor.  An  act  which  gives 
a  patent  for  an  invention  which  was  in  public  use  and  enjoyed  by  the 
community  at  the  time  of  its  passage,  is  not  for  that  reason  unconstitu- 
tional. Blanchard  v.  Sprague,  2  Story  164;  s.  o.  3  Sum.  535;  s.  c.  1 
Bobb  734,  742 ;  Evans  v.  Jordan,  1  Brock  248 ;  s.  c.  9  Cranch  199 ;  s. 
c.  1  Bobb  20,  57 ;  Jordan  v.  Dobson,  4  Fish.  232  ;  s.  c.  7  Phila.  533 ;  s. 
c.  2  Abb.  U.  S.  398. 
1 


2  CONSTITUTION.  [Art.  1 

The  power  tbas  granted  is  domestic  in  its  character,  and  necessarily 
confined  within  the  limits  of  the  United  States.  Brown  v.  Duchesne,  19 
How.  183 ;  s.  0.  2  Curt.  371. 

This  constitutional  power  might  have  been  fully  exercised  by  Congress 
in  making  special  grants  of  patents.  Congress  might  have  spent  much 
time  by  such  a  course,  and  may  not  be  the  most  competent  body  to  inves- 
tigate the  fiEicts  and  do  equal  justice  to  inventors,  but  this  would  be  a  ques- 
tion of  expediency  and  not  of  constitutional  power.    Bloomer  o.  StoUey, 

5  McLean  158. 

The  machinery  through  which  the  right  to  a  patent  is  ordinarily  applied 
for  and  obtained  may  be  dispensed  with,  and  the  title  may  be  conferred 
by  a  legislative  grant,  and  this  may  be  done  in  regard  to  the  extension*^  of 
an  exclusive  right  the  same  as  in  originally  granting  it.  No  constitutional 
restriction  appears  to  exist  against  the  exercise  of  this  power  by  Congress. 
Bloomer  v.  StoUey,  5  McLean  158. 

Congress  has  the  power  to  confer  a  new  and  extended  term  upon  the 
patentee,  even  after  the  expiration  of  the  first.  Jordan  o.  Dobson,  4Fish. 
232 ;  8.  c.  7  Phila.  533 ;  s.  c.  2  Abb.  U.  S.  398  ;  Blanchard  v.  Haynes, 

6  West.  L.  J.  82 ;  Blanchard^s  Factory  v.  Warner,  1  Blatch.  258  ;  Evans 
V.  Robinson,  1  Car.  L.  Bep.  209. 

The  power  of  Congress  to  secure  the  rights  and  privileges  of  assignees 
upon  extending  a  patent  is  incidental  to  the  general  power  conferred  by 
the  Constitution  on  Congress  to  promote  the  progress  of  the  useful  arts 
by  securing  to  inventors  for  limited  times  the  exclusive  right  to  their  dis- 
coveries. The  assignees  of  the  original  patentee  are  frequently  most 
instrumental  in  putting  the  invention  into  general  use  and  bringing  it 
successfully  before  the  public  by  the  expenditure  of  their  time  and  money. 
More  than  half  probably,  of  the  useful  patented  inventions  have  been 
thus  brought  into  general  public  use,  the  successful  results  operating 
directly  or  indirectly  for  the  benefit  and  interest  of  the  patentees.  Al- 
though this  would  not  authorize  the  renewal  of  a  grant  to  assignees,  as 
no  such  power  exists  in  the  Constitution,  still  in  exercising  the  x>ower  in 
favor  of  the  inventor  it  would  be  going  too  far  to  say  that  Congress  has 
no  right  to  regard  incidentally  the  interests  of  meritorious  assignees. 
Blanchard's  Factory  v.  Warner,  1  Blatch*  258. 

It  is  not  the  province  of  the  judiciary  to  inquire  into  the  reasons  which 
induced  the  passage  of  the  law,  with  the  view  of  testing  its  validity.  If 
constitutional,  it  must  be  enforced  without  regard  to  the  policy  or  justice 
which  dictated  it.  No  inquiry  as  to  the  expenses  and  labor  need  be  made 
when  a  patent  is  extended  by  a  special  act  of  Congress.  Bloomer  r. 
Stolley,  5  McLean  158. 

It  does  not  follow  from  this  power  that  Congress  may,  from  time  to 
time,  as  they  think  proper,  authorize  an  inventor  to  recall  rights  which  he 
has  granted  to  others,  or  reinvest  in  him  rights  of  property  which  he  has 
before  conveyed  for  a  fair  and  valuable  consideration.  Bloomer  v. 
McQuewen,  14  How.  539. 

Though  changes  in  the  patent  laws  may  be  retrospective  in  their  opera- 
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tion,  that  is  not  a  sonnd  objectioa  to  their  validity.  The  power  of  Con- 
gress to  legislate  upon  the  subject  of  patents  is  plenary,  by  the  terms  of 
the  Constitution,  and  as  there  are  no  restraints  on  its  exercise  there  can 
be  no  limitation  of  their  right  to  modify  them  at  their  pleasure,  so  that 
they  do  not  take  away  the  rights  of  property  in  existing  patents.  M^Clurg 
V.  Eingsland,  1  How.  202 ;  s.  c.  2  Bobb  105 . 

The  Constitution  confers  upon  Congress  the  power  of  ^^  securing  "  to 
inyentors  the  exclusive  right  to  ^^theur  discoveries."  Congress  is  not 
empowered  to  grant  to  inventors  a  favor,  but  to  secure  to  them  a  right ; 
and  the  *^  term  to  secure  a  right "  by  no  possible  implication  carries  with 
it  the  opposite  power  of  destroying  the  right  in  whole  or  in  part  by  ap- 
propriating it  to  the  purposes  of  government  without  complying  with 
that  other  condition  of  the  Constitution,  the  making  of  ^*just  compensa- 
tion."   M'Keevcrc.  U.  S.,  14  Ct.  CI.  396. 

The  property  in  inventions  exists  by  virtue  of  the  laws  of  Congress, 
and  no  State  has  a  right  to  interfere  with  its  enjoyment,  or  to  annex 
conditions  to  the  gi'ant.  If  the  patentee  complies  with  the  laws  of  Con- 
gress on  the  subject,  he  has  the  right  to  go  into  the  open  market  anywhere 
within  the  United  States  and  sell  his  property.  An  act  of  a  State  legis- 
lature that  attempts  to  direct  the  manner  in  which  patent  rights  shall  be 
sold  in  the  State  is  void.  Ex  parte  Robinson,  4  Fish.  18G  ;  s.  c.  2  Biss. 
309;  8.  c.  3  A.  L.  T.  (U.  S.)  112;  Hollida  v.  Hunt,  70  111.  109;  Helm 
r.  First  National  Bank,  43  Ind.  167 ;  Crittenden  v.  White,  9  C.  L.  N.  110. 

If  a  corporation  is  the  owner  of  a  patent,  and  its  transactions  in  another 
State  are  connected  with  the  sale,  use  or  manufacture  of  the  invention 
described  in  the  patent,  it  is  not  subject  to  the  provisions  of  the  State  laws 
relating  to  foreign  corporations.  Grover  &  Baker  S.  M.  Co.  v,  Butler,  53 
Ind.  454 ;  Shook  v.  Singer  Manuf.  Co.,  61  Ind.  520. 

No  State  can  require  that  the  consideration  of  a  note  given  for  a  patent 
shall  be  expressed  on  the  face  thereof,  and  make  such  a  note  subject  in  the 
hands  of  third  parties  to  all  defenses  which  could  have  been  made  against 
the  payee.  Hollida  v.  Hunt,  70  111.  109  ;  Cranson  o.  Smith,  37  Mich.  309  ; 
State  V,  Lockwood,  43  Wis.  403  ;  Bowen  v.  Kemerer,  2  Pearson  250. 

An  inventor  is  protected  only  in  the  incorporeal  right  to  his  invention 
or  discovery  against  State  legislation.  This  right  must  be  enjoyed  in 
subordination  to  the  general  authority  of  the  State  over  all  property  with- 
in its  limits.  Webber  v.  Virginia,  103  U.  S.  344 ;  s.  c.  33  Gratt.  898 ; 
Patterson  v.  Kentucky,  97  U.  S.  501 ;  s.  c.  11  Bush.  311. 

A  State  cannot  impose  a  license  tax  upon  the  sale  of  a  patent.  State  r. 
Butler,  3  Lea  222. 

Although  an  inventor  has  obtained  a  patent,  yet  he  cannot  sell  articles 
made  according  to  the  patent  in  a  State  without  complying  with  the  tax 
and  license  laws  of  the  State,  if  those  laws  do  not  make  any  discrimina- 
tions between  those  articles  and  articles  on  the  manufacture  of  which 
there  is  no  patent.    Webber  v.  Virginia,  103  U.  S.  344 ;  s.  c.  33  Gratt.  898. 

A  State  may  require  a  patentee  to  take  out  a  license,  although  he  only 
sells  articles  made  according  to  his  patent.  People  v,  Russell,  49  Mich« 
617. 
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A  State  law  regulating  the  dale  of  an  article  manufactured  in  pursuance 
of  a  patented  invention,  because  it  is  dangerous,  is  valid,  for  there  is  a 
manifest  distinction  between  the  right  of  property  in  the  patent  and  the 
right  to  sell  the  property  resulting  from  the  invention  or  patent.  Patter- 
son V.  Kentucky,  97  U.  S.  501 ;  s.  c.  11  Bush  311. 

The  end  of  the  statute  is  to  encourage  useful  inventions,  and  to  hold 
forth  the  exclusive  use  of  his  invention  for  a  limited  period  as  an  induce- 
ment to  the  inventor.  The  sole  operation  of  the  statute  is  to  enable  him 
to  prevent  others  from  using  the  products  of  his  labor  except  with  his 
consent.  But  his  own  right  of  using  it  is  not  enlarged  or  affected.  There 
remains  in  him,  as  in  every  other  citizen,  the  power  to  manage  his  prop- 
erty or  give  direction  to  his  labor  at  his  pleasure,  subject  only  to  the  par- 
amount claims  of  society,  which  require  that  his  enjoyment  may  be  modi- 
fied by  the  exigencies  of  the  community  to  which  he  belongs,  and  regu- 
lated by  laws  which  render  it  subservient  to  the  general  welfare,  if  held 
subject  to  State  control.  An  attempt  by  the  legislature  in  good  faith  to 
regulate  the  conduct  of  a  portion  of  its  citizens  in  a  matter  strictly  per^ 
taining  to  its  internal  economy  is  a  legitimate  exercise  of  power,  although 
the  law  may  sometimes  indirectly  affect  the  enjoyment  of  rights  flowing 
from  the  Federal  Government.  A  patent  for  a  medicine  does  not  confer 
upon  the  patentee  the  right  to  prescribe  it  for  the  sick  without  complying 
with  the  State  laws  for  licensing  physicians.  Jordan  v,  Dayton,  4  Ohio 
294 ;  Thompson  v,  Staats,  15  Wend.  395. 

A  party  who  has  a  patent  for  a  plan  of  constructing  and  drawhig  lot- 
teries has  no  right  to  establish  a  lottery  in  a  State  whose  laws  prohibit 
lotteries,  because  they  are  pernicious  and  destructive  to  frugsdity  and 
industry,  and  introductive  of  idleness  and  immorality,  and  against  the 
common  good  and  wel&re.    Yannini  v,  Paine,  1  Harring.  65. 

Congress  has  no  power  to  grant  a  copyright  to  any  other  person  but  an 
author  or  inventor  or  a  person  representing  an  author  or  inventor.  Yueng- 
ling  V.  Schile,  12  Fed.  Rep.  97. 

Congress  has  no  power  under  this  clause  to  authorize  the  registration  of 
trade  marks.  U.  S.  v.  Steffens,  100  U.  S.  82 ;  Leidersdorf  v.  Flint,  8  Biss. 
327. 

The  only  writings  that  can  be  protected  are  those  which  require  origi- 
nality. While  the  word  "  writings  "  may  be  liberally  construed  to  include 
original  designs  for  engravings,  prints,  &c.,  it  is  only  such  as  are  original 
and  are  founded  in  the  creative  powers  of  the  mind  ;  the  writings  which  are 
to  be  protected  are  the  fruits  of  intellectual  labor,  embodied  in  the 
form  of  books,  prints,  engravings  and  the  like.  U.  S.  v.  Steffens,  100  U. 
S.  82. 


PEOVISIONS 

FROM  THE  UNITED  STATES  REVISED  STATUTES 


TITLE  rV. 

Sec.  178.  In  case  of  the  death,  resignation^  absence,  or 
sickness  of  the  chief  of  any  bureau,  or  of  any  officer 
thereof,  whose  appointment  is  not  vested  in  the  head  of 
the  department,  the  assistant  or  deputy  of  such  chief  or  of 
such  officer,  or  if  there  be  none,  then  the  chief  clerk  of 
such  bureau  shall,  unless  otherwise  directed  by  the  Pres- 
ident, as  provided  by  section  one  hundred  and  seventy- 
nine,  perform  the  duties  of  such  chief  or  of  such  officer 
until  a  successor  is  appointed  or  such  absence  or  sickness 
shall  cease. 

SUUuU  Bev%9ed—Julj  23,  186S,  ch.  227,  §  2, 15  Stat.  16S. 
Prior  Stahtle—Zvlj  4,  1836,  ch.  357,  S  2,  5  Stat.  11& 

The  actual  mcumbent  of  a  public  office  is  presumed  to  be  in  the  lawful 
possession  of  it,  and  no  afflmiative  proof  of  his  Utle  is  required  to  support 
his  official  acts  ;  therefore  the  contingency  upon  which  the  assistant  com- 
nussioner  is  authorized  to  assume  the  duties  of  commissioner  is  primarily 
to  be  taken  to  exist  from  his  actual  discharge  of  these  duties.  The  burden 
of  showing  the  non-existence  of  the  prescribed  contingency  is  upon  the 
party  who  denies  the  validity  of  the  ostensible  officer's  acts.  Dorsey  Co. 
0.  Marsh,  6  Fish.  3S7  ;  8.  c.  9  Phila.  395 ;  Smith  v.  Mercer,  5  Penn.  L.  J. 
529 ;  8.  c.  4  West.  L.  J.  49. 

Sec.  179.  In  any  of  the  cases  mentioned  in  the  two 
preceding  sections,  except  the  death,  resignation,  absence 
or  sickness  of  the  Attorney  General,  the  President  may, 
in  his  discretion,  authorize  and  direct  the  head  of  any 
other  department  or  any  other  officer  in  either  department 
whose  appointment  is  vested  in  the  President  by  and  with 
the  advice  and  consent  of  the  Senate,  to  perform  the 
duties  of  the  vacant  office  imtil  a  successor  is  appointed 
or  the  sickness  or  absence  of  the  incumbent  shall  cease. 

StaitUe  2Uv%Mdr-Jjme  22, 1870,  ch.  150,  $  2, 16  Stat.  162. 
Ptior  iSSta/fi^e— July  23,  1868,  eh.  227,  §  8,  15  SUt.  168. 


TITLE  XI. 

CHAPTER    ONE. 

Sec.  440.  There  shall  also  be  in  the  department  of  the 
interior,  *  *  *  *  <:  « 

In  the  patent  office  : 

One  chief-  clerk,  at  a  salary  of  two  thousand  five  hun- 
dred dollar^  a  year. 

One  examiner  in  charge  of  interferences,  at  a  salary  of 
two  thousand  five  hundred  dollars  a  year. 

One  examiner  in  charge  of  trade-marks,  at  a  salary  of 
two  thousand  five  hundred  dollars  a  year. 

Twenty- four  principal  examiners,  one  of  whom  shall  be 
librarian,*  at  a  salary  of  two  thousand  five  hundred  dol- 
lars a  year  each. 

Twenty-four  first  assistant  examiners,  at  a  salary  of  one 
thousand  eight  hundred  dollars  a  year  each. 

Twenty-four  second  assistant  examiners  (two  of  whom 
may  be  women)  at  a  salary  of  one  thousand  six  hundred 
dollars  a  year  each. 

Twenty-four  third  assistant  examiners,  at  a  salary  of 
one  thousand  four  hundred  dollars  a  year  each.f 

One  librarian,  at  a  salary  of  two  thousand  dollars  a 
year. 

One  machinist,  at  a  salary  of  one  thousand  six  hundred 
dollars  a  year. 

Three  skilled  draughtsmen,  at  a  salary  of  one  thousand 
two  hundred  dollars  a  year  each. 

*  So  amended  by  act  of  March  8,  1875,  ch.  129, 18  Stat.  865. 

1 67  the  act  of  Maroh  8, 1875,  ch.  120, 18  Stat.  865,  the  grade  of  third  assist- 
ant examiner  in  the  patent  office  was  abolished,  but  an  appropriation  is  made  for 
that  class  of  officers  in  the  act  of  March  8,  1888,  22  Stat.  557. 
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Thirty-five  copyists  of  drawings,  at  a  salary  of  one 
thousand  dollars  a  year  each. 

One  messenger  and  purchasing  clerk,  at  a  salary  of  one 
thousand  dollars  a  year. 

One  skilled  laborer,  at  a  salary  of  one  thousand  two 
hundred  dollars  a  year. 

Eight  attendants  in  the  model-room,  at  a  salary  of  one 
thousand  dollars  a  year  each. 

Eight  attendants  in  the  model-room,  at  a  salary  of  nine 
hundred  dollars  a  year  each. 

Staiute  Revised^^ulj  8, 1870,  ch.  380,  §§  2,  8, 16  SUt.  198/ 
Prior  Statute^-Jvdj  4, 1886,  ch.  857,  §  2,  6  Stat.  118.— March  3, 1887,  ch. 
45,  §  10,  5  Stat.  194.— May  27,  1848,  ch.  47,  §§  1,  8,  9  Stat.  231,  232.— March 
3, 1858,  ch.  97,  §  3, 10  Stat  209.— April  22,  1854,  ch.  52,  §1,  10  Stat.  276. 
— Aagust  18,  1856,  ch.  129,  §§  9, 10, 11  Stat.  91.— March  2,  1861,  ch.  88,  §§  4, 
7, 12  Stat.  247.— March  8,  1863,  ch.  102,  §  2,  12  Stat.  796.— March  29, 1867,  ch. 
17,  §  1, 15  Stat.  10. 

Note. — ^The  changes  m  the  employees  in  the  patent  office  will  be  found  in  the 
appropriation  act  of  March  3, 1883,  22  Stat.  557. 


CHAPTER  TWO. 

Sec.  441.  The  Secretary  of  the  Interior  is  charged  with 
the  supervising  of  public  business  relating  to  the  following 
subjects : 

Fifth.     Patents  for  inventions. 

Skftuie  Sevwedr-^uij  8, 1870,  ch.  230,  §  1, 16  Stat.  198. 
Prior  StatuU—mach  8,  1849,  ch.  108,  $  2, 9  Stat.  895. 

An  application  for  a  mandamus  to  compel  the  issue  of  a  patent  must  be 
against  the  Secretary  of  the  Interior  and  not  against  the  Commissioner  of 
Intents.    U.  S.  V.  Marble,  22  O.  G.  1365. 

Appeal. 

The  decisions  of  the  Commissioner  of  Patents  while  acting  in  a  Judicial 
capacity  are  not  subject  to  review  by  the  Secretary  of  the  Interior.  Edison 
9.  Edison,  9  O.  G.  403 ;  Workman  v.  McNaught,  16  O.  G.  216. 

If  the  Commissioner  declines  to  issue  a  patent  because  there  is  no 
novelty  in  the  claim,  no  appeal  lies  to  the  Secretary  of  the  Interior. 
Fnmklin  B.  Hunt,  13  O.  G.  771. 


8  PATENT  LAWS  AND  DECISIONS.  [§441 

The  Secretary  of  the  Interior  cannot  review  a  decision  of  the  Conunis- 
sioner  excluding  the  deposition  of  a  witness.  Workman  v.  McK aught, 
16  O.  G.  216. 

The  power  to  supervise  includes  the  power  to  direct  and  is  applicable  to 
executive  duties.    Edison  v.  Edison,  9  O.  G.  403. 

If  the  Commissioner  neglects  or  refuses  to  perform  any  duty  required 
by  law  to  be  performed  by  him,  or  performs  a  mhiisterial  or  administra- 
tive duty  improperly,  the  Secretary  of  the  Interior,  by  virtue  of  his  super- 
visory power,  may  direct  him  in  its  performance.  James  Sargent,  12  0. 
G.  475. 


§476] 


PATENT  LAWS  AND  DECISIONS. 


CHAPTER  SIX. 


THE  PATENT  OFFICE. 


476.  Establishnient  of    the   patent 
office. 

476.  Officers  and  employees. 

477.  Salaries. 

478.  SeaL 

479.  Bonds  of  Commissioner  and  chief 

cleik. 

480.  Restrictions  upon  officers  and 

employees. 

481.  Daties  of  commissioner. 

482.  Daties  of  examiners-in-Hshief. 

483.  Establisbment  of  regulations. 

484.  Arrangement  and  exhibition  of 

models,  &c. 

485.  DK^K)8al  of  models  on  rejected 

applicatkms. 

486.  Library. 

487.  ^tent  agents  may  be  zefosed 

recognition. 

488.  Printing  of  papers  filed. 


Beo. 

489.  Printing  copies  of  claims,  laws, 

decisions,  &c. 

490.  Printing  specifications  and  draw- 

ings. 

491.  Additional    specifications    and 

drawings. 

493.  Lithographing  and  engraving. 
492a.  Copies    of  specifications  and 

drawings  for  executive  depart- 
ment. 

493b.  Preparation  of  classified  abridg- 
ments. 

493c.  Sale  of  classified  abridgments. 

498.  Price  of  copies  of  specifications 
and  drawings. 

494.  Annual  report  of  the  commis^ 

sioner. 

495.  Custody  of  collections  of  explor- 

ing expeditions. 

496.  Disbursements  for  patent  office. 


Sec.  476.  There  shall  be  in  the  department  of  the 
mterior  an  office  known  as  the  patent  office,  where  all 
records,  books,  models,  drawings,  specifications  and  other 
papers  and  things  pertaining  to  patents  shall  be  safely 
kept  and  preserved. 

StaluU  Revised— JvHj  8, 1870,  ch.  380,  §  1, 16  Stat.  198. 
Prior  Statuie--Jxaj  4, 1886,  ch.  857,  §  1,  6  Stat.  117. 

Sec.  476.  There  shall  be  in  the  patent  office  a  commis- 
sioner of  patents,  one  assistant  commissioner  and  three 
examiners-in-chief,  who  shall  be  appointed  by  the  Presi- 
dent by  and  with  the  advice  and  consent  of  the  Senate. 
All  other  officers,  clerks  and  employees  authorized  by  law 
for  the  office  shall  be  appointed  by  the  Secretary  of  the 
Interior,  upon  the  nomination  of  the  commissioner  of 
patent]^. 

StaluU  Beviaed^^niy  8, 1870,  ch.  380,  §  3, 16  Stat.  198. 
IVior  iSto/fi/M-July  4,  1886,  ch.  867,  §  1,  6  Stat.  117.— March  3,  1861,  ch. 
88,  §  3, 13  Stat  346.~March  3, 1869,  ch.  131,  {  1, 15  Stat.  394. 


10  PATENT  LAWS  AND  DECISIONS.  [§477 

Sec.  477.  The  salaries  of  the  officers  mentioned  in  the 
preceding  section  shall  be  as  follows : 

The  commissioner  of  patents,  four  thousand  five  hun- 
dred dollars  a  year. 

The  assistant  commissioner  of  patents,  three  thousand 
dollars  a  year. 

Three  examiners-in-chief,  three  thousand  dollars  a  year 
each. 

statute  Revisedr^uiy  8, 1870,  ch.  230,  §  4, 16  Stat.  199. 
Prior  StatuteaSvlj  4,  1836,  oh.  857,  i  1,  6  Stat.  117.— March  3, 1837,  ch.  45, 
§  10,  5  Stat.  194.— March  2, 1861,  ch.  88,  §§  2,  4, 12  Stat.  246. 

Sec  478.  The  seal  heretofore  provided  for  the  patent 
office  shall  be  the  seal  of  the  office,  with  which  letters 
patent  and  papers  issued  from  the  office  shall  be  authenti- 
cated. 

StatuU  Bevi9ed^-^M\y  8, 1870,  ch.  280,  §  12, 16  Stat.  200. 
iVtor  Stadute—Svlj  4,  1836,  ch.  357,  §  4,  5  Stat.  118. 

Sec.  479.  The  commissioner  of  patents  and  the  chief 
clerk,  before  entering  upon  their  duties,  shall  severally 
give  bond,  with  sureties,  to  the  Treasurer  of  the  United 
States,  the  former  in  the  sum  of  ten  thousand  dollars,  and 
the  latter  in  the  sum  of  five  thousand  dollars,  conditioned 
for  the  faithful  discharge  of  their  respective  duties,  and 
that  they  shall  render  to  the  proper  officers  of  the  treasury 
a  true  account  of  all  money  received  by  virtue  of  their 
offices. 

Stcdute  Beviaed-^ulj  8, 1870,  oh.  230,  §  6, 16  Stat.  199. 
Prior  StcUui&^uij  4, 1836,  ch.  357,  §  3,  5  Stat.  118. 

Sec.  480.  All  officers  and  employees  of  the  patent  office 
shall  be  incapable,  during  the  period  for  which  they  hold 
their  appointments,  to  acquire  or  take,  directly  or  indi- 
rectly, except  by  inheritance  or  Bequest,  any  right  or 
interest  in  any  patent  issued  by  the  office.  ^ 

statute  Rf.inaed^^xjlj  8, 1870,  ch.  230,  §  16,  16  Stat.  200. 
PHor  Statuie-^vHj  4, 1836,  ch.  357,  §  2,  5  Stat.  118. 
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Patents  to  Officers  and  Employees. 

If  a  person  makes  an  invention  before  he  becomes  an  employee  he  does 
not  thereby  forfeit  or  dedicate  the  invention  to  the  public.  He  is  simply 
pi-evented  from  taking  a  patent  while  he  remains  an  employee ;  but  as  soon 
as  his  employment  ceases  he  is  in  the  some  position,  so  far  as  any  effect 
of  the  mere  fact  of  his  having  been  in  such  employment  is  concerned,  as 
if  he  had  never  been  in  such  employment.  Page  v.  Holmes  B.  S.  Tel. 
Co.,  17  O.  G.  737 ;  s.  c.  17  Blatch.  484 ;  5  Ban  &  Ard  165 ;  1  Fed.  Rep.  304. 

A  commissioner  after  his  conmiission  ceases  may  take  out  a  patent  for 
an  invention  made  by  him  while  he  was  in  office,  and  in  a  controversy 
with  others  the  invention  may  be  referred  to  the  true  date.  Foote  v. 
Frost,  14  O.  G.  860 ;  s.  c.  3  Ban  &  Ard  607. 

Sec.  481.  The  commissioner  of  patents,  under  the  di- 
rection of  the  Secretary  of  the  Interior,  shall  superintend 
or  perform  all  duties  respecting  the  granting  and  issuing  of 
patents  directed  hy  law ;  and  he  shall  have  charge  of  all 
books,  records,  papers,  models,  machines  and  other  things 
belonging  to  the  patent  office. 

Statute  Reviaed-^idj  8, 1870,  eh.  280,  §  7,  16  Stat.  109. 
Prior  Siatute^-^vlY  4, 1836,  eh.  867,  §  1,  5  Stat.  117. 

Sec.  482.  The  examiners-in-chief  shall  be  persons  of 
competent  legal  knowledge  and  scientific  ability,  whose 
duty  it  shall  be,  on  the  written  petition  of  the  appellant, 
to  revise  and  determine  upon  the  validity  of  the  adverse 
decisions  of  examiners  upon  applications  for  patents  and 
for  reissues  of  patents,  and  in  interference  cases;  and 
when  required  by  the  commissioner  they  shall  hear  and 
report  upon  claims  for  extensions,  and  perform  such  other 
like  duties  as  he  may  assign  them. 

statute  Revised— Jxdy  8, 1870,  ch,  280,  §  10, 16  Stat.  199. 
Prior  StcUute^Maich  2, 1861,  ch.  88,  §  2, 12  Stat.  246. 

]>eclsloiiB« 

The  decision  of  the  examiners-in-chief  must  be  limited  to  the  questions 
presented  to  them  by  the  appeal  of  the  party  who  considers  himself 
aggrieved.   Brown  r.  La  Dow,  18  O.  G.  1049. 

Sec  483.  The  commissioner  of  patents,  subject  to  the 
approval  of  the  Secretary  of  the  Interior,  may  from  time 
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to  time  establish  regulations^  not  inconsistent  with  law, 
for  the  conduct  of  proceedings  in  the  patent  office. 

statute  Revised-^ulj  8, 1870,  oh.  280,  §  19,  16  Stat.  200. 

Rules. 

If  a  rule  established  by  the  patent  office  is  within  the  powers  of  the 
oflSce  it  is  just  as  authoritative  as  on  act  of  Congress  itself.  U.  S.  r. 
Marble,  22  O.  G.  1365. 

If  the  rules  do  not  permit  the  use  of  affidavits  in  a  particular  case  the 
commissioner  may  pass  a  special  order  allowing  them.  Bodgers,  16 
0.  G.  1233. 

Sec.  484.  The  commissioner  of  patents  shall  cause  to 
be  classified  and  arranged  in  suitable  cases,  in  the  rooms 
and  galleries  provided  for  that  purpose,  the  models,  speci- 
mens of  composition,  fabrics,  manufactures,  works  of  art 
and  designs,  which  have  been  or  shall  be  deposited  in  the 
patent  office  ;  and  the  rooms  and  galleries  shall  be  kept 
open  during  suitable  hours  for  public  inspection. 

StcOute  Reviaedr-Jxaj  8, 1870,  ch.  280,  §  18, 16  Stat.  200. 
Prior  StatuieSu[j  4, 1886,  ch.  867,  §  17,  5  Stat.  125. 

Sec.  486.  The  commissioner  of  patents  may  restore  to 
the  respective  applicants  such  of  the  models  belonging  to 
rejected  applications  as  he  shall  not  think  necessary  to  be 
preserved,  or  he  may  sell  or  otherwise  dispose  of  them 
after  the  application  has  been  finally  rejected  for  one  year, 
paying  the  proceeds  into  the  treasury,  as  other  patent 
moneys  are  directed  to  be  paid. 

StatuU  Remsed-^Jnlj  8, 1870,  oh.  230,  §  14, 16  Stat  200. 
Ftior  Statuie-'Waeh  2, 1861,  ch.  88,  §  5, 12  Stat.  247. 

Sec.  486.  There  shall  be  purchased  for  the  use  of  the 
patent  office  a  library  of  such  scientific  works  and  period- 
icals, both  foreign  and  American,  as  may  aid  the  officers 
in  the  discharge  of  their  duties,  not  exceeding  the  amount 
annually  appropriated  for  that  purpose. 

statute  Revieed—Jvlj  8, 1870,  ch.  230,  §  15, 16  Stai  200. 
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Sec.  487.  For  gross  misconduct  the  commissioner  of 
patents  may  refuse  to  recognize  any  person  as  a  patent 
agent,  either  generally  or  in  any  particular  case ;  but  the 
reasons  for  such  refusal  shall  be  duly  recorded,  and  be 
subject  to  the  approval  of  the  Secretary  of  the  Interior. 

Statute  Revi9ed^-^vL\j  8, 1870,  ch.  280,  §  17, 16  Stat.  200. 

Patent  Afcents. 

The  death  of  the  inventor  revokes  the  x>ower  of  attorney  given  to  an 
agent.  Es^leton  Mannf.  Co.  v.  W.  B.  &  C.  Manuf.  Co.,  17  O.  G.  1504 ; 
s.  c.  18  Blatch.  218  ;  s.  c.  5  Ban  &  Ard  475  ;  s.  c.  2  Fed.  Rep.  774. 

A  patent  agent  does  not  sustain  the  same  relfition  to  the  patent  office 
as  an  attorney  sustains  to  a  court.  An  attorney  is  a  permanent  officer  of 
the  court,  retained  hy  parties  in  particular  cases ;  but  a  patent  agent  is 
not  an  officer  of  the  patent  office.  He  is  connected  with  the  patent  office 
only  by  means  of  the  particular  cases  in  which  he  is  employed.  Hoosier 
Drill  Co.  r.  Ingels,  15  O.  G.  1013. 

The  law  prescribes  no  qualification  either  of  capacity,  character,  a^e, 
sex  or  citizenship,  or  of  any  other  kind  for  patent  agents.  Hoosier  Drill 
Co.  r.  Ingels,  15  O.  G.  1013. 

When  an  inventor  sends  a  notice  to  the  patent  office  that  he  has  dis- 
charged an  agent,  that  is  sufficient  so  &r  as  the  patent  office  is  concerned. 
Hoosier  Drill  Co.  v.  Ingels,  15  O.  G.  1013.         , 

A  discharge  of  an  agent  will  not  be  effective  against  a  third  party  until 
notice  thereof  is  communicated  to  him.  Hoosier  Drill  Co.  r.  Ingels,  15 
0.  G.  1013. 

If  a  revocation  of  a  power  of  attorney  is  received  while  a  case  is  in  the 
issue  division  it  must  be  submitted  to  the  commissioner  for  his  action. 
Rtney,  17  0.  G.  447. 

If  an  inventor  assigns  his  entire  interest  after  executing  a  power  of 
attorney,  the  attorney  will  not  be  allowed  to  proceed  until  he  gets  a  new 
power.    Ackerman,  17  O.  G.  1036. 

An  attorney  is  entitled  to  retain  possession  of  the  letters  patent  until 
his  fees  are  paid.    Bowers,  16  O.  G.  1004. 

If  an  attorney  agrees  to  pay  all  the  expenses  in  obtaining  a  patent,  and 
in  consideration  thereof  the  inventor  agrees  to  give  him  an  interest  in  the 
patent  and  executes  a  power  of  attorney  as  a  part  of  the  agreement,  the 
power  is  irrevocable  and  the  patent  will  be  issued  to  the  attorney.  W.  H. 
Harrison,  13  O.  G.  547. 

Sec.  488.  The  commissioner  of  patents  may  require  all 
papers  filed  in  the  patent  office,  if  not  correctly,  legibly, 
clearly  written,  to  be  printed  at  the  cost  of  the  party 
filing  them. 

Statute  Remsed^-Jraj  S,  1870,  ch.  230,  §  18,  16  Stat-  200. 
Ptior  Siatute-'UBiTch  2, 1861,  ch.  88,  f  8, 12  Stat.  247. 

Sec.  489.  The  commissioner  of  patents  may  print,  or 
cause  to  be  printed,  copies  of  the  claims  of  current  issues, 
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and  copies  of  such  laws,  decisions,  regulations  and  circu- 
lars, as  may  be  necessary  for  the  information  of  the 
public. 

statute  Revised— Jriiy  8, 1870,  ch.  230,  §  20,  16  Stat  200. 

Sec.  490.  The  commissioner  of  patents  is  authorized  to 
have  printed,  from  time  to  time,  for  gratuitous  distribu- 
tion, not  ^o  exceed  one  hundred  and  fifty  copies  of  the 
complete  specifications  and  drawings  of  each  patent  here- 
after issued,  together  with  suitable  indexes,  one  copy  to 
be  placed  for  free  public  inspection  in  each  capitol  of  every 
State  and  Territory,  one  for  the  like  purpose  in  the  clerk's 
office  of  the  district  court  of  each  judicial  district  of  the 
United  States,  except  when  such  offices  are  located  in 
State  or  territorial  capitols,  and  one  in  the  library  of 
Congress,  which  copies  shall  be  certified  under  the  hand 
of  the  commissioner  and  seal  of  the  patent  office,  and  shall 
not  be  taken  from  the  depositories  for  any  other  purpose 
than  to  be  used  as  evidence.. 

statute  22evwfi(i-January  11,  1871,  Res.  No.  5, 16  Stat  590. 

Sec.  491.  The  commissioner  of  patents  is  authorized  to 
have  printed  such  additional  numbers  of  copies  of  speci- 
fications and  drawings,  certified  as  provided  in  the  preced- 
ing section,  at  a  price  not  to  exceed  the  contract  price  for 
such  drawings,  for  sale,  as  may  be  warranted  by  the  actual 
demand  for  the  same ;  and  he  is  also  authorized  to  furnish 
a  complete  set  of  such  specifications  and  drawings  to  any 
public  library  which  will  pay  for  binding  the  same  into 
volumes  to  correspond  with  those  in  the  patent  office,  and 
for  the  transportation  of  the  same,  and  which  shall  also 
provide  for  proper  custody  for  the  same,  with  convenient 
access  for  the  public  thereto,  under  such  regulations  as  the 
commissioner  shall  deem  reasonable. 

statute  i2ew«€i— January  11,  1871,  Res.  No.  5, 16  Stat  590. 
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Sec  492.  The  lithographing  and  engraving  required  by 
the  two  preceding  sections  shall  be  awarded  to  the  lowest 
and  best  bidders  for  the  interests  of  the  government,  due 
r^ard  being  paid  to  the  execution  of  the  work,  after  due 
advertising  by  the  congressional  printer,  under  the  direc- 
tion of  the  joint  committee  on  printing ;  but  the  joint  com- 
mittee on  printing  may  empower  the  congressional  printer 
to  make  immediate  contracts-  for  engraving  whenever,  in 
their  opinion,  the  exigencies  of  the  public  service  will  not 
justify  waiting  for  advertisement  and  award ;  or  if,  in  the 
judgment  of  the  joint  committee  on  printing,  the  work 
can  be  performed  under  the  direction  of  the  commissioner 
of  patents  more  advantageously  than  in  the  manner  above 
prescribed,  it  shall  be  so  done,  under  such  limitations  and 
conditions  as  the  joint  committee  on  printing  may  from 
time  to  time  prescribe. 

StattUea  Hevised-^AnxuLTj  11, 1871,  Res.  No.  5, 16  Stat  590.— March  24, 1871, 
ch.  5,  §  1, 17  Stat.  2. 

Sec  492  A.  (Act  of  March  3,  1875,  ch.  130,  §  12, 18 
Stat.  402.)  That  it  shall  be  the  duty  of  the  commissioner 
of  patents  to  furnish,  free  of  cost,  one  copy  of  the  bound 
volumes  of  specifications  and  drawings  of  patents  pub- 
lished by  the  patent  office,  to  each  of  the  executive  de- 
partments of  government,  upon  the  request  of  the  head 
thereof. 

Sec.  492  B.  (Act  of  March  3,  1881,  ch.  148,  §  1,  21 
Stat  509.)  That  the  sum  of  ten  thousand  dollars  be,  and 
the  same  hereby  is,  appropriated,  out  of  any  moneys  be- 
longing to  the  patent  fund  in  the  treasury  not  otherwise 
appropriated,  to  be  expended  under  the  direction  of  the 
commissioner  of  patents  in  the  preparation  of  classified 
abridgments  of  all  letters  patent  of  the  United  States. 

Sec.  492  C.  (Act  of  March  3,  1881,  ch.  148,  §  2,  21 
Stat.  509.)  That  the  said  abridgments  shall  be  printed, 
and  one  copy  of  each  shall  be  furnished  to  each  senator, 
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representative  and  delegate  in  Congress;  one  copy  to 
each  of  eight  public  libraries  to  be  designated  by  each 
senator,  representative  and  delegate ;  and  two  copies  to 
the  library  of  Congress ;  and  also  copies  to  such  foreign 
governments,  libraries  and  learned  societies  as  the  com- 
missioner of  patents  may  designate :  Prcmdedy  that  copies 
shall  be  sold  at  the  cost  of  printing,  and  all  sums  received 
from  such  sale  shall,  on  or  before  the  first  day  of  each 
month,  be  paid  into  the  treasury. 

Sec.  493.  The  price  to  be  paid  for  uncertified  printed 
copies  of  specifications  and  drawings  of  patents  shall  be 
determined  by  the  commissioner  of  patents,  withm  the 
limits  of  ten  cents  as  the  minimum  and  fifty  cents  as  the 
maximum  price. 

SUUuU  iieriM^^Maroh  24, 1871,  ch.  6,  §  2, 17  Stat  8. 

« 

Sec.  494.  The  commissioner  of  patents  shall  lay  before 
Congress,  in  the  month  of  January,  annually,  a  report, 
giving  a  detailed  statement  of  all  moneys  received  for 
patents,  for  copies  of  records  or  drawings,  or  from  any 
other  source  whatever ;  a  detailed  statement  of  all  expen- 
ditures for  contingent  and  miscellaneous  expenses ;  a  list 
of  all  patents  which  were  granted  during  the  preceding 
year,  designating  under  proper  heads  the  subjects  of  such 
patents;  an  alphabetical  list  of  all  the  patentees,  with 
their  places  of  residence ;  a  list  of  all  patents  which  have 
been  extended  during  the  year ;  and  such  other  informa- 
tion  of  the^ondition  of  the  patent  office  as  may  be  useful 
to  Congress  or  the  public. 

statute  Reviaed^Snlj  8, 1870,  ch.  230,  §  9,  16  Stat  199. 
Prior  Statutes— JvHj  3, 1832,  oh.  162,  §1,4  Stat  559.— March  8, 1837,  oh.  45, 
§  14,  5  Stat  194— July  20, 1868,  ch.  177,  §  7,  15  Stat  119. 

Sec.  496.  The  collections  of  the  exploring  expedition, 
now  in  the  patent  office,  shall  be  under  the  care  and  man- 
agement of  the  commissioner  of  patents. 

Statute  JRevised^AaguBt  4, 1854,  ch.  42,  §  8, 10  Stat  572. 
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Sec.  496.  All  disbursements  for  the  patent  office  shall 
be  made  by  the  disbursing  clerk  of  the  Interior  Depart* 
ment. 

SiaiulB  .Ssmsed— July  8, 1870,  ch.  230,  §  09, 16  Stat  209. 
IViar  SiatuUiH-M&Tch  3, 1837,  ch.  45,  §  14,  6  SUt  194— Maroh  8,  1869,  ch. 
121,  §  1, 15  Stat  294. 


TITLE  XIII 

CHAPTER  SEVEN. 

Sec.  629.  The  circuit  courts  flhall  have  original  jurisdic- 
tion, as  follows :  ♦**♦♦** 

Ninth.  Of  all  suits  at  law  or  in  equity  arising  under  the 
patent  or  copyright  laws  of  the  United  States. 

statute  Bevised-^uij  S,  1870,  oh.  230,  §§  55, 106, 16  Stat.  206,  215. 
Prior  Statutes-'FehTuajry  21, 1793,  ch.  11,  §  5,  1  Stat  322.— Febniaiy  15, 
1810,  ch,  19,  §  1,  8  SUt  181.— July  4, 1836,  oh.  857,  §  14,  5  Stat.  123. 

This  section  does  not  enlarge  or  alter  the  powers  of  the  court  over  the 
subject-matter  of  the  bill  or  the  cause  of  action.  It  only  extends  its  juris- 
diction to  parties  not  before  falling  within  it.  Before  this  provision  was 
adopted  it  had  been  held  that  a  citizen  of  one  State  could  not  obtain  an 
injunction  in  the  circuit  court  for  a  violation  of  a  patent  right  against  a 
citizen  of  the  same  State,  as  no  act  of  Congress  authorized  such  suit.  This 
section  removed  that  objection  and  gave  tlie  jurisdiction,  although  the 
parties  were  citizens  of  the  same  State.  But  in  the  exercise  of  the  juris- 
diction in  all  cases  of  granting  injunctions  to  prevent  the  violation  of 
patent  rights,  the  court  is  to  proceed  according  to  the  course  and  prin- 
ciples of  courts  of  equity  in  such  cases.  Sullivan  v.  Bedfield,  1  Pune  441 ; 
8.  c.  1  Bobb  477  ;  Evans  v,  Eaton,  3  Wheat.  454 ;  8.  c.  Pet.  C.  C.  322 ; 
8.  c.  1  Robb  68,  243  ;  Day  r.  Newark  Manuf.  Co.,  1  Blatch.  628. 

The  jurisdiction  thus  conferred  upon  the  circuit  courts  in  patent  cases  in 
equity  exists  independently  of  the  local  laws  of  the  State,  and  is  the  same 
in  its  nature  and  extent  as  the  equity  jurisdiction  in  England,  from  which 
it  was  derived.    Allen  v.  Blunt,  1  Blatch.  480. 

There  is  a  broad  distinction  between  the  jurisdictional  right  to  take  cog- 
nizance of  a  complaint  and  a  denial  of  the  relief  which  the  complain- 
ant asks.  Although  the  relief  invoked  may  be  refused,  it  does  not  follow 
that  it  is  because  the  court  cannot  inquire  into  the  merits  of  the  cause 
and  adjudge  it  accordingly.  Want  of  equity  does  not  imply  a  defect  of 
jurisdiction.  But  it  is  only  when  the  court  is  without  power  to  pass  upon 
the  subject-matter  of  the  complamt,  or  to  grant  the  relief  sought,  that  its 
jurisdiction  may  be  challenged.  McMillan  v.  Barclay,  5  Fish.  189 ;  s.  c. 
4  Brews.  275. 

A  bill  in  equity  cannot  be  maintained  against  an  infringer  for  a  naked 
account  of  profits  and  damages.  Such  relief  is  ordinarily  incidental  to 
some  equity  which  gives  the  patentee  a  right  to  invoke  the  jurisdiction  of 


§629]  PATENT  LAWS  AND  DECISIONS.  19 

a  court  of  equity.  Root  v.  ^ilway  Co.,  105  U.  S.  189 ;  s.  a  21  0.  G. 
1112 ;  8.  o.  11  Fed.  Bep.  349  n. ;  contra  Perry  v.  GorDing,  6  Blatcb.  134 ; 
Dibble  0.  Augur,  7  Blatcb.  86. 

A  bill  for  an  account  wiU  lie  where  the  accounting  is  such  that  it  cannot 
readily  be  had  before  a  jury.  Yaughan  v*  East  Tenn.  Railroad  Co.,  1 
Flippin  621 ;  s.  c.  11  O.  6.  789 ;  8.  o.  2  Ban  &  Ard.  537. 

In  order  to  maintain  a  suit  in  equity  for  an  account  of  profits  there 
most  be  actual  profits  resulting  to  the  infiinger  susceptible  of  computation 
or  estimation  of  which  the  patentee  can  be  deprived  and  with  which  the 
infringer  can  be  charged  as  trustee.  If  from  the  character  of  the  inven- 
tion there  can  be  nothing  in  the  nature  of  profits  of  which  the  patentee 
can  be  deprived  there  is  no  basis  for  charging  the  infringer  with  receivmg 
profits  for  his  benefit  and  nothing  for  which  he  can  be  called  upon  to 
account.  Yaughan  v.  Central  Pac.  R.  R.  Co.,  4  Saw.  280;  s.  c.  3  Ban 
&  Ard.  27. 

If  tl^e  recovery  against  a  corporation  must  be  confined  to  the  value  of  a 
licence  fee,  then  a  bill  cannot  be  maintained  in  equity  after  the  expiration 
of  the  patent.  Yaughan  v.  Central  Pac,  B.  R.  Co.,  4  Saw.  280 ;  s.  c.  3 
Ban  &  Ard.  27. 

I£  a  bill  is  filed  against  a  corporation,  it  does  not  present  a  case  for  dis- 
covery, as  aa  independent  ground  of  equitable  jurisdiction,  for  the  officers 
are  all  competent  witnesses,  who  may  be  called  upon  to  testify  in  a  court 
of  law.  Yaughan  r.  Centeal  Pac.  R.  R.  Co.,  4  Saw.  280 ;  a.  c.  3  Ban  & 
Ard.  27 ;  contra^  Yaughan  0.  Railroad  Co.,  1  Flippin  621 ;  8.  o.  11  O.  6. 
789 ;  8.  c.  2  Ban  &  Ard.  537. 

A  patentee  cannot  maintain  a  bill  in  equity  for  an  account  of  profits 
and  damage  after  the  expiration  of  the  patent.  Boot  v.  Railway  Co.,  105 
U.  S.  189 ;  8.  c.  21  O.  G.  1112 ;  8.  o.  11  Fed.  Rep.  349  n.;  Sayles  v.  Rich- 
mond F.&  P.  R.  R.Co.,  160.G.43 ;  8. 0. 3  Hughes  172 ;  8.  c.  4  Ban  &  Ard. 
239 ;  Yaughan  v.  Central  Pac.  R.  R.  Co.,  4  Saw.  280 ;  s.'  c.  3  Ban  &  Ard.  27; 
Campbell  v.  Ward,  12  Fed.  liep.  150 ;  Haward  v.  Andrews,  12  Fed.  Rep. 
786 ;  s.  c.  23  O.  G.  533  ;  contra^  Kevins  v.  Johnson,  3  Blatch.  80  ;  Howes 
V.  Nute,  4  Clifi*.  173  ;  8.  c.  4  Fish.  263  ;  Gordon  v.  Anthony,  16  O.  G.  1135 ; 
s.  c.  16  Blatch.  234 ;  s.  o.  4  Ban  &  Ard.  248 ;  Atwood  0.*  Portland  Co.,  10 
Fed.  Rep.  283  ;  s.  c.  5  Ban  &  Ard.  533  ;  McComb  p.  Beard,  3  O.  G.  33  ;  s.  c. 
6Fi8b.  254 ;  s.  c.  10  Blatch.  550  ;  Yaughan  v.  East  Tenn.  Raihoad  Co.,  1 
Flippin  621 ;  s.  c.  1 1 0.  G.  789  ;  8.  c.  2  Ban  &  Ard.  537 ;  Sayles  v.  Dubuque 
&  S.  R.  R.  Co.,  5  Dill.  561 ;  s.  o.  3  Ban  &  Ard.  219  ;  Stevens  v.  Kans.  Pac. 
K.  R.  Co.,  5  Dill.  486. 

If  a  patentee  files  a  bill  in  equity  only  a  few  days  before  the  expiration 
of  the  patent  it  will  be  dismissed.    Burdell  r.  Comstock,  15  Fed.  Rep.  393. 

An  assignee  of  a  claim  for  profits  and  damages  cannot  maintain  a  bill 
in  eqiuty  after  the  expiration  of  the  patent.  Haward  v.  Andrews,  12 
Fed.  Rep.  786 ;  s.  c.  23  O.  G.  533. 

If  a  patentee  assigns  his  interest  in  a  patent  he  cannot  maintain  a  bill 
in  equity  to  recover  tiie  profits  that  accrued  from  an  infringement  prior  to 
the  assignment.  Spring  v.  Domestic  S.  M.  Co.,  22  0.  G.  1445  ;  8.  c.  13 
Fed.  Rep.  446. 
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If  the  patent  expires  between  the  time  of  filing  the  bill  and  the  hearing, 
an  account  can  be  ordered  and  other  relief  granted,  although  an  injunc* 
tion  to  restrain  the  further  use  cannot  issue  on  account  of  the  expiratiou 
of  the  patent.  Imlay  v.  Railroad  Co.,  1  Fish.  340  ;  s.  c.  4  Blatch.  227; 
Sickles  V.  Gloucester  Manuf.  Co.,  1  Fish.  222;  s.  o.  3  Wall.  Jr.  186; 
Smith  V,  Baker,  5  O.  G.  496  ;  s.  c.  1  Ban  &  Ard.  117 ;  8.  o.  19 1.  R.  R.  149 ; 
Wood  Paper  Co.  v.  Glens  Falls  Co.,  4  Fish.  561 ;  8.  o.  8  Blatch.  513 ; 
Jordan  v.  Wallace,  5  Fish.  185  ;  s.  c.  8  Phila.  165  ;  Gottfried  v.  Moerlein,  14 
Fed.  Rep.  170. 

If  the  defendant  dies  while  the  action  is  pending  the  complainant  may 
revive  it  against  the  personal  representative,  in  order  to  obtain  an  account 
of  the  profits.  Smith  v.  Baker,  5  O.  G.  496 ;  s.  o.  1  Ban  &  Ard.  117  ;  8.  c. 
19  I.  R.  R.  149  ;  Atterbury  v.  Gill,  13  O.  G.  276 ;  8.  C.  2  Flippin  239  ;  8. 
c.  3  Ban  &  Ard.  174 ;  contra^  Draper  v.  Hudson,  6  Fish.  327  ;  s.  c.  1  Holmes 
208 ;  8.  c.  3  0.  G.  354.  ^ 

Where  the  complainant  seeks  for  an  account  and  discovery,  a  court  of 
equity  has  jurisdiction  of  a  bill  to  recover  damages  for  breach  of  a  con- 
tract relating  to  a  patent.  Magic  Ruffle  Co.  o.  Elm  City  Co.,  13  Blatch. 
151 ;  8.  c.  8  0.  G.  773  ;  8.  o.  2  Ban  &  Ard.  152. 

If  a  party  is  compelled  to  go  into  a  court  of  equity  to  obtain  a  discov' 
ery  in  a  case  where  the  ascertainment  of  damages  is  complicated  and 
intricate,  and  an  action  at  law  cannot  be  adequately  tried  without  great 
difficulty,  owing  to  the  nature  of  the  account  or  other  circumstances,  the 
court,  after  a  discovery,  will  proceed  to  a  decree  on  the  merits.  Magic 
Ruffle  Co.  V.  Elm  City  Co.,  11  O.  G.  501 ;  8.  o.  14  Blatch.  109 ;  8.  o.  2 
Ban  &  Ard.  506. 

A  party  is  at  liberty  to  select  his  fomm,  although  he  seeks  a  recovery 
of  money  only,  and  nether  seeks  nor  requires  a  discovery  or  other  ancil- 
lary or  further  relief.  No  language  could  be  employed  to  declare  the 
jurisdiction  of  the  courts  at  law  and  in  equity  more  completely  concurrent 
or  which  would  more  clearly  indicate  tliat  the  party  aggrieved  may  resort 
to  either.  Ferry  v.  Corning,  7  Blatch.  195 ;  Anthony  v.  Carroll,  9  O.  G. 
199 ;  8.  G.  2  Ban  &  Ard.  195 ;  contra,  Sanders  v.  Logan,  2  Fish.  167. 

A  court  of  equity'has  jurisdiction  of  a  bill  to  enjoin  the  use  of  a  patented 
invention,  and  for  an  account  of  profits  by  the  infringer,  although  an 
action  at  law  may  be  maintained  to  recover  damages.  McMillan  v,  Bar^ 
clay,  5  Fish.  189 ;  8.  c.  4  Brews.  275. 

An  action  which  raises  a  question  of  infringement  is  an  action  arising 
^^  under  the  law,"  and  one  who  has  a  right  to  sue  for  the  infringement 
may  sue  in  the  circuit  court.  Such  a  suit  may  involve  the  construction  of 
a  contract  as  well  as  the  patent,  but  that  will  not  oust  the  ^ourt  of  its 
jurisdiction.  If  the  patent  is  involved,  it  carries  with  it  the  whole  case. 
Littlefield  ».  Perry,  21  Wall.  205 ;  8.  c.  7  O.  G.  964 ;  Magic  Ruffle  Co.  c. 
Elm  City  Co.,  13  Blatch.  151 ;  8.  c.  8  0.  G.  773 ;  8.  o.  2  Ban  &  Ard.  152. 

Whenever  a  contract  is  made  in  relation  to  patent  rights  which  is  not 
provided  for  and  regulated  by  an  act  of  Congress,  the  court  will  not,  under 
this  section,  have  any  jurisdiction  over  a  dispute  arising  out  of  it.    (rood- 
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year  v.  Day,  1  Blatch.  565 ;  Blanchard  v.  Sprague,  1  Cliff.  288 ;  Wilson  v. 
Sandford,  10  How.  99 ;  Goodyear  o.  Union  Rubber  Co.,  4  Blatch.  63 ; 
Magic  Baffle  Co.  v.  Elm  City  Co.,  13  Blatch.  151 ;  8.  c.  8  O.  G.  773 ;  s.  c. 
2  Ban  &  Ard.  152;  Albright  v.  Teas,  23  0.  6.  829 ;  s.  o.  106  U.  S.  613 ; 
s.  c.  13  Fed.  Bep.  406 ;  Ingalla  v.  Tiee,  14  Fed.  Bep.  352 ;  Hartell  v. 
Tilgfaman,  99  TJ.  S.  547 ;  Adams  v.  Meyrose,  7  Fed.  Bep.  208 ;  b.  o.  2 
McCraiy  360 ;  Kelly  o.  Porter,  8  Saw.  482. 

The  jurisdiction  of  the  circuit  court  under  this  section  does  not  extend 
to  a  controyersy  which  arises  under  a  contract  concerning  a  patent  to  be 
subsequently  obtain3d,  rather  than  under  the  patent  law  itself.  Nesmith  v, 
CaWert,  1  W.  &  M.  34;  s.  c.  2  Bobb  311 ;  Brooks  v.  Stolley,  3  McLean 
523 ;  B.  0.  2  Bobb  281 ;  Smith  v.  Standard  L.  M.  Co.,  22  0.  G.  587. 

If  an  infringement  is  proved  jurisdiction  is  conferred,  and  haying  power 
to  protect  the  rights  of  a  party  under  a  patent,  the  court  will  take  cogni- 
zance of  other  matters  as  incidental  to  the  infringement.  Hence  the  court 
has  jurisdiction  if  the  defendant  has  forfeited  his  right  under  a  license. 
Bloomer  v.  Gilpin,  4  Fish.  50 ;  Brooks  v.  Stolley,  3  McLean  523 ;  8.  c. 
2  Bobb  281. 

A  bill  to  determine  the  meaning  of  a  license  to  the  complainant,  or  to 
ascertain  whether  the  defendant  has  done  an  act  upon  which  the  right  to  a 
reduction  of  the  license  fee  arises,  and  thereupon  to  decree  that  the  com- 
plainant is  only  bound  to  pay  the  reduced  rent,  can  not  be  sustained.  An 
apiHrehension  Uiat  the  defendant  under  a  condition  in  the  license  will  deny 
the  right  of  the  complainant  to  use  the  licensed  invention,  or  tliat  the 
defendant  threatens  to  give  notice  of  his  election  to  terminate  the  license, 
will  not  justify  an  application  to  a  court  of  equity.  Florence  Co.  v.  Singer 
Co.,  4  Fish.  329 ;  8.  c.  8  Blatch.  113. 

Jurisdiction  is  not  controlled  solely  by  the  pleadings,  but  the  case  itself 
must  be  one  within  the  cognizance  of  the  court  where  the  suit  is  brought. 
Where  it  appears  at  the  trial  that  there  is  no  question  involved  in  the  case 
which  it  is  competent  for  the  court  to  decide  under  the  pleadings,  the 
case  will  be  dismissed,  notwithstanding  the  allegations  of  the  bill  may  be 
sufficient  to  authorize  the  court  to  take  cognizance  of  the  suit.  Blanchard 
V.  Sprague,  1  CM*.  288. 

If  a  patentee  sells  the  thing  patented  to  a  purchaser  in  violation  of  the 
liceuse,  the  licensee  can  not  maintain  a  bill  in  equity  against  the  patentee 
snd  purchaser  in  the  circuit  court,  without  regard  to  the  citizenship  of  the 

parties,  for  his  rights  arise  under  contract.    Hill  o.  Whitcomb,  1  Holmes 

317 ;  8.  c.  5  O.  G.  430 ;  8.  c.  1  Ban  &  Ard.  34. 
If  the  parties  are  citizens  of  the  same  State,  the  circuit  court  has  no 

jorisdiction  over  a  bill  to  obtain  the  cancellation  of  a  license  on  account  of 

the  invalidity  of  the  patent.    Merserole  v.  Union  Collar  Co.,  3  Fish.  483 ; 

s.  c.  6  Blatch.  356. 
If  the  parties  are  citizens  of  the  same  State,  the  circuit  court  can  not 

entertain  a  bill  to  compel  the  specific  performance  of  a  contract  to  assign 

a  patent.    Burr  v.  Gregory,  2  Paine  426 ;  Perry  v.  Littiefield,  17  O.  G.  51 ; 

8.  c.  17  Blatch.  272 ;  8.  c.  18  0.  G.  571 ;  s.  c.  4  Ban  &  Ard.  624 ;  8.  c. 

2  Fed.  Rep,  464. 
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The  mere  fact  that  a  bill  prays  for  an  account  of  the  profits,  in  asking 
for  a  specific  performance,  will  not  give  the  court  jurisdiction.  Buir  v, 
Gregory,  2  Paine  426. 

A  judgment  creditor  can  not  file  a  bill  in  the  circuit  court  to  reach  a 
patent  owned  by  the  debtor  if  both  parties  are  citizens  of  the  same  State. 
Ryan  v.  Lee,  10  Fed.  Rep.  917. 

A  junior  patentee  can  not  maintain  an  action  against  a  prior  patentee 
for  the  purpose  of  obtaining  an  adjudication  that  his  patent  does  not  con- 
flict with  the  prior  patent.  Celluloid  Manuf.  Co.  v.  Goodyear  D.  Y.  Co., 
13  Blatch.  375 ;  s.  c.  10  O.  G.  41 ;  8.  c.  2  Ban  &  Ard.  334. 

The  circuit  court  has  no  jurisdiction  over  any  proceeding  to  vacate  a 
patent  and  declare  it  null  ah  tniHo^  upon  the  ground  of  false  suggestion,  or 
the  ground  that  the  government  has  undertaken  to  grant  that  which  by 
law  it  can  not  grant.  Att.  General  v.  Rumford  Works,  9  O.  G.  1062 ; 
8.  o.  2  Ban  &  Ard.  298. 

The  attorney  general  has  no  authority,  as  such  and  in  his  own  name,  to 
file  an  information  or  commence  proceedings  by  bill  in  equity  to  annul  a 
patent.  Att.  General  v.  Rumford  Works,  9  0.  G.  1062 ;  s.  c.  2  Ban  & 
Ard.  298. 

The  chxsuit  court  may  have  jurisdiction  over  a  controversy  on  account 
of  the  residence  of  the  defendant,  even  if  it  has  not  on  account  of  the 
subject.    Nesmith  v.  Calvert,  1  W.  A  M.  34;  8.  a  2  Robb  311. 

If  the  parties  are  citizens  of  different  States,  and  the  amount  claimed 
and  in  controversy  exceeds  five  hundred  dollars,  the  court  has  jurisdiction 
over  a  claim  arising  from  a  contract.    Bloomer  v.  Gilpin,  4  Fish.  50. 

If  the  circuit  court  in  a  patent  case  has  jurisdiction  over  the  subject- 
matter  and  parties,  the  correctness  of  the  decree  can  not  be  called  in 
question  collaterally.    Allen  v.  Blunt,  1  Blatch.  480. 

Copyrtghl;. 

A  court  of  equity  has  jurisdiction  of  a  bill  for  an  infringement  of  a  copy- 
right, although  there  is  a  remedy  at  law,  for  that  is  less  appropriate,  effi- 
cient and  ample.    Pierpont  r.  Fowle,  2  W.  &  M.  23. 

The  title  of  the  complainant  and  the  infringement  may  be  adjudicated 
in  a  court  of  equity,  without  having  been  first  determined  at  law.  Farmer 
V.  Calvert  Publishing  Co.,  1  Flippin  228 ;  8.  o.  5  A.  L.  T.  168. 

A  court  of  equity  has  no  jurisdiction  to  enforce  penalties  and  forfeitures 
incurred  under  the  statute  relating  to  copyrights.  Stevens  v.  Gladding, 
17  IIow.  447 ;  Stevens  v.  Cady,  2  Curt.  200. 

If  the  controversy  in  regard  to  a  copyright  arises  out  of  a  contract,  and 
not  under  the  statute,  the  circuit  court  has  no  jurisdiction  over  it.  Pulte 
V.  Derby,  5  McLean  328 ;  Little  v.  Hall,  18  How.  165. 

The  circuit  court  has  no  jurisdiction  of  a  bill  in  eqtuty  to  protect  the 
rights  of  an  author  at  common  law,  where  both  parties  are  citizens  of  the 
same  State.    Boucicault  r.  Hart,  13  Blatch.  47. 

If  a  party  agi-ees  to  prepare  a  manuscript  ready  for  printing  but  after- 
wards refuses  to  deliver  it,  and  takes  a  copyright  in  his  o?ni  name,  a  bill 
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to  enjoin  a  publication  of  the  manuscript  or  an  assignment  of  the  copyright 
can  not  be  maintamed  in  the  chrcuit  court  if  both  parties  are  citizens  of  the 
same  State.    Haworth  v,  Nystrom,  8  W.  N.  204. 

A  bill  cannot  be  maintained  in  equity  to  recover  damages  as  well  as 
profits  for  the  infringement  of  a  copyright.  Chapman  v.  Ferry,  8  Saw. 
191 ;  8.  c.  12  Fed.  Bep.  693. 

The  circuit  court  has  jurisdiction  of  an  action  for  an  infringement  of  a 
trademark  which  has  been  registered  under  an  act  of  Congress,  without 
regard  to  the  amount  in  controversy  or  the  citizenship  of  the  parties. 
Dawel  V.  Bohmer,  2  Flippin  168 ;  s.  c.  14  O.  G.  270. 


CHAPTER  ELEVEN. 

Sec.  699.  A  writ  of  error  may  be  allowed  to  review  any 
final  judgment  at  law,  and  an  appeal  shall  be  allowed 
from  any  final  decree  in  equity  hereinafter  mentioned, 
without  regard  to  the  sum  or  value  in  dispute. 

First.  Any  final  judgment  at  law  or  final  decree  in 
equity  of  any  circuit  court  or  of  any  district  court  acting 
as  a  circuit  court,  or  of  the  Supreme  Court  of  the  District 
of  Columbia,  or  of  any  territory,  in  any  case  touching 
patent  rights  or  copyrights. 

SiaiuU  Bevised^^uij  8, 1870,  oh.  280,  §|  66, 107, 16  8tat  207,  216. 
Prior  SiaiutM-'Feh.  16, 1810,  eh.  10,  f  1,  8  Stat  181.— Jnly  4, 1836,  ch.  867, 
f  16, 6  Stat.  128.— Feb.  18, 1861,  ch.  87,  f  1, 12  Stat.  180. 

General  Prtneiples* 

An  appeal  or  writ  of  error  is  allowed  to  aU  parties,  without  regard  to 
the  Bum  in  controTersy.    Philip  r.  Nock,  13  Wall.  185. 

Whenever  a  contract  is  made  in  relation  to  patents,  which  is  not  pro- 
vided for  and  regulated  by  Congress,  the  parties,  if  any  dispute  arises, 
Btand  apon  the  same  ground  with  other  litigants  as  to  the  right  of  appeal, 
Uid  the  decree  cannot  be  revised  unless  the  matter  in  dispute  exceeds  five 
thousand  dollars.    Wilson  o.  Sandford,  10  How.  99. 

Cltotion. 

A  citation  signed  by  the  clerk  and  not  by  the  Judge  is  irregular.  Chaffee 
r.  Hayward,  20  How.  208. 

An  appearance  of  the  defendant  in  error  without  making  a  motion  to 
&mi88  during  the  first  term  is  a  waiver  of  any  urregularity  in  the  citation, 
and  is  an  admission  that  he  has  received  notice  to  appear  to  the  writ  of 
enror.  Chaffee  o.  Hayward,  20  How.  208. 
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The  absence  of  counsel  is  no  excuse  for  the  omission  to  move  to  dismiss 
the  writ  of  error,    Chaffee  o.  Hayward,  20  How.  208. 

If  the  defendant  in  error  appears  in  the  Supreme  Court,  and  pleads  to 
entitle  him  to  appear  by  counsel  and  argue  the  cause,  it  is  too  late  after 
the  case  has  been  remanded  to  the  circuit  court  to  raise  the  objection  that 
no  writ  of  error  was  sued  out  to  remove  the  record  into  the  8iq)reme 
Court,  and  that  the  judgment  is,  therefore,  still  in  force  and  unreversed. 
It  will  be  presumed  tliat  all  formal  objections,  and  particularly  one  to  the 
want  of  a  writ,  were  waived  by  consent  of  parties.  Evans  o.  Eaton,  3 
Wash.  C.  C.  443 ;  s.  c.  7  Wheat.  356  ;  a.  o.  1  Bobb  193,  336. 

If  the  defendant  in  en*or  does  not  elect  to  Iiave  the  writ  of  error  dis- 
missed on  account  of  the  failure  of  the  plaintiff  to  appear,  but  files  an 
argument,  the  court  will  decide  the  case.  New  York  v.  Ransom,  1  Fish. 
252 ;  8.  c.  23  How.  487. 

BUI  of  £xeeptionB. 

The  bill  of  exceptions  afibrds  the  only  means  of  ascertaining  the  pre- 
cise state  of  facts  on  which  an  uistruction  was  given.  Whether  the  report 
of  the  evidence  as  set  forth  in  the  bill  of  exceptions  may  or  may  not  be 
incomplete  or  imperfectly  stated,  can  not  be  known  in  an  appellate  court. 
Bills  of  exception,  when  properly  taken  and  duly  allowed,  become  a  part 
of  the  record,  and  as  such  can  not  be  contradicted.  Chaffee  o.  Boston 
Belting  Co.,  22  How.  217. 

The  Supreme  Court  can  not  notice  the  rules  of  the  inferior  courts,  unless 
they  are  made  a  part  of  the  bill  of  exceptions.  Packet  Co.  v.  Sickles,  19 
Wall.  611. 

Exceptions  to  Evidence. 

If  no  exception  is  taken  to  the  competency  or  sufficiency  of  evidence, 
either  generally  or  for  any  particular  purpose,  there  is  no  necessity  for 
putting  any  portion  of  it  in  the  bill  of  exceptions,  when  the  opinion  of 
the  court  presents  a  general  principle  of  law.  Pennock  v.  Dialogue,  2 
Pet.  1 ;  8.  o.  4  Wash.  C.  C.  538  ;  s.  o.  1  Bobb  466,  542. 

If  a  witness  is  rejected  as  incompetent,  and  the  facts  which  the  witness 
offered  to  prove  are  not  stated  in  the  bill  of  exceptions,  the  exception  can 
not  be  disregarded  upon  the  idea  that  the  testimony  could  not  have  been 
material  or  could  not  have  changed  the  result  of  the  verdict.  Vance  v. 
Campbell,  1  Fish.  483 ;  s.  o.  1  Black  427. 

Parties  are  not  at  liberty  to  desert  the  purpose  stated  by  them,  and  to 
show  the  pertinency  or  relevancy  of  the  evidence  for  any  other  purpose 
not  then  suggested  to  the  court.  Phila.  &  Trenton  B.  B.  Co.  v.  Slimpeon, 
14  Pet.  448  ;  s.  c.  2  Bobb  46. 

It  is  incumbent  on  those  who  insist  upon  tlie  right  to  put  particular 
questions  to  a  witness,  to  establish  that  right  beyond  any  reasonable 
doubt,  for  the  very  purpose  stated  by  them.  Phila.  &  Trenton  B.  B.  Co. 
V,  Stimpson,  14  Pet.  448 ;  s.  o.  2  Bobb  46 ;  Blanchard  o.  Putnam,  3  Fish. 
186 ;  B.  c.  8  Wall.  420  ;  8.  o.  2  Bond  84. 
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It  is  iscumbent  on  the  party  objecting  to  the  rulinj;  to  show  hifi  right  to 
IntFoduce  the  rejected  evidence.  Silsby  p.  Foote,  14  How.  218;  8.  c. 
1  Blatch.  445. 

A  party  is  not  deprived  of  any  right  if  a  paper  was  not  legal  evidence 
upon  the  particular  point  for  which  alone  it  was  offered,  or  if  its  reception, 
accompanied  by  proper  instructions  to  the  jury  concerning  its  legal  effect, 
must  necessarily  have  assisted  the  opposite  party.  Silsby  r.  Foote,  14 
How.  218 ;  8.  c.  1  Blatch.  445. 

If  a  party  is  not  deprived  of  any  right  by  the  rejection  of  evidence,  it  is 
not  cause  for  reversing  a  judgment  that  an  erroneous  reason  was  assigned 
for  rejecting  it.    Silsby  v.  Foote,  14  How.  218 ;  s.  c.  1  Blatch.  445. 

ExceiillonB  to  IiistnietlonB. 

The  exceptions  to  the  chaige  of  the  court  should  be  to  the  points  ruled 
by  the  court,  and  not  to  the  charge  as  published  at  length.  Btimpson  v. 
West  Chester  R.  R.  Co.,  4  How.  380 ;  8.  o.  2  Robb  335. 

An  omission  of  the  court  to  instruct  the  jury  upon  particular  points  is 
not  a  ground  for  a  bill  of  exceptions.  Allen  v.  Blunt,  2  W.  &  M.  121 ; 
s.  c.  2  Robb  530. 

A  direction  to  the  jury  to  render  a  verdict  in  favor  of  the  defendant  is 
only  proper  where  it  is  entirely  clear  that  the  plaint" !>'  tan  not  recover. 
Klein  v.  Russell,  19  Wall.  483. 

It  is  no  ground  of  i-eversal  that  the  court  below  oinitteil  to  give  direc- 
tions to  the  jury  upon  any  points  of  law  which  mig  it  l:  isc  in  the  cause, 
where  it  was  not  requested  by  either  party  at  the  tiiai.  It  is  sufficient 
that  the  court  has  given  no  erroneous  directions.  If  cither  party  deems 
any  point  presented  by  the  evidence  to  be  omitted  in  Vrc  charge,  it  is  com- 
petent for  such  party  to  require  an  opinion  from  the  ooui'  upon  that  point. 
If  he  does  not,  it  is  a  waiver  of  it.  The  court  can  not  be  ^/resumed  to  do 
more  in  ordinary  cases  than  to  express  its  opinion  upou  the  questions 
which  the  parties  themselves  have  raised  at  the  trial.  Pennock  v.  Dia- 
logue, 2  Pet.  1 ;  8.  c.  4  Wash.  C.  C.  538 ;  8.  C.  1  Robb  46G,  542. 

The  substance  only  of  the  charge  is  to  be  examined,  and  if  it  appears 
upon  the  whole  that  the  law  was  justly  expounded  to  tiie  jury,  general 
expressions  which  may  need  and  would  receive  qualidcntion  if  they  were 
the  direct  i)oint  in  judgment,  are  to  be  understood  in  such  restricted  sense. 
Evans  v.  Eaton,  7  Wheat.  356 ;  s.  c.  3  Wash.  C.  C.  4 13 ;  8.  c.  1  Robb 
193,  336. 

It  is  clearly  error  for  the  court  in  its  instruction  to  the  jury  to  assume 
a  material  fact  as  proved,  of  which  there  is  no  evidence  in  the  case,  and 
when  the  finding  of  the  jury  accords  with  the  theory  of  the  instiuction 
thus  assumed  without  evidence,  the  error  is  of  a  character  to  deserve  cor- 
rection.   Chaffee  v,  Boston  Belting  Co.,  22  How.  217. 

It  is  unnecessary  and  inconvenient  to  spread  the  charge  in  extenso  upon 
the  record.  Evans  ».  Eaton,  7  Wheat.  356 ;  8.  o.  3  Wash.  C.  C.  443  ;  s. 
c.  1  Robb  193,  336. 


26  PATENT  LAWS  AND  DECISIONS.  [§  699 

Practice. 

The  admission  or  rejection  of  evidence  after  a  case  has  been  closed  is 
a  matter  of  discretion  and  practice,  in  respect  to  which  the  Supreme  Court 
possesses  no  authority  to  tevise  the  decision  of  the  circuit  court.  Phila. 
&  Trenton  B.  B.  Co.  o.  Stimpson,  14  Pet.  448 ;  8.  c.  2  Bobb  46. 

It  rests  in  the  discretion  of  the  court,  when  a  juror  is  withdrawn  on 
account  of  sickness  before  any  evidence  is  given,  whether  such  withdrawal 
shall  be  treated  simply  as  occasioning  a  vacancy  on  a  still  existing  panel, 
or  as  breaking  up  the  panel  altogether,  and  no  error  can  be  assigned  upon 
it.    Silsby  v.  Foote,  14  How.  218 ;  8.  o.  1  Blatch.  445. 

On  a  writ  of  error  a  pomt  cannot  be  considered  which  was  not  made  in 
the  court  below.    Klem  v.  Bussell,  19  Wall.  433. 

If  the  damages  are  too  large  the  fault  lies  with  the  jury,  when  they  are 
properly  instructed,  and  can  not  be  corrected  in  the  Supreme  Court  on  a 
writ  of  error.    Hogg  v,  Emerson,  11  How.  587  ;  8.  c.  2  Blatch.  1. 

The  Supreme  Court  may  take  cognizance  of  a  case  where  judgment  is 
entered  upon  an  agreed  statement  of  the  parties,  without  any  express  or 
specific  exceptions  to  the  rulings  of  the  circuit  court.  Stimpson  v.  Bait. 
&  Sus.  B.  B.  Co.,  10  How.  329. 

If  the  merits  of  the  controviersy  have  been  determined  in  a  previous 
case,  the  cause  will  be  remanded  without  argument  upon  mere  technical 
questions.  However  the  points  of  special  pleading  may  be  ruled,  they 
can  have  no  mateiial  influence  on  the  ultimate  decision  of  the  case,  be- 
cause if  it  is  found  that  errors  in  pleading  have  been  committed  by  either 
party  injurious  to  his  rights,  an  opportunity  will  be  afforded  him  to  cor- 
rect tiiem  in  some  subsequent  proceeding,  so  as  to  bring  the  real  points  in 
controversy  fairly  before  the  court.  Smith  v.  Ely,  15  How.  137  ;  s.  c.  5 
McLean  76. 

After  a  case  has  been  carried  to  the  Supreme  Court  and  decided,  and  a 
mandate  issued  to  the  court  below,  if  a  second  writ  of  error  is  sued  out, 
it  brings  up  for  revision  nothing  but  the  proceedings  subsequent  to  the 
mandate.  None  of  the  questions  which  were  before  the  court  on  the  first 
writ  of  error  can  be  reheard  or  re-examined  upon  the  second.  Sizer  r. 
Many,  16  How.  98. 

If  one  party  pays  the  counsel  fees  on  both  sides,  both  in  the  court  be- 
low and  on  appeal,  he  will  be  deemed  to  have  such  control  over  both  the 
preparation  and  argument  of  the  cause  as  to  make  the  suit  collusive,  and 
on  motion  a  decree  of  affirmance  may  be  rescinded,  the  mandate 
recalled,  and  the  bill  dismissed.  Gardner  v.  Goodyear  Dental  Vulcanite 
Co.,  6  Fish.  329  ;  s.  c.  3  O.  G.  295  ;  Cochrane  r.  Deener,  95  U.  S.  355. 

If  the  complainant  buys  in  the  patent  under  which  the  suit  is  de- 
fended, and  thus  owns  both  sides  of  the  litigation,  the  suit  will  be  dis- 
missed on  the  motion  of  a  third  party,  whose  rights  would  be  seriously 
affected  if  the  question  of  law  were  decided  in  the  manner  that  both  par- 
ties to  the  suit  desure  it  to  be.  They  have  the  same  interests,  and  those 
interests  are  in  conflict  with  the  interest  of  such  third  party,  and  for  that 
reason  the  case  should  not  be  heard.  Wood  Paper  Co.  o.  Heft,  3  Fish. 
316 ;  8.  c.  8  Wall.  333. 
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Appeal. 

An  appeal  can  only  be  taken  from  a  final  decree.  A  decree  is  not  to 
be  considered  final  for  the  purposes  of  appeal,  until  after  the  coming  in  of 
the  master's  report.    Potter  v.  Mack,  3  Fish.  428. 

A  decree  for  a  perpetual  injunction,  with  a  reference  to  a  master  to 
ascertain  the  damages  by  reason  of  the  Infringement,  is  not  a  final  decree. 
Barnard  v.  Gibson,  7  How.  650. 

A  motion  to  file  an  answer  after  default  is  generally  addressed  to  the 
discretion  of  the  court,  and  is  not  subject  to  reyision  in  the  Supreme 
Court.    Dean  v.  Mason,  20  How.  198. 

A  motion  by  a  party,  to  whom  the  complainant's  title  has  been  assigned 
since  the  commencement  of  the  suit,  for  leave  to  file  a  supplemental  bill 
is  in  the  discretion  of  the  court,  and  not  a  subject  of  revision.  Dean  v. 
Mason,  20  How.  198. 

The  granting  of  permission  to  retract  an  admission  made  in  the  answer 
is  a  matter  in  the  discretion  of  the  circuit  court,  and  will  not  be  reviewed 
in  the  Supreme  Court.    Jones  v.  Morehead,  1  Wall.  155. 

Costs  and  expenses  are  not  matters  positively  limited  by  law,  but  are 
allowed  in  the  exercise  of  a  sound  discretion.  No  appeal  lies  from  ainere 
decree  respecting  costs  and  expenses.  Canter  v.  Am.  Ins.  Co.,  3  Pet.  307. 

An  objection  to  the  misjoinder  of  parties  complainant,  taken  for  the 
first  time  in  the  Supreme  Court  in  a  case  where  the  parties  consented  to 
a  decree,  comes  too  late.    Livingston  r.  Woodworth,  15  How.  546. 

Exceptions  taken  to  a  master's  report  by  a  party  who  does  not  appeal 
can  not  be  considered.  Rubber  Co.  v.  Goodyear,  9  Wall.  786 ;  8.  c.  2  Fish. 
499;  2aiff.  351.  * 

If  the  master's  report  is  in  any  particular  erroneous,  it  is  incumbent  on 
the  party  to  point  out  the  error  by  an  exception  filed  pursuant  to  the  rules 
on  that  subject.  If  no  exception  is  filed,  it  is  too  late  to  object  to  the 
error  in  the  Supreme  Court  for  the  first  time.  Kinsman  v,  Parkhurst,  18 
How.  289 ;  s.  c.  1  Blatch.  488. 

The  appeal  and  bond  given  in  pursuance  thereof  do  not  vacate  or  sus* 
pend  the  order  of  injunction.  They  afi*ect  only  the  amount  adjudged  as 
damages  and  costs.  Mowry  v.  Whitney,  3  Fish.  157 ;  a.  c.  14  Wall.  620 ; 
8.  c.  1  0.  G.  492 ;  8.  c.  2  Bond  45. 

The  defendant  must  procure  sureties  to  sign  the  bond,  although  he  is 
amply  responsible  for  the  whole  decree.  American  Pavement  Co.  r. 
Elizabeth,  6  O.  G.  772;  8.  c.  1  Ban  &  Ard.  463. 

The  practice  of  requiring  bond  in  double  the  amount  of  the  decree  need 

not  be  always  followed,  for  tiie  law  does  not  require  that  the  security  shall 

be  in  any  fixed  proportion  to  tiie  decree.    American  Pavement  Co.  r. 

Elizabeth,  6  O.  G.  772 ;  8.  o.  1  Ban  &  Ard.  463. 

The  taking  of  an  appeal  and  the  filing  of  an  appeal  bond  will  not  pre* 

vent  the  enforcement  of  timt  part  of  the  decree  which  provides  for  the 

payment  to  the  master  of  the  fees  due  him  for  services  rendered  for  the 

defendant.    Myers  v.  Dunbar,  8  O.  G.  321 ;  s.  c.  12  Blatch.  380 ;  8.  c. 

1  Ban  &  Ard.  565. 
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action  on  the  contract  for  the  stipulated  price,  may  show  that  the  alleged 
improvement  for  which  the  patent  was  granted  is  worthless*  McDougall 
«•  Fogg,  2  Bosw.  387. 

If  the  president  of  a  corporation  attempts  to  manufacture  patented 
articles  which  the  corporation  had  a  license  of  the  exclusive  right  to 
manufacture,  a  State  court  may  punish  him  for  contempt  in  interfering 
with  the  title  of  a  receiver  appointed  to  take  charge  of  the  assets  of  the 
corporation.    In  re  Woven  Tape  Skirt  Co.,  19  N.  Y.  Supr.  111. 

If  a  patentee  merely  sends  a  circular  stating  that  an  article  is  an  infringe- 
ment to  his  agents,  he  can  not  be  enjoined  from  such  use  of  the  circular 
on  the  ground  that  it  is  a  libel.    Bell  v.  Singer  Manuf.  Co.,  65  Geo.  452. 

A  State  court  has  no  jurisdiction  over  an  action  to  enjoin  the  infringe- 
ment of  a  copyright.    Potter  o.  McPherson,  28  N.  Y.  Supr.  559. 

The  statute  does  not  make  the  jurisdiction  of  the  Federal  courts  over 
actions  for  the  protection  of  the  rights  of  authors  at  common  law  in  their 
manuscripts  exclusive,  or  deprive  State  courts  of  jurisdiction  over  such 
actions.  At  most  itglvea  paitM»  mMn  its  piufisionss  «Mi  not  claiming 
the  benefits  of  a  copyright  under  the  laws  of  the  United  States,  a  cumu- 
lative remedy  and  a  choice  of  tribunals.  The  jurisdiction  of  the  State 
courts  in  cases  in  which  it  had  before  been  exercised,  is  not  taken  away 
or  in  any  respect  impaired.  Palmer  v.  De  Witt,  47  N.  Y.  532 ;  8.  c.  40 
How.  Pr.  293 ;  s.  o.  5  Abb.  Pr.  (N.  S.)  130 ;  s.  o.  36  How.  Pr.  222 ;  s.  c. 
2  Sweeny  530 ;  Woolsey  o.  Judd,  4  Duer  379 ;  Jones  v,  Thome,  1  N.  7. 
Leg.  Obs.  408. 


CHAPTER  SEVENTEEN. 

Sec.  892.  Written  or  printed  copies  of  any  records^ 
books,  papers,  or  drawings  belonging  to  the  patent  office, 
and  of  letters  patent,  authenticated  by  the  seal  and  certi- 
fied by  the  commissioner  or  acting  commissioner  thereof, 
shall  be  evidence  in  all  cases  wherein  the  originals  could 
be  evidence ;  and  any  person  making  application  therefor, 
and  paying  the  fee  required  by  law,  shall  have  certified 
copies  thereof 

SiaitUe  Beviaed^-Jvlj  8,  1870,  ch.  280,  §  57,  16  Stat.  207. 

Ptior  ^/flrfirf6*-April  10,  1790,  ch.  7,  §f  8,  6, 1  Stat.  111.— July  4, 1886,  ch. 
857,  H>  6  Stat,  lia— Maroh  3, 1887,  ch.  45,  §  2,  6  Stat.  191.— March  2, 1861, 
ch.88,  915, 12Stat  249. 

ConBtmction. 

An  exemplification  of  the  patent  and  specification  is  admissible  in  evi- 
dence although  the  drawing  is  not  exemplified.  Peck  v.  Farrington,  9 
Wend.  44. 
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A  certified  copy  of  an  assigninent  is  prima  facie  eyidence  of  the  genu- 
ineness of  the  original,  and  is  competent  eyidence,  and  absolute  eyidence 
of  the  correctness  of  the  copies  from  the  record.  Lee  v.  Blandy,  2  Fish. 
89 ;  s.  c.  1  Bond  361 ;  Parker  v.  Haworth,  4  McLean  370 ;  8.  c.  2  Bobb 
725;  Brooks  r.  Jenkins,  3  McLean  432. 

A  certified  copy  of  a  transfer  of  an'  interest  in  a  patent  which  is  not 
required  by  law  to  be  recorded  is  not  legal  proof  of  such  transfer.  Sher- 
num  0.  Champlain  Co.,  31  Yt.  162. 

A  transcript  of  certain  documents  on  file  in  the  patent  office  is  com- 
petent evidence  although  it  does  not  purport  to  be  a  copy  of  the  whole 
proceeding.  Tookey  v.  Harding,  1  Fed.  Bep.  174 ;  s.  o.  5  Ban  A  Ard.  92. 

A  copy  of  a  specification  alone  is  not  competent  evidence  to  prove  what 
was  contained  in  the  patent,  for  it  afibrds  no  proof  of  the  granting,  or  of 
the  existence  of  a  patent  based  upon  the  specification.  Nor  is  the  mere 
certificate  of  the  commissioner,  though  authenticated  by  his  official  seal, 
that  such  patent  was  issued  and  remains  in  fbll  force,  competent  eyidence 
.  of  the  facts  so  certified.  The  proper  eyidence  of  the  patent  is  a  copy  of 
the  patent  itself  duly  authenticated  by  the  official  seal  and  certificate  of 
the  commissioner.    Davis  o.  Gray,  17  Ohio  St.  330. 

Patents  are  public  records.  All  persons  are  bound  to  take  notice  of 
&eir  contents,  and  consequently  should  have  a  right  to  obtain  copies  of 
them.  These  records  being  in  the  care  and  custody  of  the  commissioner 
of  patents,  it  is  his  duty  to  give  authenticated  copies  to  any  person  who 
shall  demand  tlie  same,  as  soon  as  he  conveniently  can,  on  payment  of 
the  legal  fees.  Where  there  is  a  right  on  the  one  side  and  a  correspond- 
ing duty  on  the  other,  a  refusal  to  perform  such  duty  on  the  reasonable 
request  of  the  party  entitled  to  demand  it,  will  subject  the  officer  to  an 
action.  But  the  party  entitled  to  such  services  must  request  in  a  proper 
manner.  He  has  no  right  to  accompany  his  demand  with  personal  insult 
or  vulgar  abuse  of  the  officer.  Those  to  whom  the  people  have  conunitted 
high  trusts  are  entitled  at  least  to  common  courtesy,  and  are  not  bound 
to  submit  to  the  insolence  or  ill  temper  of  those  who  disregard  the  decen- 
cies of  social  intercourse.  A  demand  accompanied  with  rudeness  and 
insnlt  is  not  a  legal  demand.    Boyden  o.  Burke,  14  How.  575. 

The  conunissioner  is  in  error  in  refusing  to  comply  with  a  second 
denumd  on  account  of  former  misconduct,  or  to  enforce  an  apology  by 
withholding  the  party's  rights.  Ill  manners  or  bad  temper  do  not  work 
a  forfeiture  of  men's  civil  rights.  While  the  want  of  an  apology  for  pre- 
vious rudeness  and  insult  may  well  justify  the  commissioner  in  refhsing 
all  social  intercourse  with  the  party,  yet  it  cannot  release  him  from  the 
obligations  imposed  upon  him  by  his  official  station,  or  entitle  him  to  dis- 
regard the  rights  guaranteed  to  others  by  the  laws  of  the  land.  Boyden 
».  Burke,  14  How.  575. 

A  clerk  whose  employment  consists  chiefly  in  making  examinations  in 
relation  to  assignments  and  other  papers  recorded  and  filed  in  the  office, 
is  a  competent  witness  to  prove  that  no  assignment  has  ever  been 
recorded.    Stone  v.  Palmer,  28  Mo.  539. 
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A  certificate  that  diligent  search  has  been  made,  and  that  it  does  not 
appear  that  a  patent  has  been  issued  is  not  competent  evidence.  Bdlock 
0.  Wallingford,  55  N.  H.  619 ;  Stoner  v.  Ellis,  6  Ind.  152. 

If  a  party  desires  to  prove  the  negative  fact  that  there  is  no  record,  he 
must  do  so  in  the  usual  way,  that  is,  by  the  deposition  of  the  proper 
officer  or  by  producing  him  in  court,  so  that  he  may  be  sworn  and  cross- 
examined  as  to  the  thoroughness  of  the  search  made.  Bullock  v.  Wal- 
liugford,  55  N.  H.  619 ;  Stoner  v.  Ellis,  6  Ind.  152. 

Certified  copies  of  the  assignments  of  a  patent  are  not  evidence  that 
there  is  no  other  title  of  record.  Am.  D.  R.  B.  Co.  o.  Sheldon,  17  Blatch. 
208 ;  8.  c.  4  Ban  &  Ard.  551. 

An  abstract  of  the  title  to  the  patent  is  not  evidence  that  the  person  to 
whom  the  reissue  was  granted  did  not  acquire  a  perfect  title  by  another 
line  of  conveyance.  Am.  D.  B.  B.  Co.  v,  Sheldon,  17  Blatch.  208;  a.  C 
4  Ban  &  Ard.  551. 

The  mere  production  of  a  certified  copy  of  the  application  with  a  defec- 
tive affidavit  is  not  competent  evidence  that  no  sufficient  affidavit  was 
taken.    Hoe  r.  Kahler,  11  Fed.  Rep.  111. 

Sec.  893.  Copies  of  the  specifications  and  drawings  of 
foreign  letters  patent,  certified  as  provided  in  the  preced- 
ing section,  shall  be  prima  fade  evidence  of  the  fact  of 
the  granting  of  such  letters  patent,  and  of  the  date  and 
contents  thereof. 

StatuU  JUmsed—Juij  8, 1870,  oh.  230,  §  57,  16  Stat.  207. 

If  a  foreign  patent  is  certified  by  the  officer  of  the  foreign  patent  office 
that  corresponds  to  the  commissioner  of  patents,  it  is  admissible  in  evi- 
dence. Schoerken  v.  S.  &  C.  &  B.  Manuf.  Co.,  19  O.  G.  1493, 19  Blatch. 
209 ;  8.  c.  7  Fed.  Rep.  469. 

A  certificate  of  the  commissioner  of  the  correctness  of  a  translation  of  a 
foreign  patent  contained  in  a  volume  in  the  library  of  the  patent  office  is 
not  competent  evidence.    Gaylord  v.  Case,  1  C.  L.  B.  382. 

Sec.  894.  The  printed  copies  of  specifications  and  draw- 
ings of  patents,  which  the  commissioner  of  patents  is 
authorized  to  print  for  gratuitous  distribution,  and  to 
deposit  in  the  capitols  of  the  States  and  Territories,  and 
in  the  clerk's  offices  of  the  district  courts,  shall,  when 
certified  by  him  and  authenticated  by  the  seal  of  his 
office,  be  received  in  all  courts  a,s  evidence  of  all  matters 
therein  contained. 

statute  Eevtsedr-Jan.  11, 1871,  Res.  5, 16  Stat.  590. 
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Sec.  972.  In  all  recoveries  under  the  copyright  laws, 
either  for  damages,  forfeitures,  or  penalties,  full  costs  shall 
be  allowed  thereon. 

Staiuie  Beviaed—JTay  8,  1870,  ch.  280,  §  108, 16  Stat.  218. 
JVtor  Staiute—Peh.  8,  1881,  ch.  16,  §  12,  4  Stat.  488. 

Sec.  973.  When  judgment  or  decree  is  rendered  for 
the  plaintiff  or  complainant,  in  any  suit  at  law  or  in 
equity,  for  the  infringement  of  a  part  of  a  patent,  in 
which  it  appears  that  the  patentee,  in  his  specification, 
claimed  to  be  the  original  and  first  inventor  or  discoverer 
of  any  material  or  substantial  part  of  the  thing  patented, 
of  which  he  was  not  the  original  and  first  inventor,  no 
costs  shall  be  recovered,  unless  the  proper  disclaimer,  as 
provided  by  the  patent  laws,  has  been  entered  at  the 
patent  office  before  the  suit  was  brought. 

Statute  Bevisedr-Jxdj  8,  1870,  ch.  230,  §  60, 16  Stat.  207. 
Prior  Staiute'-Jxiiy  4,  1886,  ch.  357,  §  15,  5  Stat.  123. 

If  the  plaintiff  on  trial  abandons  one  claim,  he  can  not  recover  costs. 
Proctor  r.  Brill,  16  Fed.  Rep.  971. 

If  the  verdict  was  rendered  upon  all  the  claims,  affirming  their  validity 
and  the  novelty  of  the  invention  claimed  in  each,  the  mere  fact  that  the 
plaintiff  disclaimed  one  or  more  of  the  claims  after  the  trial  and  verdict, 
does  not  deprive  him  of  his  right  to  costs.     Peek  r.  Frames,  5  Fish.  211. 

Although  a  patentee  files  a  disclaimer  as  to  one  division  of  a  reissue, 
yet  if  the  validity  of  the  other  division  is  sustained,  he  is  entitled  to 
recover  costs.    Elastic  Fabrics  Co.  r.  Smith,  100  U,  S.  110. 

If  the  disclaimer  was  unnecessary  and  inoperative,  the -complainant  is 
entitled  to  costs.  Sharp  v.  Tifft.  17  O.  G.  1282;  s.  C.  18  Blatch.  132; 
8.  c.  5  Ban  &  Ard.  399 ;  s.  C.  2  Fed.  Rep.  697. 

If  the  disclaimer  is  not  filed  until  after  the  commencement  of  the  suit, 
the  complainant  can  not  recover  any  costs  at  all  in  the  case,  not  even 
Uiose  incurred  after  the  filing  of  the  disclaimer.  Burdett  v.  Estey,  16 
Blatch.  105 ;  8.  c.  4  Ban  &  Ard.  141 ;  s.  C.  3  Fed.  Rep.  545 ;  Matthews 
V.  Spangenberg,  23  O.  G.  92. 
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Sec.  4883.  All  patents  shall  be  issued  in  the  nkme  of 
the  United  States  of  America,  under  the  seal  of  the 
patent  office,  and  shall  be  signed  by  the  Secretary  of  the 
Interior  and  countersigned  by  the  commissioner  of  patents, 
and  they  shall  be  recorded,  together  with  the  specifica- 
tions, in  the  patent  office,  in  books  to  be  kept  for  that 
purpose. 

StatuU  JKeviMd— July  8,  1870,  ch.  230,  §  21, 16  Stat.  200. 
iVior  StcUuiea— April  10,  1790,  ch.  7,  §  1,  1  Stat.  109.— Feb.  21,  1793,  ch.  11, 
§  1,  1  Stat.  818.— Julj  4, 1836,  ch.  857,  §  5,  5  Stat.  118. 

Principles  of  Constmctlon. 

Patent  laws  should  be  liberally  constraed  to  meet  the  wise  and  bene- 
ficent object  of  the  legislature.  Patentees  are  a  meritorious  class,  and  the 
courts  will  give  them  all  the  aid  and  protection  which  the  law  allows. 
Commissioner  v.  Whiteley,  4  Wall.  522 ;  Brooks  v.  Jenkins,  3  McLean 
432;  Grant  v.  Raymond,  6  Pet.  218 ;  s.  o.  1  Bobb  604. 

The  right  of  property  which  a  patentee  has  in  his  invention,  and  his 
right  to  its  exclusive  use,  are  derived  altogether  from  the  statute.  An 
inventor  has  no  right  of  property  in  his  invention  upon  which  he  can 
maintain  suit,  unless  he  obtains  a  patent  for  it  according  to  the  statute, 
and  his  rights  are  to  be  regulated  and  measured  by  its  provisions,  and 
can  not  go  beyond  them.  Brown  r.  Duchesne,  19  How.  183;  8.  o.  2 
Curt.  371. 

When  Congress  are  legislating  to  protect  inventors,  their  attention  is 
necessarily  attracted  to  tlie  autliority  under  which  they  are  acting,  and  it 
ought  not  lightly  to  be  presumed  that  they  intended  to  go  beyond  it,  and 
exercii^e  another  and  distinct  power  conferred  on  them  for  a  dififerent 
puqiose.    Brown  v,  Duchesne,  19  How.  183;  8.  C.  2  Curt.  371. 

A  special  act  extending  a  patent  mubt  be  construed  in  connection  with 
the  statute.  They  are  statutes  in  pari  mattria^  and  all  relate  to  the  same 
subject,  and  must  be  construed  together.  Bloomer  v.  McQuewen,  14 
How.  530 ;  Jordan  o.  Dobson,  4  Fish.  232;  s.  O.  7  Phila.  533;  8.  O.  2  Abb. 
U.  S.  398. 

A  special  act  of  Congress  in  favor  of  a  patentee,  extending  the  time 
beyond  tliat  originally  limited,  must  be  considered  as  engrafted  on  the 
general  law.    Bloomer  v,  McQuewen,  14  How.  539. 

An  act  of  Congress  which  gives  a  patent  for  an  invention  will,  if  it  is 
ambiguous,  be  construed  to  give  damages  for  the  consti*uction  or  use  of 
the  invention  only  after  tlie  grant  of  the  patent,  so  that  it  may  not  be 
deemed  to  create  rights  retrospectivel}',  or  make  men  liable  for  damages 
for  acts  lawful  at  the  time  when  they  were  done.  Blnnchard  o.  Sprague, 
2  Story  104 ;  8.  c.  3  Sumner  535 ;  s.  c.  1  Robb  734,  742. 

The  courts  can  never  presume  that  Congress  intended  to  decide  that  an 
individual  is  an  author  or  inventor  in  a  general  act,  the  words  of  which 
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Sec.  4883.  All  patents  shall  be  issued  in  the  nkme  of 
the  United  States  of  America,  under  the  seal  of  the 
patent  office,  and  shall  be  signed  by  the  Secretary  of  the 
Interior  and  countersigned  by  the  commissioner  of  patents, 
and  they  shall  be  recorded,  together  with  the  specifica- 
tions, in  the  patent  office,  in  books  to  be  kept  for  that 
purpose. 

Statule  BevUed—Julj  8,  1870,  ch.  280,  §  21, 16  Stat.  200. 
Prior  Statutes— April  10,  1790,  ch.  7,  §  1,  1  Stat.  109.— Feb.  21,  1793,  ch.  11, 
§  1, 1  Stat  8l8.-nJal7  4, 1886,  ch.  857,  §  5,  5  Stat.  118. 

Principles  of  Construction. 

Patent  laws  should  be  liberally  coDBtnied  to  meet  the  wise  and  bene- 
ficent object  of  the  legislature.  Patentees  are  a  meritorious  class,  and  the 
courts  will  give  them  all  the  aid  and  protection  which  the  law  aUows. 
Commissioner  v.  Whiteley,  4  Wall.  522 ;  Brooks  v.  Jenkins,  3  McLean 
432;  Grant  v.  Raymond,  6  Pet.  218 ;  8.  o.  1  Bobb  604. 

The  right  of  property  which  a  patentee  has  in  his  invention,  and  his 
right  to  its  exclusive  use,  are  derived  altogether  from  the  statute.  An 
inventor  has  no  right  of  property  in  his  invention  upon  which  he  can 
maintain  suit,  unless  he  obtains  a  patent  for  it  according  to  the  statute, 
and  his  rights  are  to  be  regulated  and  measured  by  its  provisions,  and 
can  not  go  beyond  them.  Brown  r.  Duchesne,  19  How.  183 ;  8.  c.  2 
Curt.  371. 

When  Congress  are  legislating  to  protect  inventors,  their  attention  is 
necessarily  attracted  to  the  autliority  under  which  they  are  acting,  and  it 
ought  not  lightly  to  be  presumed  that  they  intended  to  go  beyoud  it,  and 
exercise  another  and  distinct  power  conferred  on  tliem  for  a  different 
purpose.    Brown  v,  Duchesne,  19  How.  183;  8.  C.  2  Curt.  371. 

A  special  act  extending  a  patent  must  be  construed  in  connection  with 
the  statute.  They  are  statutes  in  pari  materia^  and  all  relate  to  the  same 
subject,  and  must  be  construed  together.  Bloomer  v,  McQuewen,  14 
How.  530 ;  Jordan  v.  Dobson,  4  Fish.  232;  s.  C.  7  Phila.  533 ;  s.  C.  2  Abb. 
U.  S.  398. 

A  special  act  of  Congress  in  favor  of  a  patentee,  extending  the  time 
beyond  that  originally  limited,  must  be  considered  as  engrafted  on  the 
general  law.    Bloomer  v.  McQuewen,  14  How.  539. 

An  act  of  Congress  which  gives  a  patent  for  an  invention  will,  if  it  is 
ambiguoOs,  be  construed  to  give  damages  for  the  construction  or  use  of 
the  invention  only  after  the  grant  of  the  patent,  so  that  it  may  not  be 
deemed  to  create  rights  retrospectively,  or  make  men  liable  for  damages 
for  acts  lawful  at  the  time  when  they  were  done.  Blanchard  v,  Sprague, 
2 Story  1G4;  8.  c.  3  Sumner  535 ;  s.  c.  1  Kobb  734,  742. 

The  courts  can  never  presume  that  Congress  intended  to  decide  that  an 
individual  is  an  author  or  inventor  in  a  general  act,  the  words  of  which 
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do  not  render  such  a  construction  unavoidable.  Evans  v,  Eaton,  3  Wheat. 
454 ;  s.  c.  Pet.  C.  C.  322 ;  s.  c.  1  Robb  68,  243. 

The  grant  of  an  exclusive  privilege  to  an  inventioa  for  a  limited  time 
does  not  imply  a  binding  and  irrevocable  contract  with  the  people  that  at 
the  expiration  of  the  period  the  invention  shall  become  their  property* 
Congress  may  renew  the  patent  right  at  the  end  of  the  period  or  decline 
to  do  so.  Evans  o.  Eaton,  3  Wheat.  454;  s.  c.  Pet.  C.  C.  322 ;  s.  c.  1 
Bobb  68,  243. 

Slgnatnre. 

If  a  patent  is  issued  without  the  signature  of  the  Secretary  of  tlie  In- 
terior it  is  void.    Marsh  ».  Nichols,  15  Fed.  Rep.  914 ;  s.  o.  24  0.  G .  901. 

If  a  patent  was  not  signed  by  the  Secretary  of  the  Interior  at  the  time 
of  the  commencement  of  a  suit,  a  subsequent  signing  will  not  make  it 
valid  as  of  the  date  when  it  was  issued.  Marsh  o.  Nichols,  15  Fed.  Rep. 
914 ;  s.  C.  24  O.  G.  901. 

If  a  patent  was  not  signed  when  it  was  issued  it  can  not  be  signed  by 
the  Secretary  of  the  Interior  after  his  tenure  of  office  has  expired.  Marsh 
V.  Nichols,  15  Fed.  Rep.  914;  8.  c.  24  O.  G.  901. 

As  the  Secretary  of  the  Interior  must  by  law  sign  the  patent,  as  well  as 
the  commissioner,  should  the  patent  be  altered  after  he  signs  it,  he  must 
be  made  aware  of  any  such  subsequent  alteration  and  sanction  it  before 
his  signature  can  be  regarded  as  verifying  the  amended  patent.  The 
entry  of  his  sanction  upon  the  letters  patent  themselves  would  be  a  con- 
venient mode  of  perpetuating  the  evidence  of  it,  but  in  principle  nothing 
seems  to  be  demanded  beyond  his  assent  or  ratification.  Wood  worth  o. 
Hall,  1  W.  &  M.  389 ;  s.  c.  2  Robb  517. 

I 

Sec.  4884.  Every  patent  shall  contain  a  short  title  or 
description  of  the  invention  or  discovery,  correctly  indicat- 
ing its  nature  and  design,  and  a  grant  to  the  patentee,  his 
heirs  or  assigns,  for  the  term  of  seventeen  years,  of  the 
exclusive  right  to  make,  use  and  vend  the  invention  or 
discovery  throughout  the  United  States,  and  the  terri- 
tories thereof,  referring  to  the  specification  for  the  partic- 
ulars thereof.  A  copy  of  the  specification  and  drawings 
shall  be  annexed  to  the  patent  and  be  a  part  thereof. 

.    statute  Revised— Julj  8,  1870,  ch.  230,  §  22,  16  Stat.  201. 

JPHor  Statutes— April  10,  1790,  oh.  7,  §  1,  1  Stat.  109.— Feb.  21, 1793,  ch.  11, 
§1,1  Stat  318.— July  4,  1836,  ch.  857,  §  5,  5  Stat.  118.— March  2, 1861,  ch.  88, 
§  16,  12  Stat  249. 

Rules  of  Constrnctlon. 

Patents  for  inventions  under  the  fair  application  of  the  rule  ut  res  magis 
valeat  quam  pereat,  are,  if  practicable,  to  be  so  interpreted  as  to  uphold 
and  not  to  destroy  the  right  of  the  inventor.    Turrill  v.  Railroad  Com- 
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pany,  1  Wall.  491 ;  Stover  v.  Halstead,  13  Blatch.  95  ;  s.  o.  8  O.  G.  558  ; 
s.  c.  2  Ban  &  Ard.  98 ;  Byan  r.  Goodwin,  3  Sumner  514 ;  s.  o.  1  Robb 
725 ;  Klein  r.  RusselU  19  Wall.  433 ;  Allen  v.  Hunter,  6  McLean  303 ; 
iDgels  V.  Mast,  6  Fish.  415 ;  Davoll  v.  Brown,  1  W.  &  M.  53 ;  s.  c.  2 
Robb  303 ;  Union  Paper  Bag  Co.  v.  Nixon,  6  Fish.  402 ;  s.  c.  4  0.  G.  31 ; 
Rubber  Co.  r.  Goodyear,  9  Wall.  788 ;  8.  c.  2  Fish.  499 ;  s.  o.  2  Cliff.  351 ; 
Goodyear  ».  Berry,  3  Fish.  439 ;  s.  c.  2  Bond  189 ;  Goodyear  Dental  Co. 
r.  Gardner,  4  Fish.  224;  8.  c.  3  Cliff.  408  ;  Brown  ©.  Guild,  23  Wall.  181 ; 
s.  c.  6  0.  G.  392 ;  8.  o.  7  O.  G.  739 ;  Adams  v.  Joliet  Manuf.  Co.,  12  O . 
G.  93 ;  s.  c.  3  Ban  8c  Ard.  1 ;  Blaisdell  t?.  Tufts,  15  O.  G.  881 ;  s.  c.  3 
Ban  &  Ard.  521. 

This  principle  is  not  to  be  carried  so  far  as  to  exclude  what  is  in  it,  or 
to  interpolate  anything  which  it  does  not  contain.  Rubber  Co.  v.  Good- 
year, 9  Wall.  788 ;  s.  c.  2  Fish.  499  ;  s.  c.  2  Cliff.  351. 

The  rights  secured  by  a  patent  for  an  invention  or  discovery  are  as 
much  property  as  anything  else  real  or  incorporeal.  The  titles  by  which 
they  are  held,  like  other  titles,  should  not  be  overthrown  upon  doubts  or 
objections  capable  of  a  reasonable  and  just  solution  in  favor  of  their  val- 
idity.   Blandy  v.  Griffith,  3  Fish.  609. 

Patents  for  inventions  are  treated  as  a  just  reward  to  ingenious  men, 
and  as  highly  beneficial  to  the  public,  not  only  by  holding  out  suitable 
encouragement  to  genius,  and  talents,  and  enterprise,  but  as  ultimately 
securing  to  the  whole  community  great  advantages  from  the  free  commu- 
nication of  secrets  and  processes  and  machinery,  which  may  be  most  im- 
portant to  all  the  great  interests  of  society,  to  agriculture,  to  commerce 
and  to  manufactures,  as  well  as  to  the  cause  of  science  and  art.    Specifi- 
cations are  therefore  clearly  entitled  to  a  liberal  construction,  since  they 
are  granted  not  as  restrictions  upon  the  rights  of  the  community,  but  ^^  to 
promote  science  and  useful  arts."    Blanchard  v.  Sprague,  2  Story  164  ; 
s.  c.  3  Sumner  535  ;  8.  0.  1  Robb  734,  742 ;  Bussey  v.  Wager,  9  O.  G. 
300;  8.  c.  2  Ban  &  Ard.  229  ;  Treadwell  r.  Parrott,  3  Fish.  124 ;  8.  O.  5 
Blatch.  369 ;  Dennis  v.  Cross,  6  Fish.  138 ;  s.  c.  3  Biss.  389 ;  Potter  v. 
Holland,  1  Fish.  382 ;  8.  a  4  Blatch.  238;  Carew  o.  Boston  Elastic  Fab- 
ric Co.,  5  Fish.  90  ;  8.  c.  1  Holmes  45 ;  8.  c.  3  Cliff.  336 ;  8.  c.  1  O.  G. 
91 ;  Snger  w.  Walmsley,  1  Fish.  558 ;  Birdsell  r.  McDonald,  6  O.  G.  682 ; 
8.  c.  1  Ban  &  Ard.  165  ;  Corning  v.  Burden,  15  How.  252;  Goodyear  r. 
Central  R.  R.  Co.,  1  Fish.  626  ;  s.  c.  2  Wall.  Jr.  356 ;  Winans  v.  Den- 
mead,  15  How.  330 ;.  4  Am.  L.  J.  498 ;  Allen  v.  Hunter,  6  McLean  303  ; 
Parker  o.  Stiles,  5  McLean  44 ;  Ames  v.  Howard,  1  Sumner  482 ;  8.  C. 
I  Robb  689 ;  Latta  ».  Shawk,  1  Fish.  465  ;  s.  c.  1  Bond  259  ;  Bloomer 
p.  Stolley,  5  McLean   158  ;  Parker  r.  Haworth,  4  McLean  370  ;  8.  O.  2 
Robb  725 ;  Waterbury  Brass  Co.  r.  N.  Y.  Brass  Co.,  3  Fish.  43 ;  Hogg  v. 
Emereon,  6  How.  437 ;  s.  c.  2  Blatch.  1  ;  s.  c.  2  Robb  655 ;  Davoll  v. 
Brown,  1  W.  &  M.  53 ;  8.  c.  2  Robb  303 ;  Seymour  v.  Osborne,  11  Wall. 
516;  8.  c.  3  Fish.  555  ;  Adair  o.  Thayer,  17  Blatch.  468  ;  8.  c.  5  Ban  & 
Ard.  118 ;  8.  c.  4  Fed.  Rep.  441. 
It  is  the  duty  of  the  court  in  construing  a  patent  to  so  construe  it,  if  it 
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can  without  doing  violence  to  the  language  used,  as  not  to  defeat  the 
claim  of  the  patentee,  but  to  give  to  the  patentee  what  he  has  actually 
invented,  and  all  that  he  has  actually  invented — in  other  words,  to  make 
the  claim  commensurate  with  the  invention  which  has  been  actually  made 
by  the  patentee.  New  York  v.  Ransom,  1  Fish.  252 ;  s.  c.  23  How. 
487  ;  Swift  t?.  Whisen,  3  Fish.  343 ;  8.  c.  2  Bond  115  ;  Parker  r.  Stiles,  5 
McLean  44 ;  Coffin  v.  Ogden,  3  Fish.  C40 ;  8.  c.  7  Blalch.  61 ;  Union 
Sugar  Refinery  v.  Mathiessen,  2  Fish.  600  ;  8.  c.  3  Cliff.  639 ;  Wliipple  r. 
Middlesex  Co.,  4  Fish.  41 ;  Roots  r.  Hyndman,  6  Fish.  439  ;  8.  c.  4  O.G. 
29 ;  Rogers  v.  Sargent,  7  Blatch.  507  ;  Hovey  r.  Stevens,  3  W.  &  M.  17 ; 
s.  c.  2  Robb  567  ;  Andrews  t;.  Carman,  13  Blatch.  307 ;  s.  c.  9  0.  G.  1011 ; 
8.  c.  2  Ban  &  Ard.  277 ;  Estabrook  v.  Dunbar,  10  0.  G.  909  ;  s.  c.  2  Ban 
&  Ard.  427  ;  Judson  v.  Moore,  1  Fish.  544  ;  s.  c.  1  Bond  285  ;  Johnson  r. 
Linen  Co.,  33  Conn.  436;  Smith  r.  Fay,  6  Fish.  446;  Clark  r.  Kennedy 
Manuf.  Co.,  14  Blatch.  79  ;  S.  c.  2  Ban  &  Ard.  470 ;  s.  c.  11  O.  G.  68 ; 
Goodyear  v.  Providence  Rubber  Co.,  2  Fish.  499;  s.  c.  9  Wall.  788;  s.C. 
2  CHff.  35  ;  Hamilton  v.  Ives,  6  Fish.  244 ;  s.  c.  3  O.  G.  30;  Francis  r. 
Mellor,  5  Fish.  153 ;  S.  c.  8  Phila.  157  ;  s.  C.  5  A.  L.  T.  (U.  S.)  237 ;  s. 
C.  1  O.  G.  48  ;  Union  Paper  Bag  Co.  v.  Nixon,  6  Fish.  402 ;  s.  c.  4  0.  G. 
31 ;  Henderson  r.  Cleveland  Stove  Co.,  12  O.  G,  4  ;  8.  c.  2  Ban  &  Ard. 
604;  Adams  v.  Joliet  Manuf.  Co.,  3  Ban  &  Ard.  1 ;  s.  c.  12  O.  G.  91; 
Fuch  r.  Bragg,  8  Fed.  Rep.  588  ;  s.  c.  20  O.  G.  1589. 

The  general  rule  that  a  patent  will  be  liberally  construed  will  not  be 
applied  in  a  case  where  it  is  evident  that  the  claim  has  been  expressed  in 
loose,  ambiguous  or  general  terms  for  the  fraudulent  purpose  of  apparently 
covering  subsequent  inventions,  especially  where  the  objectionable  claim 
has  been  first  introduced  in  a  reissue  for  the  purpose  of  covering  the  sub- 
sequent invention  of  another.  Taylor  v,  Garretson,  5  Fish.  116  ;  s.  c.  9 
Blatch.  156. 

If  a  reissue  was  taken  out  for  the  purpose  of  securing  a  broad  claim  the 
patentee  will  be  held  to  it,  although  the  result  may  be  that  the  reissue  is 
void  for  want  of  novelty.  Wisner  r.  Grant,  7  Fed.  Rep.  922 ;  8.  c.  5 
Ban  &  Ard.  217. 

The  word  ''process  "  in  a  reissue  will  not  be  construed  to  mean  ma- 
chinery, for  the  same  liberality  of  construction  does  not  prevail  in  the  case 
of  a  reissue  as  in  the  case  of  an  original  patent.  Hatch  v.  Moffit,  15  Fed. 
Rep.  252. 

A  patent  should  be  construed  in  such  a  way,  if  possible,  as  to  conform 
to  the  actual  invention.  Hale  r.  Stimpson,  2  Fish.  565  ;  Stimpson  r. 
Woodman,  3  Fish.  98 ;  8.  c.  10  Wall.  117 ;  Taylor  r.  Garretson,  5  Fish. 
116;  8.  c.  9  Blatch.  156 ;  Bussey  v.  Wager,  9  O.  G.  300 ;  8.  C.  2  Ban  & 
Ard.  229  ;  Barnes  r.  Straus,  5  Fish.  531 ;  s.  c.  9  Blatch.  553 ;  s.  c.  2  0. 
G.  62 ;  Gallahue  r.  Butterfield,  6  Fish.  203 ;  s.  c.  10  Blatch.  232 ;  2  O.  G. 
645  ;  Malm  r.  Harwood,  14  O.  G.  859 ;  8.  c.  3  Ban  &  Ard.  515. 

The  patentee  may  so  restrict  his  claim  as  to  cover  less  than  what  he 
Invented,  yet  such  an  interpretation  should  not  be  put  upon  his  claim  if  it 
can  fairly  be  construed  otherwise.  Winans  v,  Denmead,  15  How.  330 ;  s. 
C.  4  Am.  L.  J.  498. 
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A  chum  will  not  be  enlarged  by  construction  beyond  the  fair  interpre- 
tation of  its  terms.  Bums  v.  Meyer,  100  U.  S.  671 ;  Delaware  C.  &  I.  Co. 
V.  Packer,  24  O.  G.  1273. 

The  Intention  of  the  inventor,  so  as  to  effect  the  object  designed,  is  to 
govern  the  construction  of  the  language  he  employs.  Inventors  are  not 
always  educated  or  scientific  men.  Some  most  useful  inventions  have 
sprang  from  an  illiterate  source.  Genius  is  not  always  blessed  with  the 
power  of  language.  Courts  look  to  the  manifest  design  in  order  to  re- 
move any  ambiguity  arising  from  the  terms  employed ;  but  this  ambiguity 
most  not  be  such  as  would  perplex  an  ordinary  mechanic  in  the  art  to 
which  it  applies.    Page  v.  Ferry,  1  Fish.  298. 

There  may  be  a  liberality  of  construction  very  injurious  to  the  public, 
especially  if  it  permits  a  patentee  to  couch  his  specification  in  such  am- 
biguous terms  that  its  claims  may  be  contracted  or  expanded  to  suit  the 
exigency.    Parker  v.  Sears,  1  Fish.  93. 

The  same  exact  rule  of  interpretation  is  not  to  be  applied  at  all  times, 
but  such  in  each  case  as  will  best  enable  tl^e  court  to  arrive  at  the  mean- 
ing intended.  Welling  v.  Rubber  Co.,  7  O.  G.  606 ;  8.  O.  1  Ban  &  Ard. 
282.. 

It  is  not  necessary  to  classify  a  claim  and  to  draw  deductions  from  such 
classification.  That  is  generally  an  unsafe  mode  of  reasoning.  Howe  v, 
Morton,  1  Fish.  586. 

If  two  inventors  were  prosecuting  experiments  at  the  same  time,  and 
each  obtained  a  patent,  the  subsequent  patent  should  be  so  construed  as 
to  sustain  it,  if  possible,  if  the  principle  upon  which  it  operates  is  differ- 
ent from  that  of  the  prior  patent.    Moore  v.  Ludlow,  14  O.  G.  1. 
* 

What  may  be  Referred  to. 

It  is  the  duty  of  the  patentee  to  sum  up  his  invention  in  clear  and 
determinate  terms,  and  his  summing  up  is  conclusive  upon  his  right  and 
title.  Wyeth  v.  Stone,  1  Story  274 ;  s.  c.  2  Bobb  23 ;  Dennis  v.  Cross,  3 
Bibs.  389:  s.  c.  6  Fish.  138;  Hovey  r.  Stevens,  3  W.  &  M.  17;  s.  c.  2 
Robb  567;  Wheeler  p.McCormick,  6  Fish.  551;  s.  c.  11  Blatch.  334;  4 
0.  G.  692. 

The  patentee  is  restricted  to  his  claim.  It  is  true  that  the  whole  patent, 
includiDg  the  specifications  and  the  drawings,  is  to  be  taken  into  consid- 
eration, but  the  court  looks  at  them  only  for  the  purpose  of  placing  a 
proper  construction  on  the  claim.  Pitts  v.  Wemple,  2  Fish.  10 ;  s.  c.  I 
Bias.  87 ;  Johnson  v.  McCullough,  4  Fish.  170;  Brooks  r.  Fisk,  15  How. 
212;  Rich  r.  Close,  4  Fish.  279 ;  s.  c.  8  Blatch.  41 ;  Railroad  Co.  v.  Mel- 
lon, 104  U.  S.  112  ;  s.  c.  20  O.  G.  1891. 

The  claim  is  the  attempt  on  the  part  of  the  inventor  to  describe  the 
very  thing  which  he  supposes  he  has  invented,  and  for  which  he  asks  the 
patent.   Many  v.  Jagger.  1  Blatch.  372. 

The  claim  must  be  construed  as  favorably  to  the  patentee  as  the  lan- 
goage  of  the  claim,  the  state  of  the  art  and  the  extent  and  character  of 
lu8  actual  invention  will  allow.    Burden  r.  Coming,  2  Fish.  477. 
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iainx  coDtained  in  a  patent  is  to  be  conetmed  with  rufereoce  to  the 

the  art  at  the  time  of  the  invention.  Pitta  v.  Wemple,  2  Fish.  10; 
3isB.  87  ;  Tilghmau  v.  Mitchell,  2Fi8h.  518  ;  Goodyear  d.  Wait,  3 
12;  a.  c.  5  Blatch.  468;  Whipple  t>.  Middlesex  Co.,  4  Finh.  41; 
or  Dental  Co.  v.  Gardner,  4  Fish,  224 ;  a.  c.  2  Cllfl".  408  ;  Eogera 
nt,  7  Blatch.  507  ;  Loom  Co.  tJ.  Higgins,  16  O.  G.  675  ;  a.  c.  15 
486 ;  a.  c.  4  Ban  &  Ard.  88.  105  U.  8.  580 ;  s.  c.  21  O.  G.  2031 ; 
an  Whip  Co.  t.  Hayden  Whip  Co.,  5  Ban  &  Ard.  125  ;  s.  c.  1  Fed. 

;  Gameau  v.  Dozier.  102  U.  S.  230  ;  a.  c.  19  O.  G.  61 ;  Bate  He- 
ir Co.  V.  Toffey,  6  Fed.  Bep.  514 ;  Jones  t>.  Barker,  22  O.  G.  771 ; 

Fed.  Bep,  597. 

extent  of  an  invention  muat  be  aacertained  by  comparing  what  the 
r  pruducea  with  what  waa  known  before  the  time  of  the  iuventioD 

the  time  of  the  application  for  a  patent.  Sprague  r .  Adriance,  14 
98  ;  s.  c.  3  Ban  &.  Ard.  124. 

inatruing  a  patent  the  courts,  in  the  first  place,  generally  look  to 
n,  which  by  law  is  required  to  be  a  Bumming  up  of  th^  partJculara 
Qvention  for  which  the  applicant  desires  a  patent.  If  that  claim 
i  and  uncertain,  then  reference  ia  made  to  the  speuficatioQ  and 
;b,  together  with  auch  other  exhibits  aa  may  aid  in  giving  a  con> 
a  to  the  patent.  Haaelden  p.  Ogden,  3  Fieh.  378 ;  Whipple  r. 
1  Manuf.  Co.,  4  Fiah,  29  ;  Whipple  v.  Middlesex  Co.,  4  Fish.  41 ; 
ir.  Boot,  1  Fish.  351. 

-der  to  determine  what  the  patentee  claims  as  his  invention  the 
ust  look  to  the  apeciiicaldon  annexed  to  the  patent,  which  is  made 
a  portion  of  the  patent.  In  determining  tlie  conatruction  of  the 
1  ia  proper  that  the  court  should  refer  to  the  whole  specilicatiOB 
laider  the  whole  of  it  in  connection.  Xew  York  r,  Baneom,  23 
87;  B.C.  IFiah.  252;  Carter n.MefiBinger,  11  Blatch. 34;  Hoveyc. 
\,  1  W.  &M.290;  B.  c.  2  Robb  479;  Hudson  c.Drapcr,  4  Fiah.  256; 
Ilff,  176 ;  1 0. G.  204 ;  Page  r. Ferry,  1  Fish.  298 ;  Boberta p.  Dickey. 
532 ;  8.  c.  4  BrewB.  260  ;  8.  c.  1  O.  G.  4  ;  Judson  v.  Cope,  1  Fiah. 

C.  1  Bond  327 ;  Howe  c.  Morton,  1  Fiah.  586  ;  Rogers  c.  Sargent, 
!h.  507 ;  Vance  v.  Campbell,  1  Fish.  483  ;  a.  c.  1  Black  427 ; 
r.  Brown,  1  W.  &  M.  53 ;  a.  c.  2  Robb  303  ;  Carver  r.  Braintree 

Co.,  2  Story  432;  a.  c.  2  Eobb  141;  Seymour  v.  Osborne,  11 
16;  B.C.  3  Fish.  565;  Seymour  u.  McCormick,  19  How.  96;  8,0. 
Ii.  209  ;  Coffin  v.  Ogden,  3  Fiah.  640  ;  s.  c.  7  Blatch.  61 ;  Francis 
M,  5  Fish.  153  ;  s.  c.  8  Phila.  157  ;  1  0.  G.  48  ;  5  A.  L.  T.  237; 
Co.  V.  Hayden,  4  Fiah.  86  ;  s.  c.  3  Wall.  315  ;  Holly  f.  Vergennes 
e  Co.,  18  Blatch.  327  ;  a.  c.  18  O.  G.  1177  ;  s.  c.  4  Fed.  Bep.  74; 
^  B.  8.  Co.  V.  L.  8.  &  M.  S.  R.  R.  Co.,  9  Biaa.  505  ;  a.  c.  18  0. 
1;  8.  c.  4Fed.  Rep.  219. 

patent,  the  specification  and  the  drawings  may  be  referred  to  io 
ning  the  extent  of  the  patentee's  claim.    While  it  is  true  tliat  the 

to  look  at  tlie  summing  up  to  discover  what  parts  of  the  machine 
ns  to  have  invented,  still,  if  anything  is  needed  to  enable  It  to 
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determine  the  proper  meaning  of  the  expressions  used  in  the  claim,  it 
must  refer  to  the  previous  portion  of  the  specification  for  such  explana- 
tions as  may  be  necessary  to  understand  the  office  and  purpose  of  ttiat 
which  is  claimed  as  new.  Forbes  v,  Barstow  Stove  Co.,  2  Clift'.  379 ; 
Morris  r.  Barrett,  1  Fish.  461 ;  s.  c.  1  Bond  254  ;  Ingels  o.  Mast,  1  Flip- 
pin  424 ;  s.  c.  2  Ban  &  Ard.  24 ;  Judson  r.  Moore,  1  Fish.  544 ;  s.  c.  1 
Bond  285 ;  Turrill  v.  Railroad  Company,  1  Wall.  491 ;  Washbura  r. 
Gould,  3  Story  122 ;  s.  c.  2  Robb  206 ;  Pitts  r.  Edmonds,  2  Fish.  52 ;  s. 
c.  1  Bias.  168 ;  Union  Sugar  Refinery  v.  Mathiessen,  3  Cliff.  639  ;  s.  c.  2 
Fish.  600;  Birdsall  r.  McDonald,  6  O.  G.  682 ;  s.  c.  1  Ban  &  Ard.  165 ; 
Geir  r.  Goettinger,  7  O.  G.  563  ;  s.  c.  1  Ban  &  Ard.  553  ;  Earle  v.  Sawyer, 
4  Mason  1 ;  s.  c.  1  Robb  491 ;  Whitney  v,  Emmett,  Bald.  303 ;  s.  c.  1 
Robb  567  ;  Kittle  v.  Merriam,  2  Curt.  475 ;  Goodyear  Dental  Co.  v.  Gard- 
ner, 3  Cliff.  408  ;  s.  c.  4  Fish.  224 ;  Doughty  r.  Day,  5  Fish.  224 ;  s.  c.  9 
Blatch.  262. 

A  petition  is  always  required  to  be  presented  by  an  inventor.  The  spe- 
cification is. required  to  be  prepared  and  filed  before  the  patent.issues. 
The  specification  is  incorporated  expressly  and  at  length  into  the  letters 
patent  themselves,  and  must  be  regarded  as  a  component  part  by  the 
statute.  Hogg  v.  Emerson,  6  How.  437 ;  s.  c.  2  Blatch.  1 ;  s.  c.  2  Robb 
655. 

The  specification  and  the  claim  emanate  from  the  same  pen — the  one 
cannot  contradict  the  other.    Page  p.  Ferry,  1  Fish.  298. 

If  the  claim  and  specification  do  not  altogether  agree,  the  claim  governs 
the  patent.    Haselden  v,  Ogden,  3  Fish.  378. 

The  different  parts  of  the  patent  must  be  compared  with  each  other, 
and  the  instrument  considered  as  a  whole.  Union  Sugar  Refinery  v, 
Mathiessen,  2  Fish.  600. 

The  drawings  are  to  be  deemed  a  ^rt  of  the  specification,  and  may  be 
referred  to  for  the  purpose  of  adding  anything  to  the  specification  or  claim 
not  specifically  contained  therein.  Washburn  r.  Gould,  3  Story  122  ;  s. 
c.  2  Robb  206;  Banker  v.  Bostwick,  18  O.  G.  61 ;  s.  c.  3  Fed.  Rep.  517. 

The  specification  governs,  and  the  drawings  merely  illustrate.  Hogg  t>. 
Emerson,  11  How.  587 ;  s.  c.  2  Blatch.  1  ;  Hamilton  p.  Ives,  6  Fish. 
244;  s.  c.  3  0.  G.  30. 

If  the  claim  refers  to  other  parts  of  the  specification  and  drawings, 
those  parts  are  to  be  examined  in- connection  with  it,  in  order  to  ascertain 
what  is  claimed  in  the  summary  as  the  new  improvement.  Hovcy  o. 
Stevens,  3  W.  &  M.  17  ;  s.  c.  2  Robb  567 ;  Heinrich  r.  Luther,  6  McLean 
345. 

Mere  matters  of  adjustment  of  the  individual  elements  of  a  combina- 
tion are  not  limited  or  controlled  by  the  drawings,  unless  :  1.  They  are 
expressly  so  limited  by  the  specifications  as  well  ;  or,  2.  Such  limitation 
and  control  are  necessary  to  maintain  the  integrity  of  the  specifications 
taken  as  a  whole,  or  of  some  essential  part  or  pai'ts  thereof ;  or,  3.  Such 
limitation  and  control  are  essential  to  produce  the  result  claimed.  Ham- 
ilton p.  Ives,  6  Fish.  244 ;  8.  c.  3  O.  G.  30. 
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Ithough  the  dnwinga  may  be  referred  to  in  coastruing  the  patent,  yet 
can  not  supply  au  omisaioD  in  a  speciQcatioa  or  claim.  Tinker  e. 
E.  M.  &  R.  Manuf.  Co.,  5  Ban  &  Ard.  92 ;  s.  c.  I  Fed.  Bep.  138. 
he  courts  will  look  at  the  model,  which  is  as  much  a  part  of  the  patent 
iie  apeu if! cation,  and  which  the  etatute  requires  to  be  preserved,  id 
T  to  illustrate  anything  that  may  be  doubtful  to  the  mechanic  who 
^rlakee  to  make  the  machine  from  the  patent  after  the  patent  bat 
red.  UotfheiDs  v.  Brandt,  3  Fish.  218;  Goodyear  Dental  Co.  t, 
iner.  3  Cliff,  408  ;  a,  c.  4  Fisli,  224. 

'here  the  construction  of  the  patent  and  apeciQcatioQ  ae  to  the  subject 
lie  grant  is  doubtful,  the  affidavit,  if  more  precise,  may  be  resorted  to 
rdcr  to  explain  the  ambiguity.  PetUbone  v.  Derringer,  4  Wash,  C.  C. 
;  9.  c,  1  Robb  152. 

L  construing  a  reissue  the  speciScatiooa  in  tioLh  the  original  and  reisrue 
be  examined.  Forsyth  v.  Clapp,  6  Fish.  528  ;  s.  c,  I  Holmes  278 ; 
4  O.  G.  527  !  Atlantic  Giant  Powder  Co.  c.  Mowbray,  12  0.  G.  560; 
,  2  Ban  &  Ard.  442 ;  Swain  P.  Manuf.  Co.  d.  T^d,  102  U.  S.  409 ;  s.  c. 
).  G.  62 ;  s.  c.  II  O.  G.  153  ;  s.  c.  2  Ban  &  Ard.  488, 
he  patent  must  be  construed  without  reference  to  the  previous  corres- 
lence  and  previously  rejected  applications,  especially  if  the  patent 
ed  correctly  desciibea  the  invention.  Piper  o.  Brown,  4  Fish.  175 ; 
ason  V.  Koot,  1  Fish.  351 ;  Goodyear  Dental  Co.  p.  Gardner,  3  Cliff. 
;  8.  c.  4  Fish.  224. 

he  construction  of  a  patent  must  certmnly  depend  on  the  words  of 
instrument,  but,  where  the  words  are  ambiguous,  there  may  be  circum- 
ces  which  ought  to  have  great  influence  in  expounding  them.  The 
Qtion  of  the  i>arties,  if  that  intention  can  be  collected  from  sources 
:h  the  principles  of  the  law  permit  courts  to  explore,  are  entitled  to 
t  consideration.  Tlie  parties  are  the  Government,  acUng  by  its 
its,  and  the  [ratentee.  £vaQB  v.  Eaton,  3  Wheat,  454 ;  s.  c.  Pet.  C.  C. 
;  8.  c.  1  Robb  68,  243. 

'hether  the  specification  is  for  a  principle  or  not  is  to  be  decided  in 
r  of  the  ai-t.  the  character  of  the  machine,  tlie  entire  speciDcalious. 
rings  and  claims.  Few  cases  constitute  precedents  for  others. 
ause  some  tribunals  in  a  particular  case  decided  tliat  certain  words, 
n  used  in  connection  with  their  accompanying  incidents,  did  import  a 
n  for  a  result  or  principle,  another  tribunal  should  not  treat  tliese 
sions  as  setting  up  a  formula  in  all  circumstances  involving  a  similar 
ning.  They  assert  no  such  rule.  All  go  upon  a  full  critical  review 
he  accompanying  facts  in  reference  to  which  they  have  been  used, 
uding  the  idea  that  other  courts  are  not  to  perform  the  same  duty. 
rds  identical  should  be  rendered  as  diversely  as  the  conditions  in  which 
'  are  employed  demand,  in  order  not  to  defeat  the  fairly  prcsuiiieil 
Qtion  of  those  who  use  them.  Union  Paper  Bag  Co.  c.  Nixon,  6  Fish. 
;  s.  c.  9  O.  G.  691  ;  s.  c.  4  0.  G.  31  ;  s.  c.  2  Ban  &  Ard.  244. 
'hethcr  the  thing  claimed  to  have  been  invented  is  sufficiently  described 
ic  patent  is  in  its  nature  a  question  of  law.  for  it  depends  upon  Ibe 
ttniction  of  a  written  instrument.     If  technical  terms  are  used  pecu- 
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liar  to  mechanics  in  describing  the  invention,  evidence  n^ay  be  heard  in 
explanation  of  those  terms,  and  in  such  case  a  Jury  may  be  necessary. 
Unless  the  thing  claimed  to  be  invented  is  so  described  as  to  be  known 
from  every  other  thing,  the  patent  is  void,  and  this  must  be  determined 
by  the  court.  Brooks  v.  Jenkins,  3  McLean  432 ;  Davis  v.  Palmer,  2 
Brock,  298;  s.  c.  1  Robb  518 ;  Washburn  t?.  Gould,  3  Story  122;  s.  c.  2 
Robb  206 ;  Davoll  r.  Brown,  1  W,  &  M.  53  ;  s.  c.  2  Robb  303. 

The  construction  seldom  rests  on  facts  to  be  proved  by  parol,  unless 
they  are  so  referred  to  as  to  make  a  part  of  the  description  and  to  govern 
it ;  and  when  it  does  at  all  depend  upon  them,  and  they  are  proved  or 
admitted,  and  are  without  dispute,  it  is  the  duty  of  the  court  on  these  facts, 
to  give  the  legal  construction  to  the  instrument.  Davoll  v.  Brown,  1  W. 
&  M.  53 ;  8.  c.  2  Robb  303. 

The  description  of  the  operation  and  efiect  of  each  separate  element  of 
a  combinatioD  must  be  read  and  construed  with  reference  to  the  entire 
combination  and  its  results,  and  the  efiect  which  the  operation  of  each 
element  has  upon  that  of  each  of  the  others.  Hamilton  r.  Ives,  6  Fish. 
244;  8.  c.  3  0.  G.  30. 

The  description  or  title  of  the  invention  ought  not  to  be  repugnant  to 
the  specification,  but  provided  it  honestly  sets  forth,  in  few  words,  the 
"  nature  and  design  "  of  the  patent,  it  is  sufficient.  The  specification 
must  be  looked  to  for  the  full  disclosure  of  the  discovery,  and  the  extent 
of  the  inventor's  claims.  While  the  specification  is  usually,  and  always 
ought  to  be,  drawn  with  the  assistance  of  learned  and  able  counsel,  the 
short  description  or  title  in  the  patent  is  usually  suggested  by  the  com- 
missioner of  patents.  The  extent  of  the  patentee's  rights  must  be  judged 
from  the  whole  instrument  taken  together,  and  not  from  any  one  sentence. 
Sickles  r.  Gloucester  ManuTg  Co.,  1  Fish.  222 ;  s.  c.  3  Wall.  Jr.  186 ; 
Goodyear  r.  Central  R.  R.  Co.,  1  Fish.  626;  8.  c.  2  Wall.  Jr.  356 ;  Hogg 
t.  Emerson,  6  How.  437;  s.  c.  11  How.  587 ;  2  Blatch.  1 ;  r.  c.  2  Robb 
655;  Matthew  r.  Skates,  1  Fish.  602;  Whittemore  r.  Cutter,  1  Gall.  429; 
s.  c.  1  Robb  28. 

The  patentee  is  not  controlled  by  his  title,  but  the  patent,  specifications 
and  drawings  are  all  to  be  examined,  and  are  all  to  have  a  fair  and  liberal 
construction  in  determining  the  nature  and  extent  of  the  invention.  Bell 
r.  Daniels,  1  Fish.  372 ;  h.  c.  1  Bond  212 ;  Parker  ».  Stiles,  5  McLean  44  ; 
Pitts  c.  Whitman,  2  Story  609 ;  8.  c.  2  Robb  189  ;  Locomotive  Co.  r.  liail- 
way  Co.,  6  Fish.  187  ;  s.  c.  10  Blatch.  292 ;  3  O.  (i.  93. 

The  patent  and  specification  are  connected  together  and  dependent  on 
each  other  for  support.  Tlie  specification  should  maintain  the  title  of  the 
patent.  The  latter  should  not  indicate  one  thing  and  the  former  describe 
another  as  the  subject  of  the  grant.  Sullivan  ».  Redfield,  1  Paine  441 ; 
8.  C.  1  Robb  477. 

CoiiBtractlon. 

A  patent  can  not  be  construed  to  cover  parts  which  have  been  omitted, 
although  such  omission  will  not  vitiate  it,  unless  they  were  made  with  a 
view  to  deceive  the  public.     Burden  r.  Coming,  2  Fish.  477. 
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courts  have-  no  power  to  correct  a  mbtake  in  letters  patent   Theii 
i  to  construe  the  specification  and  claim  as  they  ataud,  and  detfi- 
he  legal  effect  of  the  claim.     Kittle  c.  Merriam,  2  Curt,  475. 
nough  is  left  after  the  rejection  of  an  erroneous  descriplioa  M 

and  certainly  identify  the  mode  of  constructing  thr  machine,  (he 
TOT  demonslrationis  non  noret  applies.     Kittle  v.  Merriam,  2  Cnrt 

jfect  should  be  clear  and  palpable  to  justify  a  court  in  saying  that 
Qt  is  a  nullity.  It  is  subject  to  scrutiny  before  it  passes  into  the 
of  the  patentee.  Thewholeclaini of  tiieinventoris subjected  toui 
wlio  acts  under  oath,  and  who  is  usually  a  man  well  skilled  in  natural 
)phy  and  mechanical  science  generally,  and  who  would  not  be  jus- 
n  granting  a  patent  to  any  person  unless,  in  iiis  judgment,  the  spe- 
on  was  sulliciently  clear,  Judson  r.  Moi)re.  1  Fish,  544 ;  8.  c.  1 
28S.  "  * 

court  of  justice  is  at  liberty  to  strike  out  any  words  which  are  sen- 
1  the  place  where  they  occur,  and  are  capable  of  a  distinct  applica- 
Effect  is  to  be  given,  if  practicable,  to  all  the  words  as  containing 
net  expresaon  of  the  intention  of  the  party.  Ames  r.  Howard,  1 
182;  8.  c.  1  Robb  689;  Day  r.  Ciimbination  Rubber  Co.,  17  0.  (J. 
s,  c.  5  Ban  &  Ard.  3m ;  s.  f.  2  Fed.  Kep.  570. 
error  of  expression  apparent  on  the  face  both  of  the  patent  and 
:»tion,  by  which  no  person  could  be  misled,  will  not  invalidate  the 
.  Kneass  p.  Schuylkill  Bank,  4  Wash.  C.  C.  9  ;  s.  c.  1  Robb  303. 
1  the  province  and  duty  of  the  court  to  settle  the  meaning  of  the 
,  and  if  that  can  not  be  ascertained  satisfactorily  upon  the  face  of 
deification,  the  law  declares  it  insufficient  for  ambiguity  and  uneer- 
The  specification  is  laid  before  the  jury  as  defined  and  settled  by 
[position  of  the  court,  and  the  matters  of  fact  presented  by  the 
tive  parties  to  support  or  defeat  the  patent  are  then  to  be  examined 
jplied,  as  if  the  construction  fixed  by  the  court  had  been  incorpor- 
i  the  specification.  Hogg  v.  Emerson,  2  Blatch.  1 ;  s.  c.  II  How. 
.  How.  437  ;  s.  c.  2  Robb  055. 

lOugh  there  is  some  ambiguity  and  uncertainty  in  apart  of  the  spe- 
on,  yet,  if  taking  the  whole  together,  the  court  can  perceive  the 
lature  and  extent  of  the  claim  made  by  the  inventor.  It  is  bound  to 
that  interpretation  and  to  give  it  full  eftect.  Ryan  v.  Goodwin,  3 
14 ;  e.  c.  1  Robb  725 ;  Swift  v.  Whiseu,  3  Fish.  343  ;  s.  c.  2  Bond 
diddletown  Co.  r.  Judd,  3  Fish.  141. 

ither  a  claim  is  vague  and  uncertain  is  a  question  of  law  to  be  de- 
ed by  the  rules  of  construction  applied  in  tlie  light  of  the  state  of 
..  Blake  v.  Stafford,  3  Fish.  294 ;  s.  c.  6  Blatch.  195. 
escription,  though  in  some  respects  obscure,  imperfect,  or  not  so 
;ible  as  to  fully  answer  all  the  objects  of  the  law,  is  good  if  it  en- 
he  court  to  specify  the  improvement  or  invention  patented  from  the 
the  patent  and  accompanying  papers.  It  is  enough  if  there  is  a 
utial  description  of  the  thing  patented,  though  defective  in  form  or 
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mode  of  explanation.  Whitney  r.  Emmett,  Bald.  303 ;  s.  c.  1  Robb  567 ; 
Judson  r.  Moore,  1  Fish.  544;  r.  c.  1  Bond  285;  Wayne  v.  Holmes,  2 
Fish.  20 ;  Blake  v.  Stafford,  3  Fish.  294 ;  s.  c.  6  Blatch.  195. 

The  patentee  is  not  to  be  bound  down  to  any  precise  form  of  words, 
and  it  is  sufficient  if  the  court  can  clearly  ascertain  by  fair  interpretation 
what  he  intends  to  claim,  and  what  his  language  truly  imports,  even 
thoi^h  the  expressions  are  inaccurately  or  imperfectly  drawn.  Wyeth  r. 
Stone,  1  Story  273 ;  s.  c.  2  Robb  23. 

The  meaning  of  letters  patent,  like  other  grants  or  written  instruments, 
must  be  ascertained  by  the  language  employed  as  applied  to  the  sub- 
ject-matter. Goodyear  Dental  (?o.  r.  Gardner,  3  Cliff.  408 ;  s.  c.  4 
Fish.  224. 

Where  the  language  employed  is  clear  and  unambiguous,  it  must  speak 
its  own  construction  in  the  specification  of  a  patent,  as  well  as  in  an}' 
other  grant  issued  by  public  authority.  Mitchell  r.  Tilghman,  4  Fish. 
599  ;  8.  C.  19  Wall.  287 ;  5  O.  G.  299  ;  s.  c.  9  Blatch.  1 ;  8.  c.  2  Fisl\.  518. 
Language  invoked  to  support  a  particular  theory  must  be  such  as  is  tit, 
when  it  is  compared  with  the  whole  instrument,  to  express  the  imputed 
intention,  else  the  theory  can  not  be  supported.  Mitchell  r.  Tilghman,  4 
Fish.  599 ;  s.  c.  19  Wall.  287 ;  5  O.  G.  299 ;  s.  c.  9  Blatch.  1 ;  s.  c.  2 
Esh.  518. 

Particular  passages  in  the  description  must  not  be  separated  from  what 
precedes  or  follows  in  the  same  connection,  but  one  part  of  the  instru- 
ment must  be  compared  with  another,  and  the  whole  considered  together, 
in  order  to  determine  whether  it  is  incomplete  and  ambiguous  or  sufficient 
to  uphold  the  claim  of  the  patent.  Howes  r.  Nute,  4  Cliff.  173 ;  8.  c.  4 
Fish.  263. 

Whether  a  patent  claims  too  much  is  a  question  of  law  to  be  determined 
by  the  rules  of  construction,  applied  in  the  light  of  the  state  of  the  art. 
Blake  c.  Stafford,  3  Fish.  294  ;  s.  c.  6  Blatch.  195. 

If  a  combination  is  expressly  claimed  in  one  claim  by  apt  and  appro- 
priate language,  it  must  be  inferred  that  if  it  had  been  intended  to  claim 
a  combination  merely  in  another  claim,  appropriate  language  to  indicate 
mh  intention  would  have  been  used.     Burden  v.  Coming,  2  Fish.  477. 

In  construing  a  claim  the  court  can  not  look  to  a  single  phrase  only  to 
the  exclusion  of  all  the  residue  of  the  writing.  Kittle  v.  Merriam,  2  Curt. 
475. 

The  disclaimer  at  the  close  of  a  specification  estops  the  patentee  from 
setting  up  any  privilege  to  the  part  disclaimed,  and  the  summary  is 
equally  bmding  on  him  as  a  limitation  to  the  thing  patented.  Whitney  v, 
Emmett,  Bald.  303 ;  s.  c.  1  Robb  567. 

Where  mere  changes^of  form  become  patentable  by  reason  of  involving 
functional  differences,  the  patent  should  be  so  construed  as  to  allow  sub- 
sequent inventors  to  devise  other  changes  of  form  involving  other  func- 
tional changes,  where  the  same  result  is  not  attained  in  substantially  the 
same  way.  Swain  T.  Manuf.  Co.  c  Ladd,  11  O.  G.  153 ;  s.  c.  2  Ban  & 
Ard.  488 ;  s.  c.  102  U.  S.  409  ;  8.  o.  19  O.  G.  62. 
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ir  substance  meaos  a  substaDcc  having  tlie  same  property,  and 

bstanee  having  the  same  chemical  constituents.     Roots  o.  Ujud- 

flah.  439;  a.  c.  4  O.  G.  29. 

ral  construction  is  Dot  to  be  adopted  where  it  would  be  repugnant 

lanifest  sense  and  reason  of  the  instrument.     Brown  v.  Guild,  23 

31 ;  s.  c.  6  0.  G.  392 ;  7  O.  G.  739. 

latentee's  rights  depend  on  the  claim  in  the  patent  according  to 

er  construction,  and  not  upon  what  he  may  erroneously  suppose 

).     If  at  one  time  he  insists  on  too  mueh,  and  at  another  time  on 

'.,  he  does  not  thereby  work  any  prejudice  to  the  rights  actually 

to  hini.    Masury  c.  Anderson,  6  Fish.  457;  S.  c.  11  Blatch.  162; 

55. 

ugh  the  patentee  files  a  disclaimer  of  a  certain  form  of  the  inven- 

irder  to  obt^n  a  reissue,  yet  if  the  patent  includes  the  form  as  an 

:nt,  the  disclaimer  is  a  niere  nullity.     Union  Metallic  Cartridge 

".  S.  Cartridge  Co.,  7  Fed.  Rep.  344. 

fords  of  a  specification  are  to  be  taken  together,  and  they  are  to 

onstrued  as  to  give  eft'ect  to  the  meaning  and  intention  of  the 

ising  them.     Words  are  not  to  be  distorted  from  tlicir  meaning  bo 

ect  wliat  may  be  supposed  to  liave  been  the  intention  of  the  per- 

ig  them  ;  but  they  are  to  have  a  reasonable  constructiou  as  con- 

tvith  the  sentence  in  which  they  are  used.     Allen  v.  Hunter.  6 

303 ;  Russell  Manuf.  Co.  v.  Mallory,  5  Fish.  632 ;  s.  c.  10  Blatch. 
5.  G.  4'J5. 

laterial  to  ascertain  what  was  in  point  of  feet  the  invention,  foe 
a  reasonable  presumption  that  the  intention  of  the  inventor  was 
I,  and  of  the  Government  to  concede  to  him,  the  exclusive  right 
he  actually  invented.  Kittle  c.  Merriam,  2  Curt.  475. 
onstructioD  should  not  be  broader  than  the  whole  subject-matter 
cription  and  nature  of  the  case  indicate  a«  designed.  It  should 
fancied,  but  rather  what  is  natural  and  clear  considering  what 
exists  on  the  subject.  Smitli  v.  Downing,  1  F^sli.  64;  Trader  f. 
re,  7  O.  G.  385 ;  s.  c.  1  Ban  &  Ard.  639. 

is  no  artificial  or  universal  rule  of  interpretation  beyond  that 
immon  sense  ftmiishcs.  which  is  to  construe  the  instrument  as  a 
nd  to  extract  from  the  descriptive  words  and  the  claun  what  the 
n  is  which  is  intended  to  be  patented,  and  how  far  it  is  capable  of 
tcert^ument,  and  how  far  it  is  maintainable  in  point  of  law. 
.  Brwntree  Manuf.  Co.,  2  Story  432;  a.  C.  2  Robb  141. 
nended  specification  which  is  not  completed  may  be  considered 
planatioD  by  the  patentee  of  liis  intended  meaning,  and  can  be 

to  in  considering  whether  the  *>'ords,  as  used  in  the  original 
tiou,  carry  out  clearly  or  not  what  is  said  to  have  been  intended. 

Ste^ens  3W  &  M.  17;  fi.  C.  2  Kobb  567. 

the  fan:  mterpretation  of  the  words  employed  to  describe  an 
1  includes  matters  not  in  the  mind  of  the  patentee  at  the  time, 

fulh  authorized  to  claim  the  unlocked  for  as  the  anticipated 
Wellmg  V  Rubber  Co.,  7  O.  G.  606 ;  s.  c.  1  Ban  &  Ard.  283. 
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The  legal  construction  of  every  general  claim  is  that  the  patentee 
means  to  limit  the  same  to  his  described  method  or  process ;  or,  if  it  be 
a  machine,  to  his  described  means  of  obtaining  or  accomplishing  the 
described  results.  Usually  the  claim  contains  the  words  '*  as  described," 
or  '* substantially  as  described,"  or  words  of  like  import,  which  are 
everywhere  understood  as  referring  back  to  the  descriptive  parts  of  the 
specification.  Words  of  such  import,  if  not  expressed  in  the  claim,  must 
be  implied.  Mitchell  v.  Tilghman,  4  Fish.  599 ;  s.  c.  19  Wall.  287 ;  5  O. 
G.  299;  s.  c.  9  Blatch.  1 ;  s.  C.  2  Fish.  518;  Dederick  v.  Cassell,  20  O. 
G.  1233 ;  s.  c.  9  Fed.  Rep.  306. 

The  words  '*  substantially  as  described  and  shown,"  relate  only  to 
material  features  of  the  combination  specified,  and  these  are  to  be  ascer- 
tained by  considering  the  object  or  purpose  of  the  machine,  and  what  are 
the  elements  of  the  combination  which  create  its  distinctive  character, 
and  are  efifective  in  producing  the  peculiar  result  for  which  the  contrivance 
is  made.  Waterbury  Brass  Co.  v.  Miller,  15  Fish.  48 ;  s.  c.  9  Blatch.  77 ; 
Knox  r.  Murtha,  9  Blatch.  205  ;  s.  c.  5  Fish.  174. 

The  phrase  ^^  substantially  the  same,"  means  the  same  in  all  important 
particulars.    Adams  v.  Edwards,  1  Fish.  1. 

On  account  of  the  great  vagueness  and  indefiniteness  of  the  language 
used  in  describing  the  various  arts,  machines,  manufactures,  and  com- 
positions of  matter,  it  is  almost  impossible  to  describe  the  real  nature  of 
many  discoveries  or  processes  in  language  free  from  ambiguity  or  mis- 
construction. Different  persons  looking  at  it  from  diflerent  points  of 
view,  would  describe  it  in  different  terms.  Still,  if  the  patentee  has  fully 
set  forth  his  invention,  he  has  done  all  that  the  law  requires,  and  is  en- 
titled to  its  protection.  The  patent  should  be  carefully  examined  to  find 
the  thing  discovered ;  and  if  it  be  clearly  set  forth,  the  patentee  should 
not  suffer  for  the  imperfection  or  vagueness  of  the  language  used  in 
describing  its  true  extent  and  nature.  Goodyear  v.  Central  R.  R.  Co.,  1 
Fish.  626 ;  s.  c.  2  Wall.  Jr.  356. 

There  are  few  things  more  difficult,  even  for  well-educated  and  prac- 
ticed lawyers,  than  to  describe  a  new  invention  clearly,  and  point  out  the 
principle  which  distinguishes  the  subject  of  it  from  all  things  known 
before.  As  inventors  are  rarely  experts  either  in  philology  or  law,  it  has 
long  been  established  as  a  rule  that  their  writings  are  to  be  scanned  with 
a  good  degree  of  charity.  But  it  is  easy  to  abuse  this  liberality  to  the 
purposes  of  fraud.  The  public  has  rights  to  be  guarded  also,  and  these 
exact  that  the  patentee's  specification  shall  set  forth  his  invention  so 
fully  and  definitely  that  it  can  not  be  readily  misunderstood.  French  r. 
Rodgers,  1  Fish.  133. 

A  patent  for  a  gold  pen  can  not  be  extended  beyond  the  peculiar 
shape,  form,  or  mode  of  construction  which  the  patentee  alleges  he  has 
invented.    Rapp  v.  Bard,  1  Fish.  196. 

What  is  the  character  of  the  grant  made  by  the  patent  is  a  question  of 
law,  and  must  be  determined  by  the  court,  and  the  jury  must  consider 
that  the  patent  purports  to  grant  that  which  the  court  shall  determine  it 
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rant.  Serrelf  v.  Collins,  I  Fish.  289 ;  Buck  v.  Hermance,  1  BUtch.  398 : 
^c  Ruffle  Co.  V.  DouglasH,  2  Fieli.  330 ;  Unioii  Sugar  Befinery  r.  Mat- 
Bsen,  3  Cliff.  639;  s.  c.  2  Fish.  600;  Teese  v.  Phelps,  1  McAl.  48; 
rk  Patent  Co.  v.  Copeland,  2  Fish.  221 ;  Case  r.  Brown.  2  Fish.  268 ; 
.  2  Wall.  320 ;  I  Bias.  382 ;  Waterbury  Braae  Co.  v.  N.  Y.  Brass  Co.. 
ish.  43 ;  Winans  o.  Deninead,  15  How.  330 ;  s.  c.  4  Am.  L.  J,  498 ; 
.over  V.  Roach,  4  Fish.  12  ;  Cahoon  v.  Ring,  1  Fiah.  397  ;  s.  C.  1  Cliff. 
;  Conover  v.  Rapp,  4  Fish.  57 ;  Fosa  p.  Herbert,  2  Fish.  31 ;  a.  c.  1 
(.  121 ;  Matthews  v.  Skates,  1  Fish.  U02. 

he  interpretation  of  the  specification  is  for  the  court.  Experts  are 
mined  only  to  aid  in  interpreting  the  language  of  art,  as  other  trans- 
re  are.     Batten  e.  Clayton,  2  Whart.  Dig.  363. 

Trade-Mark. 

rhen  a  patent  expires,  the  patentee  can  not  claim  a  trade-mark  in  the 
le  by  wliich  the  patented  invention  was  known.  Ringer  Manuf.  Co. 
aiey,  11  Fed.  Rep.  706;  Singer  Manuf.  Co.  r.  Stanage,  (i  Fed.  Rep. 

L  manufacturer  is  entitled  to  be  protei'ted  in  the  trade-mark  on  lii^ 
cles  although  he  makes  them  in  accordance  with  a  patent  that  lia* 
ired.  Singer  Manuf.  Co.  v.  Brill,  9  A.  L.  Rec.  43. 
r  a  machine  constructed  according  to  a  patent  acquires  a  particular 
le,  a  person  who  manufactures  it  after  the  expiration  of  the  patenl 
/  call  it  by  that  name,  but  be  must  put  some  mark  on  it  to  indicate 
t,  it  was  not  manufactured  by  the  patentee.  F^inger  Manuf.  Cn.  i. 
sen,  8  Bisfl.  151 ;  u.  c.  3  Ban  &  Ard.  246. 

!heu  the  intent  expires,  a  person  who  has  manufactured  tiie  thin:; 
iQted  imder  a  trade  name  has  the  right  to  use  the  trade  name  as  well 
o  manufacture  the  thing  patented.  Filley  v.  Child,  16  O.  G.  261 ;  s.  c. 
3iatch.  376 ;  8.  c.  4  Ban  &  Ard.  353. 

.Ithough  the  patentee  used  a  certain  form  of  a  frame  which  was  not 
ered  by  the  patent,  yet  he  is  not  entitled  to  the  exclusive  use  of  tlii.4 
r  the  expiration  of  the  patent.  Wilcox  &  G.  S.  M.  Co.  n.  Frame, 
>.  G.  1272;  8.  c.  17  Fed.  Rep.  623. 

Sec.  4885.  Every  patent  shall  bear  date  as  of  a  day 
:  later  than  six  months  from  the  time  at  which  it  was 
ised  and  allowed  and  notice  thereof  was  sent  to  the 
plicant  or  his  agent ;  and  if  the  final  fee  is  not  paid 
thin  that  period  the  patent  shall  be  withheld. 

'tatvte  Revised— Jalj  8,  1870,  ch.  230,  8  23,  16  Stat  301. 

•rior  StalaUa—J^j  4, 1888,  ch.  857,  §  8,  6  Stat.  120.— March  3,  1863,  ch. 

,  §  8,  la  Stat.  796. 
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When  Jarlsdieiton  £nds. 

The  notice  of  allowance  is  the  precise  act  which  ends  the  jurisdiction 
of  the  examiner.  Until  notice  that  a  patent  has  been  passed  and  allowed 
has  been  sent  to  the  applicant  or  his  agent,  it  is  not  officially  passed  or 
allowed  in  the  sense  of  the  law  or  the  rules.    Stan%  15  0.  GS.  1053. 

A  mental  determination  of  an  examiner,  whether  communicated  to  an 
applicant  or  not,  can  not  preclude  a  reconsideration  and  contrary  decision 
unless  his  determination  takes  the  official  form  prescribed  by  the  law  or 
rules.    Starr,  15  O.  G.  1053. 

A  reconsideration  of  the  merits  by  an  examiner  on  his  own  motion  is 
permissible  in  all  cases  until  the  official  notice  of  allowance  is  given. 
Starr,  15  O.  G.  1053. 

Sec.  4886.  Any  person  who  has  invented  or  discovered 
any  new  and  useful  art,  machine,  manufacture,  or  com- 
position of  matter,  or  any  new  and  useful  improvement 
thereof,  not  known  or  used  by  others  in  this  country,  and 
not  patented  or  described  in  any  printed  publication  in  this 
or  any  foreign  country,  before  his  invention  or  discovery 
thereof,  and  not  in  public  use  or  on  sale  for  more  than  two 
years  prior  to  his  application,  unless  the  same  is  proved 
to  have  been  abandoned,  may,  upon  payment  of  the  fees 
required  by  law,  and  other  due  proceedings  had,  obtain  a 
patent  therefor. 

StatuU  Bevtsed-^vlj  S,  1870,  eh.  280,  §  24, 16  Stat.  201. 
JVtor  StaiiUes—Feb.  21, 1793,  oh.  11,  §1,1  Stat  8ia— April  17, 1800,  eh.  25, 
§  1,  2  Stat  87.— July  4, 1886,  eh.  857,  §  6,  7,  5  Stat  119. 

Invention. 

Biscoveiy  is  synonymous  with  invention.  A  discovery  which  merely 
consists  in  bringing  to  light  that  which  existed  before,  but  was  not 
known,  is  not  the  subject  of  a  patent.  No  discovery  will  entitle  the  dis- 
coverer to  a  patent  which  does  not  in  efiect  amount  to  the  contrivance 
or  piioduction  of  something  which  did  not- exist  before.  Ex  parte  John 
F.  Kemper,  Cranch  Pat.  Dec.  89. 

Invention  in  the  sense  of  the  patent  law  is  the  finding  out,  contriving, 
deyising,  or  creathig  something  new  and  useful,  which  did  not  exist 
before,  by  an  operation  of  the  intellect.  New  York  v.  Ransom,  1  Fish. 
252;  s.  c.  23  How.  487 ;  Conover  v.  Roach,  4  Fish.  12 ;  Potter  v.  Whitney, 
3  Fish.  77 ;  8.  c.  1  Lowell  87. 

A  subject-matter  to  be  patentable  must  require  invention,  but  is  not 
necessarily  the  result  of  long  and  painful  study,  or  embodied  alone  in 
complex  mechanism.  A  single  flash  of  thought  may  reveal  to  the  mind 
of  the  inventor  the  new  idea,  and  a  frail  and  simple  contrivance  may 

4.  i  . 
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)dj  it.  Some  inTentiong  are  tfae  result  of  long  and  weary  jeare  of 
r  and  labor  pursued  in  the  face  of  abortive  experiments  and  baffled 
[ipts,  and  finally  reached  after  the  severest  struggles,  white  others  an 
ruit  of  a  single  happy  thought.  Mi^c  Ruffle  Co.  v.  Douglass,  2  FUb. 
Matthews  b.  Skates,  1  Fish,  602;  Many  p.  Sizer,  1  Fish.  17;  Fnr- 
V.  Cook,  2  Fish.  C68 ;  Carstaedt  p.  U.  S.  Corset  Co.,  13  Blatch.  371 ; 
10  0.  G.  3 ;  8.  c.  2  Ban  &  Aid.  331 ;  Earle  n.  Sawyer,  4  Mason  I ; 
1  Robb  491;  Blake  e.  Stofford,  3  Fish.  294;  s.  c.  6  Blatch.  135; 
V.  Kice,  I  Fish.  198  ;  Middletown  Co.  v.  Judd,  3  Fish.  141. 
with  the  knowledge  that  the  public  had  at  the  time  of  the  alleged 
very,  it  required  no  invention,  but  simply  the  ordinary  skill  and 
luity  of  a  mechanic  to  produce  the  invention — in  other  words,  if  the 
Ltive  faculty  was  not  at  work  at  all,  and  was  not  needed  to  produce 
lleged  invention,  then  the  patent  would  be  void  because  there  would 
I  invention  to  be  secured  to  the  patentee.  Carter  v.  Messinger.  11 
:h,  34 ;  New  York  e.  Bansom.  1  Fish.  252 ;  s.  C.  23  How.  487 ;  KJrby 
ardsley,  3  Fish.  265  ;  8.  C.  5  Blatch.  438 ;  Stimpaon  v.  Woodman,  S 
98;  8.  c.  10  Wall,  117;  Tucker  p.  Spaulding,  1  Deady  649;  s.  c.  IJ 
.  453 ;  s.  c.  1  O.  G.  142 ;  a.  c.  5  Fiah.  297 ;  I^arrabee  v.  Cortlan,  J 
5  ;  8.  c.  Taney,  180 ;  Knox  p.  Murtha,  5  Flih.  174  ;  B.  c.  9  Blatch. 
Haselden  v.  Ogden,  3  Fish.  378 ;  Day  p.  Telegraph  Co.,  5  Fiah.  268 ; 

9  Blatch.  345  ;  10  O.  G.  551 ;  Wood  Paper  Co.  v  Hefl,  3  Fish.  316; 
8Wall.333;  Dane  p.  Chicago  Manuf.  Co.,  3  Bias.  380  ;  20.G.6T7; 
3.924;  Dunbar  p.  Myers,  94  U.  8.. 187;  8.  c.  11  O.  G.  35  ;  Needham 
ishbum,  7  O.  G.  648 ;  8.  C.  1  Ban  &  Ard.  537 ;  Gardner  e.  Hetz,  12 
Rep.  491 ;  8.  c.  22  O.  G.  683 ;  Perrj-  p.  Co-operative  Foundry  Co- 
rd. Uep.  149 ;  Wilson  Packing  Co.  p.  Chicago  P.  &  P.  Co.,  21  O.  G. 
9.  C.  9  Fed.  Rep.  547 ;  Ingeraoll  e.  Turner.  12  0.  G.  189 ;  s.  c.  2 
!fc  Ard.  89 ;  s.  c.  7  Fed.  Rep.  859 ;  Gould  p.  Ballard,  13  0.  G.  1081 ; 
3  Ban  &  Ai-d.  324 ;  Wilson  Packing  Co.  o.  Clapp,  8  Biss.  545 ;  s.  c. 
1  &  Ard,  355 ;  Conse  p.  Johnson,  16  O.  G.  719 ;  e.  c.  4  Ban  &  Ard. 
Root  p.  Welsh  Manuf.  Co.,  17  0.  G.  849 ;  Tifft  v.  Sharp,  17  0.  G. 

S.  C.  18  Blatch.  138 ;  8.  C.  5  Ban  &  Ard.  416 ;  s.  C.  10  Fed.  Rep. 
Beit  p.  Crittenden,  2  Fed.  Rep.  82 ;  1  McCrary  208 ;  8.  c.  18  O.  G. 
8.  C.  5  Ban  &  Ard.  131 ;  Perfection  W.  C.  Co.»p.  Eosley,  2  Fed. 
574 ;  8.  c.  9  Bise.  385  ;  s.  c.  5  Ban  &  Ard.  449 ;  McMunay  v.  Miller, 
d.  Rep.  471;  Pearce  p.  Mulford,  102  U.  S.  112;  B.C.  18  0.  G.  1223; 
on  V.  Railroad  Co.,  17  Blatch.  512 ;  8.  c.  24  O.  G.  99 ;  a.  c.  5  Ban  & 
210 ;  8.  c.  4  Fed.  Rep.  531 ;  Atlantic  Works  p.  Brady,  23  O.  G.  1330; 

10  0.  G.  702;  s.  c.4Cliif.  408;  a.  c.  2  Ban  &  Ard.  436 ;  Stephenson 
ooklyn  C.  T.  R.  R.  Co.,  19  Blatch.  473;  s.  c.  14  Fed.  Rep.  4S7 ; 
soil  P.  Turner,  12  O.  G.  189 ;  a.  c.  2  Ban  &  Ard.  89 ;  s.  c.  7  Fed. 
359 ;  GrifHtliB  p.  Holmes,  20  O.  G.  449 ;  a.  c.  8  Fed.  Rep.  154 ;  Boy- 
Baker,  4  Hughes  282;  a.  c.  9  Fed.  Rep.  699;  Guidetc.  Brooklyn. 
.  8.  550;  S.  C.  21  O.  O.  1692;  s.  c.  13  0.  G.  773;  a.  c.  3  Ban  & 
291;  Searlsp.  Merriam,  22  0.  G.  1040;  Backus  W.  M.  Co.  p.  Gnirk, 
id.  Rep.  350. 
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It  18  exceedingly  Afficult  to  draw  a  line  between  what  may  be  regarded 
by  the  eye  as  a  small  improvement  or  invention  and  one  of  magnitude. 
Oftentimes  improvements  and  discoveries  the  most  Important  in  their 
consequences  and  in  their  beneficial  effects  on  the  business  interests  of 
the  community  are  among  the  simplest  ideas  of  the  mind.  On  the  other 
hand,  improvements  of  less  magnitude  in  their  consequences  and  benefi- 
cial effects  indicate  a  most  laborious  and  complex  action  of  the  mind  of 
the  inventor.    Seymour  o.  McCormickf  19  How.  96 ;  8.  c.  3  Blatch.  209. 

The  difficulty  is  in  drawing  the  line  between  invention  and  mere  con- 
struction. There  are  some  things  that  everybody  knows.  The  common 
OSes  of  common  materials  are  supposed  to  be  known.  If  a  man  merely 
makes  a  machine  out  of  iron  that  has  been  made  out  of  wood,  that  is  no 
invention,  because  everybody  knows  that  a  constructor  can  make  a 
machine  of  iron  instead  of  wood.  There  may  even  be  a  discovery  which 
is  not  an  mvention,  as,  for  instance,  the  application  of  a  machine  to  a 
new  use.  The  man  who  made  the  first  invention  made  it  for  all  the  uses 
to  which  it  is  applicable.  Stimxwon  o.  Woodman,  3  Fish.  98 ;  s.  c.  10 
Wall.  117 ;  Kirby  v.  Beardsley,  3  Fish.  265  ;  s.  c.  5  Blatch.  438. 

The  difficulty  of  drawing  the  line  of  distinction  between  invention  and 
mere  obvious  manual  changes  following  the  beaten  track  of  mechanical 
experience,  has  inclined  courts  to  give  a  liberal  construction  to  the  law  so 
as  to  protect  every  contrivance  that  can  be  called  new,  which  proves  at 
all  useful.  Care  has  been  taken  to  give  the  benefit  of  doubt  as  to  origi- 
nality or  creative  thought  to  the  inventor,  so  as  to  nourish  inventive  enter- 
prise by  lending  encouragement  to  every  degree  of  merit.  Kirby  o. 
Beardsley,  3  Fish.  265 ;  s.  c.  5  Blatch.  438 ;  Tuck  v.  Bramhill,  3  Fish. 
400 ;  8.  c.  6  Blatch.  95 ;  Whipple  o.  Middlesex  Co.,  4  Fish.  41 ;  McMillin 
p.  Barclay,  5  Fish.  189 ;  s.  c.  4  Brews.  275 ;  Stanley  Works  p.  Sargent,  4 
Fish.  443;  s.  c.  8  Blatch.  344;  Penn  Salt.  Co.  v.  Thomas,' 5  Fish.  148; 
8.  c.  8  Phila.  144 ;  Woodman  M.  Co.  v.  Guild,  4  CM.  185  ;  Stewart  v. 
Mahoney,  4  Ban  &  Ard.  84 ;  8.  c.  5  Fed.  Bep.  302 ;  Mallory  Manuf.  Co. 
p.  Marks,  20  O.  G.  1521 ;  8.  0.  11  Fed.  Bep.  887. 

With  r^ard  to  the  degree  of  mental  labor  and  inventive  skill  required 
in  the  work  of  invention,  the  law  has  no  nice  or  rigid  standard.  There 
most  be  some  inventive  skill  exercised,  but  the  degree  of  that  skill  is  not 
QuUerial.  It  not  unfrequently  happens  in  the  progress  of  the  mechanic 
arts  that  the  time  arrives  when  the  whole  atmosphere  of  inventive  thought 
is  quickened  with  the  life  of  an  approaching  discovery  ;  that  many  lines 
of  investigation  and  experiment  conveiging  for  a  long  tune  toward  the 
point,  almost  but  not  quite  reach  it,  when  at  last  some  mind  by  a  happy 
thoaght  supplies  some  new  element  or  uistrument,  or  mode  of  organiza- 
tion, and  instantly  gives  birth  to  the  organized  idea*  Clark  Patent  Co. 
».  Copeland,  2  Fish.  221. 

The  simplicity  of  an  invention,  so  far  from  being  an  objection  to  it, 
inay  constitute  its  great  excellence  and  value.  Indeed,  to  produce  a 
great  result  by  very  simple  means  before  unknown  or  unthought  of,  is  not 

^ii^uently  the  peculiar  characteristic  of  the  very  highest  class  of  minds. 
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B.  Goodwin,  3  Sum.  514;  8.  c.  1  Robb  725  ;  In  re  Peimock.  1  Mc- 
r  531 ;  8.  c.  5  O.  G.  666 ;  Lorillard  Co.  v.  McDowell,  11  O.  0. 640; 
Ban  &  Ard.  531 ;  Brunard  ■>.  PaUifer,  7  Fed.  Rep.  349. 
lost  all  inventions  that  become  the  subject  of  patents  are  the  em- 
ent  and  adaptation  of  appliances  that  are  old,  and  if  the  article  no 
:ed  b  new  and  useful  it  is  patentable,  although  an  old  article  coold 
wen  easily  altered  or  adapted  so  as  to  form  the  new  one.  Crendal 
Iters,  21  O.  G.  945  ;  B.  c.  9  Fed.  Bep.  659. 

novel  and  usetiil  result  has  been  obtained,  neither  the  Blmplicity  of 
ruclme,  nor  the  greater  or  less  amount  of  invention  or  intellect 
yed  as  an  element,  is  of  importance  in  detennining  the  validity  ol 
itent.  The  distinction  is  that  where  there  is  a  mere  applii::ation  of 
thing  to  a  new  use  it  ia  not  patentable,  but  where  there  is  exhibited 
entive  faculty  in  the  process  it  is.  Teese  v.  Pbelps,  1  McAI.  48 ; 
i  tr.  Straus,  5  Fish.  531 ;  s.  c.  9  Blatch.  553 ;  2  O.  G.  62. 
ess  more  skill  and  ingenuity  are  required  in. the  discovery  than  are 
Bed  by  an  ordinary  mechanic  acquainted  with  the  business,  there  a 
ence  of  that  degree  of  skill  and  ingenuity  which  constitute  essen- 
mieuts  of  every  invention.  In  other  words,  the  improvement  is  the 
of  the  skilful  mechanic,  not  that  of  the  inventor.  HotchkiBs  v. 
wood,  1 1  How.  248 ;  s.  c.  4  McLean  466 ;  8.  c.  2  Robb  730 ;  Teese 
;lps,  1  McAI.  48  ;  Fisher  v.  Crug,  3  Saw.  69  ;  B.  c.  1  Ban  &.  Ard. 
freadwell  v.  Parrott,  3  Fish.  124 ;  b.  c.  5  Blatch.  369 ;  Keed  v. 
12  Blatch.  366 ;  B.  c.  8  O.  G.  193  ;  8.  c.  1  Ban  &  Ard.  575. 

1  article  is  new  and  useful,  the  fhct  that  no  mechanic  ever  made  it 
jfficient  answer  to  the  suggestion  that  it  did  not  require  invention, 
ick  V.  Caseell,  20  0.  G.  1233 ;  8.  c.  9  Fed.  Rep.  306. 

tact  that  previous  experimented  wanted  to  obtain  the  result  and 
tends  to  show  that  the  inventor  was  not  merely  contending  with 
nical  diflSculties,  but  tliat  he  had  a  problem  which  required  the  skill 
inventor  to  solve.  Terry  Clock  Co,  c,  New  Haven  Clock  Co.,  17 
900  ;  8.  C  2  Ban  &  Ard.  332. 

accidental  making  of  an  article,  without  any  knowledge  on  the 
r  the  producer  of  how  to  accomplish  it,  with  utter  inability  on  his 
>  produce  another  like  it,  is  not  nn  Invention.  A  single  fortuitous 
8  is  not  invention  within  tti^ -protection  of  the  patent  law.  Felton 
>.ete ,  21  I.  B..  R.  125 ;  8.  c.  7  0.  G.  425  ;  a.  c.  1  Ban  &,  Ard.  599 ; 
I V.  Adams,  12  Blatch.  1 ;  b.  c.  7  O.  G.  177  ;  s.  c.  1  Sao  &  Ard.  126. 
degree  of  labor  and  thought  may  be  sometimes  evidence  upon  the 
>n  of  invention.    Many  tr.  Sizer,  1  Fish.  IT. 

validity  of  a  patent  does  not  depend  on  an  opinion  formed  after 
ent,  respecting  the  ease  or  i^fficulty  of  attaining  it.    Furbush  e. 

2  Fish.  G68  ;  Colgate  v.  West.  Union  Tel.  Co.,  14  O.  G.  943 ;  8.  C. 
tch.  365  ;  8.  c.  4  Ban  &  Ard.  37. 

invention  in  mechanics  consists  not  in  the  discovery  of  new  prin- 
but  in  new  comblnationB  of  old  principles.  Tyler  v.  Devel,  1  A.  L 
;  Stainthorp  «.  Elkinton,  1  Fish.  475. 
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When  the  patent  is  granted  it  becomes,  to  a  certain  extent,  a  contract 
upon  the  part  of  the  Government,  with  the  party  named  in  the  patent, 
that  it  will  through  its  courts  and  in  the  ordinary  course  of  the  adminis- 
tration of  justice,  protect  him  in  the  exercise  of  the  exclusive  privilege 
which  his  patent  gives  to  him.  There  would  be  no  justice  in  granting  to 
a  party  an  exclusive  privilege  to  use  what  he  did  not  invent,  because  he  * 
would  pay  ma  consideration  for  the  grant  if  he  did  not  by  his  invention 
add  to  the  stock  of  useful  knowledge  which  may  be  applied  for  the  benefit 
of  the  citizen.    New  York  o.  Kansom,  1  Fish.  252 ;  s.  c.  23  How.  487. 

A  patentable  invention  is  a  mental  result.  £ver3rthing  within  the 
domain  of  the  conception  belongs  to  him  who  conceived  it.  Smith  v. 
Nichols,  6  Fish.  61 ;  8.  c.  21  Wall.  112 ;  1  Hohnes  172 ;  2  O.  G.  649. 

A  mere  carrying  forward,  or  new  or  more  extended  application  of  the 
original  thought,  a  change  only  in  degree,  doing  substantially  the  same 
thing  in  the  same  way,  by  substantially  the  same  means,  with  better 
results,  is  not  such  an  invention  as  will  sustain  a  patent.  Smith  v. 
Kichols,  6  Fish.  61 ;  s.  c.  21  Wall.  112  ;  1  Holmes  172  ;  2  O.  G.  649  r 
Sawyer  r.  Miller,  12  Fed.  Rep.  725  ;  Theberath  v.  Rubber  &  €.  H.  T.  Co., 
23  O.G.  1121 ;  8.  c.  15  Fed.  Rep.  246. 

If  a  new  idea  is  engrafted  upon  an  old  invention,  and  is  distinct  from 
the  conception  that  preceded  it,  it  is  patentable.  Heald  v.  Rice,  104  U. 
S,  737 ;  8.  c.  21  O.  G.  1443. 

The  questions  of  invention,  novelty  or  prior  use  are  all  questions  of 
official  judgment,  and  are  all  settled  by  the  judgment  of  the  commissioner. 
His  judgment  goes  to  the  same  extent  on  each  question.  He  determines 
aod  decides  for  the  purpose  of  issuing  or  refusing  a  patent.  When  the 
patent  is  sought  to  be  enforced,  the  questions,  and  each  of  them,  are  open 
to  judicial  examination.  Reckendorfer  v.  Faber,  92  U.  S.  347  ;  s.  c.  12 
Blatch.  68 ;  5  O.  G.  697 ;  10  O.  G.  71 ;  8.  c.  1  Ban  &  Ard.  229  ;  Grant  v. 
Raymond,  6  Pet.  218 ;  8.  c.  1  Robb  604. 

Result  as  Evidence  •f  InTentlon. 

The  result  which  has  been  produced  may  be  considered  in  connection 
with  the  change,  because  the  result,  if  greatly  more  beneficial  than  it  was 
with  the  old  contrivance,  reflects  back  and  tends  to  characterize  in  some 
degree  the  importance  of  the  change.  Hall  v.  Wiles,  2  Blatch.  194 ; 
Locomotive  Truck  Co.  v.  R.  R.  Co.,  6  0.  G.  927  ;  s.  c.  1  Ban  &  Ard.  470  ; 
Stimpson  v.  Woodman,  3  Fish.  98  ;  8.  c.  10  Wall.  117. 

The  superiority  of  an  invention  in  utility  and  effect  over  what  preceded 
it  is  proof  tending  to  establish  the  fact  of  novelty.  Bbrdsell  v.  McDonald, 
6  0.  G.  682 ;  s.  c.  1  Ban  &  Ard.  165  ;  Still  well  &  Bierce  Manuf.  Co.  v. 
Cincinnati  Gas  Co.,  7  O.  G.  829  ;  s.  c.  1  Ban  &  Ard.  610 ;  Washburn  & 
M.  Manuf.  Co.  v.  Haish,  19  O.  G.  173 ;  s.  c.  4  Fed.  Rep.  900 ;  Dunbar  ». 
Albert  Field  T.  Co.,  4  Ban  &  Ard.  518 ;  s.  c.  4  Fed.  Rep.  543 ;  Shannon 
«.  Stationery  Co.,  9  Fed.  Rep.  205 ;  s.  c.  14  C.  L.  N.  67 ;  Shedd  v.  Wash- 
bam,  9  Fed.  Rep.  904 ;  Stockton  v.  Maddock,  10  Fed.  Rep.  132 ;  Miller 
p.  Kekering,  14  Fed.  Rep.  640 ;  8.  c.  40  Leg.  Int.  182. 
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If  the  device  produces  a  new  result,  this  is  evidence  of  invention.  Smith 
V.  G.  D.  V.  Co.,  93  U.  8. 486 ;  s.  c.  1  Holmes  354 ;  5  O.  G.  585 ;  11 0.  G. 
246;  4  A.  L.  T.  (N.  S.)  74;  8.  c.  1  Ban  &  Ard.  201 ;  Loom  Co.  v.  Hig- 
gins,  105  U.  8.  580 ;  8.  c.  21  O.  G.  2031 ;  8.  c.  15  Blatch.  446 ;  8.  c.  16 
O.  G.  675 ;  8.  c.  4  Ban  &  Ard.  88. 

If  the  result  is  obtained  in  a  better  mode  than  was  before  known  thiB 
is  evidence  of  invention.  Detroit  Lubricator  Manuf.  Co.  o.  C^enchard,  9 
Fed.  Rep.  293 ;  Wood  o.  F^ker,  17  Fed.  Bep.  650. 

If  an  article  is  rendered  salable  which  was  before  unsalable,  this  b 
evidence  of  invention.  Sargent  v.  Yale  Lock  Manuf.  Co.,  17  O.  G.  106 ; 
s.  C.  17  Blatch.  249 ;  8.  c.  4  Ban  &  Ard.  579. 

Whenever  a  change  or  device  is  new  and  accomplishes  beneficial 
results,  the  courts  look  with  favor  upon  it.  The  law  in  such  cases  has 
no  nice  standard  by  which  to  gauge  the  degree  of  mental  power  or  inven- 
tive genius  brought  into  play  in  originating  the  new  device.  Middletown 
Co.  V.  Judd,  3  Fish.  141 ;  Sewell  v.  Jones,  6  Fish.  343  ;  8.  C.  3  O.  G.  630 ; 
8.  c.  3  Cliff.  563 ;  s.  c.  91  U.  8.  171 ;  8.  c.  9  O.  G.  47  ;  In  re  Pennock,  1 
McArthur  531 ;  8.  c.  5  O.  G.  668;  Potter  v.  Holland,  1  Fish.  382;  8.  c. 
4  Blatch.  238;  Hoe  r.  Cottrill,  17  Blatch.  546;  8.  c.  18  O.  G.  59;  s.  c.  5 
Ban  &  Ard.  256 ;  8.  c.  1  Fed.  Rep.  597 ;  Collins  Co.  v.  Coes,  3  Fed.  Rep. 
225 ;  8.  c.  5  Ban  &  Ard.  548. 

If  the  new  device  has  displaced  other  devices  wluch  had  been  used 
previously  for  analogous  purposes,  this  fact  may  be  considered,  and  when 
the  other  facts  leave  it  doubtful  whether  the  device  involves  a  patentable 
invention,  this  is  sufficient  to  turn  the  scale.  Smith  v,  G.  D.  V.  Co.,  93 
U.  S.  486 ;  8.  c.  1  Holmes  354 ;  5  O.  G.  585  ;  11  O.  G.  246 :  4  A.  L.  T. 
(N.  S.)  74 ;  8.  c.  1  Ban  &  Ard.  201 ;  Weston  v.  Nash,  1  Holmes  488 ;  8.  c. 
7  O.  G.  1006 ;  8.  c.  2  Ban  &  Ard.  40 ;  Ward  r.  Grand  Detour  Plow  Co., 
14  Fed.  Uep.  696 ;  Western  E.  Manuf.  Co.  v.  Chicago  E.  Manuf.  Co.,  14 
Fed.  Rep.  691 ;  Lindsay  p.  Stein,  21  O.  G.  1613;  s.  c.  10  Fed.  Rep.  907 ; 
Eclipse  WindmUl  Co.  v.  May,  17  Fed.  Rep.  344;  Pickering  v.  Miller,  25 
O.  G.  89. 

Although  the  utility  of  a  device  is  entitled  to  great  weight  in  consider- 
ing the  question  of  patentability,  yet  if  the  device  did  not  involve  the 
exercise  of  the  inventive  faculty,  its  very  utility  is  an  aggravation  of  the 
wrong  done  by  the  patentee  in  seizing  and  appropriating  that  which 
properly  belongs  to  the  public.  Phillips  v,  Detroit,  17  O.  G.  191 ;  s.  c.  4 
Ban  &  Ard.  347. 

Merely  making  an  article  better  than  it  was  ever  made  before  by  the 
use  of  known  equivalents  for  some  of  the  elements  of  the  prior  structure 
does  not  involve  invention.  Crouch  r.  Roemer,  103  U.  S.  797 ;  s.  c.  19 
O.  G.  10C7  ;  2  Ban  &  Ard.  637 ;  Hatch  r.  Moffit,  15  Fed.  Rep.  252. 

If  an  invention  is  novel  and  useful  in  itself,  it  is  patentable  although  it 
is  not  better  than  or  superior  to  all  other  things.  Shaw  r.  Colwell  Lead 
Co.,  11  Fed.  Rep.  711. 
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iBTeatton  la  Beftoenee  to  Cbmiige. 

Although  the  inyention  differs  from  prior  inventions,  yet  if  the  variance 
does  not  involve  the  exercise  of  the  inventive  faculty  it  is  not  patentable. 
Phillips  V.  Detroit,  17  0.  G.  191 ;  s,  c.  4  Ban  &  Ard.  347. 

Although  an  article  is  old,  yet  if  invention  is  requured  to  adapt  it  to  a 
new  purpose,  the  inventor  is  entitled  to  a  patent  on  his  discovery  in  all 
its  parts.    Sharp  o.  Tifft,  17  O.  G.  1282 ;  s.  c.  18  Blatcb.  132 ;  s.  c.  1  Ban 

6  Ard.  399 ;  8.  c.  2  Fed.  Eep.  697 ;  Yale  Lock  Manuf.  Co.  v,  Norwich 
Xat'l  Bank,  19  Blatch.  123 ;  s.  c.  6  Fed.  Bep.  377.         , 

Particular  changes  may  be  made  in  the  construction  and  operation  qf 
an  old  machine  so  as  to  adapt  it  to  a  new  and  valuable  use  not  know^ 
before,  and  to  which  the  old  machuie  had  not  been  and  could  not  be 
applied  •  without  those  changes,  and  under  those  circumstances  if  the 
machine,  as  changed  and  modified,  produces  a  new  and  useful  result,  it 
may  be  patented.    Seymour  ».  Osborne,  3  Fish.  555  ;  s.  c.  11  Wall.  516. 

A  slight  change  sometimes  of  a  known  machine,  or  in  some  of  its 
parts,  will  effect  surprismg  results,  and  to  protect  a  party  who,  by  invent- 
log  such  change,  has  produced  a  new  and  useful  result,  is  one  of  the 
objects  of  the  patent  laws.  Turrill  v.  111.  Cent.  B.  R.  Co.,  3  Fish.  330 ; 
8.  c.  3  Biss.  66. 

If  two  inventions  differ  in  principle,  and  there  is  a  substantial  difference 
in  ^e  product  in  which  the  invention  is  embodied  and  the  purposes  to 
which  the  pi*oduct  ia  to  be  applied,  the  latter  invention  is  patentable. 
Jenkins  r.  Walker,  5  Fish.  347 ;  s.  c.  1  Holmes  120 ;  10.  G.  359. 

A  contrivance  which  does  not  require  the  exercise  of  inventive  power 
is  not  patentable.    Brown  v.  Guild,  23  Wall.  181 ;  s.  c.  6  O.  G.  392; 

7  0.  G.  739. 

SuImUIuIIob  of  Material. 

Tlie  substitution  of  one  material  for  another  is  not  invention  if  the 
result  is  only  greater  cheapness  and  durability  of  product.  A  machiiie 
made  in  whole  or  in  part  of  materials  better  adapted  to  the  purpose  than 
the  materials  of  which  the  old  one  is  constructed,  and  for  that  reason 
better  and  cheaper,  can  not  be  distinguished  from  the  old  one,  or  entitle 
the  manu&cturer  to  a  patent.  The  difference  is  formal  and  destitute  el 
ingenuity  or  invention.  It  may  afford  evidence  of  judgment  and  skill  in 
&e  selection  and  adaptation  of  the  materials  in  the  manufacture  of  the 
instrument  for  the  purposes  intended,  but  nothing  more.  Hotchkiss  t. 
Greenwood,  11  How.  248 ;  s.  c.  4  McLean  456 ;  8.  c.  2  Robb  730  ;  Hicks 
V,  Kelsey,  18  Wall.  670;  s.  c.  5  O.  G.  94;  Holbrook  v.  Small,  10  O.  G. 
508;  s.  c.  2  Ban  &  Ard.  396 ;  Smith  v.  G.  D.  V.  Co.,  93  U.  S.  486 ;  s.  c. 
I  Holmes  354;  5  O.  G.  585 ;  11  O.  G.  24G ;  s.  O.  1  Ban  &  Ard.  201 ;  4 
A.  L.  T.  (X.  S.)  74;  Terhune  ».  PhilUps,  99  TJ.  S.  592 ;  Stow  v.  Chicago, 
104  U.  S.  547  ;  s.  c.  21  O.  G.  790 ;  s.  c.  8  Biss.  47 ;  s.  c.  3  Ban  &  Ard.  83. 

If  the  substitution  of  one  material  for  another  involves  a  new  mode  of 
construction,  or  develops  new  uses  or  properties  of  the  article  formed,  it 
may  amount  to  invention^    The  substitution  may  be  something  more 
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Tomial.  It  may  require  contrivance,  in  which  case  tiie  mode  of 
^  it  would  be  patentable,  of  the  result  maj  be  the  production  of  in 
ijous,  but  substantially  difTerent  article.  Smith  e,  G.  D.  V.  Co.,  93 
486;  s.  C.  1  Holmes  354;  5  O.  G.585;  II  0.  G.  246;  8.  C.  1  Ban 
1. 201 :  8.  C.  4  A.  L.  T.  (N.  S.)  74 ;  Putnam  i.  Weatherbee.  8  O.  G. 

Holmes  497  ;  s.  a  2  Ban  &  Aid.  78 ;  Putnam  e.  Yerrington,  9  0. 
t;  B.  c.  2  Ban  &  Ard.  237 ;  Dalton  c.  UTelson,  13  Blatch.  357  ;  b.  c 
I.  1112;  8.  c.  2  Ban  A  Ard.  225 ;  Goodyear  B.  V.  Co.  v.  Boot.  6  0. 
I ;  8.  c.  1  Ban  A  Ard.  384 ;  Goodyear  D.  V.  Co.  ».  Willi*,  7  O.  G. 

C.  1  Flippin  385 ;  S.  C.  1  Ban  &,  Ard.  568 ;  U.  S.  Stamping  Co.  v. 

17  O.  G.  1399  ;  8.  C.  17  Blatch.  55  ;  B.  O.  4  Ban  &  Ard.  469 ;  8.  C. 
,Kep.860;  Shutere.  Davis.  16  Fed.  Rep.  564;  b.  C.  24  O.  G.  365. 
I  substitution  of  an  india  rubber  covering  for  one  of  cloth  may  be  an 
Son  if  it  1b  important  and  valuable.    Washing  Machine  Co.  tJ.  lin- 
(  Fish.  379. 

le  patentee  is  not  the  inventor  of  the  material,  he  can  not  obtam  a 
;  for  au  article  made  therefrom  which  is  similar  to  those  made  from 
materials.  Collar  Co.  c.  Yan  I^usen,  5  Fish.  597  ;  a.  c.  10  Blatch. 
I  O.  G.  361 ;  23  Wall.  530 ;  7  O.  G.  919. 

Change  of  Form. 

lere  change  of  form  Is  not  patentable,  becauee  it  involves  no  inren- 
It  is  simply  the  device  of  a  mechanic.  Sangster  d.  Miller,  2  Fisb. 
i.  c.  5  Blatch.  243 ;  WickH  n.  Stevens,  2  Woods  310 ;  8.  c.  2  Ban  & 
U8;  Winans  c.  Denmead,  15  How.  330;  s.  c.  4  Am.  L.J.  498; 
I  p.  Eaton,  Pet.  C.  C.  323  ;  8.  c.  3  Wheat.  454 ;  3  Wash.  C.  C.  443 ; 
llobb  68,  193,  243,  336;  Delano  r.  Scott,  Gilp.  489 ;  e.  c.  1  Robb 
Barrett  d.  Hall,  I  Mbbod  447 ;  b.  c.  1  Bobb  207 ;  Dixon  v.  Moyer, 
lb.  C.  C.  68;  B.  c.  1  Robb  324;  Smith  v.  Pearce,  2  McLean  176; 
:  Robb  13 ;  Pettibone  v.  Derringer,  4  Waah.  C.  C.  215  ;  8.  C.  1  Robb 
Enood  D.  Hicks,  4  Fisb.  156 ;  s.  C.  2  Biss.  169 ;  Brown  v.  Selby,  4 
363 ;  a.  c.  2  Biss.  457  ;  Double  PoinUd  Tack  Co.  v.  I.  R.  Maouf. 
8  O.  G.  683 ;  B.  C.  5  Ban  Sc  Ard.  465 ;  8.  C.  3  Fed.  Bep.  26. 
bnnal  change,  such  as  a  change  in  proportions,  a  mere  change  of 
or  a  different  shape,  is  not  a  change  within  the  meaning  of  the  law. 
).  Wiles,  2  Blatch.  194 ;  ex  partt  Cutting,  11  O.  G.  110 ;  Buck  e. 
mce,  1  Blatch.  398 ;  Woodcock  ».  Parker,  1  Gallis.  438 ;  s.  c.  1 
37  ;  Day  v.  Telegraph  Co.,  5  Fish.  268  ;  a.  C.  9  Blatch.  345 ;  10. 
I ;  Miller  Falls  Co.  v.  Backus,  17  O.  G.  852;  3.C.5Bbii&  Ard.  53. 
tructural  change  of  form  and  proportion,  although  it  improves  the 
don  without  changing  the  mode  of  operation,  and  produces  a  better 
,  but  of  the  same  kind,  is  not  patentable.  Greely  v.  Commissioner, 
I.  575;  B.  C.  1  Holmes  284;  4  0.  G.  612. 

he  change  in  form  and  locatJou  involves  a  functional  difference 
d  mere  mechanical  perfection  and  adjustment,  and  produces  an 
ved  product,  it  is  patentable.    Pearl  e.  Ocean  Mills,  11  O.  G;.  2 ;  b. 
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c.  2  Ban  &  Ard.  469  ;  Fei^rl  o.  Appleton  Company,  5  Ban  &  Ard.  553 ;  s. 
c.  3  Fed.  Rep.  153. 
Sometimes  form  is  of  the  very  substance  of  an  invention,  and  change 

•  

of  form  is  the  invention  itself.  £ddy  v.  Dennis,  95  U.  8.  560 ;  s.  o.  4 
Fish.  423 ;  Kew  Yorlc  B.  &  B.  Go.  v.  Hofiftaian,  20  O.  6.  1450 ;  s.  o.  9 
Fed.  Bep.  199. 

If  by  changing  the  form  and  proportion  a  new  effect  is  produced,  there 
is  not  simply  a  change  of  form  and  proportion,  but  a  cliange  of  principle 
also,  and  the  invention  is  patentable.  Davis  v.  Palmer,  2  Brock.  298 ;  s. 
c.  1  Robb  518 ;  Aiken  v.  Dolan,  3  Fish.  197 ;  Thatcher  Heating  Co.  o. 
Carbon  Stove  Co.,  15  O.  G.  1051 ;  s.  o.  4  Ban  &  Ard.  68 ;  Strobridge  v. 
Lindsay,  18  O.  G.  62  :  s.  c.  5  Ban  &  Ard.  411 ;  s.  o.  2  Fed.  Bep.  692. 

To  change  the  form  of  an  existing  machme,  and  by  means  of  such 
change  to  Introdnce  and  employ  other  mechanical  principles  or  natural 
powers,  or,  as  it  is  termed,  a  new  mode  of  operation,  and  thus  attain  a 
new  and  useful  result,  is  the  subject  of  a  patent.  Winans  o.  Denmead, 
15  How.  330 ;  8.  o.  4  Am.  L.  J.  498 ;  Cahoon  v.  iting,  1  Fish.  397  ;  s.  C 
1  Cliff.  593  ;  Parham  v.  Sewing  Machine  Co.,  4  Fish.  468 ;  Isaacs  v. 
Abnune,  14  O.  G.  861 ;  8.  o.  3  Ban  &  Ard.  616;  Eppinger  v.  Bichey,  14 
Blatch.  307 ;  s.  c.  12  O.  G.  714 ;  8.  c.  3  Ban  &  Ard.  69  ;  s.  o.  23  I.  B.  B. 
319. 

The  safest  guide  to  accuracy  in  making  the  Astinction  between  what 
constitutes  form  and  what  principle,  is  first  to  ascertain  what  is  the  result 
to  be  obtained  by  the  discovery,  and  whatever  is  essential  to  that  object, 
independent  of  the  mere  form  and  proportions  of  the  things  used  for  the 
purpose,  may  generally,  if  not  universally,  be  considered  as  the  principles 
of  the  invention.  Treadwell  v.  Bladen,  4  Wash.  C.  C.  703  ;  s.  o.  1  Bobb 
531. 

An  hivention  of  a  peculiar  form  of  a  last  is  patentable.  Mabie  o.  Has- 
keU,  2  Cliff.  507. 

There  is  no  novelty  in  the  mere  change  of  the  form  of  a  die  so  as  to 
change  the  form  of  that  which  is  manipulated  under  the  die.  Smith  v. 
American  Bridge  Co.,  8  Biss.  312 ;  s.  c.  3  Ban  &  Ard.  565. 

Cliange  In  Size. 

The  mere  reduction  of  an  article  of  bulk  to  one  of  a  smaller  size  is  not 
in  genera]  the  subject  of  a  patent  as  a  new  manufacture,  unless  the  prop- 
erties of  the  article  are  improved  by  the  introduction  of  some  new  ingre- 
dient or  by  the  subtraction  of  one  or  more  of  the  ingredients  of  the 
<niginal  article,  by  which  the  new  product  is  improved  or  made  more  use- 
ful. Glue  Co.  ».  Upton,  96  U.  S.  3  ;  s.  o.  6  O.  G.  637  ;  s.  C  4  Cliff.  237  ; 
B.  c.  1  Ban  &  Ard.  497. 

The  enlaix^o^ci^t  of  the  organization  of  a  machine  does  not  afford  any 
gnxmd  in  the  sense  of  the  patent  law  for  a  patent.  This  is  done  every 
^y  hj  the  ordinary  mechanic  in  making  a  working  machine  from  the 
patent  model.    Phillips  v.  Page,  24  How.  164. 
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mere  enlargemeDt  of  an  article  does  ,not  coiutitDte  invenlioD. 

5  Machine  Co.  b.  Keith,  101  U.  S.  479 ;  B.  O.  17  0.  G.  1031 ;  i.  C 

6  Ard.  100. 

are  reduction  in  eize  of  an  old  device  so  aa  to  make  it  small  enongb 

lev  use  does  not  involve  invenUon,    I>ouble  Pointed  Tack  Co.  e. 

Uanuf.  Co.,  18  O.  G.  683  ;  s.  C.  5  Ban  &  Ard.  465  ;  s.  C.  3  Fed. 

t. 

mE^lDg  of  a  part  of  an  old  manufocture  as  a  sepamte  article  of 

I  not  patentable.     Seligman  r.  Z>a;,  14  Blatch.  72 ;  a.  c.  2  Ban  & 


ChanK«  In  Hode  of  Maklns. 

e  only  diiference  between  the  old  article  and  the  new  article  Is  that 

:  article  was  cast  or  moulded  and  the  oew  is  dntwn  through  a  die. 

BnUoD  is  not  patentable.     McCloekey  e.  DuBois,  19  O.  6. 12S6;  S. 

.  G.  371;  B.  C.  19  BUtch.  205  ;  s.  c,  8  Fed.  Rep.  710. 

lange  in  the  mode  of  cooking  an  article  from  broiling,  roasting  or 

ig  to  boiling,  all  the  other  parts  of  the  process  remaining  the  same, 

It  involve  invention.    Faddng  Company  Cases,  105  U.  S.  566;  B. 

'.  G.  1689. 

application  of  an  old  mode  of  baling  hay  to  hay  cut  short  is  not 

,ble.    Fautks  v.  Eamp,  17  0.  G.  851 ;  s.  C.  IT  Blatch.  432 ;  8.  C.  5 

Ard.  73  ;  s.  C.  3  Fed.  Hep.  898. 

mcru  transfer  of  a  mode  of  constructing  wooden  slides  to  metallic 

I  not  invention.    Carter  v.  Uessinger,  II  Blatch.  34. 

CbftBse  or  Iiocatlon. 

mere  change  of  location  of  an  old  device  is  not  patentable  if  the 
s  the  same,  and  notliing  new  is  required  to  adapt  an  apparatus  in 
locatiou.    Marsh  v.  Dodge  &  Stevenson  Manuf.  Co.,  6  Fish,  562; 

0.  G.  398 ;  Stephenaon  e.  Brooklyn  C.  T.  R.  Co.,  14  Fed.  Rep. 
C.  10  Blatch.  473. 

■e  change  of  location  involves  the  employment  of  new  devices  to 
a  apparatus  for  use  in  the  new  position,  and  a  bcnelicial  result  if 
d,  the  location,  in  cuonectiou  with  such  new  devices,  is  pateulable. 

1.  Dodge  A  Stevenson  Manuf.  Co.,  6  Fish.  562  ;  a.  c.  5  0.  G.  398 ; 
i.  Manuf.  Co.  p.  Tirrell.  12  Blateh.  144 ;  s.  c.  8  O.  G.  2 ;  8.  C.  1 
Ard.  315;  Carstaedt  v.  U.S.  Corset  Co.,  13  B!alch.  119;  8.C'.  9 
51 ;  8.  C.  2  Ban  &  Ard.  119  ;  G.  &  B.  Manuf.  Co.  v.  Walworth,  9 
46  ;  Singer  Manuf.  Co.  e.  Henry  Stewart  Manuf.  Co.,  30  O.  G.  524 ; 
••ed.  Rep.  920;  Moffitt  v.  Cavanagh,  17  Fed.  Rep.  336;  Eclipse 
ill  Co.  V.  May,  17  Fed.  Rep.  344. 

nere  cimnge  of  the  location  of  the  parts  of  a  mechanism,  so  long 
lifTerent  or  additional  function  is  performed,  does  not  make  the 
ism  patentable.  Dane  c.  111.  Manuf. Co.,  6  Fish.  124;  B.C.  3 Biss. 
0.  G.  680. 
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Change  ef  Blemento. 

The  mere  substitation  of  an  equivalent  Ib  not  patentable.  Cochrane  v. 
Waterman,  Cranch.  Pat.  Dec.  121. 

The  omission  of  an  ingredient  commonly  supposed  to  be  essential  to  a 
composition  may  be  patentable.  Tarr  v.  Folsom,  1  Holmes  312 ;  s.  c.  5 
0.  6.  92 ;  a.  o.  1  Ban  &  Ard.  24. 

New  Use* . 

A  machine  or  apparatus,  or  other  meclianical  contrivance,  in  order 
to  give  the  party  a  claim  to  a  patent  therefor,  must  in  itself  be  substan- 
tially new.  If  it  is  old  and  well  known,  and  applied  only  to  a  new  pur- 
pose, that  does  not  make  it  patentable.  A  coffee  mill  applied  for  the  first 
time  to  grind  oats  or  com,  or  mustard,  would  not  give  n  title  to  a  patent 
for  the  machine.  In  short,  the  machine  must  be  new,  not  merely  the  pur- 
pose to  which  it  is  applied.  A  purpose  is  not  patentable ;  but  the  ma* 
chinery  only,  if  new,  by  which  it  is  to  be  accomplished.  In  other  words, 
the  thing  itself  which  is  patented  must  be  new,  and  not  the  mere  applica-. 
ttoo  of  it  to  a  new  purpose  or  object.  Bean  v.  Smallwood,  2  Story  408 ; 
8.  c.  2  Robb  133 ;  Winans  v.  Best.  &  Prov.  R.  R.  Co.,  2  Story  412 ;  8.  c. 
2  Bobb  136;  Ames  v.  Howard,  1  Sum.  482;  8.  c.  1  Robb  689 ;  Phillips  v. 
Page,  24  How.  164 ;  Sawyer  ».  Bixby,  5  Fish.  283 ;  8.  c.  9  Blatch.  361 ;  1 
0.  6. 165  ;  Tucker  o.  Spaulding,  5  Fish.  297 ;  8.  c.  13  Wall.  453 ;  1  O.  G. 
144;  8.  c.  1  Deady  649 ;  Smith  v.  Elliott,  5  Fish.  315 ;  s.  c.  9  Blatch.  400 ; 
1  0.  6.  331 ;  Brown  v.  Hall,  3  Fish.  531 ;  s.  c.  6  BlaUh.  401 ;  Gallahue 
V.  Batterfield,  6  Fish.  203;  s.  c.  10  Blatch.  232 ;  2  O.  G.  645  ;  R«  ])erts  v. 
Ryer,  91  U.  S.  150 ;  8.  c.  6  Fish.  293  ;  11  Blatch.  11 ;  3  O.  G.  550 ;  10  O. 
G.204;  ExpaHe  Hufeland,  1  O.  G.  278;  Northwestern  Co.  r.  Philadel- 
phia Co.,  6  O.  G.  34 ;  8.  c.  1  Ban  &  Ard.  177  ;  Consoliilated  Fruit  Jar  Co. 
8.  Wright,  12  Blatch.  149 ;  s.  c.  6  O.  G.  327  ;  8.  c.  94  U.  S.  92 ;  8.  c.  1 
Ban  &  Ard.  320 ;  Couse  v.  Johnson,  16  O.  G.  719 ;  8.  c.  4  Ban  &  Ard. 
501;  Ex  parte  Arkell,  15  Blatch.  437;  8.  c.  4  Ban  &  Ard.  80;  Quirolo  v. 
Ardito,  17  Blatch.  400;  s.  c.  5  Ban  &  Ard.  80;  8.  c.  1  Fed.  Hep.  610; 
Western  E.  Manuf.  Co.  v,  Ansonia  B.  &  C.  Co.,  9  Fed.  Rep.  706 ;  s.  c.  14 
C.  L.  X.  121 ;  GottfHcd  r.  Crescent  B.  Co.,  22  O.  G.  497 ;  s.  c.  9  Fed. 
Kep.  762;  Vinton  ».  Hamilton,  104  U.  S.  485  ;  s.  c.  21  O.  G.  557;  Slaw- 
son  ».  Raih-oad  Co.,  17  Blatch.  512;  s.  c.  24  O.  G.  99;  8.  c.  5  Ban  & 
Ard.  210 ;  8.  c.  4  Fed.  Rep.  531 ;  Theberath  o.  Rubber  &  C.  H,  T.  Co., 
23  0.  G.  1121 ;  8.  c.  15  Fed.  Rep.  246 ;  Heald  v.  Rice,  104  U.  S.  737 ;  s. 
c.  21  O.  G.  1443 ;  s.  c.  13  Pac.  L.  R.  43  ;  Palmenbing  r.  Bucholz,  23  O.  G. 
632  r  8.  c.  13  Fed.  Rep.  672;  Am.  Co,  r.  Anglo  A.  R.  Co.,  16  Fed. 
Rep.  915. 

Invention  or  discovery  is  required  as  the  proper  foundation  for  a  patent, 
and  where  both  are  wanting  the  applicant  can  not  legally  secure  the  priv- 
ilege. Consequently,  where  the  claim  rests  merely  upon  the  application 
of  an  old  machine  to  a  new  use  or  to  a  new  purpose,  or  upon  the  applica« 
tion  of  an  old  process  to  a  new  result,  the  patent  can  not  be  sustained 
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inder  those  circumsUocei,  the  patentee  has  not  invented  or 

any  new  and  useful  art,  machine,  manu&clure,  or  cotDpoKitim) 
or  any  new  and  useful  improvemeDt,  or  any  art,  machine,  man- 
'  composition  of  matter  not  known  or  used  by  others,  for  which 
itent  can  be  legally  granted.    Bray  v.  Hartshorn,  1  CM.  538 ; 

Boacb,  4  Fish.  12. 

inciple  is  embodied  in  a  macMne  used  for  a  different  purpoae, 
i  ftom  motion  given  by  the  hand  to  an  automatic  machine, 
liit'erence,  and  the  party  is  not  entitled  te  a  patent.    Singer  e. 

1  Fish.  558. 

scarcely  a  patent  granted  that  does  not  Involve  the  application 
thing  to  a  new  use,  and  that  does  not,  in  one  sense,  &il  lo 
f thing  more.  But  the  merit  consists  in  being  the  first  to  niske 
\loa,  and  the  first  to  show  bow  it  can  be  made,  and  the  first  lo 

tliere  is  utility  in  making  it.  Strong  e.  Noble,  3  Fish.  iS6; 
tch.  477. 

nimenta  placed  in  a  new  and  difl'erent  organization,  producii^ 
■vf  orgaoizataon  dilt'erent  resulU,  or  the  same  results  by  s 
fferent  mode  of  operation,  do  not  prevent  such  newly  oiganized 
[from  beiuK  patenteble.  ClarkFateutCo.v.CopcUiid.SFisii. 
Hed  V.  P.  Best.  B.  Co.,  17  O.  G.  675  ;  s.  c.  5  Ban  A  Ard.  4. 
splicaUoD  of  a  method  of  corrugation  to  a  new  article  require* 
t  and  invention  to  deteimine  whether  it  can  be  made  usefull]', 
>p  ■  new  mode  of  operation,  as  well  as  a  new  cfi'eut,  it  is  pst- 
jroBJean  d.  Feck,  II  Blatch.  54. 

of  a  well-known  substance  in  a  particular  but  weli-known  form 
entable,  although  the  substance  has  never  been  used  iii  tliat 
■e.    Tarr  r.  Webb,  5  Fish.  593 ;  s.  c.  10  Blateh.  96 ;  2  0.  G. 

rery  of  a  new  mode  of  operating  an  old  maubine  to  produce  > 
does  not  give  the  discoverer  the  right  to  a  monopoly  of  (he 

le,  although  he  may  be  entitled  to  a  patent  for  the  process. 

F.  Co.  r.  Rubber  Thread  Co.,  1  Holmes372  ;  8.  c.  5  O.G.896! 

i&  Ard.  222. 
of  an  old  machine  in  a  skilful  mode  well  known  in  other  arU 

I  effect  an  old  result  is  not  patentable.    Walker  v.  Bawsoo,  4 

1.128. 

D  who  takes  something  old  and  applies  it  in  a  new  way  or  a 
so  as  to  produce  a  parUcular  result,  can  not  be  protected 

'  particular  way,  or  fonn,  or  device,  and  the  application  wtiich 

>de.    Fuller  v.  Yentzer,  6  Biss.  203  ;  a.  c.  11  0.  G.  551 ;  s.  c. 

18. 

icle  has  been  made  by  hand  in  such  a  way  that  it  may  be  used 

from  the  larger  thing  to  whk:h  it  is  joined,  though  there  hss 

casion  so  to  use  it,  it  is  not  patentable.    Hatch  r.  Moffit,  15 

252. 

overy  of  a  new  effect  produced  by  old  agente  operating  by  old 
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means  apon  old  subjecto,  however  novel  and  important,  is  not  patentable. 
It  is  nothing  more  in  the  eye  of  the  law  than  the  application  of  a  well 
known  agent  by  well  known  means,  to  a  new  or  more  perfect  use.  Mor* 
ton  V.  K.  Y.  Eye  Infirmary,  2  Fish.  320 ;  s.  c.  5  Blatch.  116. 

A  person  who  not  merely  supplies  the  public  with  a  new  article,  but 
demonstrates  unknown  susceptibilities  of  the  material  out  of  which  it  is 
made,  does  something  more  than  merely  apply  an  old  thing  to  a  new 
porpose.  He  produces  a  new  device  by  giving  a  new  form  to  an  old 
sabetance,  and  by  suitable  manipulation  makes  its  peculiar  properties 
available  for  a  use  to  which  it  had  not  been  before  applied,  thereby  dis- 
tinguishing it^from  all  other  fabrics  of  the  class  to  which  it  belongs. 
Union  Paper  Collar  Co.  v.  White,  7  O.  6.  698 ;  s.  o.  2  Ban  &  Ard.  60. 

A  mere  new  use  or  application  of  a  material  or  composition  previously 
known  is  not  a  new  invention.    Matthews  v.  Skates,  1  Fish.  602. 

A  new  composition  of  matter  to  which  an  oid  contrivance  has  been 
applied,  and  which  results  in  a  new  and  useful  article,  is  the  proper 
ftobject  of  a  patent.  The  novelty  consists  in  the  new  composition  made 
practically  useful  for  the  purposes  of  life  by  the  means  and  contrivances 
mentioned.  It  would  be  a  new  manufacture,  and  none  the  less  so  within 
the  meaning  of  the  patent  law,  because  the  means  employed  to  adapt  the 
new  composition  to  a  useful  purpose  was  old  or  well  known.  Hotchkiss 
r.  Greenwood,  11  How.  248 ;  s.  c.  4  McLean  456 ;  s.  c.  2  Kobb  730. 

The  production  of  an  old  result  by  new  means  is  patentable.  Heinrich 
e.  Lather,  6  McLean  345. 

The  application  of  an  old  process  to  a  new  subject  without  any  exercise 
of  tiie  inventive  faculty,  and  without  the  development  of  any  idea  which 
can  be  deemed  new  or  original,  is  not  patentable.  Brown  v.  Piper,  91  XT. 
S.  37 ;  s.  c.  1  Holmes  20 ;  10  O.  G.  417 ;  s.  c.  4  Fish.  175  ;  Andrews  v. 
Loft,  36  Leg.  Int.  405 ;  Piper  o.  Moon,  6  Fish.  180 ;  s.  c.  10  Blatch.  264 ; 
3  0.  G.  4 ;  Howe  ».  Abbott,  2  Story  190 ;  s.  c.  2  Robb  99 ;  Meyer  ». 
Pritchard,  12  Blatch.  101 ;  s.  c.  7  O.  G.  1012 ;  s.  c.  1  Ban  &  Ard.  261. 

The  employment  of  an  old  machine  for  the  very  purpose  for  which  it 
was  made  is  not  patentable  as  a  new  process.  Moffltt  v.  Rogers,  8  Fed* 
Bep.  147. 

I>apllcatioB. 

There  is  nothing  new  in  the  multiplication  of  parts.  Wilbur  v.  Beecher, 
2  Blatch.  132 ;  Moore  v.  Thomas,  3  Ban  &  Ard.  13 ;  Stephenson  v.  Brook- 
lyn C.  T.  R.  Co.,  19  BUtch.  473 ;  s.  c.  14  Fed.  Rep.  457 ;  Yale  Lock 
Hanof.  Co.  v.  Berkshke  Natl.  Bank,  17  Fed.  Rep.  331. 

The  use  of  two  deflecting  plates  instead  of  one  does  not  involve  inven- 
tion.  Dmibar  v.  Myers,  94  U.  S.  187 ;  8.  c.  11  O.  G.  35. 

The  placing  of  two  or  more  letters  on  each  block  is  not  a  patentable 
improvement  in  spelling  blocks,  although  the  inventor  was  the  first  one 
to  place  them  systematically  with  a  view  to  enlarge  the  usefulness  of  the 
blocks.    Hill  V.  Houghton,  6  O.  G.  3 ;  s.  c.  1  Ban  &  Ard.  291. 

Qiuere.  Is  the  making  of  the  case  which  incloses  the  internal  works  of 
a  lock  with  two  &ces  just  alike,  and  so  well  finished  off  in  point  of  style 
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er  side  may  be  presented  outwards,  a  matter  which  can  be  pat- 
Jones  V.  Morehead,  1  Wall.  155. 
itting  of  a  second  cover  npoa  a  base  b*ll  is  oot  patentable  wben 

cover  has  been  previously  used  on  softer  balls.    Mahu  t.  Hsr- 

O.  G.  859;  s.  c.  3  Ban  &  Ard.  515. 

e  box  has  been  coastructed  with  one  window  so  arranged  that 
r  can  sec  th«  fare,  the  addlUon  of  another  window  bo  anan^ 
Mssenger  can  see  the  fiure  does  not  involve  invention.  Slawsoo 
Ld  Co.,  17  Blatch.  512;  s.  c.  5  Ban  &  Ard.  210;  8.  c.  4  Fed. 
;  S.  C.  24  O.  G.  99. 

)tion,  producing  a  new  and  useful  result,  ma;  be  patentable.  It 
he  material  part  of  a  discovery,  because  it  may  be  that  which 
iseful  what  was  previously  useless.  A  number  of  rollers  acliiif! 
nay  be  patented,  though  a  siugle  pair  could  not  be.    Parker  t. 

Fish.  44. 

bstitution  of  a  double  bar  for  a  single  bar  la  a  spring  bed  is  pateot- 
e  change  is  not  obvious.    Ladd  v.  Tucker  Manuf.  Co.,  4  Ban  & 


Special  InstaneeM. 

irovcd  paper  bag,  made  by  means  of  softening  and  rendering  the 
lion  of  the  btu;  flexible,  is  patentable.  Arkell  c.  Paper  Bag  Co.. 
475. 

provement  in  the  mode  of  constructing  a  stone  pavement  is  a 
e  Invcnlion.  Guidet  r.  Barber,  5  0.  G.  149. 
mode  of  making  type  for  figurea  which  involves  the  increase  of 
if  figures  in  proportion  to  the  size  of  letters  in  connection  with 
if  the  body  of  the  type  is  patentable.  Bruce  e.  Harder,  22  0.  G- 
c.  10  Fed.  Rep.  750. 

le  made  in  a  certain  shape  by  the  action  of  dies  is  patentable. 
Sargent,  7  Blatch.  507. 

g  with  copper  plates  on  the  reverse  face  of  bank  notes  is  an  art. 
at  is  not  for  an  effect  but  for  the  kind  of  printing  by  wtiich  the 
iroduced.    Kneass  o.  Schuylkill  Bank,  4  Wash.  C.  C.  9 ;  B.  C.  I 

patentee  is  the  inventor  of  the  back,  be  may  take  oAt  a  patent 
ih  and  a  patent  for  a  hand  mirror,  where  tiie  application  of  Che 
:acb  purpose  involves  invention.  Clark  c  Scott,  15  Fish.  246; 
atch.  301 ;  8.  C.  1  O.  G.  4. 

mposilion  of  a  new  beverage,  by  introducing  the  oil  of  birch  or 
'  wintergreen,  is  patentable  if  it  is  profitable  to  the  vendor  and 
to  those  who  use  it.  Rogers  n.  Ennis,  15  Blatch.  47 ;  s.  c.  3 
rd,  36C;  e.  c.  14  O.  G.  601. 

inventor  invented  the  proper  mode  of  enameling  the  proper 
'  paper,  the  cl^m  for  a  collar  made  from  such  enameled  paper, 
article  of  manuGscture,  is  valid.  Hottbuui  p.  StJefel,  3  Fish.  ^ ; 
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s.  c.  7  Blatch.  58 ;  Hofftaum  «•  AronBon,  4  Fish.  456;  s.  c.  8  Blaicb.  324 ; 
4A.L.T.  (N.S.)110. 

The  manner  of  conducting  lur  artificially  set  in  motion  to  the  fire  in  a 
fiunace  and  the  point  where  and  direction  in  which  it  comes  in  contact 
with  the  burning  Aiel  may  be  the  subject  of  invention.  Percival  o. 
Hai^ger,  40  Iowa  286. 

The  placing  of  a  rivet  at  the  comers  of  a  pocket  opening  involves  inven- 
tion and  is  patentable.  Strauss  «•  E[ing,  17  O.  G.  1450 ;  s.  c.  18  Blatch. 
88 ;  s.  c.  5  Ban  &  Ard.  338 ;  s.  o.  2  Fed.  Bep.  236. 

If  a  person  improves  the  art  of  curing  fish  by  removing  a  part  of  the 
animal,  not  before  tmown  to  be  injurious,  he  is  entitled  to  a  patent. 
Oowell  V.  Harlow,  18  O.  6.  466 ;  s.  c.  3  Ban  &  Ard.  478 ;  s.  c.  1  Fed. 
Bep.  140. 

A  register  for  bonds  and  coupons  in  the  form  of  a  book,  with  a  page  or 
pages  spaced  for  each  bond  and  its  coupons  of  any  series  of  coupon 
bonds,  and  with  the  spaces  numbered  and  designated  to  show  what  bonds 
and  coupons  they  are  for  while  any  of  them  are  outstanding,  and  to 
receive  them  for  saf^  keeping  as  vouchers  or  memoranda  when  any  of 
ttiem  are  taken  up  or  paid,  is  patentable.  Munson  o.  New  York,  18 
Blatch.  237 ;  s.  c.  5  Ban  A  Ard.  486 ;  s.  c.  3  Fed.  Bep.  338. 

An  arrangement  of  a  concave  flange  coated  on  the  under  side  with 
chalk  on  the  leg  of  a  table  is  novel  and  patentable.  Ex  parte  Strong,  17 
0.  G.  446. 

The  transfer  of  flanges  from  an  iron  hub  to  a  wooden  hub  would  not  be 
patentable  unless  it  required  some  ingenuity  or  contrivance  to  adapt  it  to 
me  in  its  new  position.  Sarven  v.  Hall,  5  Fish.  415 ;  6.  c.  9  Blatch.  524 ; 
1 0.  a.  437. 

The  discovery  of  an  elastic  erasive  pencil  head  which  consists  merely  of 
a  piece  of  India  rubber  with  a  hole  in  it  can  not  be  the  subject  of  a  patent. 
Bnbber  Pencil  Co. «.  Howard,  5  Fish.  877 ;  8.  c.  9  Blatch.  490 ;  20  Wall. 
498 ;  1  0.  G.  407  ;  7  O.  G.  172. 

A  party  can  not  obtain  a  patent  for  a  plan  of  packing  ice  by  putting  the 
blocks  on  the  edge,  although  he  was  the  flrst  to  discover  the  beneficial 
effects  of  that  mode,  for  it  is  a  mere  discovery  of  a  new  efi'ect  of  that 
which  existed  before.    Ex  parte  Kemper,  Granch  Pat.  Dec.  89. 

llie  application  of  hollow  legs  to  support  portable  Aimaces  is  not  pat- 
entable.   ExparU  G.  Baxter,  1  Mc Arthur,  520. 

The  mere  attachment  of  prongs  to  a  fiat  disk  to  be  used  for  the  same 
poipose  as  the  disk  had  been  used  does  not  involve  invention.  Lorillard 
t,  Bidgway,  16  O.  G.  1231 ;  8.  c.  4  Ban  So  Ard.  564. 

A  patent  for  putting  plasterers'  hak  into  bales  and  compressing  it  is 
ToU.  Kng  «•  Frostel,  8  Bias.  510 ;  8.  c.  16  O.  G.  956 ;  6.  c.  2  Ban  & 
Ard.  236. 

Snnemilonm. 

Suggestions  from  another,  in  order  that  they  may  be  sufficient  to  defeat 
&  patent  subsequently  issued,  must  embrace  the  plan  of  the  improvement, 
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munt  f^miUh  euch  Information  to  the  person  to  whom  tha  commoiu- 
118  are  made  that  they  will  enable  an  ordinary  mechaDic,  withoQt  the 
lise  of  any  ingenuity  and  special  skill  on  bis  pact,  to  conBtiuct  ud 
he  improvement  in  auccesaful  operotion.  Agawam  Co.  r.  Jordao,  T 
,  583  ;  Slemmer's  Appeal,  58  Fenn.  155  ;  Putnam  v.  Hickey,  5  Fish, 

s.  c.  3  Bias.  157;  Matthews  o.  Skates,  1  Ush.  602;  Aliteo  t. 
ey,  1  Story  336  ;  s.  C.  2  Robh  IT  ;  Thomas  v.  Weeks.  2  Inline  92; 

V.  Hall,  2  BUlch.  229 ;  Dixon  v.  Moyer,  4  Wash.  C.  C.  G8  ;  8.  C.  1 
}  324 ;  Xat'l  F.  D.  Co.  e.  Hibbard,  21  O.  a.  635 ;  s.  c.  9  Fed.  Bep. 

though  the  idea  of  the  invention  and  hints  concerning  it  came  to  the 
itee  from  others,  still,  if  be  was  the  first  who  gave  to  tliat  idea  a  luc- 
Dd  practical  form,  his  rights  are  not  to  be  defeated.  Tecee  d.  Phelps, 
lAl.  48 ;  Bell  v.  Daniels,  1  Fish.  372 ;  s.  c.  1  Bond  212  ;  Matthews  r. 
es.  1  Fish.  602 ;  Roberts  e.  Dickey,  4  Fish.  532  ;  b.  c.  4  Brews.  260 ; 
G.  4 ;  Tucker  d.  Spaulding,  13  Wall.  453 ;  s.  c.  1  0.  G.  144  ;  3.  c.  I 
ly  649 ;  8.  c.  5  FUh.  297  ;  McMillin  v.  Barclay,  5  Fish.  189 ;  b.  C.  4 
rs.  275  ;  Graham  c.  Gammon,  7  BIsb.  346 ;  s.  C.  3  Ban  &  Ard.  7. 
iither  the  inquiries  that  may  luive  been  made,  nor  the  iufonnation  or 
:e  that  may  have  been  received  from  men  of  science  in  the  course  of 
patentee's  researches,  can  ImpEur  his  right  to  the  cbarmcter  of  sn 
Qtor.  No  invention  can  poaslbly  be  made  consisting  of  a  combina- 
of  different  elements  of  power,  without  a  thorough  knowledge  of  the 
erties  of  each  of  them,  and  the  mode  in  which  Lhey  operate  on  eacb 
r.  It  can  make  no  difl'erence  in  this  respect  whether  he  derives  hit 
mation  from  books  or  from  conversation  with  men  skilled  in  tbe 
icea.  If  it  were  otherwise,  no  patent  Id  which  a  combination  of 
rent  elements  is  used  could  ever  be  obt^ned,  for  no  man  ever  made 
an  inyention  without  having  first  obtained  this  InfonnatioD,  unless  it 
discovered  by  some  fortunate  accident.  O'Bellly  v.  Morse,  15  How. 
HubbelU.  U.  S.,  5N.&  H.  1. 

the  suggestions  simply  aided  the  inventor  in  arriving  at  the  useful 
It,  but  fell  short  of  suggesting  an  arrangement  that  would  constitute 
mplete  machine,  and  if  after  all  the  suggestions  there  was  sometbiog 
ibr  him  to  devise  and  work  out  by  his  own  skill  or  ingenuity  in  order 
)mplete  the  arrangement,  then  be  is  in  contemplation  of  Ian  to  be 
rded  as  the  first  and  original  discoverer.  Pitts  v.  Hall,  2  Blatch.  229. 
{though  impravemenls  In  the  form  or  proportions  are  adopted  in  con- 
duce of  the  suggestionB  of  others,  before  the  invention  is  brought  to 
action,  they  are  not  inventions  or  improvements  for  which  a  patent 
be  obttdned,  and  can  not  invalidate  the  patent  for  the  thing  to  which 
are  applied.  Fennock  v.  Dialogue,  4  Wash.  C.  C.  538 ;  s.  c.  2  Pet. 
;.  c.  1  Robb  466,  642;  Barker  v.  Woodraff,  1  0.  G.  256. 
is  not  the  man  who  may  form  an  Imperfect  machine  which  may  sug' 
to  a  higher  and  moro  practical  order  of  mind  valuable  ideas,  but  tlie 
who  embodies  those  Ideas  in  a  practical  and  working  form,  whom 
law  protects.    Pitts  v.  Edmonds,  2  Fish.  52;  s.  c.  1  Diss.  16)i. 
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If  the  whole  or  any  of  the  essential  parts  and  principles  of  the  machine 
are  invented  by  another,  and  introduced  into  the  machine  upon  his  sug- 
gestion, the  whole  patent  is  void.  Watson  v.  Bladen,  4  Wash.  G.  C.  580 ; 
s.  c.  1  Bobb  510 ;  Pitts  v.  Hall,  2  Blatch.  229 ;  Agawam  Go.  v.  Jordan, 
7  Wall.  583.  • 

Where  the  suggestions  of  an  employee  go  to  make  up  a  complete  and 
perfect  machine,  embracing  the  substance  of  all  4hat  is  embodied  in  the 
patent  subsequently  issued  to  the  party  to  whom  the  suggestions  were 
made,  the  patent  is  invalid,  because  the  real  invention  or  discovery  belonged 
to  another.  Agawam  Go.  o.  Jordan,  7  Wall.  583 ;  Berdan  F.  A.  Manuf.  Go. 
c.  Remington,  3  0.  G.  688  ;  Collar  Go.  r.  Van  Deusen,  23  Wall.  530 ;  s. 
c.  10  Blatch.  109  ;  7  0.  G.  919  ;  5  Fish.  597  ;  2  0.  Q.  361. 

Where  an  employer  has  conceived  the  plan  of  an  invention,  and  is 
engaged  in  experiments  to  perfect  it,  no  suggestions  from  an  employee, 
not  amounting  to  a  new  method  or  arrangement  which  in  itself  is  a  com- 
plete invention,  is  sufficient  to  deprive  the  employer  of  the  exclusive 
property  in  the  perfected  improvement.  Agawam  Go.  v.  Jordan,  7  Wall. 
583;  Andrews  v.  Garman,  13  Blatch.  307 ;  s.  c.  9  O.  G.  1011 ;  s.  c.  2 
Ban  &  Ard.  277. 

Where  a  person  has  discovered  an  improved  principle  in  a  machine, 
manuiacture  or  composition  of  matter,  and  employs-  other  persons  to 
assist  him  in  carrying  out  that  principle,  and  they,  in  the  course  of  expe- 
riments arising  from  that  employment,  make  valuable  discoveries  ancillary 
to  the  plan  and  preconceived  design  of  the  employer,  such  suggested 
improvements  are  in  general  to  be  regarded  as  the  property  of  the  party 
who  discovered  the  original  improved  principle,  and  may  be  embodied  in 
his  patent  as  a  part  of  his  invention.  Agawam  Go.  v.  Jordan,  7  Wall. 
583;  Dental  Vulcanite  Go.  r.  Wetherbee,  3  Fish.  87;  s.  c.  2  Gliff.  555 ; 
Blandy  »,  Griffith,  3  Fish.  609  ;  Cogswell  v.  Burke,  1  0.  G.  380. 

If  a  workman  merely  suggests  some  alterations  in  the  form  or  propor^ 
tions  of  the  machine  as  designed  by  the  inventor,  this  will  not  be  sufficient 
to  deprive  the  inventor  of  the  merit  of  the  invention,  or  affect  the  validity 
of  his  patent.  If  a  contrary  doctrine  were  to  be  maintained,  very  few,  if 
any,  patents  could  be  upheld,  unless  in  those  cases  where  the  inventor  is 
also  the  mechanic  who  constructs  the  machine.  His  genius  may  be  equal 
to  the  task  of  conceiving  all  the  principles  as  well  as  the  general  structure 
and  form  of  the  machine,  but  he  may  be  unacquainted  with  the  use  of 
tools,  and  be  quite  unable  to  anticipate  in  what  manner  the  contemplated 
form  of  any  particular  part  of  the  machine  should  be  made  until  the 
work  is  m  progress,  and  the  materiality  of  form  can  then  be  practically 
discerned.  The  workman  Is  most  likely  to  perceive  the  necessity  of  the 
alteration,  and  to  suggest  it,  and  such  suggestions  will  not  invalidate  the 
patent.    Watson  v.  Bladen,  4  Wash.  C.  G.  580  ;  s.  c.  1  Robb  510. 

Invention  is  the  work  of  the  brain,  and  not  of  the  hand.    If  the  con- 
ception is  practically  complete,  the  artisan  who  gives  it  reflex  and  embod- 
iment in  a  machine  is  no  more  the  inventor  than  the  tools  with  which  he 
works.    Both  are  instruments  hi  the  hands  of  him  who  sets  them  in 
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ioa  and  prescribea  the  work  to  be  doue.  Mere  mechanical  akill  can 
er  rise  to  the  sphere  of  inTentioD,  The  latter  inrotyes  higher  thought, 
.  brisgB  into  acUvity  a  diil'erent  faculty.  Their  domains  are  distioct. 
t  line  which  separates  them  is  sometimes  difficult  to  trace  ;  aeyerthc- 
in  the  eye  of  the  law  it  always  snhsiste.  The  mechanic  may  greaCl;^ 
the  inyentor,  bat  can  not  usurp  bis  place.  Blandy  v,  Griffith,  3  Fish. 
;  Warner  d.  Goodyear,  Cranch.  Pat.  Dec.  125. 

,  party  who  merely  stat«s  that  a  cerK^  article  is  wanted  for  a  cerUua 
;iose  can  not  obttUa  a  patent  for  the  article  if  it  is  prepared  by  another, 
ar  Co.  V.  Van  Deusen,  5  Fish.  597 ;  g.  c.  10  Blatch.  109 ;  2  O.  G.  361 ; 
Wall.  530;  7  0.  G.  919. 

he  fact  that  othera,  by  their  zeal,  public  spirit  and  money,  caused  the 
overy  to  be  made,  can  not  deprive  the  patentee  of  his  righU  as 
!Qtor,  if  in  fact  he  is  the  inventor.  Pennock  e.  Dialogue,  4  Wash.  C. 
38 ;  s.  c.  2  Pet.  1 ;  s.  c.  1  Bobh  466,  542. 

'  on  officer  in  the  military  service,  not  specially  employed  to  tualie 
iriments  with  a  view  to  suggest  iraprovemente,  devises  a  new  and 
lable  Improvement  in  arms,  tents,  or  any  other  kind  of  war  material. 
i  entitled  to  letters  patent  for  the  improvement  equally  with  any  other 
en  not  engaged  in  the  service,    U.  S.  e.  Bums,  12  Wall.  240. 

J*litt  Invention. 

I  a  joint  invention  each  party  must  invent  or  discover  something  esseo- 
to  Uie  whole  result.     Slemmer's  Appeal,  58  Penn.  155. 

joint  patent  may  well  be  granted  upon  a  joint  invention.  There  is 
lifficulty  in  supposing,  in  point  of  fact,  that  a  complicated  invention 

he  the  gradual  result  of  the  combined  mental  operations  of  two  per- 
I  acting  together  pari  patiu  in  the  invention.  As  neither  of  them 
d  justly  claim  to  he  the  solo  inventor  in  snch  a  case,  it  must  follow 

the  invention  is  joint,  and  that  they  are  jointly  entitled  to  a  patent, 
vtt  c.  Hall,  1  Hason  447  ;  Steams  e.  Barrett,  1  Mason  153  ;  S.  c,  1 
t.97. 

n  invention  may  be  joint,  although  one  inventor  is  the  employer  and 
ither  the  employe.  Hoe  v.  Kahler,  12  Fed.  Kep,  111. 
}  constitute  two  penoos  joint  inventors  it  is  not  necessary  that 
:tly  the  same  idea  shall  occur  to  each  at  tiie  same  time  and  that  the; 
I  t^igether  w.ork  out  thu  idea  into  a  perfected  machine.  If  an  idea  is 
ested  to  one  and  he  even  goes  so  far  as  to  construct  a  machine 
odying  this  idea  which  is  not  a  completed  and  working  machine,  and 
her  person  takes  hold  of  it  and  by  their  joint  labors  one  suggesting 
tiling  and  the  other  another,  a  perfect  mach me  is  made,  a  joint  patent 

be  issued  to  them.    Worden  v.  Fisher,  21  O.  G.  1957  ;  s.  c.  11  Fed. 

505. 

one  suf^ests  an  idea  in  a  general  way,  and  the  other  &Ils  in  with  it 
by  his  aid  develops  it  and  gives  it  delinite  practical  embodiment,  (he 
[nay  be  considered  joint  inventors,  Gottfried  v.  P.  Best  B.  Co.,  17  0. 
7S ;  s.  c.  5  Ban  &  Ard.  4. 
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If  one  person  invents  a  distinct  part  of  a  machine  and  another  person 
iayenta  another  distinct  and  independent  part  of  the  same  machine,  each 
should  obtain  a  patent  for  his  own  invention.  Worden  v.  Fisher,  21  O. 
6. 1957 ;  8.  c.  11  Fed.  Bep.  505. 

If  the  joint  invention  is  the  final  one  of  a  series  of  complete  separate 
inventions  made  by  one  inventor  alone,  before  he  was  joined  by  his  asso- 
ciate  inventor,  the  patent  must  be  limited  to  the  final  hivention.  Manu- 
factnring  Co.  v.  Corbin,  103  XT.  S.  786  ;  s.  c.  20  O.  G.  297 ;  8.  o.  14  O.  G. 
3 ;  8.  c.  14  Blatch.  396 ;  s.  c.  3  Ban  &  Ard.  109. 

If  the  invention  patented  by  persons  as  joint  inventors  is  the  sole 
invention  of  one  of  the  patentees  only,  and  not  the  joint  invention  of  all, 
the  patent  is  void.  New  York  v.  Bansom,  23  How.  487 ;  s.  c.  1  Fish. 
252 ;  Hotchkiss  v.  Greenwood,  4  McLean  456 ;  s.  c.  11  How.  248  ;  s.  c. 
2  Robb  730 ;  Barrett  o.  Hall,  1  Mason  447 ;  8.  c.  1  Robb  207 ;  Slemmer's 
Appeal,  58  Penn.  155. 

If  a  patent  is  granted  to  two  persons  as  joint  Inventors,  the  proof  must 
be  clear  that  they  i^ere  not  joint  inventors  before  the  patent  can  be 
declared  void  on  that  ground.  Worden  o.  Fisher,  21  O.  G.  1957 ;  8.  €.  11 
Fed.  Rep.  505. 

A  joint  patent  for  an  invention  is  utterly  inconsistent  with  several 
patents  for  the  same  invention  by  the  same  patentees,  for  it  is  impossible 
that  any  person  can  be  at  the  same  time  the  joint  and  sole  inventor  of  the 
same  invention.    Barrett  v.  Hall,  1  Mason  447 ;  s.  c.  1  Robb  207. 

A  person  who  is  a  joint  inventor  can  not  have  a  patent  as  sole  inventor. 
Arnold  9.  Bishop,  Granch.  Pat.  Dec.  103. 

However  new  an  invention  may  be,  it  can  not  be  legally  patented  unless 
it  is  also  useful ;  and  however  useful  it  may  be,  it  can  not  be  legally  pat- 
ented unless  it  is  new.  If  it  is  either  not  new  or  not  useful,  the  patent  is 
void.  Matthews  v.  Skates,  1  Fish.  602  ;  (Uark  Patent  Co.  v,  Copeland,  2 
Fish.  221 ;  Roberts  v.  Ward,  4  McLean  565  ;  Tillotson  v.  Munson,  5  Biss. 
426 ;  Eddy  v.  Dennis,  95  XJ.  S.  560 ;  s.  c.  4  Fish.  423 ;  Jones  v.  Mc- 
Mnrry,  2  Hughes  527 ;  s.  c.  13  O.  G.  6  ;  s.  c.  2  Ban  &  Ard.  130  ;  Barker 
p.  Stowe,  14  O.  G.  559;  s.  c.  15  Blatch.  49;  s.  c.  3  Ban  &  Ard.  337; 
Snow  r.  Taylor,  14  O.  G.  861 ;  Clough  v.  G.  &  B.  Manuf.  Co.,  15  O.  G. 
1009 ;  8.  c.  22  O.  G.  2241 ;  s.  c.  3  Ban  &  Ard.  523 ;  Elastic  Truss  Co.  v. 
Page,  16  0.  G.  1045 ;  s.  c.  4  Ban  &  Ard.  328 ;  Gardner  v.  Herz,  16  0.  G. 
1093 ;  8.  c.  16  Blatch.  303 ;  s.  c.  4  Ban  &  Ard.  420 ;  Collender  v.  Griffith,  18 
Blatch.  110 ;  s.  0. 18  O.  G.  241 ;  8.  o.  5  Ban  &  Ard.  372 ;  s.  c.  2  Fed.  Rep. 
206;  Olendorf  v.  Eckler,  2  Fed.  Rep.  570;  Wisner  v.  Grant,  18  O.  G. 
122 ;  McNish  v.  Everson,  5  Ban  &  Ard.  484 ;  s.  c.  2  Fed.  Rep.  899 ; 
Bnunmitt  v.  Howard,  5  Ban  &  Ard.  615  ;  s.  c.  3  Fed.  Rep.  801 ;  Kew  v. 
Lawrence,  5  Ban  &  Ard.  627  ;  3  Fed.  Rep.  714 ;  American  Whip  Co.  v, 
Hampden  Whip  Co.,  5  Ban  &  Ard.  152 ;  s.  c.  4  Fed.  Rep.  536  ;  Buchan 
9.  McKesson,  18  Blatch.  485 ;  s.  c.  19  O.  G.  222  ;  s.  c.  7  Fed.  Rep.  100 ; 
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more  t>.  Scofleld,  102  U.  S.  375  ;  b.  c.  19  O.  O.  289 ;  Honce  t>.  Wood- 
,  19  0.  6.998;  B.  c.  4  Ban  A;  Ard.  307 ;  Fsltersone.  Stapler,  7  Fed. 
210 ;  B,  c.  38  Leg.  lot.  168  ;  8cbro«rkeD  v.  S.  ft;  C.  ft  B.  Humf.  Co., 
latch.  469  ;  B.  c.  19  O.  G.  1493  ;  s.  C.  7  Fed.  Rep.  469  ;  White  r. 
ion  Uaouf.  Co.,  19  O.  6.  1494 ;  b.  c.  8  Fed.  Rep.  917  ;  CraDdftU  t. 
iTdBOD,  19  O.  O.  1628 ;  B.  C.  8  Fed.  Rep.  808;  Buzzell  t.  Fifleld.  7 
Rep.  465 ;  Allis  v.  Stowfell,  9  Fed.  Rep.  304 ;  Bajmond  c.  Singer 
if.  Co.,  11  Fed.  Bep.  427;  Facking  Companj  Cauw,  105  XT.  S.  566; 
21  O.  G.  1689 ;  Woven  Wire  Hattiesa  Co.  o,  Whittlesey,  8  BU*. 
f  aUonal  Maouf.  Co.  c  Meyers,  15  Fed.  Bep.  238 ;  Crandall  e.  Dare, 
d.  Rep.  902 ;  B&ilway  Register  Co.  e.  Highland  St.  R.  Co.,  4  Ban  A 
116;  Doubledaj  e.  Beatty,  22  U.  G.  859;  s.  C.  II  Fed.  Bep.  729; 
r  B.  C.  Co.  V.  Tobey  F.  Co.,  23  O.  G.  93 ;  B.  c.  14  Fed.  Bep.  8 ; 
D.  North  Chicago  R.  U.  Co.,  9  Biaa.  508  ;  8.  C.  23  O.  G.  191 ;  s.  c. 
A.  Rep.  42 ;  Welling  v.  Crane,  23  O.  G.  189 ;  8.  C.  14  Fed.  Bep.  671 ; 
It  D.  Cavanagh,  17  Fed.  Rep.  336 ;  Hatteaon  p.  Caioe,  8  Saw.  498 ; 
17  Fed.  Rep.  528.  . 

are  must  be  oovelty  id  the  ioTeiitioD  created  by  the  mind  of  the  per* 
laiming  to  be  the  inventor,  and  in  conaectioa  with  tliat  species  of 
ty  there  mnst  be  utility.  This  novelty  worked  out  by  the  mind  of 
iveotor,  connected  with  utility,  coDSlatutes  the  ensence  of  a  patenl- 
luhject  under  the  law.  Seymour  v.  McCormick,  19  How.  96;  B.C.  3 
h.  209. 

the  inventian  is  novel  and  useful  it  is  patentable.  BruSf  «.  Ives,  14 
h.  198 :  B.  (J.  11  O.  G.  924 ;  8.  c.  2  Ban  ft:  Ard.  595 ;  Graham  t. 
non,  7  Bibs,  490 ;  s.  c.  3  Ban  ft:  Ard.  7  ;  Gage  r.  Nelson,  23  0.  G. 
;  B.  C.  12  O.  G.  753 ;  8.  o.  14  Blatch.  293  ;  6.  O.  3  Ban  ft:  Ard.  55 : 
lloo  V.  Bollina,  4  Dillon  495  ;  s.  c.  3  Ban  fti  Ard.  157  ;  Adams  r. 
;  Manuf.  Co.,  12  O,  G.  91 ;  s,  c.  3  Ban  ft;  Ard.  1 ;  Thomson  t. 
w,  12  O.  G.  890  ;  Halsey  p.  GarUck,  12  0.  G.  1026;  Klein  t..  Park. 
G.  5  ;  B.  c.  3  Ban  ft:  Ard.  145  ;  Ketchum  Harvesting  Machue  Co. 
inston  Harvesting  Co.,  13  O.  G.  176;  s.  c.  3  Ban  ft:  Ard.  139; 
tock  e.  Sandusky  Seat  Co.,  13  O.  G.  230  ;  8.  0.  3  Ban  ft  Ard.  188; 
e.  Clark,  13  O.  G.  274  ;  8.  c.  3  Ban  ft;  Ard.  211 ;  Hoe  o.  Cole,  13 
500  :  Schuessler  c.  Davis.  13  O.  G.  101 1  ;  (Jottfried  b.  Bartholomse, 
8.219;  8.  C.  13  0.  G.  1128;  s.  c.  3  Ban  ft  Ard.  308;  H.  B.  ft  M. 
If.  Co.  V.  Sai^eant,  14  O.  G.  45 ;  s.  C.  3  Ban  ft;  Ard.  263 ;  Miiler'i 
Co.  p.  Ives,  14  Blatch.  169;  a.  C.  14  0.  G.  203;  s.t'.  2Ban&Atd. 
Footv.  Frost,  14  O.  G.  860 ;  s.  c.  3  Ban  ft  Ard.  607 ;  Isaacs  v. 
ou,  14  O.  G.  861 ;  8.  c.  3  Ban  A)  Ard.  616  ;  Bates  o.  Coe,  98  U.  8. 
.  c.  15  O.  G.  337  ;  American  Manuf.  Co.  v.  Lane,  14  Blatch.  438 ;  s. 
O.  G.  421  ;  8.  c.  3  Ban  ft,  Ard.  268  ;  Bnrdett  r.  Estey,  15  Blatch. 
8.  c.  15  0.  G.  877 ;  a.  c.  4  Ban  ft  Ard.  7  ;  Atlantic  G.  Powder  Co. 
Dd,  16  Blatch.  250  ;  s.  c.  16  O.  G.  87  ;  8.  c.  4  Ban  ft;  Ard.  263 ;  St 
.  Stamping  Co.  e.  Quhiby,  16  O.  G.  135;  a.  c.  4  Ban  ft,  Ard.  192; 
beth  p.  Pavement  Co.,  97  IT.  8. 126 ;  s.  c.  6  O.  G.  772 ;  a.  c.  3  0. 
2;  8.  C.  6  Fieb.  424 ;  8.  C.  1  Ban  ft  Ard.  463 ;  Odorless  E.  A.  Co. 
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9.  Clements,  16  O.  G.  854 ;  s.  c.  4  Ban  &  Ard.  540 ;  Starrett  v.  Athol 
Machine  Co.,  23  O.  6.  1729  ;  s.  o.  14  Fed.  Rep.  910 ;  Judson  v.  Bradford, 
16  O.  G.  171 ;  s.  O.  3  Ban  &  Ard.  539 ;  Smith  v.  Halkyard,  23  0.  G. 
1833 ;  s.  c.  16  Fed.  Rep.  414 ;  Cooke  v.  N.  Y.  C.  &  H.  B.  R.  Co.,  16  O.  G. 
856;  8.  c.  4  Ban  So  Ard.  398 ;  Williams  v.  B.  &  A.  R.  R.  Co.,  17  Blatch. 
21 ;  8.  c.  16  O.  G.  906 ;  s.  c.  4  Ban  &  Ard.  441 ;  Coupe  v.  Weatherhead,  23 
0.  G.  1927  ;  s.  c.  16  Fed.  Rep.  673 ;  Megraw  p.  Carroll,  5  Ban  &  Ard.  324  ; 
SpiU  V.  Celluloid  Manuf.  Co.,  18  Blatch.  190  ;  8.  c.  17  O.  G.  1448 ;  s.  c.  5 
Ban  &  Ard.  405 ;  s.  c.  2  Fed.  Rep.  707  ;  £yory  v.  Candee,  5  Ban  So  Ard. 
435 ;  8.  c.  2  Fed.  Rep.  542 ;  Peck  8.  &  W.  Co.  v.  Lindsay,  18  O.  G.  63  ; 
s.  c.  5  Ban  &  Ard.  390 ;  s.  c.  2  Fed.  Rep.  688 ;  Searles  v.  Van  Nest,  5 
Ban  &  Ard.  456 ;  Strobridge  p.  Lindsay,  18  O.  G.  62 ;  s.  c.  5  Ban  &  Ard. 
411;  8.  c.  2Fed.  Rep.  692;  Sinclair  v.  Backus,  17  O.  G.  1503;  8.  c.  5 
Bao  &  Ard.  81 ;  s.  c.  4  Fed.  Rep.  539  ;  Tyler  v.  Welch,  18  Blatch.  209 ; 
s.  c.  17  O.  G.  1508;  5  Ban  &  Ard.  511 ;  8.  c.  3  Fed.  Rep.  636  ;  Whit- 
man o.  James,  5  Ban  So  Ard.  575 ;  Roberts  v,  Schreiber,  18  O.  G.  125  ;  8. 
c.  5  Ban  So  Ard.  491 ;  8.  c.  2  Fed.  Rep.  855 ;  Bankard  v,  Bostwick,  18  O. 
G.  61 ;  8.  c.  5  Ban  So  Ard.  463  ;  8.  c.  3  Fed.  Rep.  517  ;  Munson  v,  G.  So 
B.  Manuf.  Co.,  18  O.  G.  194 ;  s.  c.  3  Ban  &  Ard.  595  ;  Adams  v.  Moline 
Wagon  Works  Co.,  16  Fed.  Rep.  236;  Adams  v.  111.  Manuf.  Co.,  18  O. 
6.  412;  8.  c.  4  Ban  &  Ard.  543 ;  Irish  v.  Knapp,  18  O.  G.  735  ;  8.  c.  5 
Ban  &  Ard.  47 ;  Holly  v.  Yergennes  Machine  Co.,  18  Blatch.  327  ;  s.  c. 
18  0.  G.  1177;  8.  c.  4  Fed.  Rep.  74  ;  Pearce  v.  Mulford,  102  U.  S.  112; 
8.  c.  18  O.  G.  1223 ;  8.  c.  11  O.  G.  741 ;  8.  c.  14  Blatch.  141 ;  s.  c.  2  Ban 
&  Ard.  542;  Bignall  r.  Harvey,  18  Blatch.  353;  s.  c.  18  0.  G.  1275;  s. 
c.  5  Ban  So  Ard.  636 ;  s.  c.  4  Fed.  Rep.  334 ;  U.  S.  Stamping  Co.  v. 
Jewett,  18  Blatch.  469 ;  8.  c.  18  O.  G.  1529 ;  s.  c.  7  Fed.  Rep.  869 ;  Tyler 
0.  Crane,  19  O.  G.  128 ;  s.  c.  7  Fed.  Rep.  775  ;  Brown  v.  Deere,  19  O.  G. 
361 ;  8.  c.  6  Fed.  Rep.  484 ;  Blake  p.  McNab  &  H.  Manuf.  Co.,  19  Blatch. 
73;  8.  0.  19  O.  G.  1219;  8.  c.  7  Fed.  Rep.  821  ;  Sharp  p,  Dover  Stamping 
Co.,  103  U.  S.  250;  19  O.  G.  1283;  Pennington  p.  King,  19  O.  G.  1568 ; 
s.  C.7  Fed.  Rep.  462 ;  Wisner  p.  Grant,  5  Ban  So  Ard.  215  ;  s.  c.  7  Fed. 
Bep.  485 ;  Hobbs  p.  King,  19  O.  G.  1709  ;  s.  c.  8  Fed.  Rep.  91 ;  Bridge- 
port  Wood  Finishing  Co.  p.  Hooper,  18  Blatch.  459  ;  s.  c.  20  O.  G.  156 ; 
8.  c.  5  Fed.  Rep.  63 ;  Zinn  p.  Weiss,  7  Fed.  Rep.  914  ;  Watkins  p.  Cin- 
dnnati,  20  O.  G.  1588 ;  s.  c.  8  Fed.  Rep.  325  ;  Emerson  p.  Howe,  8  Fed. 
Bep.  327  ;  Wooster  p.  Blake,  8  Fed.  Rep.  429 ;  Davis  p.  Brown,  19 
Blatch.  263 ;  8.  c.  20  O.  G.  1021 ;  8.  c.  9  Fed.  Rep.  647 ;  Coburn  p. 
Schroeder,  19  Blatch.  377 ;  s.  c.  20  O.  G.  1524 ;  8.  c.  8  Fed.  Rep.  519  ; 
Shirley  p.  Sanderson,  8  Fed.  Rep.  905  ;  Selden  p.  Stockwell  S.  L.  G.  B. 
Co.,  19  Blatch.  544 ;  8.  c.  20  O.  G.  1737 ;  s.  c.  9  Fed.  Rep.  390  ;  Lorillaid 
V,  Dohan,  20  O.  G.  1587 ;  8.  c.  9  Fed.  Rep.  509  ;  Macdonald  p.  Blackmer, 
9  0. 6.  746 ;  s.  c.  4  Ban  So  Ard.  78 ;  Cox  p.  Ramsdell,  4  Ban  So  Ard.  326 ; 
Bate  Befrig.  Co.  p.  Gillett,  9  Fed.  Rep.  387  ;  Bernard  p.  Helmann,  21  O. 
0*  140 ;  8.  c.  9  Fed.  Rep.  400 ;  Simmons  p.  Blackington,  3  Ban  So  Ard. 
481 ;  Hoe  p.  Tuthill,  3  Ban  So  Ard.  206 ;  Stow  p.  Chicago,  104  U.  S.  547 ; 
8.  c.  21  0.  G.  790  ;  8.  c.  8  Biss.  47  ;  s.  c.  3  Ban  So  Ard.  83  ;  Coburn  p. 
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er,  22  O.  G.  1538 ;  Gottfried  e.  Stablmenn,  22  O.  G.  1788 ;  b.  c. 
,  Bep.  673 ;  SIrobridge  v.  Landers,  21  0.  G.  1027 ;  s.  c.  11  Fed. 
0 ;  AUb  E>.  Buckstaff,  22  O.  G.  1705  ;  13  Fed.  Bep.  879  ;  DamoD 
vick,  22  O.  G.  1709 ;  s.  c.  14  Fed.  Bep.  40 ;  Amer.  B.  L.  Co.  i. 

21  O.  G.  1030;  Hayes  d.  Bockel,  11  Fed.  Bep.  87  ;  Woosler  r. 

22  O.  G.  1132 ;  Bernard  t>.  Heimann,  22  0.  G.  1134 ;  Searla  r. 
I,  21  O.  G.  1955  ;  s.  c.  11  Fed.  Bep.  501 ;  Gottfried  e.  Crescent 
;  Co.,  22  O.  G.  1447  ;  s.  c.  13  Fed.  Rep.  479  ;  Wallace  v.  Hojes, 
.  435  ;  s.  c.  13  Fed.  Bep.  172  ;  Hoe  d.  Kahler,  12  Fed.  Bep.  Ill ; 
jer  t.  Greenway  Brewing  Co.,  24  O.  G.  495 ;  8.  c.  17  Fed.  Bep. 
■osby  8.  G.  &  V.  Co.  p.  Ashcrott  MaDuf.  Co.,  17  Fed.  Rep.  85 ; 
>.  Whittemore,  17  Fed.  Rep.  513  ;  Pickering  v.  Hiller,  25  0.  G.  89. 
les  of  mannfactaTe  may  be  new  in  the  commerd&l  senee  when  tbey 

new  in  the  sense  of  the  patent  law.  New  articles  of  commerce 
patentable  aa  new  manufactures,  unless  it  appears  in  the  giren 
it  the  production  of  the  new  article  involved  the  exercise  of  inveo- 
liscovery  beyond  what  was  necessary  to  construct  the  apparatus 
naua&cture  or  prodaction.    Collar  Go.  o.  Tan  Deuaen,  23  Wall. 

c.  10  Blatch.  119 ;  5  FUh.  597  ;  2  O.  G.  361 ;  7  O.  G.  919 ;  Uaion 
Mlar  Co.  v.  Leland,  1  Holmes  427  ;  b.  c.  7  O.  G.  221 ;  s.  C.  1  Ban 
491 ;  Glue  Co.  v.  Upton,  97  U.  S.  3 ;  8.  c.  4  Cliff.  237 ;  a.  C.  6  0. 

8.  0. 1  Ban  &  Ard.  497;  Mackayc.  Jackman,  22  0.  G.  85;  8.  c. 

Rep.  615 ;  Cone  v.  Morgan  Envelope  Co.,  4  Ban  &  Ard.  107 ; 
•"abrik  r.  Cummias,  4  Ban  &,  Ard.  489. 

re  an  exclusive  right,  there  must  tie  wliat  is  called  a  new  principle 
],  not  a  new  principle  in  au  abstract  sense,  for  none  such  is  likely 
iscovered,  but  a  new  combinatioD  or  mode.  If  there  is  nothing 
i  in  the  alleged  discovery  from  a  known  mode,  there  can  be  do 
in  which  gives  a  new  right  to  the  inventor.  The  ground  on  which 
t  may  be  claimed  is  that  something  new  and  useful  has  been 
] — a  thing  which  did  not  exist  before— a  machine,  for  instance, 
!  from  all  other  machines  in  its  structure,  movement  or  effect,  by 
if  the  introduction  of  some  new  mechanical  combination  or  prin- 
Sotchkiss  e.  Greenwood,  4  McLean  456;  8.0.  11  How.  248;  8.C. 
730. 

principle  or  essenljal  character  of  an  invention  involves  two 
s :  1st.  The  object  obtained ;  2d.  The  means  by  which  it  is 
I.  If  either  of  these  is  new,  it  may  be  the  subject  of  a  patent. 
e.  B.  K.  Co.,  2  Whart  Dig.  359 ;  Batten  t>.  Clayton,  2  Wbart 

ovelty  required  by  the  patent  law  does  not  refer  to  the  materials 
'hicU  the  article  is  made,  or  merely  to  the  form  or  workmanship 
krts,  or  the  use  of  one  known  equivalent  for  another.  To  be  new 
inse  of  the  patent  law  somg  new  mode  of  operation  must  be  intro- 
Furbush  t>.  Cook,  2  Fish.  668. 
lovelty  need  not  consist  in  the  materials  used,  or  the  powers 

d.  But  there  must  be  a  discovery  of  new  principles,  or  the  em- 
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ployment  of  old  oues  in  a  new  proportion,  or  in  a  new  process,  or  to  a  new 
purpose.    Holden  v.  Curtis,  2  N.  H.  61. 

A  new  application  of  a  principle  by  new  mechanical  contrivances  and 
apparatus,  by  means  of  which  a  new  and  beneficial  result  is  produced  in 
the  use  of  the  article  to  which  it  has  been  thus  applied,  is  patentable. 
Slsby  ».  Foote,  1  Blatch.  445 ;  8.  C  14  How.  218 ;  Mowry  v,  Whitney,  5 
Fish.  515 ;  s.  c.  14  Wall.  434;  1  O.  G.  499. 

One  invention  may  be  better  than  the  other,  but. that  fact  is  not  to  be 
taken  into  account.  The  one  that  is  alleged  to  be  prior  must,  however, 
have  been  an  apparatus  of  some  practical  utility ;  but  whether  it  was 
superior  or  inferior  in  degree  is  not  a  question,  Silsby  v.  Foote,  2  Blatch. 
260;  s.  c.  20  How.  378 ;  Smith  v,  filUott,  5  Fish.  315 ;  s.  c.  9  Blatch.  400 ; 
1 0.  G.  331 ;  Blandy  o.  Griffith,  3  Fish.  609 ;  Fisher  v.  Craig,  3  Saw.  69 ; 
s.  c.  1  Ban  So  Ard.  365. 

If  there  is  nothing  new  in  the  process,  or  the  machinery  for  applying  it, 
the  result  is  not  patentable.  Collar  Co.  v.  Van  Deusen,  5  Fish.  597 ;  8.  c. 
10  Blatch.  109;  2  O.  G.  361 ;  23  Wall.  530;  5  0.  G.  919. 

Novelty  in  principle  may  consist  in  a  new  and  valuable  mode  of  apply- 
ing an  old  power,  effecting  it  not  merely  by  a  new  instrument  or  form  of 
the  machine,  but  by  something  giving  a  new  or  greater  advantage.  Hovey' 
r.  Stevens,  1  W.  &  M.  290 ;  s.  c.  2  Robb  479. 

The  test  of  novelty  as  applied  to  a  combination  seems  to  be  whether 
the  application  of  the  powers  of  nature  by  such  means  and  appliances^ as 
the  patentee  claims  to  have  invented,  had  been  before  known.  Bell  v. 
Daniels,  1  Fish.  372 ;  s.  c.  1  Bond  212. 

Whether  the  one  device  is  the  same  in  substance  or  principle  as  another, 
depends  on  whether  it  is  the  same  kind  of  instrument  or  not,  and  whether 
it  acts  in  the  same  way  in  substance,  and  produces  the  same  result  in 
substance.  Colt  v.  Mass.  Arms  Co.,  1  Fish.  108 ;  Piatt  p.  Manufac.  Co., 
5  fish.  265 ;  s.  c.  9  Blatch.  342 ;  10.  G.  524 ;  Rumford  Works  v.  Lauer, 
5  Fish.  615;  8.  c.  10  Blatch.  122;  3  0.  G.  249;  Singer  v.  Braunsdorf,  7 
Blatch.  521 ;  Wilcox  v.  Komp,  7  Blatch.  126 ;  Springer  o.  Stanton,  2  O. 
G.2. 

The  question  of  identity  does  not  depend  ypon  the  appearance  or  form 
of  the  two  structures  claimed  to  be  identical,  but  simply  upon  the  question 
whether  they  are  the  same  in  their  mode  and  principle  of  operation,  and 
whether  one  is  a  mechanical  equivalent  for  the  other.  Blanchard  v.  Put- 
nam, 3  Fish.  186 ;  s.  c.  8  Wall.  420 ;  2  Bond  84 ;  Whipple  o.  Baldwin 
Mannf.  Co.,  4  Fish.  29. 

Change  of  form  is  not  material  when  the  form  does  not  contribute 
towards  the  new  result.  When  it  does,  the  forms  must  be  alike  in  all 
important  particulars.    Adams  v,  £d wards,  1  Fish.  1. 

In  order  to  determine  whether  the  mechanism  of  two  machines  is  the 
same,  fin  examination  should  be  made  not  only  of  the  mechanism  itself, 
^  is,  the  devices  and  their  arrangement,  but  also  of  their  mode  of  oper* 
a^n  and  their  effects  and  results.  Eames  v.  Cook,  2  Fish.  146 ;  Su£folk 
Co.  V.  Hayden,  4  Fish.  86 ;  8.  o.  3  Wall.  315 ;  Stainthorp  «.  Humiston,  4 
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Fish.  107 ;  Cook  v.  Emeat,  5  Fish.  396 ;  s.  c.  1  Woods  195 ;  2  O.  G.  89 ; 
Waterbury  Brass  Co.  v.  Miller,  6  Fish.  48 ;  s.  c.  9  Blatch.  77. 

The  question  is  not  whether  the  alleged  prior  machine  was  of  the  same 
kind  as  that  of  the  patentee,  but  whether  it  was  substantially  the  eame. 
Washburn  r.  Gould,  3  Story  122 ;  8.  c.  2  Robb  206 ;  Smith  v.  Higgins,  1 
Fish.  537 ;  Fisk  v.  Church,  5  Fish.  540 ;  S.  c.  1  O.  G.  634 ;  Bray  v.  Harts- 
horn, 1  Cliff.  538 ;  Roberts  r,  Schuyler,  12  Blatch,  444 ;  s.  c.  2  Ban  &  Ard. 
6;  Blake  v,  Robertson,  94  XJ.  S.  728;  s.  c.  11  O.  G.  877 ;  s.  c.  6  0.  G. 
297 ;  s.  c.  11  Blatch.  237 ;  s.  c.  6  Fish.  509 ;  Butcli  r.  Boyer,  8  Phila.  57 ; 
Ex  parte  Van  Syckel,  1  O.  G.  330 ;  Waterbury  Brass  Co.  v.  Miller,  5  Fish. 
48 ;  8.  c.  9  Blatch.  77 ;  Dalton  v.  Jennings,  93  U.  S.  271 ;  8.  c  12  Blatch. 
96;  5  0.  G.  615;  11  O.  G.  Ill ;  s.  c.  93  U.  S.  271 ;  s.  c.  1  Ban  &  Ard. 
256;  Chase  v.  Sabine,  1  Holmes  395 ;  s.  c.  6  O.  G.  728;  s.  c.  1  Ban  & 
Ard.  399 ;  Dane  v.  Chicago  Manuf.  Co.,  6  Fish.  130 ;  s.  c.  3  Biss.  374 ; 
2  O.  G.  677 ;  7  O.  G.  924;  Tufts  v.  Machine  Co.,  1  Holmes  459 ;  s.  c.  8 
O.  G.  239 ;  8.  c.  1  Ban  &  Ard.  633 ;  Decker  v.  Silverbrandt,  .8  O.  G.  944; 
G.  &  B.  Manuf.  Co.  v.  Walworth,  9  O.  G.  746 ;  Lyman  V.  &  R.  Co.  r. 
Chamberlain,  10  O.  G.  588 ;  s.  c.  2  Ban  &  Ard.  433 ;  Boomer  p.  Power 
Co.,  13  Blatch.  107;  s.  c.  2  Ban  &  Ard.  107;  Fuller  v.  Yentzer,  11  0.  G. 
597 ;  8.  c.  94  U.  S.  299 ;  8.  c.  1  Ban  &  Ard.  520 ;  Plastic  Slate  Roofing 
Co.  V.  Moore,  1  Holmes  167;  XJ.  S.  Nickel  Co.  v.  Keith,  1  Holmes  328; 
8.  C.  5  O.  G.  272 ;  8.  c.  1  Ban  &  Ard.  44 ;  Cochrane  v.  Waterman,  Cranch 
Pat.  Dec.  121 ;  Cundell  v.  Parkhurst,  Cranch  Pat.  Dec.  128 ;  Warner  ». 
Groodyear,  Cranch  Pat.  Dec.  125. 

There  must  be  a  substantial  difference  in  the  principle  and  the  applica- 
tion o^it  to  constitute  such  an  improvement  in  a  machine  as  the  law  will 
protect.  The  principle  here  [spoken  of  is  not  a  new  mechanical  power. 
No  new  power  in  mechanics  has  been  discovered  for  centuries,  but  the 
powers  known  have  been  so  modified  and  combined  as  to  produce  the 
most  extraordinary  results.  The  principle  consists  in  the  mode  of  apply- 
ing or  combining  mechanical  powers  to  produce  a  certain  result.  Smith 
V.  Pearce,  2  McLean  176;  s.  c.  2  Robb  13. 

Strong  resemblances  in  external  appearances,  similarity  of  products  or 
operation,  are  not  separately  tests  of  the  identity  of  the  plan,  construction 
or  purpose  of  machines,  nor  is  a  superiority  in  (Hroducts  or  m  operation  in 
one  over  the  other,  proof  of  an  essential  difference,  because  the  slightest 
change  of  a  machine  which  effects  a  real  improvement  in  it  may  be  patent- 
able, while  great  apparent  variations  may  be  only  disguises  under  which 
an  older  discovery  is  attempted  to  be  employed  and  appropriated.  Carr 
V.  Rice,  1  Fish.  198 ;  Howes  v.  Nute,  4  Fish.  263 ;  8.  c.  4  Cliff.  173. 

An  invention  which  is  valuable  for  its  simplicity  and  economy  can  not 
be  antedated  by  more  complex  and  expensive  combinations.  King  v. 
Hammond,  4  Fish.  488. 

The  previous  use  of  a  structure  bearing  some  resemblance  in  some 
respects  to  the  invention  of  the  patentee,  and  which  might  have  been 
suggestive  of  ideas,  or  have  led  to  experiments  resulting  in  the  discovery 
and  completion  of  his  invention,  will  not  invalidate  his  claim  under  his 
patent,    Parker  v.  Stiles,  5  McLean  44 ;  Livingston  v.  Jones,  1  Fish.  521. 
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A  party  is  not  an  original  inventor  if  the  knowledge  which  he  derives 
from  an  abandoned  experiment  is  sufficiently  clear  and  definite  to  enable 
him  to  construct  the  improvement  which  is  the  subject  of  his  alleged 
inveDtion.  Union  P.  B.  M.  CJo.  v.  P.  &  W.  Co.,  15  0.  G.  423 ;  s.  c.  16 
Blatch.  160;  s.  c.  3  Ban  &  Ard.  403. 

Although  an  inventor  has  knowledge  of  a  prior  abandoned  experiment, 
yet  if  he  is  an  original  inventor  of  the  Improvement  he  is  entitled  to  the 
benefit  of  unsubstantial  variations  and  modifications  in  form  of  the  prin- 
ciple of  his  invention  notwithstanding  such  modifications  may  run  into 
aud  include  the  forms  of  mechanism  shown  in  the  abandoned  experiment. 
Union  P.  B.  M.  Co.  v.  P.  &  W.  Co.,  15  O.  G.  423 ;  8.  c.  15  Blatch.  160; 
s.  c.  3  Ban  &  Ard.  403. 

Although  an  inventor  is  familiar  with  a  model  which  has  been  laid  aside, 
yet  if  he  does  not  know  that  it  is  adequate  to  do  the  work,  he  starts  as  an 
independent  inventor  into  an  unoccupied  field  of  invention,  and  his  inven- 
tion is  as  broad  as  the  territory  which  he  actually  reduces  to  possession, 
although  the  utility  of  the  model  is  subsequently  proved.  Union  P.  B» 
M.  Co.  V.  P.  &  W.  Co.,  16  Blatch.  76 ;  s.  c.  4  Ban  &  Ard.  181. 

Makmg  a  prior  device  which  will  serve  the  like  useful  purpose  is  not 
necessarily  anticipating  an  invention.  Where  the  mechanical  means 
employed  are  difiierent,  and  the  mechanical  result  is  difi*erent,  one  does  not 
anticipate  the  other.  Buerk  v.  Valentine,  5  Fish.  366 ;  s.  c.  9  Blatch.  479  ; 
2  0.  G.  295. 

A  device  for  applying  a  mechanical  force  or  power  to  a  new  purpose 
can  not  be  avoided  by  proving  that  the  meclianical  force  or  power  is  old. 
The  application  of  a  special  spring  to  operate  a  chum  dash  may  be  new,, 
although  the  spring  is  old.    Dunbar  v.  Marden,  13  N.  H.  311. 

If  the  mechanical  combination  of  the  members  of  two  machines  is  such 
that  the  action  and  mode  of  operation  difier  in  the  two  machines,  then 
one  is  something  more  than  a  mere  mechanical  equivalent  for  the  other, 
althot^h  each  element  of  the  combination  in  one  may,  under  some  cir- 
cumstances, be  regarded  as  the  equivalent  of  the  corresponding  element 
in  the  other,  when  the  elements  are  separately  considered.  Blake  v. 
Rawaon,  6  Fish.  74 ;  s.  c.  1  Holmes  200  ;  3  0.  G.  122. 

^Vhere  two  machines  or  things  are  made  to  operate  substantially  in  the 
same  way,  so  as  to  produce  a  similar  result,  they  are  the  same  in  prin- 
ciple.   Roberts  t?.  Ward,  4  McLean  565. 

If  the  invention  is  substantially  difiierent  from  anything  before  known 
in  its  mode  of  operation  it  is  new.  Lowell  v,  Lewis,  1  Mason  182  ;  s.  c. 
1  Robh  132 ;  Ex  parte  Barton,  1  O.  G.  329 ;  Parker  v.  Hatfield,  4  Mc- 
Lean 61. 

If  the  mechanism  in  two  machines  is  substantially  difi'erent,  then  they 
ve  not  the  same,  although  they  may  produce  the  same  result,  for  the  same 
e&d  may  be  attained  by  different  processes  or  instrumentalities.  Eames 
r.Cook,  2Fiah.  146. 
If  the  mode  of  operation  of  two  machines  is  difiierent  it  is  evidence  that 
mechanism  is  different.  Eames  v.  Cook,  2  Pish.  146  ;  Ex  parte  A.  F. 
Jones,  1  0.  G.  329. 
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An  article  which  could  be  made  only  as  a  mere  curiosity,  and  not  as  an 
article  for  the  trade,  will  not  defeat  a  subsequent  invention.  Lamb  v. 
Hamblen,  11  Fed.  Bep.  722. 

Where  the  thing  patented  is  an  entirety,  consisting  of  a  single  device, 
or  combination  of  old  elements  incapable  of  division  or  separate  use,  tbe 
invention  is  novel,  although  a  part  of  the  entire  invention  is  found  in  one 
prior  patent,  printed  publication  or  machine,  another  part  in  another,  and 
still  another  part  in  another.  Imhaeuser  v.  Buerk,  17  O.  G.  795 ;  s.  c. 
101  U.  S.  647 ;  8.  c.  1  Ban  &  Ard.  347 ;  Parks  v.  Booth,  17  O.  G.  1089; 
8.  c.  102  XJ.  S.  96;  s.  c.  1  Flippin  381 ;  s.  c.  1  Ban  &  Ard.  225 ;  Water- 
man V,  Thomson,  2  Fish.  461. 

Although  a  person  has  brought  together  all  the  parts  necessary  to 
accomplish  the  result  sought  to  be  attained  by  the  patentee,  yet  if  he  does 
not  know  how  to  use  them  this  will  not  constitute  such  a  known  use  as 
will  defeat  a  patent.  Campbell  v.  New  York,  20  O.  G:  1817  ;  s.  c.  9  Fed. 
Rep.  900. 

If  the  inventor  produced  a  new  article  he  is  entitled  to  a  patent,  al- 
though others  approached  very  near  to  the  invention  without  producing  it 
exactly.  M.  &  P.  Manuf.  Co.  p.  DuBruil,  13  O.  G.  351 ;  s.  c.  2  Ban  & 
Ard.  618. 

If  a  device  accomplishes  a  certain  result  it  anticipates  a  subsequent 
invention,  although  the  inventor  does  not  mention  the  result  or  assign  it 
as  a  reason  for  using  the  device.  Stow  v.  Chicago,  104  U.  S.  547 ;  s.  c. 
21  O.  G.  790 ;  8.  c.  8  Biss.  47 ;  s.  c.  3  Ban  &  Ard.  83. 

To  render  an  article  new  in  the  sense  of  the  patent  law  it  must  be  more 
or  less  efficacious  or  possess  new  properties  by  a  combination  with  other 
ingredients.  It  is  only  where  one  of  these  results  follows  tiiat  the  pro- 
duct of  the  compound  can  be  treated  as  the  result  of  invention  or  dis- 
covery and  be  regarded  as  a  new  and  useful  article.  Glue  Co.  v,  Upton, 
97  U.  8.  3  ;  8.  o.  4  CUff.  237  ;  s.  c.  6  O.  G.  837  ;  s.  o.  1  Ban  &  Aid.  497. 

In  a  doubtful  case  the  fact  that  the  defendant  has  obtained  possession 
of  one  of  the  alleged  prior  machines,  and  has  not  produced  it,  can  not  but 
exercise  great  influence  on  the  determination.  Washing  Machine  Go.  v. 
Lincoln,  4  Fish.  379. 

When  a  new  invention  is  sought  to  be  intercepted  by  a  former  one,  the 
production  of  a  former  machine  is  of  very  great  importance,  showing  that 
it  does  not  rest  merely  in  the  recollection  of  witnesses  that  there  was 
such  a  thing.  Howe  v.  Underwood,  1  Fish.  160  ;  Murphy  e.  Eastham,  5 
Fish.  306 ;  8.  c.  1  Holmes  >  113 ;  2  O.  G.  61 ;  Orr  v.  Badger,  7  Law  Bep. 
465  ;  Chase  t>.  Wesson,  6  Fish.  517 ;  8.  c.  1  Holmes  274  ;  4  O.  G.  476; 
Baldwin  v,  Schultz,  5  Fish.  75 ;  8.  o.  9  Blatch.  494 ;  2  O.  G.  315 ;  Moody 
V.  Taber,  1  Holmes  325 ;  s.  c.  5  O.  G.  273 ;  6.  o.  1  Ban  &  Ard.  41 ; 
Smith  V.  G.  £.  F.  Co.,  1  Holmes  340 ;  s.  c.  5  O.  G.  429 ;  La  Baw  «. 
Hawkins,  6  O.  G.  724 ;  s.  c.  1  Ban  &  Ard.  428  ;  Hawes  v.  Antisdel,  8  0. 
G.  685  ;  8.  c.  2  Ban  &  Ard.  10 ;  McKisson  v,  Camrick,  9  Fed.  Bep.  44; 
Theberath  v.  Bubber  &  C.  H.  T.  Co.,  23  O.  G.  1121 ;  s.  o.  15  Fed.  Bep. 
246. 
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The  doctrine  of  eqniyalents  should  be  critically  scanned  where  there 
may  be  a  difference  in  relation  to  two  machines  which  in  some  respects 
operate  by  equivalent  devices,  and  in  other  respects  do  not,  to  ascertain 
whether  one  has  become  a  practical  machine,  while  the  other  is  not. 
Sayles  v.  Railroad  Co.,  2  Fish.  523  ;  s.  c.  1  Biss.  468. 

The  results  produced  constitute  a  safe  kind  of  evidence,  which  may  be 
relied  upon  with  some  degree  of  certainty,  in  order  to  ascertain  whether 
the  same  means  are  used.  Like  means,  provided  the  machine  is  in  perfect 
order,  will  in  a  measure  produce  like  results.  If  like  results  can  not  be 
produced  by  two  separate  devices,  it  is  good  evidence  to  consider  in  deter- 
miniDg  whether  the  means  are  the  same,  because,  as  a  general  rule,  like 
results  are  produced  by  like  means,  and  if  like  results  are  not  produced  by 
two  separate  devices  it  is  fair  to  infer  that  the  means  may  not  be  alike  in 
land  or  character.  Waterbury  Brass  Co.  o.  New  York  Brass  Co.,  3  Fish. 
43 ;  Suffolk  Co.  v.  Hayden,  4  Fish.  86  ;  8.  c.  3  Wall.  315. 

It  is  decisive  evidence,  though  not  the  only  evidence,  that  a  new  mode 
of  operation  has  been  introduced  if  the  practical  effect  of  the  invention  is 
either  a  new  effect  or  a  materially  better  effect,  or  as  good  an  effect  more 
economically  attained  by  means  of  the  change  made  by  the  patentee.  A 
new,  or  improved,  or  more  economical  effect  attributable  to  the  change 
made  by  the  patentee  in  the  mode  of  operation  of  existing  machinery 
proves  that  the  change  has  introduced  a  new  mode  of  operation,  which  is 
the  subject-matter  of  a  patent.    Furbush  v.  Cook,  2  Fish.  668. 

If  a  materially  different* result  is  reached  it  is  evidence  of  some  new 
canse  or  means,  although  the  mechanism  may  apparently  be  substantially 
the  same.  Hence  a  greater  degree  of  utility  being  achieved  by  one  ma- 
chine is  evidence,  and  sometimes  conclusive  evidence,  of  novelty  in  the 
means  or  instrumentalities  which  are  used.  Fames  v.  Cook,  2  Fish.  146 ; 
lioberts  v.  Dickey,  4  Fish.  532 ;  8.  c.  4  Brews.  260 ;  1  O.  G.  4. 

If  the  patented  invention  produce  a  result  decidedly  and  clearly  dif- 
ferent from  any  which  has  been  produced  by  the  action  of  any  prior 
invention,  and  is  decidedly  superior  to  any  other  in  its  operation,  it  affords 
a  ground  for  the  presumption  that  the  thing  itself  has  not  been  known 
before.    Judson  v.  Cope,  1  Fish.  615     8.  c.  1  Bond  327. 

New  capabilities  important  to  the  practical  use  of  a  machine  are  some 
evidence  that  the  subsequent  mvention  is  different  from  the  prior  one. 
Eames  r.  Cook,  2  Fish.  146  ;  Masury  r.  Anderson,  6  Fish.  467 ;  fl.  c.  11 

Blatch.  162  ;  4  O.  G.  55  ;  Child  v.  Bost.  &  F.  Iron  Works  Co.,  6  Fish. 

606;  B.  c.  1  Holmes  303  ;  5  O.  G.  61. 
If  the  same  effects  are  produced  by  two  machines  by  the  same  mode  of 

operation,  the  principles  of  each  are  the  same.    Whittemore  v.  Cutter,  1 

Gallis.  478 ;  s.  c.  1  Kobb  40 ;  Odiome  v.  Winkley,  2  Gallis.  51 ;  s.  c.  1 

Robb  52. 
If  the  same  effects  are  produced,  but  by  combinations  of  machinery 

operating  substantially  in  a  different  manner,  the  principles  are  different. 

Whittemore  v.  Cutter,  1  Gallis.  478 ;  8.  c.  1  Robb  40. 
When  an  invention  is  sought  by  many  minds  and  developed  in  different 
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and  independent  forms,  all  original  and  yet  all  bearing  a  somewhat  gen- 
eral resemblance  to  each  other,  he  who  precedes  all  the  rest  and  strikes 
out  something  which  includes  and  underlies  all  that  they  produce  acquires  a 
monopoly  and  subjects  them  to  tribute.  But  if  the  advance  towards  the 
thing  is  gradual  and  proceeds  step  by  step,  so  .that  no  one  can  claim  the 
complete  whole,  then  each  is  entitled  only  to  the  specific  form  of  device 
which  he  produces,  and  every  other  inventor  is  entitled  to  his  own  spedfic 
form  so  long  as  it  differs  from  those  of  his  competitors  and  does  not 
include  theirs.  Railway  Co.  v.  Sayles,  97  U.  S.  354 ;  8.  c.  15  O.  G.  243 ; 
6.  c.  3  Biss.  52 ;  s.  c.  4  Fish.  584  ;  Duff  v.  Sterling  Pump  Co.,  23  0.  G. 
1622;  Whltmun  v.  Seaman,  5  Ban  &  Ard.  95  ;  s.  c.  4  Fed.  Bep.  436; 
New  York  B.  &  B.  Co.  v.  Hoffman,  20  O.  G.  1450 ;  s.  c.  9  Fed.  Bep. 
919 ;  Williams  v.  Barker,  18  O.  6.  243 ;  s.  c.  5  Ban  &  Ard.  453 ;  s.  c.  2 
Fed.  Rep.  649;  Persons  c.  Colgate,  24  O.  G.  203  ;  8.  c.  15  Fed.  Rep.  600. 

NoTelty  In  Comblnattons. 

When  the  patent  is  for  a  combination  it  is  immaterial  whether  the 
patentee  is  the  inventor  of  any  of  the  elements  or  ingredients.  Tliey 
may  all  be  old,  and  yet  if  the  patentee  was  the  first  to  combine  them  for 
the  particular  purpose  he  is  entitled  to  be  protected  in  that  improvement. 
Silsby  V.  Foote,  20  How.  378 ;  s.  c.  2  Blatch.  260 ;  Carr v.  Rice,  1  I^sh.  198 ; 
Hovey  v.  Stevens,  1  W.  &  M,  290 ;  s.  c.  2  Robb  479 ;  Carr  v.  Rice,  1  Fish. 
325 ;  8.  c.  4  Blatch.  200 ;  Buck  v.  Hermance,  1  Blatch.  398  ;  Hovey  r. 
Henry,  3  West.  L.  J.  153 ;  Gray  v.  James,  Pet.  C.  C.  394 ;  s.  c.  1  Robb 
120 ;  Furbush  o.  Cook,  2  Fish.  668  ;  Buck  o.  Gill,  4  McLean  174 ;  s.  c  2 
Robb  150 ;  M'Cully  v.  Cunningham,  19  Pitts.  L.  J.  142 ;  ExparU  Sturgis, 
1  O.  G.  204 ;  Evans  v.  Eaton,  3  Wheat.  454 ;  s.  o.  Pet.  C.  C.  322 ;  s.  c.  1 
Robb  243 ;  Swift  v.  Whisen,  3  Fish.  343 ;  s.  c.  2  Bond  115 ;  Crosby  v. 
Lapouraille,  Taney  374  ;  Pitts  v.  Edmonds,  2  Fish.  52 ;  s.  c.  1  Biss.  168 ; 
Blake  v.  Stafibrd,  3  Fish.  294 ;  s.  c.  6  Blatch.  195 ;  Butch  v.  Boyer,  8 
Phila.  57 ;  Heald  r.  Rice,  104  U.  S.  737 ;  S.  c.  21  O.  G.  1443 ;  s.  c.  13 
Pac.  L.  R.  33  ;  Barrett  v.  Hall,  1  Mason  447  ;  s.  c.  1  Robb  207 ;  SUmp- 
son  V,  Woodman,  3  Fish.  98  ;  s.  c.  10  Wall.  117  ;  Lattac.  Shawk,  1  Fish. 
465 ;  8.  c.  1  Bond  259 ;  Roberts  v.  Hamden,  2  Clifi*.  500 ;  Connover  r. 
Roach,  4  Fish.  12  ;  Ingels  v.  Mast,  6  Fish.  415  ;  Knight  v.  Railroad  Co., 
3  Fish.  1 ;  s.  c.  Taney  106 ;  Lee  v.  Blandy,  2  Fish.  89  ;  s.  c.  1  Bond  361 ; 
Winans  p.  Schenec.  &  Troy  R.  R.  Co.,  2  Blatch.  279  ;  Locomotive  Co. «. 
Railway  Co.,  6  Fish.  187  ;  s.  c.  10  Blatch.  292  ;  3  0.  G.  93 ;  Ex  parte  A. 
B.  Smith,  1  O.  G.  403 ;  Wisner  v.  Grant,  17  O.  G.  447 ;  Stillwell  &  B. 
Manuf.  Co. «?.  Cin.  G.  &  C.  Co.,  7  O.  G.  829 ;  8.  c.  1  Ban  &  Ard.  610; 
Albright  v.  Celluloid  H.  T.  Co.,  12  0.  G.  227  ;  s.  c.  2  Ban  &  Ard.  629 ; 
Worswick  Manuf.  Co.  r.  Steiger,  17  Fed.  Rep.  250. 

A  patent  for  a  new  combination  or  arrangement  to  produce  a  new  result 
is  valid  although  one  of  the  parts  is  old.  O'Reilly  v,  Morse,  15  How.  62; 
Hall  V.  Wiles,  2  Blatch.  194 ;  Fruik  v.  Petry,  11  Blatch.  422 ;  s.  c.  5  0. 
G.  201 ;  8.  o.  1  Ban  &  Ard.  1 ;  Buck  v.  Hermance,  1  Blatch.  398 ;  Fur- 
bush  p.  Cook,  2  Fish.  668 ;  Watson  v.  Cunningham,  4  Fish.  528. 
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A  patent  for  a  combinatioii  can  not  be  proved  to  be  invalid  by  showing 
that  one  of  the  elements  is  found  in  some  one  prior  machine  and  another 
in  another  prior  machine,  until  it  is  shown  that  all  the  elements  are  old, 
because  the  theory  of  such  a  patent  is  that  the  elements  are  old,  and  the 
invention  consists  merely  in  the  new  combmation.  Union  Sugar  Refinery 
V.  Matthiesson,  2  Fish.  600 ;  S.  c.  3  Cliff.  639 ;  Hall  v.  Stem,  24  O.  G.  206. 

A  patent  for  a  combination  can  not  be  supported  by  evidence  of  the 
novelty  of  one  of  its  parts.    Batten  v.  Clayton,  2  Whart.  Dig.  363. 

If  old  materials  and  old  principles  in  mechanics  or  otherwise,  are  used 
in  a  state  of  combination  so  as  to  produce  a  new  result,  the  inventor  of 
the  article  so  produced  is  entitled  to  apply  for  and  may  obtain  a  valid 
patent.  Pennock  o.  Dialogue,  4  Wash.  C.  C.  538  ;  s.  c.  2  Pet.  1 ;  s.  o. 
1  Robb  466,  542. 

If  the  combination  is  new  it  is  patentable  matter,  although  a  part  of  the 
apparatus  might  have  been  applied  to  similar  purposes  in  other  and 
different  machines.  Under  such  circumstances,  it  would  not  be  a  mere 
application  of  an  old  apparatus  to  a  new  purpose,  but  a  oew  combination 
of  machinery  incorporating  in  part  an  old  apparatus  for  a  new  purpose. 
Pitts  9.  Whitman,  2  Story  609 ;  S.  c.  2  Robb  189. 

If  the  patentee  borrowed  the  idea  of  the  different  parts  which  go  to  con- 
stitute his  invention,  and  for  the  first  time  brought  them  together  into  one 
whole,  and  that  whole  is  materially  different  from  any  Vhole  that  existed 
before,  then  he  is  the  original  and  first  inventor,  and  is  entitled  to  a  patent 
therefor.    Many  r.  Sizer,  1  Fish.  17. 

If  not  only  all  the  primary  elements  but  all  the  sub-combinations  existed 
in  different  machines  before,  but  were  never  brought  together  to  consti- 
tate  one  machine  and  co-operating  to  produce  one  result,  and  the  inventor 
brings  them  together  by  invention,  producing  a  useful  result,  he  is  entitled 
to  a  patent  for  such  combination  and  arrangement.  Howe  v.  Morton,  1 
Fish.  586. 

The  omission  of  a  part  in  a  combination  with  a  corresponding  omission 
in  function  so  that  the  retained  parts  do  just  what  they  did  before  in  the 
combination  is  not  patentable.  Stow  v.  Chicago,  104  U.  S.  547 ;  8.  c.  21 
0. 6.  790 ;  8.  c  8  Biss.  47 ;  8.  c.  3  Ban  &  Ard.  83. 

If  a  device  is  a  substitute  for  one  element  of  an  old  combination,  and 
not  merely  an  improvement  on  it,  then  a  machine  containing  this  substi- 
tute and  the  other  old  elements,  is  a  new  and  different  machine  from  a 
machine  containing  the  combination  of  old  elements  known  before  the 
invention,  and  not  merely  an  improvement  on  such  machine  containing 
Rich  combination  of  old  elements.  Potter  v,  Holland,  1  Fish.  382 ;  8.  c. 
4  Blatch.  238. 

Althoogh  the  ingredients  in  a  combination  of  materials  may  have  been 
in  the  most  common  and  extensive  use,  yet,  if  they  have  never  been  com- 
bined together  in  the  manner  stated  in  the  patent,  the  invention  of  the 
combination  is  patentable.  Ryan  v.  Goodwin,  3  Sum.  514;  s.  c.  1  Robb 
725. 
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Priority. 

Ko  person  who  is  not  at  once  the  first  as  well  as  the  original  inventor, 
hy  whom  the  invention  has  been  perfected  and  put  into  actual  use,  is 
entitled  to  a  patent.  A  subsequent  inventor,  although  an  original  inventor, 
is  not  entitled  to  any  patent.  If  the  invention  is  perfected  and  put  into 
actual  use  by  the  first  and  original  inventor,  it  is  of  no  consequence 
whether  the  invention  is  extensively  known  or  used,  or  whether  the 
knowledge  or  use  thereof  is  limited  to  a  few  persons  or  even  to  the  first 
inventor  himself.  It  is  sufiicient  that  he  is  the  first  inventor  to  entitle 
him  to  a  patent,  and  no  subsequent  inventor  has  a  right  to  deprive  him  of 
the  right  to  use  his  own  prior  invention.  Spring  o.  Packard,  7  O.  6.  341 ; 
S.  c.  1  Ban  &  Ard.  531 ;  Burrows  v.  Lehigh  Zinc  Co.,  1  Baa  ft  Aid.  521 ; 
Reed  v.  Cutter,  1  Story  590 ;  s.  c.  2  Bobb  81 ;  Watson  o.  Bladen,  4  Wash. 
C.  C.  580 ;  8.  o.  1  Bobb  510 ;  Stimpson  v.  Woodman,  3  Fish.  98 ;  s.  c.  10 
Wall.  117 ;  Sayles  v.  Hapgood,  3  Fish.  632 ;  s.  c.  2  Biss.  189 ;  Oarr  r. 
Bice,  1  Fish.  198  ;  Roberts  o.  Ward,  4  McLean  565 ;  Larabee  v,  Cortlan, 
3  Fish.  5 ;  8.  c.  Taney  180 ;  Wing  v.  Schoomaker,  3  Fish.  607 ;  Suffolk 
Co.  V.  Hayden,  4  Fish.  86 ;  s.  c.  3  Wall.  315 ;  Boston  E.  F.  Co.  v.  Rubber 
Thread  Co.,  1  Holmes  372;  8.  c.  5  O.  G.  696;  s.  c.  1  Ban  &  Ard.  222; 
Bridge  v.  Brown,  1  Holmes  53 ;  Bedford  o.  Himt,  1  Mason  302 ;  s.  c.  1 
Robb  148;  Darst  o.  Brockway,  11  Ohio  462;  Pickering  v.  McCullougfa, 
104  U.  S.  310 ;  8.  c.  21  O.  G.  73 ;  8.  c.  13  O.  G.  818 ;  s.  c.  3  Ban  &  Ard. 
279 ;  Garratt  v.  Seibert,  98  U.  S.  75 ;  8.  o.  15  O.  G.  383 ;  Roemer  r.  Simon, 
12  O.  G.  796 ;  s.  c.  95  U.  S.  214 ;  8.  c.  1  Ban  &  Ard.  138. 

The  patent  law  goes  undoubtedly  upon  the  ground  that  when  a  man. 
by  his  knowledge  and  skill,  has  made  and  perfected  a  machine,  the  public 
are  then  put  in  possession  of  the  invention,  and  have  the  benefit  in  some 
form  of  that  knowledge  and  skill,  and  that  the  man  who  comes  afterward 
can  not  deprive  the  public  of  that  benefit,  though  he  may  be  an  original 
inventor  of  the  machine.  He  has  not  given  the  consideration  for  an 
exclusive  privilege,  because  the  public  had  it  before,  and  although  he  may 
have  the  merit  of  invention,  he  can  not  have  the  right  to  take  from  the 
community  that  which  they  possess  by  the  invention  of  another.  Howe 
V.  Underwood,  1  Fish.  160. 

If  the  prior  Inventor  made  the  article,  for  whatever  purpose,  he  has  a 
right  to  say  that  no  one  else  is  entitled  to  a  patent  for  it,  although  he  did 
not  perceive  all  its  advantages.  Richardson  v.  Lockwood,  6  Fish.  454 ; 
8.  c.  4  O.  G.  398. 

The  patentee  is  presumed  in  judgment  of  law  to  have  had  a  knowledge 
of  prior  inventions,  although  the  fact  may  have  been  otherwise.  Silsb^  r. 
Foote,  2  Blatch.  260 ;  s.  c.  20  How.  378. 

If  the  invention  has  been  in  use,  or  has  been  described  in  a  public  work 
anterior  to  the  supposed  discovery,  the  patent  is  void*  It  may  be  that  tlie 
patentee  had  no  knowledge  of  this  previous  use  or  previous  description, 
still  his  patent  is  void.  The  law  supposes  he  may  have  known  it.  Evans 
».  Faton,  3  Wheat.  454;  s.  c.  Pet.  C.  C.  322;   s.  c.  1  Robb  68,  243; 
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Winans  v.  Schen.  &  Troy  B.  B.  Co.,  2  Blatch.  279 ;  Evans  o.  Hettick,  3 
Wash.  C.  C.  408;  s.  c.  7  Wheat.  453;  8.  c.  1  Bobb  166,  417;  Sewall  v. 
Jones,  91  U.  S.  171 ;  8.  c.  9  O.  G.  47 ;  s.  c.  3  O.  G.  630 ;  a.  c.  3  Cliff. 
563 ;  3.  c.  6  Fish.  343. 

If  the  alleged  prior  machhie  is  abandoned  after  experimental  trials  as 
useless,  a  preaomption  will  arise  that  the  alleged  invention  is  not  identical 
with  one  subsequently  patented  to  another  person,  the  merits  and  utility 
of  which  are  proved  by  its  general  use  and  admitted  superiority  over  all 
others.  Wayne  v.  Holmes,  2  Fish.  20 ;  s.  c.  1  Bond  27 ;  Suffolk  Co.  v. 
Hayden,  4  Fish.  86 ;  8.  c.  3  Wall.  315  ;  Farham  v.  Sewmg  Machine  Co., 
4  Fish.  468;  Allen  v.  Blunt,  2  W.  &  M.  121 ;  8.  c.  2  Bobb  530 ;  Blake  v. 
Eagle  Works  Manuf.  Co.  4  Fish.  591 ;  s.  c.  3  Biss.  77. 

In  order  to  entitle  a  person  to  a  patent,  he  must  be  the  original  inven- 
tor, not  only  in  relation  to  the  United  States,  but  to  other  parts  of  the 
world.  Sewall  v.  Jones,  91  U.  S.  171 ;  8.  c.  9  O.  G.  47  ;  8.  c.  6  Fish.  343 ; 
s.  c.  3  O.  G.  630 ;  8.  c.  3  Cliff.  563. 

If  an  inventor  takes  out  a  patent  in  a  foreign  country  and  here,  and  on 
account  of  a  prior  invention  makes  a  disclaimer  in  the  foreign  patent 
which  is  omitted  in  the  American  patent,  the  American  patent  must  also 
be  Inntted  by  such  disclaimer.  Ashcroft  v.  Boston  &  L.  B.  B.  Co.,  13  O. 
6.865;  8.  c.  97  U.  S.  189;  8.  c.  1  Hoknes  366;  8.  c.  5  O.  G.  725;  s,  o. 
1  Ban  &  Ard.  215. 

A  patent  can  not  be  obtained  for  an  invention  known  and  practiced  in 
a  foreign  country.  A  patentee  must  be  an  inventor,  not  an  importer. 
Thompson  v.  Hsught,  1  U.  S.  L.  J.  582. 

It  is  a  presumption  of  law  that  when  a  patent  has  been  obtained,  and 
the  specifications  and  drawings  recorded  in  the  patent  office,  every  man 
who  subsequently  takes  out  a  patent  for  a  similar  machine  has  a  know- 
ledge of  the  preceding  patent.  Odiome  v.  Winkley,  2  Grallis.  51 ;  8.  c.  1 
Bobb  52. 

A  subsequent  inventor  can  not  oust  the  first  inventor  of  his  right  under 
bis  patent,  although  he  may  be  a  subsequent  inventor  without  any  know- 
ledge of  the  prior  existence  of  the  machine,  or  communication  with  the 
first  inventor.    Woodcock  o.  Parker,  1  Gallis.  438 ;  s.  c.  1  Bobb  37. 

If  the  original  inventor  chooses  not  to  obtain  a  patent  for  his  invention, 
it  becomes  public  property  by  his  abandonment,  and  no  other  person  can 
obtain  a  patent  for  it.  Evans  v.  Eaton,  1  Pet.  C.  C.  323 ;  s.  c.  3  Wheat. 
4M ;  B.  c.  1  Bobb  68,  243 ;  Colt  v.  Mass.  Arms  Co.,  1  Fish.  108 ;  Whipple 
V.  Baldwin  Manuf.  Co.,  4  Fish.  29. 


I>ate  of  Inveniion. 

The  date  of  the  invention  as  perfected  and  reduced  to  successfhl  use  is 
important,  for,  by  the  rules  of  law,  when  a  dispute  arises  as  to  the  priority 
of  an  invention,  a  patentee  is  allowed  to  show  the  real  date  of  it.  Parker 
t.  Hulme,  1  Fish.  44 ;  Judson  v.  Cope,  1  Fish.  615 ;  s.  c.  1  Bond  327. 
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The  question  of  priority  is  not  one  of  scientific  precedence.  It  is  purely 
a  question  of  invention  applied  in  a  practical  form  to  a  specific  use. 
French  v.  Rogers,  1  Pish.  133. 

The  mere  speculation  of  a  philosopher  or  a  mechanician,  which  has 
never  heen  tried  hy  the  test  of  experience,  or  put  into  practical  operation, 
will  not  deprive  a  subsequent  inventor,  who  has  employed  his  labor  and 
his  talents  in  putting  it  into  practice,  of  the  reward  due  to  his  ingenuity 
and  enterprise.    Bedford  v.  Hunt,  1  Mason  302 ;  s.  c.  1  Robb  148. 

The  mere  suggestion  of  the  idea  of  an  application  of  a  principle  to 
practical  purposes  will  not  defeat  the  claim  of  the  patentee,  if  no  such 
application  was  made  before  he  made  it,  for  the  person  who  first  reduces 
the  idea  to  practical  application  and  use  is  entitled  to  a  patent.  Silsby  r. 
Foote,  1  Blatch.  445 ;  8.  c.  14  How.  218. 

The  mere  conception  of  the  invention,  however  perfect  the  idea  may 
have  been,  and  although  the  inventor  actually  described  the  plan  to  one 
person,  is  not  sufiicient,  unless  he  completed  the  invention  and  reduced  it 
to  practice  in  the  form  of  an  operative  machine.  Original  and  first 
inventors  are  entitled  to  the  benefits  of  their  inventions,  if  they  reduce 
them  to  practice  and  reasonably  comply  with  the  requirements  of  the 
patent  law  in  procuring  letters  patent  for  the  protection  of  their  exclusive 
rights.  While  the  suggested  invention,  however,  rests  merely  in  the 
mind  of  the  originator  of  the  idea,  it  is  not  completed  within  the  meaning 
of  the  patent  law.  Mere  discovery  of  an  improvement  does  not  consti- 
tute it  the  subject-matter  of  a  patent,  although  the  ideas  which  it  involves 
may  be  new  ;  but  the  new  set  of  ideas,  in  order  to  become  patentable, 
must  be  embodied  into  working  machinery  and  adapted  to  practical  use. 
White  V.  Allen,  2  Fish.  440 ;  s.  c.  2  Clift*.  224 ;  Sickels  r.  Borden.  3 
Blatch.  535  ;  Smith  v,  O'Connor,  6  Fish.  469 ;  s.  c.  2  Saw.  461 ;  4  0.  G. 
633 ;  Poppenhusen  v,  Gutta  Percha  Comb  Co.,  2  Fish.  62 ;  Putnam  r. 
Hickey,  5  Fish.  334 ;  s.  c.  3  Biss.  157 ;  EUithorpe  r.  Robertson,  2  Fish. 
83;  s.  c.  4  Blatch.  307;  Masury  r.  Anderson,  6  Fish.  457;  8.  c.  11 
Blatch.  162 ;  4  O.  G.  55 ;  Washburn  ».  Gould,  3  Story  122 ;  s.  c.  2  Robb 
206 ;  Henry  r.  Stove  Co.,  9  O.  G.  408  ;  s.  c.  2  Ban  &  Ard.  221 ;  Johnson 
©.  Root,  2  Fish.  291 ;  s.  c.  2  Cliff*.  108  ;  Warner  v.  Anders,  11  O.  G.  109 ; 
Agawani  Co.  v.  Jordan,  7  Wall.  583 ;  Wiuans  r.  N.  Y.  &  Harlem  R.  B. 
Co.,  4  Fish.  1 ;  Wilton  v.  R.  R.  Co.,  2  Whart.  Dig.  360;  Webb  r.  Quin- 
tard,  5  Fish.  276 ;  s.  c.  9  Blatch.  352 ;  1  O.  G.  525 ;  Smith  v.  Prior,  2 
Saw.  461  ;  s.  c.  4  0.  G.  623  ;  s.  c.  6  Fish.  469. 

The  time  of  the  invention  is  neither  the  date  of  the  patent  nor  the  time 
when  the  idea  was  first  conceived  by  the  inventor.  It  is  the  time  when 
the  idea  is  not  only  distinct  and  complete  in  the  mind  of  the  inventor,  but 
that  idea  is  reduced  to  practice  and  embodied  in  some  distinct  form!  This 
must  necessarily  be  some  time  more  or  less  before  the  date  of  the  patent, 
and  some  time  more  or  less  after  the  firet  conception  of  the  inventor. 
When  the  idea  first  enters  into  the  mind  of  the  inventor  it  is  almost 
necessarily  in  a  crude  and  imperfect  state.  His  mind  will  naturally  dwell 
and  refiect  upon  it.    It  is  not  until  his  reflections,  investigations  and 
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experiments  have  reached  such  a  point  of  maturiij  that  he  not  only  has 
a  clear  and  definite  idea  of  the  principle  and  of  the  mode  and  manner  in 
which  it  is  to  he  practically  applied  to  useflil  purposes,  hut  has  reduced 
his  idea  to  practice,  and  embraced  it  in  some  distinct  form,  that  it  can  he 
said  he  has  achieved  a  new  and  useful  invention.  That  is  the  real  time 
of  his  invention,  though  it  may  be  months  or  years  before  he  obtahis  a 
patent  for  it.  Matthews  v.  Skates,  1  Fish.  602 ;  Brodie  v.  Ophir  Mining 
Co.,  4  Fish.  137  ;  s.  c.  5  Saw.  608. 

He  is  the  first  inventor  in  the  sense  of  the  statute,  and  entitled  to  a 
patent  for  his  invention,  who  has  first  perfected  and  adapted  the  same  to 
oiie,  and  until  the  invention  is  so  perfected  and  adapted  to  use  it  is  not 
patentable.  An  imperfect  and  incomplete  invention  resting  in  mere 
theory,  or  in  intellectual  notion,  or  in  uncertain  experiments,  and  not 
aclxially  reduced  to  practice  and  embodied  in  some  distmct  machinery, 
apparatus,  manufacture  or  composition  of  matter,  is  not,  and  indeed  can 
not  be  patentable,  since  it  is  utterly  impossible  under  such  circumstances 
to  comply  with  the  fundamental  requisites  of  the  statute.  In  a  race  of 
diligence  between  two  independent  inventors  he  who  first  reduces  his 
invention  to  a  fixed,  positive  and  practical  form  would  seem  to  be  entitled 
to  a  priority  of  right  to  a  patent  therefor.  Reed  v.  Cutter,  1  Story  590 ; 
s.  0.  2  Robb  81 ;  Kinsman  o.  Parkhurst,  1  Blatch.  488 ;  s.  c.  18  How. 
289 ;  Silsby  o.  Foote,  2  Blatch.  260  ;  S.  c.  20  How.  378 ;  Rich  v.  Lipplncott, 
2  Fish.  1 ;  White  v.  Allen,  2  Fish.  440 ;  S.  c.  2  Cliff.  224 ;  EUithorpe  v. 
Robertson,  2  Fish.  83 ;  s.  c.  4  Blatch.  307 ;  Agawam  Co.  v,  Jordan,  7 
Wall.  583 ;  Whiteley  v.  Swayne,  4  Fish.  117  ;  8.  o.  7  Wall.  685  ;  Seymour 
t.  Osborne,  3  Fish.  555 ;  8.  c.  11  Wall.  516 ;  Hubbell  v.  U.  S.,  5  Ct.  CI. 
1 ;  Albright  v.  Cel.  H.  T.  Co.,  12  O.  G.  227 ;  8.  o.  2  Ban  &  Ard.  629 ; 
Moore  o.  Thomas,  3  Ban  &  Ard.  13. 

How  invariable  is  it  that  after  a  great  invention  has  been  brought  before 
the  world,  has  become  known  to  the  public,  and  been  put  in  a  form  to  be 
useful,  that  people  start  up  in  various  places  and  declare  that  they  invented 
the  same  thing  long  ago.  These  pretended  prior  inventors  had  thought  of 
such  a  thing ;  had  perhaps  had  a  conception  of  such  a  thing,  but  had 
neyer  carried  it  to  the  extent  of  making  it  of  practical  utility  so  that  the 
world  could  obtain  possession  of  it.  But  when  they  find  that  another 
has  completed  that  which  they  had  begun  they  are  astonished  that  they 
did  not  see,  think  they  must  have  seen  all  that  is  necessary,  and  claim  that 
they  have  invented  it.  After  having  seen  what  has  been  done  the  mind 
is  very  apt  to  blend  the  subsequent  information  with  prior  recollections, 
and  cooftise  them  together.  Prophecy  after  the  event  is  easy  prophecy. 
Howe  V.  Underwood,  1  Fish.  160  ;  Rubber  Co.  «.  Goodyear,  2  Fish.  499 ; 
8.  C.  9  Wall.  788  ;  2  Cliff.  351. 

It  is  usually  the  case  when  any  valuable  discovery  is  made,  or  any  new 
lo&chine  of  great  utility  has  been  invented,  that  the  attention  of  the  public 
has  been  turned  to  that  subject  previously,  and  that  many  persons  have 
l^cen  making  researches  and  experiments.  Philosophers  and  mechan- 
icians may  have  in  some  measure  anticipated  in  their  speculation  the 
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posBibility  or  probability  of  such  discovery  or  inyention;  many  experi- 
ments may  have  been  unsuccessfully  tried,  coming  very  near,  yet  falling 
short  of  the  desired  result.  The  invention  when  perfected  may  truly  be 
said  to  be  the  culminating  point  of  many  experiments,  not  only  by  the 
inventor,  but  by  many  others.  He  may  have  profited  indirectly  by  the 
unsuccessful  experiments  and  failures  of  others,  but  that  gives  them  no 
right  to  claim  a  share  of  the  honor  or  profit  of  the  successful  inventor.  It 
is  when  speculation  has  been  reduced  to  practice,  when  experiment  has 
resulted  in  discovery,  and  when  that  discovery  has  been  perfected  by 
patient  and  continued  experiments — ^when  some  new  compound,  art, 
manufacture,  or  machine  has  been  thus  produced  which  is  useful  to  the 
public,  that  the  party  making  it  becomes  a  public  benefactor,  and  entitled 
to  a  patent.  Goodyear  v.  Day,  2  Wall.  Jr.  283 ;  Hubbell  ».  U.  S.,  5  Ct. 
CI.  1 ;  Jones  t>.  Vankirk,  2  Fish.  686 ;  Pike  ©.  P.  &  W.  B.  R.  Co.,  1 
Holmes  445 ;  s.  c.  6  O.  G.  575 ;  s.  c.  1  Ban  &  Ard.  560 ;  Roberts  9.  Reed 
Torpedo  Co.,  3  Brews.  558 ;  s.  c.  3  Fish,  629 ;  Westmghouse  v.  G.  &  B. 
Brake  Co.,  9  O.  G.  538 ;  s.  o.  2  Ban  &  Ard.  55 ;  Wood  r.  Cleveland 
Boiling  Mill,  4  Fish.  550 ;  Bailway  Co.  v.  Sayles,  97  U.  S.  554 ;  s.  c.  15 
O.  G.  243;  S.  c.  3  Biss.  52;  s.  c.  4  Fish.  584;  Whittlesey  v.  Ames,  18 
O.  G.  357 ;  8.  G.  9  Biss.  225 ;  s.  c.  5  Ban  &  Ard.  96 ;  s.  c.  13  Fed.  Bep. 
893. 

The  date  of  the  invention  is  the  date  of  the  discovery  of  the  principle 
involved,  and  the  attempt  to  embody  that  in  some  machine,  not  the  date 
of  the  perfecting  of  the  instrument.  But  the  party  can  not  get  a  patent 
till  he  perfects  it  in  some  sense  of  the  word,  that  is,  imtil  he  goes  on  and 
makes  improvements  to  render  it  practical  and  usefiil.  Colt  r.  Mass. 
Arms  Co.,  1  Fish.  108 ;  National  Oil  Co.  r.  Arctic  Oil  Co.,  4  Fish.  514; 
8.  c.  8  Blatch.  416 ;  Clark  o.  Scott,  15  Fish.  245 ;  s.  c.  9  Blatch.  301 ;  1 
O.  G.  4 ;  Mc Williams  Manuf.  Co.  r.  Blundell,  11  Fed.  Rep.  419 ;  s.  c.  22 
O. G.  177. 

The  law  means  by  invention  not  maturity.  It  must  be  the  idea  struck 
out,  the  brilliant  thought  obtained,  the  great  improvement  in  embryo. 
The  inventor  must  have  that,  but  if  he  has  that,  he  may  be  years  in 
improving  and  maturing  it.  It  may  require  half  a  life,  but  in  that  time 
he  must  have  devoted  himself  to  it  as  much  as  circumstances  would 
allow.  But  the  period  when  he  strikes  out  the  plan  which  he  afterwards 
patents,  that  is  the  time  of  the  invention — that  is  the  time  when  the  dis- 
covery occurs.    Adams  v.  Edwards,  1  Fish.  1. 

In  order  to  determine  the  precise  date  of  an  invention,  it  must  be  deter- 
mined at  what  time  the  patentee  first  perfected  the  intellectual  produc- 
tion, or  the  idea  or  conception  of  the  thing  patented,  so  that  without 
more  inventive  power  or  further  trial  or  experiment,  he  could  have  suc- 
cessfully applied  it  in  practice,  and  could  at  once  have  complied  with  that 
provision  of  the  statute  which  requires  that  an  inventor  before  he  shall 
receive  a  patent  for  the  invention  or  discovery,  shall  deliver  to  the  patent 
ofiice  a  written  description  of  his  invention,  and  explain  the  principles 
and  several  modes  in  which  he  has  contemplated  the  application  of  that 
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principle  or  character  by  which  it  may  be  distinguished  from  other  inven- 
tions. And  in  order  to  determine  whether  any  other  person  has  invented 
the  same  thing  patented  by  the  patentee  prior  to  the  patentee's  invention 
hereof,  the  same  rule  must  be  applied  in  determining  the  date  of  such 
allied  prior  invention.  New  York  v,  Bansom,  1  Fish.  252 ;  s.  c.  23 
How.  487;  Stimpson  ».  Woodman,  3  Fish.  98;  s.  o.  10  Wall.  117. 

It  is  only  when  some  person  by  labor  and  perseverance  has  been  suc- 
cessful in  perfecting  some  valuable  manufacture  by  ingenious  improve- 
ments and  labor-saving  devices,  that  his  patent  is  sought  to  be  annulled 
by  digging  up  some  useless,  rusty,  forgotten  contrivances  of  unsuccessful 
experimenters.  Adams  v.  Jones,  1  Fish.  527  ;  Ex  parte  Birdsell,  1  0.  G. 
465;  Woodward  v.  Dinsmore,  4  Fish.  163;  Wood  v.  Cleveland  Rolling 
Mill,  4  Fish.  550 ;  Gottfried  v.  P.  Best  B.  Co.,  17  O.  G.  675  ;  s.  c.  5  Ban 
&Ard.  4. 

The  alleged  prior  invention  must  have  been  a  practical  invention  cap- 
able of  performing  the  object  of  the  maker.  Case  o.  Brown,  2  Fish.  268 ; 
s.  c.  2  Wall.  320 ;  1  Biss.  382 ;  Wayne  v.  Holmes,  2  Fish.  20 ;  s.  c.  1 
Bond  27 ;  Harwood  v.  Mill  River  Co.,  3  Fish.  526. 

Proof  of  loTention. 

In  most  cases  a  sufficient  use  of  the  alleged  prior  invention  must  be 
shown  to  prove  that  it  will  accomplish  what  is  claimed,  otherwise  it  rests 
in  the  region  of  mere  experiment.  Railway  Co.  v,  Sayles,  97  U.  S.  554 ; 
s.  c.  15  0.  G.  243;  s.  C.  4  Fish.  584;  8.  c.  3  Biss.  52. 

If  the  first  inventor  reduced  his  theory  to  practice,  and  put  his  macliine 
or  other  invention  into  use,  the  law  never  would  intend  that  the  greater 
or  less  use  in  which  it  might  be,  or  the  more  or  less  widely  the  knowledge 
of  its  existence  might  circulate,  should  constitute  the  criterion  by  which 
to  decide  upon  the  validity  of  any  subsequent  patent  for  the  invention. 
Bich  V,  Lippincott,  2  Fish.  1. 

An  experiment  may  be  a  trial  either  of  an  incomplete  mechanical 
stnieture,  to  ascertain  what  changes  or  additions  may  be  necessary  to 
make  it  accomplish  the  design  of  its  projector,  or  of  a  completed  machine, 
to  illustrate  or  test  its  practical  efficiency.  Obviously  ui  the  first  case, 
tiie  incompleteness  of  the  inventor's- efforts,  if  they  are  then  abandoned, 
will  have  no  effect  upon  the  rights  of  a  subsequent  inventor.  But  if  the 
experiment  proves  the  capacity  of  the  machine  to  effect  what  its  inventor 
proposed,  the  law  assigns  to  him  the  merit  of  having  produced  a  com- 
plete invention.  Northwestern  Co.  r.  Philadelphia  Co.,  6  O.  G.  34 ;  s.  c. 
1  Ban  &  Ard.  177. 

The  fact  of  making  or  exhibiting  an  article  never  before  seen  or  heard 
of  by  the  witnesses  who  prove  the  fact  is  at  least  prima  facie  evidence  of 
invention,  until  other  evidence  is  given  to  prove  that  the  same  article  was 
invented,  known  or  in  use  at  an  antecedent  period  of  time,  and  that  the 
patentee  had  only  embodied  the  conceptions  and  the  discovery  of  some 
o&er  person.  Pennock  v.  Dialogue,  4  Wash.  C.  C.  538  ;  s.  c.  2  Pet.  1 ; 
8.  c.  1  Rohb  466,  542. 
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The  only  question  is  whether  the  patentee  is  the  original  inventor  of  an 
art  not  known  or  used  before;  consequently  it  is  clearly  immateml 
whether  the  first  experiment  of  his  invention  is  made  by  himself  or  by 
others.  Fennock  v.  Dialogue,  4  Wash.  C.  C.'538 ;  8.  c.  2  Pet.  1 ;  8.  c.  1 
Bobb  466,  542. 

The  alleged  prior  machine  must  be  a  machine  completed  and  reduced  to 
practice,  in  contradistinction  to  an  experimental  machine,  or  a  machine 
made  by  the  supposed  inventor  in  the  prosecution  of  experiments  and 
inquiries.  Gaboon  v.  Bing,  1  Fish.  397 ;  s.  c.  1  Cliff.  592 ;  Cox  v.  Griggs, 
2  Fish.  174 ;  8.  c.  1  Biss.  362 ;  Seymour  0.  Osborne,  3  Fish.  555  ;  8.  c.  11 
Wall.  516  ;  Murphy  v.  Eastham,  5  Fish.  306 ;  S.  c.  1  Holmes  113 ;  2  0. 
G.  61 ;  Stimpson  v.  Woodman,  3  Fish.  98 ;  8.  c.  10  Wall.  117 ;  Eicke- 
meyer  Machine  Co.  v.  Fearce,  6  Fish.  219  ;  8.  c.  10  Blatch.  403 ;  3  0.  G. 
150 ;  AUis  v.  Buckstaff,  22  O.  G.  1705 ;  8.  c.  13  Fed.  Bep.  879. 

The  phrase  *'*'  reduced  to  practice  "  does  not  import  the  bringing  of  the 
invention  into  use.  When  applied  to  an  invention  it  generally  means  the 
reduction  of  it  into  such  form  that  it  may  be  used  so  as  not  to  be  a  mere 
theory.  Heath  v.  Hildreth,  Cranch  Pat.  Dec.  96;  Perry  v.  Cornell, 
Cranch  Pat.  Dec.  132. 

In  order  to  defeat  a  patent  it  is  sufficient  to  show  that  the  patentee  was 
not  the  first  and  original  inventor,  without  proving  that  the  first  inventor 
had  put  his  invention  into  practice.  Hildreth  v.  Heath,  Cranch  Fat. 
Dec.  96. 

If  a  party  discovers  the  practical  mode  and  contrives  the  practical 
means  of  accomplishing  a  result  he  is  entitled  to  a  patent  for  his  inven- 
tion although  ignorant  of  the  philosophical  or  abstract  principle  which  Ib 
involved  in  it.  Brown  t?.  Piper,  4  Fish.  175  ;  s.  c.  1  Holmes  20 ;  91  U. 
S.  37 ;  8.  c.  10  O.  G.  417  ;  Woodward  v,  Dinsmore,  4  Fish.  163. 

If  a  patent  is  for  a  process  it  is  not  sufficient  to  show  that  any  prior 
apparatus  could  have  been  used  to  practice  the  process.  It  must  appear 
affirmatively  that  it  actually  was  put  to  such  practical  use.  Brown  r. 
Piper,  4  Fish.  175 ;  8.  c.  1  Holmes  20  ;  91  U.  S.  37;  s.  c.  10  O.  G.  417. 

The  putting  of  an  invention  into  use  is  generally  strong  evidence  of  a 
reduction  of  it  to  practice.  But  it  may  be  a  completed  invention  put  into 
a  practical  form  ready  for  practical  use,  and  reduced  to  practice  without 
being  put  into  use  in  the  general  acceptation  of  that  word.  If  the  adapta- 
tion to  use,  or  even  the  use  itself,  is  merely  experimental,  the  invention  is 
not  perfected.  But  use  is  not  necessarily  required  in  order  to  show  per- 
fection or  completion.  In  respect  to  most  inventions,  use  not  merely 
experimental  is  one  of  the  best  proofs  of  the  reduction  of  an  invention 
to  practice.  But  a  piece  of  mechanism  may  be  shown  to  have  been  com- 
pleted and  not  to  have  rested  in  experiment,  and  to  have  been  capable 
from  its  structure  of  working  successfully  so  as  to  deprive  a  subsequent 
independent  invention  of  the  same  thing  of  the  merit  of  novelty  in  the 
patent  law,  without  its  being  shown  that  such  piece  of  mechanism  was 
actually  used  before  the  making  of  such  subsequent  invention.  Coffin  0. 
Ogden,  3  Fish.  640 ;  8.  0.  7  Blatch.  61. 
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If  a  prior  inventor  makes  a  machine  and  applies  it  to  actual  use  this  is 
a  complete  invention,  although  he  did  not  take  a  patent  for  it.  Stephenson 
0.  Brooklyn  C.  T.  R.  Co.,  19  Blateh.  473 ;  s.  o.  14  Fed.  Rep.  457. 

It  is  not  sufficient  that  some  part  incorporated  into  an  invention  was 
perfected  so  that  it  did  not  require  further  alteration,  unless  that  part 
could  be  a  machine  so  as  to  be  of  some  practical  utility.  It  must  have 
been  embodied  and  connected  with  a  machine,  which  as  a  whole,  taking 
that  part,  was  of  some  practical  utility,  in  order  to  prevent  other  people 
coming  afterward  from  having  the  benefit  of  an  invention  which  embraces 
that,  and  perfecte  a  machine  that  renders  that  part  useful.  Johnson  o. 
Boot,  1  Fish.  351. 

In  order  to  be  perfected  in  the  eye  of  the  law  it  is  not  necessary  that 
&e  invention  shall  be  carried  to  a  point  where  there  can  not  be  any 
subsequent  improvement,  that  it  shall  be  made  as  good  as  it  can  possibly 
be  made  as  a  practical  machine,  but  that  the  invention  shall  be  completed 
80  as  to  be  of  some  practical  utility.  It  need  not  be  of  any  high  degree ; 
if  it  is  of  any  practical  utility,  although  of  a  very  low  degree^  and  has 
been  completed  so  as  to  be  of  practical  utility  and  considered  as  completed, 
then  it  may  be  said  to  be  perfected  in  the  eye  of  the  law.  Johnson  o. 
Boot,  1  Fish.  351. 

To  constitute  a  prior  invention  the  party  alleged  to  have  made  it  must 
have  proceeded  so  far  as  to  have  entitled  himselfto  a  patent  in  case  he  had 
made  an  application.    Allen  v.  Hunter,  6  McLean  303. 

If  a  person  understood  his  invention  and  applied  it  successfhlly  in  one 
or  two  instances,  this  is  a  sufficient  reduction  to  practice  to  defeat  the 
daim  of  a  subsequent  inventor.  Miller  v.  Force,  21  O.  G.  947 ;  s.  0.  9 
Fed.  Rep.  603. 

An  invention  relating  to  machinery  may  be  exhibited  either  in  a 
drawing  or  in  a  model,  so  as  to  lay  the  foundation  of  a  claim  to  priority, 
if  it  is  sufflcientiy  plain  to  enable  those  skilled  in  the  art  to  understand 
it.  Loom  Co.  0.  Higgins,  105  U.  S.  580 ;  s.  c.  21  O.  G.  2031 ;  s.  C.  16 
0.  G.  675 ;  8.  c.  15  Blateh.  446  ;  s.  c.  4  Ban  &  Ard.  88. 

The  making  of  drawings  of  conceived  ideas  is  not  such  an  embodi- 
ment of  conceived  ideas  into  practical  and  usefid  form  as  will  defeat  a 
patentwhich  has  been  granted.  Ellithorpe  v.  Robertson,  2  Fish.  83  ;  s.  c. 
4  Blateh.  307. 

When  the  inventor's  idea  is  perfected  by  a  practical  adaptation  of  it  in 
the  form  of  mechanism,  a  rejected  sx)ecification,  with  the  drawings,  is  a 
Enable  guide  in  ascertaining  the  date  of  the  invention,  the  design  of  the 
inventor,  and  the  principle,  intended  functions,  and  mode  of  operation  of 
his  mechanism,  and  must  therefore,  necessarily,  be  considered  m  connec- 
tion with  it.  Northwestern  Co.  v.  Philadelphia  Co.,  6  O.  G.  34 ;  s.  c.  1 
Bao  A  Ard.  177. 

Although  a  cave€U  is  understood  to  be  filed  in  order  to  allow  the  party 
to  perfect  his  machine,  yet  if,  in  point  of  fietct,  the  invention  had  been 
perfected  In  the  eye  of  the  law,  then  it  is  to  be  deemed  perfected,  for  it 
may  happen  that  a  person  may  choose  to  file  a  caveat  while  he  is  going  on 
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and  making  improvements  upon  an  invention  which  he  has  already  com- 
pleted so  as  to  he  of  practical  utility.    Johnson  o.  Boot,  1  Fish.  351.  j 

The  invention  will  not  date  from  the  filing  of  the  caveat  unless  the 
caveat  and  the  patent  are  for  the  same  invention.    American  Pavement  . 

Co.  V,  Elizabeth,  4  Fish.  189.  \ 

If  only  a  model  was  made,  yet  unless  a  machine  capable  of  being  used 
was  made  prior  to  the  invention  set  forth  in  the  patent,  then  such  alleged 
prior  invention  never  was  completed,  and  can  not  affect  the  validity  of 
the  patent,  although  the  model  was  capable  of  operation  for  the  purpose 
of  experiments.  Gaboon  v.  Bine;,  1  Fish.  397  ;  s.  c.  1  Cliff.  592  ;  Stain- 
thorp  V.  Humiston,  4  Fish.  107  ;  Lyman  Y.  &  B.  Co.  v,  Lalor,  12  Blatch. 
303 ;  s.  c.  6  0.  G.  642 ;  s.  o.  1  Ban  &  Ard.  403 ;  Stillwell  &  B.  Manuf. 
Co.  V.  Cincinnati  Gas  Co.,  7  0.  G.  829 ;  s.  o.  1  Ban  &  Ard.  610. 

Witnesses  who  speak  of  circumstances  occurring  many  years  ago  are 
liable  to  mistake  the  particular  year,  unless  they  have  some  evidence  of  a 
documentary  character  or  otherwise,  or  some  leading  fact  in  relation  to 
which  there  can  be  no  error  upon  which  they  may  rely  to  show  the  pai^  . 
ticular  time,  and  this  fact  should  be  borne  in  mind  in  weighing  their 
testimony.  Sayles  r.  Bailroad  Co.,  2  Fish.  523  ;  s.  C.  1  Biss.  468 ;  Smith 
r.  Fay,  6  Fish.  446 ;  Parker  r.  Hulme,  1  Fish.  44 ;  Blake  v.  Eagle  Works 
Manuf.  Co.,  4  Fish.  591 ;  8.  c.  3  Biss.  77 ;  Wing  v,  Bichardson,  2  Fish. 
535  ;  s.  c.  2  Cliff.  449 ;  Hawes  v.  Antisdel,  8  O.  G.  685  ;  s.  c.  2  Ban  & 
Ard.  10 ;  Ely  v.  Monson  Manuf.  Co.,  4  Fish.  64 ;  Baldwin  v.  Schultz,  5 
Fish.  75  ;  s.  c.  9  Blatch.  494 ;  2  O.  G.  315 ;  Suffolk  Co.  v.  Hayden,  4 
Fish.  86 ;  s.  c.  3  Wall.  315  ;  Wood  v.  Cleveland  Boiling  Mill,  4  Fish. 
550 ;  Thatcher  Heating  Co.  v.  Carbon  Stove  Co.,  10  0.  G.  1051 ;  s.  C. 

4  Ban  &  Ard.  68;  Zane  v.  Peck,  9  Fed.  Bep.  101 ;  Eastman  v.  Hinckel, 

5  Ban  &  Ard.  1. 

Abandoned  Experiments* 

Cases  undoubtedly  occur  where  an  individual  employed  in  inventing  or 
in  making  experiments  in  that  behalf,  feeling  dissatisfied  with  the  results 
of  his  efforts,  becomes  discouraged  in  prosecuting  an  investigation,  and 
finally  loses  all  confidence  in  the  prospect  of  his  ultimate  success,  and 
under  the  influence  of  such  discouragements,  or  from  a  desire  to  engage 
in  more  profitable  business,  or  to  pursue  a  more  pressing  or  fiivorite 
undertaking,  decides  to  break  up  what  he  has  accomplished,  and  lays  the 
parts  aside,  not  positively  intending  to  abandon  the  subject,  yet  wholly 
uncertain  whether  he  will  ever  resume  it,  or  make  any  further  use  of  the 
parts  so  laid  aside.  Such  cases  do  not  show  an  unconditional  abandon- 
ment of  the  undertaking,  but  an  indefinite  suspension  of  the  same,  and  an 
entire  uncertainty  during  such  suspension  whether  the  interested  party 
will  ever  furnish  the  invention  to  the  public.  Where  an  invention  is  thus 
voluntarily  broken  up  and  laid  aside,  without  any  controlling  impediment 
in  the  way  of  an  application  for  a  patent,  and  under  all  the  other  condi- 
tions specified  in  the  preceding  proposition,  and  another  in  the  mean  time 
invents  the  same  thing  without  any  knowledge  of  that  which  is  so  sus- 


§4886]  ABANDONED   EXPERIMENTS.  87 

pended,  and  redaces  the  same  to  practice,  applies  for  and  takes  out  his 
patent  and  introduces  the  patented  invention  into  public  use,  he  must  be 
regarded  as  the  original  and  first  inventor  of  the  improvement.  White  v. 
AUen,  2  Fish.  440 ;  8.  c.  2  Cliff.  224. 

It  is  not  enough  to  defeat  a  patent  already  issued  that  another  con- 
ceived the  possibility  of  effecting  what  the  patentee  accomplished.  To 
constitute  a  prior  invention,  the  party  alleged  to  have  produced  it  must 
have  proceeded  so  far  as  to  have  reduced  his  idea  to  practice,  and  embodied 
it  in  some  distinct  form.  Crude  and  imperfect  experiments,  equivocal  in 
their  results,  and  then  given  up  for  years,  can  not  be  permitted  to  prevail 
against  an  original  inventor  who  has  perfected  his  improvement  and 
obtained  his  patent.  Elinsman  v.  Parkhurst,  1  Blatch.  488  ;  s.  C 18  How. 
289 ;  Teese  v.  Phelps,  1  McAl.  48 ;  Allen  v.  Hunter,  6  McLean  303 ; 
Webb  r.  Qumtard,  5  Fish.  276 ;  8.  O.  9  Blatch.  352;  1  O.  G.  525 ;  Union 
Sugar  Refmery  v,  Matthiesson,  2  Fish.  600 ;  8.  o.  3  Cliff.  639  ;  Whiteley  v. 
Swayne,  4  Fish.  117 ;  s.  o.  7  Wall.  685 ;  Potter  ».  Wilson,  2  Fish.  102 ; 
Washburn  v.  Gould,  3  Story  122 ;  8.  o.  2  Bobb  206 ;  Gottfried  v.  P.  Best 
B.  Co.,  17  O.  G.  675 ;  8.  o.  5  Ban  &  Ard.  4. 

An  unsuccessful  experiment  abandoned,  although  involving  the  same 
idea  or  principle,  will  not  invalidate  a  patent  granted  to  a  subsequent  in- 
ventor who  has  reduced  the  invention  to  successful  practice,  and  published 
it  by  obtaining  letters  patent.  If  a  person  has  some  vague  idea  of  the 
application  of  the  principle  which  another  party  has  made  available,  if  he 
makes  numerous  trials  and  long-continued  experiments,  if  those  trials  and 
experiments  never  result  in  such  a  knowledge  upon  his  part  as  will  enable 
him  to  put  in  successful  practice  the  idea  of  which  he  has  this  vague  and 
midefined  notion,  he  has  never  become  an  inventor  in  the  sense  of  the 
patent  law ;  he  has  never  embodied  the  principle  so  as  to  make  it  avful- 
able  for  practical  use,  and  the  party  who  embodies  the  principle  and  makes 
it  available  for  practical  use  is  the  party  who  is  entitled  to  a  patent  and  to 
protection  under  the  patent  law.  United  Nickel  Co.  v.  Authes,  5  Fish. 
617 ;  B.  c.  1  Holmes  135 ;  1 0.  G.  578 ;  BUike  ».  Rawson,  6  Fish.  74 ;  s.  0. 

1  Holmes  200 ;  3  O.  G.  122 ;  New  York  r.  Ransom,  1  Fish.  252 ;  s.  c.  23 
How.  487 ;  Stamthorp  r.  Elkinton,  1  Fish.  349 ;  Taylor  v.  Wood,  12 
Blatch.  110 ;  s.  c.  8  O.  G.  90 ;  s.  c.  1  Ban  &  Ard.  270 ;  Singer  v.  Walms- 
ley,  1  Fish.  558 ;  Wayne  t?.  Holmes,  2  Fish.  20 ;  s.  o.  1  Bond  27 ;  Hub- 
bell  V.  U .  S.,  5  Ct.  CI.  1 ;  Sickles  r.  Borden,  3  Blatch.  535 ;  Smith  o.  Allen, 

2  Fish.  572 ;  Roberts  o.  Dickey,  4  Fish.  532 ;  s.  c.  3  Brews.  260 ;  1  O.  G.  4 
Many  v,  Jagger,  1  Blatch.  372 ;  Seymour  v.  McCormick,  19  How.  96 ;  8.  o 

3  Blatch.  209 ;  Sayles  v.  Raikoad  Co.,  2  Fish.  523 ;  8.  0.  1  Biss.  468 
Whiteley  r.  Swayne,  7  Wall.  685 ;  8.  c.  4  Fish.  117  ;  Smith  v.  G.  F.  Co. 
1  Holmes  340 ;  8.  c.  5  O.  G.  429 ;  Smith  r.  G.  D.  V.  Co.,  93  U.  S?  487 
s.  c.  1  Holmes  354 ;  5  O.  G.  585 ;  11  O.  G.  246  ;  4  A.  L.  T.  (N.  S.)  74 
3.  c.  1  Ban  &  Ard.  201 ;  La  Baw  o.  Hawkins,  6  O.  G.  724 ;  s.  c 
1  Ban  &  Ard.  428 ;  Many  v.  Sizer,  1  Fish.  17 ;  Gold  &  Silver  Ore 
».  U.  S.  Ore  Co.,  3  Fish.  409 ;  8.  c.  6  Blatch.  307 ;  Smith  v.  Fay,  6  Fish 
446;  Aultman  v.  Holley,  6  Fish.  534;  8.  c.  11  Blatch.  317 ;   5  O.  G.  3; 
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Ex  parte  Boardman,  1  0.  G.  304;  Latta  r.  Sbawk,  1  Fish.  465;  s.  c. 
1  Bond  259 ;  WiDans  v.  N.  Y.  &  Harlem  R.  B.  Co.,  4  Fish.  1 ;  Beeves  v. 
Keystone  Bridge  Co.,  5  Fish.  456 ;  s.  o.  9  Fhila.  368  ;  I  O.  G.  466  ;  5  A. 
L.  T.  150 ;  Hitchcock  v.  Tremaine,  9  Blatch.  550 ;  s.  0. 1  O.  G.  633  ;  s.  C. 
5  Fish.  537 ;  Matthews  v.  Skates,  1  Fish.  602 ;  Suffolk  Co.  o.  HaydeD,  4 
Fish.  86 ;  8.  o.  3  Wall.  315  ;  Doughty  t?.  Day,  5  Fish.  224 ;  s.  c.  9  Blatch. 
262 ;  Gallahue  v.  Butterfield,  6  Fish.  203 ;  s.  c.  10  Blatch.  232 ;  2  0.  G. 
645 ;  Decker  v.  Grote,  6  Fish.  143  ;  s.  c.  10  Blatch.  331 ;  3  0.  G.  65 ; 
EUithorpe  o.  Robertson,  2  Fish.  83 ;  s.  c.  4  Blatch.  307 ;  Stainthorp  p. 
Humiston,  4  Fish.  107  ;  Nat'l  Spring  Co.  v.  Union  Car  Spring  Manuf.Cc, 
12  Blatch.  80 ;  s.  c.  6  O.  G.  224 ;  s.  c.  1  Ban  &  Ard.  240 ;  Robertson  r. 
Secombe  Co.,  6  Fish.  268 ;  s.  c.  10  Blatch.  481 ;  3  O.  G.  412 ;  Waterman 
0.  Thomson,  2  Fish.  461 ;  Hofitnan  v.  Aronson,  4  Fish.  456 ;  s.  o.  8  Blatch. 
324 ;  4  A.  L.  T.  (N.  S.)  110 ;  Singer  v.  Braunsdorf,  7  Blatch.  521 ;  Ball  v. 
Murry,  10  Penn.  Ill ;  Wilcox  t?.  Comp,  7  Blatch.  126  ;  Albright  ».  CeUu- 
loid  H.  T.  Co.,  12  O.  G.  227 ;  s.  c.  2  Ban  &  Ard.  629 ;  Marsh  v.  Seymour, 
97U.  S.  348;  s.c.  13  0.G.  723;  a.  o.  2  0.  G.  675;  s.  o.  6  Fish.  115 ;  s.  0. 
9  Phila.  380 ;  Am.  Whip  Co. ».  Lombard,  14  O.  G.  900 ;  s.  c.  4  Cliff.  495 ; 
s.  c.  3  Ban  &  Ard.  598 ;  Whittlesey  v.  Ames,  18  O.  G.  357  ;  s.c.  9  Biss. 
225 ;  s.  0.  5  Ban  &  Ard.  96 ;  s.  c.  13  Fed.  Rep.  893 ;  Wilson  v.  Coon,  19 
O.  G.  482 ;  s.  c.  18  Blatch.  532 ;  s.  c.  6  Fed.  Rep.  611 ;  Putnam  c.  Hol- 
lender,  19  O.  G.  1423;  s.  c.  19  Blatch.  48 ;  s.  c.  6  Fed.  Rep.  882 ;  Davis  o. 
Brown,  20  O.  G.  1021 ;  s.  o.  19  Blatch.  263 ;  s.  c.  9  Fed.  Rep.  647 ;  Zaner. 
Peck,  9  Fed.  Rep.  101 ;  Spring  v.  Domestic  S.  M.  Co.,  21 0.  G.  633 ;  s.  c. 
9  Fed.  Rep.  505  ;  Woven  Wire  Mattress  Co.  t?.  Whittlesey,  8  Biss.  23 ; 
Chalmers  S.  P.  N.  Co.  v.  Cramp,  5  Ban  &  Ard.  66 ;  Miller  v.  Pickering, 
16  Fed.  Rep.  540 ;  s.  c.  40  Leg.  Int.  182;  s.  c.  25  O.  G.  89. 

A  machine,  in  order  to  anticipate  any  subsequent  discovery,  must  be 
perfected,  that  is,  made  so  as  to  be  of  practical  utility,  and  not  to  be  merely 
experimental,  and  to  end  in  experiment.  The  terms  ^^  being  an  experiment " 
and  ^^  ending  in  experiment "  are  used  in  contradistinction  to  the  term 
*^  being  ef  practical  utility.''  Until  of  practical  utility,  the  public  attention 
is  not  called  to  the  invention.  It  does  not  give  to  the  public  that  which 
the  public  lays  hold  of  as  beneficial.  If  it  is  an  experiment  only,  and  ends 
in  experiment,  and  is  Md  aside  as  unsuccessful,  however  far  it  may  have 
been  advanced,  however  many  ideas  may  have  been  combined  in  it  which 
subsequently  taken  up  might,  when  perfected,  make  a  good  machine,  still 
not  being  perfected,  it  has  not  come  before  the  public  as  a  useful  thing,  and 
is  therefore  entirely  inoperative  as  affecting  the  rights  of  those  coming 
afterwards.    Howe  v.  Underwood^  1  Fish.  160. 

An  imperfect  embodiment  of  the  idea  will  not  deprive  a  subsequent 
inveiftor  of  his  right  to  a  patent.  Richardson  r.  Noyes,  10  O.  G.  507 ; 
8.  c.  2  Ban  &  Ard.  398. 

If  the  alleged  prior  machine  was  merely  made  for  the  purpose  of 
experiment,  and  not  practically  tested,  it  will  not  be  regarded  as  a  per- 
fected invention.  The  mere  knowledge  by  an  individual  of  a  prior 
mechanical  structure  similar  to  the  one  patented  which  has  not  been 
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used  practically,  will  not  defeat  the  novelty  of  the  later  patent.  Swift  o. 
Wliisen,  3  Fish.  343 ;  8.  c.  2  Bond  115. 

If  it  appears  that  the  alleged  prior  invention  or  discovery  was  only  an 
experiment,  and  was  never  perfected  or  hrought  into  actual  use,  but  was 
abandoned'  and  never  revived  by  the  alleged  inventor,  the  mere  fact  of 
having  unsuccessfully  applied  for  a  patent  therefor  can  not  take  the  case 
out  of  the  category  of  unsuccessfiil  experiments.  Brown  v.  Guild,  23 
WaU.  181 ;  s.  c.  6  O.  G.  392 ;  7  O.  G.  739 ;  Union  P.  B.  M.  Co.  ».  P.  & 
W.  Co.,  15  O.  G.  423 ;  s.  c.  15  Blatch.  160 ;  s.  c.  3  Ban  &  Ard.  403. 

The  devices  contained  in  an  abandoned  experiment  can  not  be  used  to 
defeat  the  patent  of  an  independent  and  successflil  inventor.  Aultman 
p.  HoUey,  6  Fish.  534;  s.  c.  11  Blatch,  317 ;  5  O.  G.  3. 

If  a  process  is  practiced  once  as  an  experiment,  and  then  abandoned, 
this  mere  experiment  will  not  be  an  obstacle  to  the  right  of  a  subsequent 
inventor.  Brown  v.  Piper,  4  Fish.  175 ;  8.  c.  1  Holmes  20 ;  91  U.  S.  37 ; 
8.  c.  10  0.  G.  417. 

The  &ct  that  the  alleged  prior  machine  was  not  actually  put  into  prac- 
tical use  affords  grounds  for  presuming  that  it  was  a  mere  experiment. 
Cahoon  v.  Ring,  1  Fish.  397  ;  8.  c.  1  Cliff.  592. 

The  desertion  of  an  invention  consisting  of  a  machine  never  patented 
may  be  proved  by  showing  that  the  inventor,  after  he  had  constructed  it, 
and  before  he  had  reduced  it  to  practice,  broke  it  up  as  something  requir- 
ing more  thought  and  experiment,  and  laid  the  parts  aside  as  incomplete, 
provided  it  appears  that  those  acts  were  done  without  any  definite  inten- 
tion of  resuming  his  experiments  and  of  restoring  the  machine.  Seymour 
».  Osborne,  11  Wall.  516 ;  s.  c.  3  Fish.  555. 

If  the  inventor  produced  a  complete  invention,  but  was  repulsed  by  tiie 
patent  office,  and  abandoned  further  efforts  to  secure  the  full  benefit  of 
the  invention  to  himself  and  the  public,  such  abandonment  does  not 
reduce  his  matured  invention  to  the  grade  of  a  mere  experiment.  North- 
western Co.  V.  Philadelphia  Co.,  6  O.  G.  34 ;  s.  c.  1  Ban  &  Ard.  177. 

If  the  disuse  of  a  machine  for  a  time  was  due  to  circumstances  con- 
nected with  the  demand  and  supply  of  the  product  and  independent  of 
the  efficiency  of  the  mechanism,  it  can  not  be  deemed  an  abandoned 
experiment.    Snow  v.  Tapley,  13  O.  G.  548 ;  s.  c.  3  Ban  &  Ard.  228. 

Use  of  Inventioii. 

If  the  prior  machine  is  perfect  and  capable  of  use,  it  is  not  necessary 
that  it  should  be  actually  used,  but  it  must  have  been  capable  of  such 
use.  Parker  v.  Ferguson,  1  Blatch.  407 ;  Pitts  v.  Wemple,  2  Fish.  10 ; 
8.  c.  1  Hiss.  87. 

It  is  not  necessary  that  the  prior  inventor  shall  have  worked  the  pro- 
cess with  the  same  degree  of  skill  and  success  as  the  patentee  attains.  It 
is  sufficient  if  he  did  it  with  a  degree  of  success  which  demonstrated  its 
nseftilness.  Waterman  v,  Thomson,  2  Fish.  461 ;  Pitts  v,  Wemple,  2  Fish. 
10;  B.C.  IBiss.  87. 
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The  mere  fact  that  the  prior  inyentor  ceased  to  use  his  machine,  { 

hecause  he  had  no  occasion  to  do  so,  is  of  itself  of  no  importance.  Water-         | 
man  v,  Thomson,  2  Fish.  461. 

If  the  invention  was  successftil,  and  no  change  of  mechanism  was 
needed,  its  use  may  he  altogether  discontinued ;  hut  this  will  not  ^Te  a 
subsequent  inventor  the  right  to  take  it  up  and  appropriate  it  exclusively. 
Shoup  ».  Henrici,  9  O.  G.  1162 ;  s.  c.  2  Ban  &  Ard.  249. 

IHligence  in  Perfecting  Invention. 

He  who  invents  first  has  the  prior  right  if  he  uses  reasonable  diligence 
in  adapting  and  perfecting  his  invention.  White  v.  Allen,  2  Fish.  440 ; 
s.  c.  2  Clifi'.  224 ;  Reed  v.  Cutter,  1  Story  590 ;  s.  c.  2  Robh  81 ;  Singer  ». 
Walmsley,  1  Fish.  558 ;  Kneeland  v.  Sheriff,  18  O.  G.  242 ;  s.  c.  5  Ban  & 
Ard.  482 ;  s.  c.  2  Fed.  Rep.  901 ;  Electric  R.  S.  Co.  v.  Hall  R.  S.  Co.,  6 
Fed.  Rep.  603. 

It  is  the  right  and  privilege  of  a  party,  when  an  idea  enters  his  mind  in 
the  essential  form  of  invention,  to  perfect  by  experiment  and  reasonable 
diligence  his  original  idea,  so  as  not  to  be  deprived  of  the  fruitof  his  skill 
and  labor  by  a  prior  patent,  if  he  is  the  first  inventor ;  but  there  must  be 
a  reasonable  diligence  looking  to  all  the  facts  of  the  case.  Cox  o.  Griggs, 
2  Fish.  174  ;  a.  c.  1  Biss.  362 ;  Winans  v.  Schen.  &  Troy  R.  R.  Co.,  2 
Blatch.  279  ;  Whitney  v,  Emmett,  Bald.  303 ;  s.  c.  1  Robb  567 ;  National 
Oil  Co.  V,  Arctic  Oil  Co.,  4  Fish.  514 ;  s.  o.  8  Blatch.  416. 

If  two  inventors  conceive  the  invention  at  about  the  same  time,  the  one 
who  first  reduces  it  to  practice  is  the  first  inventor.  Seibert  C.  0.  C.  Co. 
V.  Phillips  L.  Co.,  10  Fed,  Rep.  677. 

If  two  parties  are  jointly  experimenting  and  equally  meritorious,  a 
doubt  should  be  solved  in  favor  of  him  who  first  obtains  a  patent.  Cox  v. 
Griggs,  2  Fish.  174 ;  8.  c.  1  Biss.  362. 

The  relation  borne  to  the  public  by  inventors,  and  the  obligations  they 
are  bound  to  fulfil  in  order  to  secure  for  the  former  protection  and  the 
right  to  remuneration,  by  no  means  forbid  a  delay  requisite  for  completing 
an  invention,  or  for  a  test  of  its  value  or  success  by  a  series  of  sufficient 
and  practical  experiments  ;  nor  do  they  forbid  a  discreet  and  reasonable 
forbearance  to  proclaim  the  theory  or  operation  of  a  discovery  during  its 
progress  to  completion  and  preceding  an  application  for  protection  in  that 
discovery.    Kendall  v.  Winsor,  21  How.  322. 

No  delay  in  taking  out  a  patent  is  fatal  to  the  earliest  or  first  inventor, 
unless  he  abandons  his  discovery  to  the  public,  or  by  his  consent  allows  it 
to  be  put  in  public  use  or  on  sale  for  two  years  before  taking  out  a 
patent.  If  there  has  been  no  such  abandonment  or  public  use,  the  earliest 
invention  will  prevail  over  a  succeeding  one,  though  the  latter  may  be 
made  and  used  before  letters  patent  are  taken  out  for  the  first.  Allen  r. 
Blunt,  2  W.  &  M.  121 ;  s.  o.  2  Robb  530 ;  Hildreth  v.  Heath,  Cranch  Pat. 
Dec.  96. 

If  the  patentee  was  induced  to  believe  that  his  invention  had  been 
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anticipated,  and  decided  to  keep  it  a  sejcret  and  practice  it  for  his  own 
benefit,  but  applied  for  a  patent  as  soon  as  he  discoyered  his  mistake,  he 
did  ose  reasonable  diligence.    Ayling  o.  Hull,  2  Cliff.  494. 

If  the  inventor,  after  he  has  perfected  his  invention,  unreasonably 
delays  his  application  for  a  patent,  and  other  persons  before  such  applica- 
tion is  made  actually  perfect  and  apply  the  same  invention  to  practical 
use,  and  give  the  knowledge  thereof  to  the  public,  and  the  first  inventor, 
after  the  knowledge  of  such  subsequent  invention  or  discovery,  and  its 
public  use,  fails  to  make  objection  and  to  apply  without  unreasonable  delay 
for  a  patent  for  his  invention,  he  can  not  sustain  his  patent,  because  he 
failed  to  give  to  the  public  that  consideration  for  the  grant  of  exclusive 
privileges  upon  which  all  valid  patents  must  be  based.  New  York  v. 
Bansom,  23  How.  487  ;  s.  o.  1  Fish.  252. 

K  an  inventor  has  not  used  reasonable  diligence  in  perfecting  and 
adapting  his  invention,  he  will  not  be  protected  against  a  subsequent 
inventor,  although  he  had  previously  conceived  the  idea  of  the  invention, 
and  sketched  it  on  paper.  Reeves  v.  Keystone  Bridge  Co.,  5  Fish.  456 ; 
8.  c.  9  Phila.  368  ;  1  O.  G.  466  ;  5  A.  L.  T.  150  ;  Carlton  ».  Atwood,  2 
A.  L.  T.  R.  129 ;  Kirby  v.  Johnson,  1  O.  G.  405  ;  Gates  v,  Benson,  3  A. 
L.  T.  (XJ.  S.)  113  ;  Agawam  Co.  v.  Jordan,  7  Wall.  583 ;  Electric  R.  S. 
Co.  c.  Hall  R.  S.  Co.,  6  Fed.  Rep.  603  ;  Detroit  L.  Manuf.  Co.  v.  Renchard, 
9  Fed.  Rep.  293. 

If  the  inventor  used  reasonable  diligence  in  perfecting  and  adapting  his 
invention  he  may  show  the  inceptive  invention  by  sketches  and  drawings, 
and  the  protection  of  the  patent  will  be  carried  back  to  that  date.  Draper 
r.  Potomska  Mills  Corporation,  13  O.  G.  276 ;  s.  c.  3  Ban  &  Ard.  214. 

HflTeet  of  Concealment. 

If  the  first  inventor  makes  the  discovery  in  his  closet,  and  confines  the 
knowledge  to  himself,  such  knowledge  will  not  invalidate  a  subsequent 
patent  to  another.  Whitney  o.  Emmett,  Bald.  303 ;  s.  c.  1  Robb  567 ; 
Rowley  p.  Mason,  2  A.  L.  T.  (XJ.  S.)  106 ;  Judson  v,  Bradford,  16  O.  G. 
171 ;  8.  c.  3  Ban  &  Ard.  539. 

It  would  be  strange,  indeed,  if,  because  the  first  inventor  would  not 
permit  other  persons  to  know  his  invention,  or  to  use  it,  he  should  thereby 
be  deprived  of  his  right  to  obtain  a  patent,  and  it  should  devolve  upon  a 
subsequent  inventor,  merely  from  his  ignorance  of  any  prior  invention  or 
prior  use,  or  that  a  subsequent  inventor  should  be  entitled  to  a  patent, 
notwithstanding  a  prior  knowledge  or  use  of  the  Invention  by  one  person, 
and  yet  should  be  deprived  of  it  by  a  like  knowledge  or  use  of  it  by  two 
persons.    Reed  v.  Cutter,  1  Story  590;  s.  c.  2  Robb  81. 

If  the  alleged  first  inventor  did  not  make  his  discovery  public,  but  used 
it  simply  for  his  own  private  purpose,  and  it  was  finally  forgotten  or 
abandoned,  such  discovery  and  use  will  not  defeat  the  rights  of  a  subse- 
quent inventor,  if  he  is  an  original,  though  not  the  first  inventor.  Gayler 
».  Wilder,  10  How^  477 ;  Hall  v.  Bird,  3  Fish.  595 ;  s.  c.  6  Blatch.  438 ; 
Bollock  P.  P.  Co.  V,  Jones,  13  O.  G.  124  ;  s.  c.  3  Ban  &  Ard.  195. 
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If  only  a  single  specimen  of  the  alleged  prior  machine  was  made, 
whether  capable  of  use,  and  whether  actually  used  or  not  by  the  party 
making  it  for  the  purpose  of  testing  its  operation,  it  will  not  invalidate  a 
patent  by  a  subsequent  inventor,  if  it  was  kept  in  the  possession  of  the 
maker  from  the  knowledge  of  the  public,  and  subsequently  broken  up,  and 
the  essential  parts  of  it  did  not  exist  at  the  time  of  the  subsequent  in- 
vention, so  that  the  public  could  derive  the  knowledge  of  it  from  the 
machine  itself,  but  merely  from  the  memory  of  the  maker.  Cahoon  r. 
Rmg,  1  Fish.  397  ;  8.  c.  1  Cliff.  592  ;  Sayles  v.  Raikoad  Company,  2  Fish. 
523 ;  s.  o.  1  Biss.  468 ;  Stainthorp  v,  Humiston,  4  Fifih.  107 ;  Piper  r. 
Brown,  4  Fish.  175. 

An  inventor  who  withholds  his  invention  from  the  public  designedly, 
and  with  the  view  of  applying  it  indefinitely  and  exclusively  for  his  own 
profit,  does  not  come  within  the  objects  or  x>olicy  of  the  Constitution  or 
acts  of  Congress.  He  does  not  promote,  and  if  aided  in  his  design  would 
impede,  the  progress  of  science  and  the  useful  arts.  Hence  if,  during 
such  a  concealment,  an  invention  similar  to  or  identical  with  bis  own, 
should  be  made  and  patented,  or  brought  into  use  without  a  patent,  the 
latter  could  not  be  inhibited  or  restricted,  upon  proof  of  its  identity  with 
a  machine  previously  invented  and  withheld  or  concealed  by  the  inventor 
from  the  public.    Kendall  v,  Winsor,  21  How.  322. 

If  there  has  been,  at  any  time,  and  under  any  circumstances,  an  acci- 
dental discovery  similar  in  character  to  that  which  the  patentee  has  pat- 
ented, but  the  public  obtained  no  knowledge  of  the  invention,  then  the  inven- 
tion was  not  produced  by  the  party  who  made  such  discovery.  In  other 
words,  if  the  party  did  not  comprehend  the  uivention,  he  added  nothing 
to  his  own  stock  of  knowledge,  and  the  fact,  if  observed  by  other  men, 
added  nothing  to  the  knowledge  of  science  upon  that  subject.  Therefore, 
the  invention  was  not  made  until  the  party  contriving,  or  others  ob- 
serving, the  invention,  saw  that  it  could  be  made  available  for  the  pur- 
pose of  producing  a  result  similar  to  the  one  which  the  patentee  mentions 
in  his  specification.    New  York  v.  Ransom,  23  How.  487 ;  s.  c.  1  Fish.  252. 

It  is  well  known  that  centuries  ago  discoveries  were  made  in  certain 
arts,  the  fruits  of  which  have  come  down,  but  the  means  by  which  the 
work  was  accomplished  are  at  this  day  unknown ;  the  knowledge  has 
been  lost  for  ages ;  yet,  if  any  one  now  were  to  discover  an  art  thus  lost, 
and  it  were  a  useful  improvement,  he  would  be  entitled  to  a  patent.  Yet 
he  would  not  literally  be  the  first  and  original  inventor,  but  he  would  be 
the  first  to  confer  on  the  public  the  benefit  of  the  invention.  He  would 
discover  what  is  unknown,  and  communicate  knowledge  which  the  public 
had  not  the  means  of  obtaining  without  his  invention.  Gayler  v.  Wilder, 
10  How.  477. 

Utility. 

An  invention  is  not  useful  which  will  not  enable  the  operator  to  accom- 
plish the  desired  result.  MitcheU  v.  Tilghman,  4  Fish.  599 ;  s.  c.  19  Wall. 
287 ;  5  0.  G.  299 ;  s.  c.  9  Blatch.  1 ;  s.  c.  2  Fish.  518 ;  Hubbell  v.  U.  S., 
5  Ct.  CI.  1 ;  Royer  v.  Russell,  20  O.  G.  1819 ;  s.  c.  9  Fed.  Rep.  696. 
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It  is  not  sufficient  that  the  invention  is  useful  for  some  purpose.  If  it 
is  impracticable  to  be  used  for  the  purpose  for  which  it  was  patented,  the 
patent  is  void.    Bowe  o.  Blanchard,  18  Wis.  441. 

If  no  person  can  make  use  of  the  invention  advantageously,  the  patent 
is  void.  Dickinson  v.  Hall,  31  Mass.  217 ;  Ross  v,  Wolfinger,  5  O.  G.  117 ; 
Bliss  V.  Brooklyn,  6  Fish.  289 ;  a.  o.  10  Blatch.  521 ;  3  O.  G.  269. 

The  law  does  not  look  to  the  degree  of  utility.  It  simply  requires  that 
the  invention  shall  be  capable  of  use,  and  that  the  use  be  such  as  sound 
morals  and  policy  do  not  discountenance.  Bedford  v.  Hunt,  1  Mason 
302;  s.  c.  1  Bobb  148 ;  Dunbar  v.  Marden,  13  N.  H.  311. 

The  invention  must  be  useful  to  an  appreciable  extent,  although  the 
measure  of  that  useAilness  is  not  material.  Any  degree  of  utility  appre- 
ciable by  a  jury  is  sufficient.    Conover  v.  Boach,  4  Fish.  12. 

The  court  will  not  be  very  rigid  as  to  the  degree  of  utility.  It  will  not 
inquire  into  the  precise  quemiutn  of  value,  but  if  the  invention  is  useful  in 
any  degree,  and  not  absolutely  worthless,  the  patent  will  be  sustained. 
Vance  o.  Campbell,  1  Fish.  483 ;  s.  C.  1  Black  427 ;  Tilghman  r.  Werk,  2 
Fish.  229 ;  s.  c.  1  Bond  511 ;  Ez  parte  Geo.  Bichardson,  2  O.  G.  3. 

The  question  is  not  whether  the  invention  is  useful  beyond  all  other 
machines  in  use  for  effecting  the  object  for  which  it  was  designed,  but 
whether  it  is  capable  in  some  degree  of  beneficial  use,  or  will  in  some 
degree  subserve  the  purpose  of  its  design,  or  whether,  on  the  contrary,  it 
is  merely  mischievous  and  injurious,  or  pernicious,  or  frivolous  and  worth- 
less. Dunbar  r.  Marden,  13  N.  H.  311 ;  Crouch  ».  Speer,  6  O.  G.  187 ; 
s.  c.  1  Ban  &  Ard.  145. 

If  the  invention  is  useful,  it  is  not  necessary  that  the  thing  patented 
should  be  the  best  possible  thing  of  the  kind  that  could  be  made.  Winans 
t.  Schen.  &  Troy  B.  B.  Co.,  2  Blatch.  279  ;  Wilbur  v.  Beecher,  2  Blatch. 
132 ;  Crompton  v.  Belknap  Mills,  3  Fish.  536. 

The  law  does  not  requure  the  patentee  to  prove  his  discovery  to  be 
useful  to  an  eminent  or  large  degree.  It  is  sufficient  if  it  produces  an 
improved  article  at  less  cost  or  with  more  expedition  than  other  known 
methods.    Carrt?.  Bice,  1  Fish.  198. 

The  question  is  not  whether  the  patented  machine  does  its  work  better 
or  faster  than  any  other  machine  in  the  same  department  of  labor.  If  it  is 
to  a  certain  degree  useful  and  is  original  with  the  patentee,  it  belongs  to 
him  alone,  whether  it  does  less  or  more  work.  Wilbur  v.  Beecher,  2 
Blatch.  132. 

To  what  extent  an  invention  must  be  useful  to  render  it  the  subject 
of  a  patent,  will  depend  on  the  particular  circumstances  of  each  case,  and 
for  which  no  general  rule  can  be  given,  but  it  must,  in  some  small  measure 
at  least,  be  beneficial  to  the  community.  This  utility  is  to  be  tested  not 
merely  by  the  benefits  which  the  patentee  may  obtain,  but  by  the  advan- 
tages which  the  public  are  to  derive  from  it.  Langdon  v.  De  Groot,  1  Paine 
203 ;  s.  c.  1  Bobb  423. 

It  is  not  necessary  that  the  invention  should  be  of  general  utility.  The 
▼ord  useful  is  incorporated  into  the  statute  in  contradistinction  to  mis- 
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chievous  or  immoral.  For  instance,  a  new  invention  to  poison  people  or 
to  promote  debauchery,  or  to  facilitate  private  assassination,  is  not  a 
patentable  invention.  But  if  the  invention  steers  wide  of  these  objectioDB, 
whether  it  be  more  or  less  useful  is  a  circumstance  very  material  to  the 
patentee  but  of  no  importance  to  the  public.  All  that  the  law  requires  is 
that  the  invention  shall  not  be  frivolous  or  injurious  to  the  well-being, 
good  policy,  or  sound  morals  of  society.  Lowell  v,  Lewis,  I  Mason  182; 
S.  c.  1  Robb  131 ;  Page  v.  Ferry,  1  Fish.  298 ;  Cox  v.  Griggs,  2  Fish.  174; 
s.  C.  1  Biss.  362 ;  Wintermute  v.  Reddington,  1  Fish.  239 ;  Adams  r. 
Edwards,  1  Fish.  1 ;  Smith  v.  O'Connor,  6  Fish.  469 ;  s.  c.  2  Saw.  461 ; 
4  O.  G.  633 ;  Doherty  v.  Haines,  6  O.  G.  118 ;  s.  c.  4  Cliff.  291;  s.  c.  1  Ban  & 
Ard.  289 ;  Wilson  v.  Janes,  3  Blatch.  227 ;  Kneass  e.  Schuylkill  Bank,  4 
Wash.  Q.  C.  9 ;  s.  c.  1  Robb  303 ;  Whitney  v.  Emmett,  Bald.  303 ;  s.  c. 
1  Robb  567 ;  Adams  v.  Loft,  4  Ban  &  Ard.  495. 

An  invention  which  is  neither  frivolous  nor  mischievous,  if  it  be  of  any 
use,  is  embraced  within  the  spirit  of  the  law,  whether  it  be  more  or  less 
useftil.  Page  v.  Ferry,  1  Fish.  298 ;  Cook  v,  Ernest,  5  Fish.  396 ;  s.  c.  1 
Woods  195 ;  2  O.  G.  89 ;  Many©.  Sizer,  1  Fish.  17 ;  Westlake  v.  Cartter, 
6  Fish.  519 ;  s.  c.  4  O.  G.  636 ;  Clark  Patent  Co.  r.  Copeland,  2  Fish.  221 ; 
Converse  c.  Cannon,  2  Woods  7 ;  s.  c.  9  O.  G.  105  ;  Wayne  v.  Holmes,  2 
Fish.  20 ;  s.  c.  1  Bond  27 ;  Winans  v.  Schen.  &  Troy  R.  R.  Co.,  2  Blatch. 
279 ;  Bedford  v.  Hunt,  1  Mason  302 ;  s.  c.  1  Robb  148 ;  Hofllieins  «. 
Brandt,  3  Fish.  218 ;  Wilson  v.  Hentges,  26  Mmn.  288. 

The  beauty  of  an  ornament  is  one  great  test  of  its  utility.  Magic  Ruffle 
Co.  V.  Douglass,  2  Fish.  330. 

The  jury  are  not  to  conclude  that  there  is  no  utility  in  an  improvement 
from  its  apparent  simplicity,  nor  from  the  fact  that  it  may  not  be  the  best 
mode  of  effecting  the  result.  This  last  consideration  would  afiect  the 
value  of  the  patent,  but  not  its  validity.  Bell  v.  Daniels,  1  Fish.  372 ;  s. 
c.  1  Bond  212. 

In  the  absence  of  proof  that  the  thing  patented  is  absolutely  frivolous 
and  worthless,  the  presumption  of  utility  raised  by  the  patent  itself  would 
be  sufficient,  so  far  as  the  question  of  utility  is  concerned,  to  sustain  the 
patent.  Parker  v.  Stiles,  5  McLean  44 ;  Lee  v.  Blandy,  2  Fish.  89 ;  s.  c. 
1  Bond  361 ;  Hays  v.  Sulsor,  1  Fish.  532 ;  s.  c.  1  Bond  279 ;  Vance  t. 
Campbell,  1  Fish.  483 ;  s.  c.  1  Black  427 ;  Tilghman  v.  Werk,  2  Fish. 
229 ;  s.  o.  1  Bond  511 ;  Mowry  v.  Whitney,  3  Fish.  157 ;  s.  c.  14  Wall. 
620 ;  10.  G.  492. 

Li  ascertaining  the  useMness  of  an  invention  it  is  not  important  that 
it  should  be  more  valuable  than  other  modes  of  accomplishing  the  same 
result,  but  it  must  be  a  practical  method  of  domg  the  thing  designed,  in 
which  its  utility  will  more  or  less  consist.  Roberts  v.  Ward,  4  McLean 
565 ;  Winans  v.  Schen.  &  Troy  R.  R.  Co.,  2  Blatch.  279 ;  Seymour  v. 
Osborne,  3  Fish.  555 ;  s.  c.  11  Wall.  516. 

The  only  legal  quality  or  aid  which  an  alleged  invention  can  draw  from 
the  art  witii  which  it  is  connected  in  the  specification  is  that  which  relates 
to  its  utility.  Morton  v.  N.  Y.  Eye  Infirmary,  2  Fish.  320 ;  s.  c.  5  Blatch. 
116. 
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ntOity  in  most  cases  is  a  question  of  fact,  as  it  usuaUy  depends  upon 
the  eyidence  resulting  from  actual  experiment.  Mitchell  v.  TUghman,  4 
Fish.  599 ;  a.  c.  19  Wall.  287 ;  5  O.  G.  299 ;  b.  c.  9  Blatch.  1 ;  s.  c.  2 
Ilsh.  518. 

Any  saving  in  labor  or  expense  is  a  proper  subject  to  be  considered  in 
deciding  the  question  of  utility.  Hays  o.  Sulsor,  1  Fish.  532 ;  s.  c.  1 
Bond  279 ;  Gray  v.  James,  Pet.  C.  C.  476 ;  s.  c.  1  Bobb  144 ;  Simpson  v. 
Mad  River  R.  R.  Co.,  6  McLean  603 ;  Middletown  Co.  v.  Judd,  3  Fish. 
141 ;  Watson  v.  Cunningham,  4  Fish.  528. 

That  a  machine,  when  first  applied  in  practice,  does  not  perfectly  ac- 
complish the  work  for  which  it  was  designed,  or  does  not  accomplish  all 
that  its  inventor  supposed  it  would,  is  not  enough  to  secure  its  rejection 
as  a  patentable  invention.  Correction  of  defects  arising  from  imperfect 
material,  and  not  involving  reorganization  of  the  machine,  will  not  change 
its  fundamental  character  and  subject  it  to  condemnation  as  impracticable 
in  its  original  condition.  Taken  as  a  whole  in  its  construction  and  opera- 
tion, if  it  is  an  advance  upon  the  state  of  the  art  to  which  it  appertams,  ftir- 
nifthing  a  better  though  still  imperfect  method  of  performing  a  useful 
function  than  was  before  available,  it  is  not  to  be  discarded  as  destitute  of 
patentable  worth.  Marsh  v.  Seymour,  97  TJ.  S.  348 ;  s.  c.  13  O.  G.  723 ; 
6.  c.  6  Fish.  115  ;  s.  c.  9  Phila.  380 ;  2  O.  G.  675. 

If  a  machine  can  be  applied  to  any  beneficial  purpose  it  is  useful. 
Dickinson  v.  Hall,  31  Mass.  217. 

If  a  patent  is  not  useful  for  some  beneficial  purpose  it  is  void.  Lester 
V.  Palmer,  86  Mass.  145. 

Utility  is  not  an  infallible  test  of  originality.  The  patent  law  reqmres 
a  thing  to  be  new  as  well  as  useful  in  order  to  entitle  it  to  the  protection 
of  the  statute.    Stanley  Works  v.  Sargent,  4  Fish.  443 ;  s.  c*  8  Blatch. 

The  effect  produced  by  a  change  is  often  an  appropriate  though  not  a 
controlling  consideration  in  determining  the  character  of  the  change 
itself.  Stanley  Works  v.  Sargent,  4  Fish.  443;  s.  c.  8  Blatch.  344; 
Monce  v.  Adams,  12  Blatch.  1 ;  8.  c.  7  O.  G.  177 ;  s.  c.  1  Ban  &  Ard. 
125. 

If  an  article  is  so  expensive  that  manufacturers  would  not  be  induced 
to  make  it,  the  fact  may  be  a  very  important  consideration,  but  is  not 
necessarily  conclusive.    Many  v.  Sizer,  1  Fish.  17. 

An  improvement  is  not  useful  which,  in  eflTectrng  a  subsidiary  truth,  as 
arresting  the  sparks  of  a  locomotive,  is  destructive  of  the  ends  of  the 
principal  machme.    Wilton  v.  B.  B.  Co.,  2  Whart.  Dig.  360. 

An  mvention  which  constantly  exposes  the  operator  to  the  loss  of  his 
life,  or  to  great  bodily  harm,  can  not  be  regarded  as  useful  within  the 
meaning  of  the  patent  law.  Mitchell  v.  Tilghman,  4  Fish.  599 ;  s.  c.  19 
Wall.  287 ;  5  O.  G.  299  ;  8.  c.  9  Blatch.  1 ;  s.  c.  2  Fish.  518. 

An  extensive  use  of  the  patented  article  raises  a  presumption  of  its 
Qtility.  Adams  ».  Edwards,  1  Fish.  1 ;  Heald  r.  Rice,  104  U.  S.  737 ;  s. 
c.  21 0.  G.  1443  ;  s.  c.  13  Pac.  L.  R.  33 ;  Smith  r.  O'Connor,  2  Saw.  461 ; 
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B,  c.  4  O.  G.  633 ;  s,  c.  6  Fish.  469 ;  Albright  v.  Cel.  T.  H.  Co.,  12  0.  G. 
227 ;  2  Ban  &  Ard.  629  ;  Megraw  v.  Carroll,  5  Ban  &  Axd.  324. 

If  the  invention  was  useftil  at  the  time  when  it  was  discovered,  the 
patent  will  be  valid,  although  it  has  been  superseded  by  later  inventions. 
Wheeler  ».  Clipper  Co.,  6  Fish.  1 ;  B.  c.  10  Blatch.  181 ;  2  O.  G.  442; 
Poppenhfisen  v,  Gutta  Percha  Comb  Co.,  2  Fish.  62. 

The  fact  that  other  superior  devices  have  been  invented,  and  have 
driven  it  out  of  use,  does  not  tend  to  prove  that  it  lacks  utility.  Cook  r. 
Ernest,  5  Fish.  396  ;  s.  c.  1  Woods  195  ;  2  O.  G.  89. 

If  another  person  can  superadd  something  which  will  remove  aU  the 
defects  of  an  invention,  and  render  it  useful,  it  immediately  becomes 
valuable,  not  on  account  of  its  own  qualities,  but  because  of  its  capacity 
to  receive  the  improvement,  and  with  its  aid  to  become  useful.  Gray  r. 
James,  Pet.  C.  C.  476 ;  s.  c.  1  Robb  140  ;  Ex  parte  Lipman,  1  O.  G.  304. 

A  patent  is  void  if  the  machine  will  not  answer  the  purpose  for  which 
it  was  intended,  without  some  addition,  adjustment,  or  alteration  which 
the  mechanic  who  is  to  construct  it  must  introduce  of  his  own  invention. 
Burrall  v.  Jewett,  2  Paige  134. 

A  machine  can  not  be  pronounced  useless  or  impracticable  because  it  is 
susceptible  of  improvement  which  will  obviate  or  prevent  embarrassment 
to  its  more  perfect  operation.  Wheeler  e.  Clipper  Co.,  6  Fish.  1 ;  s.  c. 
10  Blatch.  181 ;  2  O.  G.  442. 

The  comparative  value  of  the  thing  invented  is  not  material  so  for  as 
the  exclusive  right  is  concerned,  beyond  the  fact  that  the  article  is  osefiil 
or  of  some  value.  An  article  made  according  to  a  known  method  may  be 
better  than  other  articles  made  in  the  same  manner,  on  account  of  its 
superior  mechanism,  but  this  is  no  foundation  of  an  exclusive  right. 
Hotchkiss  o.  Greenwood,  4  McLean  456 ;  a.  c.  11  How.  248 ;  s.  c.  2  Bobb 
730 ;  Many  v.  Jagger,  1  Blatch.  372. 

The  objection  that  the  invention  is  not  useful  generally  comes  with  bad 
grace  from  a  person  charged  with  an  Infringement,  because  if  the  inven- 
tion is  of  no  utility,  then  he  ought  not  to  use  it,  and  the  very  fieu^t  of  his 
using  it  shows  that  his  practice  and  his  professions  as  regards  the  utility 
of  the  invention  are  very  much  at  variance.  Many  v.  Jagger,  1  Blatch. 
372 ;  Turrill  v.  111.  Cent.  R.  R.  Co.,  3  Fish.  330 ;  s.  c.  2  Bias.  66 ;  Gray 
t>,  James,  Pet.  C.  C.  394 ;  s.  c.  Pet.  C.  C.  476 ;  s.  c.  I  Robb  120,  140 ; 
Robertson  v.  Garrett,  6  Fish.  278 ;  s.  c.  10  Blatch.  490 ;  Lee  v.  Blandy,  2 
Fish.  89 ;  s.  c.  1  Bond  361 ;  Heald  v.  Rice,  104  U.  S.  737 ;  s.  C.  21  0.  G. 
1443 ;  B.  c.  13  Pac.  L.  R.  33 ;  Poppenhusen  o.  Gutta  Percha  Comb  Co.,  2 
Fish.  62 ;  Winans  r.  N.  Y.  &  Erie  R.  R.  Co.,  1  Fish.  213 ;  s.  c.  21  How.  88 ; 
Simpson  v.  Mad  River  R.  R.  Co.,  6  McLean  603 ;  Middletown  Co.  v.  Judd, 
3  Fish.  141 ;  Foye  v.  Nichols,  22  O.  G.  2243 ;  s.  c.  13  Fed.  Rep.  128. 

If  the  defendant  has  used  the  invention  itself,  or  something  substantially 
like  it,  he  is  estopped  from  denying  its  utility,  for  use  implies  utility,  and 
it  would  be  fau:  to  presume  that  the  party  would  not  use  it  if  he  thought  it 
of  no  utility.  Hays  v,  Sulsor,  1  Fish.  532 ;  s.  c.  1  Bond  279 ;  Vance  o. 
Campbell,  IFish.  483 ;  a.  c.  1  Black  427 ;  Smith  v.  O'Connor,  6  Fish.  469 ; 
B.  c.  2  Saw.  461 ;  4  O,  G.  633. 
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Wltat  Is  Patentable. 

At  common  law  an  inventor  has  no  exclusive  light  to  his  invention  or 
discovery.  That  exclusive  right  is  the  creature  of  the  statute,  and  to  that 
the  courts  must  look  to  see  if  the  right  claimed  in  a  given  case  is  within  its 
terms.  The  true  field  of  inquiry  is  to  ascertain  whether  or  not  the  alleged 
invention  set  forth  in  the  specification  is  embraced  within  the  scope  of  the 
statute.  Morton  o.  N.  Y.  Eye  Infirmary,  2  Fish.  320 ;  s.  c.  5  Blatch.  116 ; 
Latta  9.  Shawk,  I  Fish.  465 ;  s.  c.  1  Bond  259. 

Whatever  may  be  the  extent  of  the  terms  of  the  grant  under  the  Con- 
statation,  the  only  power  that  Congress  has  exercised  is  the  power  to  give 
a  patent  for  a  '^  new  and  useful  art,  machine,  manufacture,  or  composition 
of  matter.''    Singer  v.  Wamsley,  1  Fish.  558. 

The  terms  ^^art,  machine,  manufacture,  or  composition  of  matter*'  are 
intended  to  cover  the  whole  range  of  useful  invention  to  every  piece  of 
which  some  one  of  them  and  to  many  more  than  one  of  them  will  apply. 
Anilin  Fabrik  v,  Cochrane,  16  Blatch.  155 ;  s.  c.  4  Ban  &  Ard.  215. 

Principle. 

A  machine  is  a  concrete  thing  consisting  of  parts,  or  of  certain  devices 
and  combinations  of  devices.  The  principle  of  a  machine  is  properly 
defined  to  be  its  mode  of  operation,  or  that  peculiar  combination  of 
devices  which  distinguishes  it  from  other  machines.  A  machine  is  not  a 
principle  or  an  idea.  Because  the  law  requires  a  patentee  to  explain  the 
mode  of  operation  of  his  peculiar  machine  which  distinguishes  it  from 
others,  it  does  not  authorize  a  patent  for  a  mode  of  operation  as  exhibited 
in  a  machine.  There  is  no  authority  in  the  statute  to  grant  a  patent  for 
a  principle,  or  a  mode  of  operation,  or  an  idea  or  any  other  abstraction. 
Burr  0.  Duryee,  2  Fish.  275  ;  s.  c.  1  Wall.  531 ;  Stone  o.  Sprague,  1  Story 
270 ;  8.  c.  2  Bobb  10 ;  Case  v.  Brown,  2  Fish.  268 ;  s.  c.  2  Wall.  320  ;  1 
Bias.  382 ;  Sullivan  v.  Redfield,  1  Paine  441 ;  s.  c.  1  Bobb  477  ;  Barrett 
V.Hall,  1  Mason  447 ;  s.  c.  1  Robb  207  ;  Hatch  v.  MoflSt,  15  Fed.  Bep.  252 ; 
Yale  Lock  Manuf.  Co.  v.  Berkshire  Natl.  Bank,  17  Fed.  Bep.  531. 

In  its  naked  ordinary  sense,  a  discovery  is  not  patentable.  A  discovery 
of  a  new  principle,  force,  or  law  operating,  or  which  can  be  made  to 
operate  on  matter,  will  not  entitle  the  discoverer  to  a  patent.  It  is  only 
where  the  explorer  has  gone  beyond  the  mere  domain  of  discovery,  and 
bas  laid  hold  of  the  new  principle,  force,  or  law  and  connected  it  with 
some  particular  medium  or  mechanical  contrivance  by  which  or  through 
which  it  acts  on  the  material  world,  that  he  can  secure  the  exclusive  con- 
trol of  it  under  the  patent  laws.  He  then  controls  his  discovery  through 
the  means  by  which  he  has  brought  it  into  practical  action,  or  their 
eqnlTalent,  and  only  through  them.  It  is  then  an  invention,  although  it 
embraces  a  discovery.  Sever  the  force  or  principle  discovered  from  the 
means  or  mechanism  through  which  he  has  brought  it  into  the  domain  of 
invention,  and  it  immediately  £alls  out  of  that  domain  and  eludes  his 
gnsp.  It  is  then  a  naked  discovery,  and  not  an  invention.  Every  in- 
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▼ention  may,  in  a  certain  sense,  embrace  more  or  less  of  discovery,  for  it 
must  always  include  something  that  is  new  ;  but  it  by  no  means  follows 
that  every  discovery  is  an  invention.  It  may  be  the  soul  of  an  invention, 
but  it  can  not  be  the  subject  of  the  exclusive  control  of  the  patentee  or 
the  patent  law  until  it  inhabits  a  body,  no  more  than  can  a  disembodied 
spirit  be  subjected  to  the  control  of  human  laws.  Morton  v.  N.  Y.  Eye 
Infirmary,  2  Fishw  320;  s.  c.  5  Blatch.  116. 

The  intellectual  'conception  of  a  possible  process,  without  a  potential 
working  of  it  out,  is  not  patentable.  If  an  inventor  merely  conceives  a 
mechanical  process  in  his  mind,  and  then  sets  to  work  to  construct  a 
machine  to  work  that  process,  and  works  it  out  in  no  other  way,  and  the 
macliine  fails  to  work  successfully,  then  his  claim  as  the  inventor  of  a 
process  is  as  groundless  as  his  claim  as  the  inventor  of  a  machine.  Union 
Manuf.  Go.  o.  Lounsbury,  2  Fish.  389. 

The  beneficent  and  imposing  character  of  a  discovery  can  not  change 
the  legal  principles  upon  which  the  law  of  patents  is  founded,  nor  abro- 
gate the  rules  by  which  judicial  construction  must  be  governed.  These 
principles  and  rules  are  fixed  and  uninfluenced  by  shades  and  degrees  of 
comparative  merit.  They  secure  to  the  inventor  a  monopoly  in  the 
manufacture,  use,  and  sale  of  very  humble  contrivances  of  limited  useful- 
ness, the  fruits  of  indifferent  skill  and  trifling  ingenuity,  as  well  as  those 
grander  products  of  his  genius  which  confer  renown  on  himself  and 
extensive  and  lasting  benefits  on  society.  But  they  are  inadequate  to  the 
protection  of  every  discovery  by  securing  its  exclusive  control  to  the 
explorer  to  whose  eye  it  may  be  first  disclosed.  A  discovery  may  be 
brilliant  and  useful,  and  not  patentable.  Morton  v.  N.  Y.  Eye  Infirmary, 
2  Fish.  320;  s.  c.  5  Blatch.  116. 

A  principle  may  be  embodied  and  applied  so  as  to  afibrd  some  result  of 
practical  utility  in  the  arts  and  manufactures,  and  under  such  circum- 
stances a  principle  may  be  the  subject  of  a  patent.  It  is,  however,  the 
embodiment  and  application  of  the  principle  which  constitute  the  grant  of 
the  patent.  The  principle  so  embodied  and  applied,  and  the  principle  of 
such  embodiment  and  application,  are  essentially  distinct,  the  former 
being  a  truth  of  exact  science,  or  a  law  of  natural  science,  or  a  rale  of 
practice ;  the  latter  a  practice  founded  on  such  truth,  law,  or  rule.  Win- 
termute  v.  Bedington,  1  Fish.  239 ;  Wing  v,  Eichardson,  2  Fish.  535 ;  s.  G. 
2  Cliff.  449 ;  Blanchard  v.  Eldridge,  2  Whart.  Dig.  358 ;  McComb  p. 
Brodie,  5  Fish.  384 ;  s.  0. 1  Woods  153 ;  2  O.  G.  117;  Singer  v.  Walms- 
ley,  1  Fish.  558 ;  Sickles  v.  Borden,  3  Blatch.  535. 

The  distinction  between  a  patent  for  a  principle  and  a  patent  which  can 
be  supported  is,  that  there  must  be  an  embodiment  of  the  principle  in 
some  practical  mode  described  in  the  specification  for  carrying  it  into 
actual  effect ;  and  then  a  patent  may  be  taken  out,  not  for  the  principle, 
but  for  the  mode  of  carrying  the  principle  into  effect.  However  brilliant 
the  discovery  of  the  new  principle  may  be,  to  make  it  useful  it  must  be 
applied  to  some  practical  purpose.  Short  of  this  no  patent  can  be  granted. 
Le  Boy  v.  Tatham,  22  How.  132.  / 
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A  patent  is  not  good  for  an  effect,  or  the  result  of  a  certain  process,  as 
that  would  prohibit  all  other  persons  from  making  the  same  thing  by  any 
means  whatsoever.  Le  Boy  v,  Tatham,  14  How.  156 ;  s.  c.  2  Blatch.  474 ; 
Ssngster  r.  Miller,  2  Fish.  563  ;  s.  o.  5  Blatch.  243 ;  Ex  parte  Hobson,  1 
0. 6. 141 ;  Carr  v.  Bice,  1  Fish.  325 ;  8.  c.  4  Blatch.  200 ;  Sickels  v.  Falls 
Co.,  2  Fish.  202 ;  s.  c.  4  Blatch.  508 ;  Whittemore  v.  Cutter,  1  Gallis. 
478;  s.  c.  1  Bobb  40;  Brown  v.  Selby,  4  Fish.  363;  s.  o.  2  Biss.  457; 
Shaw  &  W.  Co.  r.  Lovejoy,  7  Blatch.  232. 

It  is  not  purpose  or  results  that  are  the  subject  of  patent,  but  the  instru- 
mentality, contrivance  or  machinery  through  the  agency  of  which  results 
are  effected.  If  two  inventions  are  the  same  in  fact,  whatever  may  be 
clamed  by  either  party  in  effect,  they  are  one  as  a  necessary  legal  con- 
sequence.   Ez  parte  Merrill,  1  McArthur  301 ;  s.  o.  5  O.  G.  120. 

A  claim  for  a  thing  fabricated  in  a  given  form,  for  a  specific  purpose, 
and  out  of  materials  so  united  that  the  combined  fabric  is  impressed  with 
the  peculiar  qualities  which  belong  to  each  of  its  constituents,  is  not  a 
chum  for  a  mere  abstract  result.  Union  Paper  Collar  Co.  v.  White,  7  O. 
G.  698 ;  s.  c.  2  Ban  &  Ard.  60. 

Art. 

The  word  *'art  '^  in  the  patent  laws,  as  well  as  in  the  Constitution, 
means  a  useful  art,  or  a  manufacture  which  is  beneficial,  and  which  is 
required  to  be  described  with  exactness  in  its  mode  of  operation,  and  of 
course  can  be  protected  only  fn  the  mode  and  to  the  extent  thus  described. 
Smith  V.  Downing,  1  Fish.  64. 

A  patent  may  be  for  a  new  and  useful  art,  but  it  must  be  practical ;  it 
must  be  applicable  and  referrible  to  something  which  may  prove  it  to  be 
useful.  A  mere  abstract  principle  is  unsusceptible  of  appropriation  by 
patent.  Evans  v.  Eaton,  Pet.  C.  C.  322 ;  s.  o.  3  Wheat.  454 ;  s.  c.  1 
Robb  68,  243. 

An  art  as  such  may  be  made  the  subject  of  a  patent.  The  constitu- 
tional provision  under  which  the  patent  laws  are  fhtmed  looks  to  the  pro- 
motion of  ^^  useful  arts.^'  The  act  places  ^^  a  new  and  useful  art "  among 
the  discoveries  it  proposes  to  protect,  and  assigns  to  it  the  first  place  on 
the  list.  There  is  no  reason  of  policy  which  should  deny  protection  to  an 
art  while  extending  it  to  the  machinery  or  processes  which  the  art  teaches, 
employs  and  makes  useful.    French  v.  Bogers,  1  Fish.  133. 

A  combination  of  arrangements  and  processes  to  work  out  a  new  and 
useful  result  is  a  new  and  useful  art.  A  novel  process  or  method  of 
operation  that  amounts  to  a  successful  application  of  known  things  to  a 
practical  use  is  patentable  as  an  art.  Boberts  v.  Dickey,  4  Fish.  532 ; 
8.  c.  4  Brews.  260 ;  10.  G.  4. 

If  the  invention  is  not  a  machine,  manufacture  or  composition  of 
matter,  it  must  be  an  art  in  order  to  be  patentable.  Jacobs  r.  Baker,  7 
Wall.  295. 

A  claim  may  be  construed  to  be  for  a  new  art  and  not  a  new  manufac- 
tore.    Collender  v.  Bailey,  13  O.  G.  277 ;  s.  c.  3  Ban  &  Ard.  217. 
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Process. 

A  process  eo  nomine  is  not  made  the  subject  of  a  patent  m  any  act  of 
Congress.  It  is  included  under  the  general  term  *^  useful  art/'  An  art 
may  require  one  or  more  processes  or  machuied  in  order  to  produce  a 
certain  result  or  manufacture.  The  term  machine  includes  every  mechan* 
ical  device,  or  combination  of  mechanical  powers  and  devices,  to  perform 
some  function  and  produce  a  certain  effect  or  result.  But  where  the 
result  or  effect  is  produced  by  chemical  action,  by  the  operation  or  appli- 
cation of  some  element  or  power  of  nature,  or  of  one  substance  to  another, 
such  modes  or  methods  or  operations  are  called  processes.  A  new  pro- 
cess is  usually  the  result  of  discovery ;  a  machine,  of  invention.  It  is  for 
the  discovery  or  invention  of  some  practicable  method  or  means  of  pro- 
ducing a  beneficial  result  or  effect,  that  a  patent  is  granted,  and  not  for 
the  result  or  effect  itself.  It  is  when  the  term  process  is  used  to  repre- 
sent the  means  or  method  of  producing  a  result  that  it  is  patentable,  and 
it  will  include  all  methods  or  means  which  are  not  effected  by  mechanism 
or  mechanical  combinations.  But  the  term  process  is  often  used  in  a 
more  vague  sense,  in  which  it  can  not  be  the  subject  of  a  patent.  Thus 
it  is  said  that  a  board  is  undeigoing  the  process  of  being  planed,  grain  of 
being  ground,  iron  of  being  hammered  or  rolled.  Here  the  term  is  used 
subjectively  or  passively,  as  applied  to  the  material  operated  on,  and  not 
to  tiie  method  or  mode  of  producing  that  operation,  which  is  by  mechan- 
ical means  or  the  use  of  a  machine,  as  distisguished  from  a  process.  In 
this  use  of  the  term  it  represents  the  function  of  a  machine,  or  the  effect 
produced  by  it  on  the  material  subjected  to  the  action  of  the  machine. 
But  it  is  well  settled  that  a  man  can  not  have  a  patent  for  the  function  or 
abstract  effect  of  a  machine,  but  only  for  the  machine  which  produces  it. 
Coming  ».  Burden,  15  How.  252 ;  Cochran  t?.  Deener,  11  O.  G.  637 ;  s.  c. 
94  TJ.  S.  780  ;  Wood  Paper  Co.  v.  Fibre  Co.,  3  Fish.  362 ;  s.  c.  6  Blatch. 
27 ;  Brown  v*  Piper,  4  Fish.  175 ;  s.  c.  91  U.  S.  37;  1  Holmes  20;  s.  c. 
10  O.  G.  417 ;  Smith  v.  Frazer,  5  Fish.  543 ;  s.  c.  2  O.  G.  175  ;  Tilghman 
V.  Morse,  5  Fish.  323 ;  s.  a  9  Blatch.  421 ;  1  O.  G.  574 ;  Tilghman  c. 
Proctor,  102  U.  S.  707 ;  s.  c.  19  O.  G.  859 ;  American  Bell  T.  Co.  v. 
Spencer,  20  O.  G.  299 ;  s.  c.  8  Fed.  Kep.  509 ;  United  Nickel  Co.  r.  Pen- 
dleton, 15  Fed.  Hep.  739 ;  American  B.  T.  Co.  v,  Dolbear,  23  O.  G.  535; 
s.  c.  15  Fed.  Rep.  448. 

''  Process,"  or  ''  method,"  when  used  to  represent  the  means  of  j»o- 
ducing  a  beneficial  result,  are,  in  law,  synonymous  with  art,  provided  the 
means  are  not  effected  by  mechanism  or  mechanical  combinations.  Brown 
V.  Piper,  4  Fish.  175  ;  s.  c.  91  TJ.  S.  37  ;  1  Holmes  20  ;  s.  c.  10  0-  G.  417. 

The  word  prmciple  is  used  by  elementary  writers  on  patent  subjects, 
and  sometimes  in  adjudications  of  courts,  with  such  a  want  of  precision  in 
its  application  as  to  mislead.  It  is  admitted  that  a  principle  is  not  pat- 
entable. A  principle  in  the  abstract  is  a  fundamental  truth,  an  original 
cause,  a  motive ;  these  can  not  be  patented,  as  no  one  can  claim  in  either 
of  them  an  exclusive  right.    Nor  can  an  exclusive  right  exist  to  a  new 
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power,  should  one  be  discovered  in  addition  to  those  already  known. 
Through  the  agency  of  machinery  a  new  steam  power  may  be  said  to 
have  been  generated.  But  no  one  can  appropriate  this  power  exclusively 
to  himself  under  the  patent  laws.  The  same  may  be  said  of  electricity, 
and  of  any  other  power  in  nature  which  is  alike  open  to  all,  and  may  be 
applied  to  useful  purposes  by  the  use  of  machinery.  In  all  such  cases 
the  processes  used  to  extract,  modify  and  concentrate  natural  agencies 
constitute  the  invention.  The  elements  of  the  power  exist ;  the  inven- 
tion is  not  in  discovering  them,  but  in  applying  them  to  useful  objects. 
Le  Boy  v.  Tatham,  14  How.  156 ;  s.  c.  2  Blatch.  474 ;  22  How.  132 ; 
New  York  v.  Ransom,  23  How.  487  ;  s.  c.  1  Fish.  252 ;  Wyeth  ©.  Stone,  1 
Story  273 ;  s.  c.  2  Robb  23 ;  O'Reilly  v.  Morse,  15  How.  62  ;  Whitney  v. 
Emmett,  Bald.  303 ;  s.  c.  1  Robb  567 ;  Lowell  v,  Lewis,  1  Mason  182 ; 
s.  c.  1  Robb  131 ;  Buchanan  o.  Howland,  2  Fish.  341 ;  s.  c.  5  Blatch.  151 ; 
Sikby  V.  Foote,  2  Blatch.  260 ;  s.  c.  20  How.  378  ;  Poillon  o.  Schmidt,  3 
Fish.  476 ;  s.  c.  6  Blatch.  299 ;  Smith  v.  Ely,  5  McLean  76 ;  s.  c.  15 
How.  137 ;  Tremaine  v.  Hitchcock,  23  Wall.  518 ;  s.  C.  7  O.  G.  1055 ; 
8.  G.  4  Fish.  508 ;  s.  c.  8  Blatch.  440  ;  Detmold  v.  Reeves,  1  Fish.  127  ; 
Roberts c.  Dickey,  4  Fish.  532 ;  s.  o.  4  Brews.  240 ;  1  O.  G.  4 ;  Blanchard 
r.  Eldridge,  2  Whart.  Dig.  358 ;  Smith  v.  Downing,  1  Fish.  64 ;  Wood  v. 
Cleveland  Rolling  Mill,  4  Fish.  550;  Tilghman  v.  Werk,  2  Fish.  229; 
B.  c.  1  Bond  511 ;  Bell  v.  Daniels,  1  Fish.  372;  s.  o.  1  Bond  212;  Shaw 
&  W.  Co.  V.  Lovejoy,  7  Blatch.  232. 

Where  a  party  has  discovered  a  new  application  of  some  property  in 
nature  never  before  known  or  in  use,  by  which  he  has  produced  a  new 
and  useful  result,  the  discovery  is  the  subject  of  a  patent,  independently 
of  any  peculiar  or  new  arrangement  of  machinery  for  the  purpose  of 
applying  the  new  property  in  nature,  and  hence  the  inventor  has  the 
right  to  use  any  means,  old  or  new,  in  the  application  of  the  new  prop- 
erty to  produce  the  new  and  useful  result  to  the  exclusion  of  all  other 
means.  Otherwise  a  patent  would  afford  no  protection  to  an  inventor  in 
cases  of  this  description,  because  if  the  means  used  by  him  for  applying 
his  new  idea  must  necessarily  be  new,  then  in  all  such  cases  the  novelty 
of  the  arrangement  used  for  the  purpose  of  effecting  the  application 
would  be  involved  in  every  instance  of  infringement,  and  the  patentee 
would  be  bound  to  make  out,  not  only  the  novelty  in  the  new  application, 
but  also  the  novelty  in  the  machinery  employed  by  him  in  making  the 
application.    Silsby  v.  Foote,  2  Blatch.  260  ;  s.  c.  20  How.  378. 

A  process  is  a  mode  of  treatment  of  certain  materials  to  produce  a 
given  result.  It  is  an  act  or  a  series  of  acts  to  be  performed  on  thg  sub- 
ject-matter to  be  transformed  and  reduced  to  a  different  state  or  thing. 
Cochrane  v.  Deener,  94  TJ.  S.  780  ;  11  O.  G.  637. 

The  machinery  pointed  out  as  suitable  to  perform  a  process  may  or  may 
not  be  new  or  patentable,  while  the  process  itself  may  be  altogether  new, 
and  produce  an  entirely  new  result.  The  process  may  be  patentable 
inespective  of  the  particular  form  of  the  instrumentalities  used.  Coch- 
rane V.  D^ner,  94  U.  S.  780 ;  s.  c.  11  O.  G.  637. 
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A  claim  for  a  process  carried  into  effect  by  an  apparatus  is  valid.  Black 
V.  Thome,  6  Fish.  550 ;  s.  c.  10  Blatch.  66 ;  2  0.  G.  388. 

He  who  first  utilizes  and  applies  a  peculiar  property  of  a  material  is 
entitled  to  a  patent  for  such  application,  whether  he  was  the  first  person 
to  discover  the  peculiarity  or  not.  Mulford  v.  Pearce,  13  Blatch.  173; 
s.  C.  9  O.  G.  204 ;  s.  c.  2  Ban  &  Ard.  190. 

A  new  mode  or  manner  of  producing  a  motion  may  be  patentable. 
Hovey  v.  Stevens,  3  W.  &  M.  17 ;  s.  c.  2  Robb  567. 

The  idea  of  forcing  water  from  the  earth  into  a  well-pit  by  the  use  of 
artificial  power,  when  made  available  by  a  method  whereby  it  is  put  to 
practical  use,  is  patentable  as  a  process.  Andrews  v.  Carman,  13  Blatch. 
307 ;  s.  c.  9  O.  G.  1011 ;  s.  c.  2  Ban  &  Ard.  277 ;  Andrews  v.  Wright,  13 
O.  G.  969 ;  s.  c.  3  Ban  &  Ard.  329 ;  Andrews  v.  Cross,  19  O.  G.  1705 ; 
s.  c.  19  Blatch.  294 ;  s.  c.  8  Fed.  Rep.  269. 

The  elements  of  the  process  may  be  old,  but  when  combined  for  the 
purpose  of  putting  a  new  idea  to  practical  use  they  constitute  a  new  and 
useful  process.  Andrews  v.  Carman,  13  Blatch.  307  ;  s.  c.  9  O.  G.  1011 ; 
s.  c.  2  Ban  &  Ard.  277. 

There  is  a  distinction  between  a  machine  and  a  process.  A  machine 
is  a  thing.  A  process  is  an  act  or  a  mode  of  acting.  The  one  is  visible 
to  the  eye — an  object  of  perpetual  observation.  The  other  is  a  concep- 
tion of  the  mind,  seen  only  by  its  effects  when  being  executed  or  per- 
formed.   Tilghman  v.  Proctor,  102  U.  S.  707  ;  s.  c.  19  O.  G.  859. 

A  mere  mechanical  operation  is  not  patentable  as  a  process,  and  is  not 
within  the  protection  of  the  patent  law  when  taken  apart  from  the  means 
of  performing  it.  MacKay  v.  Jackman,  22  O.  G.  85  ;  s.  c.  12  Fed.  Bep. 
615 ;  New  r.  Warren,  22  O.  G.  689. 

Machine. 

Patentable  inventions  pertaining  to  machines  may  be  divided  into 
four  classes  :  1st,  entire  machines  ;  2d,  separate  devices  of  a  machine ; 
3d,  new  devices  of  a  machine  in  combination  with  old  elements,  all  em* 
braced  in  one  claim,  or  with  separate  claims  for  what  is  new.  together 
with  a  claim  for  the  new  combination  of  all  the  elements  ;  4th,  devices  or 
elements  of  a  machine  in  combination  where  all  the  devices  or  elements 
are  old.    Sanford  ».  Merrimac  Hat  Co.,  10  O.  G.  466  ;  s.  c.  4  Cliff.  404. 

All  machines  may  be  regarded  as  merely  devices  by  the  instrumentality, 
of  which  the  laws  of  nature  are  made  applicable  and  operative  to  the  pro- 
ducticy^  of  a  particular  result.  He  who  first  discovers  that  a  law  of 
nature  can  be  so  applied,  and,  having  devised  machmery  to  make  it 
operative,  introduces  it  in  a  practical  form  to  the  knowledge  of  his  fellow 
men,  is  a  discoverer  and  inventor  of  the  highest  grade,  not  merely  of  the 
mechanism,  the  combination  of  iron,  brass  and  wood  in  the  form  of 
levers,  screws  or  pulleys,  but  the  force  which  operates  through  the  me- 
chanical medium,  the  principle ;  and  this  title  as  a  discoverer  he  may 
lawfully  assert  and  secure  to  himself  by  letters  patent,  thus  establishing 
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his  property  not  only  in  the  formal  device,  but  in  the  essential  principle 
which  his  machine  was  the  first  to  embody,  to  exemplify,  to  illustrate,  to 
make  operative  and  to  announce  to  mankind,  Parker  v.  Hulme,  1  Fish.  44. 

If  the  party  claims  a  whole  machine,  it  must  in  substance  be  a  new 
machine,  that  is,  it  must  be  a  new  mode,  method  or  application  of 
mechanism  to  produce  some  new  effect,  or  to  produce  an  old  effect  in  a 
new  way.    Woodcock  v.  Parker,  1  Gallis.  438 ;  s.  c.  1  Eobb  37. 

If  the  patentee  is  the  inventor  of  a  mode  of  making  a  machine  in  a 
different  manner  from  any  ever  before  made,  and  it  thereby  produces  a 
new  and  useful  result  by  a  new  combination  of  old  materials,  he  may 
claim  the  whole  machine.  When  there  is  an  addition  to  an  old  machine, 
or  part  of  an  old  machine,  or  a  mere  alteration  of  some  of  its  subordinate 
parts,  the  claim  can  only  be  for  an  improvement ;  but  where  the  whole 
mode  of  forming  the  thing  and  its  effect  are  new,  it  may  be  claimed  as  new. 
Geiger  v.  Cook,  3  W.  &  S.  266. 

A  patent  may  be  obtained  for  a  function  as  embodied  in  a  particular 
machine,  whose  mode  of  operation  and  general  structure  are  pointed  out. 
Blanchard  v.  Sprague,  2  Story  164 ;  s.  o.  3  Sum.  535 ;  s.  c.  1  Robb  734, 
742;  Parham  o.  Sewing  Machine  Co.,  4  Fish.  468. 

A  patent  for  an  arrangement  to  produce  a  given  mechanical  result  is 
not  a  patent  for  a  function,  but  a  patent  for  the  means  when  especially 
arranged  to  produce  the  result.  Benwick  v.  Pond,  5  Ush.  569  ;  s.  c.  10 
Blatch.  39 ;  2  O.  G.  392. 

If  the  patentee  is  the  inventor  of  both  the  apparatus  and  the  process, 
he  may  claim  the  apparatus  when  employed  to  work  the  process.  Black 
».  Thome,  5  Fish.  550 ;  s.  O.  10  Blatch.  66 ;  2  0.  G.  388. 

A  device  may  be  patentable  although  it  has  not  in  itself,  apart  from 
any  connection  with  or  application  to  other  known  devices  or  instrumen- 
talities, capacity  to  produce  practically  useful  results.  Wheeler  v,  Clipper 
Co.,  6  Fish.  1 ;  s.  c.  10  Blatch.  181 ;  2  O.  G.  442. 

A  hotel  raster  constructed  to  receive  advertisements  about  its  mai^n 
is  patentable  as  a  structure.  Hawes  o.  Washburn,  5  O.  G.  491 ;  Hawes 
».  Cook,  5  O.  G.  493. 

A  discovery  that  the  attachment  of  an  advertisement  permanently  to  a 
balloon  is  a  good  mode  of  advertising  is  not  patentable  as  an  apparatus. 
Gould  p.  Commissioner,  1  McArthur  410 ;  s.  c.  5  O.  G.  121. 

Combinations. 

The  word  ^*  machine  *'  in  the  statute  includes  new  combinations  as  well 
a£  new  organizations  of  mechanism,  and  hence  there  may  be  a  patent  for 
new  combinations  of  machinery  to  produce  certain  effects,  whether  the 
machines  constituting  the  combination  be  new  or  old.  Wintermute  v. 
Bedington,  1  Fish.  239 ;  Williams  r.  Rome  W.  &  O.  R.  R.  Co.,  15  O.  G. 
5^;  8.  c.  15  Blatch.  200  ;  s.  c.  3  Ban  &  Ard.  413. 

In  order  to  render  a  combination  patentable,  the  results  must  be  a  pro- 
duct of  the  combination  and  not  a  mere  aggregate  of  several  results,  each 
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the  complete  product  of  one  of  the  combined  elements.  Merely  bringing 
old  devices  into  juxtaposition,  and  there  allowing  each  to  work  oat  itB 
own  effect  without  the  production  of  something  novel,  is  not  invention. 
Hailes  r.  Van  Wormer,  20  Wall.  353 ;  s.  c.  5  O.  G.  89 ;  s.  c.  7  Blateh. 
443 ;  Booth  v.  Parks,  1  Flippin  381 ;  s.  c.  1  Ban  &  Ard.  225 ;  Sarven  o. 
Hall,  5  Fish.  415 ;  s.  c.  9  Blateh.  524 ;  1  O.  G.  437 ;  Ross  v.  Wolfinger,  5 
O.  G.  117 ;  Sawyer  v.  Bixby,  9  Blateh.  361 ;  s.  c.  1  O.  G.  166;  8-  c.  5 
Fish.  283 ;  Perry  v.  Co-operative  Foundry,  22  O.  G.  1624 ;  s.  c.  12  Fed 
Rep.  436 ;  Perry  v.  Co-operative  Foundry,  12  Fed.  Rep.  149 ;  Rubber  C 
H.  T.  Co.  V.  Welling,  97  U.  S.  7 ;  s.  c.  13  O.  G.  727 ;  s.  c.  7  O.  G.  608 
s.  c.  1  Ban  &  Ard.  282 ;  Loom  Co.  v.  Higgins,  105  U.  S.  580 ;  s.  c.  21  0 
G.  2031 ;  s.  c.  16  O.  G.  675 ;  s.  c.  15  Blateh.  446 ;  s.  c.  4  Ban  &  Ard.  88 ; 
Blackman  v.  Kibbler,  17  Blateh.  333 ;  s.  c.  17  O.  G.  107  ;  s.  c.  4  Ban  & 
Ard.  641 ;  8.  c.  25  I.  R.  R.  394 ;  Double  Pointed  T.  Co.  v.  T.  R.  Manuf. 
Co.,  18  O.  G.  683 ;  s.  c.  5  Ban  &  Ard.  465  ;  s.  C.  3  Fed.  Rep.  26 ;  Slawson 
V.  Raihoad  Co.,  17  Blateh.  512 ;  s.  c.  24  O.  G.  99 ;  s.  C.  5  Ban  &  Ard. 
210 ;  s.  c.  4  Fed.  Rep.  531 ;  Fisher  v,  Connaris,  1  Mackey  212 ;  s.  o.  20  0. 
G.  957;  Beatty  v.  Hodges,  19  Blateh.  381;  s.  c.  20  O.  G.  1666;  s.c.  8 
Fed.  Rep.  610 ;  Pickering  ».  McCullough,  104  U.  S.  310 ;  s.  c.  21  0.  G. 
73 ;  s.  C.  13  O.  G.  818 ;  s.  c.  3  Ban  &  Ard.  279 ;  Combined  Can  Co.  v. 
Lloyd,  11  Fed.  Rep.  149 ;  s.  c.  39  Leg.  Int.  82 ;  Doubleday  v.  Roess,  22 
O.  G.  861 ;  8.  c.  11  Fed.  Rep.  737 ;  Thatcher  Heating  Co.  r.  Burtis.  22 
O.  G.  262 ;  8.  c.  12  Fed.  Rep.  569 ;  Sawyer  v.  Miller,  12  Fed.  Rep.  725 ; 
Clark  P.  H.  Co.  v.  Ferguson,  24  O.  G.  1090 ;  s.  c.  17  Fed.  Rep.  79 ;  Wood 
V.  Packer,  17  Fed.  Rep.  650. 

All  the  parts  or  devices  of  the  combination  claimed  must'sco-operate  to 
produce  a  given  result,  in  order  to  form  a  legitimate  combination ;  and  if 
one  part  does  not  co-operate  with  the  others,  the  patent  is  void  for  want 
of  unity  and  co-operation  of  its  several  parts*  Swiit  o.  Whisen,  3  Fish. 
343 ;  8.  G.  2  Bond  115 ;  Hoffman  v.  Young,  18  O.  G.  794 ;  Stephenson  e. 
Brooklyn  C.  T.  R.  R.  Co.,  19  Blateh.  473 ;  s.  c.  14  Fed.  Rep.  457. 

Co-operation  does  not  mean  merely  acting  together  or  simultaneously 
but  unitedly  to  a  common  end,  a  unitary  result ;  each  and  every  part  must 
have  its  sub-function  to  perform  and  each  must  have  a  certain  relation  to 
and  dependence  upon  the  other.    Hoffman  v.  Young,  18  O.  G.  794. 

A  combination  to  be  patentable  must  produce  a  different  force  or  effect 
or  result  in  the  combined  forces  or  processes  from  that  given  by  their 
separate  parts.  There  must  be  a  new  result  produced  by  their  union ;  if 
not,  it  is  only  an  aggregation  of  separate  elements.  Reckendorfer  v, 
Faber,  92  U.  S.  347 ;  s.  c.  12  Blateh.  68 ;  5  0.  G.  697  ;  10  O.  G.  71 ;  s.  c. 
1  Ban  &  Ard.  229. 

Either  the  instrumentalities  employed,  or  the  effect  caused  by  their 
operation,  must  be  new  to  constitute  a  patentable  combination.  If  sub- 
stantially the  same  devices  have  been  lised  before  for  a  like  purpose,  or  if 
they  are  applied  merely  to  effectuate  a  method  known  and  practiced 
before,  such  employment  of  them  will  not  be  protected  by  a  patent. 
Northwestern  Co.  v.  Philadelphia  Co.,  6  O.  G.  34 ;  s.  c.  1  Ban  &  Ard.  177. 

A  combination  in  mechanism  must  consist  of  distinct  mechanical  parts 
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having  some  relation  to  each  other,  and  each  having  some  function  in  the 
oiganism.  Yale  Manuf.  Co.  v.  North,  3  Fish.  279 ;  s.  c.  5  Blatch.  455. 
Where  one  or  more  of  tlie  parts  are  new,  and  the  combinatiofi  is  for  that 
reason  made  to  produce  anew  result,  there  is  something  more  than  a  mere 
aggregation.    Gallahne  v.  Butterfield,  6  Fish.  203 ;  s.  o.  10  Blatch.  232 ; 

2  0.  6. 645. 

If  one  device  performs  a  difi*erent  function  from  that  for  which  it  ifi  sub- 
stltQted,  it  may  be  patentable  in  combination  with  other  devices.  Irwin 
9.  Dane,  9  O.  6.  642. 

If  the  arrangement  produces  a  new  result,  it  is  patentable  as  a  com- 
bination and  is  not  a  mere  aggregation.  Stillwell  &  B.  Manuf.  Co.  o.  Cin- 
cinnati Gas  Co.,  1  Ban  &  Ard.  610 ;  s.  c.  7  0. 6. 829 ;  Western  E.  Manuf. 
Co.  9.  Chicago  E.  Manuf.  Co.,  14  Fed.  Rep.  691. 

Sach  things  are  patentable  as  the  discoverer  undertakes  to  apply  in  com- 
bination or  separately  so  as  to  produce  new  and  beneficial  results.  It 
need  not  be  a  new  material.  It  need  not  be  an  entirely  new  machine.  It 
need  not  be  wholly  or  throughout  a  new  application.  When  it  is  a  com- 
bination, it  must  bring  some  new  features  into  the  combination  and  pro- 
duce new  and  beneficial  results.  If  it  does  that,  it  is  of  no  matter  how 
slight  is  the  change.    Adams  v.  Edwards,  1  Fish.  1. 

To  make  a  valid  claim  for  a  combination,  it  is  not  necessary  that  the 
several  elementary  parts  of  the  combination  should  act  simultaneously. 
If  those  elementary  parts  are  so  arranged  that  the  successive  action  of 
each  contributes  to  produce  some  one  practical  result,  which  result,  when 
attained,  is  the  product  of  the  simultaneous  or  successive  action  of  all  the 
elementary  parts  viewed  as  one  entire  whole,  a  valid  claim  for  thus  com- 
bining those  elementary  parts  may  be  made.  Furbush  v.  Cook,  2  Fish.  668 ; 
Birdsell  v.  McDonald,  6  O.  G.  682 ;  s.  c.  I  Ban  &  Ard.  165 ;  Gage  v. 
Nelson,  23  O.  G.  2119 ;   s.  c.  12  O.  G.  753;^  s.  c.  14  Blatch.  293  ;   8.  C 

3  Ban  &  Ard.  55 ;  Hofi'man  v.  Young,  5  Ban  &  Ard.  316 ;  s.  c.  2  Fed. 
Rep.  74 ;  Hoe  v.  Cottrell,  17  Blatch.  546 ;  s.  c.  18  O.  G.  59 ;  s.  c.  5  Ban  & 
Ard.  256 ;  s.  c.  1  Fed.  Rep.  597  ;  McKesson  v.  Camdick,  19  Blatch.  158 ; 
8.  c.  21  0.  G.  137 ;  Davis  v.  Brown,  19  Blatch.  263  ;  s.  c.  20  O.  G.  1021 ; 
8.  c.  9  Fed.  Bep.  647. 

If  the  patentee  is  the  inventor  of  a  new  device,  he  may  restrict  his  claim 
to  the  devicQ  when  used  in  some  special  connection.  Russell  Manuf.  Co. 
V.  Mallory,  5  Fish.  632 ;  B.  o.  10  Blatch.  140 ;  2  O.  G.  495. 

A  combination  is  an  entirety.  If  one  of  the  elements  is  given  up  as 
immaterial  and  useless,  the  thing  claimed  disappears.  Vance  v,  Campbell, 
1  Fish.  483 ;  8.  c.  1  Black  427. 

If  a  combination  requires  new  devices  to  make  it  operative,  and  the 
Mveral  parts,  when  combined,  produce  a  new  result,  it  is  patentable. 
Buerk  c.  Imhausen,  5  O.  G.  752. 

A  claim  for  a  combination  of  parts  is  inoperative  unless  it  shows  some 
086^  result  which  can  be  produced  by  the  mechanism  alone.  Edgarton 
».F.  &  B.  Manuf.  Co.,  10  Biss.  402 ;  s.  c.  9  Fed.  Rep.  450;  s.  c.  21 0.  G.  261. 

A  patent  for  a  combination  of  a  fire-lighter  and  a  bundle  of  kindling 
wood  is  void.    Alcott  v.  Young,  21  O.  G.  251 ;  s.  c.  9  Fed.  Rep.  450. 
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If  the  idea  of  a  combiDation  is  a  meritorious  invention,  it  will  be  deemed 
new,  although  a  competent  mechanic  could  easily  adapt  the  parts.  Brown  \ 

t?.  Whittemore,  5  Fish.  524 ;  s.  c.  2  O.  G.  248. 

A  combination  which  consists  only  of  the  application  of  a  piece  of  rubber 
to  one  end  of  the  same  piece  of  wood  which  makes  a  lead  pencil,  is  not 
patentable,  for  a  handle  in  common  does  not  create  a  new  or  combined 
operation.  Reckendorfer  v.  Fabcr,  92  TJ.  8.  347 ;  s.  c.  12  Blatch.  68;  5 
O.  G.  697 ;  10  O.  G.  71 ;  8.  c.  1  Ban  &  Ard.  229. 

In  a  just  sense  that  is  a  combination  which  requires  different  thmgs,  or 
different  contrivances,  or  different  arrangements  to  be  brought  together 
to  accomplish  the  given  end.  Carver  e.  Braintree  Manuf.  Co.,  2  Story 
432  ;  s.  c.  1  Robb  141. 

An  added  element  which  increases  the  efficiency  of  a  combination  of 
itself  effective  is  of  the  nature  of  an  improvement,  but  when  the  added 
element  is  essential  to  the  production  of  any  useful  result,  such  addition  ifl 
not  an  improvement,  but  its  use  gives  birth  to  the  only  patentable, 
because  the  first  usefhl  combination.  Bliss  v.  Brooklyn,  6  Fish.  289; 
8.  c.  10  Blateh.  521 ;  3  O.  G.  269. 

A  patent  for  a  combination  is  not  a  patent  for  all  and  each  of  the  parte. 
Treadwell  v.  Bladen,  4  Wash.  C.  C.  703 ;  s.  o.  1  Robb  531. 

If  a  new  combination  produces  a  new  result  it  is  patentable.  Hawes  e. 
Washbume,  5  O.  G.  491 ;  Fiteh  v.  Bragg,  20  O.  G.  1589 ;  s.  c.  8  Fed. 
Rep.  588. 

If  the  different  effects  produced  by  a  combination  were  all  produced  by 
the  same  application  of  machinery  in  separate  parts,  and  the  patentee 
merely  combined  them  together  or  added  a  new  effect,  such  combination 
would  not  sustain  a  claim  for  the  whole  machine.  Whittemore  v.  Cutter, 
1  Gallis.  478  ;  s.  c.  1  Robb  40. 

If  one  element  of  a  proposed  combination  is  covered  by  a  subsisting 
patent  held  by  another,  the  patent  office  can  not  grant  a  patent  for  the 
whole  combined  machine,  for  it  can  not  grant  any  right  in  an  invention 
which  is  the  property  of  another.  Larabee  v.  Cortlan,  3  Fish.  5 ;  s.  c. 
Taney  180. 

Manufacture. 

A  machine  may  be  new,  and  the  product  or  manufacture  proceeding 
firom  it  may  be  old.  In  that  case  the  former  would  be  patentable  and  the 
latter  not.  The  machine  may  be  substantially  old  and  the  product  new. 
In  that  event  the  latter,  and  not  the  former,  would  be  patentable.  Both 
may  be  new,  or  both  may  be  old.  In  the  former  case  both  may  be  pat- 
entable, in  the  latter  neither.  The  same  remarks  apply  to  processes  and 
their  results.  Patentability  may  exist  as  to  either,  neither,  or  both, 
according  to  the  fact  of  novelty  or  the  opposite.  The  patentability,  or 
the  issuing  of  a  patent  as  to  one,  in  nowise  affects  the  rights  of  the 
inventor  or  discoverer  as  to  the  other.  They  are  wholly  disconnected 
and  independent  facts.  Rubber  Co.  v,  Goodyear,  2  Fish.  499 ;  s.  c.  9 
Wall.  788;  2  Cliff.  351. 


§  4886]  IMPROVEMENTS.  107 

There  is  not  only  a  ^tinction,  bat  a  wide  difference,  between  one  who 
merely  invents  a  new  method  or  process  by  which  a  well-known  fabric, 
product  or  manufacture  is  produced  in  a  cheaper  or  better  way,  and  the 
discoverer  of  a  new  compound  substance  or  manufacture  having  qualities 
never  found  to  exist  together  in  any  other  material.  In  the  first  case  the 
inventor  can  patent  nothing  but  his  process,  and  not  his  composition  of 
matter.  In  the  latter,  both  are  new  and  original,  and  both  patentable — 
not  severally,  but  as  one  discovery  or  invention.  Goodyear  v.  Central  R. 
R.  Co.,  1  Fish.  626 ;  B.  c.  2  Wall.  Jr.  356  ;  Goodyear  ».  Wwt,  3  Fish.  242 ; 
8.  c.  5  Blatch.  468  ;  Waterbury  Brass  Co.  v.  Miller,  5  Fish.  48 ;  8.  c.  9 
Blatch.  77 ;  Merrill  o.  Yeomans,  1  Holmes  331 ;  s.  c.  5  O.  G.  267  ;  s.  o. 
94  U.  S.  568 ;  s.  c.  11  O.  G.  970 ;  s.  c.  1  Ban  &  Ard.  47 ;  United  Kickel 
Co.  0.  Pendleton,  15  Fed.  Rep.  739. 

A  manufacture  or  a  product  of  a  process  may  be  no  novelty,  while  at 
the  same  time  the  process  or  agency  by  which  it  is  produced  may  be  both 
new  and  useful.  American  Wood  Paper  Co.  v.  Fibre  Dismtegrating  Co., 
23  WaU.  566. 

A  process  to  obtain  an  extract  from  a  subject  from  which  it  has  never 
been  taken  may  be  the  creature  of  invention,  but  the  thing  itself,  when 
obtained,  can  not  be  called  a  new  manufacture.  American  Wood  Paper 
Co.  r.  Fibre  Dishitegrating  Co.,  23  Wall.  566. 

An  article  in  common  use  can  not  be  patented  as  a  new  article  merely 
because  it  is  fabricated  by  the  use  of  new  and  improved  machinery. 
Draper  9.  Hudson,  6  Fish.  327 ;  s.  c.  1  Holmes  208 ;  3  O.  G.  354 ; 
Wooster  v.  Calhoun,  6  Fish.  514 ;  s.  c.  11  Blatch.  215. 

A  product  is  not  patentable  on  the  mere  ground  that  a  machine  makes 
it  more  perfectly  than  it  can  be  made  without  a  machine,  for  improvements 
in  degree  or  quality  are  not  the  subject  of  a  patent.  Wooster  v.  Calhoun^ 
6  Fish.  514 ;  s.  C  11  Blatch.  215. 

ImproTemento. 

An  improvement  has  essential  reference  to  a  subject-matter  to  be 
improved.  It  is  not  an  original,  but  embraces  and  either  adds  to  or  alters 
the  original.    Page  v.  Ferry,  1  Fish.  298. 

An  improvement  upon  an  old  contrivance,  in  order  to  be  of  sufficient 
importance  to  be  the  subject  of  a  patent,  must  embody  some  originality 
and  something  substantial  in  the  change,  producing  a  more  useful  effect 
and  operation.  Hall  v.  Wiles,  2  Blatch.  194 ;  Buck  p.  Hermance,  1 
Blatch.  398 ;  Smith  r.  Pearce,  2  McLean  176 ;  s.  c.  2  Robb  13. 

It  is  not  necessary,  in  any  improvement,  that  the  application  to  the 
new  and  useful  purpose  should  be  made  by  the  very  best  apparatus  that 
can  be  devised.  The  questiou  does  not  depend  on  the  degree  of  useful* 
ness.  If  the  applicatiou  that  was  made  of  the  principle  operated  success- 
^ly,  so  as  to  be  practically  useful,  although  it  might  not  have  been  the 
very  best,  yet  it  was  not  a  failure.  Silsby  v.  Foote,  2  Blatch.  260 ;  s.  c. 
20  How,  378;  Many  v.  Jagger,  1  Blatch.  372. 
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FarticulajT  changes  may  be  made  in  the  construction  and  operation  of 
an  old  machine,  so  as  to  adapt  it  to  a  new  and  valuable  use  not  known 
before,  and  to  which  the  old  machine  had  not  been  and  could  not  be 
applied  without  these  changes,  and  under  these  circumstances  and  cona- 
tions, if  the  machine,  as  changed  and  modified,  produces  a  new  and  useM 
result,  it  may  be  patented.  Such  change  in  an  old  machine  may  consist 
alone  of  a  new  and  useful  combination  of  the  several  parts  of  which  it  is 
composed,  or  it  may  consist  of  a  material  alteration  or  modification  of 

^one  or  more  of  the  several  devices  which  enter  into  its  construction,  or  it 

,.  may  consist  in  adding  new  devices.    Bray  v.  Hartshorn,  I  Cliff.  538; 
Turrill  v.  Illinois  Cent.  B.  B.  Co.,  3  Fish.  330  ;  s.  c.  3  Biss.  66. 
A  new  device  is  not  in  law  an  improvement  upon  the  machine  wMch  it 

,  supersedes.  It  is  an  improvement  on  the  old  machine  only  in  that  sense 
that  any  new  and  usefiil  mechanical  device  to  accomplish  a  given  object 

,.is  an  improvement  on  all  other  known  mechanical  devices  to  accomplish 
the  same  object.  It  is  not  something  in  aid  of  the  old  mode  and  to  make 
the  old  mode  better.  It  dispenses  with  and  discards  the  old  modes,  and 
substitutes  in  their  place  other  means  to  accomplish  a  usefiil  result.  It  is 
not  an  addition  to  any  old  mode,  to  be  used  in  conjunction  with  such  old 
mode,  and  to  make  such  old  mode  better  and  more  efiectual.  Potter  t. 
Holland,  1  Fish.  382 ;  s.  c.  4  Blatch.  238. 

Any  person  may  make  an  improvement  upon  a  patent,  but  all  that  he 
can  patent  is  his  own  invention,  that  is,  the  improvement.  Colt  v.  Mass. 
Arms  Co.,  1  Fish.  108 ;  Larabee  v.  Cortlan,  3  Fish.  5 ;  s.  c.  1  Taney  180; 
Cochrane  v.  Deener,  11  O.  G.  637 ;  s.  c.  94  U.  S.  780 ;  Conover  v.  Boach, 
4  Fish.  12. 

There  is  nothing  in  the  statute  that  forbids  an  inventor  to  take  oat  a 
patent  for  an  improvement  upon  his  invention.  Any  other  inventor  may 
do  so,  and  there  can  be  no  reason  in  justice  or  in  policy  for  refusing  the 
like  privilege  to  him.  When  there  is  no  positive  law  to  the  contrary,  he 
must  stand  on  the  same  footing  with  any  other  inventor  of  an  improve- 
ment upon  a  previous  discovery.  Nor  is  he  bound  in  his  new  patent  to 
refer  specially  to  his  former  one.  All  that  the  law  requires  of  him  la  that 
he  shall  not  claim  as  new  what  is  covered  by  a  former  invention,  whether 
made  by  himself  or  any  other  person.  O'Beilly  v,  Morse,  15  How.  62; 
Smith  V.  Ely,  5  McLean  76 ;  s.  c.  15  How.  137. 

Knowledge  and  IJae. 

The  words  "  by  others  "  were  added  to  remove  the  doubt  formerly 
entertained  whether  a  use  by  the  patentee  himself,  before  his  application 
for  a  patent,  would  not  deprive  him  of  his  right  to  a  patent.  They  are 
not  designed  to  denote  a  plurality  of  persons  by  whom  the  use  should  be, 
but  to  show  that  the  use  should  be  by  some  other  person  or  persons  than 
the  patentee.  Beed  ».  Cutter,  1  Story  590 ;  s.  c.  2  Bobb  81 ;  Wyeth  v. 
Stone,  1  Story  273 ;  s.  c.  2  Bobb  23. 

By  knowledge  and  use  Congress  meant  knowledge  and  use  existing  in 
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a  manner  accessible  to  the  public.     Gayler  e.  Wilder,   10  How.  477 ; 
Gahoon  v.  King,  1  Fish.  397 ;  8.  c.  1  Cliff.  592. 

The  tme  meaning  of  this  clause  is  that  the  invention  must  not  have 
been  known  or  used  by  the  public.  If  it  were  necessary  to  employ  others 
to  assist  in  the  original  structure  or  use  by  the  inventor  himself,  or  if  his 
invention  should  be  pirated  by  another,  or  used  without  his  consent,  it 
can  scarcely  be  supi)08ed  that  the  legislature  had  within  its  contemplation 
such  knowledge  or  use.  Pennock  v.  Dialogue,  2  Pet.  1 ;  s.  c.  4  Wash. 
C.  C.  538 ;  s.  c.  1  Robb  466,  542 ;  Ryan  ».  Goodwin,  3  Sum.  514 ;  s.  o.  1 
Robb  725 ;  Shaw  v.  Cooper,  7  Pet.  292 ;  s.  c.  1  Robb  643 ;  Morris  o. 
Huntington,  1  Paine  348 ;  s.  c.  1  Robb  448 ;  Sewall  o.  Jones,  91  U.  S. 
171 ;  8.  c.  9  O.  G.  47 ;  8.  c.  3  O.  G.  630  ;  s.  O.  3  Cliff.  563 ;  s.  c.  6  Fish. 
343 ;  Treadwell  r.  Bladen,  4  Wash.  C.  C.  703  ;  s.  c.  1  Robb  531 ;  Whitney 
V.  Emmett,  Bald.  303 ;  s.  c.  1  Robb  567. 

Public  use  is  opposed  to  private  use.  If  a  man  has  an  invention  and  •" 
uses  it  pnvately,  and  nobody  knows  of  it,  then  the  use  of  it  can  not  debar 
another  person  from  inventing  or  patenting  it.  The  evidence  of  a  public 
use  as  opposed  to  a  private  use  need  not  be  a  general  use  by  the  commu- 
nity, but  it  must  be  an  open  use,  however,  so  that  the  structure  and 
modus  operandi  are  apparent.  One  evidence  of  public  use  is  the  manu- 
fiicture  of  an  article  publicly  and  openly  for  sale  ;  not  universally,  but  still 
publicly ;  not  by  one  person  alone,  and  for  his  own  private  use,  but  the 
manufacture  of  it  publicly,  the  offering  of  it  for  sale  publicly.  A  man  is 
not  to  lie  by  and  let  the  public — several  persons — ^use  his  invention  with- 
out objection,  because  he  thus  misleads  them.  He  is  not  to  lie  by  and  let 
it  be  sold  in  public  stores.    Adams  r.  Edwards,  1  Fish.  1. 

The  first  inventor  has  a  right  to  a  patent,  though  there  may  have  '  been 
a  knowledge  and  use  of  the  thing  invented  by  others,  before  his  applica- 
tion for  a  patent,  if  such  knowledge  or  use  was  not  anterior  to  his  dis- 
covery.   Melius  V.  Silsbee,  4  Mason  108 ;  s.  o.  1  Robb  506. 

It  is  not  enough  to  show  that  a  machine  like  the  one  described  in  the 
patent  was  made,  but  there  must  be  proof  that  it  was  used  prior  to  the 
patentee's  invention.  This  is  the  test  of  what  is  required  to  defeat  the 
title  of  a  patentee  of  an  improved  machine.  Parker  v.  Hulme,  1  Fish.  44 ; 
Pennock  r.  Dialogue,  4  Wash.  C.  C.  538  ;  s.  c.  2  Pet.  1 ;  s.  c.  1  Robb 
466,  542. 

A  mere  application  for  a  patent  is  not  a  bar  to  the  granting  of  a  patent  to 
another.  It  can  only  have  a  bearing  on  the  question  of  prior  invention  or 
discovery.  Brown  v.  Guild,  23  Wall.  181 ;  s.  c.  6  O.  G.  392 ;  7  O.  G. 
739;  Putnam  v.  Hutchinson,  12  Fed.  Rep.  127  ;  s.  c.  14  C.  L.  N.  289. 

If  the  thing  was  known  and  used  by  others  in  this  country  before  the 
alleged  discovery,  then  it  is  not  patentable.  Roemer  r.  Simon,  95  U.  S. 
214;  s.  c.  12  O.  G.  796;  s.  c.  1  Ban  &  Ard.  138. 

If  a  patentee  in  his  patent  concedes  that  a  part  is  old,  he  can  not  con- 
tradict^that  admission,    Moffett  v,  Rogers,  8  Fed.jRep.  147. 

The  prior  use  of  an  alleged  invention  must  be  a  public  use,  and  not  a 
private  use.    If  an  invention  is  made  and  used  in  a  private  way,  and  then 
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thrown  aside  and  not  given  to  the  public,  a  patent  granted  to  a  subeequent 
inventor  would  be  a  valid  patent.  Haselden  o.  Ogden,  3  Fish.  378; 
Gaboon  v.  Ring,  1  Fish.  397 ;  s.  C  1  Cliff.  592. 

The  greater  or  less  use  in  which  the  prior  invention  may  have  been,  or 
the  more  or  less  widely  the  knowledge  of  its  existence  may  have  circnlated, 
does  not  constitute  the  criterion  by  which  to  decide  upon  the  vatidlty  of 
any  subsequent  patent.  Any  patent  may  therefore  be  defeated  by  show- 
ing that  the  thing  secured  by  the  patent  had  been  discovered  and  put  into 
actual  use  prior  to  the  discovery  of  the  patentee,  however  limited  the  use 
or  knowledge  of  the  prior  discovery  may  have  been.  Bedford  o.  Hunt,  1 
Mason  302  ;  s.  c.  1  Bobb  148. 

The  prior  knowledge  and  use  by  a  single  person  is  sufficient.  The  num- 
ber is  immaterial.    Coffin  v.  Ogden,  18  Wall.  120;  s.  c.  5  O.  G.  270. 

Whether  the  machine  was  in  fact  operated  for  a  greater  or  less  time  is 
of  no  importance,  except  so  far  as  that  may  tend  to  show  that  it  was  or 
was  not  a  mere  experiment ;  in  that  view  the  fact  is  of  some  consequence. 
But  if  the  machine  was  capable  of  doing  work,  then  the  fact  that  it  was 
operated  but  a  short  time,  and  abandoned  for  other  reasons  than  because 
it  failed  as  a  machine,  is  of  no  consequence.  Stimpson  o.  Woodman,  3 
Fish.  98;  s.  c.  10  Wall.  117. 

If  a  machine  has  been  in  public  use,  whether  it  fell  into  diBuse  or  not,  a 
subsequent  inventor  can  not  obtain  a  patent  for  it  so  as  to  exclude  others 
from  using  nt  if  they  choose  to  do  so.  Evans  v.  Hettick,  3  Wash.  C.  C. 
408 ;  s.  c.  7  Wheat.  453 ;  s.  c.  1  Robb  166,  417. 

It  is  sufficient  to  show  that  the  invention  was  ^^ known  or  used*'  by 
others  before  the  patentee  discovered  or  invented  the  article  or  improve- 
ment patented,  without  showing  a  general  use  thereof,  in  order  to  defeat 
the  patent  for  want  of  novelty.    Rice  v,  Gamhart,  34  Wis.  453, 

An  experiment  is  such  a  use  as  the  statute  contemplates.  If  the 
machine  is  perfected  so  as  to  accomplish  the  function  claimed  for  it,  then 
it  would  be  a  use  within  the  meanmg  of  the  patent  law.  Singer  o.  Walms- 
ley,  1  Fish.  558 ;  Rice  v.  Gamhart,  34  Wis.  453. 

An  experiment  with  a  machine  amounts  to  a  using  of  it  within  the 
meaning  of  the  act,  although  it  is  found  not  to  answer  as  well  as  expected 
and  is  tlirown  aside.  Watson  v.  Bladen,  4  Wash.  C.  C.  580;  s.  c.  1 
Robb  510. 

The  imparting  of  a  knowledge  of  the  construction  of  the  mechanism  to 
persons  connected  with  the  business  to  which  it  appertains,  who  saw  it 
apd  understood  its  arrangement,  is  the  giving  to  the  public  of  such  a 
knowledge  of  it  as  a  completed  invention  as  will  deprive  a  subsequent  in- 
ventor of  the  right  to  be  considered  in  law  as  the  first  inventor  thereof. 
Coffin  V.  Ogden,  3  Fish.  640 ;  s.  c.  7  Blatch.  61. 

A  printed  description  of  an  invention  is  not  deemed  to  be  published 
until  after  it  has  been  left  for  some  time  in  a  place  accessible  to  the  public. 
Cobum  V.  Schroeder,  22  O.  G.  419 ;  s.  C  11  Fed.  Rep.  425^  . 
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A  patent  should  not  be  granted  when  the  right  to  it  is  doubtful.  Ex 
parte  Kemper,  Cranch  Pat.  Dec.  89. 

There  seems  to  have  been  no  good  reason  at  first,  unless  it  were  a 
fiscal  one,  on  the  part  of  the  Government  when  issuing  patents,  why  more 
ttuLD  one  invention  in  &yor  of  the  same  inventor  should  not  be  embraced 
in  one  instrument,  like  more  than  one  tract  of  land  in  one  deed  or  patent 
for  land.  Each  could  be  set  out  in  separate  articles  or  paragraphs  as  dif- 
ferent counts  for  different  matters  in  libels  in  admiralty,  or  declarations 
at  common  law,  and  the  s];)ecification8  could  be  made  distinct  for  each  and 
equally  clear.  But  to  obtain  revenue,  the  public  officers  have  generally 
declined  to  issue  letters  for  more  than  one  patent  described  in  them.  The 
coDTtB  Iiave  been  disposed  to  acquiesce  in  the  practice  as  conducive  to 
clearness  and  certainty,  and  if  letters  issue  otherwise  inadvertently, 
to  hold  them,  as  a  general  rule,  null.  Hogg  v.  Emerson,  6  How.  437 ; 
8.  c.  2  Blatch.  1 ;  8.  C.  2  Bobb  655. 

If  two  machines  are  patented  by  the  same  patent  which  are  wholly  in^ 
dependent  of  each  other,  and  distinct  inventions  for  unconnected  objects, 
the  patent  is  void.  The  same  rule  applies  to  a  patent  for  several  distinct 
improvements  upon  different  machines  having  no  common  object  or  con- 
nected operation.  For  if  different  inventions  might  be  joined  in  the  same 
patent  for  entirely  different  purposes  and  objects,  the  patentee  would  be 
at  liberty  to  join  as  many  as  he  might  choose  at  his  own  mere  pleasure  in 
one  patent,  which  seems  to  be  inconsistent  with  the  language  of  the  statute, 
which  speaks  of  the  thing  patented  and  not  of  the  things  patented,  and  of 
a  patent  for  an  invention,  and  not  of  a  patent  for  inventions.  Wyeth  9. 
Stone,  1  Story  273 ;  s.  c.  2  Bobb  23 ;  Evans  o.  Eaton,  3  Wheat.  454 ; 
s.  c.  Pet.  C.  C.  322 ;  s.  c.  Bobb  68,  243 ;  Moody  v.  Fiske,  2  Mason  112 ; 
s.  c.  1  Bobb  312. 

A  patent  in  which  ex  m^fore  cautela^  the  improvement  has  been  unne- 
cessarily split  into  three  distinct  patents,  may  be  treated  as  one  patent 
with  three  distinct  claims.  Pennsylvania  Salt  Manuf.  Co.  v.  Guggenheim, 
3  Fish.  423. 

It  is  difficult,  perhaps  impossible,  to  lay  down  any  general  rule  by 
which  to  determine  when  a  given  invention  or  improvement  shall  be 
embraced  in  one,  two,  or  more  patents.  Some  discretion  must  necessarily 
he  left  to  the  commissioner.  It  is  often  a  nice  and  perplexing  question. 
Bennett  c.  Fowler,  8  Wall.  445  ;  Goodyear  ©.  Wait,  3  Fish.  242 ;  s.  c.  5 
Blatch.  468. 

A  patent  may  be  taken  out  for  several  machines,  if  it  is  a  patent  for 
each  machuie  as  a  distinct  and  independent  invention,  but  for  the  same 
common  purpose  and  auxiliary  to  the  same  common  end.  The  patentee 
may  lawfully  unite  in  one  patent  all  the  modes  in  which  he  contemplates 
the  application  of  his  invention,  and  all  the  different  sorts  of  machinery 
or  modifications  of  machinery  by  which  or  to  which  it  may  be  applied, 
and  if  each  is  new  there  is  no  just  ground  of  objection  to  his  patent 
reaching  them  all.    A  fortiori^  this  rule  is  applicable  where  each  of  the 
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machines  is  but  an  improvement  or  invention  conducing  to  the  acomplisb- 
ment  of  one  and  the  same  general  end.  Wyeth  v.  Stone,  1  Story  273; 
s.  G.  2  Bobb  23 ;  Hogg  t?.  Emerson,  6  How.  437 ;  s.  c.  2  Blatch.  1 ;  s.  c. 
2Robb  655;  11  How.  587;  s.  c.  2  Blatch.  1;  Densmore  v.  Schofield,4 
Fish.  148;  McComb  t?.  Brodie,  5  Fish.  384;  s.  c.  1  Woods  153;  2  0.G. 
117  ;  Maxheimer  v.  Meyer,  20  O.  G.  1162 ;  s.  c.  9  Fed.  Rep.  460. 

The  same  patent  may  embrace  a  combination  and  the  elements  which 
make  up  the  combination.  Foss  v,  Herbert,  2  Fish.  31 ;  s.  c.  1  Biss. 
121 ;  Jacques  t?.  Wells,  5  O.  G.  364  ;  Root  t?.  Ball,  4  McLean  177 ;  s.  c. 

2  Robb  513. 

If  the  patentee  has  invented  certain  improved  machines  which  are  cap- 
able of  a  distinct  operation,  and  has  also  invented  a  combination  of  those 
machines  to  produce  a  connected  result,  the  same  patent  can  not  be  at 
once  for  the  combination  and  for  each  of  the  improved  machines,  for  the 
inventions  are  as  distinct  as  if  the  subjects  were  entirely  diflerent.  Bar- 
rett t?.  Hall,  1  Mason  447  ;  s.  c.  1  Robb  207. 

There  may  be  a  patent  for  a  combination  of  many  parts,  and  at  the 
same  time  for  an  arrangement  of  some  of  the  parts  constituting  another 
combination,  but  still  a  part  of  the  larger.  Jacques  &.  Wells,  5  0.  G.  364; 
Foss  c.  Herbert,  2  Fish.  31 ;  s.  c.  1  Biss.  121 ;  Garratt  p.  Seibert,  7  Pac. 
L.  R.  116;  s.  c.  22  Pitts.  L.  J.  18. 

It  is  no  objection  to  the  validity  of  a  patent  that  it  contains  a  claim  for 
a  machine  combining  several  distinct  improvements,  each  of  which  is  the 
invention  of  the  patentee,  and  claims  for  each  of  these  several  and  distinct 
improvements.  In  other  words  the  patentee  may,  in  such  a  case,  take  out 
a  valid  patent  for  the  combination,  and  also  include  therein  a  right  to  e^h 
distinct  improvement  severally  contained  in  the  same  machine.  Pitts  r. 
Whitman,  2  Story  609 ;  s.  o.  2  Robb  189. 

The  patentee  may  embrace  two  improvements  on  the  same  machine  in 
the  same  patent.  Morris  t?.  Barrett,  1  Fish.  461 ;  s.  c.  1  Bond  254 ;  Moody 
V.  Fiske,  2  Mason  112;  s.  c.  1  Robb  312. 

Although  an  improvement  is  practically  useful  and  operative  only  when 
taken  in  connection  with  other  mechanical  devices,  yet  it  may  be  the  sub- 
ject of  a  separate  claim.    Jacques  v.  Wells,  5  O.  G.  364. 

If  an  inventor  has  invented  a  new  process  producing  a  new  product,  he 
may  take  a  separate  patent  for  each.    Sewall  v,  Jones,  6  Fish.  343  ;  s.  c. 

3  O.  G.  630 ;  s.  c.  3  Cliff.  563 ;  s.  c.  91  U.  S.  171 ;  8.  c.  9  O.  G.  47. 
When  an  inventor  gets  all  that  he  has  invented  or  discovered  in  one 

claim,  it  is  better  that  he  should  not  be  permitted  to  set  up  and  embarrass 
the  public  with  another  claim  which  gives  no  additional  security  or  pro- 
tection to  his  invention.  Putnam  t?.  Yerrington,  9  O.  G.  689 ;  s.  c.  2 
Ban  &  Ard.  237. 

The  fact  that  a  single  invention  is  made  the  subject  of  two  distinct 
claims  in  the  same  specification — in  other  words  is  claimed  twice — will  not 
render  the  patent  void.  The  blemish  is  mere  tautology,  which,  while  it 
may  make  the  instrument  less  clear  and  exact,  will  not  impair  its  validity. 
Tompkins  t?.  Gage,  2  Fish.  577 ;  s.  c.  5  Blatch.  268. 
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Where  a  specification,  by  ambiguity  and  a  needless  multiplication  of 
nebulous  daims,  is  calculated  to  mislead  and  deceive  the  public,  the  patent 
is  Yoid.    Carlton  v.  Bokee,  6  Fish.  40 ;  8.  c.  17  Wall,  463 ;  2  O.  G.  520. 

One  void  claim  does  not  vitiate  the  entire  patent,  if  made  by  mistake  or 
madvertence,  and  without  any  wilful  default  or  intent  to  defraud  or  mis- 
lead the  public.  Carlton  o.  Bokee,  6  Fish.  40 ;  s.  c.  17  Wall.  463 ;  2  O. 
G.  520 ;  Kelleher  v.  Darling,  4  Cliff.  424 ;  s.  c.  14  O.  G.  673 ;  8.  c.  3 
Ban  A  Aid.  438. 

If  two  separate  patents  are  issued  at  the  same  time  for  the  same  inven- 
tioD,  they  are  both  void.  Sewall  v.  Jones,  6  Fish.  343 ;  s,  c.  3  O.  G.  630 ; 
s.  c.  3  Cliff.  63  ;  s.  c.  91  TJ.  S.  171 ;  8.  c.  9  O.  G.  47. 

A  grant  of  a  subsequent  patent  for  an  invention  is  an  estoppel  to  the 
patentee  to  set  up  any  prior  grant  for  the  same  invention  which  is  incon- 
sistent with  the  terms  of  the  last  grant.  Barrett  v.  Hall,  1  Mason  447 ; 
8.  c.  1  Robb  207. 

An  inventor  can  have  but  a  single  valid  patent  for  his  invention.  The 
first  he  obtains,  while  it  remains  unrepealed,  is  an  estoppel  to  any  future 
patent  for  the  same  hivention.  The  public  by  the  first  patent  acquire  an 
inchoate  interest  which  can  not  be  defeated  by  any  merely  ministerial  acts 
of  the  officers  of  the  Government.  Odiorne  «.  Amesbury  Nail  Factory, 
2  Mason  28 ;  s.  c.  1  Bobb  300 ;  Morris  v.  Huntington,  1  Paine  348 ;  s.  c. 

I  Robb  448 ;  Treadwell  v.  Bladen,  4  Wash.  C.  C.  708 ;  s.  c.  1  Robb  531 ; 
Sckels  o.  Falls  Co.,  2  Fish.  202 ;  s.  c.  4  Blatch.  508. 

If  two  patents  are  obtained  for  the  same  invention,  the  last  and  not  the 
first  18  void.  Suffolk  Co.  v.  Hayden,  3  Wall.  315 ;  e.  c.  4  Fish.  86 ;  Morris 
V.  Huntington,  1  Paine  348 ;  8.  c.  1  Robb  448 ;  Johnson  v.  Fassman,  5 
Fish.  471 ;  8.  c.  1  Woods  138 ;  2  O.  G.  94. 

The  patentee  can  not  in  a  court  of  law  show  that  the  first  patent  is 
void.  It  being  issued  on  his  own  representation,  and  according  to  his 
own  specification  as  to  the  extent  of  the  right  claimed,  he  is  estopped  by 
liis  own  act.    Morris  o.  Huntington,  1  Paine  348 ;  8.  c.  1  Robb  448. 

No  subsequent  patent  can  take  away  rights  secured  by  a  prior  patent. 
Sickeis  9.  Tileston,  4  Blatch.  109 ;  Stuart  v.  Shantz,  6  Fish,  35  ;  8.  c.  9 
Phila.376;  2  O.  G.  524. 

A  patentee  can  not  include  in  a  subsequent  patent  any  invention 
embraced  or  described  in  a  prior  one  granted  to  himself.  James  v.  Camp- 
bell, 104  n.  8.  356 ;  8.  c.  21  O.  G.  337 ;  Mackay  v.  Jackman,  22  O.  G.  85 ; 
s.  c.  12  Fed.  Bep.  615. 

Although  one  application  describes  an  invention  which  is  not  claimed, 
jet  the  inventor  may  file  a  second  application  and  obtain  a  second  patent, 
for  the  faivention  which  is  so  described  and  not  claimed  in  the  first  patent. 
Graham  v.  McCormick,  21  O.  G.  1533  ;  8.  c.  5  Ban  &  Ard.  244;  8.  c.  11 
Ped.  Bep.  859 ;  Graham  v.  Geneva  L.  C.  Manuf.  Co.,  21 0.  G.  1536 ;  8.  c. 

II  Fed.  Bep.  138. 

Whether  two  patents  cover  the  same  invention  must  be  determmed  by 
the  tenor  and  scope  of  their  claims,  not  by  the  descriptions  in  the  speci- 
fications.   McMillan  v.  Bees,  17  O.  G.  1222 ;  8.  c.  5  Ban  &  Ard.  269 ; 
8.  C.  1  Fed.  Bep.  722. 
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Separate  patents  for  severable  parts  of  the  same  invention  may  be 
p*anted  although  the  whole  invention  is  fully  described  in  each  of  them 
to  explain  the  purpose  and  mode  of  operation  of  the  parts  covered  by  the 
claims  in  such  patents.  McMillan  v.  Bees,  17  O.  G.  1222 ;  s.  c.  5  Ban  & 
Ard,  269 ;  s.  c.  1  Fed.  Rep.  722. 

A  patent  is  not  necessarily  void  by  reason  of  an  error  in  the  Christian 
name  of  the  grantee,  where  it  supplies  on  its  face  an  added  description  by 
which  the  patentee  may  be  certainly  identified.  Extrinsic  proof  is  admis- 
sible to  identify  the  patentee,  and  if  he  is  thus  identified,  effect  will  be 
given  to  the  grant  accordingly.  Northwestern  Co.  v.  Philadelphia  Co.,  6 
O.  G.  34 ;  s.  c.  1  Ban  &  Ard.  177. 


IiiTeiitloii. 

An  article  to  be  patentable  must  not  only  differ  from  others,  but  must 
also  indicate  at  least  in  some  degree  an  exercise  of  inventive  genius.   Levi 
C.  Goodale,  2  O.  G.  589  ;  Watts  Cooke,  1  Dec.  Com.  6 ;  E.  R.  Fenno,  1 
Dec.  Com.  9  ;  James  Murphy,  1  Dec.  Com.  24 ;  Lewis  Abraham,  I  Dec 
Com.  59  ;  Stevens  &  Powers,  1  Dec.  Com.  63  ;  P.  W.  Dean,  1  Dec.  Com 
77  ;  R,  M.  Thompson,  1  Dec.  Com.  81 ;  H.  M.  Biedler,  1  Dfec.  Com.  91 
Thomas  M.  Taylor.  1  Dec.  Com.  3;  J.  C.  Gaston,  2  Dec.  Com.  12 
Samuel  Sharrock,  2  Dec.  Com.  46 ;  Abner  H.  Love,  2  Dec«  Com.  79 ;  G 
W.  Schermerhom,  2  Dec.  Com.  122;  P.  Millspaugh,  2  Dec.  Com.  134 
Moule  &  Bannehr,  2  Dec.  Com.  87 ;  Jonathan  Dennis,  Jr.,  3  Dec.  Com 
107  ;  Milligan  &  Higgins,  3  Dec.  Com.  215 ;  James  McColgan,  6  0.  G 
327  ;  George  W.  Lavees,  9  O.  G.  921 ;  Julius  Gerson,  11  O.  G.  244 ;  Wm 
S.  Hicks,  10  O.  G.  112;  Bates  v.  Geeger,  2  O.  G.  492;  A.  N.  Towne,  1 
Dec.  Com.  39  ;  J.  H.  Sherwood,  6  O.  G.  361 ;  M.  G.  Slemmons,  6  0.  G 
604 ;  Charles  H.  Ackerson,  1  Dec.  Com.  74  ;  A.  T.  Barnes,  1  Dec.  Com 
81 ;  B.  E.  Hale,  2  Dec.  Com.  14 ;  Alanson  Cary,  2  Dec.  Com.  38 ;  Robert 
Price,  2  Dec.  Com.  48 ;  Samuel  Blue,  2  Dec.  Com.  89 ;  Henry  Heath, 
3  Dec.  Com.  212 ;  W.  B.  G.  Taylor,  3  Dec.  Com.  309  ;  George  Petry,  3 
Dec.  Com.  325 ;  Henry  W.  Gould,  4  O.  G.  611 ;  George  I.  Anders,  13  0. 
G.  964 ;  Cowper,  16  O.  G.  176. 

A  distinction  must  be  drawn  and  maintained  between  inveution  and 
skill  or  good  judgment.  D.  E.  Aiken,  2  O.  G.  274 ;  Hall  &  Hall,  2  0.  G. 
589  ;  Stout,  T.  B.,  1  Dec.  Com.  4  ;  Powers  &  Stevens,  1  Dec.  Com.  45 ; 
Waldemar  Petersen,  1  Dec.  Com.  47;  J.  A.  Smith,  1  Dec.  Com.  83;  J. 
W.  Sheppard,  3  Dec.  Com.  59  ;  Samuel  Thacker,  3  Dec.  Com.  84;  Wm. 
H.  Foye,  3  Dec.  Com.  188 ;  Lewis  J.  Atwood,  6  O.  G.  223;  McLaren  & 
Coventry,  10  O.  G.  335 ;  Chambers  v.  Tucker,  11  O.  G.  1009 ;  Strong  v. 
Cruikshank,  12  O.  G.  138 ;  Blackmen  r.  Morray,  13  O.  G.  175 ;  Wild  ». 
Smith,  15  O.  G.  513  ;  Marshall,  15  O.  G.  1011 ;  Holcomb,  15  0.  G.  48. 

The  law  does  not  intend  that  a  patent  shall  be  granted  for  every  small 
mechanical  contrivance,  which,  altliough  new  and  useful,  evinces  in  its 
production  nothing  more  than  the  exercise  of  ordinary  mechanical  judg- 
ment.   Atwood,  17  O.  G.  570. 

The  first  inventor  of  a  new  and  useful  device  is  entitled  to  a  patent, 
even  if  its  production  was  accidental  and  not  appreciated  at  the  time. 
Garratt  v.  Siebert,  2  O.  G.  469. 

The  mere  knowledge  that  certain  things  might  be  done,  and  would  be 
valuable,  does  not  amount  to  the  conception  of  an  invention.  Wicks  v. 
Dubois,  11  O.  G.  244. 
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A  conceptiou  which  does  not  take  any  concrete  form,  but  remains  a 
mere  mental  abstraction,  is  not  a  conception  in  the  sense  of  the  law. 
Farmer  v.  Brush,  17  O.  G.  150. 

Ad  invention  does  not  pass  absolutely  from  the  domain  of  experiment 
(mtil  it  has  been  actually  nsed  in  public.  If  it  is  abandoned  before  such 
public  use,  it  is  an  abandoned  experiment.    Mallett  r.  Cogger,  16  O.  G.  45. 

Tliere  is  no  novelty  in  practicing  on  a  small  scale  what  has  been  prac- 
ticed on  a  large  one  before,  or  in  practicing  it  for  a  different  purpose. 
Woodward  v.  Beist,  1  Dec.  Com.  34. 

A  conception  may  of  itself  require  invention,  and  be  novel  and  patent* 
able,  though  it  requires  no  ingenuity  to  put  it  in  practice.  Henry  Water- 
msD,  1  Dec.  Com.  51. 

Aa  improvement  of  an  existing  device  rendering  its  parts  more  adjust- 
able in  a  manner  well  known,  ana  by  the  exercise  of  mechauical  skill  and 
judgment  alone,  is  not  patentable.    Henry  Gross,  11  0.  G.  739. 

An  incomplete  conception  of  a  device  does  not  constitute  invention  as 
defined  either  by  the  courts  or -the  office.  Gordon  r.  Withington,  9  O.  G. 
1009. 

An  objection  to  an  application  may  concede  that  the  article  is  new,  but 
deny  that  any  invention  was  involved  in  its  production,  and  no  reference 
is  required  to  establish  this  ground  of  rejection.  W.  H.  Wilkinson,  2 
Dec.  Com.  22 ;  G.  Hibbard,  4  0.  G.  54. 

If  novelty  or  usefulness  is  established,  invention  must  be  presumed. 
Morse  tr.  Clark,  1  O.  G.  275. 

Perfected  conception  is  invention.  It  is  sufficient  to  describe  it  so 
accurately,  even  orally,  as  to  enable  an  expert  to  make  the  thing  conceived. 
Woodbury  r.  Wilcox,  2  A.  L.  T.  R.  129. 

When  doubt  exists  as  to  the  applicant's  right  to  a  patent,  the  fact  that 
tbe  granting  thereof  can  do  no  barm  to  the  public  has  some  weight  in 
determinmg  the  action  of  the  office.    Charles  P.  Mixer,  1  O.  G.  48. 

Doubts  as  to  patentability,  in  cases  when  a  really  new  thiuK  is  produced, 
ought  to  be  resolved  in  favor  of  the  inventor ;  and  where  he  presents  a 
new  combination,  he  is  entitied  to  a  liberal  consideration  of  it.  Thomas 
Bond,  2  Dec.  Com.  2. 

If  an  instrument  is  the  first  which  has  accomplished  the  desired  object, 
it  should  receive  a  patent,  although  the  improvement  upon  what  was 
known  before  seems  to  be  such  as  an  ordinary  mechanic  could  have  pro- 
duced. Jeremiah  Kenney,  1  Dec.  Com.  95 ;  J.  J.  Urmston,  2  Dec.  Com.  13 ; 
James  B.  Hyde,  3  Dec.  Com.  109. 

Where  parts  are  dispensed  with,  and  other  devices  employed  in  their 
places,  rendering  certain  additions  necessary,  there  is  presumptive  evi- 
dence of  invention  as  distinguished  from  mere  skill.  J.  G.  &  J.  S.  Arm- 
strong, 2  0.  G.  704 ;  David  F.  Fetter,  2  Dec.  Com.  175 ;  Geo.  W.  Nesmith, 
3  0.  G.  268 ;  Charles  Frazier,  6  O.  G.  681. 

Liberal  encouragement  should  be  given  to  the  authors  of  inventions,  yet 
no  needless  restraint  should  be  placed  upon  citizens  in  the  exercise  of  their 
judgment  and  skill.  Amos  M.  Smith,  2  O.  G.  674 ;  Geo.  W.  Blake,  1 
Dec.  Com.  9 ;  Joseph  Thome,  1  Dec.  Com.  76. 


InTentionfl  in  Change. 

The  mere  application  of  an  old  device  to  an  old  purpose  is  not  patent- 
able. David  H.  Morrison,  2  Dec.  Com.  50;  John  Underwood,  2  Dec. 
Com.  52;  J.  B.  Bngbee,  2  Dec.  Com.  C3 ;  Nathan  Martz,  2  Dec.  Com. 
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18 ;  Streeter  v,  Stoddard,  2  Dec.  Com.  91 ;  Daniel  Hallady,  3  Dec.  Com. 
302 ;  James  F.  Garratt,  5  O.  G.  148  ;  G.  T.  Smith,  6  O.  G.  470. 

A  patent  will  be  refiised  where  the  new  application  of  an  old  process  is 
but  a  double  use  of  it.  £.  C.  Little,  1  Dec.  Com.  25 ;  H.  M.  Carter,  1 
Dec.  Com.  96;  William  Thie,  2  Dec.  Com.  61 ;  Osborne  &  Dayton,  2 
Dec.  Com.  149 ;  Jas.  T.  Cree,  3  Dec.  Com.  83  ;  Hall  &  Averill,  3  Dec. 
Com.  194 ;  James  Arkell,  3  Dec.  Com.  257 ;  John  Stephenson,  5  0. 6. 363 ; 
Bloomfield  Brower,  7  O.  G.  40;  Lovejoy  v.  Hill,  17  O.  G.  331. 

The  mere  application  of  an  old  article  to  a  new  use  does  not  involve  in- 
vention. Dewitt  C.  Baxter,  2  O.  G.  470 ;  E.  J.  Webster,  1  Dec.  Com.  9; 
Charles  H.  Ackerson,  1  Dec.  Com.  74;  Wm.  Linden,  1  Dec.  Com.  108; 
Ira  D.  Warner,  1  Dec.  Com.  109  ;  Adams  Glasgow,  2  Dec.  Com.  40 ;  D. 
N.  B.  Cotfln,  Jr.,  2  Dec.  Com.  62;  A.  J,  Dexter,  2  Dec.  Com.  90 ;  Ben- 
jamin Greeley,  2  Dec.  Com.  106;  Franklin  H.  Webb.  1  Dec.  Com.  78; 
'Kuder  Seiple  et  aZ.,  2  Dec.  Com.  117 ;  Charles  Powell,  2  Dec.  Com.  134; 
Milton  G.  Wood,  2  Dec.  Com.  180 ;  Herman  A.  Gunther,  3  Dec.  Com.  199 ; 
Holmes  So  Gilmore,  3  Dec.  Com.  204 ;  £.  S.  Renwick,  3  Dec.  Com.  214; 
John  E.  Atwood,  3  Dec.  Com.  216;  J.  B.  Slawson,  3  Dec.  Com.  281;  J. 
C.  Cooke,  3  Dec.  Com.  294 ;  William  Molesworth,  3  Dec.  Com.  308 ;  L.  C. 
Clark,  3  O.  G.  239 ;  B.  B.  Keyes,  3  O.  G.  268 ;  Joseph  H.  Sperry,  3  0.  G. 
467  ;  Ellicott  D.  Averill,  8  O.  G.  400;  M.  E.  Berolzheimer,  2  Dec.  Com. 
33;  J.  G.  G.  Ganet,  2  Dec.  Com.  48;  H.  J.  Wickham,  2  Dec.  Cora.  61; 
Charles  H.  Toll,  4  O.  G.  500 ;  Josiah  Holmes,  8  O.  G.  1 ;  Fisher,  17  0.  G. 
570 ;  Horatio  N.  Cook,  12  O.  G.  1077. 

When  adaptation  is  required  to  secure  a  new  result  by  applying  an  old 
device  to  a  new  use,  invention  is  presumed,  and  the  new  organization  may 
be  patentable.     L«vi  Stevens,  1  O.  G.  223. 

The  application  of  an  old  device  to  a  different  and  not  analogous  pur- 
pose may  be  patentable.  Murdick  Lytle,  1  O.  G.  359 ;  Wild  v.  Smith,  15 
O.  G.  513. 

The  employment  of  an  old  device  in  a  new  or  modified  way  to  produce 
a  new  and  useful  result  is  patentable.    John  Bumham,  1  O.  G.  1^. 

The  mere  exchange  of  a  feature  of  a  device  for  a  different  but  not  novel 
one  of  the  same  kind,  to  be  used  in  the  same  way,  does  not  indicate 
invention.  Lloyd  o.  Engeman,  2  O.  G.  674;  B.  A.  Leeds,  1  Dec.  Com. 
13 ;  Sherrell  &  Warner,  1  Dec.  Com.  15 ;  Louis  S.  Bobbins,  1  Dec.  Com. 
84 ;  Greorge  Schoenberg,  2  Dec.  Com.  36 ;  B.  J.  Gratling,  2  Dec.  Com.  92 ; 
Samuel  S.  McNaughton,  4  O.  G.  525 ;  B.  D.  Young,  6  O.  G.  361. 

A  party  who  merely  perfects  an  invention  in  detail  which  in  general 
principle  of  operation  was  devised  by  another,  is  not  entitled  to  a  patent. 
Charles  H.  Carter,  14  O.  G.  201. 

The  mere  substitution  of  one  material  for  another  does  not  produce 
invention.  J.  P.  ChattiUon,  2  O.  G.  115;  Philip  C.  Schuyler,  2  0.  G. 
174;  P.  A.  Sabatton,  2  O.  G.  703;  P.  Y.  Brown,  1  Dec.  Com.  18; 
Dimond  &  Doolittle,  1  Dec.  Com.  64;  L.  B.  Hamilton,  2  Dec.  Com.  14; 
A.  H.  Baldwin,  2  Dec.  Com.  50;  John  Farrell,  2  Dec.  Com.  105;  R.  B. 
Miller,  2  Dec.  Com.  114 ;  L.  £.  Truesdell,  2  Dec.  Com.  123 ;  M.  Landen- 
berger,  3  Dec.  Com.  179 ;  J.  W.  Wattles,  3  O.  G.  291 ;  P.  M.  J.  Cham- 
blant,  4  O.  G.  106;  Wiard,  16  O.  G.  858 ;  Thomas  Phillips,  12  O.  G.  311. 

If  the  substitution  of  one  material  for  another  produces  valuable  changes 
in  the  art,  it  is  patentable.    Bees,  16  O.  G.  460 ;  Boby,  16  O.  G.  545. 

The  substitutio.n  of  one  mechanical  equivalent  for  another  is  not  pat« 
entable.    John  D.  Wilber,  1  0.  G.  379 ;  John  D.  Murray,  12  0.  G.  187. 

If  one  mechanical  device  in  substitution  for  another  in  a  particular 
place  performs  a  new  function  not  contemplated  or  called  for  in  any  other 
position,  it  is  patentable.    James  Greaves,  12  O.  G.  312. 
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A  patent  may  be  granted  where  a  different  method  of  operation  is  pro- 
doced.  and  an  improvement  made  by  the  Bubstitation  of  one  old  device 
for  another.  John  K.  Bigelow,  2  O.  G.  273 ;  J.  J.  Munger,  1  Dec.  Com. 
3;  Samuel  Syke«,  1  Dec.  Com.  9 ;  G.  W.  Adwen,  1  Dec.  Com.  23 ;  J.  P. 
Tattle,  2  Dec.  Com.  3 ;  Jason  A.  BIdwell,  3  Dec.  Com.  59 ;  Crossley  v, 
Legcr,  16  O.  G.  722. 

Mechanical  changes  in  stmctare  or  form  which  simply  render  an  article 
a  little  better  in  quality,  or  more  attractive  in  appearance  or  cheaper  in 
construction,  do  not  constitute  invention.    Sullivan,  16  O.  G*  359. 

Omission  followed  by  reorganization  may  constitute  ^tentable  novelty, 
but  mere  omission  does  not.    Groorge  McBoy,  1  Dec.  Com.  58. 

Where  redeemable  tickets  have  been  used,  a  plan  to  redeem  a  portion 
only  is  not  patentable.    W.  W.  Bierce,  11  O.  G.  1108. 

The  mere  duplication  of  another's  patent  is  not  invention,  and  can  not 
be  patented.  G.  C.  Perkins,  2  O.  G.  469 ;  B.  F.  Peaslee,  2  O.  G.  543 ; 
Charles  Lawrence,  1  Dec.  Com.  83 ;  Eccleston  &  Coville,  2  Dec.  Com. 
51 ;  Eaton«  Hitchcock  &  Wells,  2  Dec.  Com.  51 ;  T.  £.  Jones,  2  Dec. 
Com.  87;  John  Ellerby,  2  Dec.  Com.  100;  F.  M.  Shepard,  2  Dec.  Com. 
104;  Chambers  v.  Tucker,  11  O.  G.  1009. 

If  a  peculiar  situation  is  discovered,  not  necessarily  obvious  before  from 
its  nature,  in  which  to  apply  an  old  process  to  produce  a  useful  result,  it 
is  patentable,  being  more  tnan  applying  an  old  device  to  a  new  use,  W. 
W.  Leggett,  2  O.  G.  199. 

If  a  new  and  better  result  is  accomplished  by  a  change  in  the  position 
of  old  elements,  and  in  the  formation  of  some  of  them,  a  patent  will  be 
iasaed.    £loi  Bouscay,  Jr.,  9  O.  G.  743. 

If  the  change  is  not  fundamental,  but  merely  in  the  degree  of  the 
capacity  for  use,  it  is  not  patentable.  Millers  Falls  Manuf.  Co.,  1  O.  G.  47. 

If  a  change  produces  a  difference  in  degree  only,  and  not  a  difference  in 
Bubfitance,  it  is  not  patentable.    B.  J.  Hobson,  1  O.  G.  141. 

If  a  change  of  form  modifies  the  principle  of  operation,  and  produces  a 
superior  article  of  manufacture,  it  is  patentable.  Chas.  P.  Mixer,  1  O.  G.  48. 

A  change  of  form  which  renders  an  instrument  more  useful  is  patent- 
able, although  the  change  is  simple.  Ira  D.  Warner,  1  Dec.  Com.  41 ; 
Vosbuigh  &  Ludden,  ^signors,  1  Dec.  Com.  80 ;  King  &  Rowland,  2 
Dec.  Com.  136 ;  J.  H.  McWilliams,  3  Dec.  Com.  177 ;  John  &  James 
Dobson,  4  0.  G.  499 ;  William  Wachs,  8  O.  G.  907. 

A  passenger  ticket  which  is  simply  a  contract  or  method  of  doing  busi- 
ness is  not  patentable.    A.  E.  Sheldon,  13  O.  G.  817. 

The  patentable  features  of  a  ticket  like  those  of  any  other  substantive 
thing  must  depend  upon  peculiarities  of  mechanical  construction.  The 
printed  matter  upon  toe  ticket  is  nothing  more  than  an  arbitrary  direction 
as  to  how  such  ticket  is  to  be  used,  and  can  have  no  more  bearins;  upon 
tlie  patentability  of  the  ticket  itself  than  can  printed  directions  for  use 
upon  any  other  article  of  manufiicture  affect  its  patentable  novelty.  Lee, 
18  0.G.624. 

Safccesttons. 

Where  one  communicates  the  details  of  an  invention  to  a  workman  who 
has  never  heard  of  the  principle  before,  he  may  be  presumed  to  have 
originated  it,  if  reduced  to  practice  by  the  latter  at  his  request.  Wilcox 
f.  Woodbury,  1  Dec.  Com.  17;  Foster  &  Townsend*t?.  Fowle,  1  Dec. 
Com.  35 ;  Spofford  o.  Moore,  2  Dec.  Com.  6 ;  Hale  v.  Field,  2  Dec.  Com. 
12 ;  T.  Hall  o.  T.  S.  Hall,  2  Dec.  Com.  25  ;  Duckworth  v»  Crompton,  2 
Dec  Com.  43 ;  Hopkins  v.  Hardick,  2  Dec.  Com.  141 ;  Spencer  &  Saylor 
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ard,  3  Dec.  Gftm,  119 ;  Russell  &,  Scoir,  S  O.  6. 149  j  Gilbert,  5 

28 ;  Chase  v.  Witter,  9  0.  G.  593. 

e  one  of  two  who  are  claiming  an  invention  communicates  bis 

>  the  other  who  embodies  them,  there  maj  be  good  grooad  for 
the  man  who  makes  the  au0i;estiODS  to  he  the  inventor.  Biley  v. 
m,  3  Dec.  Com.  101 ;  Hamilton  i.  Foster,  1  Dec.  Com.  30;  Bates 
h,  3  Dec.  Com.  253. 

iventor  may  adopt  minor  improvements  in  his  invention,  which 
jested  by  anotiier,  and  the  latter  does  not  thereby  acquire  any 
in  the  invention.  Tost  v.  Heston,  3  Doc,  Com.  226 ;  Bradfofd  e, 
16  O.  G.  314 ;  Yost  f.  Powell,  13  O.  G.  122 ;  Hall  e.  Johnson,  23 
111. 

jeralive  having  first  constructed  and  put  into  actual  use  an  appa- 
mbodying  the  mvention  is  the  prior  inventor  as  against  the  em- 
he  being  skilled  in  tbe  art  whue  bis  employer  waj)  not,  tuid  liie 
e  being  contradictory  on  otiier  points,  Eowards  e.  Beqna,  1  Dec. 
i ;  Jolinston  e.  Pimlott,  2  Dec.  Com.  44  ;  Mallett  p.  Crosby,  2 
)m.  56;  CobUTD  V.  Smith,  3  Dec.  Com.  290;  Walter  De  Sano  c. 
itchel,  9  0.  G.  792. 

naployee  is  not  estopped  trom  claiming  an  invention  ai^instbis 
n-  unless  he,  by  his  admissions  or  conduct,  induced  tlie  latler  (o 
any  act  or  refrain  from  the  same  in  regard  to  the  particular  invea- 
'aylor  tt,  Bourguignon,  16  0.  G.  958. 

tween  employer  and  employee,  matters  merely  auxiliary  or  Iribu- 
the  main  invention  give  to  the  employee  no  claim  as  au  inventor, 
regard  to  such  features  as  amount  to  independent  iuveutions,  a 
>tion  exists  in  favor  of  the  employer  as  the  author  of  the  same, 
\a  only  be  overcume  by  conclusive  aiid  unequivocal  proof,  llarri- 
logan,  18  O.  G.  921. 

>  suggests  an  idea  in  a  general  way,  and  the  other  &11s  in  with  it, 
lis  aid  develops  it  and  gives  it  practical  embodiment,  tbe  twooisy 
idered  joint  inventors.  Chase  &  White  v.  ChRse,  4  U.  G.  4. 
e&urautiou  arises  against  a  workman  that  an  improvement  which 
es  belongs  t«  his  employer,  when  he  is  employed  lo  make  a  spe- 
rticle,  not  to  labor  generally  nor  to  embody  au  invention  of  his 
;r.     Holman  n.  Foley,  2' Dec.  Com.  97. 

I  tbe  presumpUou  of  a  joint  invention  has  been  created  by  the 
'a  joint  application  for  a  patent,  it  can  be  overthrown  only  by 
i  of  the  most  unequivocal  character.  Wheeler  e,  Ruasell,  lO.G. 
oat  V.  Powell,  13  O.  G.  122 ;  Perkins  r.  Compton,  12  O.  G,  43. 
oint  invention,  the  result  of  mutual  suggestions,  counsel  and  effort, 
parties  are  entitled  to  share,  and  the  invention  will  not  be 
Shaw  f.Keith  et  al.,  9  O.  G.  641 ;  Joseph  Baraalous,  9  0.  G.883. 

NoTeltf. 

lot  enough  that  an  article  of  manujiicture  is  new,  in  the  ordiasr; 

0  render  it  patentable,  but  it  must  possess  novelty,  aa  the  word  is 
tod  in  the  statute,  and  give  evidence  of  inventive  genius.  Charles 
ire,  3  Dec.  Com.  249 ;  Horace  Beach,  3  O.  G.  607 ;  William  L. 

1  O.  G.  349  ;  Judd  M.  Cobb,  5  0.  G.  751 ;  John  W.  Orr,  6  0.  G. 
uch  D,  Roemer,  11  O.  G.  1U2;  Perkins,  16  O.  G,  1098;  Joseph 
14  O.  G.  157. 

e  the  invention  differs  substantially,  and  not  merely  colorably, 
me  prior  patent,  there  is  patentable  merit,  Bpringero.  Stanton, 
2 ;  B.  P.  Corban,  2  O.  G.  30 ;  Rowley  v.  Mason,  1  Dec.  Com.  4 ; 
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Geo.  Schneider,  1  Dec.  Com.  24 ;  Charles  Robinson,  1  Dec.  Com.  44 ;  P. 
J.  Dwyer,  1  Dec.  Com.  57 ;  M.  H.  Collins,  1  Dec.  Com.  82 ;  B.  F.  Wood- 
side,  2  Dec.  Com.  1 ;  Geoi-ge  F.  Pinkham,  2  Dec.  Com.  34 ;  L.  F.  Fol- 
lansbee,  2  Dec.  Com.  127 ;  J.  B.  Slawson,  2  Dec.  Com.  177 ;  J.  A.  &  T. 
Wood,  3  Dec.  Com.  56 ;  James  Dnthie,  3  Dec.  Com.  85 ;  Case  &  Baillie, 
3  Dec.  Com.  307 ;  Thomas  Slaight,  4  O.  G.  82 ;  James  D.  Culp,  5  O.  G. 
427 ;  Joseph  B.  Spragne,  6  O.  G.  469  ;  Hoe  v.  Scott.  14  O.  G.  447 ;  Zane 
r.  Peck,  12  O.  G.  518';  Schoen,  16  O.  G.  1003;  Pratt,  16  O.  G.  1005 ; 
Spear,  16  0.  G.  1052. 

A  machine  designed  to  accomplish  a  certain  object  is  not  anticipated  by 
one  accomplishing  the  same  object  only  occasionally,  and  without  its  hav- 
ing been  extended.    Greo.  H.  ]&rown,  1  Dec.  Com.  10. 

Where  the  improvement  is  not  shown  in  the  references,  and  is  not  of  so 
obvious  a  chuncter  that  it  would  liave  been  suggested  by  any  of  the  prior 
contrivances,  a  patent  may  issue.  Charles  Moseley,  2  Dec.  Com.  53 ;  G. 
C.  Stilhnan,  3  Dec.  Com.  173 ;  Arnold  v.  Wilcox,  7  O.  G.  558 ;  J.  S. 
Mclntire,  9  O.  G.  300 ;  C.  H.  Davis,  9  0.  G.  537. 

The  first  inventor  is  he  who  makes  the  article,  not  he  who  finds  a  use 
for  it.    Cheesebrough  «•  Toppan,  1 0.  G.  464. 

If  an  applicant  avails  himself  of  a  portion  of  a  plan  used  to  make  one 
article,  and  supplies  everything  necessary  to  constitute  a  complete  and 
novel  process  for  making  another  article,  a  patent  should  be  granted. 
LoQis  McMurray,  8  O.  G.  473. 

If  a  device  secures  different  results  by  different  means  from  those 
employed  by  prior  inventors,  it  is  patentable.    J.  C.  White,  1  O.  G.  163. 

If  the  two  machines  are  different  in.  operation  and  construction,  the  later 
is  patentable.    B.  P.  Corbio,  2  O.  G.  30. 

If  the  application  of  the  article  be  new  and  useful,  it  can  not  be  said  to 
be  anticipated  by  the  prior  use  of  any  other,  which  lacks  the  quality 
that  gives  it  utility,  no  matter  how  striking  the  resemblance.  Geo.  E. 
Deering,  1  Dec.  Com.  26;  A.  C.  Piatt,  1  Dec.  Com.  42;  Hopson  & 
Brooks,  3  Dec.  Com.  153;  R.  C.  Pliillips,  3  Dec.  Com.  273;  W.  W. 
Goodwin,  3  O.  G.  347. 

A  patentable  difference  exists  between  two  processes,  when  by  one  a 
solution  could  only  be  forced  into  a  l>ody,  and  by  the  other  through  it. 
Baosome  v.  Norris,  2  O.  G.  295. 

An  incomplete  and  practically  inoperative  device  is  not  sufficient  ground 
for  rejecting  the  product  of  an  operative  one,  though  the  two  devices  may 
be  alilce  in  some  respects.    J.  L.  Aiason,  2  O.  G.  644. 

An  invention  will  be  considered  novel,  although  counterparts  of  it  are 
referred  to  of  an  earlier  date  than  the  application,  if  they  do  not  antedate 
a  previous  application  to  which  it  relates  back.  J.  R.  McClintock,  3  Dec. 
Com.  325. 

Where  neither  of  the  references  upon  which  an  application  is  rejected 
is  so  analogous  to  the  invention  presented  as  to  suggest  it,  the  application 
will  be  allowed.  A.  G.  Lesner,  3  Dec.  Com.  204  ;  Charles  A.  Moore,  3 
Dec.  Com.  249;  Geo.  W.  Hawes,  3  Dec.  Com.  2^5  ;  David  H.  Morrison, 
3  Dec.  Com.  327 ;  Henry  Reynolds,  6  0.  G.  295. 

A  patent  with  a  generic  claim  can  only  be  used  to  restrict  a  specific 
claim  of  a  subsequent  inventor.    Waterman,  17  O.  G.  451. 

An  invention  can  not  be  presumed  to  have  been  made  before  the  filing 
of  the  application,  when  it  was  founded  on  theory  alone,  and  had  not 
been  practiced.  Reed  v.  Roberts,  1  Dec.  Com.  88 ;  De  La  Mar  r.  Surens, 
1  Dec.  Com.  94. 

If  an  inventor  has  devised  new  means  to  accomplish  a  certain  result,  it 
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t  eDOngfa  to  refer  bim  to  devices  wherein  it  is  evident  tliBt  &  like  mtoi- 

exista.    Twltcheli,  6  O.  G.  506. 

party  can  not  claim  what  was  discovered  bj  a  prior  inventor,  althotigli 

nprovenient  hae  made  the  article  coDunerciallj  valuable.    Sargent  & 

e,  11  O.  G.  1055. 

two  inventors  are  on  equa]  terms  in  respect  to  tlie  invention,  and 

contribute  to  its  essential  parts,  the  patent  would  be  Invalid  if  issued 

le  of  them.    Carter  o.  Perry,  8  O.  G.  518, 

joint  luventiou  can  not  be  carried  back  ta  a.  date  earlier  than  that  it 

li  the  subject-^natter  was  drst  discussed  by  the  parties.    Dwyer  t. 

ay,  10  O.  G.  585. 

wliatever  field  of  art  a  new  and  useful  invention  appears,  a  patent 
,  duly  applied  for,  can  not  lawfully  be  refused.  Ward,  4  O.  G.  360. 
le  mere  fact  of  the  first  inventor  having  lost  his  right  t«  a  patent  doe* 
intitle  a  junior  inventor  to  step  forward  and  obtain  one.  Collins  c. 
and,  1  Dec.  Com.  66. 

Iheinvention,  covered  by  agiven  claim,  be  novel,  the  combination  of  tite 
ents  of  said  claim,  with  other  devices,  is  allowable  in  another  claim,  if 
mate.  M.  Smith,  20.  G.  117;  Miuar,  Stevens  e(  al.,  2  Dec.  Com.  47. 
I  inventor  can  not  obtain  a  patent  for  a  device  which  is  described  in 
or  patent  granted  to  bim.  Hill  and  Prentice,  24  0.  G.  1176. 
le  oath  of  the  applicant  is  sufficient  to  avoid  an  objecUon  od  account 
e  grantiug  of  an  English  patent  to  him  and  another  jointly.  Semeof, 
.  6.  1107, 

printed  specification  of  a  foreign  patent  is  not  competent  evideace  to 
e  the  date  of  the  invention  or  that  the  patentee  was  the  inventor  in 
kvor.    Lauder  v.  Crowell,  16  O.  G.  405. 

foreign  inventor  can  not  prove  that  he  made  or  used  bis  invention  in 
eigu  country  before  the  date  of  hia  patent  for  any  purpose.  Laa&ey> 
.  G.  892  i  Bumpff  v.  Kohler,  23  O.  G.  1831. 

an  American  citizen  makes  an  invention  in  a  foreign  country  and 
i  has  it  patented,  the  earliest  date  that  can  be  given  to  his  inventjon 
;ainst  a  rival  inventor  in  tliis  country  is  the  date  of  the  foreign  patent, 
e.  Broolis,  19  0.  G.  290. 

foreign  inventor  may  show  that  he  made  the  Invention  known  in  this 
try  prior  to  the  date  of  any  foreign  patent  cited  agmnst  tiim.    lan- 

20  O.  a.  892. 

the  same  invention  has  been  patented  by  two  foreignets  in  a  foreign 
try,  the  party  holding  the  prior  patent  is  entitled  to  a  patent  if  be  is 
ri^al  inventor.  Lauder  e.  Crowell,  16  U.  G.  405. 
the  same  invention  liaa  been  patented  by  two  foreignen  in  a  foreign 
try,  the  prior  patent  ia  a.  bar  to  the  granting  of  a  pateut  to  the  psrlj 
ing  the  subsequent  patent.  Lander  d.  Crowell,  16  O.  G.  405. 
le  discoverer  of  a  principle  who  first  devieea  a  method  for  carrying 
irinciple  into  eS'ect,  and  first  invents  or  combines  means  to  accom- 

the  several  steps  in  that  method.  Is  entitled  to  the  exclusive  ose  of 
aethod  itself,  and  also  of  the  means  by  him  invented  or  combined  for 
ractlcal  execution.  Bell  v.  Gray,  15  0.  G.  776, 
e  conduct  of  a  party  will  not  estop  him  from  showing  that  he  is  (lie 
inventor,  but  efiect  will  be  given  to  the  estoppel  by  Issuing  a  joint 
it  for  a  sole  InventioD.  Berlew  v.  Berlew,  16  O.  G.  457. 
a  patent  is  issued  to  two  or  more  persons  as  joint  inventors  upon  no 
cation  which  erroneously  describee  the  invention  as  joint  instead  of 
it  can  not  be  corrected  so  that  a  patent  may  be  issued  to  the  leat 
nventor.    Barsalnux,  14  O.  G.  233. 
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Rednelnic  to  Practice. 

Priority  of  conception,  coupled  with  due  diligence  in  reducing  to  prac- 
tice, constitutes  priority  of  invention,  Wheeler  v.  Hussell,  1  O.  G.  183  ; 
Perkins  v.  Compton,  13  O.  6.  43 ;  Wyman  v.  Knowles,  13  0.  G.  320 ; 
Kirchner  v.  Blwr,  13  O.  G.  364 ;  Young  v.  Rogers,  18  O.  G.  732 ;  Hock- 
bausen  o.  Weston,  18  O.  G.  857;  Brown  v.  LaDow,  18  O.  G.  1049  ;  Locke 
V.  Levaley,  20  O.  G.  671 ;  Hull  v.  Lowden,  20  O.  G.  741 ;  McTammany 
V.  Needham,  18  O.  G.  1050. 

The  merits  of  an  improyement  belong  to  the  one  who  first  conceived  and 
gave  practical  form  and  efi'ect  to  it.    De  Sano  v»  Bitchel,  9  O.  G.  792. 

As  between  two  independent  inventors,  he  who  first  perfects  the  in- 
vention is  entitled  to  the  patent,  and  it  can  not  avail  the  other  to  refer 
back  to  crude  experiments.  Browne  v,  Ludlow,  2  Dec.  Com.  16 ;  Duche- 
min  9.  Richardson,  2  Dec.  Com.  31 ;  Bingham  v.  Watkins,  2  Dec.  Com. 
42;  Crowell  v.  Sim,  2  Dec.  Com.  72 ;  Richardson  v.  Denza,  2  Dec.  Com. 
156;  Knight  v.  Annan,  3  Dec.  Com.  34;  Davis,  Edson  et  aL,  4  O.  G. 
500 ;  Stanton  &  Ferley,  4  O.  G.  500 ;  Clark  &  Osbom,  5  O.  G.  667 ;  Mac- 
donald  p.  Chase,  6  O.  G.  359  ;  Rees  v.  Richards,  7  0.  G.  36 ;  Bird,  14  O. 
G.  234;  Towers  v.  Pease,  13  O.  G.  175 ;  Green  r.  Field,  16  O.  G.  587 ; 
Hunt  tr.  King,  17  O.  G.  200;  Fulgham  ».  Westcott,  18  O.  G.  571; 
Levalley  v.  Ewart,  20  O.  G.  672. 

The  first  of  two  competitors  who  reduces  the  invention  to  pi*actice  is 
entitled  to  the  patent,  although  another  may  have  first  conceived  it. 
Hoeltge  V.  Hoeller,  3  Dec.  Com.  309 ;  Jones  v.  Pendleton,  3  Dec.  Com. 
314 ;  Smith  v.  Barter,  7  O.  G.  1  ;  Ware  v.  Bullock,  7  O.  G.  39 ;  Arnold  v. 
Wilcox,  7  O.  G.  558;  Oliver©.  Zeller,  10  O.  G.  416;  Hallidie,  12  O.  G. 
1077 ;  Martin  v.  Bogle,  12  O.  G.  625 ;  McKenna  v.  Redden,  16  O.  G.  458  ; 
Blenn  r.  Gale,  16  O.  G.  459  ;  Gardner  v.  Dudley,  17  O.  G.  80L 

Although  the  party  who  files  the  last  application  was  the  first  to  con- 
ceive the  invention,  yet  he  is  not  entitled  to  a  patent  as  against  a  prior 
applicant,  who  was  the  first  to  reduce  the  invention  to  practice,  even 
thoogb  his  invention  was  reduced  to  practice  by  some  other  person. 
Burgess  r.  Wetmore,  16  O.  G.  765. 

If  the  first  inventor  reduces  his  invention  to  practice  contemporaneously 
with  his  rival  and  files  the  first  application,  he  is  entitled  to  a  patent. 
Bering  v.  Haworth,  14  0.  G.  117. 

If  an  applicant  for  a  patent  was  the  first  to  clearly  originate  the  inven- 
tion, and  diligent  in  reducing  it  to  practice,  he  will  be  considered  the  prior 
inventor  as  against  the  patentee.    Withington  v.  Locke,  11  O.  G.  417. 

The  party  who  originates  a  device  and  puts  it  into  general  use  is  the 
prior  inventor,  although  his  competitor  had  previously  made  successful 
experiments,  but  had  abandoned  them.  Merrill  v,  Atwood,  1  Dec.  Com. 
6;  Chipnian  v.  Fales,  1  Dec.  Com.  44;  Coles  v.  Loud,  2  Dec.  Com.  4; 
Lamson  ©.  Wardwell,  2  Dec.  Com.  33 ;  Dimond  ».  Hayden,  2  Dec.  Cora, 
34;  Bovey  v.  Graham.  2  Dec.  Com.  189 ;  Frevert  r.  Gahr,  3  O.  G.  660 ; 
Lagowitz  V.  Topham,  9  O.  G.  742;  Gross  v.  Sargent,  11  O.  G.  788. 

He  who  first  reduces  an  invention  to  a  practical  form  is  entitled  to  the 
patent,  though  another  conceived  it  before  him  and  explained  it  to  others. 
Lyon  9.  Altmaier,  1  Dec.  Com.  15  ;  Jennings  v.  Winter,  1  Dec.  Com.  38. 

If  the  one  who  first  conceives  a  device  exercises  reasonable  diligence  in 
fedncing  it  to  practice,  he  will  be  considered  the  prior  inventor,  although 
aDother  has  succeeded  before  him  in  perfecting  it  and  reducing  it  to  prac- 
tice. William  8.  Carr,  5  O.  G.  30;  Proctor  v.  Ackroyd,  6  O.  G.  603; 
Freebome  r.  Foye,  9  O.  G.  884;  Etches  v.  Prescott,  17  0.  G.  267. 
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The  one  who  first  conceives  the  invention  and  completes  a  model  that 
operates,  perfectly  before  his  competitor,  and  carries  it  to  the  greatest 
degree  of  perfection,  is  entitled  to  priority.  Withington  t?.  Whitney,  3  Dec. 
Com.  310 ;  Smith  t?.  Edson,  7  O.  G.  827 ;  Baldwin  t?.  Bigelow,  7  O.  G.  1011. 

If  a  patentee  is  first  to  conceive  an  invention,  first  to  make  a  model,  the 
first  to  apply  for  a  patent,  and  the  first  to  obtain  the  grant,  he  is  not  re- 
quired to  have  put  his  invention  to  practical  use  before  obtaining  a  patent 
Busha  V.  Phelps,  9  O.  G.  1010. 

Tlie  one  who  first  reduces  an  invention  to  a  practical  form  by  embody- 
ing it  in  a  machine  in  use,  is  entitled  to  a  patent,  unless  a  prior  inventor 
is  at  the  time  using  due  diligence  in  adapting  and  perfecting  the  same  in- 
vention.   Crane  t?.  Whitehead,  7  O.  G.  219. 

Where  an  invention  is  voluntarily  laid  aside,  without  anything  being 
done  in  the  way  of  an  application  for  a  patent,  and  another,  in  the  mean 
time,  without  any  knowledge  of  this  fact,  invents  and  reduces  the  same 
thing  to  practice,  after  applying  for  and  taking  out  a  patent,  he  must  be 
regarded  as  the  original  and  first  inventor.  Edson  v.  Cofl&n,  1  Dec.  Com. 
58;  Reed  t?.  Roberts,  1  Dec.  Com.  88;  Erbc  t?.  Hill,  1  Dec.  Com.  29; 
Wheeler  t?.  Chenoweth,  1  Dec.  Com.  43 ;  Doty  t?.  Osborne,  1  Dec.  Com. 
77 ;  McClure  t?.  Miller,  2  Dec.  Com.  122;  Wheeler  v.  Peters,  2  Dec.  Com. 
141 ;  Gray  v.  Hale,  3  Dec.  Com.  129  ;  Willcox  t?.  Duncan,  3  Dec.  Com. 
195  ;  Hanvey  v,  Willard,  3  Dec.  Com.  297  ;  Hoeltge  t?.  Hoeller,  3  Dec. 
Com.  309  ;  Battce  v.  Russell,  3  O.  G.  181 ;  Vinton  v.  Pierce,  30.  G.  629; 
Hyatt  &  French,  4  O.  G.  609 ;  Bradford  t?.  Corbin,  6 1).  G.  223 ;  Hart  f. 
Little,  7  O.  G.  962 ;  Lay  t?.  Wiard,  9  O.  G.  349  ;  Gross  v.  Sargent,  11  0. 
G.  788. 

It  is  only  in  those  cases  in  which  actual  use  is  necessarily  demanded  to 
establish  the  date  of  the  completion  of  an  invention  tliat  it  becomes 
important  in  determining  the  question  of  priority.  Little  r.  Stephenson, 
3  O.  G.  379. 

If  an  inventor  has  used  due  diligence  throughout,  he  may  date  his  inven- 
tion back  to  the  time  when  he  made  the  drawings  for  the  foreign  machine, 
and  will  be  awarded  priority  over  one  who  invented  afterward.  Lay  p. 
Ballard,  3  O.  G.  687. 

A  drawing  alone  is  not  sufl&cient  to  show  tiiat  the  inventor  reduced  his 
invention  to  practice.    Mill  ward  r.  Barnes,  11  O.  G.  1060. 

To  prove  priority  of  invention,  it  is  not  enough  to  show  that  the  appli- 
cant was  ens^aged  upon  one  of  the  same  character,  without  proof  of  its 
identity.    Black  v.  Locke,  1  Dec.  Com.  13. 

If  the  invention  is  simple  and  single,  the  one  who  first  discovers  it  can 
not  be  superseded  as  inventor  without  proof  of  laches  or  abandonment, 
there  being  nothing  left  of  its  construction  for  experiment  to  develop. 
Smith  &  Jordan,  5  0.  G.  89. 

The  inventor  of  an  apparatus  who  has  reduced  it  to  actual  practice  and 
then  left  it,  can  not  claim  improvements  upon  it,  although  he  may  have 
contemplated  them,  if  he  never  reduced  them  to  form.  Trotter  v.  Bart- 
lett,  7  O.  G.  3. 

The  question  of  priority  will  be  decided  in  favor  of  the  party  who, 
before  the  other  made  the  invention,  had  produced  specimens  shown  to 
be  like  exhibits  on  file  and  embodying  it.  Clark  p.  Fletcher,  1  Dec.  Com. 
21 ;  Logan  v,  Holdiman,  2  Dec.  Com.  45. 

The  one  who  first  reduces  the  invention  to  practice  is  entitled  to  the 
patent  if  his  competitor  rests  his  claim  on  suggestions,  verbal  descriptions 
and  lost  sketches,  though  they  were  made  before.  John  W.  Cochran,  1 
Dec.  Com.  30 ;  Edson  t?.  Coffin,  1  Dec.  Com.  58 ;  Wood  v.  Crowell,  1  Dec 
Com.  107 ;  Hart  ».  Little,  7  O.  G.  962 ;  Dana  v.  Greenleaf,  9  0.  G.  198. 
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An  experimental  use  of  an  invention,  though  continued  for  three  days, 
and  though  it  worked  satiB&ctorily,  is  not  a  reduction  of  it  to  practice,  if 
DO  further  use  was  made  of  the  mvention,  and  it  was  afterwards  lost. 
Stoddard  &  Peiry,  6  O.  G.  33. 

An  imperfect  and  incomplete  invention,  resting  in  mere  theory  or  in 
uncertain  experiments,  and  not  actually  reduced  to  practice  and  embodied 
in  some  machinery,  is  not  patentable.    Lay  v.  Wiard,  9  O.  G.  349. 

Seduction  to  practice  can  only  be  effected  by  the  material  embodiment 
of  the  invention  in  the  form  in  which  it  is  designed  for  use.  Stephenson 
f.  Goodell,  9  O.  G.  1195. 

If  an  adaptation  to  use,  or  even  use  itself,  is  merely  exiierimental,  the 
invention  is  not  perfected.    Lagowitz  o.  Topham,  9  O.  G.  742. 

If  the  device  does  not  of  itself  afford  evidence  of  its  capability  of  use, 
then  the  applicant  must  show  that  he  has  put  the  device  to  practical  use 
or  ascertained  its  capability  of  practical  use.  Ackerman  v.  Archer,  15  O. 
6. 562. 

A  reduction  to  practice  is  effected  by  one  successfhl  working  machine 
as  certainly  as  by  one  hundred.    Lake  v,  Kempster,  16  O.  G.  1187. 

A  reduction  to  practice  may  be  effected  by  means  of  an  experimental 
working  machine  as  well  as  in  any  other  way  if  the  result  of  the  experi- 
ment is  a  success.    Packard  o.  Sandford,  16  O.  G.  1182. 

If  the  inventor  who  was  the  first  to  conceive  and  the  first  to  reduce  to 
practice  abandons  his  invention  before  a  public  use,  then  a  subsequent 
inventor  may  claim  a  patent.  Packard  o.  Sandford,  16  O.  G.  1182 ;  Gill  v. 
Scott,  23  O.  G.  25. 

In  order  to  defeat  a  patent  it  is  not  necessary  for  an  applicant  to  show 
that  he  conceived  the  invention  and  reduced  it  to  practice  before  the  time 
at  which  such  invention  was  conceived  by  the  patentee.  McTammany  v, 
Needham,  18  O.  G.  1050. 

In  order  to  defeat  a  patent,  an  alleged  prior  machine  must  be  shown  to 
be  practically,  and  not  merely  experimentally,  useful.  Sargent  o.  Burge, 
U  0.  G.  1055. 

If  the  principle  of  an  invention  is  shown  to  be  practicable  in  a  machine, 
it  is  entitled  to  protection,  though  the  machine  is  rude  and  imperfect. 
Knight  V.  Annan,  3  Dec.  Com.  34. 

The  true  date  of  invention  is  at  the  point  where  the  work  of  tlie  in- 
ventor ceases  and  the  work  of  the  mechanic  begins.  Cameron  v.  Brick,  3 
Dec,  Com.  89  ;  Stevens  v.  Putnam,  18  O.  G.  520. 

An  invention  which  consists  of  a  combination  of  elements  is  not  com- 
plete until  all  the  elements  are  combined.    Samuel  C.  Moore,  7  0.  G.  697. 

A  person  may  prove  priority  of  invention  by  establishing  that  he  was 
the  first  to  conceive  the  idea  of  the  invention  and  tlie  mode  of  putting  it 
into  practice,  and  used  due  diligence  in  adapting  and  perfecting  it.  Chap- 
man r.  Candee,  2  O.  G.  245 ;  Reisinger  r.  Clark,  2  0.  G.  339 ;  Mayhew  t?. 
Wardwell,  1  Dec.  Com.  5 ;  Mowbray  c.  Shaftber,  2  Dec.  Com.  35  ;  Eames 
t.  Gill,  2  Dec.  Com.  42 ;  Leonard  v.  Runyon,  2  Dec.  Com.  56 ;  Kissam  r. 
Collins,  2  Dec.  Com.  127 ;  Jenkins  &  Norton  p.  Putman,  2  Dec.  Com. 
156 ;  Edison  v,  Foote  &  Randall,  3  Dec.  Com.  80;  Corsett  &  Lowe  v. 
White,  3  Dec.  Com.  154 ;  Disston  v.  Emerson,  3  Dec.  Com.  162  ;  Ives  v. 
Swan,  3  Dec.  Com.  167 ;  Smith  v.  Hopkins,  3  O.  G.  347  ;  Rice  v.  Win- 
chester, 3  0.  G.  348 ;  HoUingsworth  v.  Burleigh,  3  O.  G.  583 ;  Periey  & 
Onr,  5  O.  G.  457 ;  Hammond  o.  Laird,  7  O.  G.  170 ;  McBride  v.  Henderson, 
7O.G.30O. 

The  party  who  first  makes  a  model  and  applies  for  a  patent  with  due 
diligence  is  the  first  inventor,  although  another  made  the  first  machine, 
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iw  rewards  the  first  inventor  rather  than  the  first  mtiker.  Hone 
,  1  O.  G.  275. 

iventor  shows  a  patentable  Invention  in  his  application,  it  is  not 
'  that  he  shall  prove  actual  reducUon  to  practice.  Stan  c. 
a  0.  G.  2325. 

Dlllffence. 


:  end  reduce  it  to  practice.  Allen  c.  Gilmaii.  2  O.  G.  293 ;  Erbe 
Dec.  Com.  29 ;  Hunt  e>.  Woods,  1  Dec.  Com.  34 ;  Freeluid  & 
Trent,  I  Dec.  Com.  93 ;  Duchemin  v.  Richardson  &  Stelo,  i 
1.  31 ;  Bradley  c.  Rafael,  2  Dec.  Com.  50  ^   Hosea  Ball,  2  Dec. 

of  diligence  between  two  inventors  never  begins  until  tlie  dale 
er  concepljon.  If  the  one  who  first  conceives  the  inventioD  is 
Irst  to  reduce  to  practice,  the  race  of  diligence  enda.    Packard  t. 

16  0.G.1182. 
an  inventor  has  reduced  his  invention  to  practice,  the  quesUon 
ice  is  between  him  and  the  public.    McTammany  v.  NeedhuD, 
1050. 

.ween  tlie  public  and  an  inventor  who  reduces  his  iaveQlioD  to 
in  private,  there  ia  no  obligation  of  diligence  resting  on  the  in- 
It  IB  only  when  another  inventor  appears  that  any  such  obligv 
38.    Packard  t.  Sandford,  16  0.  G.  1182  ;   Furmcr  t.  Brush.  17 

one  who  is  the  first  to  conceive  is  the  one  who  flrat  rednces  Uie 
to  practice,  his  obligation  from  that  time  is  not  one  of  diligence 
;en  himself  and  his  competitor.  It  lakes  an  entirely  different 
,  is  an  obligation  to  the  public  not  to  atmndon  or  forget  his  inven- 
ike  V.  Kempster,  16  O.  G.  1187  ;  Paokard  v.  Sandford,  16  0.  (i. 
irmero.  Brush,  17  O.  G.  150. 

:ce  in  perfecting  an  invention  is  a  relative  term,  and  the  law  does 
Ire  that  an  inventor  who  ia  engaged  in  developing  a  number  of 
lents  at  the  same  lime  shall  devote  all  his  dme  and  energy  io 
le  expense  of  the  othei's.    McTammany  v.  Needhani,  18  0.  G. 

gh  the  first  and  original  inventor  is  gnilty  of  laches  in  applying 
;eut  ailer  the  |)erfecljoo  of  his  invention,  yet  this  will  not  give  » 
at  inventor  a  right  to  a  patent.    Harmet  v.  Reese,  21  O.  G.  1875. 

one  is  the  first  to  conceive  an  invention,  and  the  other  was  tlie 
educe  it  to  pi-actice,  the  claim  of  the  latter  is  founded  upon  the 

to  practice,  and  derives  no  aid  from  his  previous  eK'orts  ;  but  tlie 
lUst  show  timt  he  was  reasonably  dilizent  from  the  time  of  the 
in  of  the  invention  to  its  completion.  Hia  diligence  is  not  to  tie 
I  wiili  that  of  ills  competitor,  but  must  stand  as  an  independent 
llward  i>.  Barnes,  11  0.  G.  1060. 

■entor,  in  order  to  preserve  his  rights,  is  not  required  to  devote 
[lei^iea  to  tlie  development  of  his  invention,  tu  the  exclusion  of 
matters.    The  law  only  demands  reasonable  dihgence.    Hunger 
1,  1  O.  G.  491. 
irty  who  first  made  the  invcniion  should  prevail  if  he  never 

to  abandon  it,  though  he  did  not  apply  for  a  patent  until  hia 

had  applied  several  years  afterward.    Bowley  e.  Mason,  1  Dec. 
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An  inventor  is  not  prejudiced  in  his  right  to  a  patent  by  any  delay 
between  the  making  of  his  invention  and  the  filing  of  his  application, 
unless  meanwhile  the  invention  has  gone  into  public  use.  Israel 
Towosend,  3  Dec.  Com.  60. 

To  constitute  complete  invention  it  must  be  shown  that  the  device  has 
been  used,  or  that  reasonable  diligence  has  been  employed  in  applying  it 
to  this  last  and  surest  test.  Hanscom  v.  Latham,  9  0.  6.  1157  ;  Palm  v* 
Bebel,  10  O.  G.  701 ;  Stephenson  v.  Goodell,  9  O.  G.  1195. 

A  prior  inventor  has  lost  his  right  to  an  invention  if  he  has  delayed 
applyiDs  for  a  patent  for  an  unreasonable  time  after  his  com^titor 
obtained  one,  although  he  had  a  caveat  pending  when  the  application  of 
the  latter  was  filed.  Kenyon  o.  Wesson,  3  ID^.  Com.  10 ;  s.  0.  3  Dec. 
Com,  9L 

An  inventor  has  not  forfeited  his  invention  by  delay,  who  has  obtained 
a  patent  for  it  before  his  competitor  applied  for  one.  Bingham  v.  Watkins, 
2  Dec.  Com.  42,  186. 

If  a  party  has  forfeited  his  right  to  a  patent  by  want  of  diligence,  he  is 
not  the  prior  inventor,  and  can  not,  therefore,  have  abandoned  his  inven- 
tioQ  to  the  public.    Jenkins  v.  Barney,  3  O.  G.  119. 

Although  others  have  applied  for  a  patent  to  which  tliat  sought  by  the 
applicant  would  be  subordinate,  that  furnishes  no  excuse  for  his  neglect- 
ing to  make  his  application  for  several  years.  Wright  o.  Clay,  2  Dec. 
Com.  11. 

If  an  inventor  has  fully  worked  out  the  idea,  and  shows  that  he  intends 
to  pursue  it  to  a  practical  use,  he  is  entitled  to  a  reasonable  time  to  per- 
fect and  test.    Tiogley  &  Carpenter,  3  Dec.  Com.  236. 

Here  delay  in  applying  for  a  patent  after  the  invention  has  been  per- 
fected will  not  warrant  a  Judgment  of  priority  in  favor  of  a  subsequent 
inventor.    Traut  t>.  Hawley,  10  O.  G.  979. 

If  nothing  is  shown  hi  the  evidence  to  account  for  an  inventor's  delay 
in  reducing  his  invention  to  practice,  he  must  be  held  chargeable  with 
want  of  diligence.    Hovey  Hufeland,  6  O.  G.  31. 

If  an  inventor  employs  an  attorney  to  file  his  application  for  a  patent, 
and  is  deceived  by  &lse  representations  that  it  was  done,,  the  delay  thus 
frandolently  caused  is  not  unreasonable  or  such  as  to  work  abandonment. 
Case  V.  Hastings,  7  O.  G.  557. 

If  an  inventor,  after  perfecting  his  invention,  keeps  it  secret,  and  with- 
holds it  from  public  use  until  another  invents  the  same  thing  and  applies 
tor  a  patent  therefor,  he  loses  his  right  to  a  patent.  Monce  v.  Adams,  1 
0.  G.  1. 

If  the  delay  consists  merely  in  forbearing  to  apply  for  a  patent,  the 
first  inventor  is  entitled  to  a  patent,  although  he  files  the  application 
after  the  application  of  a  subsequent  inventor .  ^  Freund  v.  King,  1 1  O,  G.  2. 

Vtiliiy. 

Any  invention,  however  simple,  saving  time  and  labor,  and  not  before 
anticipated,  may  be  awarded  a  patent.  Geo.  Richardson,  2  O.  G.  3 ; 
Samuel  Toomey,  1  Dec.  Com.  109  ;  John  P.  Harrmgton,  2  Dec.  Com.  37 ; 
William  Brown,  1  Dec.  Com.  45 ;  W.  E.  Phelps,  2  Dec.  Com.  48  ;  A.  S. 
Collins,  2  Dec.  Com.  57 ;  Arthur  Harris,  2  Dec.  Com.  62 ;  Rutger  B. 
Miller,  3  Dec.  Com.  85 ;  L.  E.  Love,  3  Dec.  Com.  276 ;  Orison  Under- 
wood, 4  0.  G.  449. 

The  utility  of  an  article  of  manufacture  is  tested  by  the  advantage 
gained  in  its  use  and  the  saving  effected  in  its  production.  W.  Butterfield, 
2  0.  G.  88. 
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ess  alone  will  not  confer  patentabilitj  upon  a  machine  tint  pes- 

other  merit.    McLaren  &  Coventry,  10  0.  G.  335. 

simpler  means  coneiat  in  the  substitation  of  one  mecbanictl 

t  for  another,  the  difi^rcnce  ia  nut  patentable.    £loi  Bouscav. 

Gf.  743. 

at  may  be  granted  for  a  distinct  part  of  a  device  or  macbioe. 

it  becomes  useful  only  in  connection  with  ita  corresponding 

jhnson,  18  O.  G.  1052. 


What  iB  Patentmble. 

'  who  has  devised  a  mode  of  doing  a  particular  thing  so  u  to 

ivith  an  instrument  formerly  used,  is  entitled  to  a  patent  for  that 

t  not  for  every  mode  of  doing  it  without  the  me  of  tbe  inttni- 

..  Ai*eli,  1  O.  G.  28. 

I  for  a  result  or  effect,  and  not  for  the  result  as  produced,  is  bad. 

onde,  2  Dec.  Com.  23 ;  Beavia,  16  0.  6.  1233. 

:ional  claim  is  one  that  has  for  its  subject  tbe  performance  of  an 

y,  and  not  tbe  meaas  by  which  that  act  is  executed.    Ignadtu 

J.  G.  597. 

iroved  system  of  irrigation,  constitwtinjr  an  improvement  in  the 

be  the  subject  of  a  patent.    James  Y.  Cannicliael,  10  0.  G.  364. 

>ducts  of  a  new  process  can  not  be  monopolized  unless  they  can 

fished  from  the  products  of  other  processes,    Henry  Loewen- 

ee.  Com.  92. 

rm  manufacture  seems  to  distinguish  the  thing  made  from  the 

r  machine  by  which  it  is  made.     Charles  H.  Ackerson,  1  Dec. 

William  B.  Blanchard,  2  Dec.  Com.  59 ;  L.  E.  Tmesdell,  2 
I.  123. 

plicont  can  not  describe  a  machine  which  will  perform  a  certain 
and  then  cl^m  the  fhncldon  itself  and  all  other  machines  that 
avented  for  the  same  purpose,  L.  G.  Harrison,  Jr.,  10  0.  G. 
derick  Boloaon,  15  0.  G.  471. 

cle  of  manufacture  ia  patentable  only  when  it  is  a  complete  de- 
y  for  use  or  for  sale  in  the  market.  Peter  Campbell,  2  U.  (■■ 
luel  B.  Jerome,  3  0.  G.  64 ;  Augustus  Adams,  3  O.  G.  150. 
oduct  of  an  invention  must  be  regarded  aa  an  entirety,  and,  if 
applicant  is  entitled  to  all  the  characteristics  which  it  may  now  be 
r  may  hereafter  be  discovered  to  possess.     Herbert  W.  G. 

10  O.  G.  747. 

le  device  may  contain  subject-matter  for  a  design  patent,  sad 
structure  patent,  that  for  one  being  a  particular  omamentaiion. 
,he  other  the  structure  of  the  device,  involving  its  mechaoical 
,  W.  Collender,  2  O.  G.  360. 

cle  of  peculiar  shape,  intended  to  serve  a  useful  purpose,  may  be 
:t  of  a  patent.    T.  T.  D.  Doolittle,  2  O.  G.  275. 

ComUnatlons. 

ntable  combination  must  consist  of  something  more  than  mere 
;es  or  an«ngement  of  parts.  The  parts  must  act  upon  each 
ler  mediately  or  intermediately,  so  that  the  action  or  character 
affected,  inliuencetl  or  produced  by  the  action  or  character  of  the 
has.  Van  Waggenen,  1  0.  G.  89  ;  John  Bumham,  1  0.  G.  IH; 
ller,  1  0.  G.  431 ;  Philip  E.  Ackert,  1  O.  G.  263 ;  L.  B.  Prindle, 
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1  0. 6. 404;  DfiDiel  J.  La  Dac^  1  O.  6.  549 ;  Thomas  Kerr,  1  Dec.  Com. 
16 ;  Jones  &  Boyce,  1  Dec.  Com.  16 ;  Joseph  Thome,  1  Dec.  Com.  76 ; 
John  Stephenson,  5  O.  G.  363 ;  Clymer  &,  Biley,  6  O.  G.  505 ;  H.  J. 
Uuttner,  14  O.  G.  118;  Little  v.  Seurgent  12  O.  G.  186;  Edward  Camp- 
bell, 14  0.  G.  83 ;  Joseph  Fonck,  3  McArthur  460 ;  a.  o.  14  O.  G.  158 ; 
Scott  9.  Ford,  14  O.G.  413;  Waring  t>.  Wilkerson,  15  O.  G.  246;  Card- 
well,  15  0.  G.  293 ;  Knowlton,  15  O.  G.  343;  James  Lee,  15  O.  G.  512 ; 
Ducsb,  16  O.  G.  543. 

The  mere  assemblmg  of  an  i^gre^tion  of  old  devices,  each  separately 
performing  its  own  function,  into  mimediate  proximity  with  each  other, 
does  not  make  a  combination  in  a  patentable  sense.  George  B.  Clarke, 
3  Dec.  Com.  178 ;  McCormick  &  Baker,  3  Dec.  Com.  246 ;  John  H.  Coes, 
6  0.  G.  1 ;  Henry  Hooper,  6  O.  G.  360;  Patrick  Fitzgibbons,  10  O.  G.  375. 

Separate  devices  or  combinations  of  devices,  that  have  no  community 
of  operation  in  effecting  a  common  result,  should  not  be  incorporated  in 
the  same  application.  C.  0.  Sobinski,  10  O.  G.  3 ;  A.  L.  Bogart,  10  O. 
G.  113 ;  C.  F.  Dietrich,  11  O.  G.  195. 

If  the  aggregation  of  the  different  parts  produces  a  new  result,  this  is 
decisive  of  the  fact  that  tliere  has  been  invention,  and  that  the  combina- 
tion is  patentable.    J.  B.  Slawson,  1  O.  G.  254. 

In  order  that  a  combination  may  be  rendered  patentable,  there  must 
be  a  novel  assemblage  of  parts  exhibiting  invention.  Lynch  v.  Dryden, 
3  0.  G.  407 ;  B.  S.  Baker,  4  O.  G.  156. 

If  the  substitution  of  one  material  for  another,  in  a  combination,  pro- 
duces a  new  and  useful  article  of  manufacture,  it  is  patentable.  W.  8. 
Cottrell,  1  O.  G.  436. 

A  combination  should  be  regarded  as  an  entirety,  and  it  can  not  be 
said  that  some  of  its  features  have  been  used  to  perform  their  separate 
functions  in  other  positions  and  arrangements.  Jesse  Reynolds,  9  O.  G.  744. 

Where  neither  of  several  parts  of  a  structure  affects  or  influences  the 
action  of  the  other,  no  legitimate  combination  exists  between  them. 
Thomas  J.  Flagg,  2  Dec.  Com.  104 ;  Benjamin  Morse,  3  O.  G.  467. 

A  claim  will  be  refused  although  the  combinations  specifled  embrace  a 
device  for  which  a  claim  has  already  been  allowed,  if  the  latter  ought  to 
have  been  rejected.    Amos  Bank,  3  Dec.  Com.  235. 

It  is  necessary  that  a  combination  should  contain  all  the  essential 
elements  to  secure  some  distinct  and  definable  result  in  the  operation  of  a 
machine.    A.  A.  Bheutan,  5  O.  G.  521 ;  George  M.  Holmes,  6  O.  G.  360. 

If  a  new  combination  produces  an  old  effect  more  economically,  or  a 
new,  or  a  better  effect,  and  all  the  elements  co-operate  in  producing  it, 
the  combination  is  patentable.  David  Eynon,  3  Dec.  Com.  239 ;  £. 
Sampson,  3  Dec.  Com.  277 ;  Henry  Hooper,  6  O.  G.  360 ;  Seeley  M. 
Sherman,  7  O.  G.  1054. 

It  is  not  every  change  in  the  arrangement  of  the  elements  of  a  combi- 
nation which  may  form  the  foundation  of  a  leidtimate  claim,  but  only 
such  as  are  necessary  to  constitute  a  valid  combination  of  the  same  parts. 
Streeter  «.  Stoddard,  2  Dec.  Com.  91. 

If  devices  are  in  their  operation  especially  adapted  to  each  other,  be- 
longing to  the  same  class  of  inventions,  and  are  used  in  connection  to 
Bobserre  a  common,  end,  they  constitute  a  legitimate  combination. 
Warren  Noyes,  8  O.  G,  818. 

If  the  combination  is  new  and  produces  new  and  useM  results,  the 
application  for  a  patent  can  not  be  refused.  Maurice  Fitzgibbons,  3  Dec. 
Com.  77 ;  Fisk,  Clark  So  Flagg,  3  Dec.  Com.  172 ;  James  P.  Hilliard,  3 
Dec.  Com.  179 ;  J.  M.  Stone,  4  O.  G.  54 ;  T.  N.  Foster,  4  O.  G.  377  ; 
George  N.  Palmer,  6  O.  G.  506 ;  Jas.  S.  Bay,  7  O.  G.  40. 
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ktentabilitj  of  a  comblDatloii  is  oot  affected  bj  the  circamBluce 

elements  combined  produce  dutlnct  snbeidiary  results,  if  while 
g  these  subsidiary  results,  they  also  co-operate  to  produce  an 
result  which  is  different  from  or  the  resultant  of  the  seveml  pai- 
esults  produced  by  the  subordinate  combinatioDB.  Glidden  t. 
a,  15  O.  G.  920. 

hanical  combination  is  not  complete  so  aa  to  be  patentable  unlet! 
ipliahes  some  definite  result,  step  or  effect,  but  that  effect  may 
!  the  aggregate  result  of  the  operation  of  the  devices  as  a  whole 
lidiary  result  or  effect.  Glidden  c.  Copeland,  15  O.  G.  920. 
ihsequent  inventor  adds  a  new  element  to  the  combination,  he  '» 
to  a  patent  on  the  enlJre  combination  subordinate  to  the  cioini  of 
'  inventor.    Hewitt  v.  Harmon,  16  O.  G.  724. 

parts  are  not  integral  parts  of  an  invariable  structure,  hnt  are 
e  and  may  perform  their  legitimate  functions  alone  and  in  ottier 
IB,  the  combination  is  patentable  although  they  are  united  bj 

BUnd,  16  O.  G.  775. 
ibination  ib  patentable  altbongh  it  does  not  include  the  operating 

Banks  D.  Snediker,  17  O.  G.  508. 

ew  ingredient  is  added  to  an  existing  compostUon  of  matter,  and 
reby  materially  changed  in  form  and  quality,  it  is  patentable. 
;  William  Horlick,  7  O.  G.  828.  * 

■e  transfer  of  a  combination  of  elementa  to  a  new  atructure,  where 
eB  in  the  same  way  to  produce  the  same  result,  is  not  patentable, 
unton  el  al.,  10  O.  G.  243. 

ew  grouping  of  devices  must  be  accompanied  by  evidence  of 
I,  and  must  produce  a  new  result.  Horace  Holt,  S  O.  G.  14S; 
ff.  Morse,  6  O.  G.  763  ;  John  C.  Richards,  9  O.  G.  1062. 
)  the  elements  of  the  combination  are  old,  but  the  comlnnatioD 
lew,  and  all  the  parts  of  it  co-act  to  produce  the  result,  there  ia 
lie  merit.  S.  C.  Foreaitb,  1  Dec.  Com.  Ill;  T.  X.  Foster.lO. 
John  H.  Coee,  6  0.  6.  1 ;  HoBea  Ball,  2  Dec.  Com.  110. 
el  arrangement  of  well-known  parts  which  are  specially  adapted 
erate  in  producii^  an  improvecf  result,  abows  invention,  and  ia 
>le.  Jno.  Farrell,  2  0.  G.  340;  Julius  King,  2  O.  G.  618;  Bltnn 
16  0.  G.  723. 

ice,  which  is  already  patented,  does  not  thereby  render  a  corn- 
embracing  it  patentable,  if  it  is  not  improved,  and  performs  do 
ted  ftinction.  C.  Rubens  &  Co.,  2  Dec.  Com.  49  ;  George  Petry, 
;om.  105. 

applicant  does  not  present  a  combination  esBentiallj  different 
irior  one,  a  patent  will  be  refused.  George  Crompton,  4  O.G.  S2. 
apouud  consisting  of  old  ingredients  arranged  in  a  new  maoner, 
leasing  superior  qualities,  is  patentable.    Ueide  &  Wirtz,  8  0.  (i. 


rocesa  by  which  an  article  is  constructed  is  a  matter  altogether 
from  the  article  itself,  so  far  as  its  patentability  is  concenied. 
Sellers,  2  O.  G.  246 ;  W.  E.  Bond,  1  Dec.  Com.  17 ;  Robert  A. 
rough,  1  Dec.  Com.  18. 
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A  patent  will  not  be  allowed  for  a  ptoceas  which  is  really  intended  for 
the  adnlteration  of  an  article  of  food.  Morris  &  Watson,  2  Dec.  Com.  71 ; 
Peter  W.  Weida,  6  O.  G.  681. 

A  process  is  an  entirety  and  consists  in  certain  steps  taken  to  produce 
a  certain  result,  each  step  being  necessary  for  the  production  of  the 
desirad  result.  It  is  not  consistent  with  sudi  an  invention  to  split  it  up 
and  make  the  different  steps  of  the  process  subjects  of  separate  claims. 
Wheat,  16  O.  G.  360. 

A  process  is  not  patentable  unless  there  is  some  new  and  usefhl  mode 
of  operation  or  some  new  result  arising  from  the  special  adaptation  of  the 
old  apparatus  to  the  new  purpose.    H.  J.  Huttner,  14  O.  G.  118. 

If  there  is  a  mere  agsregation-of  processes,  each  accomplishing  its  well 
known  result  indepei^enUy  of  the  other,  the  combination  is  not  patent- 
able.   Bice.  V.  Burt,  17  O.  G.  799. 


AliaitdoiiHient. 

Abandonment  can  only  be  established  by  positive  proof,  and  not  by 
mere  presumption  or  inference.  Russell  Sb  Scow,  5  O.  G.  149 ;  Stephen 
Hull,  9  O.  G.  1 ;  Cushman  v.  Parham,  9  O.  G.  1108 ;  Hockausen  v. Watson, 
18  0.  G.  857. 

The  question  of  abandonment  is  not  one  of  mere  mental  operation.  A 
mere  mental  purpose  or  intention  to  give  the  public  at  some  future  time 
the  benefit  of  a  completed  invention  unaccompanied  by  any  corresponding 
acts  or  words  amounts  to  nothing,  and  the  presumption  raised  by  the  acto 
of  the  party  of  a  purpose  to  abandon  will  not  be  overcome  by  his  testi- 
mony that  he  mentally  intended  not  to  abandon  it.  Farmer  v.  Brush,  17 
0.  G.  150. 

Abandonment  is  the  cessation  of  all  eftort  to  fbmish  the  invention  for 
pabfic  use.  Such  abandonment  may  be  voluntary  and  absolute,  as  when 
the  inveotion  is  deliberately  thrown  aside  with  a  purpose  never  to  resume 
it,  but  it  may  also  occur  when  the  invention  \b  thrown  aside  not  with  a 
piHpose  never  to  resume  it  but  without  any  purpose  to  resume  it.  Farmer 
».  Brush,  17  O.  G.  160. 

Keglect  to  confer  the  benefits  of  the  invention  on  the  public,  whether  it 
is  or  is  not  accompanied  by  neglect  to  apply  for  a  patent,  is  evidence  of  an 
abandonment.    Farmer  o.  Brush,  17  O.  G.  150. 

Testimony  as  to  an  intent  not  to  abandon  will  be  construed  in  connec- 
tion with  the  acts  of  the  party,  and  although  it  may  throw  light  upon  such 
acts  and  taken  in  connection  with  them  may  determine  their  meaning  and 
effect,  yet  it  will  not  be  always  decisive  when  contradictory  rather  than 
explanatory  of  such  acts.    Farmer  o.  Brush,  17  O.  G.  150. 

If  the  inventor  keeps  his  invention  secret  or  abandons  it,  his  rights 
when  he  seeks  the  benefit  of  it  do  not  relate  back  through  the  interme- 
diate interval  to  the  original  invention  so  as  to  give  him  the  benefit  of  its 
date  as  against  a  rival  inventor.    Farmer  v.  Brush,  17  O.  G.  150. 

If  an  inventor  requests  that  the  patent  shall  not  be  issued,  but  kept  in 
the  secret  archives  of  the  office,  and  then  lies  by  for  a  long  time  until 
the  public  obtain  possession  of  the  invention,  he  will  be  deemed  to  have 
abandoned  it.    Woodbridge,  15  O.  G.  564. 

Abandonment  will  not  arise  from  mere  lapse  of  time,  and  will  not  be 
presmned  where  the  invention  is  not  in  public  use,  and  the  applicant  is 
the  first  mventor.    Woerd  v.  Bacon,  1  I>ec,  Com.  16 ;  Gillet  o.  Gillis,  1 
Dec.  Com.  68 ;  Dickson  v.  Kmsman,  18  O.  G.  1224. 
9 
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T  permlte  euch  use  of  an  invention  before  spplying  for  a  patent 

1y  demonstrate  whether  it  is  or  not  uaefiil  and  practical.    Chiii> 

rmer,  3  Dec.  Com.  114 ;  Baldwin  v.  Bigelow,  T  O.  G.  1011. 

ititute  forfeiture  of  tiie  right  to  a  patent,  the  neeli^nce  of  the 

must  amount  to  such  acqideecence  in  the  use  of  t£e  mventioD  or 

m  by  another  as  Its  inventor  that  he  is  estopped  from  assertiiig 

naelf.     Green  v.  Field,  16  0.  G.  587. 

iventor  held  the  article  for  sale  more  than  two  years  before  hU 

a,  he  is  not  entitled  to  a  patent,  although  he  did  not  make  a 

until  after  that  time.    Hubbard  d.  Myers,  16  O.  G.  1051. 

t  neceesary  that  the  use  should  have  been  a  continuing  use,  ei- 

ver  more  than  two  years  prior  to  the  application,  to  render  & 

id ;  it  ia  sufficient  if  it  be  a  public  use  or  sale.    Young  v.  Hoard, 

10.59;  Charles  W.Jenkins,  40.  G.  351. 

ventor,  by  express  acts,  has  nused  a  strong  [iresumption  thathe 

0  abandon  his  invention,  in  order  to  revive  his  right  he  most  file 
ilication.    TimoUiy  Gordon,  6  0.  G,  543. 

lei  is  destroyed,  and  the  inventor  perfects  other  devices  for  pro> 

e  same  results,  it  affords  strong  presumptive  evidence  of  an 

lent  of  the  inventioQ  shown  in  such  model.     Barnes  r.  Clinton. 

158. 

acting  as  principal  and  agent  in  the  sale  of  an  article  more  than 

1  before  filing  their  apMicalion,  are  equally  prevented  &om 
a  patent,  without  regaxd  to  which  may  be  the  actual  inventor. 
il.  ti.  Felder,  10  O.  G.  944. 

c  uae  of  an  invention  must  always  be  distinguished  from  a  merely 
ital  one,  and  any  uee  which  can  reasonably  be  r^rded  as  ei- 
,1  should  be  so  held.  Charles  W.  Jenkins,  4  O.  G.  351. 
:re  ikct  that  a  patent  was  granted  to  another  more  than  two 
ire  the  application  of  the  real  inventor,  is  not  &tal  to  his  clainJ. 
owers,  1  O.  G.  521. 

indonment  of  an  invention  by  sale  for  more  than  two  yean  i»ioT 
ag  of  an  application  is  not  established  by  inferences  in  the 
r  clear  proof  as  to  dates.    Maseey  v.  Sawyer,  8  0.  G.  557. 
ention  which  has  been  completed  and  in  use  seven  years  befote 
al  application  was  filed,  but  not  claimed  in  the  patent  sought  to 
:d,  and  which  has  been  embodied  meanwhile  in  other  patenb, 
nbandoned.     Doty  e.  Osborne  &  Ballard,  1  Dec.  Com.  77. 
beequent  inventor  alleges  an  abandonment  by  a  prior  invenlet, 
a  of  proof  is  on  him.    Lake  v.  Eempster,  16  0.  G.  1187. 
equent  inventor  is  not  entitled  to  a  patent  whether  the  ^or 
nbandoned  the  Invention  to  the  public  or  not.     Young  v.  Van 
0.  G.  95. 

DoMriptlon. 

ished  description  of  an  invention  is  suffldent,  notwithstanding 
lony  of  experts  that  a  mechanic  could  not  constmct  the  instru- 
1  it.    Taylor  &  Banks,  2  O.  G.  519. 

m  book,  without  any  descriptive  matter  contuned  in  it,  can  not 
ed  as  a  printed  publication,  such  as  is  contemplated  as  beings 
issue  of  a  patent.  T.  B.  Atterbury,  9  0.  G.  640. 
ention  can  not  be  held  to  antedate  patents  granted  before  the 
1,  on  the  ground  that  it  was  described  in  a  still  earlier  applica- 
was  there  described  as  connected  with  an, essential  device  which 
itted.    James  B.  McClintock,  2  Dec.  Com.  64. 
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A  rejected  application  will  not  be  considered  a  bar  to  a  nev  application 
for  a  patent  for  the  same  invention  by  another  party.  Bouse  &  Stoddard, 
7  0.  G.  169 ;  Brown  o.  Guild,  6  O.  G.  392 ;  Crane  v.  Whitehead  &  Ather- 
ton,  7  O.  G.  219 ;  S.  B.  Sexton,  9  O.  G.  251. 

A  subsequent  inventor  can  not  be  allowed  to  patent  a  device  clearly 
shown  in  any  part  of  the  application  for  a  prior  patent.  Edward  Strain, 
2  Dec.  Com.  150 ;  Tbos.  J.  Magruder,  3  Dec.  Com.  104;  £.  Wheeler,  4 
0.  G.  3. 

A  description  in  a  reissued  patent  is  sufficient,  although  the  matter  was 
improperly  introduced  on  tiie  reissue.    George  Bichardson,  7  O.  G.  1053. 

Sec.  4887.  No  person  shall  be  debarred  from  receiving 
a  patent  for  his  invention  or  discovery,  nor  shall  any 
patent  be  declared  invalid  by  reason  of  its  having  been 
first  patented,  or  caused  to  be  patented,  in  a  foreign  country, 
unless  the  same  has  been  introduced  into  public  use  in  the 
United  States  for  more  than  two  years  prior  to  the  appli- 
cation. But  every  patent  granted  for  an  invention  which 
has  been  previously  patented  in  a  foreign  country  shall  be 
80  limited  as  to  expire  at  the  same  time  with  the  foreign 
patent,  or,  if  there  be  more  than  one,  at  the  same  time 
with  the  one  having  the  shortest  term,  and  in  no  case 
shall  it  be  in  force  more  than  seventeen  years. 

SiaiuU  Bmnsed^-Jvlj  8, 1870,  eh.  270,  |  25, 16  Stot.  201. 
Prior  Siattsie9-Jvlj  4, 1886,  ch.  867, 1 8, 5  Stat.  120.— March  8, 1889,  eh.  88, 
1 6, 5  Stat.  864 

The  provisions  of  this  section  relate  to  patents  which  are  applied  for 
here  after  the  issue  of  a  foreign  patent.  French  v,  Kogers,  1  Fish.  133 ; 
American  Leather  Co.  o.  American  Tool  Co.,  1  Holmes  503 ;  s.  c.  4  Fish. 
284. 

A  foreign  inventor  may  obtain  a  valid  patent,  although  his  foreign 
patent  is  void.    Comley  v.  Marckwald,  24  O.  6.  498 ;  17  Fed.  Bep.  83. 

An  applicant  whose  invention  has  been  patented  abroad  must  state  that 
&ct  and  give  the  date  of  any  and  all  such  foreign  patents.  Ex  parte 
Bland,  15  0.  G.  828. 

Although  the  application  was  filed  before  the  filing  of  the  application 
for  a  foreign  patent,  yet  if  the  foreign  patent  is  granted  first  the  patent 
must  be  limited  so  as  to  expire  with  the  foreign  patent.  Bate  Befrig.  Co. 
v.  Gillett,  22  O.  6. 1205  ;  s.  o.  13  Fed.  Bep.  553. 

A  patent  is  not  void  because  it  runs  for  a  period  of  seventeen  years 
instead  of  seventeen  years  from  the  date  of  the  foreign  patent.  O'Beilly 
p.  Morse,  15  How.  62 ;  Goff  v,  Stafi'ord,  14  O.  G.  748 ;  s.  c.  3  Ban  &  Ard. 
610;  DeFlorez  v.  Baynolds,  17  Blatch.  426;  8.  0. 17  O.  G.  503;  s.  €.  4 
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Ban  &  Ard.  140 ;  8.  o.  8  Fed.  Bep.  434 ;  CarUra^  Paillard  v.  Gaatecbie,  20 
O.  G.  1893  ;  Smith  v.  Ely,  5  McLean  76  ;  s.  c.  15  How.  137. 

The  American  patent  will  expire  at  the  same  time  with  the  foreign 
patent,  hut  can  not  exceed  the  term  of  seventeen  years.  Weston  r. 
White,  13  Blatch.  364 ;  s.  o.  9  O.  G.  1196 ;  8.  c  2  Ban  &  Ard.  321 ; 
Nathan  v.  N.  Y.  Elevated  B.  R.  Co.,  5  Ban  &  Ard.  280 ;  s.  c.  2  Fed. 
Rep.  225  ;  Tilghman  v.  Proctor,  102  U.  S.  707 ;  s.  c.  19  O.  G.  859  ;  Ameri- 
can D.  R.  B.  Co.  V.  Sheldon,  17  Blatch.  303 ;  s.  c.  4  Ban  &  Ard.  603 ; 
Siemens  r.  Sellers,  23  0.  G.  2234. 

An  American  patent  must  be  limited  so  as  to  expire  at  the  same  time 
as  a  prior  foreign  patent,  whether  the  foreign  patent  is  a  secret  or  a  public 
patent.    Gramme  E.  Co.  v.  Amoux  &  H.  £•  Co.,  25  O.  G.  193. 

If  an  Ajnerican  patent  is  issued  after  the  issue  of  a  foreign  patent,  it 
expires  on  the  same  day  as  the  foreign  patent,  although  the  application 
was  filed  before  the  application  for  the  foreign  patent.  Gramme  E.  Co. 
V.  Amoux  &  H.  E.  Co.,  25  O.  G.  193. 

Congress  employs  the  words  ^^  the  foreign  patent,*^  evidently  referring 
to  the  term  of  the  foreign  patent  to  define  the  term  of  the  domestic 
patent.  This  provision  does  not  include  any  subsequent  prolongation  or 
extension  of  the  monopoly  beyond  what  was  then  vested  in  the  foreign 
patentee.  Henry  i9.  Providence  Tool  Co.,  14  O.  G.  855  ;  s.  c.  3  Ban  & 
Ard,  501. 

Although  the  foreign  patent  has  been  extended,  yet  the  patent  expires 
with  the  expiration  of  the  original  term.  Bate  Refrig.  Co.  v.  Gillett,  22 
0.  G.  1205 ;  s.  c.  13  Fed.  Rep.  553 ;  Henry  r.  Providence  Tool  Co.,  14 
O.  G.  855 ;  8.  c.  3  Ban  &  Ard.  501 ;  Reissner  v.  Sharp,  16  Blatch.  383  ; 
8.  c.  16  O.  G.  355  ;  8.  c.  4  Ban  &  Ard.  366. 

If  the  patent  was  granted  prior  to  1870  it  will  not  expire  when  the 
foreign  patent  becomes  void  from  the  omission  to  pay  the  annual  fee,  nor 
will  a  reissue  granted  after  that  time  be  void.  Anilin  Fabrik  o.  Hamilton 
Manuf.  Co.,  13  0.  G.  273 ;  3  Ban  &  Ard.  235. 

The  provisions  of  this  section  evidently  refer  to  the  fact  that  the 
invention  has  been  patented  by  the  inventor  himself.  Kendrick  v. 
Emmons,  9  O.  G.  201 ;  8.  c.  2  Ban  &  Ard.  208. 

If  a  person  surreptitiously,  without  the  knowledge  or  authority  of  the 
inventor,  takes  out  letters  patent  in  a  foreign  country,  he  can  not  thereby 
deprive  the  inventor  of  any  of  his  rights.  Kendrick  v,  Emmon,  9  0.  G. 
201 ;  8.  c.  2  Ban  So  Ard.  208. 

The  mere  fact  that  a  patent  has  been  issued  does  not  of  itself  prove 
the  introduction  into  common  use  without  the  necessity  of  other  testi- 
mony. Weston  V.  YHiite,  13  Blatch.  364 ;  8.  c.  9  O.  G.  1196  ;  8.  c.2  Ban 
&  Ard.  321. 

If  the  invention  was  first  patented  in  a  foreign  coimtry,  the  patent  in 
this  country  is  void  if  the  invention  was  in  public  use  for  more  than  two 
years  prior  to  the  application  for  it.  Henry  v.  Providence  Tool  Co.,  14 
O.  G.  855. 

If  the  thing  patented  is  used  in  public  for  more  than  two  years  prior  to 
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the  application  for  the  patent  the  patent  is  void,  although  the  use  was  not 
by  the  public  generally.  Henry  v.  Providence  Tool  Co.,  14  0. 6.  866 ; 
8.  c.  3  Ban  &  Ard.  601. 

An  applicant  may  be  required  to  state  whether  or  not  he  has  a  patent 
in  a  foreign  country.    U.  S.  v.  Marble,  22  0.  G.  1366. 

If  the  applicant  has  taken  out  a  foreign  patent  for  his  invention  he  may 
be  required  to  state  the  fact  and  give  the  date  of  the  patent.  Toufflin, 
16  O.  G.  667 ;  Anon.  21  O.  G.  1197. 

The  American  patent  need  not  be  confined  to  the  precise  matter  cov- 
ered by  the  foreign  patent.    C.  W.  Siemens,  11  O.  G.  969. 

If  the  patent  includes  some  claims  that  are  covered  by  a  foreign  patent, 
it  may  be  issued  subject  to  the  limitation  arising  from  the  foreign  patent 
without  a  division  of  the  application.    TJnsworth,  16  O.  G.  882. 

If  new  features  are  added  to  those  of  the  foreign  patent,  and  in  combi* 
nation  therewith,  a  limitation  of  the  grant  can  not  be  made,  but  in  such 
case  specific  mention  should  be  made  of  the  part  patented  abroad  by  par- 
ticular reference  to  the  date  and  number  of  the  foreign  patent,  if  the 
matter  is  separately  claimed.    C.  W.  Siemens,  11  O*  G.  979. 

If  the  application  includes  the  same  subject-matter  as  the  foreign 
patent,  with  immaterial  variations,  t^e  patent  should  be  limited  to  expire 
at  the  same  time  with  the  foreign  patent.    C.  W.  Siemens,  11  O.  G.  969. 

If  the  proper  restriction  in  the  grant  can  be  accomplished  by  a  division 
of  an  application,  such  division  should  be  required.  C.  W.  Siemens,  11 
O.  G.  979. 

If  a  patent  is  made  up  of  separate  and  distinct  inventions,  each  of 
which  is  the  subject  of  a  foreign  jpatent,  and  the  foreign  patent  for  one 
part  either  expires  or  is  forfeited  for  non-payment  of  a  tax  thereon,  the 
patentee  may  either  obtain  a  reissue  or  file  a  disclaimer,  and  thus  abandon 
the  claim  to  such  part.    I.  L.  Pulvermacher,  10  0.  G.  2. 

Upon  the  allowance  of  a  patent,  the  examiner  should  enter  on  the  file 
wrapper  the  fact  that  a  foreign  patent  has  been  granted  and  the  date  of 
the  same,  or,  if  more  than  one,  the  date  of  the  earliest  to  expire.  C.  W. 
Siemens,  11  O.  G.  979. 

The  facts  that  may  be  before  the  commissioner  touching  the  existence 
and  date  of  a  foreign  patent  for  the  same  invention  should  be  inserted  in 
the  patent.    Anon.  21  O.  G.  1197  ;  C.  W.  Siemens,  11  O.  G.  979. 

An  application  for  a  reissue  must  state  whether  a  foreign  patent  has  or 
has  not  been  obtained.    Beck,  17  O.  G.  329. 

A  reissue  should  state  the  date  and  number  of  the  foreign  patent  the 
same  as  an  original  patent.    C  W.  Semens,  11  O.  G.  1107. 

The  date  upon  which  the  completed  specifications  were  filed  and  patent 
sealed  will  be  considered  the  date  of  a  foreign  patent;  Chambers  et  al. 
V,  Duncan  et  al.^  9  O.  G.  741 ;  Chambers  et  al.  v,  Duncan  et  al.,  10  0.  G: 
787  ;  James  Cochrane,  1  Dec.  Com.  60  ;  £dward  Maynard,  1  Dec.  Com. 
54 ;  Eades  v.  Jewsbury,  1  Dec.  Com.  90 ;  Robert  Mushet,  2  Dec.  Com. 
106. 

Where  an  applicant  seeks  letters  patent  for  an  invention  already 
patented  abroaa,  his  American  patent,  if  issued,  will  be  limited  to  seven- 
teen years  from  the  date  of  the  grant  of  the  foreign  patent.  Hermann  o. 
Gilmore,  1  Dec.  Com.  23  ;  Eades  v,  Jewsbury,  1  Dec.  Com.  90. 

If  an  application  is  not  made  here  within  six  months  after  the  invention 
was  patented  abroad,  the  term  of  the  patent  should  be  the  usual  time 
from  the  date  of  the  foreign  patent.   James  Cochrane,  1  Dec.  Com.  60. 
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patent  granted  after  the  patentee  flies  hie  American  apfilia- 
lore  he  obtains  his  American  patent,  does  not  limit  the  term 
ican  patent.    Maan,  17  O.  G.  330. 

applicaot  seeks  letters  patent  for  an  invention  alre&dj 
him  abroad,  and  there  is  a  single  well- authenticated  instance 
public,  it  constitutes  a.  legal  "  public  "  use,  and  the  appUca- 
refused.    Hermann  v.  Gilmore,  1  Dec.  Com,  23. 

188.  Before  any  inventor  or  discoverer  shall  re- 
latent  for  his  invention  or  discoveryj  he  shall 
lication  therefor,  in  writing,  to  the  commissioner 
I,  and  shall  file  in  the  patent  office  a  written 
a  of  the  same,  and  of  the  manner  and  proccBs  of 
onstructing,  compounding,  and  using  it,  in  such 
,  concise,  and  exact  terms  as  to  enable  any  per- 

I  in  the  art  or  science  to  which  it  appertains,  or 
ch  it  is  most  nearly  connected,  to  make,  con- 
tnpound,  and  use  the  same ;  and  in  case  of  a 
he  shall  explain  the  principle  thereof,  and  the 
!  in  which  he  has  contemplated  applying  that 
so  as  to  distinguish  it  from  other  inventions; 
lall  particularly  point  out  and  distinctly  claim 
improvement,  or  combination  which  he  claims 
vcntion   or   discovery.     The   specification  and 

II  be  signed  by  the  inventor  and  attested  by  two 

'iied—Jvij  8, 1S70,  ch.  2S0,  $  36, 16  Stat.  901. 

Uea— April  10, 17«0,  ch.  7,  fi  3.  1  Stat.  110.— Febniar?  81,  179C, 

Stat.  BlS.^Iulj  4,  1888,  ch.  867,  i  6,  6  Stat.  119. 

Character  of  Proceeding, 

rity  of  the  commissioner  to  iseue  grants  m  not  in  tdie  nature 
>a  In  its  common  and  technical  acceptation.  He  issues  the 
le  has  evidence  satisfactory  to  hie  own  mind  that  the  claimant 
I  receive  it.  But  that  adjudges  Qothiug  as  to  the  real  right. 
•■a  is  unaffected,  and  remains  to  be  examined  and  decided 
tits  contesting  it  without  prejudice  or  advantage  from  the 
t.  Wilder  v.  McCormick,  2  Blatch.  31 ;  Potter  v.  Stevens.  2 
Irant  r.  Bajmond,  6  Pet.  218  ;  s.  c.  1  Robb  604. 
occedings  in  the  patent  office  on  the  subject  of  patents  ue 
ept  in  tlie  case  of  interfering  applications.    The  department 
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acts  rather  miniBterially  than  judicially,  and  upon  tihe  representation  of 
the  applicant,  withoafe  entering  into  an  examination  of  the  question  of 
right.  Morris  v,  Huntington,  1  Paine  348 ;  8.  c.  1  Bobb  448 ;  Potter  v, 
Stevens,  2  Fish.  163. 

The  commissioner  in  issuing  patents  may  be  considered  as  a  ministerial 
ofiScer.  If  the  prerequisites  of  the  law  are  complied  with,  he  can  exercise 
DO  judgment  on  the  question  whether  the  patent  shall  be  issued.  Grant 
V,  Raymond,  6  Pet.  218 ;  s.  o.  1  Bobb  604. 

CleameMi. 

It  is  not  necessary  tiiat  an  inventor  shall  reduce  his  invention  to  prac- 
tical use  before  the  patent  is  obtained.  No  such  condition  is  required  by 
the  statute.  It  is  enough  that  the  inventor  has  perfected  his  invention, 
and  is  able  to  furnish  to  the  patent  office  such  specifications  and  model  as 
Ihe  law  requires.  Wheeler  v.  Clipper  Co.,  6  Fish.  1 ;  B.  c.  10  Blatch,  181 ; 
20.  G.  442. 

The  requirements  of  this  section  are  prerequisites  to  the  granting  of  the 
patent,  and  unless  the  prerequisites  are  complied  with,  a  party  sued  for 
the  infringement  of  a  patent  may  show  that  they  have  not  been  complied 
witi],  and  in  that  way  defeat  the  patent*  They  are  conditions  precedent 
to  the  right  of  the  conmiissioner  to  grant  a  patent.  New  York  v.  Ransom, 
23  How.  487 ;  s.  c.  1  Fish.  252 ;  Seymour  o.  Osborne,  3  Fish.  555 ;  s.  c. 
11  Wall.  516  ;  Latta  v.  Shawk,  1  Fish.  465  ;  s.  c.  1  Bond  259 ;  Grant  v. 
Baymond,  6  Pet.  218 ;  8.  c.  1  Bobb  604. 

The  specification  has  two  objects :  One  is  to  make  known  the  manner 
of  constructing  the  machine,  if  the  invention  is  of  a  machine,  so  as  to 
enable  artisans  to  make  and  use  it,  and  thus  to  give  the  public  the  full 
benefit  of  the  discovery  after  the  expiration  of  the  patent.  The  other  is 
to  pot  the  public  in  possession  of  what  the  party  claims  as  his  own  inven- 
tion, so  as  to  ascertain  if  he  claim  anything  that  is  in  common  use,  or  is 
already  known^  and  to  guard  against  prejudice  or  injury  from  the  use  of 
an  Invention  which  the  party  may  otherwise  innocently  suppose  not  to  be 
patented.  Evans  v.  Eaton,  7  Wheat.  356 ;  8.  c.  2  Wash.  C.  C.  443 ; 
s.  c.  1  Bobb  193,  336 ;  Forbes  o.  Barstow  Stove  Co.,  2  CM.  379 ;  Mabie 
V.  Haskell,  2  Cliff.  507 ;  Conover  v.  Boach,  4  Fish.  12. 

It  makes  no  difference  whether  the  effect  is  produced  by  mechanical 
principles,  or  by  chemical  agency,  or  by  the  application  of  discoveries  in 
natoial  science,  as  in  either  case  the  requirement  of  the  statute  is  impera- 
tiye  that  the  patentee  must  describe  the  method,  process,  or  means  he 
employs  in  luU,  clear,  and  exact  terms,  and  the  end  which  the  invention 
accomplishes.  Mitchell  v.  Tilghman,  4  Fish.  599 ;  s.  0.  19  Wall.  287 ; 
5  0.  6.  299 ;  8.  o.  9  Blatch.  1 ;  B.  o.  2  Fish.  518. 

The  specification  must  be  perfect  of  itself,  and  can  not  be  aided  by 
reference  to  other  matters.    Head  o.  Stevens,  19  Wend.  411. 

The  law  confers  an  exclusive  patent  right  on  the  inventor  of  anything 
new  and  nsefiil,  as  an  encouragement  and  reward  for  his  ingenuity,  and 
for  the  expense  and  labor  attending  the  invention.    But  this  monopoly 
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ted  for  a  limited  teim  only,  at  the  expiration  of  which  the  inven- 
icomea  the  property  of  the  public.  Unless,  therefore,  such  a  speci- 
1  were  made  as  would  at  all  events  enable  other  penons  of  corn- 
skill  to  construct  similar  machines,  the  advantages  to  the  poUic 
the  statute  contemplates  would  be  defeated.  It  is  not  necesasij. 
er,  that  the  specification  should  contain  an  explanation  level  witti 
pacities  of  every  person ;  but  it  should  be  expressed  in  such  fall, 
md  exact  terms,  that  a  |>erson  skilled  in  the  art  or  science  of  which 
bi-anch,  would  be  enabled  to  construct  the  patented  inventioD. 
r.  Lewis.  1  Mason  182 ;  s.  C.  I  Bobh  131 ;  Wintermute  e.  Beding- 
Fish.  239;  Brooks  e.  Jenkins,  3  McLean  432;  Page  e.  Ferry,  1 
!08 ;  Seymour  v.  Osborne,  3  Fish.  565 ;  a.  O.  11  Wall.  516 ;  Teese  v. 
,  lMcAl.48;  Westlake  v.  Cartter,  6  Fish.  S19  ;  S.  c.  4  0.6.636; 
[>.  Hamblen,  11  Fed.  Bep.  722 ;  Loom  Co.  t>.  Higgins,  lOS  U.  S. 
.  C.  21  0.  G.  2031 ;  16  0.  G.  675 ;  B.  c.  15  Blatch.  446 ;  8.  C.  4  Ban 
.  88 ;  Smith  o.  Pryor,  2  Saw.  461 ;  8.  C.  4  0.  G.  633 ;  3.  c.  6  Fi*li. 
miwell  &  B.  Maauf.  Co.  p.  Cin.  G.  &  C.  Co.,  7  0.  G.  829 ;  8.  C.  I 
Ard.  610. 

skill  and  knowledge  deemed  competent  is  that  which  is  addressed 
subject-matter,  and  is  not  the  liighest  skill  or  the  greatest  Ilhor- 
buC  that  of  practical  workmen  of  ordinary  skill  in  the  particoltr 
98.  Page  e.  Ferry,  1  Fish.  288 ;  Smith  p.  O'Connor,  6  Fish.  469 ; 
Saw.  461 ;  4  0.  G.  633 ;  Mabie  v.  Haskell,  2  Cliff.  507 ;  Ijppincotl 
y,  1  West.  L.  J.  513. 

description  need  not  be  so  clear  as  to  be  understood  by  an  indi- 
wholly  unskilled  in  the  structure  of  machines.  Brooks  v.  Bicknell, 
ean  250;  s.  c.  2  Robb  118;  Manyc.  Sizer,  1  Fish^l7;  Mowryc. 
ey,  3  Fish.  157;  b.  c.  4  Fish.  141;  5  Fish.  496;  14  WaU.  620;  3 
15 ;  Forbes  r.  Barstow  Stove  Co.,  2  Cliff.  379. 
iss  on  the  mere  descriptioD  of  the  thing  itself,  its  utility  and  the 
r  of  its  use  ere  obvious,  the  patentee  should  always  describe  the 
r  of  its  employment  to  make  it  useful,  so  that  a  mechanic  of  proper 
M  not  only  construct  the  thing  itself,  but  can  give  it  practical  appli- 
to  the  purpose  for  which  it  is  useful.  Eddy  v.  Dennis,  95  U-  & 
.  c.  4  Fish.  423. 

etermining  whether  the  specification  le  su£Bcient]y  full,  clear  and 
;u  enable  any  person  skilled  in  the  art  to  construct  the  machine, 
y  are  to  look  at  the  models  and  drawings  as  well  as  the  specifics- 
nd  also  to  the  slate  of  the  art  at  the  time  of  the  invention.  Kngei 
msley,  1  Fish.  558;  Earle  b.  Sawyer,  4  Mason  1 ;  8.  c.  lBobb49l; 
v.  Emerson,  6  How.  437 ;  s.  O.  2  Blatch.  1 ;  11  How.  587  ;  a.  c.  2 
e5  ;  Burrall  v.  Jewett,  2  Paige  134. 

om  the  spcci^cation  and  the  drawings  taken  together,  any  person 
in  the  art  could  construct  end  use  the  device  therein  described 
t  invention  of  his  owo,  which  would  attain  the  result  claimed  for  it 
patent,  then  the  patent  is  good,  although  tliere  may  be  a  mistake  in 
ling  the  action  of  some  part  of  the  device,  but  which  mistake  could 
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be  easily  diBcovered  by  the  mechanic  when  he  came  to  examine  the  same, 
^er  V.  Walmsley,  1  Fish.  558. 

A  patentee  has  the  rig^t  to  assume  that  those  who  desire  to  understand 
all  flie  conditions  under  which  the  invention  can  be  operated,  are  ac- 
quainted with  the  preceding  state  of  the  art  immediately  connected  with 
tills  particular  subject.    Tompkins  v.  Gage,  2  Fish.  577 ;  8.  c.  5  Blatch.  268. 

An  intelligent  mechanic  is  chargeable  with  a  knowledge  of  the  state  of 
the  art  in  relation  to  the  subject  upon  ¥rhich  he  is  called  to  exercise  his 
skill.    Treadwell  v.  Parrott,  3  Fish.  124 ;  s.  c.  5  Blatch.  369. 

The  specification  need  not  describe  that  which  is  within  the  ordinary 
knowledge  of  any  workman  who  may  be  employed  to  put  up  the  apparatus 
or  constnict  the  machine.  Such  a  workman,  however,  must  have  a  com- 
petent knowledge  of  the  work ;  that  is,  technically,  be  what  the  law  calls 
an  expert.  P&ge  r.  Ferry,  1  Fish.  298 ;  Monce  r.  Adams,  12  Blatch.  1 ; 
8.  c.  7  O.  6.  177 ;  8.  c.  1  Ban  &  Ard.  126 ;  Pearce  v.  Mulford,  102  U.  S. 
112 ;  8.  c.  18  O.  6.  1223 ;  8.  o.  2  Ban  &  Ard.  190 ;  13  Blatch.  173 ;  8.  o. 
9  0.  G.  204 ;  Kneass  v.  Schuylkill  Bank,  4  Wash.  C.  C.  9 ;  s.  c.  1  Bobb  303. 

T\k%  utmost  precision  in  the  description  of  a  machine  is  not  to  be  ex- 
pected, nor  is  it  essential.  Parts  of  machinery  and  processes  generally 
known,  need  not  be  described.  A  wedge,  pulleys,  rollers,  rack  and 
pinion,  and  other  things  known  to  all  mechanics,  will  be  supplied  by  the 
mechanic  without  stating  their  size  or  structure.  Nor  is  It  essential  to  state 
tiie  proportionate  parts  of  a  machine,  nor  the  velocity  of  its  operation. 
These  are  matters  of  adjustment  for  the  eye  and  ju^^ent  of  the  con- 
structor. Whether  a  machine  be  large  in  its  parts  or  small,  its  motion 
slow  or  quick,  makes  no  difference  in  the  principle  of  it.  By  a  detailed 
description  of  things  generally  known,  and  not  essential  to  the  invention, 
the  statement  is  rendered  more  prolix  and  less  perspicuous.  Brooks  v. 
Jenkins,  8  McLean  432. 

Absolute  precision  as  to  details  is  not  required  in  the  speciOcation.  It 
is  only  intended  as  a  guide,  but  it  is  not  the  sole  instructor.  The  special 
skill  of  the  mechanic,  derived  from  familiarity  with  the  art,  may  be  applied 
in  iud  of  the  instruction  given  by  the  specification,  and  this  skill  may  be 
exerted  to  modify  any  direction  in  the  specification  as  to  the  matters  of 
mere  adjustment  or  adaptation  of  the  invention  to  its  intended  use. 
Boney  Co.  v.  Marsh,  6  Fish.  387 ;  s.  c.  9  Phila.  396. 

When  the  patent  is  for  a  new  manu&cture,  the  law  does  not  require 
that  all  its  constituent  parts  shall  be  described.  The  description  is  suffi- 
cient if  it  enables  those  who  use  it  and  deal  in  it,  to  recognize  it.    Anilin 

Fabrik  V.  Higgin,  14  O.  G.  414 ;  s.  c.  16  Blatch.  219 ;  b.  c.  3  Ban  &  Ard. 

462. 

The  definiteness  of  a  specification  must  vary  with  the  nature  of  its 
sitbject.  Addressed,  as  it  is,  to  those  skilled  in  the  art,  it  may  leave 
something  to  their  skill  in  applying  the  invention,  but  it  must  not  mislead 
them.  Mowry  v.  Whitney,  5  Fish.  513 ;  s.  o.  14  WaD.  434;  1  O.  G.  499. 

The  statute  must  have  a  &hr  and  reasonable  construction.  If  the  in* 
Tentioncan  be  constructed  by  the  exercise  of  skill  and  Judgment  on  the 
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f  a  mechftDic,  the  specification  is  sufficient.  In  carrying  out  anj  in- 
n,  the  exercise  of  some  skill  and  jodgmetit  on  the  part  of  Ac 
inic  called  to  conetruct  it,  will  alnrajs  be  required.  Bometiikg 
lecessarily  be  left  to  him.  If  with  the  exercise  of  ordinary  intelli- 
aDd  skill,  the  invention  can  be  construcl«d  from  tbe  infoims^ 
by  tiie  patent,  the  speciQcation  answers  the  requisite  of  the  atataU. 
lo.UoDre.l  Fish.  544;  b.  o.  1  Bond  285 ;  Swiftv.Wbiseo,  3Fidi. 
).  o.  2  Bond  lis ;  Mowry  o.  Whitney,  S  Fish.  513  :  b.  c.  U  Wall. 
[  O.  G.  499. 

part  Is  omitted  which  is  so  common  and  obvioas  as  t»  suggest  itself 
r  competent  mechanic,  this  omission  will  not  vitiate  the  patenL 
iPaperBagCo.r.  Nixon,  6Fish.402;  s.C.4  0.G.31;  SliUwellAB. 
r.  Co.  V.  Cincinnati  Gas  Co.,  7  O.  G.  829 ;  8.  c.  1  Ban  A  Ard.  610. 
s  not  essential  that  the  inventor  shall  he  sufficiently  learned  to 
ighly  understand  or  accurately  state,  the  philosophy  of  a  proceu 
he  has  invented  and  reduced  to  practical  use.  Cahill  c  Beckford, 
aieB48. 

he  specification  seta  forth  the  thing  to  be  done  in  sueb  a  manner 
;can  be  reproduced,  it  need  not  set  forth  the  scienliflc  principle  npoo 
the  operation  depends.  Andrews  v.  Cross,  19  0.  G.  1705;  a.  0. 19 
I.  294  ;  s.  C.  8  Fed,  Bep.  269. 

ulogiums  on  the  invention  are  fraudulently  inserted  to  mislead  and 
«  to  doceive  others  in  regard  to  the  actual  construction  of  the  thing 
id  and  tlie  mode  of  applying  it  to  use,  they  may  render  the  patent 
lut  where  the  thing  is  correctly  described,  notwithstanding  such 
eratloDS,  they  are  immat«rial.  Aultman  e.  Holley,  6  Fish.  534; 
IBlatch.  317;  5  0.  G.  3. 

:  patentee  is  not  confined  to  technical  words,  but  should  rather 
y  those  in  popular  use  and  better  understood  by  all.  The  ferei 
cal  terms  are  used  the  better,  if  the  subject  is  intelligible  without 
Hovey  e.  Stevens,  3  W.  &  M.  17  ;  b.  c.  2  Robb  567. 
specification  must  be  complete  in  its  description  of  tbe  invention. 
fects  can  be  obviated  by  extraneous  evidence  at  the  trial.  Broois 
Idns,  3  McLean  432;  Dixon  r.  Moyer,  4  Wash.  C.  C.  68;  8.  c.  I 
324. 

be  construction  of  the  machine  demands  the  solution  of  a  problem 
jquires  experiment,  the  speciQcation  is  void.  Loom  Co. e. Hig^ns. 
.  S.  580  ;  8.  C.  16  0.  G.  675  ;  B.  C.  15  Blatch.  446 ;  8.  C.  4  Ban  & 
i8. 

ere  a  useful  result  is  produced  by  the  use  of  certain  means  for  which 
feotor  or  diicoverer  obtwns  a  patent,  the  means  described  must  be 
isential  and  absolutely  necessary  means,  and  not  mere  adjuncts 
may  be  used  or  abandoned  at  pleasure.  Russell  b.  Dodge,  93  U. 
;  8.  c.  11  O.  G.  151. 

lie  patentee  has  discovered  much  and  discloses  little,  he  patents  no 
Ihan  he  claims.  He  will  not  be  allowed  afterward,  when  the  extent 
rigfat  shall  be  the  subject  of  controversy,  either  by  expanding  into 
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a  general  expression  what  was  limited  before  in  a  particular  form,  or  by 
tracing  the  line  that  leads  back  from  consequences  to  remote  causes,  to 
infer  the  radical  mystery  of  his  invention,  and  then  argue  that  he  had 
described  it  by  implication  from  the  first,  and  so  claim  oiiniership  of  it  in 
his  patent.    Detmold  v.  Beeves,  1  Fish.  127. 

Agunst  the  practical  demonstration  of  the  sufficiency  of  the  specifi- 
cation afforded  by  the  actual  construction  of  the  machine,  argumentative 
speculation,  reinforced  though  it  may  be  by  the  untested  opinions  of 
experts,  will  be  of  little  avail.  Dorsey  Co.  o.  Marsh,  6  Fish.  387 ;  s*  o. 
9  FhOa.  395. 

A  reference  to  the  specification  as  embodying  the  substantial  form  of 
the  invention  is  proper,  if  it  does  not  introduce  confusion  and  uncer- 
tainty, and  is  often  necessary  for  restraining  the  too  great  generality  or 
enlarging  the  literal  narrowness  of  the  claim.  Brown  v.  Guild,  23  Wall. 
181 ;  s.  c.  6  O.  G.  392 ;  7  O.  G.  739. 

A  specification  is  not  defective  for  want  of  certainty  and  clearness,  if  a 
fixed  role  is  ^ven,  although  it  declares  that  the  rule  may  to  some  extent 
be  safely  departed  from.  Tilghman  o.  Werk,  2  Fish.  229 ;  s.  c.  1  Bond 
511. 

One  patent  can  not  derive  any  aid  or  support  from  a  subsequent  patent 
to  tibe  same  inventor.  Wheeler  v.  Clipper  Co.,  6  Fish.  1 ;  s.  c.  10  Blatch. 
181 ;  2  O.  G.  442. 

A  remote  and  extreme  defect  will  not  be  seized  Hold  of  for  the  purpose 
of  destroylug  an  ingenious  and  useM  invention.  Blanchard^s  Factory 
t.  Warner,  1  Blatch.  258. 

Mode  of  Construction. 

The  inventor  is  bound  so  to  describe  his  invention  that  the  article  can  be 
made  by  one  skilled  in  the  art,  and  it  is  his  duty  to  describe  the  best  mode 
which  he  knows.  Magic  Buffle  Co.  v.  Douglass,  2  Fish.  330 ;  Page  v. 
Perry,  1  Fish.  298. 

It  is  not  incumbent  upon  the  patentee  to  suggest  all  the  possible  modes 
by  which  his  design  can  be  carried  out.  It  is  sufficient  for  him  to  state 
the  modes  which  he  contemplates  to  be  best,  and  to  add  that  other  mere 
formal  variations  from  these  modes  he  does  not  deem  to  be  unprotected 
by  his  patent.  Carver  v,  Braintree  Manuf.  Co.,  2  Story  432 ;  8.  c.  2  Bobb 
Ml ;  Dibble  v.  Augur,  7  Blatch.  86 ;  Blanchard  v.  Eldridge,  2  Whart. 
Dig.  358. 

If  the  inventor  describes  his  invention  so  that  a  person  skilled  in  the 
art  can  make  it,  and  attempts  bona  fide  to  describe  the  best  mode  to  make 
it,  and  fails,  this  does  not  avoid  his  patent.  Magic  Ruffle  Co.  v,  Douglass, 
2  Pish.  330. 

The  patentee  need  not  specify  the  kind  of  power  to  be  employed,  or  the 
method  of  applying  it  in  working  the  machine.  Carr  v.  Rice,  1  Fish.  198 ; 
lippincott  r.  Kelly,  1  West.  L.  J.  513. 

If  no  particular  mechanical  means  are  claimed  for  the  mode  of  applying 
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D  working  the  machine,  the  patentee  la  at  liberty  to  u>e  uj 
a  mechanics  eldlled  In  machinery  of  Uiat  particular  kind,  and  not 
g  invention  to  prepare  or  apply  it.  Cair  v.  Rice,  1  Ta!ti.  19S; 
iiry  Brass  Co.  s.  Miller,  5  Fiah.  48;  s.  C.  0  Blatch.  77. 
lot  essential  l^at  the  patentee  shgold  state  of  what  material  etet)- 
Ae  macUne  shonld  be  made.  The  piinciple  ie  the  same  wbetlier 
-t  he  composed  of  wood  or  metal.  Brooks  o.  Bicknelt,  3  HcLeau 
O.  2  Sobb  lie. 

iciBcation  which  extends  to  the  mi^teilal  is  ill-advised  unlem  it 
i  is  usual,  that  It  claims  the  invention  if  wade  of  aay  olber 
I  in  tiie  form  deacribed.  Aiken  t>.  Bemie,  3  W.  &  U.  348 ;  s.  c. 
644. 

tenta  for  macbinea,  it  is  usual  to  say  that  the  parts  may  be  made 
uitable  materiale.  and  that  meaaa  known  materials.  But  even  if 
not,  a  person  wlio  should  afterwaida  discover  a  new  meterial. 
ave  no  right  to  make  the  machine ;  and  the  inventor  is  protected 
a  machine  when  made  of  any  such  material,  though  the  semnd 
:  ahould  have  the  exclusive  right  to  tiie  new  material.  In  patents 
lines,  the  patentee  by  such  a  phrase  intends  to  point  out  that  the 
nent  or  combination  docs  not  depend  on  the  use  of  the  [irecise 
:,  where  others  may  serve  the  purpose.  Wastuog  Machine  C^.  r. 
,  4  Fish.  379. 

invention  ts  both  new  and  useful,  it  can  not  be  impeached  becaibe 
not  accomi)li3h  all  that  a  sanguine  inventor  has  claimed  for  it. 
!.  Cook,  2  Fish.  146. 

Claim. 

ilatute  requires  that  the  invention  shall  be  particularly  specified 
)urpose  of  warning  an  innocent  purchaser  or  other  person  using 
bine  of  bis  infringemeut,  and  at  the  same  time  of  taking  from  the 
r  the  means  of  pi-acticing  upon  the  ci'edullty  or  fears  of  other 
,  by  pretending  that  his  invention  was  difl'erent  from  its  osteusible 
Brooks  V.  Fisk,  15  How.  212;  Merrill  p.  Yoomans,  11  0.  G. 
C.  94  U.  S.  568 ;  B.  c.  5  0.  G.  267 ;  B.  c.  1  Ban  &  Ard.  47 ;  s.  C 
;s  331 ;  Gottftied  e.  P.  Best  B.  Co.,  17  O.  G.  675  ;  s.  C.  5  Ban  & 
Delaware  C.  &  I.  Co.  it.  Packer,  24  0.  G.  1273. 
nagnitude  and  variety  of  interests  involved  in  patents  require 
)■■,  precision,  and  care  in  the  pi-eparation  of  all  the  papers  on  which 
nt  is  founded.  The  public  should  not  be  deprived  of  rights  sup- 
}  belong  to  it,  witliout  being  clearly  told  what  it  is  that  luuils 
;ht8.  Merrill  v.  Yeomans,  1  Hobnes  331;  8.  c.  11  0.  G.970; 
267;  B.C.  94  U.S.  668;  s.  c.  1  Ban&  Ard.  47;  Hovey  p.  Stevens, 
M.  17 ;  8.  C.  2  Eobb  567. 

he  duty  of  the  inventor  to  describe  each  modification  of  his  inro' 
;he  specification.    Sa^ent  v.  Carter,  1  Fish.  277. 
ipecification  must  distinctly  indicate  the  parts  or  features  of  a 
:  which  are  essential  to  the  production  of  the  proposed  result.   If 


§  4888]  GOMFOsmoK.  141 

they  are  not  described,  whether  they  relate  to  the  oonstmction  or  the 
mere  adjustment  of  a  machine,  their  use  by  others  is  pot  unlawful.  Barry 
V,  Gagenheim,  5  Fish.  452 ;  s.  o.  I  O.  G.  382. 

Where  a  patentee,  in  his  specification,  states  and  sums  up  the  particu- 
lars of  his  invention,  he  is  confined  to  such  summary,  and  can  not  after^ 
wards  be  permitted  to  sustain  his  patent  by  shewing  that  some  part  which 
.  he  claims  in  his  summing  up  as  his  invention,  though  not  his  invention, 
is  of  slight  value  or  importance  in  his  patent.  Moody  v,  Fiske,  2  Mason 
112;  8.  c.  1  Robb  312. 

In  anomalous  cases,  as,  for  instance,  when  a  new  product  has  been 
discovered,  and  the  process  of  compounding  it  or  obtaining  it  is  disclosed, 
the  patentee,  by  stating  his  discovery  and  revealing  his  process,  does  all 
that  he  is  required  to  do  or  can  do.  The  careful  separation  of  new  from 
old,  the  limitation  of  claims  to  particular  parts  or  combinations,  can  not  be 
required  as  a  substantial  part  of  the  specification.  If  a  specification  sets 
forth  a  discovery,  a  new  composition  of  matter,  and  the  process  for  com-* 
pounding  it,  that  should  be  taken  as  the  extent  of  his  claim  and  the 
measure  of  franchise.  Goodyear  v.  Central  B.  B.  Co.,  1  Fish.  626;  8.  c. 
2  Wall.  Jr.  356. 

The  nature  of  the  invention  must  be  considered,  to  see  whether  its 
forai  and  its  substance  are  separable.  If  they  are  separable,  then  the 
inventor,  unless  he  disclaims  other  forms,  is  deemed  to  claim  every  form 
in  which  his  invention  may  be  copied*  Murphy  o.  Eastham,  5  Fish.  306 ; 
8.  G.  1  Holmes  113 ;  2  O.  G.  61. 

A  patentee  can  only  claim  the  difierences  and  advantages  which  he 
has  specified.  McCloskey  v.  Du  Bois,  20  O.  G.  371 ;  8.  0. 19  O.  G.  1286 ; 
8.  c.  19  Blatch.  205 ;  s.  c.  8  Fed.  Bep.  710. 

If  a  claim  embraces  the  same  elements  as  a  preceding  claim  with  the 
&d<fition  merely  of  a  feature  that  is  an  incident  to  the  machine  set  forth 
in  the  preceding  claim,  it  is  void.  Combined  Can  Co.  v.  Lloyd,  11  Fed. 
Bep.  149 ;  39  Leg.  Int.  82. 

Composition. 

A  patent  for  a  new  composition  of  matter  should  state  the  component 
parts  of  the  invention  claimed  with  clearness  and  precision,  and  not  leave 
the  person  attempting  to  use  the  discovery  to  find  it  out  by  experiment. 
Tyler  v.  Boston,  7  Wall.  327 ;  Jenkins  v.  Walker,  5  Fish.  347 ;  s.  o.  1 
Hohnes  120 ;  10.  G.  359. 

If  the  amount  of  an  article  in  a  compound  may  be  varied  within  pretty 
wide  limits  without  afifecting  the  result  except  in  degree,  and  this  can  be 
ascertained  readily  without  experiment,  then  a  direction  to  use  a  **  small 
<|osntitj  '*  is  sufficiently  clear  and  certain.  Bowker  v.  Dows,  15  O.  G. 
510;  s.  c.  3  Ban  &  Ard.  518. 

If  a  general  rule  for  the  proportions  in  which  the  ingredients  are  to  be 
iKed  is  given,  it  is  sufficient.  In  most  compositions  of  matter  some  small 
difference  in  the  proportions  must  occasionally  be  required,  since  the  in- 
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gredients  proposed  to  be  compounded  must  sometimes  be,  in  some  degree, 
superior  or  inferior  to  those  most  commonly  used.  Wood  9.  Uuderhill,  5 
How,  1 ;  s.  o.  2  Robb  588 ;  Goodyear  ».  Wait,  3  Fish.  242 ;  s.  c.  5 
Blatch.  468  ;  Francis  v.  Mellor,  5  Fish.  153  ;  s.  c.  8  Phila.  157 ;  1  0.  G. 
48 ;  5  A.  L.  T.  237. 

3  When  the  specification  of  a  new  composition  of  matter  gives  only  the 

^  names  of  the  substances  which  are  to  be  mixed  together,  and  states  the 

'  relative  proportions  vaguely  or  ambiguously,  the  patent  is  void.  Jenkins 

V.  Walker,  5  Fish.  347 ;  s.  c.  1  Holmes  120;  10.  G.  359. 

If  the  invention  can  not  be  used  with  advantage  in  any  case  without 
first  ascertaining  by  experiment  the  proportion  of  the  ingredients  to  be 
employed,  it  is  not  patentable,  because  by  the  terms  of  the  statute  the 
inventor  is  not  entitled  to  a  patent  unless  his  description  is  so  fbll,  clear, 
and  exact  as  to  enable  any  one  skilled  in  the  art  to  compound  and  use  it. 
)  If  ftom  the  nature  and  character  of  the  ingredients  to  be  used  they  are 

'  not  susceptible  of  such  exact  description,  the  inventor  is  not  entitled  to  a 
patent.    Wood  v.  Underbill,  5  How.  1 ;  s.  c.  2  Bobb  588. 

When  the  specification  of  a  new  composition  of  matter  gives  only  the 
names  of  the  substances  which  are  to  be  mixed  together,  without  stating 
any  relative  proportion,  it  is  the  duty  of  the  court  to  declare  the  patent 
to  be  void.  The  same  rule  prevails  where  it  is  apparent  that  the  propor- 
tions are  stated  ambiguously  and  vaguely.  In  such  cases  it  is  evident  on 
the  face  of  the  specification  that  no  one  can  use  the  invention  without 
first  ascertaining  by  experiment  the  exact  proportion  of  the  diflferent  in- 
gredients required  to  produce  the  result  intended  to  be  obtained.  Wood 
V.  Underbill,  5  How.  1 ;  s.  o.  2  Bobb  588. 

If  a  man  makes  a  new  compound,  he  is  not  limited  to  the  use  of  the 
same  precise  ingredients  in  making  that  compound.  If  the  same  purpose 
can  be  accomplished  by  him  by  the  substitution  in  part  of  other  ingre- 
dients in  the  composition,  he  may  extend  his  patent  so  as  to  embrace 
them  also.    Ryan  v.  Goodwin,  3  Sum.  514 ;  s.  c.  1  Robb  725. 

If  the  patent  merely  suggests  a  substitute  for  one  of  the  ingredients,  it 
contemplates  the  same  proportions  of  the  two  ingredients.  Tyler  r. 
Boston,  7  Wall.  327. 

ImproTements. 

The  patentee  is  bound  to  describe  in  full  and  exact  terms  in  what  his 
invention  consists,  and  if  it  be  an  improvement  only  upon  an  existing 
machine,  he  should  distinguish  what  is  new  and  what  is  old  in  his  speci- 
fication, so  that  it  may  clearly  appear  for  what  the  patent  is  granted. 
The  reason  of  this  principle  of  law  will  be  manifest  upon  the  slightest  ex- 
amination. A  patent  is  grantable  only  for  a  new  and  useful  invention, 
and  unless  it  be  distinctly  stated  in  what  that  invention  specifically  con- 
sists, it  is  impossible  to  say  whether  it  ought  to  be  patented  or  not ;  and 
it  is  equally  difiicult  to  know  whether  the  public  infringe  upon  or  violate 
the  exclusive  right  secured  by  the  patent.  The  patentee  is  clearly  not 
entitled  to  include  in  his  patent  the  exclusive  use  of  any  machine  already 
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knowD,  and  if  he  does,  his  patent  will  be  broader  than  his  invention,  and 
conseqnently  void.  If  therefore  the  description  in  the  patent  mixes  up 
the  old  and  the  new,  and  does  not  distinctly  ascertain  for  which  in  par- 
ticular tiie  patent  is  claimed,  it  is  void ;  since  if  it  covers  the  whole,  it 
covers  too  much,  and  if  not  intended  to  cover  the  whole,  it  is  impossible 
for  the  court  to  say  what  in  particular  is  covered  as  a  new  invention. 
Lowell  0.  Lewis,  1  Mason  182;  s.  0. 1  Robb  131 ;  Langdon  v.  De  Groot, 
1  F&ine  203  ;  s.  c.  1  Bobb  423 ;  Sullivan  v.  Bedfield,  1  Paine  441 ;  s.  c. 
1  Robb  477 ;  Evans  v.  Hettick,  3  Wash.  C.  C.  408 ;  s«  c.  7  Wheat.  453 ; 
8.  c.  1  Robb  166,  417 ;  Smith  o.  Downing,  1  Fish.  64 ;  Allen  r.  Hunter, 
6  McLean  303 ;  Wayne  «.  Holmes,  2  Fish.  20 ;  a.  c.  1  Bond  27 ;  Win- 
termiite  0.  Bedington,  1  Fish.  239 ;  Evans  v.  Eaton,  7  Wheat.  356 ;  s.  c. 
3  Wash.  C.  C.  443 ;  s.  c.  1  Bobb  193,  336 ;  Phillips  v.  Page,  24  How. 
164;  Seymour  v.  Osborne,  3  Fish.  555;  s.  c.  11  Wall.  516;  Bray  r. 
Hartshorn,  1  Cliff.  538 ;  Blake  v.  Sperry,  2  N.  Y.  Leg.  Obs.  251 ;  Hovey 
V.  Stevens,  1  W«  &  M.  290 ;  s.  g.  2  Bobb  479 ;  Brown  v.  Selby,  4  Fish. 
363 ;  s.  c.  2  Biss.  457 ;  Cross  v.  Huntley,  13  Wend.  385  ;  Davis  v.  Bell, 
8  K.  H.  500;  Head  v.  Stevens,  19  Wend.  411;  Turner  v.  Johnson,  2 
Cranch.  C.  C.  287 ;  Brooks  v.  Jenkins,  3  McLean  432 ;  Barrett  v»  Hall, 
1  Mason  447 ;  s.  c.  1  Robb  207 ;  Dixon  «.  Moyer,  4  Wash.  C.  C.  68 ; 
s.  G.  1  Rob6  324  ;  McClure  v.  Jeff^y,  8  Ind.  79. 

If  a  patent  is  for  an  improvement  of  a  machine,  the  specification  must 
state  in  what  the  improvement  specifically  consists,  and  it  must  be  limited 
to  8och  improvement.  If,  therefore,  the  terms  are  so  obscure  or  doubtful 
that  the  court  cannot  say  what  is  the  particular  improvement  which  the 
patentee  claims,  and  to  what  it  is  limited,  the  patent  is  void  for  ambiguity. 
Banett  v.  Hall,  1  Mason  447 ;  8.  c.  1  Bobb  207 ;  Woodcock  o.  Parker,  1 
Gallis.  438 ;  s.  c.  1  Bobb  37 ;  Dixon  r.  Moyer,  4  Wash.  C.  C.  68 ;  s.  c.  1 
Robb  324. 

There  is  no  distinction  between  an  improvement  on  a  machine  patented, 
and  one  not  so.  In  both  cases  the  improvement  must  be  described,  but 
with  this  difference  that  in  the  former  case  it  may  be  sufficient  to  refer  to 
the  patent  and  the  specification  for  a  description  of  the  original  machine, 
and  then  to  state  in  what  the  improvements  on  such  original  machine 
consist,  whereas  in  the  latter  case  it  will  be  necessary  to  describe  the 
original  machine  and  also  the  improvement.  Evans  v,  Eaton,  3  Wash. 
C.  C.  443;  8.  G.  7  Wheat.  356 ;  8.  c.  1  Bobb  193, 336 ;  Isaacs  v.  Cooper,  4 
Wash.  C.  C.  259 ;  s.  c.  1  Bobb  332. 

The  old  instrument  or  thing  on  which  the  improvement  is  made  need 
not  be  described  where  there  is  a  reference  to  it  ui  general  terms,  for  this 
affords  all  the  information  which  is  necessary  to  a  person  skilled  in  that 
department.  Many  v.  Jagger,  1  Blatch.  372 ;  Davis  v.  Palmer,  2  Brock. 
298;  8.  c.  1  Bobb  518 ;  Winans  v.  N.  Y.  &  Erie  B.  B.  Co.,  1  Fish.  213  ; 
8. 0. 21  How.  88. 

There  is  a  class  of  cases  to  which  these  stringent  rules  do  not  apply, 
although  the  discovery  is  in  the  nature  of  an  hnprovement  on  what  is  old. 
Where  any  new  contrivances,  combinations  or  arrangements  are  made  use 


144 


PATENT  LAWS  AND  DECISIONS. 


[§  4888 


of  in  machinery,  although  the  chief  agents  are  well  known,  those  con- 
trivances,  combinations  or  arrangements  may  constitute  a  new  principle, 
and  then  the  application  or  practice  will  necessarily  be  new  also.  In  such  a 
case  the  new  and  improved  method  of  producing  a  useful  result  or  effect  is 
as  much  the  subject  of  a  patent  as  an  entire  new  machine.  Wintennnte 
r.  Bedington,  1  Fish.  239. 

When  the  invention  consists  of  an  improvement  on  an  old  madiine,  it 
may  be  taken  for  granted  that  a  practical  mechanic  is  acquainted  with  the 
construction  of  the  machine  on  which  the  improvement  is  made.  Ives  e. 
Hamilton,  92  U.  8.  R.  426 ;  s.  c.  6  Fish.  244 ;  1  O.  G.  336. 

In  describing  the  improvement  of  a  machine  in  use  and  well  known,  it 
is  not  necessary  to  state  in  detail  the  structure  of  the  entire  and  improved 
machine.  It  is  only  necessary  to  describe  the  improvement  by  showing 
the  parts  of  which  it  consists,  and  the  effects  which  it  produces.  Such  a 
description  in  reference  to  the  machine  improved  is  sufficient.  Brooks  v. 
Bicknell,  3  McLean  250 ;  s.  o.  2  Eobb  118 ;  Brooks  v.  Jenkins,  3  Mc- 
Lean 432. 

In  the  description  of  an  improvement  and  the  durections  for  constructing 
the  improved  machine,  it  is  not  necessary  to  state  those  matters  which,  it 
is  apparent,  would  be  proper  or  indispensable  in  its  structure.  Wayne  e. 
Holmes,  2  Fish.  20 ;  s.  o.  1  Bond  27. 

There  is  nothing  in  the  patent  law  which  in  terms  requures  the  patentee 
to  state  what  is  new  and  what  is  old.  If  the  patentee  by  his  specification, 
including  the  summary  claim  at  its  close,  points  out  and  distinguishes 
what  he  claims  as  his  own  invention,  it  is  all  that  is  required.  It  implies 
that  all  the  rest  is  old,  or,  if  not  old,  that  the  applicant  does  not  claim  it 
so  far  as  that  patent  is  concerned.  No  particular  form  of  words  is  neces- 
sary if  the  meaning  is  clear.  This  applies  equally  to  patents  for  combina- 
tions and  patents  for  improvements.  Brown  v.  Guild,  23  Wall.  181 ;  s.a 
6  O.  G.  392 ;  7  O.  G.  739. 

If  the  specification  contains  a  description  of  what  is  old  and  known,  as 
well  as  what  is  new,  what  is  claimed  as  new  must  be  distunguished.  In 
specifying  an  improvement  in  a  machine,  however,  it  may  be  necessary 
and,  when  so,  it  is  proper,  to  describe  the  whole  machine  as  it  operates 
with  the  improvement,  in  order  to  make  the  description  understood  by  a 
person  of  the  trade  to  which  it  belongs,  and  if  the  patentee  fails  to  do  this, 
his  patent  fails  for  obscurity.  The  simple  purpose  of  the  law  in  requiring 
the  patentee  to  distinguish  new  from  old  is  that  it  may  distinctly  appear 
what  his  invention  is.    Wintermute  v.  Bedington,  1  Fish.  239. 

It  is  difficult  to  define  the  exact  cases  when  the  whole  machine  may  be 
deemed  a  new  invention,  and  when  only  an  improvement  of  an  old 
machine.  The  cases  often  approach  very  near  to  each  other.  Where  a 
specific  machine  already  exists  producing  certain  effects,  if  a  mere  addi- 
tion is  made  to  such  machine  to  produce  the  same  effect  in  a  better 
manner,  a  patent  cannot  be  taken  for  the  whole  machine,  but  only  for  the 
improvement.  In  like  manner  if  to  an  old  machine  some  new  combina- 
tion be  added  to  produce  new  effects,  the  right  to  a  patent  is  limited  to 
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the  new  combination.  On  the  other  hand,  if  weIl*known  effects  are  pro- 
duced by  machinery  in  all  its  combinations  entirely  new,  a  patent  may  be 
claimed  for  the  whole  machine*  80  if  the  principles  of  the  machine  are 
Dew,  either  to  produce  a  new  or  old  effect,  the  inventor  may  well  entitle 
himself  to  the  exchisive  right  of  the  whole  machine.  Whittemore  0. 
Cotter,  1  Gallis.  478;  s.  o.  1  Bobb  40 ;  Odiorne  v.  Winkley,  2  Gallis.  51 ; 
8.  c.  1  Bobb  52. 

The  patentee  need  not  describe  particularly  and  disclmm  all  the  old 
parts,  and  the  more  especially  is  this  unnecessary  when  such  disclaimer  is 
manifestly  in  substance  the  result  of  his  claiming  as  new  only  the  portions 
which  he  does  describe  specially.  Hogg  v,  Emerson,  6  How.  437 ;  s.  0. 
2  Blatcb.  1 ;  B.  c.  2  Bobb  655  ;  Evans  v.  Eaton,  7  Wheat.  356 ;  s.  c.  3 
Wash.  C.  C.  443 ;  s.  c.  1  Bobb  193,  336. 

Every  mechanical  part,  principle  or  combination  which  is  mentioned  in 
the  specification,  but  which  is  not  included  in  the  invention  as  claimed 
and  limited,  must  by  necessary  implication  be  considered  as  admitted  to 
be  old  or  in  use  before,  and  the  patent  is  not  invalid  because  it  has  not  m 
express  words  particularly  stated  them  to  be  old.  Winans  v,  N.  Y.  & 
Erie  B.  B.  Co.,  1  Fish.  213 ;  8.  C  21  How.  88. 

For  the  purpose  of  enabling  artisans  to  construct  the  machine,  it  may 
be  necessary  for  the  inventor  of  an  improvement  to  state  so  much  of  the 
old  machine  as  will  make  his  specification  of  the  structure  intelligible. 
Evans  0.  Eaton,  7  Wheat.  356 ;  s.  c.  3  Wash.  C.  C.  443 ;  s.  c.  1  Bobb 
193,  336. 

A  description  of  the  origmal  machine  is  only  necessary  when  there  is 
no  other  way  in  which  it  can  be  ascertained  with  reasonable  certiunty  in 
what  the  improvement  consists  and  how  it  is  to  be  applied.  If  the  patent 
Is  for  an  improvement  in  a  machine  already  in  use  and  well  known  to 
those  skilled  in  the  art,  there  is  no  need  to  describe  it.  Harmon  «•  Bird, 
22  Wend.  113. 

If  the  patentee  particularly  describes  and  specifies  what  he  claims  as 
new  and  as  his  invention,  the  patent  is  not  void  because  in  the  description 
of  the  whole  machine,  including  the  element  that  he  says  is  his  invention, 
he  inclndes  elements  which  are  old,  but  which  he  claims  to  be  newly 
combined  with  new  elements.  Bheem  r.  Holliday,  16  Penn.  547 ;  Holli- 
day  t.  Bheem,  18  Penn.  465. 

C^omblnatioii. 

A  combination  is  sufficiently  described  if  the  devices  of  which  it  is  com- 
posed are  named,  then:  mode  of  operation  given,  and  the  new  and  useful 
Rsoltto  be  accomplished  pointed  out  so  that  those  skilled  in  the  art  and 
the  public  may  know  the  extent  and  nature  of  the  claim,  and  what  the 
parts  are  which  co-operate  to  produce  the  described  new  and  uselbl  result. 
Seymour  v.  Osborne,  3  Fish.  555;  11  Wall.  516;  Parks  v.  Booth,  17 
0.  G.  1089 ;  8.  c.  102  U.  8.  96 ;  s.  o.  1  Flippin  381 ;  s.  c.  1  Ban  & 
Ard.225. 
10 
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escriptiou  of  a  combination  clearly  indicates  the  metliod  oritsuM 
[atioD  to  the  other  mechanical  elemente  operating  with  it,ac)aim 
bination  of  part  of  them  ia  good,  although  it  may  not  emlmce 
.  are  eBsential  to  the  operative  efSciency  of  the  combination.  A 
on  to  be  valid  must  have  the  attribute  of  practical  utility;  but 
It  to  be  determined  by  a  reference  to  the  abstract  praclicabilitj 
ments  claimed  to  compose  it.  Resort  must  be  bad  to  the  wliole 
on,  and  if  it  is  therein  properly  descril>ed,  its  relations  to  co-op- 
echaoism  indicated  and  explained,  aud  the  method  of  its  me  in 
D  tlierewith  directed,  it  is  a  good  combination,  and  will  support 
:d  claim  for  it  if  it  is  practically  operative.  Farbam  v.  Sewing 
Co.,  4  Fish.  468 ;  Fuvbush  ».  Cook,  2  Fish.  068. 
t  requisite  to  include  in  the  claim  for  a  comliination  as  elemenls 
1  parts  of  the  machine  which  are  necessary  to  its  action,  saveu 
'  be  understood  as  entering  into  the  mode  of  combining  and 
the  elements  of  the  combination.  Farbash  c.  Cook,  2  Fish.  66S. 
nt  for  a  combination  is  valid  although  the  claim  contains  an 
lot  stated  to  be  an  element  in  the  specification.  Hoe  v,  Cotttell, 
I.  546;  B.C.  16  0.  G.  69;  a.  C.  5  Ban  &  Ard.  256;  1  Fed  Bep. 


I>eliecte  that  render  Patent  Told. 

hing  material  in  respect  to  the  construction  or  working  of  the 
a  omitted  in  the  specification,  the  patentee  loses  all  claim  to  the 
use  of  his  discovery.  Carr  v.  Bice,  1  Fish.  198. 
int  is  valid  although  there  are  irregularities  and  omissions  !d 
ts  to  be  dooe  by  the  inventor  and  his  duly  constituted  attorney, 
rj  to  and  connected  with  the  issuing  thereof.  Hoe  v,  Cottrell, 
.  546;  8.  c.  18  0.  G.  59 ;  s.  C.  5  Ban  A;  Ard.  256;  I  Fed.  Bep. 

actual  invention  is  not  a  material  and  substantial  part  of  the 

in  ted,  and  deSnitely  distinguishable  from  the  other  parts  claimed, 

t  is  void.    Hotchkiss  v.  Oliver,  5  Denio  314. 

allegations  and  suggestions  of  the  petition  are  not  substantiallT 

I  the  patent,  the  patent  will  be  void.     Evans  c.  Cliambere,  2 

5 ;  s.  c.  1  Bobb  7. 

ipeciflcation  is  not  in  such  full,  clear  and  exact  t£rms  as  to  enable 

skilled  in  the  art  to  construct  the  invention  therein  described 

experiments  of  his  own,  then  the  patent  is  void.    Snger  c. 

f,  1  Fbh.  568 ;  Hovey  v.  Stevens,  3  W.  &  M.  17 ;  8.  c.  2  Bobb 

y  V.  James,  1  Pet.  C.  C.  304;  s.  c.  1  Robb  120;  Judson  v. 

Fish.  544 ;  8.  C.  1  Bond  285 ;  Wayne  v.  Holmes,  2  Fish.  20; 
ond  27;  Wmans  r.  Schen.  &  Troy  U.  R.  Co.,  2  Blatch.  279; 

Raymond,  6  Pet.  218 ;  b.  C.  1  Robb  604 ;  Downton  e.  Yaeger 
o.,  17  0.  G.  906;  s.  c.  1  McCrary  26  ;  b.  c.  5  Ban  &  Ard.  112; 
^ed.  Rep.  199;  Schneider  r.  Thill,  5  Ban  &,  Ard.  565;  cmIto, 
)re  t>.  Cutter,  1  Gallis.  429;  s.  C.  1  Bobb  28. 
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A  claim  broader  than  the  actual  invention  of  the  patentee  is,  for  that 
very  reason,  upon  the  principles  of  common  law,  utterly  void,  and  the 
patent  is  a  nullity.  Wyeth  v.  Stone,  1  Story  273 ;  s.  o.  2  Bobb  23 ;  Parker 
9.  Stiles,  5  McLean  44 ;  Tyler  v.  Devel,  1  Am.  L.  J.  248 ;  Barrett  v.  Hall, 
1  Mason  447 ;  s.  c.  1  Bobb  207 ;  Moody  o.  Fisk,  2  Mason  112 ;  s.  c.  1 
Bobb  312;  Hoyey  v.  Stevens,  3  W.  &  M.  17 ;  s.  o.  2  Bobb  567;  Parker 
».  Sears,  1  Fish.  93 ;  Terry  Clock  Co.  v.  New  Haven  Clock  Co.,  17  O.  G. 
708 ;  s.  c.  3  Ban  &  Ard.  332 ;  Maguire  «.  Eames,  18  Blatch.  321 ;  s.  c.  5 
Ban  &  Ard.  617 ;  s.  c.  8  Fed.  Bep.  761 ;  vide  Whitney  v.  Emmett,  Bald. 
303 ;  8.  c.  1  Bobb  567 ;  Gray  v.  James,  Pet.  C.  C.  394 ;  s.  c.  1  Bobb  120  ; 
Park  V.  Little,  3  Wash.  C.  C.  196 ;  s.  c.  1  Bobb  17 ;  Lowell  v.  Lewis,  1 
MaBon  182 ;  s.  c.  I  Bobb  131 ;  Whlttemoi-e  v.  Cutter,  1  Gallis.  429 ;  s.  c. 
1  Bobb  28. 

A  claim  in  the  alternative  is  void  for  uncertainty,  for  nothing  is  claimed 
absolutely.    Carr  r.  Bice,  1  Fish.  325 ;  8.  C.  4  Blatch.  200. 

An  alternative  claim  is  invalid  only  in  those  cases  where  it  claims  posi- 
tively neither  of  several  subjects,  but  is  good  if  all  of  many  which  are 
mentioned  are  claimed  as  one  or  the  other  is  employed  by  an  infringer* 
If  it  is  said  that  A  or  B  is  claimed,  this  asserts  a  right  to  neither ;  but  to 
claim  the  one  or  the  other  as  they  are  used  with  an  assertion  that  it  has 
been  discovered  that  both  are  interchangeably  aviulable  for  specified  pur- 
poses, is  not  an  alternative  claim.  Union  Paper  Bag  Co.  r«  Nixon,  6 
Fish.  402 ;  s.  c.  4  O.  G.  31. 

If  the  patent  is  for  the  whole  of  a  machine,  and  the  discovery  is  only 
for  an  improvement,  the  patent  is  void,  Evans  v.  Eaton,  Pet.  C.  C.  322 ; 
8.  c.  3  Wheat.  454 ;  7  Wheat.  356 ;  8.  c.  3  Wash.  C.  C.  443  ;  s.  c.  1  Bobb 
68, 193,  243,  236 ;  Whittemore  v.  Cutter,  1  Gallis.  478 ;  8.  c.  1  Bobb  40 ; 
Odiome  v.  Winkley,  2  Gallis.  51 ;  8.  c.  1  Bobb  52 ;  Winans  v.  N.  Y.  & 
Erie  B.  B.  Co.,  1  Fish.  213 ;  8.  c.  21  How.  88 ;  Aiken  o.  Dolan,  3  Fish. 
197 ;  Holliday  v.  Bheem,  16  Penn.  465 ;  Darst  o.  Brockway,  11  Ohio  462 ; 
eoiUra^  Goodyear  v.  Mathews,  1  Paine  300 ;  8.  o.  1  Bobb  50. 

Unless  the  vagueness  or  ambiguity  is  very  clear  and  unmistakable,  the 
patent  will  not  be  declared  void  on  that  ground.  Swift  v.  Whisen,  3  Fish. 
343;  8.  0.2  Bond  115. 

A  specification  void  in  part  is  void  in  Mo.  Head  r.  Stevens,  19  Wend. 
411. 

Specification. 

If  the  applicant  merely  signed  a  blank  specification  which  was  after- 
wards filled  up  by  his  attorney,  a  patent  issued  on  such  an  application  is 
Toid.    Benton,  23  O.  G.  341. 

The  applicant  should  point  out  at  the  outset  of  his  specification  the  par- 
tumlar  art,  machine,  article  or  composition  of  matter  to  which  his  inven- 
tion relates,  so  that  the  remainder  of  the  specification  may  be  read  with 
reference  to  some  object  clearly  had  in  view  by  him.  After  the  class  of 
invention  to  which  the  application  pertains  has  been  mentioned,  then 
should  follow  a  more  minute  description  of  the  parts  of  the  invention, 
reference  being  had  to  the  different  views  and  parts  as  shown  by  the  draw- 
ing, if  a  drawing  is  furnished*    Then  if  the  invention  consists  of  an  im- 
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in  a  particular  claas  of  machines  or  a  particular  art,  he  shaald 
B  old,  distinguish  the  new  therefrom  aud  set  forth  the  object  to 
ished  by  the  improvement.  Then  there  should  be  a  deicriptiOD 
tton  or  of  the  maaner  in  which  the  result  desired  is  produced, 
eummory  of  the  invention  in  the  form  of  a  claim  or  claimi, 
ificatly  point  out  the  particniar  part  or  pacts  constiUitiDg  ttie 
Dvement  which  the  applicant  claims  as  bis  invention.  Thonip- 
5.  588. 

uf  the  machine  Is  old  the  specification  should  distingmsh  whst 
what  ifl  new.    Gilbert,  16  0.  G.  763. 

^ant  who  has  speciflcally  described  a  mode  of  earning  ont  the 
ta  not  give  a  vague  description  of  other  modes.    Howe,  24  0, 

cation  should  be  descriptive,  and  not  discuss  the  merits  or 
other  patents  or  inventions.  Wm.  L.  Williams,  1  0.  G.  225. 
ts  moat  conflne  their  specifications  to  the  matter  sought  t«  be 
their  patent.  D.  M.  Smith,  3  Bee.  Com.  84. 
Option  of  an  old  improvement,  even  thoi^  not  claimed,  should 
,ed  from  the  specification.     James  A.  Woodbur;,  1  Dec. 

ice  to  a  caveat  concerns  the  history,  and  not  the  description, 

tion,  and  should  not  be  cited  io  a  specificatioa  in  an  applicatioii 

.    Thomas  J.  Chubb,  2  0.  G.  519. 

required  that  all  the  elements  entering  into  the  constmcfion 
be  mentioned,  unless  Its  novelty  demands  it ;  but  only  such 

titnte  it  an  operative  whole  need  be  named.    James  Fmtow,  S 

B  of  a  combination  must  be  speciBed  only  up  to  that  point 
ch  the  presence  of  the  ports  not  named  will  be  presumed  fiom 

state  of  the  art  or  the  necessities  of  the  case.  Moses  G. 
■ec.  Com.  125 ;  H.  J.  Kent,  3  Dec.  Com.  301. 

part  of  a  combination  is  capable  of  useful  opemtion  by  itself, 
r  may  embrace  a  claim  for  the  combination  and  for  such  part 
It.    James  D.  Sturges,  1  O.G.  204. 

of  the  drawings  and  specification  as  repeats  the  description  of 
;d  machine  soouid  be  stricken  out  t>efore  the  case  can  be 
Q  its  merits.    D.  U.  Smith,  2  Dec.  Com.  69. 

S'etation  of  the  langusge  of  a  patent  must  have  r^ard  to  ttae 
e  inventioD,  and  harmonize  therewith.  The  signilicatioD  of 
!  date  of  a  paMnt  must  govern,  and  not  those  acquired  after- 
Dougal  V.  Eames  &  Seely,  2  0.  G.  86. 

time  has  elapsed  in  considering  the  merits  of  Hie  invention, 
:tions  are  disregarded.    Bate,  IS  O.  G.  1012. 

ClMtms. 

w  device  described  in  an  application  should  be  patented  under 
a  division  of  it.  Lewis  J.  Atwood,  1  Dec.  Com.  98 ;  James  B. 
E.  Com.  109. 

ic  has  a  right  to  know  the  exact  limitations  of  a  patentee's 
ind  for  that  reason  the  law  requires  distinct,  exact,  and  sharply 
us.  John  M.  Cornell,  1  0.  G.  573  i  T.  C.  Hopper,  2  O.G.  4; 
r,  1  Dec.  Com.  3 ;  J.  C.  Cooke,  3  Dec.  Com.  312  i  Fairbanks  A 
O.  G.  65  ;  Frederick  W.  Dahne,  7  O.  G.  1095 ;  J.  C.  Gould, 
■  Charles  £.  WUliams,  10  0.  G.  748 ;  Elbers,  12  O.  G.  1076 ; 
0.  G.  662. 
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AmtHguous  claims  shoald  not  be  allowed  on  the  ground  that  the  courts 
would  snetain  tiiem,  if  they  cui  do  so  only  upon  a  forced  constmction. 
Joseph  Thome,  1  Dec.  Com.  76. 

Ambigooos  phrases  should  not  be  employed,  in  grantins  letters  patent, 
to  make  a  clium  good  which,  witiiout  them,  would  be  bad  and  unpatent- 
able. C.  Bubens  &  Co.,  1  JDec.  Com.  107 ;  H.  Waterman,  1  Dec.  Com.  70 ; 
James  Arkell,  3  Dec.  Com.  263 ;  J.  C.  Gould,  10  0.  G.  203 ;  Du  Motay, 
16  0.  G.  1002. 

Ambiguous  words  in  a  claim,  such  as  ^*  substantially  as  and  for  the  pur- 
pose set  forth,"  used  as  a  limiting  clause,  are  insufficient,  unless  so  placed 
as  to  be  specially  significant.  John  Sperry,  2  O.  G.  387 ;  The  Collins  Co.,  2 
0.  G.  617 ;  Orrin  Rice,  5  0.  G.  522. 

The  words  *^  or  equivalent  devices,  as  described,"  may  be  used  in  a 
clahn.    W.  P.  Walton,  10  O.  G.  166. 

Whenever  the  words  *^  equivalent "  or  ^^  equivalents  "  occur  bi  a  claim, 
in  such  a  connection  as  to  have  an  equivocal  signification,  their  use  in  that 
connection  must  be  inhibited.    Daniel  F.  Haasz,  4  O.  G.  610. 

An  alternative  claim  is  uncertain  and  can  not  be  allowed.  Beid  v.  Roe- 
buck, 15  O.  G.  882 ;  McDougall,  18  O.  G.  130. 

A  claim  whose  language  is  so  broad  that  it  may  embrace  more  than  the 
particular  thing  produced  by  the  inventor  and  its  equivalents  can  not  be 
allowed.    Andecs  v.  Gillilandf  19  0.  G.  177. 

A  claim  which  is  so  broad  that  it  is  fairly  susceptible  of  an  interpreta- 
tion that  renders  it  functional  can  not  be  allowed.    Ives,  15  O.  G.  385. 

If  an  applicant  in  filing  a  claim  that  is  so  broad  as  to  be  applicable  to 
two  different  constructions,  refers  to  one  construction  as  the  substance  of 
the  invention  and  the  other  as  a  modified  form,  the  applicant  upon  a  re- 

eion  of  the  claim  can  file  only  an  application  for  the  former  which  he 
thus  elected  to  take.    Heaton,  15  0.  G.  1054. 

If  the  invention  consists  in  an  improvement,  the  claim  need  not 
embrace  a  part  which  is  common  to  all  machines  of  that  kind.  Kitson, 
20O.G.  1750. 

If  a  claim  is  indefinite  or  lacks  tangible  matter,  it  will  not  be  allowed. 
P.  G.  L.  G.  Designolle,  13  0.  G.  227. 

If  the  claim  is  full,  clear  and  exact,  the  commissioner  will  not  interfere 
with  the  applicant  either  in  the  choice  of  his  words  or  the  form  in  which 
they  are  stated.    P.  G.  L.  G.  Designolle,  13  O.  G.  227. 

A  claim  should  express  no  more  and  no  less  than  is  necessary  to  con- 
vey an  accurate  understanding  of  the  actual  invention,  if  it  consists  in 
some  addition  to  or  alteration  of  an  existing  structure.  Joseph  Funok, 
14  0.  G.  158. 

Claims  which  recite  definitely  the  article  invented,  and  contain  in 
addition  matter  descriptive  of  the  fbnctions  of  certain  parts,  are  not 
objectionable.    J.  J.  Gray,  11  O.  G.  229. 

F&rts  which  may  be  rendered  unnecessary  by  a  readv  substitute  .need 
not  be  explicitly  cited  in^a  combination  claim.    O.  £.  S^CcMurray,  8  O.  G. 

Spedfic  reference  to  devices  by  letter  in  a  claim  is  a  restriction  upon  the 
devices  described  in  the  specification.    C.  W.  Marsh,  2  O.  G.  197. 

Where  a*  combination  has  no  fimction,  except  in  connection  with  some 
element  not  mentioned,  the  latter  is  inferentially  included,  and  its  intro- 
duction into  the  claim  produces  no  real  change.  William  F.  West,  2 
O.G.30. 

The  mtroduclaon  of  dead  elements  into  a  claim  of  several  combinations 
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chADga  the  nature  of  it ;  but  where  a  new  element  is  introduced, 
g  the  operation  of  the  former  combinalioD,  the   claim  ig  not 

with  the  first.    WiUiam  F.  West,  2  0.  Q.  30. 
m  for  a  combination  which  is  dletl&guiehable  iVom  others  onlj  b; 
element  should  specify  It.    Charles  Bubens  &  Co.,  Assignees,  1 
a.  107  ;  Henry  Waterman,  2  Dec.  Com.  70. 

the  scope  of  the  inTention  extends  only  to  the  specific  deTices 
a,  a  brond  claim  will  be  refused.  Joseph  I.  Pennock,  2  O.  G.  590. 
lire  essential  to  the  operation  of  a  device  should  be  Included  in 
I  therefor.  Famsworth  v.  Andrews,  9  O.  6.  105. 
clium  should  be  so  drawn  as  to  pl^nly  indicate  the  Datnre  of  the 
1  sought  to  be  covered  by  It.  Thomas  J.  Mayalt,  4  0.  G.  210. 
Ig  should  be  embraced  in  a  claim  which  has  Dot  been  previously 
.    Owen  Dorsey,  2  Dec.  Com.  17  ;  J.  W.  Wattles,  3  0.  G.  291. 

J«lnder  of  ClalDUU 

plicant  may  use  several  cl^ms  in  different  forms  for  substantially 
s  invention.  Ferry  &  Lay,  1  Dec.  Com.  3 ;  Evans  W.  Shippeo,  3 
7  ;  Uartin  v.  Bogle,  12  O.  G.  625. 

invention  Is  simple  and  can  be  clearly  stated  in  one  claim,  it 
at  be  set  out  in  a  series  of  claims,  whidi  all  mean  the  same  thing, 
r,  17  0.  G.  453. 

ILstinct  species  can  not  be  embraced  in  one  patent,  though  be- 
x>  one  genus  of  inventions.  Bobert  N.  Eagle,  2  Dec.  Com.  137. 
iplicant  may  make  one  generic  claim,  but  he  can  not  claim 

classes  of  inventions  in  the  same  application.    Kent,  17  0.  G. 

[eneric  claim  for  a  process  describee  one  of  the  proceBses  em- 
I  the  claim,  it  is  sufficient.  Wilson,  16  O.  G.  95. 
ever  a.  generic  claim  and  distinct  modifications  are  retained  in  the 
plication,  the  claims  other  than  the  geuerlc  ones  must  be  conSned 
single  species.  £.  O.  Howland,  12  Q.  G.  869. 
ever  a  generic  claim  can  be  maintained  which  will  include  the 
tions  or  specific  devices  described  or  exhibited  in  the  drawings, 
specific  devices  may  be  retained  in  the  same  application.  £.  0. 
I,  12  O.  G.  889. 

no  generic  claim  can  be  maint^ned  there  is  such  ^versity  in  tiie 
a  requires  a  division  of  the  application.    E.  O.  Howland,  12  0.  G. 

the  BubstituUon  of  one  form  for  another  does  not  Involve  in- 
the  forms  do  not  constitute  several  species  of  the  genus,  but  are 

tions  of  a  single  species,  and  may  be  embraced  in  one  patent. 

Hall,  16  O.  G.  643. 

[iBtlnct  claims  for  a  process  can  not  be  joined  in  the  same  eppli- 

aless  they  bear  to  each  other  the  relation  of  process  and  sub-f^ 

that  of  genus  and  species.     Smith,  16  0.  G.  630  ;  McDougall,  18 

0. 

m  for  a  mechanical  process,  and  for  the  means  by  which  it  is 

n,  may  be  united  in  the  same  applicaljon.    Tyne,  17  O.  G.  56. 

m  for  a  method  and  a  claim  for  the  means  can  not  be  imited  in 

)  application.    Batfis,  16  O.  G.  266. 

mt  will  not  be  granted  to  the  same  person  for  an  apparatus,  and 
the  principle  upon  which  it  operates.    William  Lowe,  2  Dec. 
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It  18  not  the  design  of  the  patent  law  to  grant  a  separate  patent  to  every 
possible  application  of  a  process*    W.  II.  Howell,  9  O.  6.  921. 

A  patent  wiU  not  be  granted  for  a  product  to  one  who  already  has  one 
for  the  process  which  describes  it.  McCracken  o.  Russell,  1  Dec.  Com.  35. 

If  a  process  and  its  product  are  not  inseparable  in  their  nature  they  can 
not  be  joined  in  one  application.    O'Neill,  16  0.  G.  1049. 

If  one  has  invented  a  process  or  a  machine,  by  which  he  turns  out  a 
new  and  improved  manufacture,  he  is  entitled  to  a  patent  for  the  article 
as  well  as  the  process  or  machine.    Greorge  Lupton,  5  O.  G.  489. 

An  application  for  a  nuichine  and  its  product  can  not  be  joined  if  they 
are  distmct  and  independent  inventions.  Bancroft,  20  O.  G.  1893 ;  Mur- 
ray V.  Wuterick,  3  O.  G.  659 ;  Wmterlich,  16  O.  G.  404 ;  Winterlich,  16 
0.  G.  808. 

If  an  article  is  not  necessarily  the  result  of  the  action  of  a  machine,  the 
applications  for  patents  for  the  article  and  machine  should  be  separate. 
Junker  &  Wolf,  11  O.  G.  110. 

Where  an  apparatus  is  used  in  a  process  to  produce  a  new  article,  the 
applicant  may  claim  the  apparatus,  the  process  and  the  article,  in  one 
patent.    A.  D.  Elbers,  12  O.  G.  2 ;  P.  A.  Dailey,  13  O.  G.  228. 

If  one  ingredient  of  the  composition  is  omitted  in  one  of  the  claims,  the 
composition  is  so  changed  as  to  become  the  subject  of  a  separate  applica- 
tion.   G.  &  I.  Looser,  9  O.  G.  837. 

If  devices  constitute  necessary  elements  in  the  production  of  the  result 
they  need  not  be  the  subjects  of  separate  applications.  Jesse  Jopling,  8 
0.  G.  1032 ;  Clinton  &  Enowlton,  9  O.  G.  249 ;  Bigelow,  13  O.  G.  913  ; 
MOUer,  16  O.  G.  338. 

Where  the  improvements  have  nothing  to  do  with  the  combination,  but 
are  of  general  application,  the  applicant  is  entitled  to  no  more  favor  than 
if  he  attempted  to  patent  improvements  upon  two  independent  machuies 
under  one  grant.  Leopold  Lehmann,  2  Dec.  Com.  70 ;  J.  T.  Cree,  2  Dec. 
Com.  78. 

Several  combination  claims  may  be  united  in  the  same  application, 
although  the  parts  can  not  be  used  to  accomplish  the  results  at  the  same 
time.    Smith,  17  O.  G.  271. 

If  the  invention  consists  in  an  article  of  manufacture,  a  claim  for  a 
combination  and  for  sub-combinations  may  be  joined  in  one  application. 
Freeae,  17  O.  G.  1095. 

All  the  parts  of  a  machine  which  co-operate,  whether  simultaneously  or 
consecutively  to  produce  a  single  effect  or  result,  may  lawfully  be  com- 
bined in  one  patent.    Cauhape,  17  O.  G.  328. 

If  the  particular  feature  is  a  part  of  and  especially  adapted  to  the 
nuichine  in  which  it  is  claimed  and  contributes  to  its  successful  operation, 
it  may  be  included  in  a  patent  for  the  machine,  although  it  is  capable  of 
performing  its  particular  function  in  another  machine.  Frederick  G.  Sar- 
gent, 15  O.  G.  512. 

If  several  devices  constitute  a  complete  set,  of  which  the  operation  of 
each  in  a  certain  order  is  necessary  to  accomplish  the  desired  result,  they 
may  be  united  uoi  one  application.    F.  F.  Gokey,  15  O.  G.  295. 

Every  claim  in  an  application,  in  order  to  be  valid,  must,  in  one  sense, 
cover  an  independent  mvention,  yet  all  the  claims  must  pertain  to  one 
common  device  or  subject  of  invention.  Robert  M.  Franklin,  4  O.  G.  105. 

Two  claims  in  an  application  should  be  more  clearly  distinguished  than 
by  omlttinff  from  one  of  them  a  feature  specified  in  the  other,  and  which 
la  Qsnal  and  indispensable  to  those  that  are  mentioned.  George  Blchard- 
8«i,  3  Dec.  Com.  303. 
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If  two  or  more  distinct  invenUons  are  united  in  one  application,  that 
are  capable  of  division,  and  which  belong  to  different  classes,  or  involve  a 
double- labor  of  examination,  or  have  no  community  of  operation,  the  com* 
missioner  should  require  the  application  to  be  divided.    Linus  Yale,  Jr., 

I  Dec.  Com.  110;  E.  R.  Sumner,  3  Dec.  Com.  180 ;  J^btl  Combs.  3  Dec. 
Com.  209 ;  Henry  M.  Stow,  3  O.  G.  322 ;  John  F.  Shepard,  3  O.  G.  522  ; 
Lones  et  al.,  4t  O.  G.  582;  Henry  Birun,  5  O.  G.  621 ;  Wm.  Tucker,  6 
O.  G.  470;  John  GilUes,  10  O.  G.  415;  Sol.  Kuh,  10  O.  G.  587;  A.  D. 
Elbers,  12  O.  G.  2 ;  Henry  Law,  12  O.  G.  940  ;  B.  W.  Hamilton,  13  0. 
G.  122 ;  Cardwell,  15  O.  G.  293 ;  Hookham,  16  O.  G.  545 ;  Dinkenbihler, 
16  O.  G.  810;  Matthew  Hogan,  16  O.  G.  907;  Augustine  O.  David,  16 
O.  G.  1139  ;  Wenzel,  17  O.  G.  512. 

In  requiring  the  division  of  an  application,  the  nature  and  extent  of  tbe 
division  should  be  clearly  indicatea.    Kemard  I^ott,  8  O.  G«  238. 

The  requirement  of  a  division  of  an  application  presupposes  that  matter 
exists  which  might  cimstitute  the  subjects  of  two  or  more  patents. 
Richard  Pintsch,  11  O.  G.  597. 

If  joint  inventors  file  an  application  for  a  patent  for  a  design,  and  then 
subsequently  conclude  to  divioe  the  claim  and  apply  for  two  patents,  the 
second  application  for  a  part  of  the  invention  must  be  sworn  to.   Tiemao, 

II  O.  G.  1. 

One  need  not  divide  his  application  and  apply  for  a  separate  patent  for 
each  form  wliich  he  shows  by  way  of  illustration  in  his  specification. 
Barak  T.  Nichols,  4  O.  G.  105. 

An  application  for  a  patent  need  not  be  divided  if  all  the  elements  of 
tiie  apparatus  are  to  be  used  conjointly  for  a  definite  and  single  purpose. 
Westenhaven  &  Adah-,  5  O.  G.  695  ;  Cowper,  16  O.  G.  499. 

If  the  application  contains  two  claims  that  can  not  be  joined,  the  sp- 

glicant  may  elect  to  take  either  of  them  at  any  time  before  he  has  bound 
imself  by  estoppel  to  take  the  other.    Andrews,  15  O.  G.  1056. 

When  an  applicant  is  manifestly  acting  in  good  faith  and  not  seeking  to 
procure  an  examination  of  several  claims  in  one  application,  the  exami- 
nation should  be  made  before  a  division  is  required.  B.  D.  Sanders,  13  0. 
G.  818. 

Although  several  inventions  are  improvements  on  one  machine,  yet  if 
they  are  independent  improvements  a  separate  patent  must  be  taken  for 
each  invention.    Van  Matteson,  24  O.  G.  389. 


Two  Pateiitfi. 

Under  no  circumstances  can  the  same  inventor  become  entitied  to 
receive  iTrom  the  government  more  than  one  patent  for  the  same  inven- 
tion and  covering  the  same  ground.  John  C.  Duckworth,  2  Dec.  Com. 
150 ;  C.  B.  Cottrell,  9  O.  G.  495 ;  Luther  O.  Crocker,  1  Dec.  Com.  6. 

An  inventor  can  not  be  allowed  to  ^o  back  and  obtain  a  second  patent 
for  tlie  same  invention  upon  the  earlier  form  of  the  application.  James 
B.  Hyde,  3  Dec.  Com.  109. 

The  existence  of  one  patent  which  is  void  for  want  of  novelty  does  not 
iustify  tbe  granting  of  another  patent  for  the  same  thing.  Blackman  v, 
Morray,  13  O.  G.  175. 
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Two  AppIlcatioii»« 

An  inventor  may  file  a  subeequent  application,  although  it  involves  the 
same  sobject-matter  as  the  prior  application,  bat  when  a  patent  has  been 
granted  on  one  application^  no  patent  can  be  allowed  on  any  other  appli* 
cation  having  similar  claim •    Peter  Langlois,  14  O.  G.  84. 

Where  an  inventor  has  two  applications  pending  at  the  same  time,  and 
a  patent  is  granted  upon  tiie  one  last,  filed,  in  which  is  shown  but  not 
clahned  an  invention  which  is  or  may  l>e  claimed  in  the  application  first, 
filed,  the  protection  for  such  invention  may  be  secured  in  the  application 
first  filed.    Emerson,  17  O.  6. 1451. 

If  an  applicant  files  a  second  application  covering  matter  shown  in  the 
prior  application,  but  not  claiming  it,  and  a  patent  is  first  issued  thereon, 
he  is  entitled  to  have  the  first  application  considered  on  its  merits  without 
obtiuning  a  reissue.    Stempel,  16  O.  G.  316. 

Sec.  4889.  When  the  nature  of  the  case  admits  of  draw- 
ings, the  applicant  shall  furnish  one  copy  signed  by  the 
inventor  or  his  attorney  in  fact,  and  attested  by  two  wit- 
nesses, which  shall  be  filed  in  the  patent  office ;  and  a 
copy  of  the  drawing,  to  be  furnished  by  the  patent  office, 
shall  be  attached  to  the  patent  as  a  part  of  the  specifi- 
cation. 

StaiuU  Eeviaed—Jxilj  8, 1870,  oh.  280,  |  37, 16  Stat.  301. 
Prior  /Sfo/ufed— Feb.  21,  1708,  ch.  11,  §  3,  1  Stat.  821.— July  4,  1886,  ch. 
357,  §8,  5  Stat.  119.— March  8,  1837,  ch.  45,  §  6,  5  Stat.  198. 

The  requirement  that  the  applicant  shall  furnish  drawings,  though 
directory  in  its  terms,  is  not  a  condition,  and  it  has  obvious  reference  in 
point  of  time  to  the  issuing  of  the  patent,  and  not  to  the  filing  of  the 
petition  for  it.    French  t>.  Rogers,  1  Fish,  133. 

The  drawing  becomes  a  part  of  the  patent,  and  may  be  referred  to  to 
belp  out  the  description.   HogK  «•  Emerson,  2  Blatch.  1 ;  s.  c.  6  How.  437. 

The  drawings  are  to  be  treated  as  part  of  the  written  specification,  and 
may  be  referred  to  to  show  the  nature  and  character  and  extent  of  the 
claim,  as  well  as  to  compose  a  part  of  the  .description.  Washburn  v. 
Gould,  3  Story  122 ;  s.  c.  2  Robb  206. 

It  is  not  necessary,  in  order  to  make  a  patent  valid,  that  the  patentee 
should  so  make  the  drawings  in  his  patent  that  they  can  be  used  as 
worting  drawings,  or  that  a  machine  made  in  accordance  with  the  exact 
scale  of  the  drawings  which  accompany  the  patent  in  the  patent  ofilce, 
should  be  an  operative  machine.  All  that  is  necessary  is  that  the 
patentee  shall  so  describe  his  invention  that  a  mechanic  skilled  in  the  art 
to  which  that  invention  relates,  will  be  able,  by  the  aid  of  the  description 
uid  drawings  of  the  patent,  to  embody  that  invention  in  a  practical, 
operative,  efficient  and  efiectual  form.  American  Leather  Co.  v,  Ameri- 
can Tool  Co.,  4  Fish.  284 ;  s,  c.  1  Holmes  603. 
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The  express  terms  of  the  clause  no  more  require  that  the  written  refer* 
ences  shall  he  incorporated  in  the  specification  than  that  the  drawings 
shall  he.  If  the  references  required  are  written  on  the  drawings^  the 
terms  of  the  statute  are  satisfied.  Hogg  o.  Emerson,  2  Blatch.  1 ;  s.  c*  6 
How.  437 ;  11  How.  587  ;  s.  c.  2  Rohh  655. 

Unless  references  are  necessary  to  an  understanding  of  the  invention, 
their  omission  cannot  vitiate  the  patent.  The  description  of  the  machine, 
accompanied  hy  a  drawing,  may  he  in  many  cases  understood  without 
references.  Brooks  v.  Bicknell,  3  McLean  250 ;  s.  c.  2  Rohh  118 ;  Wash- 
hum  V.  Gould,  3  Story  122 ;  s.  c.  2  Bohh  206. 

A  drawing  must  he  furnished  when  the  case  admits  of  it  whether  it  is 
useful  or  necessary  or  not.    Chase,  16  O.  G.  809. 

It  is  not  necessary  to  use  letters  of  reference  to  the  drawing,  in  order  to 
render  a  claim  more  definite.    E.  L.  Parker,  3  Dec.  Com.  293. 

An  appilicant  for  a  patent  need  not  fiimish  a  drawing  of  the  whole  of 
the  machine  which  he  claims  to  have  improved,  provided  the  machine  is 
well  known  to  the  public,  or  a  description  of  it  readily  accessible. 
Christopher  C.  Tracy,  8  O.  G.  144 ;  Edward  J.  Kemp,  15  O.  G.  775. 

Where  the  operation  of  the  old  parts  of  a  machine  is  modified,  con- 
trolled or  unusually  afiected  hy  the  improvement,  the  drawing  should 
show  the  whole  machine.    Edward  J.  Kemp,  15  O.  G.  775. 

If  no  novelty  is  claimed  in  a  feature  of  an  invention  it  need  not  be 
illustrated  hy  drawings  unless  they  are  essential  to  such  a  description  as 
will  enable  those  skilled  in  the  art  to  practice  the  invention.  Carter,  16 
O.  G.  809  ;  Edward  J.  Kemp,  15  O.  G.  775. 

It  is  not  necessary  for  tibe  applicant  to  illustrate  by  drawings  the 
several  steps  in  each  stage  of  a  sulh'process.    Carter,  16  O.  G.  809. 

If  the  claim  is  for  a  combination  the  drawing  should  show  the  parts 
combmed.  Edward  J.  Kemp,  15  O.  G.  775  ;  Bulof  Dodge,  2  Dec.  Com.  149. 

Seo.  4890.  When  the  invention  or  discovery  is  of  a 
composition  of  matter,  the  applicant,  if  required  by  the 
commissioner,  shall  furnish  specimens  of  ingredients  and 
of  the  composition,  sufficient  in  quantity  foi:  the  purpose 
of  experiment. 

statute  Beviaed^^uij  8,  1870,  ch.  230,  §  28,  16  Stat  201. 

Prior  Staiutea—Fehru&Tj  21, 1798,  ch.  11,  §  3, 1  Stat.  821 July  4, 1836,  ch. 

857,  §6,  5  Stat  119. 

If  the  specification  for  a  composition  clearly  describes  the  composition 
and  all  the  ingredients  and  proportions  in  language  perfectly  intelligihle 
to  those  skilled  in  the  art,  the  patent  will  not  be  invalidated  by  a  fulure 
to  deposit  a  sample  pf  the  ingredients  in  the  patent  office.  This  require- 
ment, like  some  others,  is  made  obligatory  before  the  granting  of  the 
patent.  It  is  for  the  commissioner  to  decide  before  granting  the  patent, 
whether  it  has  been  complied  with.  If  he  does  so  decide  and  grants  the 
patent,  that  can  not  be  subsequently  impeached  by  evidence  tending  to 
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show  want  of  compliance  with  the  law  as  to  giving  notice  or  paying  fees 
or  perfonning  the  other  acts  required  to  be  done  before  the  patent  is 
granted,  and  the  performance  of  which  is  to  be  proved  to  the  satisfaction 
of  the  commissioner,  whose  decision  on  these  questions  is  final  where  he 
has  jurisdiction.  Tarr  «•  Folsom,  1  Holmes  312 ;  s.  c.  5  O.  G.  92 ;  s.  c. 
1  Ban  &  Ard.  94;  Anilin  Fabrik  v.  Cochrane,  16  Blatch.  155  ;  s.  o.  4 
Ban  A  Ard.  215. 

Sec.  4891.  In  all  cases  which  admit  of  representation 
by  model,  the  applicant,  if  required  by  the  commissioner, 
sliall  furnish  a  model  of  convenient  size  to  exhibit  advan- 
tageously the  several  parts  of  his  invention  or  discovery. 

Siahde  Bevised^^ulj  8,  1870,  ch.  280,  §  29,  16  Stat.  201. 
THor  iStorftrfw— April  10,  1790,  ch.  7,  §  2, 1  Stat.  llO.—February  21, 1793, 
ch.  11,  §  3, 1  Stat.  321  .-July  4, 1886,  ch.  867,  f  6,  5  Stat.  119. 

A  model  will  be  required  in  every  case  when  the  nature  of  the  iovention 
admits  of  such  illustration,  except  the  applications  upon  designs.  John 
Mnrdock,  6  O.  G.  506. 

A  model  will  not  be  required  unless  it  is  useftil  as  an  ^d  in  examining 
into  the  state  of  the  art  or  in  the  construction  of  the  specification  and 
drawing.    Jove,  17  O-  G.  801. 

As  the  purpose  of  the  model  is  to  assist  in  the  reading  of  the  drawing, 
the  model  must  correspond  wilh  the  drawing  and  specification.  James 
W.  Schoonmaker,  13  O.  G.  595. 

An  applicant  for  a  patent  for  an  improvement  on  a  machine  need 
not  furnish  a  model  of  the  whole  machine  if  it  is  well  known  to  the 
public  or  a  description  of  it  is  readily  accessible.  Christopher  C.  Tracy, 
8  O.  G.  144 ;  Edward  J.  Kemp,  15  O.  G.  7  75. 

An  applicant  for  a  patent  for  a  combination  must  furnish  a  model. 
Rulof  Dodge,  2  Dec.  Com.  149. 

Sec.  4892.  The  applicant  shall  make  oath  that  he  does 
verily  helieve  himself  to  he  the  original  and  first  inventor 
or  discoverer  of  the  art,  machine,  manufacture,  composi- 
tion, or  improvement  for  which  he  solicits  a  patent ;  that 
he  does  not  know  and  does  not  helieve  that  the  same 
was  ever  before  known  or  used;  and  shall  state  of  what 
country  he  is  a  citizen.  Such  oath  may  be  made  before 
any  person  within  the  United  States,  authorized  by  law 
to  administer  oaths,  or  when  the  applicant  resides  in  a 
foreign  country,  before  any  minister,  charg6  d'affaires, 
consul,  or  commercial  agent,  holding  commission  under 


166  PATENT  LAWS  AND  DECISIONS.  [§4892 

the  government  of  the  United  States^  or  before  any 
notary  public  of  the  foreign  country  in  which  the  aj^li- 
cant  may  be. 

Siatuie  Bevised-^ulj  8, 1870,  oh.  380,  §  80, 16  Stat.  208. 
FHor  Siatute^-FehTQBTy  21, 1798,  ch.  11,  §  8, 1  Stat.  821.-^iil7  4,1886,cL 
857,  §  6,  6  Stat.  I19.--Augu8t  29,  1842,  ch.  268,  2  4>  5  Stat.  644. 

The  taking  of  the  oath  that  the  patentee  is  the  true  inventor  or  diecoverer 
of  the  art,  machine,  or  improvement,  is  but  a  prerequisite  to  the  granting 
of  the  patent,  and  in  no  degree  essential  to  its  validity.  It  is  not  a  conation 
precedent  without  which  the  patent  fails.  Whittemore  v.  Cutter,  1 
Gallis.  429  ;  s.  c.  1  Robb  28 ;  Crompton  v.  Belknap  Mills,  3  Fish.  536 ; 
Dyer  v.  Rich,  42  Mass.  180 ;  contra^  Child  v.  Adams,  1  fish.  189 ;  s.  c.  3 
Wall.  Jr.  20. 

The  mere  presence  of  a  blank  form  of  the  oath,  with  the  jurat  not  ugned 
by  any  magistrate,  on  file  in  the  case  in  the  Patent  Office,  cannot  over* 
come  the  direct  recital  of  the  letters  patent  that  the  oath  was  taken. 
Crompton  o.  Belknap  Mills,  3  Fish.  536. 

The  recital  in  the  patent  that  the  required  oath  was  taken  before  the 
same  was  granted  is,  in  the  absence  of  fraud,  conclusive  evidence  tiiat  the 
necessary  oaths  t^ere  so  taken.  Seymour  v.  Osborne,  3  Fish.  555;  s.  c. 
11  Wall.  516. 

The  oath  may  be  taken  elsewhere  than  before  tlie  commissioner.  Sey- 
mour V.  Osborne,  3  Fish.  555 ;  s.  c.  11  Wall.  516. 

If  the  inventor  signs  the  petition  in  which  he  declares  himself  to  be  the 
inventor,  but  omits  to  sign  the  affidavit,  it  is  for  the  department  to  deter- 
mine  whether  the  necessary  oath  is  shown  or  not,  and  its  decision  upon 
that  question  is  final.  De  Florez  «.  Reynolds,  14  Blatch.  505 ;  s.  c.  3 
Ban  &  Ard.  292. 

There  is  no  provision  which  requires  that  the  jurat  to  the  application 
shall  be  dated,  and  consequently  the  omission  of  the  date  of  the  day  or 
month  does  not  afitect  the  validity  of  the  patent.  French  v.  Bogers,  1 
Fish.  133. 

.  If  an  application  is  amended  after  the  death  of  the  inventor,  so  as  to 
embrace  an  invention  different  from  that  shown  in  the  original  application, 
without  any  additional  oath  by  his  administrator  or  executor,  the  patent  is 
void.  Eagleton  Manuf.  Co.  v.  W.  B.  &  C.  Manuf.  Co.,  17  0.  G.  1504; 
B.  o.  18  Blatch.  218 ;  s.  c.  5  Ban  &  Ard.  475  ;  s.  c.  2  Fed.  Bep.  774. 

An  applicant  may  be  required  to  make  oath  that  the  invention  has  not 
been  in  public  use  in  this  country  for  more  than  two  years  prior  to  his 
application.    Rowan,  22  O.  G.  1037. 

An  applicant  can  not  be  required  to  make  oath  that  the  invention  was 
not  known  or  used  prior  to  his  application.    Rowan,  22  O.  G.  1037. 

The  oath  of  an  applicant  is  not  a  mere  formal  matter,  but  is  required  by 
act  of  Congress,  because  it  goes  to  assure  the  novelty  and  utility  of  the 
invention.    Eaton,  Blodgett  &  Mills,  4  O.  G.  525. 
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Hie  objection  tiiat  a  specification  was  made  out  on  papers  signed  and 
8wom  to  in  blank  will  be  waived  if  a  specification  properly  described  and 
sworn  to  is  substituted.  De  La  Mar  v.  Gaurens  &  Behrens,  1  Dec* 
Com.  94. 

A  Dew  oath  must  accompany  tiie  divisional  portion  of  an  application 
the  same  as  if  it  were  an  original  application.  James  Heginbotbam,  8  O. 
G.237. 

• 

An  affidavit  taken  before  a  burgomaster  is  not  sufficient.  Wamant  v. 
Wanant,  17  O.  G.  265. 

If  the  affidavit  was  not  taken  before  the  proper  officer,  the  omission  is 
not  supplied  by  an  affidavit  to  a  preliminary  statement.  Wamant  v.  War- 
nant,  17  O.  G.  265. 


Sec.  4893.  On  the  filing  of  any  such  application  and  the 
payment  of  the  fees  required  by  law,  the  commissioner  of 
patents  shall  cause  an  examination  to  be  made  of  the 
allied  new  invention  or  discovery ;  and  if  on  such  exami- 
nation it  shall  appear  that  the  claimant  is  justly  entitled 
to  a  patent  under  the  law,  and  that  the  same  is  sufficiently 
useful  and  important,  the  commissioner  shall  issue  a  patent 
therefor. 

Statuie  Bmaed^-^xikj  8, 1870,  eh.  280,  §  81, 16  Stat.  803. 
IVior  StoMes—Apni  10, 1790,  oh.  7,  f  1, 1  Stat.  109.— July  4, 1886,  oh.  857, 
§  7, 5  Stat.  119. 

The  commissioner  is  required  to  cause  an  examination  to  he  made  of 
the  alleged  invention  or  discovery,  hut  he  is  not  specifically  told  by  what 
particular  officers  he  is  to  have  the  examination  made.  Hull  v.  Commls- 
Bioaer,  7  O.  G.  559  ;  s.  c.  8  O.  G.  46 ;  s.  c.  2  McArthur  90,  125. 

The  commissioner  is  not  bound  to  issue  the  patent,  although  the  exam- 
iners in  chief  decide  in  fleivor  of  the  applicant ;  but  he  may  examine  the 
evidence  and  withhold  the  patent.  Hull  v.  Commissioner,  7  O.  G.  559  ; 
8.  c.  8  O.  G.  46 ;  8.  c.  2  McArthur  90,  125. 

The  commissioner,  with  the  approval  of  the  Secretary  of  the  Interior, 
has  the  iK>wer  to  institute  proceedings  for  the  purpose  of  inquiring  into 
allegations  ci  a  public  use  or  sale  of  an  invention  more  than  two  years 
prior  to  the  application  for  a  patent.    In  re  Alteneck,  23  0.  G.  269. 

If  the  commissioner  investigates  allegations  in  regard  to  a  public  use  or 
sale  of  the  invention  more  tiian  two  years  prior  to  the  application  for  a 
patent,  he  must  give  the  applicant  an  opportunity  to  cross-examine  the 
witness.    In  re  Alteneck,  23  O.  G.  269. 

A  protest  against  the  issuing  of  letters  patent  for  a  certain  device  will 
Bot  be  considered,  unless  it  is  accompanied  with  legitimate  proof  showing 
preaumptively  that  the  application  a^itainst  which  the  protest  is  directed 
bas  been  or  is  about  to  be  filed.    Neale,  15  O.  G.  511. 
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If  an  assignment  is  not  sofScient  to  warrant  the  grant  of  a  pateat  to 
the  assignee,  either  as  sole  or  joint  grantee,  it  is  not  sufficient  to  entitle 
him  to  appear  in  proceedings  upon  the  application.  Hammond  v,  Pratt, 
16  O.  G.  1235. 

A  parol  assignment  is  not  sufficient  to  entitle  the  party  to  appear  and 
assert  the  right  to  hecome  a  joint  patentee  or  to  conduct  the  applicatioii 
in  place  of  the  inventor.    Hammond  v.  Pratt,  16  O.  G.  1235. 

The  issuing  of  all  patents  is  at  the  control  of  the  conmaissioner,  and  he 
may  stop  any  one  for  good  cause,  although  the  examiners  in  chief  have 
decided  on  appeal  that  it  ought  to  issue.  Stephen  Hull,  1  Dec.  Com.  68 ; 
Moody  V,  Hudson,  1  Dec.  Com.  108 ;  Morris  &  Watson,  2  Dec.  Com.  71. 

The  commissioner  will  not  arrest  the  issue  of  a  patent  allowed  by  the 
examiners  in  cliief,  except  iu  cases  in  which  it  is  beyond  question  that 
their  judgment  is  erroneous  or  opposed  to  the  general  policy  of  the  patent 
office.    Disston  v.  Traut,  1  O.  G.  305. 

The  commissioner  can  not  ignore  an  objection  to  patentability  when- 
ever his  attention  is  called  to  it  by  the  examiner  in  chief  or  ttie  prinoary 
examiner,  although  the  objection  may  be  made  in  an  iiregular  manner. 
William  S.  Smoot,  11  O.  G.  1010. 

If  there  is  an  allegation  that  the  invention  has  been  in  use  for  more  than 
two  years  prior  to  the  application,  the  commissioner  may  refer  the  case  to 
the  examiner  of  interferences,  with  direction  to  provide  for  taking 
evidence.    Frederick  Alteneck,  23  O.  G.  2233. 

If  the  commissioner  discovers  that  there  is  no  novelty  in  a  patent  before 
he  affixes  the  seal  of  the  office  to  it,  he  may  withhold  it,  although  it  has 
been  signed  by  the  commissioner  and  the  Secretary  of  the  Interior. 
Franklin  B.  Hunt,  13  O.  G.  771. 

When  the  commissioner  deems  it  improper  to  complete  tiie  issue  of  a 
patent  after  it  has  been  signed,  he  should  transmit  the  same  to  the  Secre- 
tary of  the  Interior  with  all  the  papers  in  the  case  before  taldn^  any 
further  action  thereon,  with  his  reasons  for  declining  to  complete  the  issue. 
Franklin  B.  Hunt,  13  O.  G.  771. 

Sec.  4894.  All  applications  for  patents  shall  be  com- 
pleted and  prepared  for  examination  within  two  years 
after  the  filing  of  the  application,  and  in  default  thereof, 
or  upon  failure  of  the  applicant  to  prosecute  the  same 
within  two  years  after  any  action  therein,  of  which  notice 
shall  have  been  given  to  the  applicant,  they  shall  be 
regarded  as  abandoned  by  the  parties  thereto,  unless  it  be 
shown  to  the  satisfaction  of  the  commissioner  of  patents 
that  such  delay  was  unavoidable. 

StatfUe  Bevi8edn-;S\aj  B,  1870,  eh.  230,  f  82, 16  Stat  202. 
JPrior  Siatuie—MATch  2, 1861,  eh.  88,  §  12, 12  Stat.  248. 

The  statute  does  not  interpose  an  absolute  bar  to  the  granting  of  & 
patent  where  the  application  has  not  been  completed  and  prepared  for 
examination  within  two  years.  The  delay  may  be  condoned  by  proof 
that  it  was  unavoidable.    The  decision  of  the  fact  la  committed  to  the 
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commissioner.  If  it  is  shown  to  his  satisfaction  that  the  delay  was 
unavoidable,  the  application  is  not  to  be  regarded  as  abandoned.  He  is 
invested  with  the  power  to  grant  the  patent,  and  he  may  exercise  it  sub- 
ject to  the  duty  of  determining  that  the  preparation  of  the  application  for 
examination  was  not  unnecessarily  delayed  after  two  years.  The  suffi- 
ciency of  the  evidence  is  for  him.  He  is  the  only  Judge  to  be  satisfied, 
and  Ids  judgment  is  conclusive.  McMillin  o.  Barclay,  5  Fish.  189 ;  s.  c. 
4  Brews.  275. 

If  the  inventor  has  been  incapacitated  for  business  by  mental  disorder, 
the  application  will  not  be  deemed  to  be  abandoned.  Ballard  v.  Pitts- 
burgh, 12  Fed.  Rep.  783. 

Although  a  party  fails  to  prosecute  his  application  within  two  years 
after  he  is  notified  of  its  rejection,  yet  he  may  file  a  new  application  for 
the  same  invention,  for  it  is  not  the  invention  but  the  application  that  is 
deemed  to  be  abandoned.  Lindsay  o.  Stein,  21  O.  G.  1613 ;  s.  c.  10  Fed. 
Bep.  907. 

This  section  comprehends  the  abandonment  of  applications  only,  which 
is  a  diflerent  thing  from  the  abandonment  of  an  invention  to  the  public. 
WUliam  H.  Golding,  8  O.  G.  141. 

If  after  an  application  is  withdrawn,  another  is  not  filed  m  two  years, 
it  may  reasonably  be  presumed  that  the  applicant  has  no  intention  of 
renewing  it.  Hamilton  o.  Foster,  1  Dec.  Com.  30 ;  John  W.  Orr,  1  Dec. 
Com.  33 ;  Edson  v.  Coffin,  1  Dec.  Com.  65  ;  Benson  v.  Bennett,  2  Dec. 
Ck)m.  26 ;  Gates  o.  Benson,  2  Dec.  Com.  65 ;  W.  W.  Williams,  adm'r,  2 
Dec.  Com.  109 ;  Hiram  H.  Marsh,  2  Dec.  Com.  151 ;  Cryer,  17  O.  G.  452. 

If  a  second  application  is  filed  within  two  years  of  the  date  of  the  with- 
drawal, this  renewal  may  be  regarded  as  establishing  a  continuity  of 
application,  which  makes  it  necessary  that  a  public  use,  such  as  wUl 
operate  as  a  bar  to  the  grant  of  a  patent,  shall  have  taken  place  two  yeais 
before  the  filing  of  the  first  application.    B.  Howes,  1  O.  G.  227. 

Delay  m  the  prosecution  of  an  application  may  be  excused  by  satis&c- 
tory  proof.  Alfred  Shoe,  3  Dec.  Com.  62 ;  B.  A.  Stewfurt,  4  O.  G.  665 ; 
s.  c.  5  O.  G.  1 ;  Stephen  Hull,  9  O.  G.  1. 

Delay  in  prosecuting  an  application  is  not  excused  because  the  appli- 
cant is  too  deeply  engaged  in  other  pursuits ;  nor  by  anythinff  short  of 
aach  embarrassments  as  unavoidably  prevent  him.  Gray  o.  Hale,  3  Dec. 
Com.  129. 

If  an  applicant  neglects  to  prosecute  his  application  for  two  years  after 
the  oflSce  have  rejected  it,  it  will  be  held  to  be  abandoned,  unless  it  be 
fthown  tiiat  such  delay  was  unavoidable.  W.  D.  Leavitt,  3  O.  G.  212 ; 
vide  Weitling  v.  Cabell,  2  O.  G.  223. 

If  a  party  omits  to  ask  for  the  hearing  of  an  appeal  before  the  com- 
missioner for  two  years,  the  application  will  be  deemed  to  be  abandoned. 
W.  E.  Woodbridge,  15  0.  G.  564. 

If  an  applicant  does  not  prosecute  his  application  within  two  years  ailker 
any  action  thereon,  it  will  be  deemed  to  have  been  abandoned,  unless  tiie 
delay  was  unavoidable.    Smith  v.  Dimond,  20  O.  G.  742. 

If  no  steps  are  taken  towards  prosecuting  an  application  for  two  years 
•  after  notice  of  the  last  action  of  the  office  upon  it,  except  to  enter  a  formal 
abandonment  and  request  a  return  of  the  model,  it  must  be  considered 
abandoned.    Freeham  Graham,  3  O.  G.  211 ;  Lee  &  Smith,  5  O.  G.  58. 
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The  apparent  date  of  a  paper  requesting  furtiier  action  may  or  may  not 
l>e  correct.  It  may  be  wholly  deceptive  and  intended  to  mislead.  The 
only  date  that  can  be  regarded  as  entirely  reliable  is  that  of  filing  as  mdl- 
cated  by  the  official  stamp  on  the  paper.    Henry  H.  Blake,  3  O.  6.  2. 

The  day  of  the  last  action  in  the  patent  office  will  be  excluded  in  com- 
puting the  period  of  two  years  within  which  the  applicant  must  prosecute 
bis  case  in  order  to  avoid  a  forfeiture.    Musser,  lo  O.  G.  858. 

If  a  claim  which  has  been  rejected  is  amended  in  mere  matter  of  form 
and  then  rejected  a  second  time,  a  mere  request  for  a  reconsideration  of 
the  decision  is  not  such  a  prosecution  of  the  application  as  will  take  ti^e  case 
out  of  the  operation  of  this  section.    Barton  H.  Jenks,  14  O.  G.  747. 

An  application  which  has  been  forfeited  by  a  £Edlure  to  prosecute  can 
not  be  revived,  unless  the  party  establishes  the  utmost  good  faitib  and 
diligence  in  his  conduct.    Thomas  Mayor,  13  O.  G.  912. 

A  prior  rejected  or  withdrawn  application  can  not  be  held  as  a  bar  to 
the  issue  of  a  patent  under  a  subsequent  application.  G.  B.  Sexton,  9 
O.  G.  251. 

Neglecting  to  take  any  steps  in  prosecuting  an  application  for  a  reiasoe 
for  two  years  after  the  last  action  of  the  office  upon  it  does  not  work  an 
abandonment  of  it.    K.  H.  Galusha,  3  O.  G.  321. 

An  applicant  may  take  an  appeal  from  an  adverse  decision  at  any  time 
within  two  years  after  the  decision.    Reynolds,  24  O.  G.  993. 

Sec.  4895.  Patents  may  be  granted  and  issued  or  re- 
issued to  the  assignee  of  the  inventor  or  discoverer ;  but 
the  assignment  must  first  be  entered  of  record  in  the 
patent  office.  And  in  all  cases  of  an  application  by  an 
assignee  for  the  issue  of  a  patent,  the  application  shall  be 
made  and  the  specification  gwom  to  by  the  inventor  or 
discoverer;  and  in  all  cases  of  an  application  for  a  reissue 
of  any  patent,  the  application  must  be  made  and  the 
corrected  specification  signed  by  the  inventor  or  dis- 
coverer, if  he  is  living,  unless  the  patent  was  issued  and 
the  assignment  made  before  the  eighth  day  of  July,  eigh- 
teen hundred  and  seventy. 

SiatiUe  Revised-^xay  8, 1870,  eh.  280,  §  88, 16  Stat.  203. 
JPtior  Statute— moQh  8, 1887,  ch.  45,  §  6,  6  Stat.  193. 

i 

The  words  *^  the  assignee"  mean  the  assignee  in  any  degree  and  how-* 
ever  remote.  They  are  not  limited  to  the  immediate  assignee  of  the  in- 
ventor, but  embrace  the  ultimate  assignee.  Selden  o.  Stockwell  S.  L.  G. 
B.  Co.,  20  O.  G.  1737;  s.  c.  19  Blatch.  544;  s.  c.  9  Fed.  Bep.  390. 

No  assignment  of  an  unpatented  invention  is  required  to  be  recorded  by 
this  section,  unless  it  is  an  assignment  on  which  a  patent  is  to  be  issued 
to  "  the  assignee,"  and  in  such  case  the  invention  must  be  so  identified  in 
the  assignment  by  a  reference  to  a  specification  or  an  applicaUon,  or 
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otherwise,  that  there  can  be  no  mistake  as  to  what  particular  invention  is 
intended.  Wright  v.  Bandel,  21  O.  G.  493  ;  s.  c.  19  Blatch.  495  ;  s.  o.  8 
Fed.  Bep.  591. 

When  an  assignment  of  an  interest  in  the  invention  is  recorded  in  the 
patent  office,  the  patent  may  be  issued  to  the  inventor  and  assignee 
jointly.  Wright  v.  Randel,  19  Blatch.  495 ;  s.  c.  21  O.  6.  493 ;  s.  c.  8 
Fed.  Rep.  591. 

If  the  assignment  which  divested  the  inventor  of  his  interest  in  the 
patent  was  made  before  July  8,  1870,  the  specification  for  a  reissue  need 
not  be  signed  by  the  inventor.  Selden  v,  Stockwell  S.  L.  G.  B.  Co.,  20 
O.  G.  1377 ;  19  Blatch.  544 ;  s.  O.  9  Fed.  Rep.  390. 

A  patent  cannot  be  granted  to  an  assignee  where  the  inventor  himself 
would  not  be  entitled  to  a  patent.  Tatham  «.  Lormg,  5  K.  Y.  Leg.  Obs. 
207. 

If  assignments  have  been  made,  the  commissioner  of  patents  must  be 
governed  by  the  record  in  determining  to  whom  a  patent  shall  issue. 
Thomas  A.  Edison,  7  O.  G.  423 ;  Edwin  L.  Fame,  13  0.  G.  407. 

Sec-  4896.  When  any  person  having  made  any  new 
invention  or  discovery  for  which  a  patent  might  have 
been  granted,  dies  before  a  patent  is  granted,  the  right  of 
applying  for  and  obtaining  the  patent  shall  devolve  on 
his  executor  or  administrator,  in  trust  for  the  heirs  at  law 
of  the  deceased  in  case  he  shall  have  died  intestate;  or 
if  he  shall  have  left  a  will,  disposing  of  the  same,  then  in 
trust  for  his  devisees,  in  as  full  manner  and  on  the  same 
terms  and  conditions  as  the  same  might  have  been  claimed 
or  enjoyed  by  him  in  his  lifetime ;  and  when  the  applicsr 
tion  is  made  by  such  legal  representatives,  the  oath  or 
afiirmation  required  to  be  made  shall  be  so  varied  in  form 
that  it  can  be  made  by  them. 

SUUuU  Beinsed-^xHj  8, 1870,  ch.  280,  §  84, 16  Stat  303. 
I^wr  iS/flrfM/e^— April  17, 1800,  ch.  25,  §  2, 3  Stat.  88.-^uly  4, 1886,  ch.  857, 
§  10,  5  Stat.  131. 

A  patent  issued  to  an  executor  will  be  valid,  although  the  trust  is  not 
exx^ressed  on  the  face  thereof,  for  the  law  creates  the  trust.  Stimpson  v, 
Rogers,  4  Blatch.  333;  Northwestern  Co.  v.  Philadelphia,  6  O.  G.  34; 
s.  c.  1  Ban  &  Ard.  177. 

The  import  of  this  provision  is  that  while  the  legal  title  to  the  inven- 
tion is  devolved  upon  the  administrator,  he  must  take  and  hold  it  subject 
to  any  equities  existing  as  against  the  inventor  m  his  lifetime.  Where 
11 
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the  inventor  parted  with  the  equitable  title,  the  administrator  holds  it 
under  exactly  the  same  conditions,  and  subject  to  the  same  limitalioiis  of 
his  interest  in  it.  Northwestern  Co.  v*  Philadelphia  Co.,  6  O.  G.  34  ;  a.  c. 
1  Ban  &  Ard.  177, 

An  administrator  with  relation  to  letters  patent  is  substantially  a  trustee 
for  the  heirs  of  the  inventor,  but  in  order  to  act  he  must  makeproof  of  his 
representative  character.  Foreign  letters  of  admiuistration  are  not  good 
evidence  of  it.    Robert  Ransome's  Ez'rs,  2  Dec.  Com.  143. 

If  an  applicant  dies,  his  executor  need  not  file  a  new  application,  but 
may  be  made  a  party  to  the  pending  application.  Bice  v.  Burt,  16  O.  G. 
1050. 

Sec.  4897.  Any  person  who  has  an  interest  in  an  in- 
vention or  discovery,  whether  as  inventor,  discoverer,  or 
assignee,  for  which  a  patent  was  ordered  to  issue  upon  the 
payment  of  the  final  fee,  but  who  fails  to  make  payment 
thereof  within  six  months  from  the  time  at  which  it  was 
passed  and  allowed,  and  notice  thereof  was  sent  to  the 
applicant  or  his  agent,  shall  have  a  right  to  make  an 
application  for  a  patent  for  such  invention  or  discovery 
the  same  as  in  the  case  of  an  original  appliciation.  But 
such  second  application  must  be  made  within  two  years 
after  the  allowance  of  the  original  application.  But  no 
person  shall  be  held  responsible  in  damages  for  the  manu- 
facture or  use  of  any  article  or  thing  for  which  a  patent 
was  ordered  to  issue  under  such  renewed  application 
prior  to  the  issue  of  the  patent.  And  upon  the  hearing 
of  renewed  applications  preferred  under  this  section, 
abandonment  shall  be  considered  as  a  question  of  fact. 

statute  Itevised—Jvlj  8, 1870,  eh.  280,  §  85,  16  Stat  202. 
Prior  StattUes-^xme  25, 1864,  oh.  159,  {  1, 18  Stat.  194.— March  8, 1865,  ch. 
112,  S 1,  18  Stat.  583. 

The  decision  of  the  commissioner  in  regard  to  abandonment  upon  a 
renewed  application  is  not  conclusive,  and  all  the  defences  which  can  be 
made  to  a  patent  granted  apon  an  original  application  may  be  made  to  a 
patent  granted  upon  a  renewed  application.  XJ.  B.  Rifle  Co.  o.  Whitney 
Arms  Co.,  11  O.  G.  373 ;  s.  c.  14  Blatch.  94 ;  s.  c.  2  Ban  &  Ard.  493 ; 
Marsh  v.  Commissioner,  5  Fish.  610 ;  s.  c.  3  Biss.  321 ;  2  O.  G.  340 ; 
Planing  Machine  Co.  v.  Keitii,  101  U,  S.  479 ;  s.  c  17  O.  G.  1031 ;  s.  c. 
4  Ban  &  Ard.  100. 
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If  applicants  file  new  applications,  such  as  haYe  been  before  filed  by 
them  and  abandoned,  the  proper  action  is  not  to  reject  them  on  reference 
to  the  former  application,  but  to  refuse  to  consider  them,  because  the 
right  to  file  them  does  not  exist.  Andrew  Mills,  7  O.  G.  961 :  George 
Crompton,  9  O.  G.  5 ;  Al&ed  Shoe,  3  Dec.  C!om.  62;  Robert  McCuIly, 
6  O.  G.  153 ;  Timothy  Gordon,  6  O.  G.  543 ;  Davies  v.  Hartman,  9  O.  G. 
S6U 

An  application  cannot  be  renewed  if  the  motion  therefor  is  made  more 
than  two  years  after  the  allowance  of  the  patent.    Hardy,  12  O.  G.  1075. 

An  inventor  may  file  a  second  application  although  more  than  two 
years  have  elapsed  since  the  allowance  of  a  prior  application  which  was 
forfeited  for  non-payment  of  the  fiual  fee.    Livingston,  20  0.  G.  1747. 

The  filing  of  a  naked  petition  for  the  renewal  of  a  rejected  application 
does  not  of  itself  renew  the  case,  but  the  petition  must  be  accompanied 
by  a  demand  for  the  action  appropriate  to  the  next  stage  of  proceeding. 
M  illspaugh,  2  Dec.  Com.  112. 

If  an  application  is  made  for  an  article  and  a  process,  and  the  claim  for 
the  article  is  rejected,  such  claim  can  only  be  renewed  by  an  application 
for  a  reissue  of  the  patent  for  the  process.  Arkell,  11  O.  G.  1111 ;  C.  B. 
Cottxell,  9  O.  G.  495. 

Sec.  4898.  Every  patent,  or  any  interest  therein,  shall 
be  assignable  in  law  by  an  instrument  in  writing;  and 
the  patentee,  or  his  assigns  or  legal  representatives,  may, 
in  like  manner,  grant  and  convey  an  exclusive  right  un- 
der his  patent  to  the  whole  or  any  specified  part  of  the 
United  States.  An  assignment,  grant,  or  conveyance, 
shall  be  void  as  against  any  subsequent  purchaser  or  mort- 
gagee for  a  valuable  consideration,  without  notice,  unless 
it  is  recorded  in  the  patent  office  within  three  months 
from  the  date  thereof. 

J&atuU  R&maed-^Tilj  8, 1870,  ch.  280,  f  80, 16  Stat  208. 
THor  St€Uut69^¥ebmurj  21, 1793,  eh.  11,  f  4,  1  Stat  822.— July  4, 1886,  ch. 
357,  i  11,  5  Stat  121. 

Constmction* 

.This  section  is  confined  to  assignments,  grants,  and  conveyances  of 
interests  in  patents  after  they  are  issued.  Wright  o.  Bandel,  19  Blatch. 
495 ;  s.  c.  18  O.  G.  857 ;  s.  c.  8  Fed.  Bep.  591. 

Mode  of  Assigniag. 

The  monopoly  granted  to  the  patentee  is  for  one  entire  thing.  It  is  the 
exchttire  right  of  making,  using,  and  vending  to  others  to  be  used,  the 
improvement  he  has  invented,  and  for  which  the  patent  is  granted.  The 
monopoly  did  not  exist  at  common  law,  and  the  rights  therefore  which 
maj  be  exercised  under  it  can  not  be  regulated  by  the  rules  of  the 
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common  law.  It  is  created  by  the  act  of  Congress,  and  no  rights  can  be 
acquired  in  it  unless  authorized  by  statute,  and  in  the  manner  the  statate 
prescribes.    Gayler  v.  Wilder,  10  How.  477. 

There  are  three  classes  of  persons  in  whom  the  patentee  can  vest  an 
interest  of  some  kind  in  the  patent.  They  are  an  assignee,  a  grantee  of 
an  exclusive  sectional  right,  and  a  licensee.  An  assignee  is  one  who  has 
had  transferred  to  him  in  writing  the  whole  interest  of  the  original  patent, 
or  any  undivided  •part  of  such  whole  interest,  in  every  portion  of  the 
United  States  ;  and  no  one,  unless  he  has  had  such  an  Interest  transferred 
to  him,  is  an  assignee.  A  grantee  is  one  who  has  had  transferred  to  him 
in  writing  the  exclusive  right  under  the  patent  to  make  and  use,  aud  to 
gi'ant  to  others  to  make  and  use,  the  thing  patented  witiiin  and  throogli- 
out  some  specified  part  or  portion  of  the  United  States.  Such  right  must 
be  an  exclusive  sectional  right,  excluding  the  patentee  therefrom.  A 
licensee  is  one  who  has  had  transferred  to  him  in  writing  or  orally  a  less 
or  different  interest  than  either  the  interest  in  the  whole  patent  or  an 
undivided  part  of  such  whole  interest,  or  an  exclusive  sectional  interest. 
Potter  V.  Holland,  1  Fish.  327 ;  s.  c.  4  Blatch.  206 ;  Hill  v.  Whitcomb,  1 
Holmes  317 ;  s.  c.  5  O.  G.  430 ;  s.  c.  1  Ban  &  Ard.  34 ;  Gayler  ©.Wilder, 
10  How.  477;  Blanchard  v.  Eldridge,  1  Wall.  Jr.  337;  8.  c.  2  Robb737; 
Pitts  V.  Jameson,  15  Barb.  310 ;  Buss  v.  Putney,  38  N.  H.  44 ;  Therebath 
V.  Celluloid  Manuf.  Ck).,  5  Ban  &  Ard.  577 ;  a.  o.  3  Fed.  Kep.  143. 

As  the  grants  of  the  crown  were  at  common  law  construed  with  the 
greatest  strictness,  the  privileges  granted  by  a  patent  for  a  monopoly 
would  probably  not  have  been  treated  as  capable  of  assignment,  unless 
made  so  by  the  letter  of  the  grant.  Patents  are  now  granted  to  the 
inventor,  his  executor,  administrator,  and  assigns.  They  are,  therefore, 
assignable  as  other  personal  chattels  by  force  of  tho  grant  which  creates 
them.    Blanchard  v.  Eldridge,  1  Wall.  Jr.  337 ;  s.  c.  2  Bobb  737. 

An  assignment  of  an  interest  in  a  patent  is  not  required  to  be  under 
seal.  Gottfried  v.  Miller,  104  U.  S.  521 ;  s.  c.  21  O.  G.  711 ;  s.  c.  10 
Fed.  Rep.  471. 

A  patent,  privilege,  or  monopoly,  could  not  be  assigned  at  common  law, 
except  by  deed,  for  the  reason  tliat,  being  a  franchise  and  part  of  tlie  rojal 
prerogative,  it  could  only  subsist  by  grant.  As  a  general  rule,  an  assign- 
ment of  an  interest  in  a  patent  must  be  in  writing,  for  the  reason  that 
such  transactions  are  required  to  be  recorded,  and  in  fact  and  reality  are 
not  authorized  to  be  made  in  any  other  way.  Baldwin  v.  Sibley,  1  Clifl*. 
150 ;  Jordan  v.  Dobson,  4  Fish.  232 ;  s.  c.  2  Abb.  U.  S.  398 ;  7  Phila.  533 ; 
Davy  V.  Morgan,  56  Barb.  218. 

An  agreement  which  would  be  valid  without  recording  need  not  be  in 
writing.    Blakeney  v,  Goode,  30  Ohio  St.  350. 

A  contract  by  an  inventor  to  take  the  patent  m  trust  for  the  joint  and 
equal  benefit  of  himself  and  another  need  not  be  in  writing.  Blakeney  r. 
Goode,  30  Ohio  St.  350. 

If  an  agent  has  been  licensed  to  sell  patented  machines  for  the 
patentee,  a  verbal  assignment  of  his  right  is  valid.  Springfield  c.  Drake, 
58  K.  H.  19. 
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An  assignment  is  a  grant  in  writing  of  the  whole  or  a  part  of  the  ez« 
clasiTe  right  vested  in  the  patentee  hy  the  letters  patent,  and  it  makes  no 
ditference  whether  such  part  be  designated  as  an  midivided  part  of  the 
whole  patent,  or  as  the  grant  of  the  exclusive  right  of  the  patentee 
within  a  particular  district.  Baldwin  v.  Sibley,  1  Cliif.  150 ;  Farrington  o. 
Gregory,  4  Fish.  221 . 

It  was  obviously  not  the  intention  of  Congress  to  permit  several  mon- 
opolies to  be  made  out  of  one  and  divided  among  different  persons  within 
the  same  limits.  Such  a  division  would  mevitably  lead  to  fraudulent  im- 
positions upon  persons  who  desired  to  purchase  the  use  of  the  improve- 
ment, and  would  subject  a  party  who,  under  a  mistake  as  to  his  rights, 
used  the  invention  without  authority,  to  be  harassed  by  a  multiplicity  of 
suits  instead  of  one,  and  to  successive  recoveries  of  damages  by  different 
persons  holding  different  portions  of  the  patent  right  In  the  same  place. 
Gayler  v.  Wflder,  10  How.  477 ;  Snydam  ©.  Day,  2  Blatch.  20. 

If  an  assignment  is  acknowledged  before  a  notary  public,  it  Ss  not 
necessary  to  prove  the  signature  of  the  assignor.  New  York  Pharmical 
Association  v.  Tilden,  23  O.  G.  272 ;  s.  c.  14  Fed.  Bep.  471. 

Constmetion. 

There  is  no  magic  in  particular  words,  and  they  should  be  construed  as 
they  stand,  and  are  used  in  the  particular  instrument,  and  in  searching 
for  the  true  interpretation,  the  courts  will  look  to  all  the  provisions  of  the 
instrument,  and  give  such  effect  to  it  as  its  obvious  object  and  design 
require.  The  words  license  and  empower  may  be  construed  to  mean 
grant,  if  that  will  effectuate  the  true  intent  and  apparent  object  of  the 
parties.    Washburn  v.  Gould,  3  Story  122 ;  s.  c.  2  Robb  206. 

Contracts  are  usually  made  with  reference  to  the  established  law  of  the 
land,  and  should  be  so  understood  and  construed  unless  otherwise  clearly 
indicated  by  the  terms  of  the  agreement.  Wilson  o.  Rousseau,  4  How. 
646;  s.  c.  1  Blatch.  3 ;  B.  c.  2  Robb  373. 

The  exclusive  rights  of  a  patentee  are  specially  guarded  Arom  intrusion, 
but  the  contracts  which  he  makes  to  share  them  with  third  persons  are 
interpreted  and  enforced  just  as  other  legal  engagements.  Morse  v. 
O'ReiDy,  6  Penn.  L.  J.  501. 

Reference  may  be  made  to  the  circumstances  under  which  a  contract 
was  made,  as  affording  the  means  of  applying  the  language  employed  in 
the  instrument  to  the  subject-matter  of  the  agreement.  Read  v.  Bowman, 
2  Wall.  591. 

A  reference  to  the  specification  renders  it  allowable  to  examine  those 
documents  in  connection  with  the  assignment  as  means  of  ascertaining 
the  tnie  intent  and  meaning  of  the  parties.   Read  v.  Bowman,  2  Wall.  591 . 

General  words  in  an  agreement  should  be  restrained  by  the  particular 
occasion  of  usuig  them.  Troy  Factory  v.  Coming,  14  How.  193 ;  s.  c.  1 
Blatch.  467. 

If  an  assignment  recites  the  letters  patent,  giving  their  date  and  the 
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I 

name  of  the  patentee,  it  is  sufficient  to  pass  the  title  to  tiie  invention  j 
patented,  although  the  invention  is  misnamed.  Harmon  v.  Bird,  22  \ 
Wend.  113.  ^ 

If  there  is  any  doubt  in  the  construction  of  an  assignment,  it  should  be 
resolved  against  the  grantor,  for  he  is  chargeable  with  any  obscurity  in 
this  respect.  Smith  v.  Selden,  1  Blatch.  475 ;  May  v.  Chaffee,  5  Fish.  160 ; 
s.  c.  2  Dillon  385. 

Where  there  is  doubt  as  to  the  proper  construction  of  an  instrumeDt>  a 
subsequent  confirmatory  instrument  is  entitled  to  great  oonsideratio&; 
but  where  its  meaning  is  clear  in  the  eye  of  the  law,  the  error  of  the 
parties  can  not  control  its  effect.    Railroad  Co.  v.  Trimble,  10  Wall.  367. 

The  date  of  a  deed  may  always  be  controlled  by  evidence  of  tiie  actual 
delivery.  If  an  agreement  recites  the  deed  and  states  that  it  was  then 
made,  this  is  conclusive  that  the  deed  was  then  made,  and  the  date  is 
immaterial.    Dyer  v.  Rich,  42  Mass.  180. 

The  interpretation  of  a  contract  is  to  be  determined  by  the  sense  in 
which  the  parties  intended  to  use  the  terms  employed  to  express  it 
Wetherill  v.  Zinc  Co.,  6  Fish.  50 ;  a.  c.  9  Phila.  385 ;  2  O.  G.  471. 

The  sense  in  which  the  parties  intended  to  use  the  terms  employed  in  a 
contract  must  be  gathered  from  the  instrument  itself,  irrespective  of 
declarations  written  or  oral  by  either  party,  as  to  his  understanding  of  its 
meaning  or  as  to  his  motives  in  making  it.  Wetherill  v.  Zinc  Co.,  6  Fish. 
50 ;  8.  c.  9  Phila.  385 ;  2  0.  G.  471. 

In  aid  of  the  interpretation  of  a  contract,  it  is  proper  to  consider  facts 
cognate  to  the  subject  of  the  contract  and  within  tiie  knowledge  of  the 
parties  to  which  it  may  therefore  be  presumed  that  the  stipulations  of  the 
contract  were  intended  to  be  applied,  and  by  which  their  effect  and  mean- 
ing were  to  be  governed.  Wetherill  v.  Zinc  Co.,  6  Fish.  50 ;  s.  c.  9  Phila. 
385 ;  2  O.  G.  471. 

Each  case  must  be  judged  of  as  well  by  the  terms  of  the  grant  of  privi- 
lege as  also  by  the  situation  of  the  parties  or  the  circumstances  under 
wliich  they  act.  Steam  Cutter  Co.  v.  Sheldon,  5  Fish.  477 ;  s.  c.  10 
Blatch.  1. 

An  assignment  of  an  interest  in  an  invention  secured  by  letters 
patent  is  a  contract,  and,  like  all  other  contracts,  is  to  be  construed  so  as 
to  carry  out  the  intention  of  the  parties.  Nicolson  Co.  e.  Jenkins,  14 
WaU.  452 ;  s.  c.  4  Fish.  201 ;  6  Fish.  491 ;  1  Abb.  U.  S.  567 ;  1  0.  G.  465 ; 
3  A.  L.  T.  (U.  S.)  177. 

Where  certain  terms  are  used  in  a  grant  which  have  a  well-known  gen- 
eral  meaning,  then  in  the  interpretation  of  such  grant  such  well-known 
general  meaning  must  be  given  to  the  terms  used,  unless  it  appears  timt 
some  other  or  different  meaning  was  intended  by  them.  Goodyear  9. 
Cary,  4  Blatch.  271. 

No  court  is  at  liberty  to  add  to  the  terms  used  any  meaning  beyond 
their  ordinary  import,  unless  there  are  some'supplementary  expressions  to 
justify  such  a  construction.  Wood  worth  v.  Sherman,  3  Story  171 ;  s.  c. 
2  Robb  257. 
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It  is  not  to  be  presamed  that  a  grantor  mtends  to  grant  more  than  he 
has  a  light  to  grant,  or  that  a  grantee  intends  to  receive  by  way  of  grant 
that  to  which  he  has  a  fnll  right  without  a  grant.  Goodyear  v,  Gary,  4 
Blatch.  271. 

Every  part  of  a  deed  should  be  examined  in  order  to  ascertain  whether 
the  interpretation  to  be  given  to  a  particular  clause  is  the  true  one.  Grood- 
year  «.  Gary,  4  Blatch.  271 ;  Baldwin  v.  Sibley,  1  Cliff.  150. 

Courts  of  equity  do  not  r^^d  the  forms  of  instruments,  but  look  to 
the  intent,  and  ^ve  to  the  acts  of  the  parties  the  construction  which  that 
intent  justifies  and  requires,  so  far  as  it  can  be  done  consistently  with 
general  principles.  Hall  v,  Speer,  6  Pitts.  L.  J.  403 ;  Perry  «•  Corning, 
7  Blatch.  195. 

A  limitation  to  patents  which  the  party  holds  in  his  own  right  applies  to 
patents  of  which  he  is  the  apparent  but  not  real  owner,  but  does  not 
exclude  patents  of  which  his  tenure  is  not  exclusive.  Wetherill  v.  Zinc 
Co.,  6  Fish.  50 ;  s.  c.  9  Phila.  385 ;  2  O.  G.  47U 

If  the  grantee  is  unable  to  make  the  stipulated  payments,  and  the  trans- 
fer is  treated  as  a  nullity  by  both  parties,  it  will  not  be  regarded  as  in 
force.    Railroad  Co.  o.  Trimble,  10  Wall.  367. 

If  the  payment  of  an  annuity  is  not  a  condition  to  the  vesting  of  an 
interest  in  the  patent,  an  omission  or  refusal  to  pay  will  not  give  the  pat- 
entee a  right  to  rescind  the  contract,  or  have  the  effect  to  remit  him  to  his 
interest  in  the  patent  as  patentee.  The  right  to  the  annuity  rests  in 
eo7enant  Hartshorn  v.  Day,  3  Fish.  32 ;  8.  c.  19  How.  211 ;  Bay  v. 
Union  Rubber  Co.,  20  How.  216 ;  s.  c.  3  Blatch.  488 ;  Day  v.  Candee,  3 
Fish.  9 ;  Goodyear  o.  Union  Bubber  Co.,  4  Blatch.  63 ;  Steam  Cutter  Co. 
9.  Sheldon,  5  Fiab.  477 ;  Q.  0. 10  Blatch.  1. 

When  an  assignment  provides  that  a  forfeiture  of  the  grant  shall  not 
take  place  if  the  grantor  does  not  use  reasonable  diligence  to  promote  the 
success  of  the  invention,  there  will  be  nq  forfeiture  if  he  is  in  default. 
Buckley  p.  lawyer  Hanuf.  Co.,  7  Fed.  Rep,  358. 

If  a  par(7,  in  consideration  of  an  assignment  of  a  patent,  agrees  to  give 
the  patentee  a  certain  percentage  of  the  profits  arising  from  the  sale  of  the 
patented  article,  and  of  the  right  to  manufacture  it,  this  contains  an  im- 
plied contract  that  the  business  shall  be  carried  on  if  profitable.  Wilson 
r.  Marlow,  66  111.  385. 

A  deed  conveys  a  title,  although  it  may  haye  covenants  in  it  which 
have  not  been  performed.  There  are  things  which  rest  in  grant,  and 
things  which  rest  'm  covenant«  If  the  covenant  £ails  by  the  laches  of  the 
grantor,  the  grant  neverthele^  stands.  The  covenant  does  not  affect  the 
grant ;  the  grant  passes  the  title  and  operates  in  profsentu  Day  r.  Stell- 
mn,  1  Fish,  487. 

AMiynineiit. 

The  delivery  of  an  assignment  to  the  attorney  of  the  assignor,  to  be 
delivered  upon  the  happening  of  a  contingency,  is  a  sufficient  delivery, 
although  the  assignor  dies  before  the  contingency  happens.  Hammond  «. 
HTmt,4Ban&Ard.  111. 
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The  consideratioii  expressed  in  an  assignment  is  not  conclusive  upon 
the  parties.  The  assignee,  in  an  action  by  the  assignor  for  the  price,  may 
prove  that  the  assignor  for  the  amount  named  therein  also  agreed  to  g^ve 
him  the  benefit  of  additional  improvements,  and  had  not  done  so. 
Wheeler  v.  BilUngs,  38  N.  Y.  263. 

If  an  instrument  is  in  words  and  effect  no  more  than  an  appointment 
of  a  party  as  the  patentee's  sole  agent,  in  terms  irrevocable,  yet  giving 
him  only  an  interest  by  way  of  commissions  in  the  proceeds  of  the  sale  of 
the  articles  manufactured  and  sold  by  him  in  the  execution  of  his  agency, 
the  patentee  may  make  an  assignment  of  the  same  territory  to  another. 
Eempton  v.  Bray,  99  Mass.  350. 

If  an  assignment  containing  a  provision  fqr  its  cancellation  on  six 
months'  notice  provides  that  the  assignor  shall  receive  a  certain  sum  for 
each  year  during  the  term  of  the  agreement,  from  the  premiums,  and  the 
assignee  elects  to  cancel  the  assignment  before  the  termination  of  a  year, 
the  assignor  may  recover  a  proportionate  sum  for  the  time  that  the 
assignee  actually  enjoyed  the  benefit  of  the  contract.  Gale  o.  Nourse,  81 
Mass.  300. 

A  mere  assignment  under  a  State  insolvent  law  does  not  pass  the  debtor's 
interest  in  a  patent,  for  the  statute  contemplates  a  written  instrument 
signed  by  the  owner  of  the  patent,  and  duly  recorded  in  the  patent  ofiBce, 
as  necessary  to  vest  the  legal  title  in  the  purchaser.  Ashcroft  v.  Walworth, 
5  Fish.  528  ;  s.  C  1  Holmes  152  ;  2  O.  G.  546. 

A  judgment  debtor  may  be  compelled,  on  proceedings  supplemental  to 
an  execution,  to  execute  and  deliver  an  assignment  of  his  interest  in  a 
patent  to  a  receiver.  Clan  Ranald  v.  Wyckoff,  41  N.  Y.  Supr.  527 ; 
Barnes  v.  Morgan,  6  T.  &  C.  105 ;  s.  c.  10  N.  Y.  Supr.  703 ;  Ager  r. 
Murray,  21  O.  G.  1197;  s.  c.  20  O.  G.  1311;  105  U.  8.  126;  s.  c.  1 
Mackey  87 ;  Pacific  Bank  v,  Bobinson,  20  O.  G.  1314;  B.  c.  57  Cal.  520 ; 
Carver  v.  Peck,  131  Mass.  291. 

A  creditor  may  maintain  a  bill  to  reach  the  interest  of  a  debtor  In  a 
patent,  although  the  patent  is  void  for  want  of  novelty  or  utility.  Gillett 
V.  Bate,  86  N.  Y.  87. 

If  the  patentee  does  not  make  an  assignment  to  a  receiver  appointed  in 
proceedings  supplemental  to  an  execution,  a  sale  by  the  latter  will  not 
pass  an  interest  in  the  patent.  Gordon  v.  Anthony,  16  O.  G.  1135;  s.  c 
16  Blatch.  234 ;  s.  c.  4  Ban  &  Ard.  248. 

If  an  instrument  excepts  such  property  as  is  exempt  by  law,  it  will  not 
pass  an  interest  in  a  patent.  Campbell  r.  James,  18  O.  G.  1111 ;  s.  c.  18 
Blatch.  92 ;  s.  c.  5  Ban  &  Ard.  354 ;  s.  c.  2  Fed.  Bep.  338. 

The  thing  to  be  assigned  is  not  the  mere  parchment  on  which  the  grant 
is  written,  but  the  monopoly  which  the  grant  confers,  the  right  of  property 
which  it  creates.    Railroad  Co.  v.  Trimble,  10  Wall.  367. 

If  an  agent  employed  to  sell  a  patent  right  secretly  purchases  it  from  the 
principal  without  disclosing  the  fact  that  he  is  a  purchaser,  and  then  sella 
■paxta  thereof  to  others,  he  can  not,,  upon  being  called  upon  to  account  for 
the  profits,  repurchase  such  parts  and  tender  them  to  the  principal. 
Jefities  V.  Wiester,  2  Saw.  135. 
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An  Interest  in  the  net  proceeds  of  collections  under  a  patent  does  not 
necessatily  amount  to  l^al  ownership  of  the  patent  itself.  Jordan  v. 
Dobeon,  4  Fish.  232 ;  s.  c.  7  Phila.  533 ;  2  Abb.  U.  S.  398. 

An  assignment  by  a  patentee  in  such  general  terms  as  are  usual  in 
speaking  of  the  thing  to  which  the  patented  part  is  attached,  conveys  the 
right  to  ma^e  and  use  the  tiling  actually  patented.  Myers  v.  Turner,  17 
ni.  179 ;  Hill  V.  Thuermer,  13  Ind.  351. 

Although  an  assignment  grants  only  the  right  to  manufacture  and  sell, 
jet  it  passes  the  legal  right  to  the  entire  patent,  for  the  right  to  sell  carries 
with  it  the  right  to  use  the  machine  sold.  Nellis  v.  Pennock  Manuf.  Co., 
22  0.  G.  1131 ;  s.  C.  13  Fed.  Rep.  451. 

If  the  patentee  assigns  the  patent  to  two  persons  as  trustees,  with 
power  to  them  to  sell  and  assign  it,  an  assignment  by  one  alone  is  void, 
for  the  power  is  joint.  Wescott  v.  Wayne  Agricultural  Works,  11  Fed. 
Bep.  298. 

An  instrument  can  not  be  construed  as  an  assignment  unless  it  contains 
some  operative  words  showing  an  intention  to  assign.  Campbell  r.  James, 
18  Blatch.  92;  8.  c.  18  O.  G.  1111;  8.  c.  5  Ban  &  Ard.  354;  2  Fed. 
Rep.  338. 

An  assignmebt  of  the  patent,  excepting  counties  previously  sold,  is  not 
void  for  uncertainty,  because  it  is  capable  of  being  made  certain  by  evi- 
dence showing  what  counties  have  been  actually  sold.  Washburn  &  M. 
Mfg.  Co.  V.  Haish,  19  O.  G.  173  ;  s.  c.  4  Fed.  Rep.  900. 

If  an  assignment  Is  conditional,  a  Ucense  by  the  assignee  after  a  breach 
of  the  condition  is  void.    Abbett  v,  Zusi,  5  Ban  &  Ard.  38. 

If  an  assignment  is  a  grant  upon  a  condition  precedent,  an  offer  on  the 
part  of  the  grantee  to  perform  the  condition  does  not  give  effect  to  the 
grant  so  as  to  vest  the  title  in  the  grantee.    Pitts  v.  Hall,  3  Blatch.  201. 

If  the  purchaser,  in  consideration  of  an  assignment,  agrees  to  pay  a 
certain  sum  within  a  certain  time,  or  reassign  the  interest  so  received, 
and  fails  to  pay  within  the  time,  the  patentee  acquires  the  right  to  demand 
a  reassignment,  and  if  not  reassigned  he  can  recover  the  value.  All  that 
the  purchaser  is  bound  to  do  is  to  offer  to  reassign  the  interest.  Manvel 
t.  Holdredge,  45  N.  Y.  151. 

If  a  patentee  agrees  to  sell  an  interest  in  an  original  patent,  he  does 
not  comply  with  the  contract  by  an  assignment  of  an  interest  in  a  subse- 
quent patent  for  an  improvement.    Pearson  v.  Portland,  69  Me.  278. 

If  the  contract  is  to  pay  a  certain  sum  as  soon  as  a  decree  is  obtained 
establishing  the  validity  of  the  patent,,  the  money  is  not  payable  upon 
obtaining  a  decree  j?ro  eonfeaao^  for  that  is  interlocutory  merely.  Russell 
r.  Lathrop,  122  Mass.  300. 

If  a  patentee  agrees  tio  allow  another  to  use  the  thing  patented,  he 
breaks  the  contract  by  suing  out  an  injunction  against  the  latter  as  an 
infringer.    Sullings  v.  Goodyear  D.  V.  Co.,  36  Mich.  313. 

If  an  inventor  having  a  pending  application  for  several  modes  of  manu- 
factoring  an  article,  sells  the  exclusive  right  to  all  the  modes  to  another, 
he  can  not  compel  the  latter  to  accept  a  patent  for  only  one  mode.    Ser- 

Tiss  0.  StoeksUll,  30  Ohio  St.  418. 
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When  the  payment  is  to  be  made  upon  an  assigament  of  the  patent, 
the  purchaser  is  not  bouix^  to  accept  an  assignment  and  make  the  pay* 
ment  after  the  patent  has  been  declared  void  on  an  interference  proceed* 
ing.    Peck  v.  Collins,  70  N.  Y .  376. 

If  a  patent  is  taken  in  the  name  of  another  in  trust  for  the  inventor,  bat 
with  the  ri^ht  to  purchase  at  a  price  to  be  fixed  by  arbitrators,  the  inventor 
can  not  maintain  an  action  prior  to  an  award,  Perkins  v.  United  S.  £. 
L.  Co.,  24  O.  G.  204 ;  16  Fed.  Rep.  613. 

Limitations  in  respect  to  territorial  limits,  extent  of  use,  and  the  like,  j, 

may  be,  and  in  general  are,  provided  by  express  terms  or  stipulations.  ] 

Steam  Cutter  Co.  v.  Sheldon,  5  Fish.  477 ;  8.  c.  10  Blatch.  1. 

The  assignment  of  an  exclusive  right  to  make  and  use,  and  to  vend  to 
others  the  patented  machine  within  a  certain  territory,  authorizes  the 
assignee  to  vend  the  products  of  the  machine  elsewhere.  The  restrictioQ 
in  the  assignment  is  to  be  construed  as  applying  solely  to  the  using  of  the 
machine.  There  is  no  restriction  as  to  place  of  the  sale  of  the  product. 
Simpson  v.  Wilson,  4  How,  709 ;  s.  c.  2  liobb  469. 

A  special  grant  of  the  rigbt  of  vending,  over  and  above  that  of  makins; 
and  using,  in  an  assignment,  is  wholly  unnecessary  where  the  assignment 
contemplates  the  exclusive  right  within  a  certsun  district,  so  as  to  give 
the  assignee  the  whole  interest.  The  exclusive  right  of  fabiicating  and 
using  necessarily  comprises  the  whole  beneficial  interest,  and  the  right  of 
parting  with  it,  or  any  part  of  it,  is  incident  to  the  right  of  property.  The 
latter  was  specially  secured  by  the  statute  tx  mc{jori  cautela  to  obviate  all 
difficulty  on  the  subject.    Bellas  9.  Hays,  5  S.  &  II.  427. 

An  assignee  can  not  assign  the  entire  right  for  a  particular  territory, 
and  then  sell  single  machines  to  be  used  in  the  same  temtory  aftier  the 
expiration  of  the  patent.  Union  Paper  Bag  Co.  9.  Nixon,  9  O.  G.  691 ; 
3.  c.  1  Flippin  491 ;  a.  o.  2  Ban  &  Ard.  244. 

If  a  patentee  sell  a  territorial  right,  be  can  not  use  another  machine 
substantially  the  same  within  that  territory.  Ferree  v.  Smith,  29  Ia. 
An.  811. 

A  covenant  that  the  covenantee  shall  enjoy  the  exclusive  use  of  the 
patent  within  a  certain  territory,  such  use  being  limited  to  a  certain  num- 
ber of  machines,  passes  the  entire  interest  of  the  patentee  in  the  thing 
patented  for  the  territory,  and  vests  it  in  the  covenantee.  Bitter  p. 
Serrell,  2  Blatch.  379. 

This  section  refers  to  the  grant  of  an  exclusive  right  in  a  patent,  and 
the  term  exclusive  comprehends  not  only  an  exclusive  right  to  the  whole 
patent,  but  an  exclusive  right  to  the  patent  in  a  particular  section  of  the 
country.  A  limitation  of  the  number  of  the  machines  to  be  manufactured 
by  the  grantee,  or  a  resei*vation  of  a  rigbt  by  the  patentee  to  construct 
machines  within  the  territory,  does  not  destroy  the  exclusive  cluuracter  of 
a  grant.    Washburn  9.  Gould,  3  Story  122 ;  s.  c.  2  Bobb  206. 

The  assignment  of  a  patent  does  not  carry  with  it  a  transfer  of  the  right 
to  damages  for  an  infringement  committed  before  such  assignment. 
Moore  o.  Marsh,  7  Wall.  515. 
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A  claim  for  damages  ariung  from  an  infringement  may  be  assigned. 
The  profits  are  not  regarded  in  the  light  of  unliquidated  damages.  The 
right  to  recover  reats  upon  the  principle  that  the  party  complained  of  has 
aniawfully  appropriated  to  himself  the  benefits  of  an  improvement  or  dis*- 
eovery  which  belongs  to  another,  and  that  so  far  as  he  has  made  profit  by 
such  appropriation,  he  is  liable  to  the  party  injured.  This  profit  is  ascer^ 
talnable  by  evidence,  and  does  not,  like  the  claim  for  damages  in  an  action 
for  a  tort,  rest  in  the  mere  discretion  of  a  court  or  jury.  Jenlcins  o.  Green* 
wald,  2  Fish.  37 ;  s*  c.  1  Bond  126 ;  Campbell  v.  James,  18  Blatch.  92 ; 
8.  c.  18  0.  G.  1111 ;  8.  c.  5  Ban  &  Ard.  354 ;  s.  c.  2  Fed.  Bep.  338 ;  Shaw  v. 
Colwell  Lead  Co.,  11  Fed.  Bep.  711 ;  Consolidated  O,  W.  F.  Co.  v.  Eaton, 
12  Fed.  Rep.  865 ;  Hamiltdll  v.  Bollins,  5  Dill.  495 ;  8.  c.  3  Ban  &  Ard, 
157 ;  Campbell  o.  James,  5  Ban  &  Ard.  630 ;  8.  c.  5  Fed.  Rep.  806. 

The  right  to  the  damages  which  accrued  in  the  lifetime  of  the  patent  is 
a  mere  chose  in  action  after  the  expiration  of  the  patent,  and  not  assign- 
able.   Bell  V.  McCullough,  1  Fish.  380 ;  a.  c.  1  Bond  194.    ' 

An  assignor  may  prove  by  parol  that  he  sold  the  patent  to  another  who 
then  sold  it  to  the  assignee,  and  that  the  assignment  was  made  directly 
irom  him  to  the  assignee  to  save  the  expense  of  two  assignments.  Tillotson 
V.  Ramsay,  51  Yt.  309. 

Although  a  party  is  the  assignee  of  several  patents  for  combinations,  yet 
lie  has  DO  greater  rights  than  the  assignor8,^for  each  patent  must  rest  on 
its  own  merits  alone.  Washburn  &  M.  Manuf.  Co.  «•  Griesche,  16  Fed. 
Bep.  669. 

An  agency  is  revocable,  but  an  agency  coupled  with  an  interest  is  not 
revocable.    Burdell  v.  Denig,  2  Fish.  588 ;  8.  c.  92  U.  S.  716. 

Where  an  assignment  is  executed  by  an  agent,  there  must  be  proof  of 
the  agent's  authority.    Stone  v.  Palmer,  28  Mo.  539. 

An  agent  can  not  execute  an  assignment  under  seal  unless  he  has 
antiiority  under  seal.    Bellas  v.  Hays,  5  8.  &  B.  427. 

The  execution  of  an  assignment  by  affixing  the  name  and  seal  of  the 
sgent,  and  not  the  name  and  seal  of  the  principal,  is  not  a  good  execution 
of  the  authority.    Bellas  o.  Hays,  5  S.  &  B.  427. 

No  confirmation  of  an  assignment  defectively  executed  in  the  name  of 
an  sgent,  can  make  it  the  deed  of  the  principal  short  of  affixing  the  name 
and  seal  of  the  principal.    Bellas  «.  Hays,  5  S.  B.  427. 

Corporation. 

A  corporation  has  the  power  to  purchase  a  patent  if  such  purchase  is 
necetaary  to  carry  into  execution  the  purposes  and  objects  for  which  it 
was  created.  Blanchard's  Factory  r.  Warner,  1  Blatch.  258 ;  Dorsey 
Harvester  Rake  Co.  v.  Marsh,  6  Fish.  387. 

Although  the  assignor  adds  the  word  ^^  president  '*  to  his  name,  yet  it 
ia  a  good  execution  of  the  deed  for  liimself,  but  will  not  convey  any  interest 
of  the  corporation.  Campbell  v.  James,  17  Blatch,  43 ;  s.  o.  18  0.  G. 
979 ;  8.  G.  4  Ban  &  Ard.  456. 
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A  certificate  of  an  interest  in  a  patent,  purporting  to  be  signed  by  the 
secretary  of  a  corporation  to  be  subsequently  organized,  is  not  such  an 
assignment  as  the  statute  requires.  Hope  Iron  Works  o.  Holden,  58 
Mq.  146. 

A  contract  will  bind  a  corporation,  although  its  officer  uses  his  pri?ate 
seal  instead  of  the  corporate  seal,  if  he  was  duly  authorized  to  make 
it,  or  his  act  was  subsequently  ratified.  Eureka  Co.  o.  Bailey  Co.,  11 
Wall.  488. 

An  assignment  to  an  incorporated  company  not  at  the  time  oiganized 
will  inure  to  its  use  when  organized,  at  least  by  way  of  estoppel,  and  be 
good  against  the  grantor,  whether  it  took  efi'ect  on  its  delivery  to  pass  any 
property  or  not.    Dyer  v.  Rich,  42  Mass.  180* 

An  assignment  of  a  patent  by  a  corporation  is  valid,  although  it  is  not 
under  tlie  corporate  seal.  GrOttfHed  v.  Miller,  KHl  U.  S.  521 ;  s.  c.  21  0. 
G.  711 ;  s.  c.  10  Fed.  Rep.  471. 

Personal  RepresenUUives. 

If  the  court  which  pronounced  a  judgment  has  jurisdiction  over  the 
subject-matter,  a  proper  case  for  its  exercise  will  be  presumed  to  have 
been  sufficiently  presented,  and  the  adjudication  to  be  right.  The  grant- 
ing of  letters  of  administration  to  a  party,  by  a  court  of  competent  juiis- 
diction,  is  conclusive  of  his  legal  right  to  the  grant  of  them.  Northwest* 
em  Co.  V,  Philadelphia  Co.,  6  O.  G.  34;  s.  c.  1  Ban  &  Ard.  177. 

The  right  of  an  executor  or  administrator  of  the  patentee  will  be  deter- 
mined according  to  the  law  of  the  patentee's  domicile  at  the  time  of  his 
decease.  Rubber  Co.  v.  Goodyear,  2  Fish.  499 ;  s.  c.  9  Wall.  788 ;  s.  c.  2 
Cliff.  351. 

The  right  of  an  administrator  in  a  patent  is  not  acquired,  and  can  not 
be  assigned  under  State  laws.  The  act  of  Congress  directs  the  mode  in 
which  an  assignment  shall  be  made  and  where  it  shall  be  recorded.  The 
administrator  may  sell  the  patent  the  same  as  any  other  personal  prop- 
erty of  the  estate,  and  there  is  no  reason  why  the  right  may  not  be  con- 
veyed in  parts  so  as  to  suit  purchasers.    Brooks  v,  Jenkins,  3  McLean  432. 

Administrators  of  an  estate  are  not,  properly  speaking,  trustees  in 
whom  is  vested  the  legal  title.  The  law  clothes  them  with  certain  powers, 
by  which  they  are  enabled  to  transmit  the  legal  title  of  property.  Acts 
done  by  one  of  them,  which  relate  to  the  delivery,  gift,  sale  or  release  of 
the  decedent^s  goods  or  personal  property,  are  deemed  the  acts  of  all.  An 
assignment  by  one  administrator  will  therefore  pass  the  whole  interest  in 
the  patent.    Wintermute  v,  Redington,  1  Fish.  239. 

The  purchaser  of  personal  property  from  an  administrator  need  not 
show  that  the  formality  required  by  the  law  has  been  complied  with,  for 
he  can  hold  it  tmless  the  transaction  is  fraudulent.  Brooks  v,  Jenkins,  3 
McLean  432. 

An  assignment  by  a  person  as  administrator  will  pass  the  right  held  by 
the  person  as  executor.  Newell  v.  West,  13  Blatch.  114 ;  s.  c.  8  0. 6* 
598  ;  s.  c.  9  0*  G.  1110 ;  8.  c.  2  Ban  &  Ard.  113. 
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Estoppel. 

A  man  can  pass  by  grant  or  assignment  only  that  which  he  now  pos- 
sesses, and  which  is  in  existence  at  the  time  either  actually  orpotentiaUy. 
His  grant  or  assignment  is  therefore  by  its  natural  interpretation  limited 
to  the  rights  and  things  which  are  then  in  existence,  and  which  he  has 
power  to  grant,  unless  he  uses  other  language  which  imports  an  intention 
to  grant  what  he  does  not  now  possess  and  what  is  not  now  in  existence. 
In  the  latter  case  the  language  does  not  even  then  operate  strictly  as  an 
assignment  or  grant,  but  only  as  a  covenant  or  contract  which  a  court  of 
equity  will  carry  into  full  effect  when  the  right  or  thing  comes  in  esse* 
Woodworth  v.  Sherman,  3  Story  171 ;  s.  c.  2  Bobb  257. 

If  a  party  making  an  assignment  at  a  time  when  he  has  no  title,  subse- 
quently acquires  title,  and  then  testifies  in  an  action  brought  by  the 
assignee  that  the  assignee  became  the  owner  under  such  assignment,  he 
will  be  e8topi)ed  from  setting  up  a  title  against  the  respondent.  Littlefield 
».  Perry,  21  Wall.*206  ;  B.  c.  7  O.  G.  964 ;  Sherman©.  Champlain  Co.,  31 
Yt.  162;  Gottfried  «.  Miller,  104  U.  S.  521 ;  s.  c.  21  O.  G.  711 ;  s.  o.  10 
Fed.  Rep.  471. 

An  assignment  made  by  one  who  has  no  title,  with  the  written  assent 
of  the  party  m  whom  the  title  is  vested,  is  effective  as  a  transfer  of  tlie 
title.    Sherman  v.  Champlain  Co.,  31  Yt.  162. 

A  mere  assignment  of  the  right,  title  and  interest  of  the  assignor,  with- 
out anything  more,  will  not  operate  as  an  estoppel  to  pass  a  title  subse- 
quently acquired  by  the  assignor.    Perry  v.  Coming,  7  Blatch.  195. 

If  a  patent  is  issued  to  a  corporation  after  it  is  incorporated  it  is  estopped 
from  proving  that  it  had  no  corporate  existence  at  the  time  of  the  assign- 
ment of  the  invention  to  it  in  order  to  defeat  a  claim  for  royalty.  Bom- 
mer  r.  American  Spring  Co.,  44  N.  Y.  Sup.  454. 

If  there  is  a  controversy  as  to  whether  the  article  made  by  the  re- 
spondent is  the  same  as  the  jMitentee's,  an  agreement  will  not  operate  as 
an  estoppel.  Boemer  v.  Simon,  12  O.  G.  796 ;  s.  c.  95  U.  S.  214;  s.  c. 
I  Ban  &  Ard.  138. 

K  the  inventor  did  not  know  that  others  were  making  any  advancements 
or  investments  of  either  capital  or  skill  on  fisuth  that  the  ground  he  had 
begun  to  occupy  was  open  to  all,  he  is  not  estopped  from  setting  up  his  in- 
vention.   Sprague  v.  Adriance,  14  O.  G.  308 ;  8.  c.  3  Ban  &  Ard.  124. 

Warranty. 

The  vendor  of  a  patent  impliedly  warrants  the  validity  of  the  patent. 
Faulks  V.  Eamp,  17  O.  G.  851 ;  s.  c.  17  Blatch.  432 ;  s.  c.  5  Ban  &  Ard. 
73 ;  8.  c.  3  Fed.  Bep.  898. 

A  person  who  sells  a  patent  impliedly  warrants  the  title,  and  is  es- 
topped from  alleging  the  invalidity  of  the  patent  in  an  action  by  the 
grantee.  Faulks  v,  Kamp,  17  Blatch.  432 ;  s.  c.  17  O.  G.  851 ;  s.  c.  5 
Ban  &  Ard.  73 ;  s.  o.  3  Fed.  Bep.  898  ;  Onderdonk  v.  Fanning,  5  Ban  & 
Ard.  85 ;  s.  c.  4  Fed,  Bep.  148 ;  Consolidated  M.  P.  Co.  v.  Guilder,  9 
Fed.  Rep.  155. 
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A  provision  in  an  assignment  that  tiie  grantee  shall  have  the  benefit  of 
the  patent  as  fully  as  the  patentee  holds  it,  does  not  amount  to  a  war- 
ranty that  the  patent  is  valid,    McKenzie  v.  Bailie,  4  C.  L.  B.  209. 

Amlgnineiit  before  Patent. 

The  discoverer  of  a  new  and  use^  improvement  is  vested  by  law  wift 
an  inchoate  right  to  its  exclusive  use,  which  he  may  perfect  and  make 
absolute  by  proceeding  in  the  manner  which  the  law  requires.  An  as- 
signment of  his  whole  interest,  whether  before  or  after  the  patent  is 
issued,  is  equally  within  the  provisions  of  the  act.  If  it  is  made  before 
the  issuing  of  the  patent,  no  new  assignment  need  be  made,  although  the 
patent  is  issued  to  the  discoverer.  When  the  patent  issues,  the  legal 
right  to  the  monopoly  and  property  it  creates  is  by  operation  of  the  as- 
signment vested  in  the  assignee.  Gayler  v.  Wilder,  10  How.  477 ;  Bath- 
bone  v.  Orr,  5  McLean  131 ;  Rich  v.  Lippincott,  2  Fish.  1 ;  Herbert  r. 
Adams,  4  Mason  15 ;  s.  c.  1  Bobb  505 ;  Hammond  «.  M.  &  H.  Organ 
Co.,  1  Holmes  296 ;  s.  c.  92  U.  8.  724 ;  8.  c.  5  O.  G.  31 ;  s.  c.  6  Fish. 
599  ;  Wright  v.  Bandel,  19  Blatch.  495  ;  s.  c.  21  O.  G.  493 ;  8.  c.  8  Fed. 
Rep.  591. 

Whether  the  machine  is  perfected  or  not  at  the  time  of  the  sale  is  im- 
material, if  the  inventor  agrees  to  make  it  perfect  and  procure  a  patent 
Bathbone  v,  Orr,  5  McLean  131. 

An  assignment  is  valid,  although  it  is  made  after  the  rejection  of  the 
application  of  the  inventor  by  the  commissioner,  and  an  appeal  from  that 
decision.    Gay  o.  Cornell,  1  Blatch.  506. 

An  assignment  of  an  imperfect  invention,  with  all  improvements  upon 
it  that  the  inventor  may  make,  is  equivalent  in  equity  to  an  assignment 
of  the  perfected  results,  and  the  patentee  takes  the  patent  for  an  improve- 
ment in  trust  for  the  assignee.  Littlefield  v.  Perry,  21  Wall.  205 ;  s.  c.  7 
O.  G.  964. 

A  contract  to  assign  all  improvements  in  a  certain  machine  may  cover 
everything  then  in  embryo  in  the  mind  of  the  inventor,  though  not  yet 
matured.  An  intent  to  cover  all  improvements  ever  made  at  any  future 
time  would  be  likely  to  be  expressed  in  explicit  language  to  that  effect. 
Nesmlth  v.  Calvert,  1  W.  &  M.  34 ;  s.  c.  2  Robb  311. 

If  an  inventor  who  has  covenanted  to  take  out  letters  patent  fbr  another 
at  his  request  and  cost,  takes  them  out  without  an  advance  of  the  costs 
or  authority  from  the  covenantee,  he  will  be  deemed  to  hold  them  in  trust 
for  the  covenantee.  Emmons  v.  Sladdin,  9  O.  G.  352 ;  s.  o.  2  Ban  & 
Ard.  199. 

If  a  covenant  to  execute  deeds  of  conveyance  of  the  part  sold,  as  soon 
as  may  be  after  letters  patent  shall  have  issued,  does  not  give  the  grantee 
a  legal  title,  a  jus  in  r«,  it  clearly  confers  on  him  a  jua  ad  rem^  an  equit- 
able right  to  the  thing  itself,  and  is  not  a  mere  executory  contract  to 
account  for  the  proceeds.    Clum  v.  Brewer,  2  Curt.  506. 

Although  an  agent  who  is  employed  to  aid  an  inventor  in  constructing 
and  peifecting  a  machine  gets  a  patent  therefor,  yet  this  is  no  breach  of 
the  contract  of  employment.    Green  v.  Willard  I.  B.  Co.,  1  Mo.  Ap.  202. 
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Unless  an  employee  is  expressly  required  by  his  contract  to  exercise 
his  inventive  faculties  for  the  benefit  of  his  employer,  he  alone  is  entitled 
to  a  patent  for  an  invention  made  during  the  period  of  the  employment, 
and  the  employer  is  not  entitled  to  an  assignment  thereof.  Hapgood 
V.  Hewitt,  21  O.  G,  1786 ;  s.  c.  11  Fed.  Bep.  422. 

A  party  who  engages  an  inventor  to  make  inventions  and  improve- 
ments for  his  benefit,  has  no  legal  or  equitable  title  to  an  invention  made 
after  the  contract  was  terminated.    Appleton  p.  Bacon,  2  Black  699. 

If  an  inventor  who  is  employed  to  make  improvements  takes  the  patent 
in  bis  own  name,  he  must  put  the  other  party  in  some  default  before  he 
can  claim  the  exclusive  ownership  of  the  improvements.  Continental  Co. 
V.  Empire  Co.,  4  Fish.  428 ;  s.  c.  8  Blatch.  295. 

Although  a  fiqn  of  which  the  inventor  is  a  member  pays  the  expense  of 
obtaining  a  patent,  yet  if  the  patent  is  taken  in  his  name  it  belongs  not  to 
the  firm  but  to  him.  McWUliams  Manuf.  Co.  «.  Blundell,  22  O.  G.  177 ; 
11  Fed.  Kep.  419. 

A  contract  by  an  inventor  to  allow  another  to  take  out  a  patent  for  the 
invention  in  his  own  name  may  be  proved  by  parol.  Lockwood  v.  Lock- 
wood,  63  Iowa  509. 

If  an  assignment  of  an  interest  in  one  patent  does  not  purport  to  give 
rights  in  another  invention,  it  can  not  operate  by  way  of  estoppel  to  give 
the  assignee  an  interest  in  a  subsequent  patent  therefor.  Warren  o.  Cole, 
15  Mich.  265. 

An  assignment  of  a  patent  and  the  invention  therein  patented  will  not 
give  the  assignee  any  right  to  any  other  invention.  United  Nickel  Co.  o. 
Am.  K.  P.  Works,  4  Ban  &  Ard.  74. 

If  a  party  invents  or  discovers  and  keeps  secret  a  process  of  manufkc- 
tare,  whether  a  proper  subject  for  a  patent  or  not,  he  has  not  indeed  an 
exclusive  right  to  it  as  against  the  public  or  against  those  who  in  good 
faith  acquire  knowledge  of  it,  but  he  hasa  property  in  it  which  a  court  of 
chancery  will  protect  against  one  who,  in  violation  of  contract  and  breach 
of  confidence,  undertakes  to  apply  it  for  his  own  use,  or  to  disclose  it  to 
third  persons.    Peabody  v.  Norfolk,  98  Mass.  452. 

An  assignment  of  an  invention  after  a  patent  has  been  ordered  to  be 
issued  and  before  the  issue  of  the  patent  will  pass  a  legal  title  to  the 
patent.  U.  S.  Stamping  Co.  v.  Jewett,  18  O.  G.  1529 ;  s.  c.  18  Blatch. 
469 ;  s.  c.  7  Fed.  Bep.  869. 

Renewal. 

If  the  patentee  assigns  the  invention,  the  assignment  carries  with  it  the 
right  to  a  renewal  as  an  incident,  unless  there  is  something  in  the  instru- 
ment to  indicate  a  different  intention.    Hendrie  v.  Sayles,  98  U.  S.  546. 

If  a  special  act  permits  an  administrator  to  apply  for  a  patent  where  the 
orighal  application  has  failed,  the  patent  will  not  enure  to  the  benefit  of 
an  assignee.  Fire  Extinguishing  Manuf.  Co. ».  Graham,  16  Fed.  Bep.  543. 
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extension. 

An  inventor  has  not  only  an  inchoate  right  to  ohtain  letters  patent 
securing  to  him  the  exclusive  right  to  his  invention  for  the  original  term, 
but  also  a  further  inchoate  right  to  have  the  term  extended,  provided  he 
shall  fail  without  fisiult  to  obtain  a  reasonable  remuneration  for  the  time, 
ingenuity,  and  expense  bestowed  upon  the  same,  and  the  introduction 
thereof  into  public  use.  This  title  of  an  inventor  to  obtain  an  extension 
may  be  the  subject  of  a  contract  of  sale.  There  is  nothing  in  the  nature 
or  incidents  of  such  a  right  to  distinguish  it  as  a  subject  of  sale  from  the 
inchoate  right  to  obtam  the  original  patent.  Each  appertains  to  the 
inventor  by  reason  of  his  invention.  Each  is  incomplete,  and  its  com- 
pletion depends  upon  the  compliance  by  the  inventor  with  conditions,  and 
the  performance  by  public  officers  of  certain  acts  prescribed  by  law.  It  is 
true  the  title  of  an  inventor  to  an  extension  is  still  ftirther  qualified  by  a 
further  condition  of  his  failure  to  obtain  remuneration  from  the  enjoy- 
ment of  the  exclusive  right  for  the  first  term  of  fourteen  years.  Bat 
though  this  is  an  additional  condition  which  may  render  parties  less 
willing  to  contract,  its  existence  does  not  change  the  nature  of  the  right, 
and  it  no  more  prevents  it  from  being  the  subject  of  a  contract  of  sale 
than  any  other  condition  which  is  attached  to  it.  Clum  v.  Brewer,  2  Curt. 
506;  Newell  v.  West,  13  Blatch.  114 ;  s.  C.  8  O.  G.  598 ;  9  0.  G.  1110; 
8.  0.  2  Ban  &  Ard.  113;  Bailroad  Co.  v.  Trimble,  10  Wall.  367;  Ham- 
mond  9.  M.  &  H.  Organ  Co.,  1  Holmes  296 ;  s.  c.  92  XT.  S.  724 ;  8.  c.  5 
O.  G.  31 ;  8.  c.  6  Fish.  599 ;  Hofiheins  v.  Brandt,  3  Fish.  218 ;  Hendrie 
V.  Sayles,  98  U.  S.  346;  Prime  v.  Brandon  Manuf.  Co.,  16  Blatch.  483; 
s.  o.  4  Ban  &  Ard.  379 ;  Consolidated  F.  J.  Co.  v.  Mason,  7  Daly  64. 

The  franchise  which  the  patent  grants  consists  altogether  hi  the  right 
to  exclude  every  one  from  making,  using  or  vending  the  thing  patented 
without  the  permission  of  the  patentee.  This  is  all  that  he  obtains  by 
the  patent.  When  he  sells  the  exclusive  privilege  of  making  or  vending 
it  for  use  in  a  particular  place,  the  purchaser  buys  a  portion  of  the  fran- 
chise which  the  patent  confers.  He  obtains  a  share  in  the  monopoly, 
and  that  monopoly  is  derived  from  and  exercised  under  the  protection  of 
the  United  States.  The  interest  he  acquires  necessarily  terminates  at  the 
time  limited  for  its  continuance  by  the  law  which  created  it.  The  patentee 
can  not  sell  it  for  a  longer  time.  The  purchaser  buys  with  reference  to 
that  period,  the  time  for  which  the  exclusive  privilege  is  to  endure  being 
one  of  the  chief  elements  of  its  value.  He  therefore  has  no  Just  claim  to 
share  in  a  fiirther  monopoly  subsequently  acquired  by  the  patentee.  He 
does  not  purchase  or  pay  for  it.    Bloomer  o.  McQuewan,  14  How.  539. 

A  sale  of  the  invention  before  letters  patent  are  obtained  does  not 
necessarily  cairy  with  it  the  exclusive  right  for  the  extended  term, 
because  tliis  right  is  not  a  mere  incident  of  the  invention.  Its  existence 
is  made  to  depend  not  only  on  matter  which  is  subsequent  to  the  inven- 
tion, but  exclusively  personal  to  the  inventor  himself,  and  only  he  or  his 
personal  representatives  can  obtain  it.  But  where  an  inventor  has  in 
terms  sold  to  another  person  a  part  of  his  mvention,  he  has  done  that 
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which  is  quite  oonaisteiit  with  the  intent  to  have  that  other  person  par- 
ticipate in  all  the  rights  which  he  as  an  inventor  can  acquire  by  law,  and 
where  the  invention  is  the  subject  sold,  it  would  be  natural  to  expect  to 
find  in  the  instrument  of  sale  something  showing  an  intention  that  the 
poichaser  should  be  interested  not  merely  in  the  original  letters  patent, 
but  in  any  extension  thereof,  securing  the  exclusive  right  to  the  sane 
invention  which  was  the  subject  of  sale.    Clum  v.  Brewer,  2  Curt.  506. 

An  ordinary  assignment  of  the  right  in  the  patentee  will  not  convey 
any  right  in  an  extension  of  the  patent.  The  intention  to  assign  such  an 
interest  must  be  expressed.  Case  v.  Redfield,  4  McLean  526 ;  s.  c.  2 
Bobb  741 ;  Gear  v.  Grosvenor,  6  Fish.  314;  s.  o.  1  Holmes  215  ;  3  O.  G. 
380;  Woodworth  v.  Sherman,  3  Story  171 ;  s.  c.  2  Robb  257 ;  Brooks  o. 
Bicknell,  4  McLean  64 ;  Hodge  v.  Railroad  Co.,  3  Fish.  410 ;  s.  c.  6  Blatch. 
35, 165 ;  Goodyear  V.  Hnllihen,  3  Fish.  251 ;  s.  c.  2  Hughes  492 ;  Wetherill 
V.  Zinc  Co.,  6  Fish.  50 ;  s.  c.  9  Fhila.  385 ;  2  O.  G.  471. 

The  right  to  an  extension  is  contingent  and  personal  to  the  inventor, 
and  does  not  pass  as  an  incident  to  a  grant  of  the  invention  and  appurte- 
nant thereto.  Mowry  o.  Railroad  Co.,  10  Blatch.  89 ;  s.  o.  5  Fish.  587 ; 
Chun  V.  Brewer,  2  Curt.  506. 

The  phrase  ^^  to  the  full  end  of  the  term  for  which  letters  patent  are  or 
may  be  granted,"  will  convey  a  right  to  an  extension.  Railroad  Co.  v. 
Trimble,  10  Wall.  367 ;  Rugj^les  v.  Eddy,  5  Fish.  581 ;  s.  c.  10  Blatch. 
52;  Kicolson  Co.  v.  Jenkms,  14  Wall.  452 ;  8.  c.  4  Fish.  201 ;  5  Fish.  491 ; 
1  Abb.  U.  S.  567 ;  1  O.  G.  465  ;  3  A.  L.T.  (N.  S.)  177  ;  Thayer  v.  Wales, 
5  Fish.  448 ;  Phelps  v.  Comstock,  4  McLean  353 ;  Grear  v.  Grosvenor,  6 
Fish.  314;  s.  c.  1  Holmes  215 ;  3  O.  G.  380 ;  Case  v.  Redfield,  4  McLean 
526;  8.  c.  2  Robb  471 ;  G«ar  v.  Holmes,  6  Fish.  595 ;  Emmons  o.  Sladdin, 
9  0.  G.  352 ;  8.  c.  2  Ban  &  Ard.  199 ;  vide  Hodge  v.  R{ubx>ad  Co.,  3  Fish. 
410;  8.  c.  6  Bhitch.  85 ;  Labaree  v.  Peoria,  P.  &  J.  R.  R.  Co.,  3  Ban  & 
Ard.  180. 

The  term  ^^  renewal "  is  a  proper  and  apt  word  to  confer  an  interest  in 
the  extension  of  a  patent.  Pitts  v.  Hall,  3  Blatch.  201 ;  Gk>odyear  o.  Cary, 
4  Blatch.  271 ;  Chase  v.  Walker,  3  Fish.  120. 

The  terms  ^^  rights  and  property  that  I  may  have  from  any  letters 
patent  for  the  same,''  are  broad  enough  to  include  the  extended  letters 
patent.    Clum  t?.  Brewer,  2  Curt.  506. 

An  assignment  of  the  invention  after  the  patent  has  been  issued,  with- 
out any  other  language  to  indicate  the  intention  of  the  parties,  does  not 
import  a  conveyance  of  the  right  to  an  extended  term.  Waterman  o. 
Wallace,  13  Blatch.  128  ;  s.  c.  2  Ban  &  Ard.  126. 

A  licensee's  or  assignee's  right  is  necessarily  bounded  by  the  same 
limits  as  that  of  the  licensor  or  patentee,  that  is  to  say,  to  the  original 
temi  granted  by  the  patent  to  the  licensor  or  patentee.  If  afterwards  the 
patent  is  renewed,  it  is  a  new  grant  independent  of  the  old,  and  the 
patentee  is  entitled  to  the  sole  and  exclusive  benefit  thereof,  unless  the 
Hcensees  or  assignees  under  them  have,  by  their  original  contract,  secured 
to  themselves  by  express  covenant  or  grant,  a  right  to  the  benefit  of  the 
renewed  patent.  Washburn  v.  Gould,  3  Story  122 ;  8.  c.  2  Robb  206. 
12 
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The  right  of  the  patentee  to  an  extension  will  not  pass  to  his  trustee  in 
insolvency  appointed  prior  to  the  expiration  of  the  original  patent. 
Schanm  v.  Baker,  2  A.  L.  T.  (N.  S.)  15. 

Unless  there  is  an  express  stipulation  in  a  grant  or  assignment  looking 
to  an  extension  of  the  patent  hy  a  special  act  of  Congress,  the  court  is 
bound  to  construe  the  instrument  and  each  and  all  of  its  provisions  as 
relating  to  the  existing  right  in  respect  to  which  the  parties  were  contract- 
ing wiUi  each  other.    Gibson  v.  Cook,  2  Blatch.  144. 

An  interest  in  a  future  extension  of  a  patent  by  a  special  act  of  Con- 
gress is  not  the  subject  of  assignment  or  grant  at  common  law,  or  within 
the  sense  of  this  section.    Gibson  v.  Cook,  2  Blatch.  144. 

If  a  special  act  is  passed  allowing  an  extension  under  the  general  law, 
the  rights  of  the  patentee  are  to  be  governed  by  the  general  law.  Prime 
V.  Brandon  Manuf.  Co.,  16  Blatch.  453 ;  s.  C  4  Ban  &  Ard.  379. 

If  an  assignment  is  made  to  a  patentee  to  enable  him  to  get  an  exten- 
sion, an  agreement  that  he  will  hold  the  extension  for  the  benefit  of  the 
assignor  can  not  be  enforced.  Prime  v.  Brandon  Manuf.  Co.,  16  Blatch. 
453 ;  8.  c.  4  Ban  &  Ard.  379. 

Recordlns* 

Three  cases  only  of  the  recording  of  assignments  are  provided  for  in 
this  section :  1st.  An  assignment  of  the  whole  patent ;  2d.  An  assign- 
ment of  any  undivided  part  thereof;  3d.  X  grant  or  conveyance  of  the 
exclusive  right  under  the  patent  within  any  specified  part  or  portion  of 
the  United  States.  Brooks  v.  Byam,  2  Story  525 ;  s.  c.  2  Bobb  161 ; 
Blanchard  v.  Eldridge,  1  Wall.  Jr.  337 ;  s.  o.  2  Bobb  737 ;  Stevens  r. 
Head,  9  Vt.  174. 

A  license  is  not  required  by  law  to  be  recorded  in  the  patent  ofSce  in 
order  to  give  efiect  and  validity  to  it.  Brooks  v.  Byam,  2  Story  525 ;  s.  c. 
2  Bobb  161 ;  Chambers  r.  Smith,  5  Fish.  12 ;  s.  c.  7  Phila.  575  ;  Fanring- 
ton  V.  Gregory,  4  Fish.  221 ;  Buss  v.  Putney,  38  N.  H.  44 ;  Consolidated 
Fruit  Jar  Co.  v.  Whitney,  2  Ban  &  Ard.  30. 

If  the  patent  has  expired,  an  assignment  of  the  mere  right  of  action  to 
recover  damages  need  not  be  recorded.  Gear  v.  Fitch,  16  O.  G.  1231 ; 
B.  o.  3  Ban  &  Ard.  573. 

The  provision  as  to  recording  assignments  is  merely  directory  for  the 
protection  of  bona  fide  purchasers  without  notice.  Even  though  they  are 
not  recorded  within  the  prescribed  time,  they  are  valid  against  a  mere 
wrong-doer  piratically  invading  the  patent  right.  Pitts  v.  Whitman,  2 
Story  609 ;  s.  c.  2  Robb  189  ;  Stone  v.  Palmer,  28  Mo.  539  ;  Hall  r.  Speer, 
6  Pitts.  L.  J.  403  ;  Olcott  v,  Hawkins,  2  Am.  L.  J.  317 ;  Brooks  v.  Byam, 
2  Story  525  ;  s.  o.  2  Robb  161  ;  Boyd  v.  McAlpin,  3  McLean  427  ;  s.  c. 
2  Bobb  277  ;  Case  v,  Bedfield,  4  McLean  526 ;  s.  c.  2  Bobb  741 ;  McKer- 
nan  o.  Hite,  6  Ind.  428 ;  Louden  v.  Birt,  4  Ind.  56. 

It  seems  a  necessary,  or  at  least  a  just  inference,  from  tliis  language, 
that  until  the  assignee  has  so  recorded  the  assignment,  he  is  not  substi- 
tuted to  the  right  and  responsibility  of  the  patentee,  so  as  to  maintain 
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any  suit  at  law  or  in  equity  founded  thereon.    Wyeth  v.  Stone,  1  Story 
273 ;  s.  c.  2  Bobb  23. 

It  is  immaterial  that  an  assignment  is  not  recorded  mitil  after  the  suit 
is  brought.  It  is  like  the  common  case  of  a  deed  required  by  law  to  be 
registered  where  it  is  sufficient  to  be  registered  before  the  trial,  although 
after  the  suit  is  brought,  for  it  is  still  admissible  in  eyidence  as  a  deed 
duly  registered.    Pitts  v.  Whitman,  2  Story  609 ;  8.  c.  2  Robb  189. 

An  unrecorded  assignment  is  valid  between  the  parties  thereto. 
Holden  v.  Curtis,  2  N.  H.  61 ;  Black  v.  Stone,  33  Ala.  327 ;  Moore  v. 
Bare,  11  Iowa  198 ;  vide  Higgins  v.  Strong,  4  Blackf.  182 ;  Mullikin  v. 
Latchem,  7  Blackf.  136 ;  McFall  v.  Wilson,  6  Blatch.  260. 

An  assignment  in  bankruptcy  will  pass  the  bankrupt's  interest  in  a 
patent,  although  it  is  not  recorded  in  the  patent  office.  Prime  v,  Brandon 
Ifanuf.  Co.,  16  Blatch.  453 ;  s.  c.  4  Ban  &  Ard.  379. 

In  order  to  guard  against  an  outstanding  title  of  over  three  months' 
daratlon,  the  purchaser  need  only  look  to  the  records  of  the  patent  office. 
Gibson  v.  Cook,  2  Blatch.  144. 

Within  the  period  of  three  months  a  purchaser  must  protect  himself  in 
the  best  way  that  he  can,  as  an  unrecorded  prior  assignment  will  prevail. 
Gibson  v.  Cook,  2  Blatch.  144. 

The  unrecorded  assignment  to  prevail  over  a  subsequent  assignment 
most  be  in  writing,  so  that  it  may  be  recorded  within  the  time  limited. 
Gibson  v.  Cook,  2  Bhitch.  144. 

A  party  claiming  under  a  subsequent  assignment  does  not  hold  a  good 
title  as  agMnst  the  prior  unrecorded  assignment,  unless  he  paid  a  valuable 
consideration  therefor.    Saxton  v.  Aultman,  15  Ohio  St.  471. 

Where  the  assignment  merely  purports  to  transfer  the  right  and  title  of 
the  assignor,  it  will  not  cut  off  an  unrecorded  assignment,  if  there  is  any- 
thing upon  which  the  second  assignment  can  operate,  although  it  is 
recorded  first.  No  inference  can  be  drawn  from  such  language  in  the 
abseDce  of  any  proof  upon  the  subject  that  the  assignor  intended  a  fraud 
upon  the  first  assignee.  Tumbnll  v.  Plow  Co.,  6  Biss.  225  ;  s.  c.  7  O.  G. 
173 ;  8.  c.  1  Ban  &  Ard.  544  ;  Ashcroft  v.  Walworth,  5  Fish.  528  ;  s.  c. 
1  Holmes  152 ;  2  O.  G.  546 ;  Hamilton  v.  Kingsbury,  17  Blatch.  460  ;  s.  c. 
17  0.  G.  847 ;  s.  c.  5  Ban  &  Ard.  157 ;  s.  c.  4  Fed.  Rep.  428 ;  Turnbull 
».  Webr  Plow  Co.,  9  Biss.  334;  s.  c.  23  O.  G.  91 ;  s.  c.  5  Ban  &  Ard. 
288;  S.C.  14  Fed.  Rep.  108. 

The  record  of  an  assignment  of  an  unpatented  invention  is  not  con- 
stroctive  notice  thereof  to  a  subsequent  purchaser,  for  this  section  is  con- 
fined to  assignments,  grants  and  conveyances  of  interests  in  patents  after 
tiiey  are  issued.  Wright  v.  Randel,  21  O.  G.  493  ;  s.  c.  19  Blatch.  495  ; 
s.  c.  8  Fed.  Rep.  591. 

If  a  party  claims  under  an  instnunent  that  is  not  required  to  be  recorded 
agunst  a  subsequent  purchaser  who  holds  under  an  assignment  from  a 
peraon  having  a  title  on  record,  the  burden  of  proof  is  on  him  to  show 
that  si]ch  purcliaser  at  the  time  of  making  his  purchase  had  notice  of  the 
prior  interest.  Wright  v.  Randel,  19  Blatch.  495 ;  s.  c.  21  0.  G.  493 ; 
8.  c.  8  Fed.  Rep.  591. 
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A  bona  fide  purchaser  for  a  valuable  consideration,  whose  assignment  is 
duly  recorded,  will  not  be  affected  by  any  parol  contract  made  between 
the  parties  to  a  prior  assignment  as  to  what  it  should  cover.  Campbell  v. 
James,  18  Blatch.  92 ;  8.  o.  18  O.  G.  1111 ;  s.  c.  5  Ban  &  Ard.  354;  2 
Fed.  Rep.  338. 

A  reference  in  a  deed  to  a  use  of  the  patented  machine  by  another  is 
suflQcient  notice  to  the  grantee  to  put  him  on  inquiry  as  to  the  rights  of 
the  party  so  using  it.  Prime  o.  Brandon  Manuf.  Co.,  16  Blatch.  453 ; 
8.  c.  4  Ban  &  Ard.  379. 

If  the  means  of  knowledge  are  at  hand,  a  purchaser  will  be  presumed 
to  know  the  facts  to  which  an  inquiry  would  lead  him.  Mitchell  v.  Haw- 
ley,  4  Fish.  388 ;  s.  c.  6  Fish.  331 ;  16  Wall.  544 ;  3  O.  G.  241 ;  1  O.  G. 
306 ;  8.  o.  9  Blatch.  1. 

An  unrecorded  assignment  will  prevail  over  the  rights  of  a  subsequent 
purchaser  who  takes  with  notice  of  the  prior  assignment.  Continental 
Co.  V.  Empire  Co.,  4  Fish.  428 ;  8.  c.  8  Blatch.  295  ;  Feck  o.  Bacon,  18 
Conn.  377. 

If  the  assignee  is  a  corporation  of  which  the  patentee  is  the  director 
and  manager  it  has  notice  through  him  of  all  prior  unrecorded  assignments. 
Continental  Co.  v.  Empire  Co.,  4  Fish.  428 ;  8.  c.  8  Blatch.  295 ;  Steam 
Cutter  Co.  v.  Sheldon,  5  Fish.  477;  8.  o.  10  Blatch.  1. 

If  there  is  no  evidence  that  there  is  any  purchaser  who  has  any  cUum 
paramount  to  an  unrecorded  assignment,  and  the  contract  has  been  par- 
tially performed,  the  only  remedy  of  a  purchaser  from  the  assignee  is  in 
damages  for  a  breach  of  the  contract.    Moore  p.  Bare,  11  Iowa  198. 

If  there  is  an  omission  or  misdescription  in  the  assignment,  the  assignee 
is  not  entitled  to  have  the  instrument  reformed,  and  the  true  descriptioa 
inserted,  to  the  prejudice  of  a  subsequent  6ona  fide  purchaser  for  a  valu- 
able consideration,  who  took  the  title  after  the  lapse  of  more  than  three 
months.  Gibson  v.  Cook,  2  Blatch.  144 ;  Woodworth  v.  Cook,  2  Blatch. 
151. 

The  record  of  an  assignment  by  a  person  purporting  to  be  an  adminis- 
trator is  notice  of  a  sale  by  the  same  party  as  executor.  Newell  e.  West, 
13  Blatch.  114 ;  8.  c.  8  O.  G.  598 ;  9  O.  G.  1110 ;  s.  c.  2  Ban  &  Ard.  113. 

The  recording  of  a  license  does  not  affect  the  rights  of  any  one.  Cham- 
bers V,  Smith,  5  Fish.  12 ;  8.  c.  7  Phila.  575. 

A  license  to  use  a  machine  will  prevail  over  a  subsequent  assignment. 
Continental  Co.  v,  Empure  Co.,  4  Fish.  428 ;  8.  c.  8  Blatch.  295. 

Although  a  license  which  confers  the  right  to  make  is  recorded,  yet  a 
party  who  purchases  from  the  licensee  is  not  protected  against  the  effect 
of  unrecorded  contemporaneous  instruments  which  take  away  the  right  to 
make.  Hamilton  v.  Kingsbury,  17  O.  G.  147  ;  s.  c.  17  Blatch.  460;  s.o. 
5  Ban  &  Ard.  157 ;  8.  c.  4  Fed.  Rep.  428. 

The  right  of  a  bona  fide  purchaser  for  a  valuable  consideration  of  an 
interest,  whereof  an  assignment  is  not  required  to  be  recorded,  will  pre- 
vail over  the  right  of  a  person  holding  a  contract  therefor.  Gibson  v. 
Cook,  2  Blatch.  144.  / 
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A  license  is  an  authority  coupled  with  an  interest  in  its  execution.  It 
is  not  so  much  a  property  or  interest  in  rent,  as  a  right  of  user  for  the 
benefit  of  the  licensee.    Brooks  v.  Byam,  2  Story  525 ;  a.  c.  2  Kobb  161. 

licenses  to  make  and  use,  when  derived  from  the  patentee,  or  from  one 
holding  a  territorial  right,  by  virtue  of  a  valid  conveyance  from  him,  are 
not  required  to  be  recorded,  and  consequently  need  not  be  in  writing. 
Baldwin  o.  ^bley,  1  CM.  150  ;  Marston  v.  Swett,  66  N.  Y.  206  ;  s.  0. 11 
N.  Y.  Sup.  153  ;  8.  c.  6  T.  &  C.  534. 

A  patent  right  ought  not  to  be  deemed  an  entirety,  but  to  be  divisible 
so  as  to  permit  a  grant  of  the  exclusive  right  to  construct  to  one  person, 
to  use  to  another,  and  to  vend  to  another.  Adams  v.  Burke,  17  Wall. 
453;  s.  c.  1  Holmes  40 ;  4  Fish.  392 ;  s.  c.  1  O.  G.  282 ;  Washburn  v. 
Goold,  3  Story  122 ;  8.  c.  2  Robb  206 ;  Jenkins  v.  Greenwald,  2  Fish.  37 ; 
s.  c.  1  Bond  126 ;  Steam  Cutter  Co.  v.  Sheldon,  5  Fish.  477 ;  8.  0.  10 
Blatch.  1. 

A  licensee  who  signs  a  license  is  bound  by  it  although  he  does  not 
read  it.    M'Kay  v.  Jackman,  17  Fed.  Bep.  641. 

A  license  is  valid  although  the  licensee  accepts  it  under  the  stress  of  an 
injunction.    M'Kay  v.  Jackman,  17  Fed.  Bep.  641. 

A  patentee  may  so  convey  the  right  to  make  as  to  involve  or  include 
tlie  right  either  to  sell  or  use  what  the  grantee  makes.  He  may  also  so 
convey  the  right  to  use  as  to  imply  the  right  to  sell  within  the  same 
limits,  as  well  as  to  make  the  thing  patented,  within  them.  The  circum- 
stances, nature,  and  words  of  each  grant  must  decide  the  construction 
which  is  just  and  legal.  Woodworth  v.  Curtis,  2  W.  &  M.  524 ;  s.  C.  2 
Robb  603;  Steam  Cutter  Co.  v.  Sheldon,  5  Fish.  477 ;  8.  c.  10  Blatch.  1. 

The  right  to  make  carries  with  it  the  right  to  sell,  but  does  not  neces- 
sarily imply  the  right  to  use  the  machine  when  made  and  sold.  Jenkins 
V.  Greenwald,  2  Fish.  37 ;  8.  c.  1  Bond  126 ;  Bicknell  v.  Todd,  5  Mc- 
Lean 236. 

The  grant  of  a  right  to  use  and  sell  the  thing  patented  confers  the 
power  to  dispose  of  the  right  to  use  to  others,  because  the  purchase  of  a 
patented  thing  always  carries  with  it  the  right  to  use  the  thing  purchased 
by  implication.  Farrington  v.  Gregory,  4  Fish.  221 ;  Tumbull  v.  Weir 
Plow  Co.,  9  Biss.  334 ;  8.  c.  23  O.  G.  91 ;  8.  c.  5  Ban  &  Ard.  288  ;  s.  c. 
14  Fed.  Bep.  108. 

The  grant  of  the  right  to  use  a  machine  passes  the  right  to  make  the 
machine  or  procure  it  to  be  made.  Steam  Stone  Cutter  Co.  v.  Short- 
sleeves,  16  Bhitch.  381 ;  s.  c.  4  Ban  &  Ard.  364 ;  Steam  Cutter  Co.  p. 
Sheldon,  10  Blatch.  1 ;  8.  c.  5  Fish.  477 ;  Bicknell  ».  Todd,  5  McLean  236. 

A  grant  of  the  exclusive  right  to  use  and  sell  the  thing  patented  with 
a  reservation  of  the  right  to  make,  confers  upon  the  grantee  the  right  to 
make  and  the  exclusive  right  to  use  and  sell,  and  reserves  to  the  grantor 
the  tight  to  make  in  common  with  the  grantee.    Hamilton  v.  Kingsbury, 

14  0.  G.  448  ;  8.  c.  17  Blatch.  460  ;  8.  c.  5  Ban  &  Ard.  157 ;  8.  c.  4  Fed. 
Bep.  428. 
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A  patentee  may  confer  upon  others  such  qualified  privilege,  whether  of 
making,  selling  to  others,  or  using,  as  he  sees  fit,  whether  within  specified 
limits,  or  under  limitations  of  quantity  or  number  or  restricted  ase. 
Dorsey  B.  H.  Bake  Co.  v.  Bradley  Manuf.  Co.,  12  Blatch.  202 ;  s.  c.  I 
Ban  &  Ard.  330. 

A  patentee  may  grant  the  exclusive  right  to  make  and  sell  the  patented 
invention  within  specified  territory,  and  yet  limit  the  use  of  the  thing  so 
made  and  sold  within  specified  limits.  Dorsey  B.  H.  Bake  Co.  v.  Bradley 
Manuf.  Co.,  12  Blatch.  202 ;  s.  c.  1  Ban  &  Ard.  330. 

There  is  a  distinction  between  the  grant  of  the  right  to  make  and  vend 
a  patented  machine,  and  the  grant  of  the  right  to  use  it.  PurchaserB  of 
the  exclusive  privilege  of  making  or  vending  the  patented  machine,  in  a 
specified  place,  hold  a  portion  of  the  franchise  which  the  patent  confers, 
and  the  interest  which  they  acquire  terminates  at  the  time  limited  for  itB 
continuance  by  the  law  which  created  it,  unless  it  is  expressly  stipulated 
to  the  contrary.  Bloomer  v.  Millinger,  1  Wall.  340;  Blanchard  v. 
Whitney,  3  Blatch.  307  ;  Mitchell  v.  Hawley,  4  Fish.  599  ;  s.  c.  16  Wall. 
544 ;  5  0.  G.  299  ;  s.  C.  2  Fish.  518. 

A  license  is  irrevocable  unless  by  some  &ult  of  the  parties  or  tiieir 
mutual  consent  if  no  power  is  reserved  to  revoke  it.  Kelly  v.  Porter,  8 
Saw.  482. 

A  license  to  use  the  invention  is  valid  after  the  granting  of  the  patent, 
although  the  claims  are  amended  after  the  execution  thereof.  Kelly  t. 
Porter,  8  Saw.  482. 

A  license  or  contract  for  the  use  of  an  invention  is  subject  to  the  same 
rules  of  construction  as  apply  to  any  other  contract.  Wetherill  o.  Zinc 
Co.,  6  Fish.  50  ;  s.  O.  9  Phila.  385 ;  2  O.  G.  471. 

If  an  employee  makes  an  invention  and  permits  his  employer  to  use  it 
prior  to  the  application  for  a  patent,  there  may  be  an  inference  of  a 
license.  M^Clurg  v.  Kingsland,  1  How.  202 ;  s.  c.  2  Bobb  105 ;  Slem- 
mer^s  Appeal,  58  Penn.  155  ;  Chabot  o.  Button  Hole  Co.,  9  Phila.  378 ; 
s.  G.  6  Fish.  73  ;  Wilkms  v.  Spafiord,  13  O.  G.  675  ;  s.  c.  3  Ban  &  Ard. 
274;  Magoun  v.  New  England  Glass  Co.,  3  Ban  &  Ard.  114. 

If  a  party  is  allowed  to  use  the  invention  prior  to  the  application  for  a 
patent,  without  any  notice  of  a  claim  to  an  exclusive  right,  a  license  or 
grant  from  the  inventor  may  be  presumed.  M^Clurg  v.  Kingsland,  1  How. 
202  ;  s.  c.  2  Bobb  105. 

A  patentee  is  not  estopped  by  his  silence  in  omitting  to  assert  his  claim 
to  an  invention,  unless  it  has  misled  another  to  his  hurt,  and  that  \s  not 
done  where  a  patent  is  obtained  before  any  expenditure  is  made.  Bail- 
road  Co.  r.  Dubois,  12  Wall.  47. 

An  estoppel  must  necessarily  grow  out  of  some  declaration  or  act  of 
the  inventor,  by  which  the  party  was  induced  to  believe  that  he  might 
rightfully  or  innocently  use  the  invention.  If  he  appropriated  it  without 
consulting  the  inventor^  and  the  latter  was  passive  when  he  knew  it, 
because  he  was  powerless  to  prevent  it,  he  is  not  estopped  from  asserting 
his  right  when  he  is  in  a  condition  to  enforce  it.    McMillin  v,  Barclay,  5 
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Fish.  189 ;  8.  c.  4  Brews.  275 ;  Russell  Manuf.  Co.  o.  Mallory,  5  Fish. 
632 ;  s.  c.  10  Blatch.  140 ;  2  0.  6.  495. 

A  grant  to  use  aad  sell  the  thing  patented  is  not  an  assignment,  but  a 
license.    Farrington  v.  Gregory,  4  Fish.  221. 

Aconyeyanceof  the  exclusive  right,  within  a  certain  specified  territory, 
to  use  and  vend  the  patented  inyention,  but  reserving  to  the  grantor  the 
right  to  make  it,  is  a  license.  Banford  v,  Messer,  5  Fish.  411 ;  b.  c.  1 
Hohnes  149  ;  2  O.  G.  470. 

A  contract  for  a  purchase  of  a  portion  of  a  patent  right  may  be  good 
between  the  parties  as  a  license,  and  enforced  as  such  in  courts  of  justice, 
but  the  legal  title  to  the  monopoly  remains  in  the  patentee.  Sanford  9. 
Nesser,  5  Fish.  411 ;  s.  c.  1  Holmes  149  ;  2  O.  G.  470. 

If  a  license  absolute  on  its  fiice  is  in  the  possession  of  the  licensee,  the 
harden  of  proof  is  on  the  licensor  to  prove  that  it  was  delivered  as  an 
escrow.    Mellon  o.  Del.  Lack.  &  W.  B.  B.  Co.,  21  O.  G.  1616. 

If  the  title  of  a  licensor,  who  merely  holds  under  a  license,  is  voidable 
for  fraud,  a  licensee  has  no  right  under  his  license  after  he  has  notice  of 
the  superior  right.  Consolidated  Fruit  Jar  Co.  v.  Whitney,  2  Ban  A 
Ard.  375. 

Although  a  licensee  pays  a  royalty  after  the  expiration  of  the  patent, 
yet  he  cannot  recover  it  back.    M'Kay  v.  Jackman,  17  Fed.  Bep.  641. 

€onfltrnotloii. 

Every  person  who  pays  the  patentee  for  a  license  to  use  his  process 
becomes  the  owner  of  the  product,  and  may  sell  it  to  whom  he  pleases,  or 
apply  it  to  any  purpose,  unless  he  binds  himself  by  covenants  to  restrict 
his  right  of  making  and  vending  certain  articles  that  may  interfere  with 
the  special  business  of  some  other  licensee.  Washing  Machine  Co.  0. 
Earle,  2  Fish.  203 ;  s.  c.  3  Wall.  Jr.  320. 

Where  the  preliminary  arrangement  for  a  license  was  tliat  the  license 
should  be  in  writing,  there  is  no  contract  between  the  parties  until  it  is 
dellTered  to  and  accepted  by  the  licensee,  and  if  he  refbses  to  accept  such 
a  license  there  is  no  license.  Tilghman  v.  Hartel,  9  O.  G.  886 ;  B.  o.  2 
Ban  &  Ard.  260. 

A  license  to  use  a  machine  at  one  place  will  not  authorize  its  use  at 
another  place.  Wicke  v.  Eleinknecht,  7  O.  G.  1098 ;  8.  0. 1  Ban  &  Aid. 
608. 

Where  a  license  is  to  use  in  a  certain  building,  the  licensee  may  use  the 
thing  patented  in  an  enlargement  of  the  building.  England  v.  Thompson, 
3  Cliff.  271. 

If  a  license  to  a  railroad  corporation  authorizes  it  to  use  the  invention 
on  all  the  roads  then  owned  or  thereafter  owned  or  operated  by  it,  the 
patentee  can  not  call  in  question  its  right  to  operate  any  road.  Matthews 
e.  Pennsylvania  Bailroad,  8  Fed.  Bep.  45 ;  s.  c.  38  Leg.  Int.  253. 

If  a  license  stipulates  that  the  royalty  shall  be  reduced  as  soon  as  a 
license  is  granted  to  another  at  a  lower  rate,  the  licensee  is  entitled  to  the 
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reduction  upon  the  granting  of  a  license  to  manufacture  a  certain  number 
of  machines  at  a  certain  price.  Florence  S.  M.  Co.  e.  G.  &  B.  S.  M.  Co.^ 
110  Mass.  70. 

If  a  party  takes  a  license  to  use  certain  patented  articles  for  a  certaiD 
term,  and  no  longer,  this  is  a  waiver  of  any  prior  permission,  although  it 
was  taken  under  a  mistake  of  law.  Weoster  v,  Taylor,  12  Blatch.  3S4 ; 
B.  c.  8  O.  G.  644 ;  8.  c.  1  Ban  &  Ard.  594. 

The  reasonable  construction  of  a  license  to  a  corporation  is  that  it 
extends  no  flo^her  than  the  authority  conferred  upon  it  by  its  charter  at 
the  time  the  license  was  given.  £migh  o.  Chicago  B.  &  Q.  R.  R.  Co.,  2 
Fish.  387  ;  s.  c.  1  Biss.  400. 

If  a  man  owns  two  rights  to  manufacture  goods  by  patents  of  difTerent 
dates,  and  sells  to  A  his  right  under  one  specifically,  and  to  B  the  right  to 
manu&cture  the  goods  generally,  the  fair  construction  of  the  latter  grant 
will  be  held  to  be  a  conveyance  of  the  right  to  manufacture  under  bolii 
patents,  because  in  the  first  grant,  when  he  intends  to  limit  it  to  one,  he 
so  recites  on  the  face  of  the  grant,  and  in  the  second  he  does  not.  Day 
V.  Stellman,  1  Fish.  487. 

Where  one  having  a  right  for  a  valuable  consideration  paid,  agrees  witb 
another  that  the  latter  shall  have  the  enjoyment  of  that  right,  and  gives 
a  power  of  attorney  to  enable  him  to  possess  and  enforce  that  right,  he 
is  not  by  law  permitted  to  revoke  that  power  so  as  deprive  the  other 
party  of  the  right.  In  such  a  case  the  power  of  attorney  is  a  power 
coupled  with  an  interest  not  merely  in  the  execution  of  the  power,  not 
merely  an  interest  in  that  which  is  produced  by  the  power,  but  in  the 
tiling  itself.    Day  v.  Candee,  3  Fish.  9. 

If  a  patentee  covenants  not  to  grant  licenses  to  others,  an  agreement 
not  to  make  any  claim  on  another  for  any  alleged  infringement  is  essen- 
tially a  license,  and  a  breach  of  the  covenant.  Jackson  v.  Allen,  120 
Mass.  64. 

If  the  license  contains  no  express  covenant  that  the  patent  is  valid,  it 
does  not  amount  to  a  warranty  that  the  licensee  shall  enjoy  the  privilege 
against  persons  not  claiming  under  the  licensor.  Jackson  v.  Allen,  120 
Mass.  64. 

If  a  license  contains  no  warranty  or  covenant  that  the  patentee  is  the 
inventor  of  the  improvement,  he  is  not  estopped  from  proving  the  inval- 
idity of  the  patent  to  afi'ect  the  amount  of  damages  for  violating  a  stipu- 
lation to  sue  infringers.    Jackson  o.  Allen,  120  Mass.  64. 

Whether  an  order  upon  a  licensee  and  a  note  payable  out  of  the  royalty 
due  from  him,  are  taken  in  full  satis&ction  of  a  debt,  or  only  as  a  method 
of  collecting  it,  is  a  question  of  fact.    Taylor  v.  Collins,  102  Mass.  248. 

A  patentee  in  granting  to  another  the  right  to  make  and  sell  the  pat- 
ented invention,  may  retain  to  himself  the  exclusive  right  to  make  and 
sell  for  export  or  use  in  other  countries.  Dorsey  R.  H.  Bake  Co.  «• 
Bradley  Manuf.  Co.,  12  Blatch.  202;  s.  c.  1  Ban  &  Ard.  330. 

A  licensee,  unless  restrainedlby  contract,  is  at  liberty  to  manufacture 
and  sell  as  many  articles  as  he  pleases  either  by  the  old  method  or  by  any 
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new  machine  which  may  be  invented.   Burr  v.  Doryee,  2  Fish.  275 ;  s.  o. 
1  Wall.  531. 

A  license  to  the  licensee  and  his  assigns,  to  employ  six  persons  in  the 
mannfectore  of  the  tiling  patented,  is  an  entirety,  and  incapable  of  divi- 
sion, or  of  being  broken  up  into  fragments  in  the  possession  of  different 
persons.  If  it  is  assignable,  the  assignment  must  be  of  the  entirety  of 
tiie  license  to  the  assignee,  and  it  can  not  be  apportioned  among  different 
persons  in  severalty.  Whoever  is  to  be  employed  is  to  be  employed  by 
the  licensee  and  his  assigns.  All  must  be  employed  by  one  and  the  same 
party.  The  language  ought  to  be  exceedingly  clear  that  should  lead  a 
court  to  construe  an  instrument  of  this  sort  granting  a  single  right  of 
privOege  to  a  particular  person  or  his  assigns,  as  also  granting  a  right  or 
license  to  split  the  same  right  into  fragments  among  many  persons  in 
severalty,  and  thus  make  it  apportionable  as  well  as  transmissible. 
Brooks  o.  Byam,  2  Story  525 ;  8.  c.  2  Bobb  161. 

A  license  to  use  one  machine  will  always  be  construed  to  be  an  authority 
to  use  a  machine,  unless  in  express  terms  it  be  limited  to  the  identical 
machine  referred  to.    Wilson  v.  StoUey,  4  McLean  275. 

If  the  license  merely  authorizes  the  licensee  to  use  two  machines  con* 
stracted  according  to  the  patent,  he  may  use  two  at  all  times,  whether 
constructed  by  himself  or  another.  If  he  constructs  machines  and  sells 
them  to  others  to  be  used,  he  is  an  infringer  of  the  patent  and  liable  to  an 
action.  If  he  uses  but  two,  he  is  within  the  letter  and  spUrit  of  his  con- 
tract. If  he  should  construct  a  dozen,  yet  if  he  use  but  two,  he  does  not 
break  his  contract.    Burr  v.  Duryee,  2  Fish.  275 ;  8.  c.  1  Wall.  531. 

If  a  license  to  use  one  machine  covers  the  whole  term,  and  is  not 
limited  to  any  particular  machine,  it  confers  the  right  to  repair  or  change 
machines,  but  onlv  one  machine  in  number  can  be  used  at  one  time. 
Woodworth  v.  Curtis,  2  W.  &  M.  524 ;  6.  c.  2  Bobb  603 ;  Wilson  v.  Stol- 
ley,  4  McLean  275 ;  Steam  Cutter  Co.  v.  Sheldon,  5  Fish.  477 ;  s.  c.  10 
Blatch.  1. 

A  licensee  of  a  right  to  use  may  repair  his  machine,  but  he  can  not  con- 
struct one.  Bicknell  o.  Todd,  5  McLean  236 ;  Woodworth  v,  Curtis,  2 
W.  &  M.  524  ;  s.  c.  2  Bobb  603. 

If  a  licensee  promises  to  pay  a  royalty  for  every  article  manufactured 
according  to  the  patent,  he  must  do  so  although  the  articles  so  manufac- 
tured are  not  satisfactory.    Palmer's  Appeal,  96  Penn.  106. 

If  the  contract  provides  that  the  proceeds  of  all  suits  for  violations  of 
the  patent  shall  be  divided  equally  between  the  patentee  and  the  licensee, 
but  that  the  licensee  shall  not  institute  a  suit  without  the  consent  of  the 
patentee,  the  licensee  may  terminate  a  suit,  or  make  a  settlement  which 
will  be  binding  without  the  institution  of  a  suit.  BurdeH  o.  Denig,  2  Fish. 
588 ;  8.  c.  92  U.  S.  716. 

A  ^censee  holding  under  a  license  which  only  applies  to  machines  that 
are  both  made  and  sold  by  him,  or  used  and  sold  by  him,  and  made 
without  authority  from  the  patentee,  is  not  liable  for  a  royalty  upon 
machines  purchased  by  him  from  another  licensee,  if  they  are  purchased 
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before  the  expiration  of  the  quarter  at  the  end  of  which  the  license  of  the 
vendor  by  its  terms  woald  be  forfeited.  Howe  ».  Wooldredge,  94  Mass.  18. 

If  the  license  contains  a  provision  that  if  the  licensee  ceases  to  mse  the 
machine  for  a  certain  time,  such  neglect  shall  be  considered  as  an  aban- 
donment of  the  license  on  his  part.  A  formal  notice  by  the  patentee  that 
he  considers  the  neglect  an  abandonment  is  not  necessary.  A  refusal  to 
receive  the  royalty  would  be  sufficient.    Wilson  v,  Stolley,  5  McLean  1. 

If  an  assignee  who  has  agreed  to  pay  a  royalty  on  all  machines  sold  by 
him^  makes  an  assignment  for  the  benefit  of  creditors,  the  estate  is  liable 
for  a  royalty  on  all  complete  machines  sold,  but  not  on  incomplete 
machines,  although  the  trustee  gave  notice  at  the  sale  that  the  pur- 
chasers would  be  liable  for  the  royalty.    Ex  parte  Morris,  8  W.  K.l  78. 

If  the  license  contains  a  stipulation  that  the  licensee  if  he  wishes  it 
may  use  the  thing  patented  during  an  extended  term  upon  the  pajrment 
of  a  patent  fee,  the  payment  of  the  fee  is  a  condition  precedent  to  the 
right  to  use  it.    England  o.  Thompson,  3  Cliff.  271. 

Although  a  license  is  made  to  a  firm  and  a  contract  made  at  the  same 
time  to  employ  one  partner  for  a  sum  equal  to  the  royalty,  yet  the  firm 
upon  taking  an  assignment  of  the  contract  can  not  maintain  a  bill  in  equity 
to  set  off  the  cMm  for  services  against  the  claim  for  royalty.  Walker  v. 
Brooks,  125  Mass.  241. 

If  the  patentee  accepts  a  surrender  of  the  license  from  a  part  of  the 
licensees,  the  other  licensees  may  maintain  an  action  for  a  breach  of  a 
covenant  contamed  therein,  notwithstanding  such  surrender.  There- 
bath  V.  Celluloid  Manuf.  Co.,  5  Ban  &  Ard.  577  ;  s.  c.  3  Fed.  Bep.  143. 

Although  a  patentee  grants  a  license  to  a  corporation  that  perfonns  a 
public  duty  such  as  a  common  carrier,  yet  it  can  not  be  compelled  to  do 
an  act  in  excess  of  the  power  conferred  upon  it  by  the  license.  Ameri- 
can R.  I.  Co.  V.  Connecticut  I.  Co.,  49  Conn.  352. 

Aaslgnment  of  Idcenae. 

Whether  a  license  is  or  is  not  assignable  is  to  be  determined  not  merely 
by  the  term  *^  license,''  but  by  an  inquiry  into  the  fair  meaning  and  in- 
tention of  the  parties,  and  it  may  be  affected  not  merely  by  the  words  of 
license,  but  by  the  nature  of  the  transaction,  the  consideration  paid,  and 
other  circumstances  showing  that  an  assignable  right  was  conferred. 
Dorsey  B.  H.  Rake  Co.  o.  Bradley  Manuf.  Co.,  12  Blatch.  202 ;  8.  c.  1 
Ban  &  Ard.  330. 

A  mere  license  to  a  party,  without  having  his  assigns,  or  equivalent 
words  to  them,  showing  that  it  was  meant  to  be  assignable,  is  only  the 
grant  of  a  'personal  power  to  the  licensee,  and  is  not  transferable  by  him 
to  another.  Troy  Factory  v.  Coming,  14  How.  193  ;  s.  c.  1  Blatch.  467 
Rubber  Co.  v.  Goodyear,  2  Fish.  499 ;  B.  c.  9  Wall.  788 ;  2  Cliff.  351 
Baldwin  v.  Sibley,  1  Cliff.  150 ;  Bull  v.  Pratt,  1  Conn.  342 ;  lilienthal  v 
Washburn,  8  Fed.  Rep.  707 ;  Wortendyke  v.  White,  2  Ban  &  Ard.  25 
Putnam  v.  HoUender,  19*0.  G.  1423;  s.  c.  19  Blatch.  48  ;  8.  c.  6  Fed 
Rep.  882. 
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J^  license  to  a  corporation  expires  apon  the  dissolution  of  the  corpora- 
tion.    Hapgood  V.  Hewitt,  21  O.  G.  1786 ;  8.  o.  11  Fed.  Rep.  422. 

A.  license  which  is  granted  in  consideration  of  an  agreement  on  the  part 
of  tbe  licensee  to  nse  his  skill  in  introducing  the  patented  article  into  use 
18  a,  vested  right  that  passes  to  his  personal  representatives  upon  his  death, 
Altiftongh  it  does  not  use  the  words  administrators,  executors  or  assigns. 
Oliver  o.  Morgan,  10  Heisk.  322. 

Tlie  words  ''Megal  representatives  ^Mn  a  license  mean  those  who  rep*' 
resent  the  grantee  by  a  legal  and  valid  transfer,  whether  voluntary  or 
otherwise,  and  makes  the  license  assignable.  Hamilton  v,  Kingsbury,  15 
Sl&tch.  64 ;  s.  G.  14  O.  6.  448 ;  s.  c.  3  Ban  &  Ard.  346. 

A.  license  to  a  licensee  and  his  assigns  to  use  one  machine  is  assignable. 
A  machine,  and  the  right  to  use  it,  is  personal  property  rather  than  a 
mere  patent  right,  and  has  all  the  incidents  of  personal  property,  and 
is  tliiiB  subject  to  pass  by  sale.  Woodworth  v.  Curtis,  2  W.  &  M.  524 ; 
8.  c.  2  Bobb  603 ;  Wilson  v.  StoUey,  4  McLean  275 ;  Wilson  v.  Stolley,  5 
'MjcLtesn  1. 

If  a  license  is  personal,  the  licensee  can  not  arrange  with  others  to 
mjuin&cture  the  patented  article  for  him.  Houghton  o.  Rowley,  9 
Phila.  288 ;  Rubber  Co.  v.  Goodyear,  9  Wall.  788 ;  8.  c.  2  Fish.  499 ;  2 
Cliff.  351. 

The  receipt  of  the  royalty  from  the  party  to  whom  a  licensee  has  trans- 
ferred  his  license  will  be  deemed  a  waiver  of  a  requirement  that  such 
transfer  shall  not  be  made  without  the  written  consent  of  the  licensor. 
BlocHner  v.  Gilpin,  4  Fish.  50 ;  Wilde  v.  Smith,  8  Daly  196. 

A  mere  license  is  not  apportionable,  so  as  to  permit  the  licensee  to 
grant  to  others  separate  rights  to  use  or  work  the  patent  by  subdividing 
the  rights  which  have  been  granted  to  him.  Consolidated  Fruit  Jar  Co. 
t?.  Whitney,  1  Ban  &  Ard.  356. 

The  assignment  of  a  license  will  not  release  the  licensee  from  his  cove- 
nant to  pay  the  royalty.    Wilde  v.  Smith,  8  Daly  196. 

If  a  licensee  assigns  his  contract,  the  question  whether  the  licensor  and 
assignee  agreed  that  the  latter  should  become  a  party  to  the  contract  is 
a  qnestion  of  fact,  although  the  licensor  received  money  as  royalty  from 
such  assignee.    Gaylord  v.  Case,  1  C.  L.  B.  382. 

A  party  who  has  taken  an  assignment  of  a  license  obtained  by  fraud  is 
not  entitled  to  be  permitted  to  complete  contracts  entered  into  after  notice 
of  the  fraud.  Consolidated  Fruit  Jar  Co.  v.  Whitney,  1  Ban  &  Ard.  356. 
If  two  corporations,  each  having  a  license  to  use  the  thing  patented, 
are  consolidated,  the  new  corporation  will  also  have  the  right  to  use  it. 
lAghtner  v.  Railroad  Co.,  1  Lowell  338. 

A  transfer  of  the  rolling  stock  of  a  railroad,  to  which  the  thing  patented 
is  attached,  to  a  creditor  with  the  right  to  receive  the  revenues  until  his 
debt  is  paid,  constitutes  him  merely  an  agent  or  trustee  of  tbe  corporation, 
and  his  use  of  the  thing  patented  is  covered  by  a  license  to  the  corpora- 
tion, and  he  w  not  an  infringer.  Emigh  v.  Chamberlain,  2  Fish.  192 ;  s.  c. 
1  Biss.  367. 
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If  the  licenseefi  form  a  corporation,  and  then  transfer  the  patented 
articles  to  it,  with  the  intent  that  it  shall  have  the  right  to  sell  them  with- 
out heing  liable  to  the  patentee,  this  constitutes  such  a  sale  as  to  render 
them  liable  for  the  royalty.  Marsh  v.  Dodge,  6  T.  &  C.  568  ;  s.  c.  11 
N.  y .  Supr.  278 ;  s.  o.  66  N.  Y.  533. 

If  a  licensee  takes  a  partner  in  the  business  of  manufacturing  the  thing 
patented,  a  sale  to  his  partner  of  his  interest  in  the  firm  is  such  a  sale  as 
to  render  him  liable  for  the  royalty.    Wilder  o.  Stems,  48  N.  Y.  656. 

If  a  license  is  made  to  a  firm,  one  partner  may,  upon  the  dissolution  of 
the  firm,  purchase  the  interest  of  his  copartner,  and  continue  to  use  the 
thing  patented.    Belding  v.  Turner,  4  Fish.  446 ;  s.  c.  8  Blatch.  321. 

The  patentee  is  not  required  to  give  notice  of  any  restriction  to  a  vol- 
untary purchaser  of  a  licensee's  right  to  enable  him  to  hold  such  parchas«r 
to  the  restricted  use  and  enjoyment  of  the  invention  stipulated  in  the 
license.  It  is  the  duty  of  the  purchaser  to  inform  himself  of  the  nature 
of  the  licensee's  ownership  and  the  extent  of  his  right.    Chambers  v.  Smith, 

5  Fish.  12 ;  8.  c.  7  Phila.  575. 

A  purchaser  of  a  licensee's  interest  at  a  judicial  sale  acquires  only  the 
licensee's  title  in  the  thing  sold.  Chambers  o.  Smith,  5  Fish.  12 ;  s.  c. 
7  Phila.  575. 

If  a  license  which  is  granted  in  consideration  of  a  royalty  is  assigned, 
the  assignee  takes  it  with  the  incumbrance  attached  to  it,  and  a  duty  and 
obligation  rest  upon  him  to  pay  the  royalty.  Goodyear  v.  Congress 
Rubber  Co.,  3  Blatch.  449. 

In  the  absence  of  an  express  stipulation,  a  patentee  has  no  lien  upon  a 
license  to  secure  the  royalty  due  under  it  when  it  is  assigned  to  anotiier. 
Goodyear  v.  Congress  Rubber  Co.,  3  Blatch.  449. 

Pnrcliase  of  Patented  Article. 

A  purchaser,  in  using  a  patented  Implement  or  machine,  exercises  no 
rights  created  by  the  act  of  Congress,  nor  does  he  derive  titie  to  it  by 
virtue  of  the  franchise  or  exclusive  privilege  granted  to  the  patentee. 
The  inventor  might  lawftdly  sell  it  to  him,  whether  be  had  a  patent  or 
not,  if  no  other  patentee  stood  in  his  way.  When  the  machine  passes  to 
the  hands  of  the  purchaser,  it  is  no  longer  witiiin  the  limits  of  the 
monopoly.  It  passes  outside  of  it,  and  is  no  longer  under  the  protection 
of  the  act  of  Congress.  If  his  right  to  the  implement  or  machine  is  in- 
fringed, he  must  seek  redress  in  the  courts  of  the  State,  according  to  the 
laws  of  the  State,  and  not  in  tiie  courts  of  the  United  States,  nor  under 
the  law  of  Congress  granting  the  patent.  The  implement  or  machine 
becomes  his  private  individual  property,  not  protected  by  the  laws  of  the 
United  States,  but  by  the  laws  of  the  Slate  in  which  it  is  situated.  Con- 
tracts in  relation  to  it  are  regulated  by  the  laws  of  the  State  and  are  sub- 
ject to  State  jurisdiction.  Bloomer  v,  McQuewen,  14  How.  539 ;  Chaffee 
V.  Boston  Belting  Co.,  22  How.  217 ;  Mitchell  o.  Hawley,  4  Fish.  388 ;  s.  c. 

6  Fish.  331 ;  16  Wall.  544 ;  3  O.  G.  241  ;  10  O.  G.  306 ;  s.  c.  1  Hohnes 
42 ;  Union  P.  B.  Co.  ».  Nixon,  105  U.  S.  766 ;  s.  c.  21  O.  G.  1275. 
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The  patentee  may  make  any  covenant  he  pleases  with  his  licensees,  but 
he  can  not  compel  the  pablic  to  notice  or  regard  such  agreements,  or  the 
right  conferred'Or  reserved  by  them.  Such  covenants  do  not  run  with  the 
product  like  a  covenant  on  land.  If  his  licensees  do  not  perform  their 
agreements,  his  remedy  is  by  an  action  against  them  on  the  covenants, 
and  not  by  a  recourse  to  a  chancellor  to  restrain  third  persons  who  have 
purchased  firom  his  licensees.  Washing  Machine  Co.  v.  Earle,  2  Fish.  203 ; 
8.  c.  3  Wall.  Jr.  320. 

A  patent  for  a  process  does  not  give  the  patentee  the  power  to  control 
the  use  which  persons  who  purchase  may  make  of  the  product.  A  cove- 
nant restricting  such  use  to  certain  -articles  binds  only  the  parties  to  it. 
If  a  stranger  purchase  the  product  Arom  one  licensed  to  use  the  process, 
he  need  look  no  further,  and  may  use  it  for  his  own  purposes  without  in- 
quiring for  or  regarding  any  private  agreement  of  licensees.  Washing 
Machine  Co.  v.  Earle,  2  Fish.  203 ;  8.  o.  3  Wall.  Jr.  320. 

If  a  party  makes  a  contract  for  the  thing  patented,  and  the  patentee 
grants  a  license  to  the  contractor  with  a  reservation  of  a  right  to  obtain  a 
royalty  from  such  party,  which  reservation  is  unknown  to  him,  the  reser- 
vation is  inconsistent  with  the  license.  The  license  to  the  contractor 
relieves  the  party  from  responsibility.  The  relieving  of  the  parties  pri- 
marily liable,  by  a  universal  rule  of  law  as  well  as  of  justice,  relieves 
those  who  are  only  secondarily  responsible.  Bigelow  v.  Louisville,  3  Fish. 
602. 

The  sale  of  a  machine  does  not  necessarily  give  an  implied  right  to  use 
it,  where  the  sale  is  made  by  a  person  who  has  no  exclusive  right,  but  a 
license  merely  of  use.  The  extent  of  the  transfer  must  therefore  depend 
on  the  &cts  and  circumstances  of  the  case.  Wilson  v.  Stolley,  4  McLean 
275  ;  Mitchell  v.  Hawley,  16  Wall.  544 ;  s.  c.  4  Fish.  388  ;  6  Fish.  331 ; 
3  O.  6.  241 ;  10  O.  6.  306  ;  s.  C.  1  Holmes  42. 

The  purchase  of  a  patented  article  lawfully  manufactured  and  sold, 
without  condition  or  restriction,  by  a  territorial  grantee  within  the  terri- 
tory, gives  the  purchaser  the  right  to  use  or  sell  the  article  in  another 
territory  for  which  another  person  has  taken  a  grant  under  the  patent. 
If  this  were  not  so,  the  purchaser  of  a  manufactured  patented  article  of 
wearing  apparel  might  be  liable  for  the  use  of  the  patented  article  in 
every  town  and  city  through  which  he  might  travel.  By  the  sale  the 
article  ceases  to  be  within  the  monopoly.  Adams  v.  Burke,  4  Fish.  392 ;. 
8.  c.  1  Holmes  40;  17  Wall.  453;  1  O.  G.  282;  McKay  v.  Wooster,  6 
Fish.  375 ;  8.  c.  2  Saw.  373 ;  3  O.  G.  44 ;  6  A.  L.  T.  169  ;  May  v.  Chaffee, 
5  Pish.  160 ;  8.  c.  2  Dillon  385. 

The  patentee  himself  can  not,  by  a  subsequent  assignment  of  his 
patent,  limit  the  right  of  the  purchaser  already  vested.  McKay  v, 
Wooster,  6  Fish.  375  ;  8.  c.  2  Saw.  373 ;  3  O.  G.  44 ;  6  A.  L.  T.  169. 

A  sale  of  a  patented  machine  under  an  execution  as  the  property  of  the 
owner  of  the  patent  confers  on  the  vendee  the  same  right  to  use  it  as  the 
defendant  in  the  execution  had.  Wilder  v.  Kent,  23  O.  G.  831 ;  8.  o.  15 
Fed.  Rep.  217. 
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If  a  person  legally  acquires  title  to  that  which  is  the  sabject  of  letters 
patent,  he  may  continue  to  use  it  until  it  is  worn  out,  or  he  may  repair  it 
or  improve  upon  it  as  he  pleases,  in  the  same  manner  as  if  dealing  with 
property  of  any  other  kind.  Chaffee  v.  Boston  Beltang  Co.,  22  How.  217. 

If  the  thing  patented  is  an  ordinary  article  of  commerce,  the  patentee 
who  sells  it  for  the  purpose  of  allowing  it  to  be  used  in  the  ordinary  par-> 
suits  of  life,  thereby  waives  the  right  to  affix  conditions  or  restrictions  to 
its  use  or  sale,  and  any  such  restriction  is  void.  Cotton  Tie  Co.  v.  Anions,, 
106  U.  S.  89 ;  B.  o.  22  O.  G.  1976;  s.  o.  13  O.  G.  967 ;  8.  c.  3  Ban  &  ^rd. 
320. 

If  a  patentee,  upon  selling  a  buckle  and  band  as  a  baling  tie,  puts  upon 
them  the  restriction  that  they  shall  be  used  only  once,  they  may  be  used 
to  confine  a  bale  in  transportation  from  the  planter  to  the  consumer,  but 
cannot  be  used  afterwards.  Am.  Cotton  Tie  Co.  v,  Ballard,  17  0. 6.  389  ; 
8.  c.  17  Blatch.  160. 

Although  a  restriction  is  put  upon  a  cotton  tie  that  it  shall  be  used  only 
once,  yet  it  may  be  transferred  from  one  bale  to  another  while  both  are 
on  their  way  from  the  planter  to  the  consumer.  Am.  Cotton  Tie  Co.  r* 
Ballard,  17  O.  G.  389 ;  8.  c.  17  Blatch.  160;  s.  c.  4  Ban  &  Ard.  520. 

Like  other  individual  property,  the  patented  machine  or  implement  in 
the  hands  of  a  purchaser  is  subject  to  State  taxation.  Bloomer  r. 
McQuewen,  14  How.  539. 

If  a  municipal  charter  requires  that  work  shall  be  let  by  contract  to  the 
lowest  bidder,  the  city  can  not  contract  for  the  use  of  a  jMitented  article 
which  is  owned  by  one  firm.    Dean  v.  Charlton,  23  Wis.  590. 

If  a  statute  authorizes  a  public  officer  to  use  a  patented  article,  a  pro- 
vision that  the  contract  must  be  awarded  to  the  lowest  bidder  must  be  so 
construed  as  not  to  defeat  the  authority.  Greaton  v.  Griffin,  4  Abb.  Pr. 
N.  S.  310. 

Wben  liieensee  Estopped. 

A  licensee  who  manufactures  articles  similar  to  the  thing  patented  is 
estopped  to  deny  that  they  are  made  under  the  license,  so  long  as  he 
retains  it.  Marsh  v.  Dodge,  6  T.  &  C.  568;  s.  G.  11  N.  Y.  Supr.  278; 
8.  C.  66  N.  Y.  533. 

If  a  licensee  continues  to  use  the  thing  patented  after  a  reissue,  and  to 
account  for  the  royalty,  he  can  not  escape  his  obligation  on  account  of 
such  reissue.    Gaylord  v.  Case,  1  C.  L.  B.  382. 

If  a  licensee,  after  a  foil  opportunity  of  judging  of  the  character  of  the 
thing  patented,  and  of  the  value  of  the  privilege,  enters  into  a  compro- 
mise with  the  licensor,  and  fully  enjoys  everything  for  which  he  stipulates 
in  such  compromise  without  interruption,  he  is  estopped  to  deny  a  consid- 
eration for  a  note  given  on  such  compromise.  Davis  r.  Gray,  17  Ohio  St. 
330. 

A  party  who  permits  a  judgment  to  be  entered  by  default  in  an  action 
at  law,  and  for  a  valuable  consideration  agrees  to  cease  to  manufacture  the 
patented  article,  is  estopped  from  impeaching  the  validity  of  the  patent. 
Brooks  V.  Moorhouse,  13  O.  G.  499  ;  s.  c.  3. Ban  &  Ard.  229. 
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If  a  party  meiely  accepts  a  licen86  to  sell  the  goods  that  he  has  on 
band  as  a  compromise  to  save  trouble  rather  than  as  a  deliberate  acknow- 
ledgment of  the  validity  of  the  patent,  he  will  not  be  estopped  from  de- 
nying the  validity  thereof.  White  v.  H.  &  8.  Manuf.  Co.,  5  Ban  &  Ard. 
571 ;  8.  c.  3  Fed.  Bep.  161. 

If  the  defendant  has  actually  received  profits  from  sales  of  the  patented 
machine,  under  an  agreement  with  the  patentee,  and  the  profits  are  not 
in  any  way  liable  to  be  affected  by  the  invalidity  of  the  patent,  its  validity 
is  immatenal.  Moreover,  the  defendant  is  estopped  from  alleging  that 
invalidity.  If  he  has  sold  the  machines  under  the  patentee's  title  and  for 
his  account,  he  can  no  more  be  allowed  to  deny  that  title  and  retain  the 
profits  to  his  own  use  than  an  agent  who  has  collected  a  debt  for  his  prin- 
cipal can  insist  on  keeping  the  money  upon  an  allegation  that  the  debt 
was  not  justly  due.  The  invalidity  of  the  patent  does  not  render  the 
sales  illegal  so  as  to  taint  with  illegality  the  obligation  of  the  defendant 
to  account.  It  is  simply  a  question  of  failure  of  title,  and  when  that  does 
not  appear  in  any  manner  to  have  affected  the  profits  which  the  defendant 
received,  there  can  be  no  ground  to  aUow  it  to  be  shown  in  defence. 
Elnsman  o.  Farkhurst,  18  How.  289  ;  s.  c.  1  Blatch.  488. 

A  party  who  holds  a  license  to  use  a  patented  machine  can  not  repudi- 
ate the  contract  while  continuing  to  use  the  machine.  The  contract  can 
not  be  terminated  unless  the  licensee  ceases  to  use  the  machine.  Sherman 
r.  Champlain  Co.,  31  Yt*  162. 

If  a  licensee  avails  himself  of  the  invention  so  as  to  earn  the  royalty 
without  offering  to  surrender  his  license,  he  is  estopped  to  impeach  the 
validity  of  a  patent,  as  a  defence  to  an  action  to  recover  the  royalty. 
Bartlett  o.  Holbrook,  67  Mass.  114 ;  White  v.  Lee,  23  O.  G.  1621 ;  14 
Fed.  Bep.  789 ;  Jones  o.  Bumham,  67  Me.  93 ;  Evory  v.  Caudee,  17 
Blatch.  200 ;  s.  c.  4  Ban  &  Ard.  545  ;  Gaylord  v.  Case,  1  C.  L.  B.  382 ; 
Magic  RnfQe  Co.  v.  Elm  City  Co.,  13  Blatch.  151 ;  8.  c.  8  O.  G.  773 ;  s.  c. 
2  Ban  &  Ard.  152 ;  Birdsall  v.  Fer^o,  5  Blatch.  251 ;  Marsh  v.  Dodge,  6 
T.  &  C.  568  ;  8.  c.  11  N.  Y.  Supr.  278 ;  8.  o.  66  N.  Y.  533 ;  Hall  Manuf. 
Co.  0.  Am.  Bailway  Supply  Co.,  48  Mich.  331. 

If  a  patent  is  void  there  is  no  consideration  for  an  agreement  in  a 
license  to  jpay  a  royalty,  and  no  action  can  be  mdntained  thereon.  Har- 
low p.  Putnam,  124  Mass.  553. 

If  a  patent  is  annulled  or  destroyed  by  due  and  effective  legal  proceed* 
ings,  and  priority  of  invention  and  a  patent  is  awarded  to  another,  a  licensee 
is  absolved  from  liability  for  royalty  without  any  notice  to  the  licensor. 
Mareton  ».  Swett,  82  N.  Y.  526. 

If  a  license  admits  the  validity  of  the  patent,  the  licensee  can  not  set 
up  a  prior  parol  agreement  that  he  was  to  be  allowed  to  contest  its 
validity.    Evory  v.  Candee,  17  Blatch.  200;  s.  c.  4  Ban  &  Ard.  545. 

If  the  complainant  seeks  to  nullify  a  contract  on  account  of  a  breach  of 
its  terms,  the  defendant  will  not  be  estopped  by  its  recitals  from  denying 
the  validity  of  the  patent.  Burr  v,  Duryee,  2  Fish.  275  ;  s.  c.  1  Wall.  531 ; 
Wooster  v.  Singer  Manuf.  Co.,  23  O.  G.  2513 ;  contra^  Brooks  ».  Stolley, 
3  McLean  523  ;  s.  C.  2  Robb  281. 
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The  acceptance  of  a  license  for  a  certain  term  is  not  an  acknowledgment 
of  the  right  of  the  licensor  beyond  the  termination  of  the  license.  Bichr. 
Hotchkiss,  16  Conn.  409. 

In  an  action  of  covenant  to  recover  the  royalty  for  machines  actually  sold 
thereunder,  the  covenantee  can  not  set  up  the  defence  of  the  invalidity  of 
the  patent.  Such  a  defence  is  not  consistent  with  the  relation  of  the 
defendant  to  the  plaintiff.  Wilder  o.  Adams,  2  W.  &  M.  329 ;  Sargent  v. 
Lamed,  2  Curt.  340 ;  Marsh  v.  Dodge,  6  T.  &  C.  568 ;  a.  c.  II  N.  Y.  Sapr. 
278 ;  8.  c.  66  N.  Y.  533  ;  Bartlett  v.  Holbrook,  67  Mass.  114. 

If  a  licensee  does  all  that  lies  in  his  power  to  restore  the  patentee  to 
the  same  condition  he  was  in  before  the  contract,  he  may  cease  to  act 
under  the  contract,  and  take  issue  with  the  patei^tee  as  to  the  validity  of 
the  exclusive  right  which  he  cMms  by  virtue  of  his  patent.  Sherman  v. 
Champlam  Co.,  31  Yt.  162. 

Wben  lilcensor  Estopped. 

If  a  patentee  grants  a  license,  he  is  estopped  as  against  the  licensee 
from  denying  the  novelty  of  the  invention.  Stanley  B.  &  L.  Co.  v.  Bailey, 
14  Blatch.  510 ;  s.  o.  3  Ban  So  Ard.  297. 

Forfeiture  of  Ucense. 

Where  the  grant  of  a  license  is  absolute,  a  violation  of  the  patent  outside 
of  the  license  does  not  work  a  forfeiture  of  the  right  conveyed.  Wood  v. 
Wells,  6  Fish.  382. 

If  a  contract  is  partly  executed,  a  failure  on  the  part  of  the  licensee  to 
fulfil  it  will  not  of  itself  operate  to  annul  and  cancel  the  agreement. 
Gibson  V.  Barnard,  1  Blatch.  388. 

If  a  license  does  not  contain  a  provision  for  revocation  or  forfdtore, 
it  can  not  be  annulled,  although  the  licensee  has  failed  to  comply  with  the 
terms  thereof.    Cook  v.  Bidwell,  20  0.  6.  1083. 

If  the  terms  of  the  license  make  the  performance  of  its  stipulations  by 
the  licensee  a  condittbn  to  his  continued  use  of  the  thing  xnttented,  he 
forfeits  his  rights  by  a  breach  of  the  stipulations.  Brooks  v.  StoUey,  3 
McLean  523 ;  Woodworth  v.  Cook,  2  Blatch.  151. 

If  a  license  has  been  forfeited  by  a  failure  to  comply  with  the  conditions 
upon  which  it  was  granted,  the  licensee,  by  acquiescing  in  a  claim  of  for- 
feiture, will  be  deemed  to  abandon  the  license.  Kittle  o.  Frost,  5  Fish. 
213 ;  8.  c.  9  Blatch.  214. 

Although  a  license  is  to  be  void  unless  the  royalty  is  paid  within  a 
certain  time,  yet  it  can  not  be  declared  void  without  a  demand  where  it  is 
the  duty  of  the  patentee  to  make  a  demand.  Dare  o.  Boylston,  19  0. 6* 
725 ;  s.  c.  18  Blatch.  548;  8.  c.  6  Fed.  Rep.  493.  ^ 

If  the  license  provides  that  in  case  of  defieiult  it  may  be  terminated 
upon  written  notice  to  the  licensee,  it  can  not  be  terminated  in  any  other 
way.    White  v.  Lee,  5  Ban  &  Ard.  572  ;  8.  c.  3  Fed.  Bep.  222. 
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If  a  licenBe  to  use  a  machine  provides  for  a  termination  thereof  on 
notice,  an  asugnee  of  the  license  may  give  the  notice.  Wilde  v.  Smith,  8 
Daly  196. 

If  a  license  contains  terms  of  forfeiture,  a  bill  in  equity  may  be  main- 
tained to  cancel  the  license  if  the  licensee  violates  the  condition.  Adams 
p.  Meyrose,  10  Fed.  Bep.  671. 

If  a  contract  is  forfeited  by  a  breach  of  a  condition,  the  licensee  is 
remitted  to  his  original  position  and  rights,  as  the  contract  must  be 
avoided  altogether  if  at  all.  It  can  not  be  obligatory  upon  the  one  party 
and  not  upon  the  other.    Woodworth  v.  Cook,  2  Blatch.  151. 

If  a  licensee  neglects  to  pay  his  license  price  for  a  long  time,  and  finally, 
when  prosecuted,  abandons  his  license,  or,  while  relying  upon  it,  defends 
also  upon  other  grounds,  the  license  will  be  forfeited  and  he  will  be  liable 
as  an  infringer.    Bell  v.  McCullough,  1  Fish.  380  ;  s.  c.  1  Bond  194. 

A  notice  alleging  a  breach  of  a  license,  and  forbidding  the  licensee  to 
use  or  exercise  the  right  granted  by  the  license  for  any  purpose  whatever, 
does  not  ipso  facto  annul  the  license,  and  the  licensor  may  recover  his 
royalty  if  the  licensee  still  continues  the  use.  Union  Manuf.  Co,  o. 
Lounsbury,  42  Barb.  125 ;  s.  c  41  N.  Y.  363. 

Joint  Owners. 

It  is  competent  for  two  persons,  being  joint  owners  of  letters  patent, 
whether  valid  or  invalid,  to  enter  into  a  copartnership  for  the  manufacture 
and  sale  of  the  invention,  and  to  stipulate  that  one  of  them  alone  shall 
conduct  the  business.  This  is  a  provision  for  the  prosecution  of  the  busi- 
ness in  a  particular  mode,  and  not  for  its  restraint.  Kinsman  v.  Fark- 
hurst,  18  How.  289  ;  s.  c.  1  Blatch.  488. 

Where  no  agreement  of  copartnership  exists,  the  relation  of  copartners 
does  not  result  from  a  connection  as  joint  patentees.  The  grant  is  to  the 
patentees  jointly,  and  not  to  either  severally.   Pitts  r.  Hall,  3  Blatch.  201. 

Joint  owners  of  a  patent  right,  in  the  absence  of  express  covenants, 
have  interests  which  are  distinct  and  separate  in  their  nature,  though  they 
are  derived  from  the  same  contract.  Each  party  is  at  liberty  to  ub^  his 
moiety  as  he  may  think  fit,  in  the  territory  covered  by  the  assignment, 
and  will  not  incur  any  obligation  to  the  other  either  for  profits  or  losses. 
Yose  9.  ^nger,  86  Mass.  226 ;  De  Witt  v.  Elmira  Nobles  Manuf.  Co.,  12 
N.  Y.  Supr.  301 ;  s.  o.  66  N.  Y.  459 ;  vide  Parkhurst  v.  Kinsman,  6  N.  J. 
Eq.600. 

Where  there  are  several  patentees,  they  are  tenants  in  common.  One 
of  them  has  no  superiority  of  right  over  another.  One  of  them  can  manu- 
&ctare  and  use  the  article  patented  without  the  consent  of  the  others. 
Donham  v,  Ind.  &  St.  Louis  B.  B.  Co.,  7  Biss.  223 ;  s.  c.  2  Ban  &  Ard. 
327 ;  Whiting  v.  Graves,  13  O.  G.  455 ;  s.  c.  3  Ban  &  Ard.  222. 

If  two  tenants  in  common  of  a  patent  agree  that  one  shall  have  the 
exclusive  right  to  manufiacture,  and  in  consideration  thereof  shall  pay  a 
lojalty  to  the  other,  there  is  a  sufficient  consideration  for  the  agreement, 
13 
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although  the  patent  is  void.    Marston  v.  Swett,  66  N.  T.  206 ;  8.  c.  6  T. 
&  C.  534 ;  8.  c.  11  N.  Y.  Supr.  153. 

If  the  part  owners  of  a  patent  agree  to  divide  the  license  fees  between 
them,  then  one  may  compel  the  other  to  render  an  account  of  the  fees. 
Gates  17.  Fraser,  9  Bradw.  624. 

If  an  inventor  agreed  to  take  a  patent  for  the  benefit  of  himself  and 
another  as  tenants  in  common,  the  latter  is  entitled  to  an  accoant  of  the 
profits  arising  from  sales  of  an  interest  in  the  patent.  Blakeney  v.  Goode, 
30  Ohio  St.  350. 

One  of  two  joint  owners  can  legally  grant,  assign,  license  or  sell  his 
own  share  or  right  in  the  patent.  May  v.  Chafi(8e,  5  Fish.  160 ;  a.  c  2 
Dillon  385. 

One  joint  owner  can  legally  grant,  assign,  license  or  sell  only  in  respect 
to  his  own  share  or  right.  He  can  not  sell  and  give  a  good  title  to  his 
co-owner's  right,  for  the  same  reason  that  one  joint  owner  of  a  chattel 
can  not  transfer  the  share  of  his  co-proprietor.  Pitts  v.  Hall,  3  Blatch.  201. 

Where  there  are  several  patentees,  and  one  of  them  grants  a  license  to 
use  the  invention,  the  licensee  is  not  liable  to  the  other  patentees.  Ihin- 
ham  0.  Ind.  &  St.  Louis  R.  B.  Co.,  7  Biss.  223 ;  B.  c.  2  Ban  &  Ard.  327  ; 
De  Witt  c.  Elmira  Nobles  Manuf.  Co.,  12  N.  Y.  Supr.  3pl ;  s.  c.  66  N".  Y. 
459 ;  Clum  v.  Brewer,  2  Curt.  506. 

If  a  power  of  attorney  recites  the  separate  interests  of  the  principals, 
and  confers  on  the  attorney  authority  to  act  for  each  of  them  severally  or 
jointly,  an  assignment  conveying  the  interest  of  one  alone  need  only  he 
executed  in  the  name  of  the  party  whose  interest  is  so  assigned.  May  r. 
Chafiee,  5  Fish.  160 ;  B.  c.  2  Dillon  385. 

If  one  owner  in  common  of  a  patent  right  agrees  in  consideration  of  a 
license  fee,  that  the  others  shall  have  the  exclusive  right  to  manufacture 
the  thing  patented,  they  may  set  up  the  invalidity  of  the  patent  as  a 
defence  to  an  action  to  recover  the  fee.  Marston  v.  Swett,  6  T.  &  C.  534  c 
s.  c.  11  N.  Y.  Supr.  153 ;  s.  c.  66  N.  Y.  206.  ^ 

If  parties  unite  in  obtaining  a  joint  patent,  neither  of  them,  as  against 
the  other,  can  set  up  a  prior  patent  to  himself  for  the  same  invention. 
Steams  o.  Barrett,  18  Mass.  443. 

If  a  declaration  avers  that  the  plaintlfi'  and  the  defendant  were  joint 
inventors,  a  plea  that  neither  the  plaintifif  nor  the  defendant  was  the  first 
inventor  is  immaterial.    Steams  v,  Barrett,  18  Mass.  443. 

If  parties  obtain  separate  patents,  neither  is  estopped  from  asserting 
that  the  invention  was  joint.    Steams  v,  Barrett,  18  Mass.  443. 


I>efence  to  Action  on  Contract. 

A  void  patent  is  not  a  good  consideration  for  a  promissory  note.  Dick- 
inson V,  Hall,  31  Mass.  217 ;  Bliss  v, ^egus,  8  Mass.  46 ;  Crosse.  Huntley, 
13  Wend.  385 ;  Geiger  v.  Cook,  3  W.  &  S.  266 ;  Kemodle  v.  Hunt,  4 
Blackf.  57 ;  Higgins  v.  Strong,  4  Blackf.  182 ;  Head  v.  Stevens,  19  Wend. 
411 ;  McClure  v.  JefiVey,  8  Ind.  79 ;  Bierce  v.  Stocking,  77  Mass.  174 ; 
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►we  e.  Blanchard,  18  Wis.  441 ;  National  Bank  v.  Feck,  8  Kans.  660 ; 
Bellas  9.  Hajes,  5  S.  &  B.  427 ;  Turner  v.  Johnson,  2  Cranch.  C.  C.  287 ; 
Hfye  V.  Raymond,  16  IlL  153;  Joliffe  v.  Collins,  21  Mo.  338  ;  Springfield 
v.  I>rake,  58  N.  H.  19;  vide  Elmer  v. .Fennel,  40  Me.  430;  Green  v. 
Stuart,  7  Baxter  418. 

If  no  evidence  is  offered  to  impeach  the  novelty  or  utility  of  the  inven- 
tion, there  is  no  proof  to  support  an  allegation  of  a  failure  of  considera- 
tion,  however  worthless  the  patent  may  he.  Case  o.  Morey,  1 N.  H.  347  ; 
Myers  v.  Turner,  17  111.  179 ;  Hardesty  v.  Smith,  3  Ind.  39. 

"Phe  mere  fact  that  an  invention  lacks  novelty  or  utility,  in  its  application 
to  any  one  of  the  several  ohjects  for  which  it  is  patented,  will  not  prevent 
a  recovery  upon  a  note  given  for  an  interest  therein.  Midkiff  r.  Boggess, 
15  Ind,  210. 

If  the  thing  patented  is  capahle  of  a  heneficial  use,  then  an  interest  in 
a  patent  is  a  valuable  consideration  for  a  note,  although  the  thing  can  not 
be  used  profitably.  Nash  v.  Lull,  102  Mass.  60 ;  Neidefer  o.  Chastain,  71 
Ind.  363 ;  How  v.  Richards,  102  Mass.  64. 

IVhen  a  contract  purports  to  sell  a  patented  invention  the  vendor  can 
not  recover  if  no  patent  has  ever  been  obtained.  Shepherd  v,  Jenkins,  73 
Mo.  510. 

A.  mere  claim  by  others  that  the  thing  patented  is  an  infringement  of  a 
prior  patent  is  no  defence  to  an  action  on  a  note  given  by  a  licensee  under 
the  terms  of  his  license.    Davis  v.  Gray,  17  Oliio  St.  330. 

If  the  invention  is  not  usefhl,  the  vendor  can  not  recover  upon  a  prom- 
issory note  given  therefor,  although  he  supposed  the  patent  a  valid  one, 
and  was  wholly  innocent  of  any  fraud.    Lester  v.  Falmer,  86  Mass.  145. 

In  an  action  upon  a  note  given  for  a  thing  patented,  the  defendant  may 
prove  that  the  patent  is  void,  and  that  the  consideration  has  thus  partially 
failed,  although  no  special  value  was  placed  on  the  patent.  Nye  v.  Ray- 
mond, 16  111.  153. 

Jl  purchaser  in  defence  to  an  action  upon  a  contract  may  show  that  the 
vendor  has  no  patent  such  as  is  described  in  the  contract.  M'Dowell  o. 
Meredith,  4  Whart.  311 ;  Nye  o.  Raymond,  16  III.  153. 

If  a  patent  right  is  sold  with  a  warranty,  and  the  process  can  not  pro- 
duce the  result  warranted,  there  is  an  entire  failure  of  consideration,  and 
no  recovery  can  be  had  on  a  note  given  therefor.  Hawes  v,  Twogood,  12 
Iowa  582. 

Tfie  payee  of  a  note  given  for  a  patented  machine  may  enforce  it, 
although  the  assignment  to  the  payee  is  merely  verbal.  Burke  o.  Fart- 
rid<^,  58  N.  H.  349. 

^Before  a  party  can  recover  the  consideration  named  in  a  contract  for 
parchase  of  an  interest  in  a  patent  right  he  must  show  that  he  has  title 
in  himself  to  convey  according  to  his  contract,  and  tender  an  assignment 
hereof,  unless  such  tender  is  dispensed  with  by  the  terms  of  the  contract. 
£d wards  v.  Richards,  Wright  596 ;  Bellas  v.  Hays,  5  S.  &  R.  427. 

If  joint  payees  of  a  note  indorse  it  to  one  of  them,  the  defence  that  it 
was  given  for  a  license  to  use  a  patent  that  is  void  is  good.  Saxton  v* 
X^odge,  57  Barb.  84. 
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« 

The  detriment  which  the  purchaser  may  sufi'er  on  account  of  the  patent 
being  broader  than  the  invention  may  afi'ect  the  amount  to  be  recovered, 
but  not  the  right  of  recovery.    Hptchtdss  o.  Oliver,  5  Denio  314. 

If  a  note  is  given  for  a  patent  right,  and  the  invention  is  worthless 
because  the  machine  can  not  be  made  to  work,  the  note  is  void  for  want 
of  consideration.  Clough  v.  Patrick,  37  Yt.  421 ;  Cragin  v.  Fowler,  34 
Yt.  326 ;  Williams  v.  Hicks,  2  Yt.  36 ;  Scott  v.  Sweet,  2  G.  Greene  (Iowa) 
224. 

If  a  patent  for  a  seed-sower,  to  be  operated  by  horse  power,  is  worth- 
less, the  patentee  cannot  sustain  the  consideration  of  a  note  given 
therefor  by  proof  that  it  may  be  modified  to  a  hand«machine,  especially 
when  such  modification  required  invention.   Cragin  o.  Fowler,  34  Yt.  326, 

If  a  note  is  given  for  a  patented  machine,  and  the  exclusive  right  to  ose 
the  same  for  a  certain  territory,  the  patentee  is  not  entitled  to  anything 
beyond  the  value  of  the  machine  if  the  patent  is  void.  Earl  v.  Page,  6 
N.  H.  477. 

If  the  invention  was  usefiil  and  valuable  at  the  time  of  the  sale,  the 
consideration  of  the  note  given  therefor  will  not  be  impeached  by  show- 
ing that  subsequent  improvements  have  rendered  the  invention  useless. 
The  purchaser,  when  he  bought,  took  the  risk  of  a  new  discovery  which 
might  destroy  the  value  of  his  property.    Harmon  o.  Bu:d,  22  Wend.  113. 

If  the  purchaser  has  assigned  his  interest  in  the  patent  to  another,  he 
can  not,  in  an  action  by  the  patentee  upon  his  note  given  for  the  right 
tlius  sold,  set  up  a  defence  of  a  failure  of  consideration.  Thomas  v. 
Quintard,  5  Duer  80, 

If  the  samples  and  mstruction  furnished  to  the  purchaser  were  not  in 
any  degree  valuable  or  useful  to  him,  but  as  subservient  to  the  art  which 
was  pretended  to  be  conveyed  by  the  assignment,  the  patentee  will  not 
be  entitled  to  recover  the  value  thereof.  Bliss  v.  Negus,  8  Mass.  46 ; 
Bierce  v.  Stocking,  77  Mass.  174. 

If  the  patentee  has  not  been  guilty  of  any  fraud,  and  the  purchaser  has 
received  what  he  contracted  for,  he  cannot  reduce  the  amount  of  the 
stipulated  price  by  proving  that  the  thing  patented  is  of  little  or  no  value, 
unless  there  is  a  warranty  and  a  breach  of  it.  Yaughfrn  o.  Porter,  16  Yt.  266. 

If  the  assignment  of  three  patents  is  in  the  nature  of  a  mere  quit^^laim 
deed  of  whatever  right,  title  or  interest  the  patentee  has  or  may  acqiure 
in  the  patents  specified,  and  creates  no  warranty  of  title,  the  patentee  is 
entitled  to  recover  the  full  amount  of  the  note  given  therefor,  although 
one  of  the  patents  is  void.    Gilmore  v,  Aiken,  118  Mass.  94. 

If  an  assignment  contains  no  warranty,  the  vendee  can  not  set  up  a 
warranty  of  the  validity  of  the  patent.  Joliffe  v.  Collms,  21  Mo.  338; 
Yan  Ostrand  v.  Beed,  1  Wend.  424. 

A  stipulation  against  defects  will  be  referred  to  defects  in  the  patent, 
and  not  to  deficiencies  in  the  thmg  patented.    Yaughan  o.  Porter,  16  Yt. 

266. 

If  the  contract  shows  that  the  parties  mutually  contemplated  the  possi- 
bility, if  not  the  probability,  that  the  patent  was  invalid,  and  provided  hy 
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the  form  of  the  mstriiment  and  its  stipulations  for  the  contingency,  there 
is  no  ground  on  which  the  vendee  can  be  permitted  to  set  up  a  failure  of 
consideration,  so  long  as  he  is  not  disturbed  in  the  use  of  the  invention, 
although  the  patent  is  void.    Johnson  v.  Linen  Co.,  33  Conn.  436. 

A  covenant  of  tiUe  will  not  constitute  a  good  consideration  for  a  prom- 
issory note  if  the  patent  is  void.  Dickinson  v.  Hall,  31  Mass.  217 ;  Bliss 
V.  Negus,  8  Mass.  46. 

If  a  note  is  given  in  consideration  of  a  reassignment  of  an  interest  in 
an  invention,  so  that  a  patent  may  issue  in  the  name  of  the  inventor,  the 
fact  that  &e  payee  took  out  a  patent  for  an  alleged  portion  of  the  theory 
of  the  invention  after  the  reassignment  is  no  defence  to  an  action  on  the 
note.    Clark  o.  Smith,  21  Minn.  539. 

If  the  payment  of  the  purchase  money  in  an  instrument  under  seal  is 
entirely  dependent  on  the  conveyance  of  the  right,  and  the  instrument  is 
so  improperly  executed  as  not  to  convey  the  right,  the  patentee  can  not 
recover  the  consideration  in  an  action  on  the  instrument.  Bellas  v.  Hays, 
5  8.  &  R.  427. 

If  the  action  is  in  covenant  on  a  sealed  instrument,  a  good  consider- 
ation is  implied  from  the  solemn  form  of  the  promise  in  writing  and  under 
seal,  and  the  invalidity  of  the  patent  can  not  be  set  up  as  a  defence. 
Wilder  «.  Adams,  2  W.  &  M.  329. 

In  an  assignment  there  is  an  implied  covenant  of  the  validity  of  the 
patent,  and  the  purchaser,  as  a  general  principle  and  in  ordinary  cases, 
can  not  resort  to  such  a  defence  as  a  want  of  consideration,  or  a  failure  of 
consideration,  when  an  action  is  brought  upon  a  sealed  instrument  exe- 
rated  in  consequence  of  and  founded  on  another  covenant  made  by  the 
patentee  to  him.    Wilder  0.  Adams,  2  W.  &  M.  329. 

A  covenant  for  the  enjojrment  of  the  exclusive  use  of  a  patented 
machine  insures  to  the  covenantee  an  indemnity  for  a  use  of  the  patented 
machine  by  others,  under  and  by  virtue  of  the  letters  patent,  but  does  not 
seccire  him  against  the  unlawful  and  unauthorized  acts  of  wrongdoers. 
Baker  v.  Mason,  3  R.  I.  45. 

The  violation  of  the  contract  by  the  patentee  is  available  by  way  of 
recoupment  of  damages  only,  and  not  in  bar  of  the  action.  Pitts  v. 
Jameson,  15  Barb.  310. 

A  purchaser  can  not  set  up  the  defence  of  the  invalidity  of  the  patent, 
in  an  action  to  recover  the  purchase  money,  if  the  contract  contains  a 
Btipolation  that  the  question  shall  only  be  tried  in  another  suit  involving 
the  rery  point,  and  such  is  the  effect  of  a  provision  that  the  contract  shall 
only  be  void  when  some  person  establishes  the  invalidity  of  the  patent. 
Ball  9.  Murry,  10  Penn.  111.  ^ 

If  a  contract  merely  assigns  the  interest  of  a  party  in  an  invention 
owned  by  him  and  another  as  partners,  the  purchaser,  in  an  action  for  the 
porchase  money,  is  not  entitled  to  a  reduction  for  the  money  expended 
by  him  in  procuring  a  patent,  or  in  obttuning  an  assignment  of  an  interest 
from  the  co-partner  who  was  the  real  inventor.  Yetter  v.  Lentzinger, 
31  Iowa  182. 
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If  an  assignee  grants  his  right  to  anoUier,  and  obtains  an  assignment  of 
a  patent  from  the  true  inventor,  he  may,  in  an  action  by  his  assigaor  to 
recover  a  stipulated  royalty,  plead  a  decree  adjudging  the  patent  void  for 
want  of  novelty  rendered  in  the  Circuit  Court  of  the  United  States 
wherein  both  were  parties,  as  a  bar  to  the  right  to  recover.  Hawks  0. 
Swett,  6  T.  &  C.  529 ;  s.  c.  11  N.  Y.  Supr.  146 ;  Marston  v.  Swett,  6  T. 
&  C.  534 ;  8.  c.  11  N.  Y.  Supr.  153 ;  s.  c.  66  N.  Y.  206. 

When  a  party  claims  to  establish  his  right  merely  by  estoppel,  the 
instrument  by  which  the  estoppel  is  supported  must  be  precise,  clear  and 
unequivocal.    Rich  v.  Hotchkiss,  16  Conn.  409. 

If  a  covenant  is  entered  into  under  a  mistake  in  regard  to  the  validity 
of  the  patent,  the  recital  will  not  operate  as  an  estoppel  in  a  court  of 
equity.    lUch  v,  Hotchkiss,  16  Conn.  409. 

Where  an  agreement  is  restricted  to  the  original  patent,  it  can  not 
operate  to  estop  a  party  who  subsequently  obtuns  a  reissue.  Pickering 
V.  Phillips,  10  0.  6.  420 ;  s.  c.  4  Cliff.  383 ;  s.  c.  2  Ban  &  Ard.  417. 

If  the  purchaser,  in  an  action  for  the  purchase  money,  alleges  that  the 
vendor  had  no  title,  the  burden  of  proof  rests  on  him  to  show  it.  Boss  e. 
Putney,  38  N.  H.  44 ;  Holden  0.  Curtis,  2  N.  H.  61. 

Where  an  alleged  warranty  is  not  contained  in  a  written  contract,  it  can 
not  be  proved  by  parol  evidence,  unless  in  addition  to  the  averment  that 
there  was  such  warranty  there  be  an  allegation  that  it  was  false  or  fraudu- 
lent, and  that  thereby  the  purchaser  was  deceived.  McClure  0.  Jefibey, 
8  Ind.  79. 

If  a  purchaser  alleges  that  the  party  who  assumed  to  sell  an  interest  m 
the  patent  to  him  had  no  assignment  from  the  patentee,  the  burden  of 
proof  is  on  him  to  establish  the  fiict.    Stevens  0.  Head,  9  Yt.  174. 

If  the  purchaser  of  an  article  takes  a  covenant  of  warranty,  he  may, 
upon  demand,  yield  to  the  right  of  the  patentee,  and  pay  the  sum  required 
by  him ;  but  in  a  suit  against  the  covenantor  he  must  assume  the  burden 
of  proof  to  show  the  validity  of  the  patentee's  claim.  Orr  v.  Burwell,  15 
Ala.  378. 

In  an  action  to  recover  a  royalty  from  a  manufacturer  who  has 
covenanted  to  keep  and  render  an  account  of  sales,  evidence  that  ma- 
chines have  been  made  and  sent  away  from  the  licensee's  factory,  estab- 
lishes a  prima  facie  case  and  calls  for  an  explanation.  Marsh  0.  Dodge,  5 
Lans.  541. 

If  a  State  law  does  not  make  a  note  void  unless  the  words  **  given  for  a 
patent  right "  are  put  on  the  &ce  thereof,  a  bona  fide  holder  may  enforce 
the  note.    Haskell  0.  Jones,  86  Penn.  173. 

ReeoTery  of  Purchase  Money. 

m 

If  a  purchaser  pays  the  consideration  stipulated  for  an  assignment  of  a 
patent  for  a  certain  article,  and  the  vendor  sends  him  an  assignment  of  a 
patent  for  a  different  thing,  he  may  return  the  assignment  and  recover  the 
consideration.  Foss  v.  Richardson,  81  Mass.  303 ;  McDowell  v.  Mereditli, 
4  Whart.  311. 
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Jf  there  has  been  no  misrepresentation  or  concealment  of  any  material 
ikct  by  the  patentee,  the  purchaser  can  not  recover  the  money  which  has 
been  paid,  although  the  patent  is  void,  for  the  payment  is  voluntary  with 
a  fall  knowledge  or  means  of  knowledge  of  all  the  £Eu;ts  in  relation  to  the 
transaction.  Stevens  e.Head,  9  Y t,  174;  vide  Darst  v.  Brockway,  U 
Obio  642. 

If  the  assignor  agrees  to  refimd  the  consideration  if  the  assignee  can 
not  realize  that  amount  from  sales  within  a  certain  period,  the  assignee, 
if  the  instrument  is  silent  as  to  his  efforts,  is  bound  to  make  reasonable 
efforts  to  realize  from  sales,  taking  into  consideration  his  ability  and 
peconiary  means.    Berger  v.  Peterson,  78  111.  633. 

^  patent  right  is  not  a  corporeal  thing,  either  real  or  personal,  but 
something  intangible  and  incorporeal,  resting  wholly  in  grant.  In  con- 
tzacts  for  the  assignment  of  such  interests,  if  there  be  no  fraud,  the  pur« 
chaser  must  depend  wholly  upon  his  covenants  in  case  they  prove  of  no 
value.  He  has  no  remedy  for  liis  money  if  there  is  a  failure  of  title.  Hiatt 
r.  X^vomey,  1  Dev.  &  Bat.  Eq.  315 ;  Cansler  v.  Eaton,  2  Jones  Eq.  499 ; 
McKenzie  v.  Bailie,  4  C.  L.  B.  209. 

If  a  judgment  has  been  rendered  against  the  purchaser  upon  the  note 
^nren  for  the  patent,  he  can  not  recover  the  money  paid  thereon,  although 
the  patent  is  void.    Holden  v.  Curtis,  2  N.  H.  61. 

If  the  purchaser  derives  any  benefit  ftom  the  use  of  the  patent,  he  can 
not  recover  the  consideration  paid,  although  the  patent  is  void.  Holden 
V.  Curtis,  2  N.  H.  61. 

XT  an  assignee  takes  an  assignment,  not  merely  for  the  purpose  of 
examination,  but  as  a  deed  vesting  the  property  in  him,  and  reads  it,  or 
baa  opportunity  to  read  it,  retains  it,  acts  under  it  and  makes  payment  on 
account  of  it,  he  can  not,  in  the  absence  of  Araud,  recover  back  the  consid- 
eration for  which  the  deed  stipulated  merely  because  there  has  been  a 
misunderstanding  as  to  the  meaning  of  the  deed  and  the  extent  of  the 
rights  which  it  confers.    Fobs  v.  Richardson,  81  Mass.  303. 

Fraud. 

^  purchaser  who  has  repudiated  a  contract  to  purchase  a  patent  right 
for  fraud  may  sue  for  redress  if  he  has  sufiered  damages  from  it.  Warren 
V.  Ccle^  15  Mich.  265. 

In  order  to  make  a  representation  a  ground  for  an  action  of  deceit  or 
fraud,  it  must  be  shown  that  the  representation  was  Imown  to  be  false, 
and  that  it  was  made  with  an  intent  to  deceive.  Joliffe  v,  Collins,  21 
Mo.  338. 

A.  representation  of  the  value  of  a  patent  \b  no  ground  for  rescinding  a 
contract,  although  it  is  false.    Neidefer  v.  Chastain,  71  Ind.  363. 

Representations,  which  consist  of  the  opinion  of  the  vendor  as  to  the 
Talue  of  the  interest  sold,  or  relate  to  the  price  that  was  given  for  it,  or 
that  has  been  offered  for  it,  or  at  wliich  it  has  been  sold,  or  to  the  future 
l^ofits  that  can  be  made  out  of  it,  are  not  sufficient  to  sustain  an  action  of 
deceit  against  the  vendor.    Bishop  0.  Small,  63  Me.  12. 
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If  the  vendee  had  equal  means  of  knowing  the  yalae  of  the  patent,  and 
relied  on  his  own  jadgment  in  making  the  porchase,  he  can  not  maintain 
an  action  for  fraud,  although  the  representation  was  false.  Hess  v. 
Young,  59  Ind.  379. 

The  mere  payment  of  an  excess  beyond  the  value  of  the  patent  is  no 
ground  for  rescindmg  the  sale.  Percival  v.  Harger,  40  Iowa  286 ;  Cowan 
V.  Mitchell,  3  Cold.  278. 

A  declaration  of  the  price  at  which  the  patentee  is  in  the  habit  of  selling 
the  machine  Is  not  such  as  will  constitute  fraud,  although  it  is  falae. 
Williams  v.  Hicks,  2  Vt.  36. 

A  representation  as  to  the  amount  of  money  that  has  been  realized 
fh)m  the  sale  of  rights  in  the  patent  will  sustain  an  action  for  deceit  if 
they  are  &lse.  Somers  0.  Richards,  46  Yt.  170 ;  Newell  0.  Gatlin^,  7 
Ind.  147 ;  Gatling  v.  Newell,  9  Ind.  ^72;  Gatling  0.  Newell,  12  Ind.  118. 

A  representation  of  the  amount  derived  annually  from  a  royalty  on  the 
patent,  if  fklse,  is  a  ground  for  rescinding  the  contract.  Crossland  v.  Hall, 
33  N.  J.  Eq.  111. 

A  false  representation  that  a  patented  article  is  salable  is  ground  for 
rescinding  a  contract.    Hull  0.  Fields,  76  Ya.  594. 

If  a  party  was  induced  to  unite  with  another  in  the  purchase  of  an 
interest  in  a  patent  upon  the  false  representation  that  the  other  w^as 
paying  the  same  sum  as  himself,  the  sale  is  fraudulent  Hess  v,  IToong, 
59  Ind.  379. 

A  representation  that  the  machine  can  be  bought  for  a  certam  price  at 
a  certain  place  is  not  a  ground  for  rescinduag  the  contract  unless  it  Is 
material.    Neidefer  0.  Chaistain,  71  Ind.  363. 

A  misrepresentation  as  to  the  cost  of  an  article  used  in  the  manufiu^tnre 
of  the  thing  patented  is  ground  for  rescinding  a  sale.  Peffley  o.  Noland^ 
80  Ind.  164. 

If  a  party  sells  a  thing  as  patented,  when  he  has  no  patent,  this  is  such 
fraud  as  will  render  void  a  bond  given  therefor.  Brown  1^.  Wright,  17 
Ark.  9. 

If  a  party  has  a  patent,  a  representation  that  it  is  valid  is  a  repre- 
sentation of  matter  of  law,  and  no  ground  for  rescission.  Bawson  v. 
Harger,  48  Iowa  269. 

If  the  patentee  correctly  described  and  explained  a  prior  invention,  bat 
drew  from  thence  an  incorrect  inference  in  regard  to  the  jirinciples  and 
similitude  of  the  two  inventions,  a  purchaser  can  not  rely  on  this  erroneous 
inference  from  premises  correctly  given  as  a  ground  for  rescinding  the 
contract.    West  v.  Morrison,  2  Bibb  376. 

If  a  vendor  falsely  represents  that  he  has  the  sole  and  exclusive  right  to 
sell  the  thing  patented,  and  that  it  is  not  covered  by  any  other  patent, 
this  is  such  a  misrepresentation  as  Justifies  a  rescission  of  the  sale, 
although  the  vendee  could  have  discovered  the  fraud  by  searching  the 
records  at  the  patent  office.  McKee  v.  Eaton,  26  £!ans.  226 ;  David  9. 
Park,  103  Mass.  501. 

If  a  party  falsely  represents  tlmt  he  has  a  valid  patent  right,  and  thereby 
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induces  another  to  purchaBe  it,  when  he  knows  that  he  has  no  such  patent 
r%ht,  this  is  a  fraud  for  which  an  action  will  lie.    Bull  v.  Pratt,  1  Conn. 

A  purchaser  has  a  right  to  rely  upon  a  representation  made  hy  the 
Tendor  as  to  what  is  covered  hy  the  patent,  and  if  that  is  iltlse  he  may 
rescind  the  sale.   Rose  v.  Hurley,  39  Ind.  77. 

A  false  representation  that  tiie  inyention  is  never  used,  except  under 
the  XMtent,  constitutes  a  good  defence  to  a  note  given  for  an  interest  in 
the  patent,  if  it  is  an  infringement  of  a  prior  patent.  Morrow  v.  Brown, 
31  Ind.  378. 

A  mere  representation  by  the  vendor  that  tiie  patentee's  machine  ib 
oseihl  and  valuable,  will  not  avoid  the  note  if  the  patent  is  valid.  Ker- 
nodle  9.  Hunt,  4  Blackf.  57. 

A  representation  that  a  machine,  made  according  to  the  patent  and 
model,  can  be  operated  successfully,  \b  no  defence  to  an  action  on  a  note 
given  for  an  interest  hi  the  patent,  although  it  is  false.  Hunter  o.  Mc- 
lAUghlm,  43  Ind.  38. 

A  representation  that  tiie  improvement  is  useful  is  no  ground  for  re- 
scinding a  sale  of  the  patent,  if  the  vendee  does  not  rely  on  that  in 
making  the  purchase,  although  it  is  &lse.  Percival  v.  Harger,  40  Iowa 
286. 

A  representation  that  the  thing  patented  will  be  usefhl  to  the  vendee  in 
his  business  is  no  ground  for  rescinding  a  contract,  although  it  is  false,  for 
it  IS  a  representation  as  to  a  mere  matter  of  opinion.  Louden  v.  Birt,  4 
Ind.  568 ;  Fowler  o.  Swift,  3  Ind.  188. 

A  representation  that  the  invention  was  novel  and  useful  is  a  good 
ground  of  defence  to  an  action  on  a  note  given  for  an  interest  in  the 
patent,  if  it  is  false.    Johnson  v.  McCabe,  37  Ind.  535. 

A  misrepresentation  in  regard  to  the  utility  of  the  thing  patented  may 
be  aTailable  in  mitigation  of  damages,  but  will  not  constitute  a  defence  to 
a  suit  upon  a  covenant  or  note  given  by  the  purchaser.  A  plea  in  bar  should, 
in  addition  to  the  misrepresentations,  state  that  the  property  was  of  no 
value,  or  that  it  has  been  returned  or  tendered  to  the  vendor.  Mullikin  v. 
Latchem,  7  Biatch.  136 ;  Hardesty  v.  Smith,  3  Ind.  39. 

A  purchaser  who  is  sued  upon  his  promissory  note  given  for  an  interest 
in  a  patent,  may  set  up  as  a  defence  that  he  was  induced  to  purchase  by 
means  of  false  and  fraudulent  representation  on  the  part  of  the  vendor, 
as  to  the  qualities,  capabilities  and  usefulness  of  the  invention,  without 
returning  or  offering  to  resign  the  patent.    Groff  9.  Hansel,  33  Md.  161. 

A  rexresentation  that  the  machine  will  work  rapidly  and  effectually  is 
no  ground  for  rescinding  the  contract,  although  it  is  false.  Neidefer  o. 
Chastain,  71  Ind.  863. 

If  the  purchaser  made  the  contract  for  an  interest  in  a  patent,  upon  the 
faitii  of  a  machine  shown  to  him  by  the  patentee,  and  certain  improvements 
were  attached  thereto  at  the  time,  he  may  avoid  the  contract,  if  the  in- 
ventor of  the  improvements  obtains  a  patent  therefor.  Cowan  v.  Mitchell, 
11  Heisk.  87. 
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A  representation  as  to  the  superiority  of  the  thing  patented  and  tiie 
great  demand  for  the  same,  is  no  ground  for  rescinding  the  contract, 
although  it  is  false.    Gratling  0.  Newell,  12  Ind.  118, 

A  representation  that  the  quality  of  the  thing  made  according  to  the 
patent  is  equal  to  that  made  in  the  usual  way  is  ground  for  rescinding  the 
contract.    Nelson  0.  Wood,  62  Ala.  175. 

A  representation  in  regard  to  the  durahility,  salability  and  cost  of 
articles  manufactured  according  to  a  patented  design,  is  a  mere  oiatter 
of  opinion,  and  will  not  vitiate  a  sale,  even  though  it  is  false.  Miller  v. 
Young,  33  ni.  354. 

If  the  success  of  an  invention  if  uncertain,  and  depends  on  future 
experiment,  it  is  the  subject  of  a  chancing  bargain,  and  l^e  excess  of  the 
price  over  the  value  of  the  invention  is  no  ground  for  rescinding  the  con- 
tract.   West  v.  Morrison,  2  Bibb  376. 

If  a  purchaser,  by  false  and  fraudulent  representations  of  the  vendor  in 
matters  not  known  to  him,  and  which  are  peculiarly  within  the  knowledge 
of  the  vendor,  is  induced  to  make  the  purchase  and  give  his  note  therefor, 
and  would  not  have  entered  into  the  contract  of  purchase  if  it  had  not 
been  for  such  representations,  he  may  set  up  the  defence  of  fraud  to  an 
action  on  the  note.    Bierce  0.  Stockmg,  77  Mass.  174. 

If  the  purchaser  was  induced  to  take  an  assignment  by  the  fraudulent 
misrepresentations  of  the  patentee  in  regard  to  the  subject  of  the  sale,  he 
is  entitled  to  a  rescission  of  the  sale.  Fierce  o.  Wilson,  34  Aia.  596 ; 
Hall  V.  OrviB,  35  Iowa  366 ;  Page  v.  Dickerson,  28  Wis.  694 ;  Niel  v.  Cum- 
mings,  75  111.  170. 

In  an  action  for  deceit  in  selling  the  exclusive  right  to  make  and  sell 
the  thing  invented  in  a  certain  territory,  the  vendor  may  by  parol  prove 
that  he  told  the  vendee  that  he  had  not  obtained  a  patent  yet,  although 
the  agreement  recites  that  he  had  obtained  it.  Swazey  v.  Herr,  11  Penn. 
278. 

A  principal  is  affected  by  the  false  representations  of  his  agent-*  2!^eil 
0.  Cummings,  75  111.  170. 

Although  there  is  a  misrepresentation  as  to  the  novelty  of  a  patent, 
yet  a  purchaser  can  not  rescind  the  contract  unless  he  exercises  the  right 
within  a  reasonable  time  after  he  discovers  the  fraud.  Bawson  v.  Harger, 
48  Iowa  269 ;  Kingsley  v.  Wallis,  14  Me.  57. 

Although  a  purchaser  knows  that  some  of  the  vendor's  representations 
are  false,  yet  if  he  does  not  know  that  they  are  all  false,  he  has  not  such 
frill  knowledge  of  the  fraud  as  will  make  an  act  amount  to  a  ratification. 
Pierce  0.  Wilson,  34  Ala.  596. 

A  defrauded  vendee  who  has  rendered  perfect  his  right  to  claim  a 
rescission  in  a  court  of  equity,  by  a  timely  offer  of  rescission  and  tender 
back  of  the  thing  received  by  him  under  his  purchase,  can  not  lose  that 
right  by  mere  declarations  as  to  the  value  of  the  thing  be  had  bought,  nor 
by  unavailing  efforts  to  dispose  of  it,  if  such  declarations  and  efforts  did 
not  in  any  way  mislead  or  injure  the  vendor.  Pierce  0.  Wilson,  34  Ala, 
596. 
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What  con&titatea  a  reasonable  time  within  which  a  purchaser  must 
elect  to  disaffirm  a  sale  on  account  of  fraud  after  the  discovery  thereof, 
must  be  determined  from  the  circumstances  of  each  particular  case. 
Fierce  r.  Wilson,  34  Ala.  596. 

A  mere  statement  on  a  note  that  it  was  given  for  a  patent  right  does 
not  constitute  a  notice  of  any  fraud  to  an  indorsee.  Hereth  v.  Meyer,  33 
Ind.  511  ;  Goddard  0.  Lyman,  31  Mass.  268;  Hereth  v.  Merchants'  Nat'l 
Bank,  34  Ind.  380. 

A  purchaser  from  an  assignee  can  not  have  the  assignment  to  his 
vendor  rescinded  for  fraud  because  he  was  no  party  to  that  contract. 
Edmunds  v.  Hildreth,  16  HI.  214. 

The  right  to  set  aside  an  assignment  for  fraud  belongs  to  the  assignor 
alone,  and  can  not  be  set  up  by  third  persons.  Hoffheins  v.  Brandt,  3 
Fish.  218. 

If  the  vendee  brings  an  action  for  the  fraud,  he  need  not  tender  a  return 
of  the  title  before  bringing  the  suit.    Hess  v.  Young,  59  Ind.  379. 

A  plea  setting  up  fraud  as  a  defence  to  a  note  should  offer  to  return  the 
patent  or  aver  that  it  is  without  value.    Buros  o.  Barnes,  58  Ind.  436. 

A  plea  alleging  a  misrepresentation,  which  does  not  aver  that  the 
defendant  relied  upon  it  and  entered  into  the  contract  believing  it  to  be 
true,  is  bad.    Sazton  v.  Dodge,  57  Barb.  84. 

Fraud  in  obtaining  a  license  may  be  set  up  in  an  action  at  law.  Day  v. 
Xew  Snghmd  Car  Spring  Co.,  3  Liv.  Law  Mag.  44. 

An  assignee  of  the  licensor  may  impeach  a  license  on  the  ground  that 
it  was  obtained  by  fraud.  Day  v.  New  England  Car  Spring  Co.,  3  Liv. 
Law  Mag.  44. 

Evidence  of  fraud  in  obtaining  a  license  is  competent  against  a  party 
who  purchases  from  the  licensee.  Day  v.  New  England  Car  Spring  Co., 
3  Liv.  Law  Mag.  44. 

Relief  In  Equity. 

If  a  party  purchases  a  patent  right  under  the  belief  that  it  covers  a 
certain  machine  when  it  does  not,  he  may  obtain  a  cancellation  of  the 
contract  in  a  court  of  equity  on  the  ground  of  the  mistake.  Burrall  v. 
Jewett,  2  Paige  134  ;  vide  Foss  o.  Richardson,  81  Mass.  303. 

If  the  patentee,  by  the  use  of  undue  influence,  induces  another  to  pur- 
chase the  patent,  the  transaction  may  be  rescinded  in  equity.  Colbum  v. 
Van  Velger,  11  Fed.  Rep.  796. 

If  there  is  no  fraud  in  the  sale  of  a  patent,  a  court  of  eqmty  will  not 
interfere  to  relieve  a  party  from  liability  upon  his  bond  given  therefor, 
althoi]^h  the  patent  is  void.    Cansler  v.  Eaton,  2  Jones  Eq.  499. 

If  the  patent  is  void,  a  court  of  equity  will  entertain  a  bill  to  compel 
the  surrender  and  cancellation  of  a  negotiable  note  given  therefor.  Darst 
c.  Brockway,  11  Ohio  462 ;  Bellas  v.  Hays,  5  S.  &  R.  427. 

If  there  is  a  mistake  in  an  assignment,  a  bill  in  eqmty  must  aver  that 
the  assignee  made  a  request  for  its  correction,  or  a  reason  for  its  omission. 
Black  r.  Stone,  33  Ala.  327. 
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If  the  assisnment  Ib  by  mistake  a  mere  blank  deed,  a  court  of  eqtdtj 
will  not  enjoin  the  collection  of  the  notes  given  therefor  unless  the  bQl 
avers  the  insolvency  of  the  assignor.    Black  v.  Stone,  33  Ala.  327. 

Where  the  assignee  has  sold  a  part  of  the  territory,  he  can  not  have  the 
contract  rescinded  in  equity  unless  he  tenders  a  return  of  what  remains 
unsold  and  the  value  of  that  which  has  been  sold.  Edmunds  v.  Myers, 
16  111.  207  ;  Edmunds  v.  Hildreth,  16  111.  214. 

If  a  party  gives  his  note  to  the  patentee  for  the  purpose  of  enabling  the 
latter  to  sell  a  part  of  the  patent  to  another  under  the  belief  that  he  has 
made  a  similar  purchase,  he  can  not  maintain  an  action  to  compel  a  can* 
cellation  of  the  note.    Overshiner  v.  Wisehart,  59  Ind.  135. 

An  instrument  which  confines  the  party  to  a  particular  use  of  the  inven- 
tion is  not  an  assignment,  but  a  license.    Edwin  L.  Fune,  13  O.  6.  407. 

An  attorney  appointed  under  an  irrevocable  power,  coupled  with  an 
interest,  and  authorizing  him  to  sell  ao  invention  m  his  discretion,  ia  not 
a  purchaser,  but  an  agent.    Calista  £.  Cox,  2  O.  G.  491. 

If  a  power  of  attorney  authorizing  the  agent  to  assign  the  patent  is  gen- 
eral, he  may  ass^  it  before  the  patent  issues,  if  there  is  at  that  time  no 
revocation  thereof.    G.  Eveleigh,  1  O.  G.  303. 

The  assignment  of  the  invention  or  improvements  does  not  conyey  the 
extended  term,  something  more  definite  being  necessary  to  indicate  the 
intention  of  the  parties  to  transfer  the  interest  in  the  extension.    Holmes 

6  Spaulding,  6  O.  G.  581. 

If  an  instrument  purports  to  convey  inventions  not  yet  in  existence  it 
is  not  an  assignment,  but  only  an  executory  contract.    Thomas  Edison, 

7  O.  G.  423. 

If  an  assignee  owns  the  right  to  an  extension,  an  assignment  of  all  his 
rights  title  and  interest  will  convey  his  right  to  the  extension.  John  L. 
Mason,  1  O.  G.  357. 

An  assignment  by  a  corporation  will  pass  a  right  that  may  be  enforced 
in  equity,  although  its  seal  was  omitted.    John  L.  Mason,  1  O.  G.  357. 

Sec.  4899.  Every  person  who  purchases  of  the  mventor 
or  discoverer,  or  with  his  knowledge  and  consent  constructs 
any  newly  invented  or  discovered  machine,  or  other  pat- 
entable article,  prior  to  the  application  by  the  inventor  or 
discoverer  for  a  patent,  or  who  sells  or  uses  one  so  con* 
structed,  shall  have  the  right  to  use,  and  vend  to  others 
to  be  used,  the  specific  thing  so  made  or  purchased,  with- 
out liability  therefor. 

StaiuU  Rwiaed-^uly  S,  1870,  ch.  3S0,  §  87, 16  Stot.  908. 
FHor  Staiut^—mach  8, 1880,  cb.  88,  §  7,  5  Stat.  854. 

The  ohject  of  this  provision  is  evidently  twofold  :  Ist,  to  protect  the 
person  who  has  used  the  thing  patented  hy  having  purchased,  constructed 
or  made  the  machine,  &c.,  to  which  the  invention  is  applied,  firom  any 
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liability  to  tiie  patentee  or  his  assignee ;  2d,  to  protect  the  rights  granted 
to  the  patentee  against  any  infringement  by  any  other  persons.  This 
relieves  him  ftom  the  effects  of  former  laws  and  their  construction,  unless 
in  case  of  an  abandonment  of  the  invention  or  a  continued  use  for  more 
than  two  years  before  the  application  for  a  patent,  while  it  puts  the  per* 
son  who  has  had  such  prior  use  on  the  same  footing  as  if  he  had  had  a  special 
license  from  the  inventor  to  use  his  invention,  which,  if  given  before  the 
application  for  a  patent,  would  Justify  the  continued  use  after  it  issued, 
witiioat  liability.    M'Cluig  o.  Kingsland,  1  How.  202 ;  s.  c.  2  Robb  105. 

The  words  ^^  machine  or  other  patentable  article  "  and  ^^  such  inven- 
tion, "  mean  the  ^^  invention  patented,"  and  the  words  ^^  specific  thing  " 
refer  to  *^  the  thing  as  originally  invented,"  whereof  the  right  is  secured  by 
XHitent,  but  not  any  newly  invented  improvement  on  a  thing  once  patented. 
The  use  of  the  invention  before  an  application  for  a  patent  must  be  the 
specific  improvement  then  invented  and  used  by  the  person  who  had  pur- 
chased, constructed  or  used  the  macMne  to  which  the  invention  is  applied. 
M'Clox^  p.  Kingsland,  1  How.  202 ;  b.  c.  2  Bobb  105. 

The  section  applies  to  an  invention  which  consists  in  a  new  mode  or 
manner  of  operating  an  old  machine,  or  any  of  its  parts,  as  well  as  to  a 
specific  machine.    M'Clurg  o.  Kingsland,  1  How.  202 ;  s.  c.  2  Bobb  105. 

If  parties  construct  a  machine  before  the  application  of  the  patentee  for 
letters  patent,  under  the  belief  authorized  by  him  that  he  consents  and 
allows  them  so  to  do,  then  they  may  lawfully  continue  to  use  the  same 
after  the  date  of  the  letters  patent.  Kendall  v.  Winsor,  21  How.  322; 
Black  9.  Hubbard,  12  O.  G.  842 ;  s.  c.  3  Ban  &  Ard.  39. 

The  purchaser  here  spoken  of  is  a  purchaser  not  from  a  mere  wrong- 
doer, but  from  the  first  and  true  inventor  before  he  obtained  his  patent. 
Plerson  v.  Eagle  Screw  Co.,  3  Story  402 ;  8.  c.  2  Bobb  268 ;  Hovey  v. 
Stevens,  1  W.  &  M.  290 ;  s.  c.  2  Bobb  479 ,  tdde  Troy  Factory?.  Odiome, 
17  How.  72. 

A  nfie  by  fraud  and  a  piracy  on  the  inventor,  is  not  contemplated  or 
protected  under  tins  section.  Hovey  v.  Stevens,  1  W.  &  M.  290 ;  8.  o.  2 
Bobb  479. 

The  Constitution  and  law  taken  together  give  to  the  inventor,  irom  the 
montent  of  invention,  an  inchoate  property  therein,  which  is  completed 
by  smng  out  a  patent.  This  inchoate  right  is  exclusive.  It  can  be  in- 
vaded or  impaired  by  no  person.  No  person  can,  without  the  consent  of 
the  inventor,  acquire  a  property  in  the  invention.  Whenever  any  person, 
previooiB  to  a  patent,  constructs  a  machine  discovered  by  another,  he  con- 
Btracts  it  subject  to  the  rights  of  that  other.  Evans  v.  Jordan,  1  Broclc. 
248  ;  s.  c.  9  Cranch  199 ;  s.  o.  1  Bobb  20,  57. 

If  a  member  of  a  firm  prior  to  his  application  for  a  patent  makes  a 
machine  at  the  expense  of  the  firm  and  permits  its  use  by  the  firm,  the 
firm  may  continue  to  use  it  after  the  grant  of  a  patent.  Wade  v,  Metcalf, 
16  Fed.  Bep.  130. 

If  a  firm  acquires  the  right  to  use  a  machine  made  by  a  partner,  the 
light  does  not  cease  on  the  dissolution  of  the  firm.  Wade  o.  Metcalf,  16 
Fed.  Bep.  130. 
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The  right  of  a  party  who  has  bought,  or  constructed  a  machine  before 
the  application  for  a  patent  is  confined  to  the  specific  machines  so  bought 
or  constructed.  Brickill  v.  New  York,  18  Blatch.  273 ;  s.  c.  18  0.  6. 
463 ;  s.  0.  5  Ban  &  Ard.  544 ;  8.  o.  7  Fed.  Rep.  479. 

Sec.  4900.  It  shall  be  the  duty  of  all  patentees,  and 
their  assigns  and  legal  representatives,  and  of  all  persons 
making  or  vending  any  patented  article  for  or  under 
them,  to  give  sufficient  notice  to  the  public  that  the  same 
is  patented ;  either  by  fixing  thereon  the  word  "  patented," 
together  with  the  day  and  year  the  patent  was  granted ; 
or  when,  from  the  character  of  the  article,  this  can  not  be 
done,  by  fixing  to  it,  or  to  the  package  wherein  one  or 
more  of  them  is  inclosed,  a  label  containing  the  like  notice ; 
and  in  any  suit  for  infringement,  by  the  party  failing  so  to 
mark,  no  damages  shall  be  recovered  by  the  plaintifi*, 
except  on  proof  that  the  defendant  was  duly  notified  of 
the  infringement^  and  continued,  after  such  notice,  to 
make,  use,  or  vend  the  article  so  patented. 

statute  lUtnsed—Jvlj  S,  1870,  eh.  280,  §  88,  16  Stat.  208. 
JFVior  StattUes—AvLg.  29, 1842,  oh.  263,  §  6, 5  Stat  544.— March  2, 1861,  ch.  88 , 
§  13, 12  Stat  249. 

This  section  has  no  application  to  a  case  where  the  inMnger  makes  and 
uses  the  device.  Herring  v.  Gage,  15  Blatch.  124 ;  s.  c.  3  Ban  &  Ard. 
396. 

If  an  article  can  he  stamped  at  a  trifling  cost,  it  must  he  stamped. 
Putnam  v.  Sudhoff,  1  Ban  &  Ard.  198. 

The  penalty  imposed  by  the  statute  for  a  failure  to  mark  patented  articles 
is  only  the  taking  away  of  the  right  to  recover  damages  in  the  suit.  It 
does  not  affect  the  right  to  an  injunction,  either  perpetual  or  provisional, 
as  a  remedy.  Goodyear  o.  Allyn,  3  Fish.  374 ;  s.  c.  6  Blatch.  33 ;  b.  o. 
1  A.  L.  T.  94. 

It  is  for  the  defendant  to  show  a  fidlure  by  the  complainant  to  mark  the 
articles  made  or  vended  as  required,  and  then  the  burden  of  proof  is  on 
the  complainant  to  show  that,  before  suit  was  brought,  the  defendant 
was  duly  notified  that  he  was  infringing  the  patent,  and  that  he  continued, 
after  such  notice,  to  make  or  vend  the  article  patented.  Goodyear  o. 
Allyn,  3  Fish.  374 ;  8.  o.  6  Blatch.  33 ;  b.  c.  1  A.  L.  T.  94 ;  contra^ 
McComb  ».  Brodie,  5  Fish.  384 ;  s.  c.  1  Woods  153 ;  2  O.  G.  117. 

The  notice  of  the  infringement  required  by  this  section  may  be  either 
verbal  or  written.  New  York  Pharmical  Association  r.  Tilden,  23  O.  G. 
272 ;  B.  o.  14  Fed.  Bep.  721. 
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If  the  complainant  does  not  sell  the  patented  articles,  the  objection 
that  articles  sold  by  others  were  not  properly  marked  will  be  of  no  avail. 
Goodyear  v.  Allyn,  3  Fish.  374 ;  s.  c.  6  Blatch,  33  ;  s.  c.  1  A.  L.  T.  94, 

After  the  expiration  of  the  patent  the  patentee  can  not  claim  the  ex- 
clusive right  to  use  the  word  *^  patent  *'  as  a  trade-mark  on  articles  manu- 
factured by  him.  Fairbanks  v.  Jacobus,  14  Blatch.  337 ;  s.  c.  3  Ban  & 
Ard.  108. 

A  patentee  may  enjoin  another  from  issuing  a  circular  stating  that  he 
manufactures  articles  under  the  patent,  and  the  party  issuing  such  a  circular 
can  not  in  such  a  suit  question  the  validity  of  the  patent.  Washburn  & 
M.  Manuf.  Co.  v,  Haish,  4  Ban  &  Ard.  571. 

Sec.  4901.  Every  person  who,  in  any  manner,  marks 
upon  anything  made,  used,  or  sold  by  him,  for  which  he 
has  not  obtained  a  patent,  the  name  or  any  imitation  of 
the  name  of  any  person  who  has  obtained  a  patent  there- 
for, without  the  consent  of  such  patentee,  or  his  assigns  or 
legal  representatives ;  or 

Who,  in  any  manner,  marks  upon  or  affixes  to  any  such 
patented  article  the  word  "  patent "  or  "  patentee,"  or  the 
words  "  letters  patent,"  or  any  word  of  like  import,  with 
intent  to  imitate  or  counterfeit  the  mark  or  device  of  the 
patentee,  without  having  the  license  or  consent  of  such 
patentee  or  his  assigns  or  legal  representatives ;  or 

Who,  in  any  manner,  marks  upon  or  aflSxes  to  any  un- 
patented article  the  word  "  patent,"  or  any  word  importing 
that  the  same  is  patented,  for  the  purpose  of  deceiving  the 
public,  shall  be  liable,  for  every  such  oflFence,  to  a  penalty 
of  not  less  than  one^  hundred  dollars,  with  costs ;  one-half 
of  said  penalty  to  the  person  who  shall  sue  for  the  same, 
and  the  other  to  the  use  of  the  United  States,  to  be  re- 
covered by  suit  in  any  district  court  of  the  United  States 
within  whose  jurisdiction  such  oflFence  may  have  been 
committed. 

Statute  Revised— Jxilj  8,  1870,  ch.  230,  §  39,  IG  Stat.  203. 
Prior  Statute— Aag.  29, 1842,  oh.  263,  i  5,  5  Stat.  644. 

Paragraph  Two. 

Although  a  person  afllxes  the  word  ^^  patent  "  to  an  article  with  intent 
to  imitate  the  mark  or  device  of  a  patentee,  yet  he  is  not  liable  under  this 
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section  unless  the  article  is  covered  by  the  patent.    French  v,  Foley,  11 
Fed.  Bep.  804. 

Parafprapli  Three. 

The  penalty  is  incurred  by  marking  an  unpatented  article  with  the 
word  ^*'  patent,''  whether  patentable  or  not.  Oliphant  v,  Salem  Flouring 
Mills,  5  Saw.  128  ;  s.  c.  3  Ban  &  Ard.  256 ;  contra^  TJ.  S.  o.  Morris,  3  Fish. 
72  ;  8.  o.  2  Bond  23. 

If  the  article  is  patented  a  person  is  not  liable  under  this  clause  for 
aflSxing  the  word  *^  patent,"  although  he  also  puts  on  the  article  the  date 
of  another  patent.    French  v.  Foley,  11  Fed.  Bep.  804. 

A  patentee  who  affixes  the  word  *'*'  patented,''  with  the  day  and  year  when 
the  patent  was  granted,  on  an  article,  is  not  liable  to  the  penalty,  although 
the  patent  has  expired.  Wilson  v.  Singer  Manuf.  Co.,  16  0. 6. 1091 ;  s.  c. 
9  Biss.  173 ;  8.  o.  4  Ban  &  Ard.  637 ;  8.  o.  12  Fed.  Bep.  298. 

The  plaintiff  must  prove  beyond  a  reasonable  doubt :  Ist.  That  the 
defendant  affixed  the  word  upon  the  article  ;  2d.  That  the  defendant  has 
no  patent ;  3dp  That  the  defendant  affixed  the  word  with  the  intent  to 
deceive  the  public.    Nichols  v.  Newell,  1  Fish.  647. 

The  statute  forbids  the  affixing  the  word  upon  any  article  for  the  pur- 
pose of  deceiving  the  public.  The  offence  is  committed  by  affixing  the 
word  for  that  purpose.  If  it  is  affixed  to  an  article  for  that  purpose,  then 
the  offence  is  complete,  whatever  disposition  of  the  article  may  subse- 
quently be  made.  On  the  other  hand,  if,  when  the  word  is  affixed,  it  is 
with  an  innocent  purpose,  the  offence  is  not  committed,  whatever  new 
purpose  the  defendant  may  have  at  a  subsequent  period.  Nichols  v. 
Newell,  1  Fish.  647. 

The  simple  act  of  marking  the  article,  indicating  that  it  was  patented 
when  it  was  not,  is  not  sufficient  to  constitute  the  offence.  The  marking 
must  not  only  give  the  public  to  understand  the  fact  of  a  patent,  but 
the  act  must  be  done  malo  (xnimo  with  an  intent  to  deceive ;  and  this 
ingredient  of  the  offence,  which  is  essential  to  make  it  complete,  must  be 
left  to  and  found  by  the  Jury.    Walker  v,  Hawxhurst,  5  Blatch.  494. 

If  the  defendant  gave  instructions  to  his  workmen  to  manufacture 
articles,  and  put  on  the  word  for  the  purpose  of  deceiving  the  public,  and 
subsequently  changed  his  views  or  wishes,  but  did  not  communicate  this 
change  to  the  workmen,  this  uncommunicated  purpose  or  wish  or  intent 
will  have  no  operation  to  prevent  the  affixing  of  the  word  by  the  work- 
men from  being  an  affixing  with  the  intent  to  deceive  the  public.  Nichols 
v.  Newell,  1  Fish.  647. 

Whether  the  alleged  false  marking  was  done  with  intent  to  deceive  the 
public  is  in  ordinary  cases  a  question  of  fact.  Oliphant  v.  Salem  Flouring 
Mills,  5  Saw.  128  ;  s.  c.  3  Ban  &  Ard.  256. 

If  a  person  marks  an  unpatented  article  with  the  word  '^  patent,"  the 
presumption  is,  until  the  contrary  appears,  that  the  mark  was  placed  on 
the  article  with  the  intention  to  deceive.  Oliphant  v.  Salem  Flouring 
Mills  Co.,  5  Saw.  128 ;  s.  c.  3  Ban  &  Ard.  256. 
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The  conduct  of  a  person  when  mtent  is  to  be  ascertamed,  both  before 
and  after  the  act  which  is  to  be  accomplished  by  it,  may  be  gone  into  to 
determine  what  was  his  intent  at  the  time  of  the  act.  Nichols  v.  Newell, 
1  Pish.  647. 

A  man  is  to  be  held  to  intend  that  which  is  the  necessary  consequence 
of  his  acts,  or  what  he  infers  will  be  the  consequence  of  his  acts.  Nichols 
V.  Newell,  1  Fish.  647. 

The  burden  of  proof  is  upon  the  plaintiff  to  establish  beyond  a  reason- 
able doubt  such  facts  as  are  necessary  to  constitute  the  offense.  Nichols 
r.  Newell,  1  Fish.  647. 

The  question  of  fraud  or  deceit,  as  a  matter  of  fact  presented  in  a  case, 
mvolTes  aa  inquiry  of  much  latitude  and  scope  on  tiie  trial,  and  must  gen- 
erally be  directed  by  the  good  sense  of  the  judge  in  respect  to  the  bear- 
ing of  the  facts  and  circumstances  relied  on,  and  concerning  which  it  is 
oftentimes  difiScult  to  apply  any  fixed  rules.  Very  considerable  indulgence 
is  therefore  allowed  by  the  appellate  court  in  revising  these  questions. 
The  error  must  not  only  be  striking,  but  must  necessarily  have  been  cal- 
culated to  mislead  the  minds  of  the  jury,  before  the  verdict  will  be  inter- 
fered with.    Walker  v,  Hawxhurst,  5  Blatch.  494. 

If  the  word  ^^  patent "  is  put  on  in  any  way,  it  answers  l^e  description. 
Nicholls  V.  Newell,  1  Fish.  647. 

The  marks  are  just  as  much  upon  the  article  when  put  upon  one.  part  of 
it  as  upon  anotlier.    Nicholls  v.  Newell,  1  Fish.  647. 

The  action  can  not  be  prosecuted  in  the  name  of  the  United  States 
alone.  It  should  be  prosecuted  by  an  informer ;  or  if  the  name  of  the 
United  States  can  be  properly  used,  it  must  be  in  connection  with  a  per- 
son to  be  named  as  informer,  who  shall  be  responsible,  in  case  the  action 
is  not  sustained,  for  costs  or  other  consequences  resulting  from  its  failure. 
U.  S.  V.  Morris,  3  Fish.  72 ;  s.  c.  2  Bond  23. 

The  section  authorizes  the  infliction  of  a  penalty  of  just  one  hundred 
dollars,  and  such  penalty  may  be  recovered  in  an  action  of  debt.  Stimpson 
V.  Fond,  2  Curt.  602. 

The  action  may  be  brought  at  any  time  within  five  years  after  the  com- 
mission of  the  offence.    Stimpson  v.  Fond,  2  Curt.  502. 

Sec.  4902.  Any  citizen  of  the  United  Statles  who  makes 
any  new  invention  or  discovery,  and  desires  further  time 
to  mature  the  same,  may,  on  payment  of  the  fees  required 
by  law,  file  in  the  patent  ofl&ce  a  caveat  setting  forth  the 
design  thereof,  and  of  its  distinguishing  characteristics, 
and  praying  protection  of  his  right  until  he  shall  have 
matured  his  invention.  Such  caveat  shall  be  filed  in  the 
confidential  archives  of  the  office  and  preserved  in  secrecy^ 
and  shall  be  operative  for  the  term  of  one  year  from  the 
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filing  thereof;  and  if  application  is  made  within  the  year 
by  any  other  person  for  a  patent  with  which  such  caveat 
would  in  any  manner  interfere,  the  commissioner  shall 
deposit  the  description,  specifications,  drawings,  and  model 
of  such  application  in  like  manner  in  the  confidential 
archives  of  the  office,  and  give  notice  thereof,  by  mail,  to 
the  person  by  whom  the  caveat  was  filed.  If  such  person 
desires  to  avail  himself  of  his  caveat,  he  shall  file  his 
description,  specifications,  drawings,  and  model  within 
three  months  from  the  time  of  placing  the  notice  in  the 
post  office  in  Washington,  with  the  usual  time  required 
for  transmitting  it  to  the  caveator  added  thereto ;  which 
time  shall  be  indorsed  on  the  notice.  An  alien  shall  have 
the  privilege  herein  granted,  if  he  has  resided  in  the 
United  States  one  year  next  preceding  the  filing  of  his 
caveat,  and  has  made  oath  of  his  intention  to  become  a 
citizen. 

Statute  Bevisedr-^ulj  8, 1870,  ch.  230,  §  40, 16  Stat.  208. 
Prior  Statutes-^iAj  4,  1836,  ch.  357,  §  12,  5  Stat  121.— March  2, 1861,  ch. 
88,  §  9,  12  Stat  247. 

A  caveat  is  intended  to  answer  a  double  purpose ;  1st,  to  give  notice  of 
the  caveator's  claim  as  inventor;  2d,  to  prevent  a  patent  issuing  to 
another  for  the  same  thing.  Allen  v.  Hunter,  6  McLean  303 ;  American 
Pavement  Co.  v.  Elizabeth,  6  Fish.  424;  8.  c.  3  0.  G.  522. 

This  section  was  introduced  for  the  benefit  of  the  inventor,  but  is  not 
necessary  to  the  preservation  of  his  right.  It  only  enables  him  to  have 
notice  of  any  interfering  application.  Heath  v.  Hildreth,  Cranch  Pat. 
Dec.  96. 

The  effect  of  the  caveat  is  to  protect  the  claim  of  an  inventor  from  all 
interfering  applications  made  within  one  year  after  its  filing,  by  requiring 
the  oflice  to  notify  him  of  such  application,  that  he  may  resist  the  inter- 
ference, if  he  chooses.    Bell  v.  Daniels,  1  Fish.  372 ;  s.  c.  1  Bond  212. 

If,  during  the  time  which  elapses  between  the  filing  of  his  caveat  and 
his  application,  the  inventor  allows  his  invention  to  go  into  public  use, 
his  caveat  will  not  protect  him.  Bell  v.  Daniels,  1  Fish.  372 ;  s.  c.  1 
Bond  212. 

The  purpose  of  the  caveat  is  to  save  the  discoverer  from  the  effect  of 
the  rule  of  law  which  gives  to  the  inventor  that  first  adapts  his  invention 
to  practical  use  the  right  to  the  grant  of  the  patent.  Phelps  o.  Brown,  1 
Fish.  479 ;  s.  c.  4  Blatch.  362. 
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If  the  inventor  has  not  perfected  his  invention,  and  does  not  use  due 
diligence  to  carry  it  into  effect,  and,  in  the  meantime,  before  he  gets  his 
patent,  somebody  else  invents  and  uses  the  invention,  and  incorporates 
it  into  a  practical,  useful  machine,  then  he  can  not,  by  a  subsequent 
patent,  appropriate  to  himself  what  has  thus  been  embraced  in  a  machine 
between  his  caveat  and  the  obtaining  of  his  patent.  Johnson  v.  Boot,  1 
Fish.  351. 

In  considering  the  question  of  reasonable  diligence,  it  is  not  sufficient 
to  answer  that  the  patentee  used  diligence  in  relation  to  some  other  inven- 
tion or  machine.  The  question  is,  Did  he  use  diligence  in  perfecting  the 
invention  mentioned  in  the  caveat?    Johnson  v.  Boot,  1  Fish.  351. 

The  question  of  diligence  is  not  an  absolute  but  relative  one,  and  must 
be  considered  in  reference  to  the  subject-matter  of  the  experiments. 
American  Pavement  Co.  v,  Elizabeth,  6  Fish.  424 ;  s.  c.  3  0.  G.  522. 

The  granting  of  a  patent  while  a  caveat  is  pending  and  in  force  does 
not  render  the  patent  void.  Cochrane  v.  Waterman,  Cranch  Pat.  Dec. 
121. 

If  the  commissioner  accidentally  overlooks  a  caveat  filed  before  the 
application  by  another  party,  he  may  issue  a  patent  to  the  caveator  even 
after  the  granting  of  a  patent  to  such  other  party,  in  order  to  give  him  an 
opportunity  to  correct  the  error.  He  should  not  be  prejudiced  by  the 
accidental  omission  to  give  him  notice.  Phelps  v.  Brown,  1  Fish.  479 ; 
s.  c.  4  Blatch.  362. 

A  caveat  is  not  conclusive  evidence  that  the  invention  was  not  per- 
fected, for  it  may  happen  that  a  person  may  choose  to  file  a  caveat  while 
he  is  going  on  and  making  improvements  upon  an  invention  which  he  has 
already  completed,  so  as  to  be  of  practical  utility.  Johnson  v.  Boot,  1 
Fish.  351. 

If  an  applicant  on  the  rejection  of  his  application,  files  an  amendment 
limiting  or  restricting  the  claim,  he  is  bound  by  this  restriction.  New 
York  B.  &  P.  Co.  v.  Sibley,  23  O.  G.  1444 ;  s.  c.  15  Fed.  Bep.  386. 

Although  an  inventor  takes  out  a  caveat  in  his  own  name  alone,  yet  if 
the  invention  is  in  fact  joint,  it  may  be  carried  back  to  the  filiag  of  the 
caveat.    Hoe  r.  Kahler,  12  Fed.  Bep.  111. 

A  caveat  ma}'  be  received  and  filed  on  the  oath  and  signature  of  one 
only  of  joint  inventors.    O.  A,  Gray,  12  0.  G.  396. 

The  granting  of  a  patent  being  a  public  act,  the  caveator  is  bound  to 
take  notice  of  it,  and  to  file  his  application  within  a  reasonable  time  there- 
after.   Lewis  Hillebrand,  2  Dec.  Com.  145. 

No  inference  can  be  drawn  from  a  caveat  as  to  the  date  of  an  inven- 
tion, unless  the  caveat  describes  it.     Wheeler  v,  Peters,  2  Dec.  Com.  141. 

If  a  caveat  and  an  application  for  a  patent  are  filed  upon  the  same  day, 
and  for  the  same  invention,  it  will  be  presumed  they  were  filed  simul- 
taneously, and  the  caveator  will  be  notified.    J.  Essex,  9  O.  G.  497. 

If  a  conflicting  caveat  is  in  force  when  an  application  is  filed,  though 
the  application  is  rejected,  and  the  rejection  is  not  set  aside  until  after 
the  caveat  has  expired,  yet  the  caveator  is  then  entitled  to  be  notified. 
J.  Kenny,  Sr.,  1  Dec.  Com.  97. 
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A  caveator  who  has  been  notified  of  an  application  claiming  the  same 
invention,  is  entitled  to  no  special  indulgence  on  that  account,  if  he 
neglects  to  &pply  for  a  patent  for  ten  months  after  one  has  issued  to  the 
other  party.    Wheeler  r.  Bank  2  Dec.  Com.  119. 

Sec.  4903.  Whenever,  on  examination,  any  claim  for 
a  patent  is  rejected,  the  commissioner  shall  notify  the  ap- 
plicant thereof,  giving  him  briefly  the  reasons  for  such 
rejection,  together  with  such  information  and  references 
as  may  be  useful  in  judging  of  the  propriety  of  renewing 
his  application  or  of  altering  his  specification ;  and  if,  after 
receiving  such  notice,  the  applicant  persists  in  his  claim 
for  a  patent,  with  or  without  altering  his  specifications, 
the  commissioner  shall  order  a  re-examination  of  the  case. 

statute  i20VM8(}-Jiil7  S,  1870,  ch.  280,  §  41, 16  Stat.  204 
Prior  StcUtUe-^uiy  4, 1836,  oh.  857,  f  7,  6  Stat.  110. 

The  specification  is  always  open  to  amendment  of  its  description  and 
claims,  an^  to  the  addition  of  new  matters  of  description  and  new  dahns, 
where  the  drawings  and  model  exhihit  the  matters  involved  in  the  amend- 
ments and  additions,  and  this  privilege  continues  until  the  matter  of  the 
application  is  finally  disposed  of  by  the  granting  of  a  patent  or  otherwise. 
Singer  v.  Braunsdorf,  7  Blatch.  521. 

The  right  to  change  the  specification  exists,  and  may  be  exercised  inde- 
pendently of  the  suggestions  of  the  commissioner  at  any  time  before  the 
commissioner  has  given  his  formal  judgment  upon  the  application.  Grod- 
frey  o.  Eames,  1  Wall.  317. 

If  an  application  is  pendmg  for  a  patent  for  several  improvements,  a 
new  application  may  be  made  for  a  patent  for  one  of  them,  for  it  simplifies 
the  application  and  disembarrasses  it  from  its  connection  with  other  im- 
provements claimed.  Sufi'olk  Co.  r.  Hayden,  4  Fish.  86 ;  s.  c.  3  Wall. 
315. 

If  an  amended  application  embodies  any  material  addition  to  or  vari- 
ance from  the  original,  anything  new  that  was  not  comprised  in  that,  such 
addition  or  variation  can  not  be  sustained  on  the  original  application. 
Raikoad  Co.  v.  Sayles,  97  TJ.  S.  554 ;  s.  C  15  0.  G.  243 ;  s.  o.  3  Biss.  52 ; 
s.  c.  4  Fish.  584. 

Practice. 

An  examiner  should  not  reject  an  application  without  expressing  an 
opinion.    Coleman,  18  0.  G.  1051. 

If  an  examiner  rejects  a  claim  for  want  of  novelty,  he  should  give 
specific  references.  Hill,  16  O.  G.  765  ;  Fairbanks  &  liobinson,  3  O.  G. 
65 ;  Albert  D.  Davis,  6  0.  G.  297. 

If  the  examiner  objects  to  a  claim  as  indefinite,  he  must  point  out  or 
indicate  in  what  respects  it  is  indefinite.    Templeton,  17  O.  G.  910. 
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Upon  a  decision  and  notice  that  all  formal  objections  have  been 
removed,  followed  by  a  consideration  of  the  case  upon  its  merits,  neither 
the  same  formal  objections  nor  any  other  ought  to  be  insisted  on  by  the 
examiner  without  the  authority  of  the  commissioner.  Starr,  15  O.  G.  1053. 

If  an  application  is  rejected  on  an  unexpired  patent,  it  is  not  sufficient 
for  the  applicant  to  make  oath  that  he  made  the  invention  before  the 
filing  of  the  patented  application,  but  the  affidavit  must  set  forth  the  facts 
that  show  a  prior  invention.    Gasser,  17  O.  G.  507. 

After  a  first  rejection  the  applicant  may  insist  upon  his  chum  as  j)re- 
sented.  If  the  examiner  reaffirms  his  former  decision,  without  supporting 
it  with  fresh  references,  the  rejection  is  final,  and  there  is  no  remedy  but 
appeal.  But  if  the  examiner  gives  new  references,  the  applicant  has  a 
right  to  reply  to  them,  or  to  amend  his  specifications.  Alice  Appleton,  1 
Dec.  Com.  8. 

The  rejection  of  an  applic&tion  having  been  affirmed  upon  a  former  oc- 
casion in  consequence  of  misapprehending  the  construction  of  the  machine 
under  consideration,  the  case  was  reconsidered  upon  the  error  being  cor- 
rected.   Powers  &  Stevens,  1  Dec.  Com.  81. 

The  notice  should  state  the  defects  in  the  application  distinctly  and 
definitely.  A  mere  reference  to  pencil  marks  on  the  specifications  Is  not 
sufficient.    Wilkins,  24  O.  G.  1271. 

If  an  inventor  files  an  application  as  a  substitute  for  one  previously 
appealed  to  the  examiners  in  chief,  and  by  them  rejected,  the  primary 
examiner  should  examine  it  on  its  merits,  and  not  reject  it  merely  because 
be  deems  it  identical  with  tiie  one  rejected  bv  the  examiners  in  chief.  W. 
H.  Le  Van,  1  O.  G.  226. 

If  an  application  is  rejected  on  a  reference  to  prior  publications,  an  affi- 
davit of  a  prior  discovery  must  state  the  facts.  Saunders,  23  O.  G.  1224 ; 
Graydoh,  25  O.  G.  192. 

Amendmenl;.  . 

An  applicant  mav  be  allowed  to  amend  his  application  so  as  to  intro- 
duce new  matter,  if  he  makes  oath  that  it  was  a  part  of  his  original 
mvention.    McDougall,  21  O.  G.  1783. 

If  the  application  admitted  of  illustration  by  drawings,  it  can  not  be 
amended  by  the  introduction  of  new  matter,  unless  the  applicant  makes 
oath  that  it  was  a  part  of  his  original  invention.  Snyder,  22  O.  G. 
1975 ;  Jesse  H.  Temple,  12  O.  G.  795  ;  Coleman,  18  O.  G.  1051 ;  Lamb, 
16  O.  G.  405 ;  Huck,  16  O.  G.  1052 ;  Wm.  C.  Dodge,  3  O.  G.  179. 

When  the  invention  does  not  admit  of  illustration  by  a  drawing,  the 
claim  may  be  amended  upon  proof  that  the  amendment  was  a  part  of  the 
original  invention.    Shalters,  15  O.  G.  970. 

A  party  who  desires  to  amend  his  application  should  state  the  reason 
why  he  desires  to  amend.    Winchester,  17  O.  G.  453. 

It  is  onlv  those  changes  that  afibct  the  substance  or  materiality  of  an 
invention  that  are  objectionable  as  new  matter.  William  B.  Carlock,  8  O. 
G.  191. 

In  amending  original  applications  it  will  not  be  considered  as  the  intro- 
duction of  new  matter,  if  the  subject  is  embraced  either  in  the  model, 
drawing  or  specification.    J.  F.  W.  Dorman,  9  O.  G.  1061. 

After  an  application  has  been  filed  it  can  not  be  amended  by  inserting 
the  description  of  a  modification  of  the  combination  claimed  which  is  not 
shown  hi  the  original  model  or  drawings.  L.  J.  Knowles,  2  Dec.  Com.  161. 
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An  amendment  may  be  made  of  a  model  or  drawing  if  it  does  not  depart 
from  the  invention  described  in  the  application.    Dunn,  16  O.  G.  1004. 

Although  the  original  application  was  for  a  continuous  process,  yet  the 
applicant  may  amend  it  so  as  to  make  it  consist  of  successive  stages. 
Wohltmann,  16  O.  G.  723. 

If  the  original  application  does  not  describe  any  mode  of  producing  the 
article,  it  may  be  amended  by  adding  such  description.  James  Lee,  15 
O.  G.  512. 

If  there  is  a  generic  claim,  the  several  species  can  not  be  first  described 
in  an  amended  application.    Morrison,  16  O.  G.  359. 

If  priority  of  invention  is  awarded  to  another  on  all  the  claims  contained 
in  an  application,  the  applicant  can  not  afterwards  amend  by  inserting 
other  claims.    Cobb,  16  O.  G.  175. 

If  a  party  has  two  applications,  and  a  claim  is  equally  appropriate  to 
both,  he  can  not  insert  it  by  an  amendment  in  the  first  application  if  it  is 
shown  in  a  patent  already  issued  on  the  second  application.  Emerson, 
16  O.  G.  1232. 

An  amendment  may  be  made,  althoufi^h  more  than  two  years  have 
elapsed  after  the  application  was  filed.    Wm.  C.  Dodge,  3  O.  G.  179. 

If  an  applicant  who  has  stricken  out  a  claim  desires  to  restore  it,  he 
must  rewrite  it.    Mumler,  24  O.  G.  1090. 

An  amendment  which  is  substantially  the  same  as  the  application  that 
has  already  been  rejected,  will  not  be  allowed.    Hitt,  25  O.  G.  192. 

After  an  application  has  been  finally  rejected  on  an  appeal  to  the  court, 
it  is  within  the  discretion  of  the  commissioner  whether  any  amendment  of 
it  shall  be  allowed.    Whiteley  &  Gage,  1  Dec.  Com.  53. 

If  a  disclaimer  does  not  afi'ect  any  material  part  of  the  claim  it  may  be 
signed  by  the  attorney.    Murdoch,  16  O.  G.  957. 


Sec.  4904.  Whenever  an  application  is  made  for  a 
patent  which,  in  the  opinion  of  the  commissioner,  would 
interfere  with  any  pending  application,  or  with  any  un- 
expired patent,  he  shall  give  notice  thereof  to  the  appli- 
cants, or  applicant  and  patentee,  as  the  case  may  be,  and 
shall  direct  the  primary  examiner  to  proceed  to  deter- 
mine the  question  of  priority  of  invention.  And  the  com- 
missioner may  issue  a  patent  to  the  party  who  is  adjudged 
the  prior  inventor,  unless  the  adverse  party  appeals  from 
the  decision  of  the  primary  examiner,  or  of  the  board  of 
examiners  in  chief,  as  the  case  may  be,  within  such  time, 
not  less  than  twenty  days,  as  the  commissioner  shall 
prescribe. 

statute  Ravised-^vilj  8,  1870,  ch.  230,  §  42, 16  Stat  204. 
Ftior  Statutes— Febru&rj  21, 1793,  ch.  11,  §  9, 1  Stat  822.->riily  4, 1836,  ch. 
357,  i  8,  5  Stat.  120. 
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How  the  commissioner  is  to  obtain  information  of  the  interfering  patent 
is  not  provided  for  in  the  statute,  and  hence  tlie  matter  is  necessarily  left 
to  his  discretion  to  obtain  it  in  the  best  way  that  he  can.  If  the  party 
interested  may  know  of  the  application,  he  can  bring  the  interference  to 
the  notice  of  the  commissioner,  or  if  the  commissioner  happens  to  recol- 
lect the  issuing  or  existence  of  the  previous  patent,  he  may  act  upon  that 
information.  It  would  be  very  unreasonable  to  require  him  to  recollect 
all  the  previous  patents  at  the  time  that  might  interfere  with  the  one 
applied  for,  or  to  require  the  party  interested  to  know  that  an  application 
was  pending  in  the  office  for  a  patent  interfering  with  higi.  Potter  v, 
Dixon,  2  Fish.  381 ;  s.  C  5  Blatch.  160. 

A  man  may  have  letters  patent  issue  to  him  hidividually,  for  that  which 
he  has  claimed  as  a  joint  invention  with  another,  and  he  is  not  estopped 
by  such  joint  patent  from  claiming  an  interference.  Crocker's  Case,  2 
A.  L.  T.  129. 

An  applicant  can  not  be  put  into  interference  with  an  applicant  who 
subsequently  files  an  application.   Ex  parte  Platts  &  Walden ,  *15  O.  G.  827. 

A  reissue  can  not  be  withheld  on  the  ground  that  an  interfering  appli- 
cation was  filed  after  the  granting  of  the  original  patent.  Thomas  J. 
Mayall,  11  O.  G.  1107. 

Priority  of  invention  is  the  only  question  that  can  be  heard  or  deter- 
mined on  an  interference.    United  States  o.  Commissioner,  7  O.  G.  603. 

When  the  application  is  for  a  combination,  form  and  stracture  become 
substance,  and  an  admission  that  one  is  different  in  its  form  and  structure 
from  another,  is  an  admission  of  a  fact  which  is  prima  facie  evidence  tliat 
there  is  no  interference  between  the  two.  Bain  v.  Morse,  6  West.  L.  J.  372. 

The  decision  of  the  patent  office,  after  an  interference  has  been  Asclai'ed 
between  an  application  and  a  prior  patent,  is  not  conclusive  or  final. 
Union  Paper  Bag  Co.  v.  Crane,  1  Holmes  420 ;  s.  c.  6  O.  G.  801 ;  s.  C  1 
Ban  &  Ard.  494;  Wire  B.  S.  M.  Co.  v.  Stevenson,  11  Fed.  Eep.  155  ; 
8.  c.  39  Leg.  Int.  82. 

So  long  as  the  final  decision  on  an  interference  proceeding  remains  un- 
reversed and  unaffected  by  any  proceedings  authorized  to  be  instituted  in 
equity,  it  is  obligatory  and  must  be  deemed  res  adjudicata  between  the 
parties.    Peck  v.  Collins,  70  N.  Y.  376. 

A  statement  made  by  an  inventor  to  the  patent  office  as  to  the  date  of 
his  invention  does  not  estop  him  from  setting  up  a  prior  date  in  an  action 
under  this  section.  Union  Paper  Bag  Co.  v.  Crane,  1  Holmes  420 ;  s.  c. 
6  O.  G.  801 ;  8.  c.  1  Ban  &  Ard.  494. 

If  an  interference  is  declared,  and  the  examiner  in  chief  on  appeal 
suspects  from  the  evidence  that  the  applicant  has  abandoned  his  invention 
to  the  public,  and  that  question  is  refeiTed  to  an  examiner,  the  owner  of 
the  prior  patent  cannot  appeal  from  the  decision  of  the  examiner  on  that 
points    United  States  v.  Commissioner,  7  O.  G.  603. 

A  notice  to  produce  the  deposition  before  a  commissioner  for  inspection 
is  not  a  waiver  of  a  want  of  notice,  although  the  opposite  party  offers  to 
produce  the  witnesses  for  cross-examination.  Perry  «•  Cornell,  Cranch 
Pat.  Dec.  132. 
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If  there  is  an  informality  in  the  transnussion  of  the  deposition,  tiie 
commissioner  may  postpone  the  hearing  in  order  to  enahle  the  party  to 
cure  the  defect.    Smith  v.  Flickenger,  Cranch  Pat.  Dec.  116. 

An  ohjection  to  the  insufficiency  of  the  time  between  the  notice  and  the 
taking  of  the  deposition,  can  not  be  considered  unless  it  is  taken  at  the 
hearing.    Smith  v,  Flickenger,  Cranch  Pat.  Dec.  116. 

If  the  person  who  takes  the  deposition  omits  to  state  that  it  was  sealed 
up  by  him,  it  can  not  be  used.    Arnold  v.  Bishop,  Cranch  Pat.  Dec.  103. 

The  rules,  so  long  as  they  remain  unabrogated,  are  as  binding  on  the 
commissioner  as  the  law  itself.    Arnold  v.  Bishop,  Cranch  Pat.  Dec.  lOS. 

A  party  who  appears  and  cross-examines  a  witness  can  not  object  to  the 
shortness  of  the  notice  of  the  time  of  taking  the  evidence.  Arnold  v. 
Bishop,  Cranch  Pat.  Dec.  103. 

Declaration  of  Interference* 

An  application  is  pending  until  the  patent  has  been  signed,  sealed  and 
delivered,  and  if  another  application  is  filed  covering  the  same  claims 
prior  to  the  delivery  of  the  patent,  an  interference  should  be  declared, 
although  a  decision  has  been  given  in  favor  of  the  prior  application  on  one 
interference.  Lawrence,  16  O.  G.  955 ;  contra^  Wright  t.  Beese,  11  O.  G. 
329. 

In  declaring  an  interference  the  examiner  should  deflne  the  subject 
matter  and  specify  the  intejfering  claims.  It  is  not  sufficient  to  mention 
the  matter  constituting  the  issue  without  specifying  the  claims  nor  to 
specify  the  clidms  without  defining  the  matter.  Stephens  v.  Bailey,  13  0. 
G.45. 

Where  two  applications,  or  an  application  and  a  patent  interfere,  all  the 
interferences  between  them  must  be  set  forth  in  the  case  in  a  single  count, 
if  tiiey  present  only  a  single  issue,  or  in  several  counts  if  they  present 
several  issues.    Bell  o.  Gray,  15  O.  G.  776. 

If  an  Interference  is  declared,  then  all  the  applications  and  patents  and 
those  only  which  interfere  with  each  and  all  of  the  other  applications  and 
patents  embraced  in  each  count  or  subdivision  of  an  interference  are  to  be 
included  in  that  interference.    Bell  v.  Gray,  15  O.  G.  776. 

If  a  motion  to  amend  a  declaration  of  an  interference  has  been  once 
refused,  it  will  not  be  reconsidered  unless  upon  a  new  state  of  facts  or 
upon  grounds  that  would  support  a  motion  for  a  new  trial.  Lee  v.  Walsh, 
15  O.  G.  563. 

If  an  amendment  to  an  issue  in  an  interference  case  is  ambiguous,  it 
can  not  be  allowed.    Thomas  v.  Gutman,  16  O.  G.  857. 

The  question  of  novelty  should  be  settled  in  nil  cases  before  an  inter- 
ference is  declared,  but  if  it  is  made  an  issue  subsequentlv  it  can  not  be 
ignored.    Wood  ».  Morris,  3  O.  G.  239. 

Failure  to  make  objections  before  the  ezpirfition  of  the  time  for  filing 
preliminary  statements  will  be  considered  as  a'waiver  thereof  and  consent 
to  the  interference.    Anson  v.  Woodbury,  11  O.  G.  243. 

Wlien  Interference  Declared* 

Although  a  patent  has  been  issued  to  another  for  substantially  the  same 
thing  during  the  pendency  of  the  application,  yet  the  applicant  is  not 
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entitled  to  a  patent  without  being  required  to  prove  priority  of  invention 
in  an  interference  with  the  existing  patent.    William  Price,  1  O.  G.  574. 

An  interference  should  be  declared  where  a  device  claimed  in  an  appli- 
cation is  shown  in  a  patent,  though  not  claimed.  E.  S.  Wright,  2  Dec. 
Com.  60. 

If  a  patentee  ma^  claim  a  particular  feature  on  a  reissue,  he  should  be 
made  a  party  to  an  mterference.    Lee  v.  Walsh,  15  O.  G.  563. 

If  an  application  is  found  to  conflict  with  two  or  more  patents,  an  inter- 
ference should  be  declared,  including  all  the  parties,  and  not  a  separate 
interference  with  each  patent.    Wilson  v.  Yakel,  10  O.  G.  944. 

An  interference  may  be  declared  between  one  or  more  applications  and 
two  or  more  patents,  and  priority  awarded  to  one  of  the  patents,  or  to  an 
application  according  to  tne  &cts.    Nicholson  r.  Bennett,  16  O.  G.  631. 

If  the  claims  in  two  applications  are  for  substantially  the  same  inven- 
tion,  an  interference  should  be  declared,  although  they  are  in  different 
language.    Drawbaugh  v.  Blake,  23  O.  G.  1221. 

If,  pending  an  application,  a  patent  is  issued  to  a  later  applicant,  the 
first  applicant  is  entitled  to  have  an  interference  declared  with  the  patent 
issued  to  the  later  one.    Marston,  21  O.  G.  633. 

An  application  may  be  put  in  interference  with  a  prior  patent,  although 
the  applicant  has  an  English  patent  prior  to  the  American  patent.  Bland, 
16  O.  G.  47. 

An  interference  can  not  be  declared  between  an  American  inventor  and 
a  foreign  inventor  when  there  is  no  evidence  of  any  fact  that  would  inval- 
idate a  patent  to  an  American  inventor.  Thomas  v,  Beese,  16  O.  G.  1234 ; 
Thomas  v.  Beese,  17  O.  G.  195  ;  Nagel,  17  O.  G.  198. 

It  is  not  necessary  to  an  interference  that  the  combination  of  each  party 
should  consist  of  elements  identically*  the  same  in  form,  so  long  as  the 
combinations  are  equivalents  in  arrangement  and  operation.  Withington 
V.  Locke,  11  O.  G.  417. 

Where  one  partjr  claims  broadly  an  element  when  used  in  any  com- 
position of  a  certam  class,  and  another  claims  the  same  element  when 
used  in  a  particular  composition  of  that  class,  an  interference  must  be 
declared.    Boon  o.  Hinman,  2  Dec.  Com.  7. 

Where,  two  combinations  producing  the  same  effect  are  identical,  except 
as  to  a  single  element  which  is  present  in  one  but  wanting  in  the  other,  a 
case  of  interference  arises,  because  the  latter  combination  if  first  invented 
will  anticipate  and  defeat  the  former.    Banks  v.  Snediker,  17  O.  G.  508. 

An  interference  may  be  declared  between  a  generic  claim  and  a  claim 
for  a  species  of  the  same  genus.    William  Gardner,  17  O.  G.  620. 

If  neither  party  is  entitled  to  a  generic  claim,  an  interference  can  not 
be  declared  between  them  when  they  claim  different  specific  claims. 
William  Gardner,  17  O.  G.  626. 

If  the  difl'erent  claims  do  not  have  the  same  meaning,  there  is  no  inter- 
ference, although  they  use  the  same  words  in  describing  devices  that  are 
substantially  different.  Greenough  v.  Drummond,  16  O.  G.  586 ;  Nichol- 
son V.  Bennett,  16  O.  G.  631. 

If  one  party  claims  a  process  and  the  other  the  product  thereof,  the 
claims  interfere,  for  either  by  amendment  or  reissue  may  insert  the  claim 
of  the  other.    Finley  v.  Chapman,  1  0.  G.  277. 

The  descriptive  phrases  ^^ interlaced  ruled  lines"  and  ^^any  of  the 
known  means  of  pen-ruling  "  are  co-extensive.  Duthie  v.  Casilear,  1  O* 
G.  255. 

An  interference  is  jMroperly  declared  where  no  claim  can  be  made  upon 
the  device  of  the  party  first  in  the  office,  which  would  not  be  embraced  in 
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that  of  the  other  party.    Bacheller  o.  Porter,  1  Dec.  Com.  64 ;  Berliner 
V.  Gower,  15  O.  G.  1055. 

There  can  be  no  conflict  between  devices  intended  as  improvements 
upon  an  original  device,  but  not  upon  each  other,  where  they  perform  the 
same  result,  but  differ  in  their  method  of  performing  it,  which  is  their 
principal  operation,  as  much  as  they  differ  from  the  original.  Barton  o. 
Babcock,  1  Dec.  Com.  67 ;  Fletcher  v,  Abraham,  2  Dec.  Com.  26. 

If  an  application  is  filed  for  a  mechanical  patent  for  a  construction,  and 
if  a  design  for  which  a  patent  has  been  granted  can  be  produced  only  by 
that  construction,  an  interference  should  be  declared.  Collender  o. 
Griflath,  3  O.  G.  91 ;  s.  c.  3  O.  G.  267. 

An  interference  can  not  be  declared  merely  because  the  applicant  may 
possibly  during  the  pendency  of  the  case  make  a  claim  that  will  interfere. 
Nicholson  v.  Bennett,  16  O.  G.  631. 

An  interference  should  be  declared  where  reference  is  made  to  a  rejected 
joint  application,  and  the  question  decided  according  to  the  rules.  John 
B.  Welpton,  3  O.  G.  440. 

A  patent  will  be  issued  without  giving  notice  to  parties  whose  applicao 
tions  for  a  similar  invention  have  been  previously  rejected.  Casilear  & 
Mclntire,  8  O.  G.  474 ;  contra,  Rouse  &  Stoddard,  7  O.  G.  169. 

If,  pending  an  interference  between  A,  B  and  C,  D  files  an  application 
not  claiming  or  showing  the  invention  in  interference,  but  claiming  other 
matter  claimed  by  A  and  shown  by  B  and  C,  he  is  entitled  to  an  inter- 
ference with  A,  and  also  upon  an  amendment  of  their  applications  with  B 
and  C,  without  waiting  for  the  final  adjudications  of  the  pending  inter- 
'ference.     Smith,  17  O.  G.  447. 

If  a  party  who  is  successful  on  an  interference  fails  to  pay  the  final  fee 
within  the  time  limited  by  law,  an  interference  may  be  declared  between 
the  unsuccessful  party  and  a  subsequent  applicant,  and,  if  the  latter  suc- 
ceeds, he  may  obtain  a  patent.    Anon.  12  O.  G.  979. 

An  interference  will  not  be  declared  between  a  pending  application  and 
an  application  which  has  been  forfeited,  and  upon  reference  to  which  it 
has  been  rejected.    James  Spear,  5  O.  G.  201. 

If  claims  are  introduced  into  an  application  for  a  reissue,  which  are  in 
conflict  with  a  patent  granted  upon  an  application  filed  after  the  other 
patent  issued,  an  interference  will  be  declared.  Mayall  v.  Murphy,  5  O. 
G.  339. 

An  application  for  reissue  can  be  put  in  interference  with  a  patent 
granted  prior  to  the  filing  of  the  original  application.  Carroll  v.  Morse,  9 
O.  G.  453. 

An  interference  can  not  be  declared  between  a  reissue  application  and 
an  application  filed  afber  the  granting  of  the  original  patent.  Becker  v. 
Throop,  8  O.  G.  1 ;  Paris  v.  Busey,  8  0.  G.  859  ;  contra,  Sargent  &  Burge, 
10  Ch  G.  285. 

Preliminary  Statement. 

Neither  the  name  of  an  applicant  nor  any  particulars  of  his  invention 
will  be  communicated  to  a  patentee  with  whom  he  has  been  placed  in 
interference  until  the  patentee  files  his  preliminary  statement.  Spalding 
o.  Winchester,  3  Dec.  Com.  94. 

The  office  is  responsible  if  a  defective  preliminary  statement  is  received 
as  sufficient ;  but  if  the  adverse  party  takes  no  exception  to  it  the  defect 
is  cured.    White  &  Farmer,  5  O.  G.  338. 

Since  parties  are  allowed  in  their  preliminary  statements  to  fix  the  date 
of  their  invention,  it  is  proper  they  should  be  restricted  to  a  substantial 
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adherence  thereto  in  an  interference  proceeding.    Walpuski  v.  Jacobson,  9 
O.  G.  964 ;  Hunt  v.  King,  17  O.  G.  200. 

It  is  not  necessary  that  the  preliminary  statement  shall  fix  the  exact  day 
of  the  completion  of  the  invention.    Connor  v.  Williams,  15  O.  G.  386. 

It  is  not  necessary  that  the  preliminary  statement  shall  fix  with  abso- 
lute precision  both  the  exterior  limits  of  the  period  of  time  to  be  covered 
by  the  proof,  but  it  is  necessary  that  it  shall  fix  Uie  first  of  those  limits. 
Any  interval  between  the  day  aeclared  and  the  day  proven  must  extend 
forwards  and  not  backwards.    Connor  v.  Williams,  15  O.  G.  386. 

A  preliminary  statement  that  the  invention  was  completed  several  days 
before  a  designated  day  is  tantamount  to  a  declaration  that  it  was  com- 
pleted on  or  i^out  that  day.    Connor  v,  Williams,  15  0.  G.  386. 

An  applicant  in  his  preliminary  statement  may  be  required  to  set  forth 
the  nature  and  extent  of  the  use  of  his  invention  fh)m  the  time  of  its 
perfection  until  he  filed  his  application.    J.  E.  Dermody,  14  O.  G.  202. 

It  is  not  necessary  that  the  preliminary  statement  shall  set  forth  the 
extent  of  use  after  completion,  if  it  clearly  shows  that  the  invention  was 
completed  within  the  period  of  two  years  prior  to  the  filing  of  the  applica- 
tion.   John  W.  Wheat,  14  O.  G.  787. 

An  amendment  of  a  preliminary  statement  will  not  be  allowed  after  the 
adverse  party  has  taken  his  testimony.    Hopkins  v.  Le  Boy,  18  O.  G.  859. 

Where  it  is  made  reasonably  certain  that  a  mistake  has  been  made  in 
the  preliminary  statement,  the  party  may  be  allowed  to  amend  it  at  any 
time  before  the  testimony  is  closed.    Moore  v.  Brown,  22  O.  G.  1882. 

A  preliminary  statement  cannot  be  amended  to  change  the  date  of  the 
invention  after  the  party  has  closed  his  testimony.  Guest  v.  Finch,  10 
O.  G.  165 ;  Cheesebrough  v.  Tappan,  1  O.  G.  464. 

Amendments  of  preliminary  statements  are  allowed  only  before  the 
statement  of  the  opposite  party  is  disclosed  to  the  one  making  the  amend- 
ment, or  upon  requirement  of  the  commissioner,  when  the  same  are 
indefinite,  before  testimony  is  takea.    Guest  o.  Finch,  10  O.  G.  165. 

An  amendment  of  a  preliminary  statement  in  respect  to  essential 
matter  can  not  be  allowed  after  testimony  has  been  taken,  or  after  each 
has  learned  the  other's  dates.    Oliver  v,  Zeller,  10  O.  G.  416. 

An  amendment  to  a  preliminary  statement,  setting  up  an  earlier  date 
than  that  originally  established,  will  not  be  regarded.  Cutting  v,  Kay  lor, 
2  O.  G.  704. 

If  one  is  proved  not  to  have  been  of  sound  mind  when  making  the  pre- 
liminary statement,  it  may  be  amended  or  disregarded  as  equity  may  seem 
to  warrant.    W.  D.  Brooks,  6  O.  G.  296. 


Examiner  of  Interferences. 

It  is  a  matter  wholly  within  the  discretion  of  the  commissioner  what 
questions  arising  out  of  interference  cases  shall  be  decided  by  the  examiner 
of  interferences  or  some  primary  examiner.  Weitling  o.  Cabel,  2  O.  G. 
223. 

The  interference  must  be  heard,  in  the  first  place,  by  the  examiner  of 
interferences,  whether  the  issue  is  made  up  by  the  principal  examiner  or 
commissioner.   Farnsworth  o.  Andrews,  9  O.  G.  195. 

The  law  does  not  make  the  examiner  of  interferences  a  judge  of  the 
novelty  of  devices  before  him  in  interference ;  but  it  is  made  his  duty  to 
suspend  an  interference  whenever  it  appears  to  him  that  an  insufficient 
examination  has  been  made,  or  a  new  reference  has  been  discovered. 
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Neubocker  &  Schafhaus,  4  0.  G.  319  ;  Little  v.  liUie,  10  0. 6. 543 ;  Ansoa 
r.  Woodbury,  11  O.  G.  243. 

The  examiners  may  force  the  parties  to  bring  an  interference  case  to  a 
conclusion.    Taylor  v,  Sheffler,  24  O.  G.  1175. 


£videnee* 

The  only  matters  at  issue  in  an  interference  is  priority  of  invention,  to 
which  the  question  of  originality  as  between  the  parties  is  sometimes  ger« 
mane.    Miller  v.  Miles,  11  O.  G.  197. 

A  wife  is  a  competent  witness  for  her  husband  in  an  interference  case. 
Koen  V.  Quint,  23  O.  G.  1330. 

An  inventor  who  lias  token  out  a  patent  in  good  faith  should  not  have 
his  invention  crippled  bv  additional  patents  for  improvements  which 
naturally  suggest  themselves  to  every  mechanic  who  is  employed  to  man- 
ufactore  them.    Earle  v.  Dunderdale,  3  Dec.  Com.  174. 

In  an  interference  between  a  patent  and  a  subsequent  application  the 
patent  affords  2i  prima  facie  presumption  of  priority  of  invention  in  favor 
of  the  patentee.  Paul  &  Borland,  4  O.  G.  552  ;  Busha  v.  Phelps,  9  O. 
G.  1010 ;  Palm  v.  Behel,  10  O.  G.  701 ;  Cushman  v.  Parham,  9  0.  G. 
1108 ;  Sargent  ».  Surge,  11  O.  G.  1055 ;  Powers  ».  Pease,  13  O.  G.  175  ; 
Wyman  v.  Knowles,  13  O.  G.  320 ;  Leighton,  14  O.  G.  199 ;  Hall  v. 
Johnson,  23  O.  G.  2411. 

Where  it  appears  in  an  interference  between  an  application  and  a  patent 
that  the  patent  had  been  granted  during  the  pendency  of  the  application 
without  an  interference,  the  parties  should  be  treated  as  if  both  were 
applicants.  Goodman  v,  Scribner,  2  O.  G.  673;  Smith  o.  Barter,  7 
O.  G.  1. 

If  two  conflicting  applications  are  pending  in  the  office  at  the  same  time, 
and  a  patent  is  issued  upon  one  of  them  by  mistake,  without  declaring  an 
interference,  the  rights  of  the  parties  will  be  determined  as  if  both  were 
applicants.  Brookfield  v.  Brooke,  4  O.  G.  81 ;  Smith  v«  Barter,  7  O. 
G.  1. 

The  rights  of  a  prior  applicant  will  not  be  prejudiced  by  reason  of  a 

Satent  being  issued  inadvertently  to  a  subsequent  applicant,  and  the  bur- 
en  of  proof  rests  upon  the  latter  in  trial  of  inteiference.    Gordon  v. 
Withington,  9  O.  G.  1009. 

An  applicant,  in  order  to  overcome  a  patent,  need  only  establish  pri- 
ority of  invention  by  such  proof  as  would  in  a  possessory  action,  either 
real  or  personal,  be  sufficient  to  support  a  recovery  against  a  defendant  in 
possession.    Fulgham  o.  Westoott,  16  O.  G.  1005. 

If  there*  is  no  preponderance  of  evidence  in  favor  of  either  party,  the 
decision  must  be  in  favor  of  the  patent.  Fulgham  v,  Westoott,  16  0.  G. 
1005. 

A  patent  should  not  be  granted  which  would  be  in  conflict  with  one 
already  issued,  imless  upon  such  proof  that  the  applicant  1b  the  prior  in- 
ventor as  would  defeat  an  action  at  law  for  an  infringement  of  the  patent 
before  granted.    Gray  v.  Hale,  3  Dec.  Com.  129. 

There  is  a  presumption  in  favor  of  the  patentee  upon  an  interference 
with  an  applicant  that  is  not  overcome  by  testimony  which  only  raises  a 
doubt  in  favor  of  the  latter.  Smith  p.  Burlew,  2  Dec.  Com.  41 ;  Stoddard 
&  Perry,  6  0.  G.  33. 

The  claim  of  an  applicant  for  a  device  which  has  been  previously  pat- 
ented to  another  should    be  allowed  only  when  the  proof  absolutely 
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requires  it.    John  W.  Cochran,  1  Dec.  Com.  30 ;  Wheeler  «•  Chenoweth, 
1  Dec.  Com.  43 ;  Gates  v.  Benson,  2  Dec.  Com.  65. 

Although  an  applicant  filed  the  first  appHc&tdon,  yet  if  he  abandoned 
that,  and  then  filed  a  second  application  after  an  application  had  been 
filed  by  another,  the  burden  of  proof  is  on  him  to  show  priority  of  inven- 
tion.   Henderson  v.  Reese,  25  O*  G.  191. 

The  prima  facie  case  made  by  a  patent  having  been  overcome  by  evi- 
dence of  prior  invention  by  the  applicant,  the  buraen  of  proof  slufts,  and 
the  patentee  is  required  to  prove  an  earlier  date  in  order  to  establish  pri- 
ority.   Hazelip  v.  Bichardaon,  10  O.  G.  746. 

An  application  can  be  deemed  to  be  filed  only  from  the  time  of  the 
payment  o^  the  fee,  and  if  that  occurred  after  the  filing  of  another  appli- 
cation, then  the  applicant  takes  the  burden  of  showing  priority  of  inven- 
tion, although  he  first  sent  the  papers  to  the  patent  office.  Lapham  e. 
Bettendorf,  16  O.  G.  137. 

If  the  parties  had  applications  pending  at  the  same  time,  and  an  inter- 
ference is  declared  on  an  application^  for  a  reissue,  the  same  rule  will  be 
applied  in  determining  the  question  of  priority  of  invention  as  if  an  Inter- 
ference had  been  declared  on  the  applications.  Davis  v.  Scharffe,  14 
O.  G.  345. 

If  the  contest  is  one  of  originality,  the  burd^i  of  proof  is  upon  the  one 
charging  fraud.    Perrine  o.  Golcteworthy,  10  O.  G.  980. 

In  an  interference,  the  party  upon  whom  the  burden  of  proof  rests  must 
show  that  he  had  reduced  liis  invention  to  a  complete  form  prior  to  the 
invention  of  the  same  by  the  patentee.  McKnight  v.  Van  Wagenen,  9 
O.  G.  1161 ;  Cooke  v.  Chamberiain,  10  O.  G.  825. 

The  ordinary  rules  of  evidence  in  the  United  States  conrts  will  be  fol« 
lowed  and  adopted  in  interference  cases.   Berry  v.  Stockwell,  9  O.  G.  404. 

The  wife  of  an  applicant  is  not  a  competent  witness  in  an  interference 
case.    Workman  v.  McNaught,  16  O.  G.  216. 

Evidence  which  has  reference  to  the  acts  or  proceedings  of  third  parties 
in  regard  to  inventions  not  those  of  the  parties  to  the  controversy  are 
irrelevant  and  immaterial.    MOler  v.  Miles,  11  O.  G.  197. 

Ex  parte  affidavits  taken  by  an  adverse  party  can  not  be  used  to  affect 
the  rights  of  an  applicant.    Anson  v.  Woodbury,  12  O.  G.  1. 

The  commissioner,  without  proof,  will  take  notice  of  matters  of  public 
notoriety.    Anson  v.  Woodbury,  12  O.  G.  1. 

The  filing  of  an  application  for  a  patent  is  the  strongest  proof  possible 
of  the  fact  of  invention  at  the  date  of  the  application.  Huntley  v.  Smith, 
18  0.  G.  795. 

The  testimony  of  the  applicant  that  he  conceived  the  invention  at  a 
certain  time  may  be  sufficient  to  establish  that  fact  if  he  testifies  that  he 
then  produced  an  operative  instrument.  Dickson  o.  Kinsman,  18  O.  G. 
1224 ;  Dickson  v.  Kmsman,  18  O.  G.  1225. 

A  mere  naked  assertion  of  the  time  of  invention  is  of  small  importance 
compared  with  a  statement  of  facts  constituting  the  alleged  invention,  for 
it  involves  a  mixed  question  of  law  and  fact.  Slade  o.  Blair,  17  O.  G.  261. 

A  preliminary  statement  is  competent  evidence  against  the  party  who 
filed  it.    Anson  o.  Woodbury,  12  0.  G.  1. 

The  parties  in  their  proofs  are  confined  to  the  dates  set  up  in  their  pre- 
liminai7  statements.    Merrill  v.  Glidden,  11  O.  G.  196. 

If  the  preliminary  statement  alleges  that  the  invention  was  made  on  or 
about  a  certain  day,  the  party  can  not  adduce  proof  of  matter  prior  to  the 
specific  date  alleged.    Bering  v.  Haworth,  14  0.  G.  117. 
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If  testimony  taken  upon  an  interference  tends  to  set  up  an  earlier  date 
for  the  invention  than  was  claimed  in  the  preliminary  statement  of  the 
same  party,  it  must  at  least  be  viewed  with  fprave  suspicion.  Tegmeyer 
o.  Bell,  3  Dec.  Com.  285. 

The  acknowledgment  of  one  inventor  that  the  right  to  a  patent  is  in 
another,  is  not,  arter  its  grant  to  him,  a  bar  to  a  subsequent  n'ant  of  a 
patent  for  the  same  thing  to  the  inventor.    Allen  v.  Gilman,  2  0.  6.  293. 

The  deliberate  admission  of  one  party  that  the  invention  was  another's, 
for  which  he  was  entitled  to  receive  a  patent,  is  conclusive,  and  can  not 
be  avoided  in  an  interference.  Jeffers  v.  Duchemin,  2  Dec.  Com.  93 ; 
Hewins  ».  Spooner,  2  Dec.  Com.  94 ;  J.  W.  Cochran,  3  Dec.  Com.  78 ; 
Hawkins  v,  Lambert,  3  Dec.  Com.  273 ;  Harlow  v.  Guernsey,  7  O.  G.  513. 

A  concession  of  priority  does  not  constitute  evidence  of  the  date  of  an 
invention  as- against  any  party  except  the  one  who  makes  it.  Burgess  v* 
Wetmore,  16  O.  G.  765. 

If  the  evidence  shows  that  a  party  is  the  first  and  original  inventor,  a 
concession  of  priority  which  can  not  operate  as  an  assignment  will  not 
give  the  adverse  party  a  right  to  a  patent.  Packard  v.  Sanford,  16  0.  G. 
1182. 

The  admissions  of  a  party  may  be  received  in  evidence  against  him,  but 
in  such  case  the  whole  statement  containing  such  admissions  is  to  be 
taken  together.    Hussey  v.  Van  Wagenen,  10  O.  G.  942. 

If  an  interference  arises  between  an  American  and  a  foreign  inventor, 
the  latter  may  carry  the  date  of  his  invention  back  to  the  time  of  its 
importation  into  the  United  States.    Thomas  o.  Beese,  17  O.  G.  195. 

The  principle  of  estoppel  does  not  apply  in  determining  the  question  of 
priority  in  an  interference.    Swift  o.  Bochow,  17  O.  G.  450. 

There  is  nothing  in  the  character  of  the  rights  to  be  determined  that 
precludes  the  application  of  the  well-established  doctrine  of  estoppel. 
Berry  v.  Stockwell,  9  O.  G.  404. 

Testimony  taken  by  parties  to  an  interference,  simply  to  destroy  the 
right  of  either  party  to  a  patent,  is  not  taken  in  accordance  with  any  pro- 
vision of  law.    Smith  t>.  Perry,  9  O.  G.  688. 

Drawings  prepared  for  the  hearing  of  the  interference  are  of  little 
weight,  though  accompanied  with  proof  that  they  represent  such  as  ex- 
isted before.    Purdy  v.  White,  1  Dec.  Com.  22. 

Merely  oral  testimony  advanced  after  an  opponent  has  successfully  made 
the  inventioD,  and  introduced  it  into  practice,  is  not  sufficient  to  establish 
priority,  unless  of  the  most  undoubted  character.  Lagowitz  o.  Topham, 
9  0.  G.  742. 

In  an  interference,  the  claim  of  a  draughtsman  to  an  invention  which 
he  has  been  employed  to  put  into  shape  is  to  be  viewed  with  suspicion. 
Doughty  0.  Clark,  1  Dec.  Com.  14 ;  Spofi'ord  v.  Moore,  2  Dec.  Com.  6. 

An  exhibit  relied  upon  by  one  party  to  prove  that  an  invention  was 
made  at  a  certain  previous  time,  must  show  the  feature  of  the  invention 
as  described  in  the  claims  of  the  litigant  parties.  Kendall  v,  Scrymgeour, 
2  O.  G.  705. 

An  allegation  that  the  model  has  been  changed  since  it  was  originally 
jQled  must  be  stiictly  proved.    Merrill  r.  Glidden^  11  O.  G.  196. 

The  question  which  of  the  parties  on  the  record  is  the  first  inventor,  is 
the  only  one  to  be  tried  upon  an  interference.  Pugh  v.  Hamilton,  2  Dec. 
Com.  153  ;  Crane  &  Rogers,  3  Dec.  Com.  230  ;  Dana  v.  Grecnlei^,  9  O.  G. 
198 ;  Smith  v.  Perry,  9  O.  G.  688. 

If  a  public  use  is  proved  in  the  first  interference,  occurring  more  than 
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two  years  prior  to  the  filing  of  the  new  application,  it  affords  good  ground 
for  rejecting  the  latter.    Bitchel  v.  De  Sanno,  10  O.  G.  941. 

If  the  evidence  shows  that  the  invei^tion  was  publicly  sold  more  than 
two  years  before  the  filing  of  the  application,  the  applicant,  although  en- 
titled to  priority,  will  not  be  permitted  to  introduce  evidence  to  show  that 
such  use  was  experimental.    Steams  v,  Prescott,  13  O.  G.  121. 

Bebutting  testimony  which  is  not  taken  in  pursuance  of  the  rule  can 
not  be  allowed.    Connor  v.  Williams,  15  O^  G.  386. 

The  date  of  filing  an  application  is  not  conclusive  of  the  date  of  inven- 
tion, but  may  be  disproved  by  testimony  introduced  in  rebuttal.  Chap- 
man 9.  Candee,  2  O.  G.  245. 

Testimony  taken  in  rebuttal  to  show  use  of  the  invention  at  another 
place  than  at  the  establishment  during  the  time  mentioned  is  properly  re- 
butting and  not  direct  evidence.    Chapman  v.  Morison,  8  O.  G.  1031. 

Where  one  party  to  an  interference  took  no  evidence  upon  the  question 
of  priority  in  opening  his  case,  he  will  not  be  allowed  to  use  any  taken  in 
rebutting.    Neal  v.  Daniels,  3  Dec.  Com.  156. 

The  evidence  by  which  a  party  to  an  interference  establishes  his  case 
when  taking  his  rebutting  testimony  is  admissible,  the  other  party  making 
no  objection,  but  admitting  the  same  fiacts  upon  cross-examination. 
Michael  v,  Kenney,  2  Dec.  Com.  140. 
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Where  the  proof  shows  that  neither  party  made  the  invention,  the 
question  of  priority  is  at  an  end,  and  there  can  be  no  further  interference. 
Weston  r.  Hunt,  3  Dec.  Com.  68;  Pugh  r.  Hamilton,  3  Dec.  Com.  116; 
Waters  v.  Yost,  8  O.  G.  517. 

An  interference  will  be  dissolved  where  the  inventions  are  shown  to  be 
radically  different  and  designed  for  different  purposes.  Jackson  v,  Nichols, 
3  Dec.  Com.  278 ;  J.  W.  Evans,  3  O.  G.  180 ;  Sherwood  v,  Searles,  1  Dec. 
Com.  112;  Steams  v.  Wingfield,  3  Dec.  Com.  67 ;  Pearl  &  Sawyer,  5  O. 
G.  694;  Smith  v.  Winchell,  13  O.  G.  1127. 

An  interference  will  not  be  dissolved  upon  ex  parte  affidavits  showing  a 
public  use  and  sale  for  more  than  two  years  prior  to  the  application. 
Wyman  v.  Knowles,  11  O.  G.  196. 

An  interference  will  be  dissolved  if  it  appears  that  the  claim  of  one  of 
the  parties  put  in  issue  was  not  shown  or  described  in  the  other  applica- 
tion.   Podd  V.  Cobb,  10  O.  G.  826 ;  Funck  r.  Doty,  13  O.  G.  322. 

An  interference  will  be  dissolved  when  it  is  discovered  that  the  inven- 
tion in  controversy  is  not  patentable.  Lynch  v.  Dryden,  3  O.  G.  407 ; 
Dunton,  Young  &  McFerran,  10  O.  G.  243. 

When  it  appears  from  the  preliminary  statement  that  the  party  making 
it  has  abandoned  his  invention,  or  is  not  entitled  to  a  patent  for  any^  other 
reason,  the  interference  will  be  dissolved,  and  his  application  will  be 
rejected.    Schenck  v,  Bider,  2  Dec.  Com.  135. 

Where  all  the  parties  claim  nothing  but  what  is  shown  to  be  old,  the 
'  interference  will  be  dissolved,  although  some  of  them  show  novel  features 
in  their  arrangements.    Kafer  v.  Dennison,  1  Dec.  Com.  14. 

When,  in  the  judgment  of  the  examiner  of  interferences,  the  interfer- 
ence has  been  improperly  declared,  and  the  case  has  passed  beyond  the 
jurisdiction  of  the  primary  examiner,  it  may  be  referred  to  the  commis- 
sioner in  person.    Lloyd  v,  Engeman,  2  O.  G.  674. 

An  interference  between  an  applicant  for  a  patent  on  one  hand,  and  two 
joint  applicants  on  the  other,  will  be  dissolved,  if  it  proves  that  one  alone 
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of  the  joint  applicants  made  the  invention  before  the  adyerae  party> 
Weston  V.  Hunt,  3  Dec.  Com.  68 ;  Pugh  o.  Hamilton,  3  Dec.  Com.  116 ; 
Crane  So  Rogers,  3  Dec.  Com.  230. 

When  an  interference  is  declared  between  parties  who  have  a  pat^it  as 
joint  inventors,  and  one  of  them  as  sole  inventor,  it  should  be  dissolved, 
if  both  declare  that  there  was  no  joint  invention.  Walton  o,  Dennis,  16 
O.  G.  959. 

If  the  evidence  shows  thatjieither  party  made  the  invention  singly,  but 
tiiat  they  made  it  jointly,  the  interference  will  be  dissolved.  Taylor  v. 
Martin,  16  O.  G.  138. 

If  the  parties  have  made  oath  to  a  joint  application,  an  interference 
will  not  be  dissolved,  although  the  affidavit  was  not  taken  before  the 
proper  officer.    Wamant  v.  Wamant,  17  0.  G.  265. 

Although  the  patentability  of  an  invention  has  been  sustained  notwith- 
standing a  reference,  yet  a  motion  may  be  made  to  dissolve  an  interfer- 
ence on  the  same  reference.    Stone  v.  Greaves,  17  O.  G.  397. 

If  an  issue  is  made  on  a  generic  claim,  the  interference  can  not  be 
dissolved  upon  filing  a  disclaimer  of  a  specific  claim.  Walsh  v.  Shinn,  16 
O.  G.  1006. 

If  the  party  filing  the  latter  application  disclaims  all  interest  in  the 
invention,  the  interference  will  be  dissolved.  Laverty  o.  Flagg,  16 
O.  G.  1141. 

If  an  applicant  connects  himself  with  a  prior  foreign  patent,  the  inter- 
ference can  not  be  dissolved  on  motion,  von  Alteneek  v.  Thomson,  17 
O.  G.  571. 

A  party  to  a  pending  interference  can  withdraw  only  such  clums  as 
cover  devices  not  involved  in  the  interference,  so  that,  if  he  obtains  a 
patent  for  them  on  a  separate  application,  it  shall  not  prejudice  the  inter- 
ests of  the  other  party.    Hermance  o.  Bussey,  3  Dec.  Com.  216. 

If  an  interference  is  dissolved  upon  the  withdrawal  of  his  application  by 
one  of  the  parties,  this  does  not  entitle  the  other  to  a  decision  m  his  £iivor 
on  the  question  of  priority.    Eames  o.  McDougall,  3  Dec.  Com.  206. 

During  an  interference,  the  primary  examiner  may  request  its  suspen- 
sion for  the  purpose  of  considering  new  references.  Ajison  o.  Woodbury, 
11  O.  G.  243. 

If  the  claim  in  interference  is  broader  in  scope  than  the  special  devices 
shown  by  any  of  the  parties,  the  subject-matter  involved  can  not  be 
limited  to  just  what  is  shown  by  either  of  said  parties.  Lacroix  &  Welch, 
4  O.  G.  526. 

After  tlie  declai-ation  of  an  interference  it  can  not  be  dissolved,  except 
by  the  order  of  the  examiner  in  chai^  of  interferences,  or  the  commis- 
sioner, or  by  the  board  of  examiners  in  chief  or  commissioner  on  appeal. 
Traut  V,  Disston,  2  Dec.  Com.  99. 

A  motion  to  dissolve  an  interference  on  the  ground  that  the  applicant's 
invention  is  not  patentable,  may  be  made  before  the  examiner  of  inter- 
ferences after  the  testimony  has  been  taken.  Lynch  v.  Dryden,  3  O.  G. 
407. 

If  the  case  is  pending  before  the  examiner  of  interferences,  a  motion  to 
dissolve  an  interference  on  the  ground  of  lack  of  patentability  of  ihe  sub- 
ject-matter can  only  be  made  before  him.  Barney  v.  Kellogg,  17  0.  G. 
1096. 

A  motion  to  dissolve  an  interference  may  be  made  at  any  stage  of  the 
proceedings,  whether  before  or  after  the  filing  of  a  preliminary  statement. 
Banks  v.  Snediker,  16  0.  G.  1096. 
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.  A  motion  to  <&i8olye  an  interference  on  the  ground  that  the  subject 
matter  is  not  patentable  should  be  made  at  the  outset.  Blinn  v.  Gale, 
16  O.  G.  459. 

A  motion  to  dissolve  an  interference  will  not  be  entertained  without 
proof  of  notice  to  the  adverse  party.  Gray  v.  Bell,  15  O.  G.  385  ;  Bell  v. 
Gray,  15  O.  G.  776. 

If  the  operatiyeness  of  a  device  is  denied  on  a  motion  to  dissolve  an 
interference,  the  applicant  may  submit  affidavits  to  prove  that  it  is  opera- 
tive.   Fuller  17.  Brush,  16  O.  G.  1188. 

If  a  motion  for  a  dissolution  of  an  interference  has  been  decided, 
another  motion  on  the  same  ground  can  not  be  entertained.    Banks  p.  , 
»nediker,  17  O.  G.  508. 

If  a  motion  to  dissolve  an  interference  on  the  ground  of  want  of  novelty 
in  the  invention,  is  overruled,  the  party  may  immediately  file  a  protest 
against  the  issue  of  a  patent  on  the  ground  of  the  non-patentability  of  the 
invention.    Fowler  v.  Benton,  17  O.  G.  266. 

If  it  is  necessary  to  make  new  parties,  an  interference  should  be  sus- 
pended but  not  dissolved.    Maloney  o.  Kidwell,  16  O.  G.  1139. 

If  a  motion  is  made  to  dissolve  an  interference  because  the  invention  in 
controversy  has  been  in  public  use  for  more  than  two  years,  the  inter- 
ference may  be  suspended  and  the  case  remanded  to  the  primary  examiner, 
wIm)  may  consider  ex  parte  affidavits.    Hedges  v.  Daniels,  17  O.  G.  152. 

A  proceeding  will  not  be  suspended  although  the  title  to  a  patent  which 
is  in  interference,  is  in  litigation  between  alleged  owners.  Keith  v.  Faure, 
25  O.  G.  289. 

If  the  notice  of  the  refusal  of  the  primary  examiner  to  dissolve  an 
interference  limits  the  appeal  to  ten  days,  the  time  begins  to  run  from  the 
receipt  of  th&  notice.    George  £.  Buckley,  24  O.  G.  1175. 

Reliearing. 

A  motion  to  open  an  interference  for  a  rehearing,  after  a  decision,  will 
be  reftised  where  there  is  cross  negl^ence  in  preparing  for  it.  Covel  o. 
Maxim,  1  Dec.  Com.  78 ;  Aldrich  v.  Bingham,  3  Dec.  Com.  90;  Hamilton 
V.  Fisher,  3  Dec.  Com.  271 ;  Stevens  v,  Putnam,  18  O.  G.  519 ;  liogers  v. 
Bear,  16  O.  G.  908. 

A  motion  to  open  an  interference  for  a  rehearing  will  be  granted  when 
new  evidence  lias  been  found  which  is  material  to  the  issue.  Disston  v. 
Emerson,  2  Dec.  Com.  84;  Richmond  v.  Hibbard,  16  O.  G.  908. 

To  entitle  a  party  to  a  reopening  of  his  case,  on  the  ground  of  newly 
discovered  evidence,  it  must  be  shown  that  it  was  either  discovered  since 
the  case  was  decided,  or  could  not  have  been  earlier  obtained.  Merrill  v. 
Gliddon,  10  O.  G.  863. 

A  rehearing  will  not  be  granted  to  allow  a  party  to  introduce  evidence 
which  he  could  have  obtained  by  the  use  of  reasonable  diligence.  Josselyn 
c.  Swezey,  15  O.  G.  702;  Withington  ».  Gordon,  17  O.  G.  329. 

If  it  appears  that  the  testimony  was  not  newly  discovered,  but  was  in 
the  possession  of  the  party  from  the  beginning  of  the  proceedings,  an  inter- 
ference will  not  be  reopened.    William  S.  Gillen,  11  O.  G.  419. 

A  default  in  an  interference  case  will  not  be  set  aside  if  the  party  has 
been  guilty  of  laches.    Jones  tn  Greenleaf,  15  O.  G.  560. 

If  a  party  availing  himself  of  a  default  in  an  interference  case  obtains  a 
patent,  he  cannot  upon  discovering  that  his  opponent  was  the  prior  in- 
ventor have  the  de&ult  set  aside  waere  the  adverse  party  has  been  guilty 
of  laches.    Jones  v.  Greenleaf,  15  O.  G.  560. 
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If  a  party  elects  to  rely  upon  a  proposition  of  law,  he  can  not  ask  for  a 
rehearing  in  order  to  introduce  evidence  when  the  decision  is  against  him. 
Farcot  v.  Rice,  15  O.  G.  563. 

A  party  may  obtain  a  rehearing  although  the  evidence  is  not  such  as 
would  entitle  him  to  a  new  trial  in  an  action  at  law.  Eccard  v.  Ihuwa- 
baugh,  24  O.  G.  301 ;  contra^  I.  C.  Patiee,  2  O.  G.  618 ;  Marsh  v.  Dodge, 
2  O.  G.  643 ;  Dodd  v.  Cobb,  10  O.  G.  462 ;  Merrill  v.  GUdden,  10  O.  G. 
863 ;  Slade  v.  Blair,  15  O.  G.  830 ;  Yost  v.  Powell,  13  O.  G.  122 ;  Gardner 
V.  Dudley,  18  O.  G.  683 ;  Wicks  r.  McAvoy,  18  O.  G.  859. 

On  a  motion  for  a  rehearing  on  the  same  evidence,  the  question  always 
is  whether  the  findings  of  fact  in  the  former  decision  are  either  wholly 
unsupported  by  or  clearly  in  conflict  with  the  evidence.  Packard  v, 
Sanford,  16  O.  G.  1182. 

A  case  will  not  be  reopened  merely  to  oblige  a  party  who  has  purchased 
an  interest  in  an  invention  which  was  unknown  to  the  party  in  interfer- 
ence.   Mason,  Imlay  &  Co.,  2  O.  G.  274. 

A  rehearing  maj  be  granted  even  after  a  patent  has  been  granted  to 
the  successM  applicant.    Hibbard  v.  Richmond,  17  O.  G.  1155. 

A  motion  for  a  rehearing  will  not  be  allowed  if  one  of  the  claims  has 
been  amended  since  the  hearing.    Hoffinan,  16  O.  G.  857. 

\A  motion  for  a  rehearing  should  set  forth  the  facts  themselves  which 
constitute  the  ground  for  the  application,  and  not  merely  refer  to  the 
aflSdavits,  so  that  the  commissioner  may  understand  the  ground  and  its 
validity.    Huttner  v.  Kiox,  15  O.  G.  294. 

An  ex  parte  affidavit  is  not  competent  evidence  to  be  used  in  support  of 
a  motion  to  reopen  an  interference.    Connor  o.  Williams,  15  O.  G.  386. 

Practice. 

After  the  determination  of  an  interference  a  new  one  should  not  'be 
declared  without  the  order  of  the  commissioner.  Hovey  o.  Muller,  3  O. 
G.  149. 

The  commissioner  may  declare  more  than  one  interference,  and  a  hear- 
ing and  decision  between  the  applicant  for  a  patent  and  A,  whether  in 
favor  of  one  or  the  other,  forms  no  rule  for  a  decision  between  the  appli- 
cant and  B  in  the  case  of  an  interference  declared.  The  proceedings  are 
independent  and  inter  aUos.  Potter  v.  Dixon,  2  Fish.  381 ;  s.  c.  5  Blatch. 
160. 

If  the  examiners  in  chief  discover  a  reason  not  given  by  the  primary 
examiner  whv  a  patent  should  not  issue,  they  should  not  remand  tiie  case 
to  him,  but  should  make  a  statement  to  the  commissioner.  William  S. 
Smoot,  11  O.  G.  1010. 

If  an  interference  between  an  applicant  and  two  patents  is  determined 
against  the  applicant,  the  jurisdiction  of  the  patent  office  ceases,  and  it  can 
not  then  determine  the  question  of  priority  as  between  the  patents. 
Marshall  r.  Fish,  16  O.  G.  139. 

If  the  preliminary  statements  show  that  the  date  of  the  invention  of  the 
last  applicant  was  subsequent  to  the  filing  of  the  prior  application,  the 
first  applicant  may  move  for  an  immediate  adjudication  of  the  case  on 
the  record.  Huntley  o.  Smith,  23  O.  G.  795 ;  Starr  v.  Farmer,  23  O.  G. 
2325. 

If  a  party  has  an  interest  in  an  invention  and  a  power  of  attorney,  he 
may  interfere  to  have  a  concession  of  priority  made  by  his  principal  set 
aside  and  an  interference  reinstated.    Pratt  v.  Hammond,  16  0.  G.  1235. 
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An  applicant  can  not  file  a  dlBclaimer  after  an  interference  has  been 
declared  without  notice  to  the  adverse  party.    Shinn,  16  O.  G.  458« 

If  an  interference  is  declared  between  a  generic  and  specific  claim,  and 
priority  is  awarded  to  the  inventor  of  the  seneric  claim,  a  patent  will  not 
be  issued  for  the  specific  claim  in  subordination  to  the  patent  for  the 
generic  claim  except  upon  the  application  of  the  inventor,  William 
Gardner,  17  O.  G.  626. 

If  a  sole  inventor  who  has  taken  out  a  patent  jointlv  with  another  files 
an  application  in  his  own  name,  his  rights  on  an  interference  are  not  con- 
cluded by  a  mere  denial  of  the  joint  patentee.  Lovrien  o.  Banister  18 
O.  G.  299. 

If  a  patent  has  been  awarded,  a  second  patent  can  not  on  interference 
be  awarded  to  an  assignee.    Swift  v.  Bochow,  17  O.  G.  450. 

If  a  decision  of  the  commissioner  rejecting  an  application  for  want  of 
novelty  is  reversed  on  appeal,  an  interference  pending  between  that 
application  and  another  may  be  reinstated.  Cruikshank  v.  Strong,  17 
O.  G.  611. 

The  mere  fact  that  a  party  has  a  caveat  which  antedates  the  other  inter- 
fering applications  will  not  warrant  an  immediate  adjudication  of 
priority.    Booth  v.  Lyman,  18  O.  G.  132. 

If  a  junior  applicant  files  a  preliminary  statement  which  afiects  the 
prima  facie  case  made  by  a  prior  application,  a  demand  for  an  immediate 
adjudication  can  only  be  made  on  motion  with  noUce  to  the  adverse 
party.    Booth  v.  Lyman,  17  O.  G.  393. 

If  a  reference  to  a  prior  invention  is  discovered  after  the  declaration  of 
an  interference,  the  interference  may  be  suspended  until  the  question  of 
jMitentability  is  discovered.    Stone  v.  Greaves,  17  O.  G.  260. 

The  mere  making  of  a  motion  does  not  necessarily  stay  the  proceed- 
ings in  the  case.  A  motion  in  order  to  operate  as  a  stav  must  be  accom- 
panied by  a  petition  to  that  effect.  An  order  should  then  be  entered  at 
or  before  the  hearing  of  said  motion,  granting  or  refusing  the  petition. 
DuBois  V.  McCloskey,  17  O.  G.  1158. 

If  the  decision  on  an  interference  is  in  favor  of  an  applicant,  the  com- 
missioner can  not  suspend  the  issue  of  a  patent,  for  his  duties  then  are 
merelv  ministerial  and  the  statute  is  mandatory.  The  words  ^^  may  issue  " 
must  be  construed  as  shall.    James  Sargent,  12  O.  G.  475. 

Although  an  application  may  contain  claims  which  have  not  been  put 
in  interierence  with  a  prior  patent,  yet  the  applicant  can  not  have  a  patent 
for  them  before  the  decision  in  the  interference  case  if  they  are  shown  in 
the  prior  patent.    Wheeler,  23  O.  G.  1031 . 

The  issue  of  a  patent  can  not  be  suspended  because  a  party  to  an  inter- 
ference has  filed  a  bill  in  equity  where  all  the  questions  may  be  decided 
de  novo.    James  Sargent,  12  O.  G.  475  ;  Edwin  L.  Paine,  13  O.  G.  407. 

Where  there  is  a  doubt  whether  the  ouly  invention  to  which  the 
successful  party  in  an  interference  is  found  to  be  entitled  is  new,  his 
application  should  be  referred  back  to  the  examiner  to  investigate  the 
question.  Hovey  v.  Hufeland  et  aZ.,  2  O.  G.  493 ;  Wood  v.  Monis,  4 
O. G.  131. 

If  the  evidence  shows  that  the  invention  of  the  party  who  was  the  prior 
inventor  had  been  in  public  use  for  more  than  two  years  before  the  tiling 
of  his  application,  the  application  may  be  referred  to  the  primary  ex- 
aminer for  consideration.    Quimby  v.  Kandall,  14  O.  G.  748. 

Although  there  is  evidence  to  show  that  the  invention  was  in  public  use 
for  more  than  two  years  prior  to  the  application,  yet  a  reference  to  a 
primary  examiner  to  determine  that  point  can  only  be  made  when  the 
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case  is  brought  regularly  before  the  commisBioner  on  appeal.    Unch  v. 
BaUey,  25  O.  G.  191. 

Beetalon. 

Where  one  of  two,  who  have  taken  out  a  Johit  patent  as  Joint  inventors, 
files  an  application  claiming  the  same  invention  as  made  by  himself  alone, 
the  patent  will  not  be  disturbed  if  the  facts  are  disputed.  De  LiU  v.  Avery, 
2  Dec.  Com.  128;  Joseph  Barsaloux,  9  O.  Gr.  883. 

Judgment  ofpriority  is  conclusive  not  only  on  interfering  matters  which 
were  claimed,  but  on  all  which  might  have  been  claimed.  Harlow  o. 
Guernsey,  7  O.  G.  513 ;  Whiteley  v.  McCormick,  10  O.  G.  826. 

Where  each  applicant  claims  to  have  made  the  invention  several  years 
previous  to  their  applications,  and  one  has  been  steadily  making  and 
selling  the  article,  no  patent  will  be  issued  to  either.  Love  o.  Howe,  1 
Dec.  Com.  66. 

Whether  the  party  to  whom  priority  of  invention  is  awarded  shall  receive 
a  patent  is  not  to  be  decided  by  the  interference  proceeding,  but  as  an  ex 
parte  matter.    Little  v.  Lillie,  10  O.  G.  543. 

The  decision  upon  an  interference  does  not  establish  the  rights  of  the 
parties,  so  as  to  preclude  the  office  from  examining  into  them  again  on 
new  ^rounds,  while  their  applications  are  still  pending.  Abnmam  v. 
Fletcher,  1  Dec.  Com.  50. 

A  party  who  was  defeated  in  an  interference  is  precluded  from  again 
setting  up  title  to  any  matter  which  was  properly  determined  therehi. 
John  Surge,  13  O.  G.  498. 

Although  a  party  who  accepts  a  patent  issued  in  pursuance  of  a  stipu- 
lation signed  by  his  attorney  in  an  interference  easels  bound  by  the  stipu- 
lation, yet  the  stipulation  can  not  be  enforced  upon  a  subsequent  applica- 
tion.   Tucker  v.  Kahler,  15  O.  G.  966. 

Sec.  4905.  The  commissioner  of  patents  may  establish 
rules  for  taking  affidavits  and  depositions  required  in  cases 
pending  in  the  patent  office,  and  such  affidavits  and  depo- 
sitions may  be  taken  before  any  officer  authorized  by  law 
to  take  depositions  to  be  used  in  the  courts  of  the  United 
States,  or  of  the  State  where  the  officer  resides. 

StatfUe  Bevieedn-^vHj  8, 1870,  ch.  280,  §  48, 16  Stat  d04. 
jFKor  StcUutea—Maxch  8, 1889,  ch.  88,  i  12,  5  Stat  855.— March  2, 1861,  oh. 
88,  i  1, 12  Stat  246. 

ItopOBitiOllB* 

The  commissioner  may  by  rule  provide  for  the  use  of  ex  parte  affidavits 
to  be  used  against  an  applicant  for  a  patent  Hedges  v.  Daniels,  17  O.  6. 
394. 

A  deposition  can  not  be  taken  in  a  foreign  country  to  be  used  in  an 
interference  case  unless  it  is  authorized  by  rule.  Aet  o.  Saratoga,  16 
O.  G.  810. 

A  deposition  can  not  be  taken  before  a  consul  in  a  foreign  country  with- 
out previous  authority  from  the  commissioner.  Lauder  v.  Growell,  16 
O.  Gt.  405. 
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A  foreign  inventor  can  not  on  an  interference  with  an  American  in- 
yentor  have  a  commission  isaned  to  prove  tliat  his  invention  was  made  in 
a  foreign  country  prior  to  the  time  when  it  was  patented  or  published. 
Bumpff  V.  Kohler,  23  O.  6. 1631. 

When  ex  parte  affidavits  are  used  to  oppose  an  application  for  a  patent 
the  applicant  is  entitled  to  a  reasonable  opportunity  to  cross-examine  the 
affiants  and  to  rebut  thebr  statements.    Hedges  v.  Daniels,  17  O.  G.  394. 

A  notice  to  take  testimony  which  will  not  enable  the  adverse  party  to 
reach  the  place  except  by  travelling  both  day  and  night  is  not  sufficient. 
Hoag  V.  Abbott,  14  O.  G.  471. 

A  notice  of  twenty-four  hours  to  take  depositions  at  a  distant  place  is 
not  sufficient.    Hoosier  Drill  Co.  v.  Ingels,  15  O.  G.  1013. 

If  no  reasonable  notice  of  the  time  of  taking  deposition  is  given,  tlie 
right  to  object  to  its  use  is  not  lost  by  its  use  at  a  hearing  where  the 
party  did  not  appear.    Hoosier  Drill  Co.  t?.  Ingels,  15  O.  G.  1013. 

If  the  notice  of  the  time  of  taking  depositions  is  unreasonable,  the 
party  does  not  waive  the  objection  by  accepting  service  of  the  notice. 
Hoosier  Drill  Co.  v.  Engels,  15  O.  G.  1013. 

Although  a  notice  to  take  testimony  is  not  sufficient,  yet  the  testimony 
is  admissible  unless  seasonable  objection  is  made  thereto.  Hoag  v. 
Abbott,  14  O.  G.  471. 

SxtensioH  of  Time. 

Although  an  affidavit  for  an  extension  of  time  to  take  testimony  in  an 
interference  case  does  not  show  due  dUigence,  yet'  time  may  be  allowed 
under  proper  restrictions.    Appleby  v.  Morgan,  16  O.  G.  96.  ^ 

If  a  party  opposes  an  application  for  an  extension  of  time  to  take  tes- 
timony on  the  ground  that  the  proposed  testimony  is  immaterial,  the 
extension  will  not  be  allowed  unless  he  attempts  to  contradict  the  testi- 
mony which  is  to  be  supported  by  the  new  evidence.  Kenerson  v.  Brown, 
16  O.  G.  867. 

An  extension  of  time  to  take  rebutting  testimony  to  prove  that  the  ad- 
verse party  is  not  an  original  inventor,  will  not  be  granted  unless  it  is 
shown  that  his  attention  was  called  to  the  matter  during  his  examination. 
Keracher  v.  Cain,  16  O.  G.  220. 

If  an  application  for  an  extension  of  time  to  take  testimony  sets  forth 
oral  evidence  and  written  evidence  which  is  merely  cumulative,  and  the 
examiner  refuses  to  extend  the  time  upon  an  admission  of  the  truth  of 
the  oral  testimony,  no  application  for  an  extension  can  be  subsequently 
made.    Lomont  v.  Kromer,  16  O.  G.  1141. 

Sec.  4906.  The  clerk  of  any  court  of  the  United  States, 
for  any  district  or  territory  wherein  testimony  is  to  be 
taken  for  use  in  any  contested  case  pending  in  the  patent 
office,  shall,  upon '  the  application  of  any  party  thereto,  or 
of  his  agent  or  attorney,  issue  a  subpoena  for  any  witness 
residing  or  being  within  such  district  or  territory,  com- 
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manding  him  to  appear  and  testify  before  any  officer  in 
such  district  or  territory  authorized  to  take  depositions  and 
affidavits,  at  any  time  and  place  in  the  subpoena  stated. 
But  no  witness  shall  be  required  to  attend  at  any  place 
more  than  forty  miles  from  the  place  where  the  subpoena 
is  served  upon  him. 

statute  Beviaed^-Jjilj  B,  1870,  oh.  280,  H  44,  45, 16  Stat.  204. 
Prior  Staiuta—mach  2, 1861,  ch.  88, 1 1, 12  Stat.  246. 

Sec.  4907.  Every  witness  duly  subpoenaed  and  in  at- 
tendance shall  be  allowed  the  same  fees  as  are  allowed  to 
witnesses  attending  the  courts  of  the  United  States. 

statute  Bevised^^xHj  8, 1870,  oh.  280,  ;  45, 16  Stat.  204. 
Ftior  Statute^mach  2, 1861,  ch.  88,  i  1, 12  Stat.  246. 

Sec.  4908,  Whenever  any  witness,  after  being  duly 
served  with  such  subpoena,  neglects  or  refuses  to  appear, 
or  after  appearing  refuses  to  testify,  the  judge  of  the  court 
whose  clerk  issued  the  subpoena,  may,  on  proof  of  such 
neglect  or  refusal,  enforce  obedience  to  the  process,  or 
punish  the  disobedience  as  in  other  like  cases.  But  no 
witness  shall  be  deemed  guilty  of  contempt  for  disobeying 
such  subpoena,  unless  his  fees  and  traveling  expenses  in 
going  to,  returning  from,  and  one  day's  attendance  at  the 
place  of  examination,  are  paid  or  tendered  him  at  the  time 
of  the  service  of  the  subpoena ;  nor  for  refusing  to  disclose 
any  secret  invention  or  discovery  made  or  owned  by 
himself. 

StaiuU  Revieed^-Jxilj  8, 1870,  ch.  280,  22  44,  45, 16  Stat.  204. 
Friar  Statuta—Miach  2, 1861,  ch.  88,  2  1, 12  Stat.  246. 

Sec.  4909.  Every  applicant  for  a  patent  or  for  the  re^ 
issue  of  a  patent,  any  of  the  claims  of  which  have  been 
twice  rejected,  and  every  party  to  an  interference,  may 
appeal  from  the  decision  of  the  primary  examiner,  or  of 
the  examiner  in  charge  of  interferences  in  such  case,  to 
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the  board  of  examiners  in  chief;  having  once  paid  the  fee 
for  such  appeal. 

Statute  Beviaed^-July  8, 1870,  oh.  280,  }  46, 16  Stat.  204. 
Prior  Statutea—maoh  2, 1861,  oh.  88,  H  2,  8, 12  Stat,  247.—June  27, 1866, 
oh.  143,  i  1, 14  Stat  76. 

If  the  examiners  in  chief  decide  tiiat  the  applicant  was  the  prior  inventor, 
and  then  remand  the  case  to  the  primary  examiner  to  inquire  whether  he 
has  abandoned  his  invention,  the  other  party  can  not  appeal  from  the 
latter  decision.    Bigelow  v,  Thatcher,  2  McArthor  24. 

When  the  applicant  appeals,  the  case  is  closed  before  the  primary  ex- 
aminer, miless  it  is  regularly  remanded  with  leave  to  amend,  or  with 
directions  for  a  further  examination.  If  it  is  so  remanded,  the  case  is  re« 
opened  below,  and  can  not  return  to  the  appellate  court  until  the  appli- 
cant has  responded  to  the  new  examination,  either  by  amendment  or 
fresh  appeal.    Appleton,  1  Dec.  Com.  8. 

When  a  case  is  appealed  to  the  examiners  in  chief,  the  primary  ex- 
aminer loses  Jurisdiction  over  it,  except  to  enter  such  amendment  of  the 
specification  as  may  be  required  by  tiie  board,  and  pass  the  case  for  issue, 
and  can  not  require  any  other  amendment.   Brunner,  1  O.  G.  303. 

The  applicant,  in  taking  an  appeal  fh)m  the  primary  examiner,  can  not 
add  amendments  to  the  claim  which  were  not  considered  by  him. 
Hammond,  2  O.  G.  57  ;  Barker  &  Mack,  4  O.  G.  155. 

An  appeal  to  the  examiners  in  chief  lies  only  from  such  action  of  the 
primary  examiner  as  is  judicial  in  its  nature,  that  is,  such  as  respects  the 
patentability,  novelty,  or  utility  of  an  invention.  Krake,  1  Dec.  Com. 
100 ;  Morton,  3  Dec.  Com.  169. 

The  appeal  to  the  examiners  in  chief  is  to  be  taken  from  the  decision 
or  judgment  of  the  principal  examiner,  not  from  the  reasons  he  assigns 
for  it.    Rockwell,  2  Dec.  Com.  111. 

The  board  of  examiners  in  chief  is  the  judge  of  the  sufficiency  of  the 
reasons  of  appeal.    Charles  L.  Young,  8  O.  G.  643. 

If  the  applicant  fiiils  to  set  forth  the  reasons  of  appeal,  he  may  amend 
it  by  inserting  them.    Richardson,  16  O.  G.  261. 

The  board  is  limited  in  its  revision  of  cases  appealed  from  the  decision 
of  the  primary  examiners  to  the  record  presented  by  the  appeal.  John 
T.  Jones,  5  O.  G.  58. 

If  it  IB  denied  that  any  improvement  has  been  made  in  an  invention, 
the  objection  goes  to  the  merits,  and  an  appeal  may  be  taken  to  the  ex- 
aminers in  chief.    Sergeant,  9  O.  G.  963. 

If  an  application  is  rejected  because  the  combination  is  not  patentable, 
the  appeal  should  be  taken  to  the  examiners  in  chief.  Barcellos,  17 
O.  G.  110. 

If  the  objection  to  the  form  of  the  claim  is  not  valid,  the  applicant  may 
appeal  to  the  examiners  in  chief  from  a  rejection  of  the  claim.  Winter- 
lich,  17  O.  G.  55. 

Where  the  description  is  suffifiientiy  clear  and  the  decision  of  the 
examiner  relates  to  the  scope  of  the  claim  or  the  patentability  of  that 
which  he  understands  to  be  included  in  the  terms  of  the  claim,  tne  rejec- 
tion is  for  lack  of  j^atentable  subject-matter,  the  appeal  must  be  to  the 
board  of  examiners  m  chief.    Charles  C.  Doten,  12  O.  G.  846. 
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If  an  amendment  is  rejected  because  it  involves  a  departure  from  the 
invention  described  in  the  original  application,  an  appeal  may  be  taken  to 
the  examiners  in  chief.    Lanstrom,  17  O.  G.  744. 

If  the  examiner  of  interferences  decides  that  neither  party  is  the  first 
and  original  inventor,  an  appeal  may  be  taken  to  the  examiners  in  chief. 
Wood  V.  Eames,  17  O.  G.  512. 

If  an  interference  is  dissolved  on  the  ground  that  one  of  the  devices  is 
not  operative,  the  case  becomes  exparte^  and  is  appellable  not  directly 
to  the  commissioner,  but  first  to  the  examiners  in  chief.  Fuller  «.  Brush, 
16  O.  G.  1188. 

Where  the  examiner  alleges  that  a  device  is  in  common  use,  the  appli- 
cant may  ask  for  more  specitic  references ;  but  if  be  does  not,  he  admits 
the  allegations  to  be  true.    Ellis  &  Albertson,  1  Dec.  Com.  8. 

No  case  should  be  appealed  until  it  is  in  such  condition  that  a  patent 
may  at  once  issue  if  the  examiner  be  reversed.    H.  Mewes,  2  O.  G.  617. 

Objections  should  be  specific  and  accompanied  with  the  grounds  for 
them,  so  that  amendments  can  be  made  and  appeals  taken  upon  definite 
points.    H.  H.  Evarts,  5  O.  G.  429. 

If  an  examiner  finds  that  the  claims  in  an  application  are  the  same  as 
those  which  have  been  condemned  in  a  former  case  by  the  examiners  in 
chief,  he  should  reject  it  on  the  authority  of  their  decision ;  he  should  not 
refuse  to  examine  it.  D.  M.  Nichols,  2  Dec.  Com.  71 ;  Duthie  v.  Casilear, 
2  Dec.  Com.  99. 

All  special  amendments  approved  for  examination  by  the  board  or 

commissioner,  are  subject  to  revision  or  restriction  by  the  principal 

examiner  in  the  same  manner  as  original  amendments.  Duncan  S.  Far- 
quharson,  10  O.  G.  702. 

If  a  case  is  remanded  to  the  examiner  for  further  consideration,  he 
should  consider  and  report  upon  the  specific  points  raised  by  the  board 
only.    D.  M.  Kirkbride,  9.  O.  G.  1109. 

Cases  which  have  been  heard  and  decided  by  the  examiners  in  chief 
will  not  be  reheard  by  them,  except  upon  the  order  of  the  commissioner. 
Edwin  Strain,  2  Dec.  Com.  75. 

If  the  rejection  of  the  application  is  on  the  ground  that  it  does  not  pre- 
sent the  proper  subject-matter  for  a  patent^  the  appeal  should  be  to  the 
board  of  examiners,  and  not  to  the  commissioner.  Otto  Pressprich,  11 
O.  G.  195  ;  Henry  M.  Underwood,  1  O.  G.  551. 

If  the  primary  examiner  rejects  an  application  for  a  patent  for  a  com- 
bination, because  the  arrangement  is  not  patentable  as  a  combination,  no 
references  should  be  cited  until  the  question  of  form  is  settled,  and  an 
appeal  lies  to  the  commissioner  although  they  are.  Daniel  J.  La  Due,  I 
O.  G.  549 ;  L.  F.  Ellis,  9  O.  G.  1110. 

The  reasons  given  by  the  examiner  that  go  to  the  merits  of  the  case 
for  his  rejection,  can  not  be  brought  before  the  commissioner  of  patents 
on  interlocutory  appeal.    David  Edwards,  9  O.  G.  793. 

If  an  application  is  rejected  because  the  invention  or  a  part  thereof  is 
not  operative,  an  interlocutory  appeal  can  not  be  taken  to  the  commis- 
sioner.   Muhl,  17  O.  G.  744. 

Objections  as  to  new  matter  in  a  reissue,  and  to  the  character  of  a 
combination,  relate  to  the  merits,  and  are  not  proper  subjects  of  an  inter- 
locutory appeal.    Jeremiah  Keith,  9  O.  G.  744. 

Only  such  matters  as  aficct  office  practice,  and  are  interlocutory  in 
their  nature,  are  appellable  direct  to  the  commissioner.  D.  *L.  Proudfit, 
10  O.  G.  585 ;  Du  Motay,  16  O.  G.  499. 
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If  a  claim  is  rejected  for  waat  of  cleameBs  in  not  defining  any  inven- 
tion  whatever,  an  appeal  lies  to  the  commissioner.  A.  Godillot,  6  O.  G. 
641. 

An  appeal  from  the  decision  of  a  principal  examiner,  requiring  the 
division  of  an  application,  must  be  taken  to  the  commissioner  in  person. 
Dnus  Yale,  Jr.,  1  Dec.  Com.  110 ;  Leopold  Lehman,  2  Dec.  Com.  70. 

If  the  question  decided  by  the  examiner  is  that  the  claim  is  for  a  func- 
tion merely,  an  interlocutory  appeal  will  lie  to  the  commissioner  of 
patents.    Jeremiah  Keith,  9  O.  G.  793. 

If  the  primary  examiner  rejects  an  application  on  the  merits,  the  board 
of  examiners  in  chief  must  render  a  real  and  not  9^  pro  forma  judgment. 
Buchanan,  16  O.  G.  1049. 

The  decision  of  the  examiners  In  chief  is  bindhig  on  the  primary  ex- 
aminer.   Bodgers,  16  O.  G.  545. 

When  a  case  on  appeal  is  for  any  reason  returned  to  the  primary  ex- 
aminer, it  takes  precedence  over  adl  other  applications  before  him  except 
other  similar  appeal  cases  previously  returned  to  him.  John  Bigelow,  14 
O.G.  821. 

The  appellant  must  pay  the  fee  on  each  appeal  from  a  decision  in  an 
interference  case  as  to  priority  of  invention,  although  the  decision  in  one 
case  disposes  of  others.    Hedderwick,  15  0.  G.  472. 

Sec.  4910.  If  such  party  is  dissatisfied  with  the  deci- 
sion of  the  examiners  in  chief,  he  may,  on  payment  of  the 
fee  prescribed,  appeal  to  the  commissioner  in  person. 

StatuU  i26i;iaed-^uly  8, 1870,  ch.  280,  {  47, 16  Stat.  305. 
FrioT  )Sto^/6--March  2, 1861,  oh.  88,  \  3, 18  Stat.  347. 

If  the  applicant  has  made  an  assignment  which  leaves  him  merely  an 
equitable  interest,  he  cannot  take  an  appeal.  Martin  o.  Olney,  9  0.  G. 
1107. 

Where  the  commissioner  has  been  counsel  in  a  case,  no  examination  of 
the  merits  will  be  entered  into,  but  the  decision  of  the  examiners  in  chief 
will  be  affirmed  j9ro/orwa.  Waters  r.  Taylor,  1  Dec.  Com.  21 ;  Fortin  & 
Drake,  1  Dec.  Com.  26. 

In  an  interference,  the  question  of  novelty  should  first  be  disposed  of, 
and  when  that  question  is  raised  it  controls  the  matter  of  jurisdiction  of 
the  commissioner  in  deciding  upon  the  rights  of  the  parties.  Bennage  t^. 
Phillippi,  9  O.  G.  1159. 

The  commissioner  has  the  power  to  revise  the  order  of  an  examiner  in 
refusing  or  granting  a  rehearing.    Loring  o.  Hall,  15  O.  G.  471. 

The  commissioner  will  not  in  general  reverse  an  order  granting  a  re- 
hearing.   Loring  9.  Hall,  15  O.  G.  471. 

Cases  will  not  be  taken  up  out  of  their  turn,  upon  appeals  to  the  com- 
missioner, even  where  inventors  come  in  person  to  attend  to  their  appli- 
cations.   Hewins  v.  Spooner,  2  Dec.  Com.  94. 

Upon  appeals  to  the  commissioner,  additional  evidence  may  be  intro- 
duced sustaining  a  right  to  an  extension.  Samuel  G.  Lewis,  Ex'r,  2  Dec. 
Com.  181. 

If  an  oblection  to  an  irregularity  in  the  citation  of  a  reference  could 
have  been  brought  before  the  board  of  the  examiners  in  chief  on  a  motion 
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for  a  rehearine,  it  can  not  be  raised  on  an  appeal  before  the  commissioner. 
Thomas  Phillips,  12  O.  G.  311. 

The  duty  of  the  commissioner  in  cases  involving  only  questions  of  fact, 
is  dischai^ed  when  he  has  so  fkr  examined  the  case  as  to  find  that  the 
decision  of  the  board  is  not  against  the  manifest  weight  of  the  evidence. 
Blanchard  v.  Strain,  2  Dec.  Com.  54 ;  Fawcett  o.  Graham,  1  Dec.  Com. 
113 ;  White  r.  Purdy,  2  Dec.  Com.  115. 

The  concurrent  decisions  of  lower  tribunals  upon  questions  of  &ct  will 
not  be  set  aside  upon  appeal  except  for  manifest  error.  Hazelip  v.  Rich- 
ardson, 10  O.  G.  746. 

Upon  a  question  of  &ct  arising  in  an  interference,  the  conclusions  of 
the  principal  examiner  and  of  the  examiner  in  chief  are  entitled  to  con- 
sideration, and  the  benefit  of  a  doubt  will  be  given  to  their  findmg. 
Fawcett  o.  Graham,  1  Dec.  Com.  113. 

Although  the  examiner  of  interferences  and  the  examiners  hi  chief 
concur  on  a  question  of  &ct,  yet  tiie  commissioner  may  reach  a  different 
conclusion,  for  their  judgment  is  not  binding  on  him.  Packard  t?.  Sandford, 
16  O.  G.  1182 ;  Dickson  v.  Kinsman,  18  O.  G.  1225. 

If  a  case  has  been  decided  by  one  commissioner,  his  successor  will  not 
reopen  it  unless  the  part^  shows  such  a  ground  as  would  entitle  him  to  a 
new  trial.  Huttner  v.  Knox,  16  O.  G.  1046 ;  John  L.  Mason,  2  Dec. 
Com.  20. 

When  a  case  is  pending  on  appeal  before  the  commissioner,  the  interfer- 
ence can  not  be  dissolvea  on  the  ground  tbsi  the  issue  is  uncertain  unless 
the  objection  was  taken  before  the  examiner.  Englemann  v.  Yester,  16 
O.  G.  96. 

A  case  will  be  remanded  to  the  primary  examiner,  at  his  request,  for 
the  purpose  of  giving  further  references  to  the  applicant.  Israel  Town- 
send,  2  Dec.  Com.  97. 

If  a  commissioner  dissolves  an  interference  on  the  ground  of  want  of 
novelty  on  the  part  of  the  applicant,  the  latter  may  have  the  claim 
formally  rejected  so  that  he  can  regularly  take  an  appeal.  Knox,  16 
O.  G.  1048. 

The  extent  of  a  judgment  as  res  Judicata  is  to  be  determined  not  by  the 
word,  but  by  the  substance  of  the  decision.    Pennie,  17  O.  G.  330. 

Although  an  alternative  writ  of  mandamus  was  issued  to  the  commis- 
sioner to  show  cause  why  he  should  not  re-examine  a  decision  in  an  inter- 
ference case,  yet  if  he  resigns,  the  patent  may  be  issued  by  his  successor. 
Withington  v.  Locke,  15  0.  G.  426. 

If  an  applicant  desires  to  amend  the  specifications  after  the  decision, 
the  amenoment  may  be  made  before  a  primary  examiner.  Beynolds,  24 
O.  G.  993 ;  Hitt,  25  O.  G.  192. 


Sec.  4911.  K  such  party,  except  a  party  to  an  interfer- 
ence, is  dissatisfied  with  the  decision  of  the  commissioner, 
he  may  appeal  to  the  Supreme  Court  of  the  District  of 
Columbia,  sitting  in  banc. 

statute  B&vteed-JxHy  8, 1870,  ch.  280,  i  48, 16  Stat  205. 
Prior  Statute9-^\3lj  4, 1886,  ch.  857,  {  7,  6  Stat.  119.— Maich  8,  1889,  ch. 
88,  2  11,  6  Stat.  854.— August  80, 185^,  oh.  107,  2  1, 10  Stat.  75. 
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The  only  appeal  is  from  a  reftisal  to  grant  a  patent.  Pomeroy  v.  Gon- 
nison,  Gnmch  Fat.  Dec.  112. 

If  the  commissioner  holds  that  a  party  applying  for  a  patent ''  is  not 
the  original  and  first  hiventor,^'  and  decides  against  him  upon  that  ground, 
the  applicant  can  take  an  appeal  from  his  decision.  The  commissioner, 
haying  reached  this  conclusion,  is  under  no  obligation  to  go  Airther  and 
examine  any  other  question  arising  in  the  case,  and  it  is  not  necessary  to 
the  right  of  appeal  that  he  should  do  so.  Commissioner  «.  Whitely,  4 
Wall.  522. 

If  the  commissioner  decides  that  the  applicant  is  not  such  a  person  as 
is  entitled  by  law  to  a  reissue,  the  applicant  has  a  right  under  the  statute 
to  appeal  ftt>m  this  decision,  whether  right  or  wrong.  This  preliminary 
question  is  as  much  within  fbe  scope  of  his  authority  as  any  other  which 
can  arise,  and  having  resolved  it  in  the  negative  there  is  no  necessity  for 
him  to  look  further  into  the  case.    Conmiissioner  v.  Whitely,  4  Wall.  522. 

An  applicant  whose  patent  has  been  refused  may  appeal,  although  the 
commissioner  improperly  put  him  into  interference  with  another.  Ex 
parte  Flatts  &  Walden,  15  O.  G.  827. 

The  jurisdiction  of  the  appellate  court  is  limited  upon  appeals  from  the 
commissioner  of  patents,  and  it  has  no  authority  to  order  a  reissued  patent 
to  be  antedated  to  the  time  when  the  application  for  reissue  was  filed. 
Whiteley  &  Gage,  1  Dec.  Com.  53 ;  Andrew  Whiteley,  1  Dec.  Com.  70. 

The  only  question  hitended  to  be  cut  off  from  appeal  beyond  the  com- 
missioner in  a  case  of  interference  is  the  question  of  priority  of  invention. 
Weitling  v.  Cabell,  2  O.  G.  223 ;  vide  Bain  v.  Morse,  6  West.  L.  J.  372. 

No  appeal  lies  from  the  refusal  of  the  commissioner  to  issue  a  patent  to 
an  assignee  whose  assignment  was  not  recorded  until  a  patent  had  Issued 
to  his  assignor,  and  a  mandate  fh>m  an  appeUate  judge  requiring  it  will 
not  be  regarded.    Whiteley,  assignee,  1  Dec.  Com.  79. 

The  appellate  court  can  not  declare  an  amended  specification  entitled 
to  a  patent  which  has  never  been  received  or  examined  at  the  office. 
Whiteley  &  Gage,  1  Dec.  Com.  53. 

Where  it  is  conceded  the  facts  are  in  substance  the  same  as  in  a  case  in 
which  the  supreme  court  has  rendered  a  decision,  it  is  the  duty  of  the 
commissioner  to  apply  such  decision  without  regard  to  his  individual 
opinion  of  the  law.  Mason  v.  Doellbor,  1  Dec.  Com.  26 ;  Shaw  v.  Sedge- 
beer,  2  Dec.  Com.  5. 

In  the  absence  of  positive  expression  of  opinion  on  the  part  of  the 
appellate  judge  upon  a  siven  point,  and  of  information  as  to  the  nature  or 
scope  of  the  discussion  Defore  him,  z,  wo  forma  rejection  will  be  given  in 
order  that  an  appeal  may  be  taken.  Mason,  2  Dec.  Com.  35 ;  Gordon,  2 
0.  G.  29. 

Sec.  4912.  When  an  appeal  is  taken  to  the  Supreme 
Court  of  the  District  of  Columbia,  the  appellant  shall  give 
notice  thereof  to  the  commissioner,  and  file  in  the  patent 
office,  within  such  time  as  the  commissioner  shall  appoint, 
his  reasons  of  appeal,  specifically  set  forth  in  writing. 

statute  Bevieedr-ZyAj  8, 1870,  oh.  230,  2  49, 16  Stat.  205. 
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Sec.  4913.  The  court  shall,  before  hearing  such  appeal, 
give  notice  to  the  condmissioner  of  the  time  and  place  of 
the  hearing,  and  on  receiving  such  notice  the  commissioner 
shall  give  notice  of  such  time  and  place  in  such  manner 
as  the  court  may  prescribe,  to  all  parties  who  appear  to 
be  interested  therein.  The  party  appealing  shall  lay 
before  the  court  certified  copies  of  all  the  original  papers 
and  evidence  in  the  (^ase,  and  the  commissioner  shall  fur- 
nish the  court  with  the  grounds  of  his  decision,  fully  set 
forth  in  writing,  touching  all  the  points  involved  by  the 
reasons  of  appeal.  And  at  the  request  of  any  party  in- 
terested, or  of  the  court,  the  commissioner  and  the  ex- 
aminers may  be  examined  under  oath,  in  explanation  of 
the  principles  of  the  thing  for  which  a  patent  is  demanded. 

StoMe  JSeviMd-^ulj  8, 1870,  ch.  280,  {  61. 

Sec.  4914.  The  court,  on  petition,  shall  hear  and  deter- 
mine such  appeal,  and  revise  the  decision  appealed  from  in 
a  summary  way,  on  the  evidence  produced  before  the 
commissioner,  at  such  early  and  convenient  time  as  the 
court  may  appoint ;  and  the  revision  shall  be  confined  to 
the  points  set  forth  in  the  reasons  of  appeal.  After  hear- 
ing the  case  the  court  shall  return  to  the  commissioner  a 
certificate  of  its  proceedings  and  decision,  which  shall  be 
entered  of  record  in  the  patent  office,  and  shall  govern  the 
further  proceedings  in  the  case.  But  no  opinion  or  de- 
cision of  the  court  in  any  such  case  shall  preclude  any 
person  interested  from  the  right  to  contest  the  validity  of 
such  patent  in  any  court  wherein  the  same  may  be  called 
in  question. 

StaMs  Eevised^ulj  8, 1870,  oh.  280,  i  50, 16  Stat.  205. 

The  supreme  court  is  limited  to  the  reasons  of  appeal,  for  the  appeal  is 
only  an  appeal  from  so  much  of  the  decision  as  is  afiected  by  the  reason. 
Arnold  o.  Bishop,  Cranch  Fat.  Dec.  103 ;  Smith  v.  Flickenger,  Cranch 
Fat.  Dec.  116. 
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The  sapreme  court  can  only  examine  into  the  reasons  of  appeal,  and 
the  record  and  proceedings  as  far  as  they  apply  thereto,  for  the  purpose 
of  ascertaining  whether  the  commissioner  has  made  an  erroneous  decision, 
and  can  not  revise  the  decision  on  any  other  ground  than  that  upon  which 
the  application  was  rejected.  Ex  parte  Conklin,  1  McArthur  375 ;  8.  o. 
5  O.  G.  235. 

An  officer  or  counsel  of  the  patent  office  may  appear  and  argue  the 
questions  involved  in  the  appeal.    Ferry  v.  Cornell,  Cranch  Pat.  Dec  132. 

A  decision  in  an  interference  case  is  not  conclusive  as  between  the 
patentee,  whose  patent  was  in  controversy,  and  persons  who  were  not 
parties  to  the  interference,  for  estoppels  must  be  mutual.  Ferry  v, 
Stairett,  3  Ban  &  Ard.  485 ;  s.  c.  14  O.  G.  599. 

A  decision  in  an  interference  case  will  not  prevent  a  person  who  pur- 
chased a  machine  fVom  the  defeated  party  from  contesting  the  novelty  of 
the  invention  by  setting  up  the  prior  invention  of  another.  Feck  St.  W. 
Co.  V.  Lmdsay,  18  O.  G.  63 ;  s.  c.  5  Ban  &  Ard.  390 ;  s.  c.  2  Fed.  Bep. 
688. 

A  decision  on  an  interference  in  favor  of  a  patent  and  against  an  appli- 
cation, is  not  conclusive  as  to  priority  of  invention  in  an  action  against 
third  parties.    Ferry  v.  Ferry  14  O.  G.  599. 

The  decision  of  the  commissioner  is  conclusive  on  the  question  of  pri- 
ority as  between  the  parties.  Shuter  «•  Davis,  24  0.  G.  303 ;  s.  o.  10 
Fed.  Bep.  564 ;  Holliday  v.  Fickhardt,  22  0.  G.  420 ;  s.  0. 12  Fed.  Bep.  147. 


Sec.  4915.  Whenever  a  patent  on  application  ib  re- 
fuaed^  either  by  the  commissioner  of  patents  or  by  the 
Supreme  Court  of  the  District  of  Columbia  upon  appeal 
from  the  commissioner,  the  applicant  may  have  remedy 
by  bill  in  equity ;  and  the  court  having  cognizance  there- 
of, on  notice  to  adverse  parties  and  other  due  proceedings 
had,  may  adjudge  that  such  applicant  is  entitled,  accord- 
ing to  law,  to  receive  a  patent  for  his  invention,  as  speci- 
fied in  his  claim,  or  for  any  part  thereof,  as  the  facts  in 
the  case  may  appear.  And  such  adjudication,  if  it  be  in 
favor  of  the  right  of  the  applicant,  shall  authorize  the 
commissioner  to  issue  such  patent  on  the  applicant  filing 
in  the  patent  office  a  copy  of  the  adjudication,  and  other- 
wise complying  with  the  requirements  of  law.  In  all 
cases,  where  there  is  no  opposing  party,  a  copy  of  the  bill 
shall  be  served  on  the  commissioner;  and  all  the  expenses 
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of  the  proceedings  shall  be  paid  by  the  applicant,  whether 
the  final  decision  is  in  his  favor  or  not. 

StaiuU  Bevisedr-^vlj  S,  1870,  oh.  2S0,  §  52,  16  Stat.  205. 
Prior  Statuie—mxf^  8, 1889,  ch.  88,  §  10,  5  Stat.  854. 

If  the  application  ifl  not  hrought  before  the  commissioner  by  an  appeal 
firom  an  adverse  deckion  of  the  examiners,  but  simply  comes  before  him 
with  a  report  of  the  examiners,  and  he  withholds  the  patent  in  virtue  of 
his  general  supervisory  authority,  the  remedy  is  not  by  appeal  to  the 
supreme  court,  but  by  a  bill  in  equity  under  this  section.  Hull  v.  Com- 
missioner, 7  O.  G.  559 ;  s.  c.  8  O.  G.  46 ;  s.  c.  2  McArthur  90,  125. 

If  a  party  whose  claim  is  rejected  on  an  interference  files  a  bill  under  this 
section,  he  may  introduce  new  evidence  in  addition  to  that  produced  in  the 
Patent  Office.    Ex  parte  Squire,  12  O.  G.  1025 ;  s.  c.  3  Ban  &  Ard.  133. 

Although  an  agreement  by  one  joint  inventor  is  merely  executory  to 
assign  future  inventions,  yet  the  joint  inventors  can  not  have  a  patent 
issued  to  them.    Bumsteller  o.  Atkinson,  23  O.  G.  940. 

For  practice  under  this  section,  see  Greeley  o.  Commissioner,  6  Fish. 
675 ;  s.  o.  1  Hoknes  284 ;  4  0.  G.  612 ;  Prentiss  v.  EUworth,  2  Whart 
Dig.  365 ;  ex  parte  Arkell,  15  Blatch.  437  ;  s.  c.  4  Ban  &  Ard.  80. 

The  Jurisdiction  conferred  by  this  section  is  not  appellate  but  is  inde- 
pendent and  original.  Whipple  v.  Mner,  23  0.  G.  2236 ;  8.  o.  15  Fed. 
Rep.  117. 

If  the  commissioner  determines  the  question  of  priority  on  an  interfer- 
ence between  two  applicants,  the  unsuccessfiil  applicant  can  not  obtain 
an  injunction  against  the  issuing  of  the  patent  on  a  mere  allegation  of 
error  of  judgment.  Whipple  o.  Miner,  23  O.G.  2236;  s.  o.  15  Fed.  Bep.  117. 

SEa  4916.  Whenever  any  patent  is  inoperative  or  in- 
valid^ by  reason  of  a  defective  or  insufficient  specification, 
or  by  reason  of  the  patentee  claiming  as  his  own  inven- 
tion or  discovery  more  than  he  had  a  right  to  claim  as 
new,  if  the  error  has  arisen  by  inadvertence,  accident,  or 
mistake,  and  without  any  fraudulent  or  deceptive  inten- 
tion, the  commissioner  shall,  on  the  surrender  of  such 
patent  and  the  payment  of  the  duty  required  by  law, 
cause  a  new  patent  for  the  same  invention,  and  in  accord- 
ance with  the  corrected  specification,  to  be  issued  to  the 
patentee,  or,  in  the  case  of  his  death  or  of  an  assignment 
of  the  whole  or  any  undivided  part  of  the  original  patent, 
then  to  his  executors,  administrators,  or  assigns,  for  the 
unexpired  part  of  the  term  of  the  original  patent.     Such 
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surrender  shall  take  effect  upon  the  issue  of  the  amended 
patent.  The  commissioner  may,  in  his  discretion,  cause 
several  patents  to  he  issued  for  distinct  and  separate  parts 
of  the  thing  patented,  upon  demand  of  the  applicant,  and 
upon  payment  of  the  required  fee  for  a  reissue  for  each  of 
such  reissued  letters  patent.  The  specifications  and  claim 
in  every  such  case  shall  be  subject  to  revision  and  re- 
striction in  the  same  manner  as  origmal  applications  are. 
Every  patent  so  reissued,  together  with  the  corrected 
specification,  shall  have  the  same  effect  and  operation  in 
law,  on  the  trial  of  all  actions  for  causes  thereafter  arising, 
as  if  the  same  had  been  originally  filed  in  such  corrected 
form;  but  no  new  matter  shall  be  introduced  ipto  the 
specification,  nor  in  case  of  a  machine  patent  shall  the 
model  or  drawings  be  amended,  except  each  by  the  other ; 
but  when  there  is  neither  model  nor  drawing,  amendments 
may  be  made  upon  proof  satisfactory  to  the  commissioner 
that  such  new  matter  or  amendment  was  a  part  of  the 
original  invention,  and  was  omitted  from  the  specification 
by  inadvertence,  accident,  or  mistake,  as  aforesaid. 

Bevued  iSito^e— July  8, 1870,  oh.  280,  {  58, 16  Stat.  205. 
Prior  StatuieB-^uij  3,  1882,  oh.  162,  i  8,  4  Stat.  559.— July  4, 1886,  oh.  857, 
i  18,  5  Stat  122.— March  8, 1887,  oh.  46,  U  6,  8,  6  Stat.  192, 198. 

WbeH  Sarrender  Allowed. 

As  the  commissioner  is  an  officer  of  special  and  limited  power,  his  action 
in  granting  a  reissue  must  be  restricted  to  the  particular  cases  mentioned 
in  the  statute.  Ex  parte  Conklin,  1  McArthur  375 ;  s.  c.  5  0.  G.  235  ; 
Child  V.  Adams,  1  Fish.  189  ;  s.  o.  3  Wall.  Jr.  20. 

The  statute  embraces  only  the  right  to  a  reissue  where,  from  an  unin- 
tentional error  in  the  description  of  the  invention,  the  patent  is  wholly 
"inoperative  or  invalid."  It  is  not  enough  that  the  applicant  for  the 
reissue  shall  state  that  the  patent  is  not  fiilly  valid  and  available  to  him. 
This  does  not  meet  the  clear  and  explicit  requirements  of  the  statute. 
Whiteley  v.  Swayne.  4  Fish.  117 ;  s.  c.  7  Wall.  685 ;  Foage  v.  McCormick, 
15  Fed.  Bep.  398 ;  vide  Gold  &  S.  T.  Ck).  v.  Wiley,  17  Fed.  Bep.  234. 

If  the  original  patent  is  neither  inoperative  nor  invalid,  and  if  no  error 
has  been  occasioned  by  accident  or  mistake,  the  presumption  is  that  the 
patentee  abandoned  to  the  use  of  the  public  everything  which  he  may 
have  invented,  but  did  not  include  in  his  claim  or  specification.  Ex  parte 
Conklm,  1  McArthur  375 ;  8.  c.  5  O.  G.  235. 
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The  word  '^ spedfication "  when  used  without  the  word  ^' claim" 
qaeana  both  description  and  claim.  Therefore  a  reissue  is  allowed  when 
the  specification  is  defective  or  insufficient  in  regard  to  either  the  descrip- 
tion or  the  claim  or  both,  and  the  specification  maybe  corrected  in  regard 
to  either  the  description  or  the  claim  or  both.  Wilson  v.  Coon,  19  0.  G. 
482 ;  18  Blatch.  532 ;  s.  G.  6  Fed.  Bep.  611 ;  Smith  v.  Merriam,  19  O.  G. 
601 ;  s.  c.  6  Fed.  Rep.  713. 

A  patent  whose  claim  does  not  embrace  a  part  of  the  invention  shown 
in  the  specification  may  be  invalid  or  inoperative.  Anilin  Fabrik  v.  Hig* 
gin,  14  0.  G»  414 ;  s.  o.  15  Blatch.  290 ;  s.  c.  3  Ban  &  Aid.  462. 

A  reissue  may  be  allowed,  although  a  suit  could  be  maintained  on  the 
specification  and  claim  as  they  are.  Wilson  v.  Coon,  19  O.  G.  482 ;  s.  c. 
18  Blatch.  532 ;  s.  o.  6  Fed.  Bep.  611. 

If  the  original  patent  is  valid  and  operative,  and  the  claim  covers  the 
invention  described  in  the  specification,  the  reissue  is  void.  Giant  F.  Co. 
».  Cal.  V.  P.  Co.,  18  O.  G.  1339 ;  s.  c.  4  Fed.  Bep.  720. 

Where  it  is  apparent  on  the  fiAce  of  the  patent  or  by  contemporary 
records  that  no  accident,  inadvertence  or  mistake  could  have  occurred,  the 
reissue  is  void.    James  o.  Campbell,  104  U.  S.  356 ;  s.  c.  21  O.  G.  337. 

This  section  was  never  intended  to  allow  a  patent  to  be  enlarged,  but 
to  allow  the  correction  of  mistakes  inadvertently  committed  and  the 
restriction  of  claims  which  had  been  improperly  made  or  which  had  been 
made  too  broad.  In  a  clear  case  of  mistake — ^not  error  of  judgment^ 
the  patent  may  undoubtedly  be  enlarged,  but  that  should  be  the  exception, 
not  the  rule.  Swain  T.  Manuf.  Co.  v.  Ladd,  102  U.  S.  409 ;  s.  c.  19  0.  G. 
62 ;  s.  c.  11  O.  G.  153  ;  s.  c.  2  Ban  &  Ard.  488. 

Inventors  are  not  usually  sufficiently  skilled  in  the  art  of  nice  composi- 
tion to  enable  them  to  accurately  draft  their  own  specifications.  They 
must  therefore  resort  to  others,  and  it  not  infrequently  happens  that  the 
draftsman  employed  to  describe  a  particular  invention,  either  through 
want  of  skill,  or  haste,  or  ignorance  of  the  state  of  the  art,  gives  in  the 
specification  a  very  imperfect  description  of  the  thing  invented.  He  some- 
times narrows  the  scope  of  the  inventor's  ideas  and  combinations,  and  at 
other  times  expands  them  over  instruments  and  devices  which  are  not  the 
product  of  his  original  thought.  He  may  Mi  to  set  forth  some  feature  of 
the  invention  which  at  the  time  is  deemed  unimportant,  and  which 
subsequently  may  be  proved  to  be  vital,  or  at  least  of  great  value. 
If  the  invention  is  of  considerable  pecuniary  consideration,  the  public 
examine  it  with  scrutinizing  eyes,  and  if  an  inch  of  ground  within  the 
true  scope  of  the  discovery  is  unoccupied  by  the  specification,  it  is  at  once 
seized  upon  by  parties  to  whose  business  the  new  improvement  has  a  near 
relation.  If  a  fatal  or  damaging  error  has  crept  into  the  description,  that 
&ct  is  soon  ascertained  by  those  who  desire  to  avail  themselves  of  what- 
ever improvement  has  been  discovered.  The  privilege  of  surrender  and 
reissue  is,  therefore,  invaluable  to  inventors,  for  without  it  they  would 
often  lose  that  protection  for  the  ofispring  of  theu:  skill  and  labor  which 
it  is  the  immediate  object  of  all  patent  laws  to  afibrd.  Blake  v.  Stafibrd, 
3  Fish.  294 ;  s.  c.  6  Blatch.  195. 
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It  not  mfreqaenUy  happens  that  a  Judicial  interpretation  of  the  specifi- 
cation or  claim  of  a  patent,  or  both,  discloses  to  the  inventor  and  pat- 
entee for  the  first  time  the  defects  in  the  instrument,  and  shows  him  that 
he  has  unwittingly  restricted  his  rights  within  narrower  limits  than  his 
discovery,  or  so  inartificlally  described  his  kivention  that  he  has  failed  to 
secure  any  substantial  advantage  by  it.  Such  a  disclosure  furnishes  a 
proper  occasion  for  a  surrender  and  reissue  when  the  error  was  inadvertent, 
and  is  clearly  within  the  beneficent  design  of  the  statute.  Poppenhusen 
V.  Falke,  2  Fish.  213 ;  Doughty  v.  West,  3  Fish.  580  ;  s.  c.  6  Blatch.  429 ; 
Bliss  V.  Gay  lord  Manuf.  Co.,  6  Blatch.  279. 

It  matters  not  how  or  when  the  patentee  discovered  the  mistake,  pro- 
vided it  was  a  mistake.  The  real  question  is,  whether  or  not  the  inven- 
tion described  in  the  new  specification  is  a  part  of  the  original  invention. 
Popenhusen  v.  Falke,  2  Fish.  181 ;  s.  c.  4  Blatch.  493. 

If  the  specification  is  defective  or  doubtful  in  some  particulars,  the 
patent  may  be  surrendered  for  the  purpose  of  making  the  description 
more  clear,  although  it  is  not  void.  Woodworth  v.  Hall,  1  M.  &  W.  248 ; 
8.  c.  2  Bobb  495 ;  Parham  v.  Sewing  Machine  Co.,  4  Fish.  468. 

The  provision  allowing  a  surrender  may  perhaps  be  regarded  more 
justly  as  affirming  the  propriety  of  the  usage  which  had  obtained  under 
the  former  laws  and  had  been  repeatedly  recognized  by  the  courts,  and  as 
prescribing  in  addition  the  conditions  and  incidents  which  should  attach 
to  it  thereafter.  It  is  hardly  to  be  supposed  that  the  merely  clerical  error 
of  an  engrossing  subordinate,  or  the  accidental  inadvertence  of  the  com- 
missioner himself,  is  not  capable  of  being  rectified  or  supplied  now,  just 
as  it  was  before  the  adoption  of  this  provision.  French  v.  Rogers,  1  Fish. 
133 ;  Morris  v.  Huntington,  1  Paine  348  ;  b.  c.  1  Bobb  448 ;  Grant  &.  Ray- 
mond, 6  Pet.  218 ;  s.  c.  1  Bobb  604. 

An  error  in  the  date  from  which  the  patent  for  an  invention  which  has 
been  patented  in  a  foreign  country  begins  to  run,  may  be  corrected  by  a 
reissue.  Buerk  v.  Valentine,  5  Fish.  366 ;  s.  c.  9  Blatch.  479 ;  2  O.  G. 
295. 

It  is  the  duty  of  the  commissioner  to  correct  errors  in  the  letters  patent 
when  applied  to,  and  to  minute  the  correction  on  or  in  them,  as  these 
matters  are  between  him,  representing  the  government,  and  the  patentee. 
He  need  not  resign  or  reseal  the  letters,  for  he  adopts  them  as  his  own 
act  by  redelivering  the  patent  after  it  is  amended,  as  much  as  he  adopts 
the  writing  of  it  on  the  paper  or  parchment.  The  record  or  enrollment 
must  be  made  to  correspond  with  the  letters  as  amended.  Woodworth  v. 
Hall,  1  W.  &  M.  248,  349 ;  s.  c.  2  Bobb  495 ;  Dental  Vulcanite  Co.  v. 
Wetherbee,  3  Fish.  87 ;  s.  c.  2  Cliff".  555. 

A  patent  which  has  been  extended  may  be  surrendered  and  a  reissue 
granted,  Gibson  v,  Harris,  1  Blatch.  167 ;  Wilson  v.  Bosseau,  4  How. 
646 ;  8.  c.  1  Blatch.  3 ;  s.  c.  2  Bobb  373. 

A  reissue  of  a  reissue  is  valid.  The  statute  authorizes  the  reissue  of 
*^any  patent."  A  reissued  patent  is  none  the  less  a  patent  within  the 
meaning  of  this  section  because  it  is  a  reissued  patent,  Selden  v,  Stock- 
16 
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well  S.  L.  G.  B.  Co.,  20  O.  G.  1377 ;  s.  o.  19  Blatch.  544 ;  s.  c.  9  FecL 
Bep.  890. 

If  a  reissue  is  invalid  because  it  is  not  for  the  same  invention  as  the 
original  patent,  the  patentee  may  snrrender  it  and  obtain  a  second  reissue. 
American  B.  B.  B.  Co.  v.  Sullivan  Machine  Co.,  14  Blatch.  119 ;  s.  c.  2 
Ban  &  Aid.  522;  American  D.  B.  B.  Co.  v,  Sheldon,  17  Blatch.  208; 
s.  c.  4  Ban  So  Ard.  551. 

The  new  patent  is  substituted  for  the  old  one,  wit^  Just  the  same  effect 
and  operation  in  law  as  if  the  specification  had  been  filed  first  in  the 
form  which  it  takes  in  the  reissue.  This  substitute,  having  all  the  legal 
attributes  of  the  original,  may  therefore  be  amended  also.  The  surrender 
and  reissue  may  follow  each  other  just  as  often  as  the  patentee  is  content 
to  be  more  specific  or  more  modest  in  his  claims.  French  v,  Bogers,  1 
Fish.  133 ;  Morse  v.  Bam,  9  West.  L.  J.  106. 

A  reissue  has  been  upheld  when  the  surrender  was  made  more  than 
sixteen  years  after  the  first  patent  was  issued.  It  has  also  been  said 
that  a  patent  which  had  been  extended  to  twenty-one  years  under  the 
general  law,  and  afterward  extended  to  twenty-eight  years  by  special  act 
of  Congress,  might  be  surrendered  and  reissued  after  the  term  of  twenty- 
one  years  had  expired.  Hussey  v,  Bradley,  2  Fish.  362 ;  s.  o.  5  Blatch. 
134. 

The  surrender  and  the  reissue,  no  matter  how  often  they  recur,  are 
reciprocal,  each  in  consideration  of  the  other,  and  forming  together  but  a 
single  act  between  the  parties.  It  would  be  unconscientious  to  retain  the 
consideration  while  denying  the  validity  of  the  grant.  If  the  reissue  is 
invalid  for  want  of  authority  to  make  it,  the  surrender  is  ineffective  for  want ' 
of  authority  to  accept  it.  and  so  the  patent  stands  as  if  there  had  been  no 
surrender.  French  v.  Bogers,  1  Fish.  133 ;  Woodworth  r.  Hall,  1  W.  & 
M.  389 ;  s.  c.  2  Bobb  517 ;  Woodworth  v.  Edwards,  3  W.  &  M.  120 ;  s.  c. 
2  Bobb  610. 

The  surrender  of  a  patent  is  an  abandonment  of  it,  and  the  patentee 
takes  upon  himself  the  risk  of  getting  a  reissue  or  losing  all.  If  the  appli- 
cation for  a  reissue  is  rejected  after  a  contest  on  the  merits  in  an  inter- 
ference with  other  claimants,  the  decision  is  as  fatal  to  his  original  patent 
as  to  his  right  to  a  reissue.  Peck  o.  Collins,  103  U.  S.  660 ;  s.  c.  19  0. 6. 
1137. 

Practice. 

The  statute  does  not  in  terms  require  that  a  surrender  shaU  be  in 
writing.  Patents  may  doubtless  l>e  surrendered  on  petition  or  by  de- 
livery, as  the  rules  of  the  patent  office  may  prescribe.  Dental  Vulcanite 
Co.  V.  Wetherbee,  3  Fish.  87 ;  s.  c.  2  Cliff.  555. 

An  applicant  for  a  reissue  who  has  filed  his  application  with  the  acting 
commissioner,  and  pud  the  requisite  amount  of  fees,  has  done  all  in  his 
power  to  make  his  application  effectual,  and  has  a  right  to  consider  it 
properly  before  the  commissioner.   Commissioner  v.  Wlnteley,  4  Wall.  522. 

It  is  the  first  duty  of  the  commissioner  to  receive  the  application,  wliat- 
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ever  he  may  do  subeeqaently.  Without  this  initial  step  there  can  be  no 
examination,  and  indeed  no  rightful  knowledge  of  the  subject  on  his  part. 
Commissioner  v.  Whiteley,  4  Wall.  522. 

If  no  oath  is  made  to  the  specification,  the  reissue  is  void.  Whiteley  v, 
Swayne,  4  Fish.  117  ;  s.  c.  7  Wall.  685. 

The  application  for  a  reissue  may  be  withdrawn,  under  leave  of  the  com- 
missioner, at  any  time  before  the  proceedings  are  fully  completed  and 
duly  recorded.  The  reissued  letters  patent,  as  a  general  rule,  have  the 
efl'ect  to  supersede  the  original  patent,  but  a  pending  application  for  that 
purpose  can  not  receive  any  such  construction,  no  matter  how  nearly  the 
proceedings  may  have  approached  to  a  consummation,  so  long  as  they  are 
not  finally  completed.  Prior  to  the  issuing  of  the  new  patent,  what  is 
called  a  surrender  in  the  case  is,  in  general,  nothing  more  than  a  pre- 
liminary ofi*er  to  that  effect  as  the  necessary  means  of  obtaining  a  reissue, 
and  even  when  not  so  intended  in  the  outset,  it  may  be  subsequently  so 
treated  by  the  commissioner,  at  the  request  of  the  party  applying  for  the 
reissue.  Where  bad  fkith  is  shown  as  an  element  of  the  case,  a  different 
conclusion  would  doubtless  follow  ;  but  the  withdrawal  of  the  application 
may  be  allowed  by  the  commissioner  for  any  reasonable  cause,  where 
there  is  no  fraud  practiced  to  procure  it,  and  where  there  Is  no  prejudicial 
interference  with  the  rights  of  third  person.    Forbes  v.  Barstow  Stove  Co., 

2  Cliff.  379. 

The  issuing  of  one  set  of  new  letters  patent  for  the  three  different  terms 
before  existiDg,  when  the  old  specification  is  sought  to  be  corrected,  is 
open  to  some  questions  concerning  its  legality.  The  most  obvious  mode 
would  be  to  renew  each  separately,  or  renew  only  the  old  letters  and 
their  specification,  and  let  the  others  be  cured  or  aided  by  relation  back 
to  the  original  one.  Woodworth  v.  Hall,  1  W.  &  M.  248,  389 ;  s.  c.  2 
Robb  495,  517. 

If  each  form  of  an  apparatus  is  fairly  a  distinct  and  separate  part  of  the 
thing  patented,  a  separate  reissue  may  be  taken  for  each.  Selden  v. 
Stockwell  S.  L.  G.  B.  Co.,  20  O.  G.  1737 ;  8.  c.  19  Blatch.  544 ;  s.  c.  9 
Fed.  Rep.  390. 

If  a  reissue  is  granted  upon  the  surrender  of  the  patent,  it  is  not  inval- 
idated by  the  subsequent  granting  of  other  reissues.  Atwood  v,  Portland 
Co.,  5  Ban  &  Ard.  533 ;  8.  c.  10  Fed.  Bep.  283. 

If  the  reissue  states  that  the  original  patent  was  surrendered  and  can- 
celled, the  presumption  of  law,  in  the  absence  of  any  proof  to  the  contrary, 
is  that  the  statement  is  correct,  and  that  the  surrender  was  made  accord- 
ing to  law  and  the  rules  of  the  patent  office.  An  erroneous  description  of 
the  patent  in  the  application  will  not  affect  the  reissue,  if  there  is  no  error 
in  the  records  of  the  patent  office.    Dental  Vulcanite  Co.  v,  Wetherbee, 

3  Fish.  87 ;  8.  c.  2  Clift*.  555. 

The  new  patent,  in  case  of  reissue,  should  be  granted  for  tlie  unexpired 
term  only.    Woodworth  e.  Stone,  3  Story  749 ;  s.  o.  2  Robb  296. 

A  reissue  is  made  to  cover  the  unexpired  period  of  the  original  patent, 
and  is  therefore  antedated.    Whitely  v.  Fisher,  4  Fish.  248. 
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It  18  questioDable  whether  any  evidence  is  competent  or  admissible  In 
an  action  between  third  persons  involving  the  validity  of  the  patent,  to 
show  that  the  officer  who  signed  it  was  not  legally  appointed,  the  power 
of  the  officer  himself  not  being  put  directly  in  issue  in  a  proceeding  where 
he  is  a  party.     Woodworth  v.  Hall,  1  Wood  &  M.  389 ;  8.  c.  2  Robb  517. 

The  signature  of  a  peraon  as  acting  commissioner  carries  as  much 
verity  and  legality  on  the  face  of  a  certificate  to  a  patent  as  that  of  the 
commissioner  himself,  until  it  be  shown,  if  it  can  be  properly,  that  the 
fi/ctmg  appointment  was  not  in  truth  made  in  the  manner  authorized  by 
law.     Woodworth  v.  Hall,  1  Wood  &  M.  248,  389  ;  s.  c.  2  Robb  495,  517. 

It  would  seem  to  be  necessary  to  have  the  Secretary  of  the  Interior 
sign  anew  or  assent  to  an  amendment  of  an  error  in  a  patent,  as  he  is  a 
distinct  officer,  and  without  signing  anew  or  assenting  would  not  authen- 
ticate the  letters  as  amended.  Woodworth  9.  Hall,  1  Wood  &  M.  248, 
389 ;  8.  c.  2  Bobb  495,  517. 

The  commissioner  has  no  authority  to  grant  a  reissued  patent.  That 
belongs  to  the  Secretary  of  the  Interior ;  consequently  the  commissioner 
is  not  liable  for  refusing  to  make  the  grant.  If  the  Secretary  of  the  Inte- 
rior executes  the  patent,  and  it  awaits  the  countersignature  of  the  com- 
missioner and  the  seal  of  the  office,  and  the  commissioner  maliciously 
refuses  to  countersign  and  affix  the  seal  of  the  office,  he  will  be  liable. 
Whitely  v.  Fisher,  4  Fish.  248. 

If  an  attorney,  employed  to  obtain  a  reissue,  discovers  in  the  course  of 
his  investigations  for  that  purpose,  that  one  claim  is  in  conflict  with  a 
prior  patent,  which  he  thereupon  purchases,  such  purchase  will  not  inure 
to  the  benefit  of  his  client.    Hofllieins  v.  Brandt,  3  Fish.  218. 

Parties  to  Surrender. 

The  sole  right  to  surrender  is  given  (1)  to  the  patentee,  if  he  is  alive 
and  has  made  no  assignment  of  the  original  patent ;  (2)  to  the  executor 
or  administrator  of  the  patentee  after  his  decease,  when  there  has  been  no 
such  assignment ;  (3)  to  the  assignee  when  there  has  been  an  assignment 
of  the  original  patent.  The  right  to  suiTcnder  is  given  to  no  one  else. 
Potter  V.  Holland,  1  Fish.  382 ;  8.  c.  4  Blatch.  206 ;  Smith  v,  Mercer,  5 
Penn.  L.  J.  529 ;  s.  c.  4  West.  L.  J.  49. 

It  is  not  in  the  power  of  the  patentee,  by  the  surrender  of  his  patent, 
to  afl'ect,  without  their  consent,  the  rights  of  third  persons  to  whom  he  has 
previously  passed  his  interest  in  the  whole  or  a  part  of  the  patent.  This 
consent  may  be  manifested  either  by  joining  in  the  surrender  with  the 
patentee,  or  by  previously  authorizing  it,  or  by  subsequently  ratifying  or 
approving  it.  To  take  advantage  and  benefit  of  it  woidd  be  a  ratification. 
When  such  consent  is  given,  the  rights  of  the  party  so  consenting  in  and 
to  the  old  patent  are  forever  gone.  It  may,  too,  be  considered  as  a  sound 
and  settled  principle,  that  a  person  to  whom  the  patentee  has  passed  his 
interest  in  part  of  the  old  patent,  is  entitled,  upon  a  surrender  of  the  same 
by  the  patentee,  and  the  obtaining  of  a  reissued  patent,  to  the  same  right 
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under  the  reissued  patent  that  he  had  to  the  old  one.  The  patentee  can 
not,  by  taking  a  reissue,  deprive  him  of  the  same  right  to  it  that  he  had  to 
the  old  one,  if  he  wishes  to  take  the  benefit  of  such  right.  But  when  he 
does  take  advantage  and  benefit  of  the  reissued  patent,  he  consents  to 
give  up,  and  does  give  up,  the  right  which  he  had  under  the  old  one.  It 
does  not  follow  from  this,  however,  that  because  a  third  person  to  whom 
a  patentee  has  passed  his  interest  in  a  part  of  the  patent,  is  entitled  to 
the  same  right  to  a  reissued  patent  that  he  had  to  the  old  one,  he  is  com- 
pelled to  take  under  the  reissued  one,  and  thereby  compelled  to  give  up 
the  right  which  he  had  under  the  old  one.  If  he  were,  his  rights  might 
be  injuriously  afiected  without  his  consent.  If  he^were  so  compelled,  an 
assignee  under  the  old  patent  of  an  exclusive  territorial  right  would  be 
forced,  without  his  consent,  to  give  up  damages  which  he  might  be  en- 
titled to  under  the  old  patent  for  a  violation  of  rights  secured  to  him  by 
that  patent.  And  it  might  so  happen  that  the  old  patent  surrendered  was 
a  valid  one,  and  that  the  reissued  one  was  invalid,  or  that  the  rights 
secured  by  the  former  were  important,  while  the  rights  secured  by  the 
latter  were  of  little  consequence.  Third  persons  can,  therefore,  hold 
under  the  old  patent  notwithstanding  the  surrender  and  reissue.  Potter 
9.  Holland,  1  Fish.  327 ;  s.  c.  4  Blatch.  206 ;  Smith  v.  Mercer,  5  Penn. 
L.  J.  529 ;  8.  c.  4  West.  L.  J.  49 ;  Woodworth  v.  Stone,  3  Story  749 ;  s.  o. 
2  Robb  296 ;  Washburn  v.  Gk)uld,  3  Story  122 ;  &  o.  2  Bobb  206 ;  McBur- 
ney  o.  Goodyear,  65  Mass.  569. 

Where  there  has  been  an  assignment  of  an  undivided  part  of  the  whole 
original  patent,  the  assignee  of  such  part  and  the  patentee  become  joint 
owners  of  the  patent,  and  should  join  in  the  surrender,  and  if  they  do  not, 
it  will  be  invalid  unless  the  part  owner  not  joining  shall  ratify  it.  Potter 
9.  Holland,  I  Fish.  382 ;  s.  o.  4  Blatch.  206. 

There  is  no  provision  requiring  that  the  original  patentee,  after  an 
assignment  of  his  interest,  shall  assent  to  the  reissue.  And  a  reissue, 
without  such  concurrence,  is  valid.  Swift  e.  Whisen,  3  Fish.  343 ;  s.  o. 
2  Bond  115. 

If  a  reissue  is  granted  to  the  patentee  after  the  execution  of  an  assign- 
ment, but  before  it  is  placed  on  record  in  the  patent  office,  the  assignee 
has  no  right  to  demand  that  a  reissue  shall  be  granted  to  himself,  and  if 
he  does,  and  is  refused,  the  action  of  the  commissioner  in  so  refusing  is 
not  the  subject  of  an  appeal  to  a  judge.  It  raises  merely  an  issue  between 
the  office  and  the  assignee  with  regard  to  an  existing  patent,  and  not  an 
issue  over  the  merits  of  the  patent.  The  law  providing  an  appeal  to  the 
appellate  judge  has  reference  to  the  contents  of  a  patent,  and  not  to  a 
controversy  between  parties  as  to  who  owns  it,  where  the  patent  has  been 
granted.    Whitely  e.  Fisher,  4  Fish.  248. 

New  letters,  with  an  amended  specification,  is  the  same  invention  as 
that  covered  by  the  original  patent,  and  a  conveyance  of  it  once,  there- 
fore, for  a  specified  term,  is  good  for  the  term,  whether  an  amended 
specification  is  filed  or  not  before  the  term  closes.  Woodworth  v.  Hall, 
1  Wood  &  M.  248,  389 ;  s.  c.  2  Bobb  495,  517. 
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There  is  nothing  hi  the  terms  of  the  statute  which  limits  the  right  of 
reissae  to  the  patentee  or  first  assignee.  A  reissue  to  subsequent  assignees 
is  valid.    Swift  v.  Whisen,  3  Pish.  343 ;  6.  c.  2  Bond  115. 

The  grant  of  a  reissue  is  evidence  that  the  person  to  whom  it  is  granted 
had  the  title  to  the  patent.  American  D.  B.  B.  Go.  9.  Sheldon,  17  Blatch* 
208 :  8.  c.  4  Ban  &  Ard.  551. 

If  the  reissue  recites  a  prior  assignment  of  the  patent,  it  is  prima  fcusie 
evidence  thereof.    Middletown  Co.  o.  Judd,  3  Fish.  141. 

If  the  reissue  recites  that  the  original  patent  had  been  assigned  to  the 
party  to  whom  the  reissue  is  granted,  it  is  conclusive.  Hofiheins  «. 
Brandt,  3  Fish.  218. 

If  a  patentee  who  has  parted  with  his  title  makes  a  surrender  at  the 
request  of  the  owner,  and  after  obtaining  a  reissue  assigns  that  to  the  real 
owner,  the  reissue  will  be  deemed  valid  as  against  an  infringer.  Wing 
V.  Warren,  5  Fish.  548 ;  s.  c.  2  O.  G.  342. 

Where  an  assignment  covers  tlie  whole  interest  of  an  inventor,  present 
and  prospective,  it  is  more  regular  that  the  application  for  a  surrender 
should  be  made  by  the  assignee,  but  even  in  that  case  the  reissue  will  not 
be  void,  if  the  assignment  is  duly  recorded  ui  the  patent  office,  and  the 
application  for  the  surrender  and  reissue  is  made  with  the  consent  of  the 
assignee.  If  the  reissue  is  correct  in  form,  and  there  is  no  proof  of  fraud, 
intentional  error,  or  concealment,  a  mere  wrongdoer  can  not  defend  him- 
self against  the  charge  of  infringement  by  proving  that  the  proceedings 
which  led  to  the  reissue  were  irregular,  unless  it  is  shown  that  the  pro- 
ceedings were  contrary  to  law,  or  that  the  patent  was  granted  to  the 
wrong  party.  Dental  Vulcanite  Co.  v.  Wetherbee,  8  Fish.  87 ;  8.  c.  2 
Cliff.  555  ;  Woodworth  v.  Stone,  3  Story  749 ;  s.  0.  2  Bobb  296 ;  Meyer  v. 
Bailey,  8  O.  G.  437 ;  8.  o.  2  Ban  &  Ard.  73. 

Although  an  assignment  is  invalid  at  the  time  of  reissue,  yet  if  the 
assignor  subsequently  ratify  it,  the  reissue  to  the  assignee  is  valid. 
Campbell  v.  James,  18  O.  G.  979 ;  s.  o.  17  Blatch.  43 ;  8.  c.  4  Ban  &  Ard. 
456. 

If  the  assignee  adopts  a  surrender  applied  for  by  the  patentee,  uid 
accepts  the  new  patent,  he  is  estopped  to  deny  either  the  authority  of 
the  applicant  or  that  of  the  commissioner.  The  patentee  can  not  com- 
plain,  because  it  was  his  own  act.  The  government  cannot  complain, 
because  there  is  but  one  patent  for  the  invention.  Third  parties  can 
not,  therefore,  raise  any  objection.  Dental  Vulcanite  Co.  v.  Wetherbee, 
3  Fish.  87 ;  s.  c.  2  Clifi*.  555. 

There  is  nothing  m  the  statute  which  restricts  the  right  of  a  patentee  to 
make  a  surrender  because  he  has  previously  made  special  or  limited 
grants.    Smith  v.  Mercer,  5  Penn.  L.  J.  529 ;  8.  c.  4  West.  L.  J.  49* 

A  grantee  of  an  exclusive  territorial  right  need  not  unite  in  the  appli- 
cation for  a  reissue.  Meyer  v*  Bailey,  8  O.  G.  437 ;  8.  G.  2  Ban  &  Ard.  73 ; 
Commissioner  v.  Whiteley,  4  Wall.  522. 

A  mere  licensee  having  no  legal  right  in  the  patent  need  not  join  in  the 
surrender.  Potter  o.  Holland,  1  Fish.  327 ;  s.  o«  4  Blatch.  206 ;  Forbes  v. 
Barstow  Stove  Co.,  2  Cliff.  379. 
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The  reissue  may  be  made  in  the  name  of  the  administrator  of  the 
patentee,  for  an  invention  is  personal  property,  and  possesses  value  be- 
yond the  first  patent  on  it,  being  valuable  for  purposes  abroad  as  the 
ground  for  a  patent  there,  and  also  for  a  renewal  at  home.  Woodworth 
V.  Hall,  1  Wood  &  M.  248,  389 ;  8.  o.  2  Bobb  495,  517. 

Where  a  reissue  is  granted  to  an  adnunistmtor,  it  will  be  taken  for 
granted  that  the  person  in  whose  name  the  patent  was  issued  established 
his  legal  right  to  it  before  the  commissioner,  and  the  court  can  not  go  be* 
hind  the  grant  to  ascertain  whether  this  was  so  or  not.  Northwestern  Co. 
V.  Philadelphia  Co.,  6  O.  G.  34;  8.  c.  1  Ban  &  Ard.  177 ;  Woodworth  v. 
Hall,  1  Wood  &  M.  248, 389 ;  8.  o.  2  Bobb  495, 517 ;  Goodyear  v.  HuUiben, 
3  Fish.  251 ;  8.  o.  1  Hughes  492. 

A  grant  in  case  of  a  reissue  in  trust  for  the  heirs^at-law  of  the  patentee, 
their  heirs,  administrators  or  assigns,  is  at  most  a  mere  verbal  error,  if 
the  trust  has  any  validity  whatever,  for  the  new  patent  will,  by  operation 
of  law,  enure  to  the  sole  benefit  of  the  parties  in  whose  favor  the  law 
designed  it  should  operate,  and  not  otherwise.  Woodworth  v.  Stone,  3 
Story  749 ;  8.  c.  2  Bobb  296. 

An  ezecutQr  of  the  patentee  may  surrender  the  patent  and  obtain  a 
reissue.  Carew  v.  Boston  Elastic  Fabric  Co.,  5  Fish.  90 ;  8.  o.  1  Holmes 
45  ;  1  O.  G.  91 ;  8.  O.  3  Cliff.  356. 

If  one  of  several  executors  surrenders  a  patent,  and  takes  a  reissue  to 
himself  as  executor,  the  grant  vests  the  legal  title  in  him  exclusively. 
The  suffix  of  executor  signifies  the  trustee  character  in  which  he  assumed 
to  act,  and  in  which  he  was  recognized  and  dealt  with  by  the  commis- 
sioner. The  designation  and  trust  which  it  implies  does  not  inrevent  the 
passage  of  the  legal  title,  or  qualify  the  estate  which  accompanies  it. 
Bobber  Co.  v.  Goodyear,  2  Fish.  499 ;  s.  c.  9  Wall.  788 ;  2  Cliff.  351. 

A  reissue  is  valid  although  there  is  an  error  in  spelling  the  name  of  the 
grantee  if  he  is  the  person  to  whom  the  patent  was  granted  and  to  whom 
the  reissue  was  intended  to  be  granted.  Bignall  v.  Harvey,  18  O.  G.  1275 ; 
8.  c.  18  Blatch.  353 ;  8.  c.  5  Ban  &  Ard.  636 ;  s.  c.  4  Fed.  Bep.  334. 

IFhen  Decision  of  Commimsioner  ConclaaiTO. 

The  specification  may  be  defective  or  insufilcient  either  by  a  mistake  of 
law  as  to  what  is  required  to  be  stated  therein  in  respect  to  the  claim  of  the 
inventor,  or  by  a  mistake  of  fact  in  omitting  things  which  are  indispensable 
to  the  completeness  and  exactness  of  the  invention,  or  of  the  mode  of  con- 
structing or  making  or  using  the  same.  Whether  the  invention  claimed 
in  the  original  patent  and  that  claimed  in  the  new  amended  patent  is 
substantially  the  same,  is  and  must  be  in  many  cases  a  matter  of  great 
nicety  and  difficulty  to  decide.  It  may  involve  considerations  of  fact  as 
well  as  of  law.  Who  is  to  decide  the  question  f  The  true  answer  is,  the 
commissioner  of  patents ;  for  the  law  intrusts  him  with  the  authority  not 
only  to  accept  the  surrender,  but  to  grant  the  new  amended  patent.  He 
is  bound,  therefore,  by  the  very  nature  of  his  duties,  to  inquire  into  and 
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ascertain  whether  the  specification  is  definite  or  insufficient  in  point  of  law 
or  &ct,  and  whether  the  inventor  has  claimed  more  than  he  Invented,  and 
in  each  case,  whether  the  error  has  arisen  from  inadvertency,  accident 
or  mistake,  or  with  a  fraudulent  or  deceptive  intention.  .  No  one  can  well 
doubt  that  in  the  first  instance,  therefore,  he  is  bound  to  decide  the  whole 
law  and  facts  arising  under  the  application  for  the  new  patent.  Prima 
facie,  therefore,  it  must  be  presumed  that  the  new  amended  patent  has 
been  rightfully  granted  by  him.  Allen  v.  Blunt,  3  Story  742 ;  s.  c.  2  Robb 
288 ;  Seymour  V.  Osborne,  3  Fish.  555 ;  s.  G.  11  Wall.  516 ;  Phila.  &  Trenton 
B.  R.  Co.  V.  Stimpson,  14  Pet.  448 ;  s.  c.  2  Bobb  46. 

It  is  not  necessary  for  the  reissued  patent  to  contain  any  recitals  that 
the  prerequisites  to  the  grant  of  it  have  been  duly  complied  with,  for  the 
law  makes  the  presumption.  Phila.  So  Trenton  B.  R.  Co.  v,  Stimpson, 
14  Pet.  448 ;  8.  c.  2  Bobb  46;  Seymour  o.  Osborne,  3  Fish.  555  ;  s.  c.  11 
Wall.  516. 

The  power  of  accepting  the  surrender  of  the  original  patent,  and  of 
granting  a  reissue  of  it,  is  confided  exclusively  to  the  commissioner,  and 
is  to  be  exercised  judicially  by  him.  The  presumption  is  that  he  has 
exercised  it  lawfiilly,  and  that  the  reasons  for  which  alone  its  exercise 
could  be  invoked  have  been  sufficiently  shown  to  exist.  His  decision  is 
final,  and  is  to  be  treated  as  foreclosing  all  inquiry  into  the  existence  or 
sufficiency  of  the  facts  which  are  prescribed  as  necessary  to  authorize  him 
to  grant  a  reissue.  Parham  v.  Sewing  Machine  Co.,  4  Fish.  468 ;  Gage  o. 
Nelson,  23  O.  G.  2119 ;  s.  c.  14  Blatch.  293 ;  s.  c.  12  O.  G.  753 ;  8.  c. 
3  Ban  &  Ard.  55 ;  Smith  v.  Merriam,  190.  G.  601 ;  s.  o.  6  Fed.  Bep.  713. 

The  decision  of  the  commissioner  is  not  conclusive  if  he  grants  a  re- 
issue in  a  case  where  he  has  no  authority  under  the  statute  to  act,  or 
exceeds  his  authority.  Giant  P.  Co.  v.  Cal.  V.  P.  Co.,  18  O.  G.  1339; 
8.  c.  4  Fed.  Bep.  720;  Flower  v.  Bayner,  19  O.  G.  425;  s.  o.  5  Fed. 
Bep.  793. 

All  matters  of  fact  involved  in  the  hearing  of  an  application  to  reissue  a 
patent,  and  in  granting  it,  are  conclusively  settled  by  the  decision  of  the 
commissioner  granting  the  application.  Matters  of  construction  arising 
on  the  face  of  the  instrument  are  still  open,  but  all  matters  of  fact  con- 
nected with  the  surrender  and  reissue  are  closed  in  a  suit  for  an  infringe- 
ment by  the  decision  of  the  commissioner.  Seymour  v.  Osborne,  3  Fish. 
555 ;  8.  c.  11  Wall.  516 ;  Jordan  v.  Dobson,  4  Fish.  232 ;  s.  c.  7  Phila.  533 ; 
2  Abb.  U.  8.  398  ;  Blake  v.  Stafford,  3  Fish.  294 ;  8.  c.  6  Blatch.  195 ; 
La  Baw  v.  Hawkins,  6  O.  G.  724 ;  s.  c.  1  Ban  &  Ard.  428 ;  Colt  v.  Young, 
2  Blatch.  471 ;  Stimpson  v.  Westchester  B.  B.  Co.,  4  How.  380 ;  s.  c.  2 
Bobb  335 ;  Swift  v.  Whisen,  3  Fish.  343 ;  6.  c.  2  Bond  115 ;  Forbes  v.  Bar- 
stow  Stove  Co.,  2  'Clifi*.  379 ;  Allen  v.  Blunt,  3  Story  742 ;  8.  c.  2  Bobb 
288 ;  Poppenhusen  v.  Falke,  2  Fish.  181 ;  s.  c.  4  Blatch.  493  ;  Woodworth 
0.  Stone,  3  Story  749 ;  s.  c.  2  Bobb  296 ;  French  v.  Rogers,  1  Fish.  133 ; 
Potter  V.  Holland,  I  Fish.  382 ;  s.  c.  4  Blatch.  238 ;  Thomas  v.  Shoe  M. 
Manuf.  Co.,  16  O.  G.  541 ;  8.  c.  3  Ban  &  Ard.  557 ;  Selden  v.  Stockwell, 
S.  L.G.  B.  Co.,  20  O.  G.  1397 ;  s.  c.  19  Blatch.  544 ;  8.  c.  9  Fed.  Bep.  390 ; 
^^ombined  Can  Co.  v.  Lloyd,  11  Fed.  Bep.  149 ;  8.  c.  39  Leg.  Int.  82. 
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The  presumption  is  that,  in  granting  the  reissue,  the  commissioner  dis- 
charged his  duty  iiuthfully  and  correctly.  This  involves  the  idea  that 
he  granted  it  on  account  of  mistake  or  inadvertence  in  the  description  or 
specification  of  the  invention  attached  to  the  first  letters ;  and  therefore 
that  he  issued  the  new  one  as  a  matter  of  course,  with  a  difi'erent  amended 
description  or  specification,  but  for  the  same  invention.  Allen  p.  Blunt, 
2  W.  &  M.  121 ;  s.  c.  2  Robb  530 ;  Smith  v.  Mercer,  5  Fenn.  L.  J.  529 ; 
8.  c.  4  West.  L.  J.  49 ;  Hussey  p.  Bradley,  2  Fish.  362 ;  s.  c.  5  Blatch. 
134;  Crompton  v.  Belknap  Mills,  3  Fish.  536  ;  Birdsell  v.  McDonald,  6 
O.  G.  682 ;  8.  c.  1  Ban  &  Ard.  165  ;  Bantz  v.  Elsas,  6  O.  G.  117 ;  s.  c.  1 
Ban  &  Ard.  351 ;  Doherty  v.  Haynes,  6  0.  G.  118 ;  8.  c.  4  Clifi'.  291 ;  s.  c. 
1  Ban  &  Ard.  289 ;  Woodworth  v.  Edwards,  3  W.  &  M.  120 ;  s.  c.  2  Kobb 
610;  Swift  V.  Whisen,  3  Fish.  343;  8.  c.  2  Bond  115;  Woodward  v. 
Densmore,  4  Fish.  163 ;  American  Pavement  Co.  v,  Elizabeth,  6  Fish. 
424;  8.  c.  30.G.  522;  Aultman  v.  HoUey,  6  Fish.  534;  8.  c.  11  Blatch. 
317 ;  5  O.  G.  3 ;  Hussey  v.  McCormick,  1  Fish.  509 ;  8.  c.  1  Biss.  300 ; 
Blake  v.  Stafibrd,  3  Fish.  294 ;  8.  o.  6  Blatch.  195 ;  Hussey  v.  Bradley,  2 
Fish.  362 ;  6.  c.  5  Blatch.  134 ;  Morris  v.  Boyer,  3  Fish.  176 ;  8.  c.  2  Bond 
66 ;  Poppenhusen  v.  Falke,  2  Fish.  181 ;  8.  c.  4  Blatch.  493  ;  O'Reilly  v. 
Morse,  15  How.  62 ;  Jordan  v.  Dobson,  4  Fish.  232 ;  8.  c.  2  Abb.  U.  S. 
398;  7  Phila.  533;  Middletown  Co.  v.  Judd,  3  Fish.  141 ;  Goodyear  r. 
Berry,  3  Fish.  439;  8.  c.  2  Bond  189  ;  Knight  v.  Railroad  Co.,  3  Fish.  1 ; 
8.  c.  Taney  106 ;  M.  &  P.  Manuf.  Co.  v.  Du  Brul,  12  O.  G.  351 ;  8.  c.  2 
Ban  &  Ard.  618. 

The  prima  facie  inference  or  presumption  in  respect  to  the  identity  of 
the  invention  is  open  to  be  contradicted  by  proper  evidence.  Allen  v. 
Blunt,  2  W.  &  M.  121 ;  8.  c.  2  Robb  530 ;  Goodyear  v.  Berry,  3  Fish. 
439 ;  8.  c.  2  Bond  189. 

Where  the  commissioner  accepts  a  surrender  of  an  original  patent,  and 
grants  a  new  patent,  his  decision  in  the  premises  in  a  suit  for  an  infringe- 
ment is  final  and  conclusive,  and  is  not  re-examinable  in  suchsmt,  unless 
it  is  apparent  upon  the  face  of  the  patent  that  he  has  exceeded  his 
authority — that  there  is  such  a  repugnancy  between  the  old  and  the  new 
patent,  that  it  must  be  held  as  matter  of  legal  construction  that  the  new 
patent  is  not  for  the  same  invention  as  that  embraced  and  secured  in  the 
original  patent.  Seymour  v.  Osborne,  3  Fish.  555  ;  8.  c.  11  Wall.  516 ; 
Graham  v.  Mason,  5  Fish.  1 ;  8.  C.  4  Cliff.  88 ;  La  Baw  p.  Hawkins,  6 
O.  G.  724 ;  8.  c.  1  Ban  &  Ard.  428  ;  Glue  Co.  v.  Upton,  97  U.  S.  3 ;  s.  o. 
4  CliflT.  237 ;  8.  c.  1  Ban  So  Ard.  497 ;  s.  c.  6  O.  G.  837 ;  Collar  Co.  p. 
Van  Dusen,  23  Wall.  530;  8.  c.  10  Blatch.  119  ;  7  O.  G.  919 ;  s.  o.  2  O. 
G.  361 ;  8.  c.  5  Fish.  597 ;  Wells  r.  Gill,  6  Fish.  89 ;  8.  c.  2  O.  G.  590 ; 
Metropolitan  Co.  v.  Tool  Co.,  1  Holmes  161. 

Identity  of  Original  and  Reissue. 

The  reissue  must,  by  the  express  words  of  the  section,  be  for  the  same 
invention,  and  consei^uently,  where  it  appears  on  a  comparison  of  the  two 
instruments  as  matter  of  law,  that  the  reissued  patent  is  not  for  the  same 
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invention  as  that  embraced  and  secured  in  the  original  patent,  the  reissue 
is  invalid,  as  that  state  of  fact  shows  that  the  commissioner,  in  granting 
the  new  patent,  exceeded  his  jurisdiction.  Seymour  v.  Osborne,  3  Fish. 
555  ;  s.  c.  11  Wall.  51G ;  Siclcles  v.  Evans,  2  Fish.  417 ;  6.  c.  2  Cliff.  203  ; 
Battin  v.  Taggart,  1  Fish.  139 ;  Carhart  v.  Austin,  2  Fish.  543 ;  s.  c.  2 
Cliff.  528 ;  Burr  ».  Duryee,  2  Fish.  275 ;  s.  0.  1  Wall.  531 ;  Swift  v. 
Whisen,  3  Fish.  343 ;  s.  c.  2  Bond  115  ;  Sickles  v.  Falls  Co.,  2  Fish.  202 ; 
8.  0.  4  Blatch.  508 ;  Goodyear  v.  Berry,  3  Fish.  439  ;  s.  c.  2  Bond  189 ; 
Wood  Paper  Co.  v.  Fibre  Co.,  3  Fish.  362 ;  s.  c.  6  Blatch.  27 ;  Wood 
Paper  Co.  r.  Heft,  3  Fish.  316 ;  s.  c.  8  Wall.  333 ;  Whitcley  v.  Swayne, 
4  Fish.  117 ;  8.  c.  7  Wall.  685 ;  Vogle  v.  Semple,  11  O.  G.  923 ;  8.  c.  7 
Biss.  382 ;  8.  c.  2  Ban  &  Ard.  556 ;  Collar  Co.  v.  Van  Dusen,  23  Wall. 
530 ;  8.  c.  10  Blatch.  119 ;  7  O.  G.  919  ;  2  O.  G.  361 ;  8.  o.  5  Fish.  597 ; 
Russell  V.  Dodge,  93  XT.  S.  460 ;  s.  c.  11  O.  G.  151 ;  American  Wood 
Paper  Co.  V.  Fibre  Disintegrating  Co.,  23  Wall.  566 ;  Wicks  v.  Stevens,  2 
Woods,  310 ;  8.  c.  2  Ban  &  Ard.  318 ;  Hall  e.  Withington,  6  O.  G.  933 ; 
Johnson  v.  Beard,  8  O.  G.  435 ;  8.  C.  2  Ban  &  Ard.  50  ;  Consolidated  O. 
W.  P.  Co.  p.  Eaton,  12  Fed.  Rep.  865  ;  Ball  v.  Withington,  1  Ban  &  Ard* 
549 ;  Adams  &  W.  Hanuf.  Co.  v.  Meyrose,  12  Fed.  Rep.  440 ;  Johnson  v. 
Railroad  Co.,  105  U.  S.  539 ;  8.  c.  22  O.  G.  329 ;  Worden  v.  Fisher,  21 
O.  G.  1957 ;  8.  c.  11  Fed.  Rep.  505 ;  Hayes  v.  Seton,  12  Fed.  Rep.  120; 
Heald  ©.  Rice,  104  U.  S.  737 ;  s.  c.  21  O.  G.  1443 ;  s.  c.  13  Pac.  L.  R.  33 ; 
Guidet  9.  Brooklyn,  105  U.  S.  550 ;  8.  c.  21  O.  G.  1692 ;  Matthews  v. 
Machine  Co.,  105  U.  S.  54 ;  8.  c.  21  O.  G.  1349  ;  Hart  v.  Thayer,  21 0.  G. 
791 ;  10  Fed.  Rep.  746 ;  Holmes  v.  Plainville  Manuf.  Co.,  9  Fed.  Rep. 
757 ;  Eells  v.  McKenzie,  20  0.  G.  1663  ;  s.  c.  9  Fed.  Rep.  384 ;  Atwater 
Manuf.  Co.  v.  Beecher  M.  Co.,  8  Fed.  Rep.  608 ;  Manufacturing  Co.  0. 
Corbin,  103  U.  S.  786 ;  8.  c.  20  O.  G.  297 ;  8.  c.  14  O.  G.  3 ;  s.  c.  14 
Blatch.  396 ;  8.  c.  3  Ban  So  Ard.  109 ;  Meyer  v.  Maxheimer,  20  O.  Q. 
1162;  8.  c.  9  Fed.  Rep.  99;  Crompton  «.  Knowles,  7  Fed.  Rep.  199; 
Flower  t>.  Rayner,  19  O.  G.  424 ;  8.  c.  5  Fed.  Rep.  793  ;  Cowell  v.  Ses- 
sions, 17  Fed.  Rep.  450 ;  Scaife  v.  Magens,  19  O.  G.  791 ;  Kelleher  v. 
Darling,  14  O.  G.  673 ;  8.  c.  4  Cliff.  424 ;  8.  c.  3  Ban  &  Ard.  438 ;  Rail- 
way Co.  V.  Sayles,  97  XJ.  S.  554  ;  s.  c.  15  O.  G.  243  ;  8.  C.  3  Biss.  52 ;  8.  c. 

4  Fish.  584 ;  American  M.  P.  Co.  v.  Atlantic  M.  Co.,  15  O.  G.  467 ;  8.  0. 

5  Dillon  127 ;  8.  c.  4  Ban  &  Ard.  48  ;  Doane  &  W.  Manuf.  Co.  v.  Smith, 
24  O.  G.  302 ;  s.  c.  15  Fed.  Rep.  459 ;  Curtis  v.  Branch,  15  O.  G.  919 ; 
8.  c.  4  Ban  &  Ard.  189 ;  Nye  e.  Allen,  23  O.  G.  2328 ;  8.  c.  15  Fed.  Rep. 
114 ;  Cammeyer  v.  Newton,  16  O.  G.  720 ;  8.  c.  4  Ban  &  Ard.  139 ; 
Seibert  C.  ^d.  E.  Co.  v.  Harpers  S.  L.  Co.,  4  Fed.  Rep.  328 ;  Knapp  0. 
Shaw,  23  O.  G.  2236 ;  8.  C.  15  Fed.  Rep.  115 ;  Putnam  v.  Tinkham,  4  Fed. 
Rep.  411 ;  Andrews  v.  Hovey,  16  Fed.  Rep.  387 ;  Gould  t>.  Spicer,  15 
Fed.  Rep.  344 ;  Ball  v.  Langles,  18  O.  G.  1405 ;  8.  o.  102  U.  S.  128 ; 
Gameau  v.  Dosier,  102  U.  S.  230 ;  b.  0. 19  O.  G.  61 ;  Moffitt  v.  Rogers, 
106  U.  S.  423  ;  s.  c.  23  O.  G.  270 ;  s.  c.  4  Ban  &  Ard.  225  ;  Gosling  v. 
Roberts,  106  U.  S.  39 ;  8.  o.  22  O.  G.  1785. 

If  the  original  patent  was  declared  void  for  want  of  novelty,  a  reissue 
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which  contaiofl  something  new  and  patentable  is  void,  for  it  is  not  for  the 
same  invention.  Jones  v.  McMorray,  2  Hughes  527 ;  s.  c.  13  O.  G.  6 ; 
8.  c.  3  Ban  &  Ard.  130. 

A  reissue  can  not  be  made  for  the  mere  purpose  of  enlarging  the  claim, 
unless  the  application  is  made  within  a  reasonable  time  after  the  granting 
of  the  patent.  Miller  v.  Brass  Co.,  21  O.  G.  201 ;  s.  c.  104  U.  S.  350 ;  s.  c. 
12  O.  G.  667 ;  s.  o.  14  Blatch.  282 ;  s.  c.  3  Ban  &  Ard.  20. 

When  it  is  apparent  on  the  face  of  the  instrument  upon  the  mere  com- 
parison of  the  original  patent  with  the  reissue,  that  there  has  been  un- 
reasonable delay  in  applying  for  a  reissue,  made  for  the  mere  purpose  of 
enlarging  the  claim,  it  is  competent  for  the  court  to  declare  the  reissue  to 
be  void.  Miller  o.  Brass  Co.,  104  U.  S.  350 ;  8.  c.  21  O.  G.  201 ;  8.  c.  12 
O.  G.  667 ;  8.  c.  14  Blatch.  282 ;  8.  c.  3  Ban  &  Ard.  20 ;  Combined  Can 
Co.  V.  Lloyd,  11  Fed.  Rep.  149  ;  s.  c.  39  Leg.  Int.  82 ;  Turrell  v.  Bradford, 
23  O.  G.  1623 ;   Gage  v.  Herring,  23  O.  G.  2119 ;   8.  o.  14  Blatch.  293 ; 

8.  c.  12  O.  G.  753  ;  8.  c.  3  Ban  &  Ard.  55  ;  Matthews  v.  Machine  Co.,  105 
U.  S.  54;  8.  c.  21  O.  G.  1349;  Hyatt  r.  Southworth,  15  Fed.  Rep.  751; 
Newton  v.  Furst  &  B.  Manuf.  Co.,  15  C.  L.  N.  113 ;  s.  c.  14  Fed.  Rep.  465 ; 
Streit  V.  Lauter,  11  Fed.  Rep.  309  ;  Jones  v.  Baker,  22  O.  G.  771 ;  s.  c.  11 
Fed.  Rep.  597 ;  Pope  Manuf.  Co.  v,  Marqua,  15  Fed.  Rep.  400 ;  Neacy  v. 
Allis,  22  0.  G.  1621 ;  8.  c.  13  Fed.  Rep.  874 ;  Hayes  v.  Seton,  12  Fed.  Rep. 
120 ;  Sheriff  v.  Fulton,  22  O.  G.  87  ;  B.  c.  12  Fed.  Rep.  136 ;  Tillinghast  v. 
Hicks,  23  O.  G.  739 ;  8.  c.  13  Fed.  Rep.  388 ;  Johnson  v.  RaihH)ad  Co.,  105 
U.  8.  539 ;  8.  c.  22  O.  G.  329 ;  8.  o.  15  Blatch.  192 ;  8.'  c.  3  Ban  &  Ard.  428 ; 
Holt  V.  Eeeler,  22  O.  G.  1291 ;  8.  c.  13  Fed.  Rep.  464 ;  Brainard  v.  Cramme, 
22  O.  G.  769  ;  8.  c.  12  Fed.  Rep.  621 ;  Searles  v.  Bouton,  12  Fed.  Rep.  874 ; 
Searles  v.  Bouton,  22  O.  G.  946  ;  Washburn  &  M.  Manuf.  Co.  v.  Fucha, 

16  Fed.  Rep.  661 ;  Ives  «.  Sargent,  17  Fed.  Rep.  447 ;  McKay  o.  Stowe, 

17  Fed.  Rep.  516. 

If  an  objection  is  made  to  a  claim  and  the  patentee  disclaims  it  in  order 
to  obtain  his  letters  patent,  a  reissue  setting  up  the  claim  is  void.    Leggett 

9.  Avery,  101  U.  S.  256 ;  8.  c.  17  O.  G.  445 ;  Putnam  v.  Pinkliam,  4  Fed. 
Rep.  411 ;  Putnam  9.  Hutchinson,  12  Fed.  Rep.  187  ;  s.  c.  14  C.  L.  N. 
289 ;  Edgarton  v.  F.  &  B.  Manuf.  Co.,  21 0.  G.  251 ;  s.  o.  10  Biss.  402; 
8.  c.  9  Fed.  Rep.  450. 

A  patentee  can  not  obtain  a  reissue  so  as  to  embrace  a  feature  which  he 
discarded  in  his  original  application,  althougli  he  was  the  first  inventor* 
Streit  9.  Lauter,  11  Fed.  Rep.  309. 

Although  a  claim  in  the  application  for  the  original  patent  was  rejected, 
yet  it  may  be  inserted  in  the  reissue.  Kells  v.  McKenzle,  20  (llf  G.  1663  ; 
8.  C.  9  Fed.  Rep.  284. 

Power  is  conferred  upon  the  commissioner  to  allow  the  specification  to 
be  amended  if  the  patent  is  inoperative  or  invalid,  and,  in  that  event,  to 
issue  the  patent  in  proper  form.  And  he  may,  under  that  authority,  allow 
the  patentee  to  redescribe  his  invention,  and  to  include  in  the  description 
and  claims  of  the  patent  not  only  what  was  well  described  before,  but 
whatever  else  was  suggested  or  substantially  indicated  in  the  specifica- 
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tions,  model  or  drawings  which  properly  belong  to  the  indention  as  actu- 
ally made  and  perfected.  Seymour  v.  Osborne,  3  Fish.  555 ;  s.  c.  II  Wall. 
516  ;  Morris  v.  Royer,  3  Fish.  176 ;  8.  c.  2  Bond  66 ;  Parham  r.  Sewmg 
Machine  Co.,  4  Fish.  468  ;  Decker  v.  Grote,  6  Fish.  143 ;  s.  c.  10  Blatch. 
331 ;  3  O.  G.  65  ;  Dorsey  Co.  v.  Marsh,  6  Fish.  387 ;  8.  c.  9  Phila.  395  ; 
Black  V.  Thome,  5  Fish.  550 ;  s.  c.  10  Blatch.  66  ;  2  0.  G.  388 ;  Westing- 
house  V.  G.  &  B.  Brake  Co.,  9  O.  G.  538 ;  s.  G.  2  Ban  &  Ard.  55 ;  Wood- 
ward 0.  Dinsmore,  4  Fish.  163 ;  Sorven  v.  Hall,  5  Blatch.  415  ;  s.  c.  9 
Blatch.  524 ;  1  O.  G.  437  ;  Washing  Machine  Co.  v.  Lincoln,  4  Fish.  379 
Bliss  V.  Gaylord  Manuf.  Co.,  7  Blatch.  279 ;  Swift  v.  Whisen,  3  ilsh.  343 
s.  c.  2  Bond  115  ;  Wells  v.  Jacques,  5  O.  G.  364 ;  s.  c.  1  Ban  &  Ard.  60 
Nat'l  Spring  Co.  ».  Union  Car  Spring  Manuf.  Co.,  12  Blatch.  180 ;  s.  c.  2 
O.  G.  224 ;  s.  o.  1  Ban  &  Ard.  240  ;  Chicago  Fruit  House  Co.  v.  Busch, 
4  Fish.  395  ;  s.  c.  2  Biss.  472 ;  Bantz  «.  Elsas,  6  O.  G.  117  ;  8.  c.  1  Ban 
&  Ard.  351 ;  Penn  Salt  Co.  v.  Thomas,  5  Fish.  148  ;  8.  c.  8  Phila.  144 ; 
Union  Paper  Collar  Co. ».  Leland,  1  Holmes  427 ;  s.  c.  7  O.  G.  221 ; 
8.  c.  I  Ban  &  Ard.  491  ;  Marsh  v.  Seymour,  97  U.  S.  348 ;  s.  c.  13  O. 
G.  723 ;  8.  c.  2  O.  G.  675  ;  s.  c.  6  Fish.  115 ;  8.  o.  9  Phila.  380  ;  Wilson  v. 
Coon,  19  O.  G.  482 ;  8.  c.  18  Blatch.  532 ;  8.  c.  6  Fed.  Bep.  611 ;  American 
D.  B.  B.  Co.  ».  Sheldon,  17  Blatch.  208 ;  8.  o.  4  Ban  &  Ard.  551 ;  Wells 
V.  Gill,  1  Ban  &  Ard.  77. 

It  is  not  the  meaning  of  the  law  that  the  patentee  who  applies  for  a 
reissue  must  at  his  peril  describe  and  claim  in  his  new  specification,  either 
in  words  or  idea,  just  what  was  described  and  claimed  in  his  old  one.  His 
new  specification  must  be  of  the  same  invention,  and  his  claim  can  not 
embrace  a  difiTerent  su^ect-matter  from  that  which  he  sought  to  patent 
originally.  But  unless  the  correction  which  the  statute  contemplates  Is 
narrowed  down  until  it  becomes  a  mere  disclaimer.  It  Is  not  possible  in 
any  case  to  frame  a  correct  specification  which  shall  not  be  broader  than 
the  one  originally  filed.  To  supply  a  defect,  to  repair  an  Insufficiency,  Is 
to  add,  either  dbectly  or  by  modifying  or  striking  out  a  limitation ;  In 
either  form  the  efibct  Is  to  amplify  tiie  proposition.  In  the  case  of  a  spe- 
cification  under  the  patent  laws.  It  is  to  amplify  the  description  and  enlaige 
the  claim.    French  v.  Rogers,  1  Fish.  133. 

A  reissue  will  not  be  declared  void  on  the  ground  that  It  Is  not  for  the 
same  mventlon  as  the  original  patent.  If  such  a  result  can  be  avoided  by 
a  liberal  application  of  the  maxim  that  letters  patent  are  to  receive  a  lib* 
eral  construction,  and,  If  practicable,  to  be  so  mterpreted  as  to  uphold 
and  not  destroy  the  right  of  the  Inventor.  Glue  Co.  v.  Upton,  97  U.  S.  3 ; 
8.  o.  6  O.  G.  837  ;  8.  o.  4  Cliff.  237  ;  s.  c.  1  Ban  So  Ard,  497.  * 

Mere  verbal  discrepancies  are  entitled  to  but  little  consideration,  espe- 
cially where  there  Is  substantial  accordance  between  the  ori^al  and 
reissued  patents*  Dorsey  Co.  v.  Marsh,  6  Fish.  387 ;  8.  c.  9  Phila.  395 
Tarr  v.  Folsom,  1  Holmes  312 ;  8.  c.  5  O.  G.  92 ;  8.  o.  1  Ban  &  Ard.  24 
Jordan  v.  Dobson,  4  Fish.  232 ;  s.  o.  2  Abb.  U.  S.  398 ;  7  Phila.  533 
Wells  V.  Jacques,  5  O.  G.  364;  8.  c.  1  Ban  &  Ard.  60 ;  Dental  Vulcanite 
Co.  V.  Wetherbee,  3  Fish.  87 ;  8.  c.  2  Cliff.  555  ;  Wonson  v.  Peterson,  13 
O.  G.  548 ;  8.  c.  3  Ban  &  Ard.  249. 
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YariatioDB  from  the  deecriptioii  giveh  in  the  former  speciflcatloD  do  not 
necessarily  imply  that  it  is  for  a  diflTerent  discovery.  The  right  to  surren- 
der the  old  patent  and  receive  another  in  its  place  was  given  for  the  pur- 
pose of  enabling  the  patentee  to  give  a  more  perfect  description  of  his 
invention,  when  any  mistake  or  oversight  was  committed  in  his  first. 
It  necessarily,  therefore,  varies  from  it.  La  Baw  v.  Hawkins,  6  O.  G.  724 ; 
s.  c.  1  Ban  &  Ard.  428 ;  O'Reilly  0.  Morse,  15  How.  62 ;  Smith  v.  G.  D. 
&  Co.,  93  U.  S.  486 ;  s.  o.  1  Hohnes  354;  5  O.  G.  585 ;  11  O,  G.  246; 
8.  o.  1  Ban  &  Ard.  201 ;  8.  c.  4  A.L.  T.  (K.  S.)  74 ;  Allen  v.  Blunt,  2  W. 
&  M.  12i  ;  8.  c.  2  Bobb  530 ;  Farham  v.  Sewmg  Machine  Co.,  4  Fish. 
468  ;  Hussey  v.  McCormick,  1  Fish.  569 ;  s.  c.  1  Biss.  300 ;  Carey  v.  Bos« 
ton  Elastic  Fabric  Co.,  $  Fish.  90;  8.  c.  1  Holmes  45 ;  10:  G.  91 ;  8.  c. 
3  Cliff.  336 ;  Poppenhusen  v.  Falke,  2  Fish.  213  ;  Aultman  v.  HoUey,  6 
Fish.  534 ;  8.  o.  11  Blatch.  317 ;  5  O.  G.  3 ;  Crompton  v.  Belknap  Mills, 

3  Fish.  536 ;  Pearl  v.  Ocean  Mills,  11  O.  G.  2 ;  8.  c.  2  Ban  &  Ard.  469 ; 
Blake  v.  Stafford,  3  Fish.  294 ;  8.  o.  6  Blatch.  195 ;  Wells  v.  Jacques,  5 
O.  G.  364 ;  8.  c.  1  Ban  &  Ard.  60 ;  Tuckers.  Tucker  Manuf.  Co.,  10  O. G. 
464 ;  8.  c.  4  Cliff.  397 ;  8.  c.  2  Ban  &  Ard.  401 ;  Morse  v.  Bain,  9  West. 
L.  J.  106 ;  Glue  Company  r.  Upton,  97  TJ.  S.  3 ;  8.  c.  6  O.  G.  837 ;  6.  c. 

4  Cliff.  237 ;  8.  c.  1  Ban  So  Ard.  497  ;  Putnam  v.  Yerrington,  9  O.  G.  689 ; 
8.  c.  2  Ban  &  Ard.  237 ;  Stevens  v.  Pritchard,  10  O.  G.  505 ;  Lorillard 
Co.  V.  McDowell,  11  O.  G.  640 ;  8.  o.  34  Leg.  Int.  78 ;  4  Pitts.  L.  J.  119  ; 
Bridge  v.  Brown,  1  Holmes  53 ;  Searles  v.  Van  Nest,  13  O.  G.  772;  8.  c. 
3  Ban  &  Ard.  121  ;  American  D.  B.  B.  Co.  0.  Sullivan  M.  Co.,  14  Blatch. 
119 ;  8.  c.  2  Ban  &  Ard.  522 ;  Atlantic  G.  P.  Co.  v.  Band,  16  O.  G.  87  ; 
8.  c.  16  Blatch.  250 ;  s.  c.  4  Ban  &  Ard.  263 ;  St.  Louis  Stamping  Co.  v. 
Quimby,  16  O.  G.  135 ;  8.  c.  4  Ban  &  Ard.  192 ;  Thomas  v.  Shoe  M. 
Manuf.  Co.,  16  O.  G.  541 ;  8.  c.  3  Ban  So  Ard.  557  ;  Christman  0.  Rumsey, 
17  O.  G.  903 ;  8.  c.  17  Blatch.  148 ;  8.  o.  38  How.  Pr.  114 ;  8.  c.  4  Ban  & 
Ard.  506 ;  Stephenson  v.  Second  Ave.  B.  R.  Co.,  5  Ban  &  Ard.  116  ;  8.  c. 

I  Fed.  Rep.  416 ;  Tyler  v.  Welch,  17  O.  G.  1508  ;  s.  c.  18  Blatch.  209  ; 
8.  c.  5  Ban  So  Ard.  11 ;  s.  c.  3  Fed.  Rep.  636 ;  Wisner  v.  Dodd,  5  Ban  So 
Ard.  447 ;  8.  c.  2  Fed.  Rep.  781 ;  Campbell  v.  James,  18  O.  G.  979 ;  8.  c. 
17  Blatch.  43 ;  8.  o.  4  Ban  &  Ard.  456  ;  McCreary  v.  Penn.  Canal  Co.,  5 
Fed.  Rep.  367 ;  s.  c.  37  Leg.  Int.  447  ;  Washburn  So  M.  Manuf.  Co.  v. 
Haish,  19  O.  G.  173 ;  s.  c.  10  Biss.  65 ;  8.  c.  4  Fed.  Rep.  900 ;  Marks  v. 
Fox,  18  Blatch.  502 ;  8.  c.  6  Fed.  Rep.  727 ;  Selden  v.  Stockwell  S.  L.  G. 
B.  Co.,  20  O.  G.  1737 ;  8.  c.  19  Blatch.  544 ;  8.  o.  9  Fed.  Rep.  390 ;  Cran- 
dal  9.  Watters,  21  O.  G.  945  ;  8.  c.  9  Fed.  Rep.  659 ;  Loercher  v.  Cran- 
,dal,  21  O.  G.  863  ;  8.  c.  11  Fed.  Rep.  872 ;  Strobridge  v.  Landers,  21  O.  G. 
1027 ;  8.  c.  11  Fed.  Rep.  880 ;  Searles  v.  Worden,  21  O.  G.  1955  ;  8.  c. 

II  Fed.  Rep.  501. 

It  is  the  right  of  the  patentee  and  his  representative  to  enlarge  or 
restrict  his  claim,  so  as  to  give  validity  to  the  patent  and  secure  the 
invention.  Rubber  Co.  v,  Goodyear,  2  Fish.  499 ;  8.  o.  9  Wall.  788 ;  2 
Cliff.  351;  Morey  v.  Lock  wood,  8  Wall.  230;  Worswick  Manuf.  Co.  v. 
Steiger,  17  Fed.  Rep.  250 ;  Yale  Lock  Manuf.  Co.  0.  Berkshire  Natl.  Bank, 
17  Fed.  Rep.  531. 
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Although  the  original  patent  is  invalid,  yet  the  scope  thereof  can  not 
be  enlarged  upon  a  surrender  to  correct  the  mistake.  Sheriff  9.  Fulton, 
22  O.  G.  87 ;  s.  c.  12  Fed.  Bep.  136. 

If  the  origmal  specification  does  not  describe  a  part  as  seyerable,  but 
describes  it  as  an  inseparable  part  of  an  article,  the  reissue  can  not  claim 
it  either  separately  or  in  combination.  Blackman  v.  Hibbler,  17  O.  G. 
107 ;  s.  0.  17  Blatch.  333 ;  s.  c.  4  Ban  &  Ard.  641 ;  s.  c.  25  I.  B.  B.  394. 

If  a  patentee  has  limited  his  real  invention  by  a  misstatement  of  its 
principles,  he  may  restate  and  if  need  be  enlarge  his  specification  so  as  to 
include  the  same  invention  which  was  plainly  the  subject  of,  but  was  not 
fully  secured  by  the  original  patent.  Yale  Lock  Manuf.  Co.  e.  Scovill 
Manuf.  Co.,  18  Blatch.  248 ;  s.  c.  5  Ban  &  Ard.  519 ;  s.  c.  3  Fed.  Bep. 
288. 

A  claim  can  be  enlarged  in  a  reissue  only  when  an  actual  mistake  has 
occurred,  not  from  a  mere  error  of  judgment,  but  a  real  bona  fide  mistake 
inadvertently  committed,  such  as  a  court  of  chancery  in  cases  within  its 
ordinary  jurisdiction  would  correct.  Miller  o.  Brass  Co.,  21  O.  6.  201 ; 
8.  c.  104  U.  8.  350 ;  s.  o.  12  O.  G.  667 ;  8.  o.  14  Blatch.  282 ;  s.  c.  3  Ban 
&  Ard.  20. 

If  the  invention  in  the  original  patent  and  the  reissue  are  the  same,  no 
departure  however  wide  in  the  reissue  concerning  the  mode  of  applying 
the  invention  or  the  subjects  to  which  it  is  to  be  applied  will  invalidate  it. 
De  Florez  0.  Baynolds,  14  Blatch.  505 ;  s.  c.  3  Ban  &  Ard.  292. 

A  reissue  is  valid  although  it  states  several  modes  in  which  an  appa- 
ratus may  be  made  operative  while  the  original  patent  only  stated  one 
mode.  Broadnax  v.  Cent.  S.  Y.  &  T.  Co.,  5  Ban  &  Ard.  609 ;  8.  c.  4  Fed. 
Bep.  214. 

A  reissue  may  change  the  form  of  the  construction  of  the  machine  and 
substitute  a  well-known  equivalent  for  one  of  the  parts.  Putnam  v. 
Hutchinson,  12  Fed.  Bep.  131. 

If  the  form  is  not  the  essential  feature  of  the  invention,  but  may  be 
greatiy  modified  without  altering  the  essential  cliaracteristics  of  the 
invention,  tlie  reissue  may  change  the  form.  Abbe  v.  Clark,  13  O.  G. 
274;  8.  c.  3  Ban  &  Ard.  211. 

New  matter  must  not  be  introduced  in  a  reissue.  By  new  matter  is  not 
meant  merely  the  introduction  of  a  new  ingredient  in  a  patented  compo- 
sition, but  any  change  in  the  original  specification  and  claim  whereby  a 
new  and  substantially  difi'erent  composition  and  results  are  secured. 
TJ.  S.  Felting  Co.  v.  Haven,  3  Dillon  131 ;  8.  c.  9  O.  G.  253 ;  8.  o.  2  Ban 
&  Ard.  164. 

A  reissue  can  not  be  declared  void  on  the  ground  that  new  matter  has 
been  introduced,  unless  that  fact  clearly  appears.  Dederick  0.  Cassell,  20 
O.  G.  1233 ;  8.  c.  9  Fed.  Bep.  306. 

Whether  the  reissue  is  for  the  same  invention  as  the  original  patent  can 
not  be  determined  from  a  comparison  thereof  without  the  model.  Hendy 
«.  Golden  S.  &  M.  I.  Works,  8  Saw.  468. 

The  fieict  that  the  specification  gives  less  prominence  to  some  terms  of 
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descriptioD  and  more  to  others  than  the  first  one,  is  not  objectionable, 
provided  that  it  is  bona  Jide.  The  very  object  of  the  surrender  is  always 
to  correct  the  specification,  to  make  it  clearer,  fuller,  and  more  exact. 
Poppenhusen  v.  Falke,  2  Fish.  181 ;  s.  o.  4  Blatch.  493 ;  Robertson  v, 
Secombe  Co.,  6  Fish.  268 ;  s.  c.  10  Blatch.  481 ;  3  0.  6.  412. 

A  specification  may  be  defective,  not  only  in  omitting  to  give  a  Ml 
description  of  the  mode  of  constructing  a  machine,  but  also  in  omitting  to 
describe  fully  in  the  claim  the  nature,  extent  and  character  of  the  inven- 
tion, and  the  latter  defect  may  be  amended  as  well  as  the  former.  Carver 
V.  Braintree  Manuf.  Co.,  2  Story  432 ;  s.  c.  2  Bobb  141. 

A  reissue  can  not  be  sustained  by  reference  to  an  application  that  was 
I)ending  when  the  original  patent  was  granted.  Washburn  &  M.  Mantif. 
Co.  9.  Fuchs,  16  Fed.  Bep.  661. 

If  there  is  any  doubt  as  to  the  construction  of  the  language  in  a  reissued 
patent,  the  construction  may  be  aided  by  reference  to  the  original  patent. 
Fly  V.  Monson  Manuf.  Co.,  4  Fish.  64 ;  Sutro  v,  Moll,  19  Blatch.  89  ;  B.  c. 
8  Fed.  Rep.  9)9. 

The  patent  covers  equivalent  although  formally  different  mechanical 
devices  which  operate  in  the  same  way  and  to  the  same  end.  Hence,  it  is 
legitimate  in  an  amended  patent  to  modify  the  specification  so  as  to  secure 
protection  broadly  to  the  real  invention  of  the  patentee  against  any  form 
of  infringement.  Dorsey  Co.  v.  Marsh,  6  Fish.  387 ;  s.  c.  9  Phila.  395  ; 
Poppenhusen  p.  Falke,  2  Fish.  213. 

Invention  may  be  as  necessary  to  reform  or  adapt  an  existing  machine 
to  the  performance  of  work  which  it  would  not,  as  originally  constructed, 
perform,  as  it  is  to  make  a  new  machine,  and  whether  this  is  done  by  re- 
moving a  device  or  by  adding  one,  by  removing  a  bolt  or  by  inserting  a 
bolt,  by  making  an  apparently  great  mechanical  change,  or  a  small  one, 
the  principle  is  the  same.  The  change  being  a  substantial  one  and  pro- 
ducing a  difierent  result,  may,  if  it  be  new,  be  the  subject  of  a  new  patent, 
but  can  not  be  covered  by  the  reissue  of  an  old  one.  Kurby  e.  Dodge 
Manuf.  Co.,  6  Fish.  156 ;  b.  c.  10  Blatch.  307 ;  3  O.  G.  181. 

Where  the  commissioner  has  caused  the  patentee  to  make  his  claim 
narrower  than  his  invention,  he  has  the  power,  and  it  is  his  duty,  to  accept 
a  surrender  and  grant  a  reissue  broad  enough  to  cover  the  invention. 
Morey  v.  Lockwood,  8  Wall.  230. 

An  examination  of  the  original  specification  and  claims  is  not  for  the 
purpose  of  testing  their  sufficiency  and  validity.  If  insufiicient  or  de- 
fective, their  defects  or  insufficiencies  might  be  cured  by  the  reissue. 
The  examination  is  for  the  single  purpose  of  seeing  what  inventions  or 
devices  are  found  therein.  Sarven  o.  Hall,  5  Fish.  415  ;  s.  c.  9  Blatch. 
524  ;  10.  G.  437. 

If  a  bolt  in  the  machine  described  in  the  original  patent  is  a  mechanical 
device  performing  a  precise  and  defined  mechanical  office,  removing  it  to 
produce  a  different  result  is  tantamount  to  adding  another  device  to  the 
same  end.  The  reissue  can  not  embrace  such  an  alteration.  Kirby  o. 
Dodge  Manuf.  Co.,  6  Fish.  156 ;  s.  c.  10  Blatch.  307 ;  3  0.  G.  181. 
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Whether  the  defect  yitiated  the  original  patent  is  immaterial,  for  it  does 
not  affect  the  rights  under  the  new  patent,  even  if  the  first  patent  were 
void.    Stimpson  o.  Westchester  K.  R.  Co.,  4  How.  380  ;  s.  c.  2  Robh  335. 

The  patentee  can  not  embrace  in  liis  reissued  patent  any  patentable  im- 
provements not  described,  suggested  or  indicated  in  the  application,  or 
model,  or  specification,  or  drawings.  Such  additions  made  to  the  specifi- 
cations are  interpolations  and  not  amendments,  and  consequently  the 
commissioner  has  no  authority  to  allow  them  to  be  made.  Although  the 
invention  as  origii^ally  made  did  as  a  matter  of  fieict  embrace  those 
devices,  yet  they  can  not  be  added.  The  commissioner  has  no  authority 
except  in  certain  special  cases  to  hear  parol  proof  as  to  what  the  invention 
was,  and  allow  the  applicant  to  amend  Ids  specification  and  claim  so  as  to 
include  them,  and  if  he  does,  liis  decision  will  not  be  conclusive,  for  the 
decision  of  the  commissioner  is  not  conclusive  as  to  his  own  jurisdiction. 
Sickles  o.  Evans,  2  Fish.  417 ;  s.  c.  2  Clifl*.  203  ;  Seymour  v.  Osborne,  5 
Fish.  565 ;  B.  o.  II  Wall.  516 ;  Carhart  v.  Austin,  2  Fish.  543 ;  8.  c  2 
Clifi*.  528 ;  Knight  v.  Baihroad  Co.,  2  Fish.  1 ;  s.  c.  Taney  106  ;  Hofiheims 
9.  Brandt,  3  Fish.  218 ;  Sarven  v.  Hall,  5  Fish.  415 ;  s.  c.  9  Blatch.  524 ; 
I  O.  G.  437 ;  Kirby  v.  Dodge  Manuf.  Co.,  6  Fish.  156 ;  s.  c.  10  Blatch. 
307 ;  3  O.  6. 181 ;  Adjustable  Window  Screen  Co.  v.  Boughton,  1  Ban 
&  Ard.  327 ;  Gill  v.  Wells,  22  Wall.  1 ;  s.  o.  6  O.  G.  881 ;  2  A.  L.  T. 
(N.  S.)  181 ;  Covell  v.  Pratt,  18  O.  G.  301 ;  s.  c.  18  Blatch.  126;  s.  c.  5 
Ban  &  Ard.  380 ;  s.  c.  2  Fed.  Hep.  359  ;  vide  Hussey  v.  Bradley,  2  Fish. 
362 ;  s.  c.  5  Blatch.  134 ;  Allen  v.  Blunt,  3  Story  742 ;  s.  c.  2  Robb  288. 

A  patentee  may  state  new  results  in  the  reissue  without  subjecting  him- 
self to  the  imputation  of  incorporating  new  matter,  for  he  is  entitled  to  all 
the  uses  to  which  his  patent  may  be  applied,  and  to  all  the  beneficial 
results  which  legitimately  follow  the  use  of  his  instrumentalities.  Putnam 
0.  Yerrmgton,  9  O.  G.  689 ;  s.  c.  2  Ban  &  Ard.  237. 

Whether  the  defect  be  in  the  specification  or  in  the  claim,  the  patentee 
may  surrender  his  patent,  and  by  an  amended  specification  or  claim,  cure 
the  defect.  Battin  v.  Taggert,  17  How.  74 ;  s.  c.  2  Wall.  Jr.  101 ;  Cromp- 
ton  V.  Belknap  Mills,  3  Fish.  536. 

A  reissue  may  claim  a  feature  shown  in  the  original  model,  though  not 
specifically  claimed  in  the  specification.  Calkins  v.  Bertraud,  6  Biss.  494 ; 
s.  c.  9  O.  G.  795 ;  s.  c.  2  Ban  &  Ard.  215 ;  Meyer  v.  Groodyear  I.  G.  Manuf. 
Co.,  22  O.  G.  681 ;  s.  c.  11  Fed.  Kep.  891 ;  Crandal  v.  Watters,  21  O.  G. 
945  ;  8.  c.  9  Fed.  Rep.  659 ;  Eeissner  v.  Anness,  13  O.  G.  870 ;  s.  c.  3 
Ban  &  Ard.  176. 

If  the  patentee  described  a  thing  in  the  specification,  he  may  claim  it  in 
the  reissue.  Flint  v.  Roberts,  4  Ban  &  Ard.  168 ;  Atwood  v.  Portland 
Co.,  5  Ban  &  Ard.  533 ;  s.  c.  10  Fed.  Rep.  283. 

A  drawing  may  be  changed  in  a  matter  that  does  not  afibct  the  claim. 
Pearl  v.  Appleton  Co.,  5  Ban  &  Ard.  553 ;  s.  c.  3  Fed.  Rep.  153. 

The  description  and  drawings  of  an  original  patent  may  be  looked  to  to 
disclose  the  real  invention  of  a  patentee  when  the  original  claims  are  de- 
fective or  the  reissue  claim  obscure.    Busseyo.  Wager,  9  O.  G.  300  ;  s.  c. 
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2  Ban  &  Ard.  229 ;  Whittlesey  v.  Ames,  18  O.  G.  357 ;  s.  c.  9  Biss.  225  ; 
s.  c.  5  Ban  &  Ard.  96 ;  s.  c.  13  Fed.  Bep.  893. 

The  language  of  the  claim  may  be  changed  if  the  change  confonns  to  the 
drawing  in  the  original  patent.  Booth  v.  Parks,  1  Flippin  381 ;  s.  c.  1 
Ban  &  Ard.  225. 

Even  a  statement  in  an  original  patent  that  a  part  is  old,  or  a  disclaimer 
of  a  part,  does  not  necessarily  prevent  such  part  from  being  claimed  in  a 
reissued  patent,  though  it  would  have  that  effect  if  made  advisedly  and 
not  by  inadvertence,  accident,  or  mistake.  Hussey  v.  Bradley,  2  Fish.  362 ; 
s.  c.  5  Blatch.  134 ;  Foppenhusen  v.  Falke,  2  Fish.  181 ;  s.  c.  4  Blatch. 
493. 

It  is  necessary  to  the  validity  of  the  reissue  of  a  chemical  patent  that 
the  subject-matter  be  found  described  in  the  original  patent.   Tarr  v.Webb, 

5  Fish.  593 ;  s.  c.  10  Blatch.  96 ;  2  0.  G.  568. 

If  the  claim  of  the  reissue  is  broader  than  the  invention,  the  reissue  is 
void  because  it  is  not  for  the  same  invention  as  the  patent  which  was  sur- 
rendered as  the  foundation  of  the  reissue.  Goodyear  v.  Providence  Rubber 
Co.,  2  Fish.  449 ;  s.  c.  9  Wall.  788 ;  2  Cliflf..351 ;  Carhart  v.  Austin,  2  Fish. 
543 ;  s.  c.  2  Cliff.  528. 

A  part  of  the  original  invention  may  be  omitted  in  the  reissued  patent, 
for  there  is  nothing  in  the  policy  or  terms  of  the  patent  act  which  forbids 
it.  Dorsey  Co.  V.  Marsh,  6  Fish.  387  ;  8.  c.  9  Phila.  395 ;  Carver  v.  Brain- 
tree  Manuf.  Co.,  2  Story  432 ;  s.  c.  2  Bobb  141 ;  Boomer  v.  Power  Co., 
13  Blatch.  107;  Knight  v.  Raikoad  Co.,  3  Fish.  1 ;  s.  c.  Taney  106 ;  Chicago 
Fruit  House  Co.  v.  Busch,  4  Fish.  395 ;  s.  c.  2  Biss.  472 ;  Parham  v.  Sew- 
ing Machine  Co.,  4  Fish.  468 ;  Williams  Manuf.  Co.  v.  Blundel,  22  O.  G. 
177 ;  s.  c.  11  Fed.  Rep.  419  ;  Albright  v.  Cel.  T.  H.  Co.,  12  O.  G.  227 ; 
8.  c.  2  Ban  &  Ard.  629. 

If  an  expression  is  ambiguous  and  not  consistent  with  the  other  words 
in  the  specification  which  describe  the  properties  and  functions  of  the  in- 
gredients in  a  composition,  it  may  be  omitted  in  the  reissue.  Atlantic 
Giant  Powder  Co.  v.  Goodyear,  13  O.  G.  45 ;  s.  c.  3  Ban  &  Ard.  161. 

A  reissue  may  omit  some  of  the  features  mentioned  in  the  original 
patent  if  such  omission  does  not  enlarge  the  operation  of  the  thing 
patented.    Gould  v.  Ballard,  13  O.  G.  1081 ;  s.  c.  3  Ban  &  Ard.  324. 

A  certified  copy  of  the  model  does  not  conclude  the  defendant,  but  lie 
may  show  that  the  model  has  been  changed.  Johnson  v.  Beard,  8  O.  G. 
435 ;  8.  c.  2  Ban  &  Ard.  50. 

A  drawing  which  was  clearly  indicated  in  the  original  specification  may 
be  added  in  the  reissue.  Union  Paper  Bag  Co.  v.  Nixon,  6  Fish.  402 ; 
8.  c.  4  O.  G.  31 ;  Hank's  Case,  2  A.  L.  T.  129. 

Although  the  commissioner  may  receive  evidence  when  there  is  neither 
model  nor  drawing,  yet  his  power  to  grant  a  reissue  is  restricted  to  the 
granting  of  a  reissue  for  the  same  invention.  Powder  Co.  v.  Powder 
Works,  98  U.  S.  126 ;  8.  c.  15  O.  G.  289 ;  s.  c.  2  Saw.  448 ;  8.  c.  2  Ban 

6  Ard.  131. 

Although  there  is  no  model  or  drawing,  yet  a  reissue  can  not  be  granted 
17 
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for  an  invention  not  shown  in  the  original  patent  upon  proof  that  the 
addition  was  really  a  part  of  the  original  invention.  Averill  C.  P.  Co.  v. 
Nat'l  M.  P.  Co.,  22  0.  G.  585  ;  s.  c.  9  Fed.  Rep.  462. 

If  the  original  patent  is  for  a  machine,  the  reissue  can  not  claim  a  pro- 
cess, although  tlie  process  was  descrihed  in  the  original  specification. 
Wing  V.  Anthony,  106  U.  S.  142 ;  New  v.  Warren,  22  O.  G.  587 ;  contra^ 
Clark  V.  Kennedy  Manuf.  Co.,  11  O.  G.  68;  s.  c.  14  Blatch.  79;  8.  o.  2 
Ban  &;  Ard.  479. 

If  the  original  patent  is  for  a  process  it  may  he  reissued  in  two  parts, 
one  for  the  process  and  the  other  for  the  product.  Tucker  v.  Dana,  7  Fed. 
Rep.  213. 

If  the  original  patent  is  for  a  process,  a  reissue  may  emhraee  the 
process  and  the  product.  Merrill  v.  Yeomans,  I  Holmes  331 ;  s.  c.  5 
O.  G.  267 ;  11  O.  G.  970 ;  s.  o.  94  U.  S.  668 ;  B.  c.  1  Ban  &  Ard.  47. 

If  the  invention  of  a  process  does  not  involve  the  invention  of  a  com- 
pound and  the  patent  therefor  is  not  a  patent  for  making  the  compound 
and  does  not  describe  it,  a  reissue  for  the  compound  is  void.  Powder  Co. 
©.  Powder  Works,  98  U.  S.  126 ;  s.  o.  15  O.  G.  289 ;  8. 0. 2  Saw.  448 ;  s.  c. 

2  Ban  &  Ard.  131. 

If  the  originaJ  specification  and  drawings  show  that  some  definite  result 
is  accomplished  by  the  action  of  a  sub-combination,  the  reissue  may  claim 
such  sub-combination,  although  it  was  not  claimed  in  the  original.  Gage 
V.  Herring,  23  O.  G.  2119  ;  8.  C.  14  Blatch.  293 ;  s.  c.  12  O.  G.  753 ;  a.  c. 

3  Ban  &  Ard.  55 ;  Kerosene  Lamp  Heater  Co.  v.  Littell,  13  O.  G.  1009 ; 
s.  c.  3  Ban  &  Ard.  312;  Christman  v.  Rumsey,  17  O.  G.  903;  s.  c.  17 
Blatch.  148;  8.  c.  38  How.  Pr.  114 ;  a.  c.  4  Ban  &  Ard.  506 ;  Dederich  o. 
Cassell,  20  O.  G.  1233 ;  s.  c.  9  Fed.  Rep.  306 ;  Turrell  v.  Spaeth,  14  O.  G. 
377 ;  8.  c.  3  Ban  &  Ard.  458. 

If  a  patentee  takes  a  patent  for  a  combination,  he  can  not  obtain  a  re- 
issue containing  claims  for  the  several  parts  of  the  combination,  unless 
the  application  is  made  within  a  reasonable  time.  Bantz  v.  Frantz,  105 
U.  S.  160 ;  8.  c.  21  O.  G.  2037. 

A  patentee  who  has  a  patent  for  an  aggregate  of  several  devices  may 
surrender  his  patent  and  receive  new  letters  patent  for  the  several  devices 
included  in  it.    Wheeler  v.  McCormick,  6  Fish.  551 ;  s.  c.  11  Blatch.  334; 

4  O.  G.  692. 

If  the  patentee  was  the  inventor  of  the  elements  of  a  combination-,  but 
only  claimed  the  combination,  he  may  surrender  the  patent  and  take  a 
reissue  claiming  the  elements  also.  Battin  o.  Taggert,  17  How.  74  ;  8.  c. 
2  Wall.  Jr.  101 ;  Gallahuer.  Butterfield,  6  Fish.  203 ;  8.  c.  10  Blatch.  232 ; 
2  O.  G.  645 ;  Jordan  v.  Dobson,  4  Fish.  232 ;  8.  c.  2  Abb.  U.  S.  398 ;  7 
Phila.  533. 

If  the  original  patent  describes  a  part,  but  claims  it  in  combination,  the 
reissue  may  claim  the  part  and  omit  the  claim  for  the  combination. 
Chicago  Fruit  House  Co.  v.  Busch,  4  Fish.  395 ;  s.  c.  2  Biss.  472. 

An  inventor  who  has  omitted  to  claim  separate  new  devices  or  sever- 
able and  distinct  combinations  in  the  original  patent,  may  make  a  sur- 
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render  and  take  a  reissue  for  the  distinct  combinations  or  separate  devices. 
Wheeler  r.  Clipper  Co.,  6  Fish.  1;  s.  O.  10  Blatch.  181;  2  O.  G.  442; 
Cochrane  r.  Deener,  11  O.  G.  637 ;  s.  c.  94  U.  S.  780. 

Although  the  invention,  as  described  in  the  original  patent,  was  not 
capable  of  reduction  to  practical  use,  yet  the  patent  may  be  surrendered 
and  a  reissue  taken  for  the  separate  devices  contained  therein.  Wheeler 
V.  Clipper  Co.,  6  Pish.  1 ;  s.  c.  10  Blatch.  181 ;  2  O.  G.  442. 

If  the  original  patent  claims  a  combination,  it  may  be  surrendered  and 
a  reissue  taken,  claiming  only  one  part  of  the  machine.  The  patentee 
has  a  right  to  restrict  or  enlarge  his  claim  so  as  to  give  it  validity  and 
effectuate  his  invention.  The  description  of  the  part  in  the  original 
patent,  without  claiming  it,  will  not  constitute  an  abandonment  of  it  to 
the  public  so  as  to  prevent  him  from  claiming  it  in  the  reissue.  Battin  r. 
Taggert,  17  How.  74 ;  s.  o.  2  Wall.  Jr.  101. 

When  the  inventor  in  the  specification  of  the  original  patent,  describes 
a  new  and  useful  combination  of  a  number  of  elements  performing  in 
combination  certain  functions  less  than  he  has  claimed,  he  may,  in  the 
reissue,  claim  such  combination  of  the  less  number  which  he  has  described, 
suggested,  or  substantially  indicated  as  his  invention,  but  failed  to  include 
in  his  claims.    Pearl  r.  Ocean  Mills,  11  O.  G.  2 ;  s.  c.  2  Ban  &  Ard.  469. 

If  a  patentee  who  has  taken  out  a  patent  merely  for  a  combination  of 
all  the  elements  of  the  machine,  without  any  suggestion,  indication  or 
intimation  that  any  other  invention  of  any  kind  has  been  made,  subse- 
quently discovers  that  he  can  accomplish  a  new  and  useful  result  by  a 
combination  embracing  less  than  the  whole  number  of  the  elements 
included  in  his  patent,  he  can  not  secure  his  right  to  this  subsequent 
invention  by  a  surrender  of  the  first  patent,  and  a  reissue  which  includes 
the  second  combination  as  well  as  the  first.  Gill  v.  Wells,  22  Wall.  1 ; 
s.  c.  6  O.  G.  881 ;  2  A.  L.  T.  (N.  S.)  101 ;  Miller  v.  Brass  Company,  104 
U.  S#  350 ;  s.  c.  21  O.  G.  201 ;  s.  c.  12  0.  G.  667 ;  s.  c.  14  Blatch.  282 ; 
8.  c.  3  Ban  &  Ard.  20  ;  Cammeyer  v.  Newton,  16  O.  G.  720 ;  s.  c.  4  Ban 
So  Ard.  139;  Blackman  v.  Ilibbler,  17  Blatch.  333;  S.  c.  17  O.  G.  107; 
s.  C.  4  Ban  &  Ard.  641 ;  Washburn  &  M.  Manuf.  Co.  v.  Fuchs,  16  Fed. 
Rep.  661 ;  Fay  v.  Preble,  14  Fed.  Rep.  652;  8.  0.  15  C.  L.  N.  122. 

A  patentee  can  not  surrender  a  patent  for  an  invention  consisting  of  a 
combination  of  old  elements,  and  amend  the  descriptive  parts  of  the  spe- 
cification by  striking  out  the  entire  description  of  one  of  the  elements  of 
the  combination  and  inserting  in  lieu  tliereof  a  full  description  of  several 
other  devices,  without  any  allegation  that  they  are  the  equivalents  of  the 
one  whose  description  is  stricken  out,  or  any  explanation  whatever  showing 
the  reason  why  the  change  was  made.  Gill  v.  Wells,  22  Wall.  1 ;  s.  c.  6 
0.  G.  881 ;  2  A.  L.  T.  (N.  S.)  101. 

A  patentee,  when  he  surrenders  an  original  patent,  can  not  amond  the 
specification  by  striking  out  from  the  original  the  correct  description  of 
one  of  the  Ingredients  of  the  patented  combination,  and  substitutln!^  in 
its  place  the  description  of  other  devices  not  well  known  at  the  date  of 
the  original  patent,  as  a  proper  substitute  for  the  ingredient  whose  dcscrip- 
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tion  is  stricken  out.    Gill  v.  Wells,  22  Wall.  1 ;  s.  c.  6  O.  G.  881 ;  2  A. 
L.  T.  (N.  S.)  101. 

If  the  original  patent  specified  a  certain  material,  a  reissue  may  specify 
the  equivalents  for  it.  Dunbar  v.  White,  23  O.  G.  1446;  s.  c.  15  Ted. 
Rep.  747. 

If  the  claims  are  for  separate  and  distinct  improvements,  separate  pat- 
ents may  be  granted  upon  the  reissue.  Bennett  v.  Fowler,  8  Wall.  445  ; 
Brown  V,  Deere,  19  O.  G.  361 ;  s.  c.  6  Fed.  Rep.  484. 

A  new  product  or  manufacture,  and  a  new  process  or  method  of  pro- 
ducing the  new  article,  are  the  proper  subjects  of  separate  and  distinct, 
claims  in  an  original  patent,  and  if  the  claims  are  not  so  made,  the  pat- 
entee upon  a  return  of  the  patent  for  correction  and  reissue,  may  have 
several  patents  for  the  distinct  and  separate  parts  of  his  invention.  Grood- 
year  v.  Providence  Rubber  Co.,  2  Fish.  499  ;  s.  c.  9  Wall.  788 ;  2  Cliff. 
351 ;  Goodyear  v.  Wait,  3  Fish.  242 ;  8.  c.  5  Blatch.  468 ;  Goodyear  r. 
Honsinger,  8  Fish.  147 ;  s.  c.  2  Biss.  1 ;  Peun  Salt  Co.  v.  Thomas,  5  Fish. 
148  ;  s.  c.  8  Phila.  144;  Anilin  Fabrik  v.  Hamilton  Manuf.  Co.,  13  O.  G. 
273 ;  s.  C.  3  Ban  &  Ard.  235 ;  AnUin  Fabrik  ».  Higgin,  15  Blatch.  290 ; 
s.  c.  14  0.  G.  414 ;  s.  c.  3  Ban  &  Ard.  462  ;  Tucker  v.  Burditt,  4  Ban  & 
Ard.  569. 

If  the  patent  does  not  relate  to  a  machine,  the  specification  may  be 
made  more  definite  and  certain  so  as  to  embrace  the  claim  made,  or  the 
claim  may  be  so  modified  as  to  correspond  with  the  specification,  but  this 
is  the  extent  to  which  modifications  can  be  made.  Powder  Co.  v.  Pow- 
der Works,  15  O.  G.  289  ;  s.  c.  98  U.  S.  126  ;  s.  C.  3  Saw.  448 ;  s.  C.  2  Ban 
&  Ard.  131. 

If  the  original  invention  was  for  a  process  in  the  use  of  an  article,  a  re- 
issue for  a  compound  of  the  article  with  other  substances  is  void.  Powder 
Co.  V.  Powder  Works,  15  O.  G.  289 ;  s.  c.98  U.  S.  126 ;  s.  c.  3  Saw.  448 ; 
8.  c.  2  Ban  &  Ard.  13.  * 

When  a  patent  is  granted,  certain  exclusive  rights  are  secured  or  pur- 
ported to  be  secured  to  the  uiventor.  The  object  of  the  reissue  is  to 
secure  greater  rights  tlian  were  actually  secured  by  the  first  patent.  The 
subject  of  both  patents  is  the  same  invention,  and  the  object  of  both  is  to 
secure  rights  in  the  same.  This  is  the  only  object  in  both.  A  less  right 
to  the  invention  may  be  secured  by  the  first  patent.  A  greater  right  to 
the  same  invention  may  be  served  by  the  reissued  patent.  The  object  of  a 
patent  Is  to  secure  rights  to  an  invention  throughout  the  whole  of  the 
United  States.  There  is  no  good  reason  why  a  portion  or  the  whole  of 
the  invention  for  a  particular  portion  of  the  United  States  may  not  be 
secured  by  one  patent,  and  the  remaining  portion  of  the  invention  for  the 
residue  of  the  United  States  be  secured  by  another  patent.  These 
two  patents  would  in  eft*ect  constitute  together  but  one  patent  for 
the  whole  invention  for  the  whole  United  States.  Two  patents  for 
separate  parts,  the  separate  parts  together  comprehending  only  the 
whole,  would  in  effect  be  but  one  patent  for  the  whole,  as  two 
separate  deeds  for  two  separate  sections  of  one  whole  lot  of  land  would 
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not  be  in  effect  more  than  one  deed  for  the  whole  lot.  No  more  would 
be  secured  by  the  two  patents  than  is  authorized  by  law  to  be  secured,  or 
than  could  be  secured  by  one.  The  two  in  effect  would  constitute  but 
one.    Potter  o.  Holland,  1  Fish.  327 ;  s.  o.  4  Blatch.  206. 

Persons  owning  reissued  letters  patent,  and  seeking  redress  from  those 
who  have  invaded  their  exclusive  rights,  are  not  obliged  to  introduce  in 
evidence  the  surrendered  patent.  Seymour  r.  Osborne,  3  Fish.  555  ;  s.  c. 
II  WalL  616. 

If  the  original  patent  is  not  introduced  in  evidence,  the  question 
whether  the  reissued  xuitent  is  for  the  same  invention  as  the  original 
patent  can  not  be  raised.  Seymour  v.  Osborne,  3  Fish.  555 ;  s.  c.  II 
Wall.  516;  Doherty  v.  Haynes,  6  O.  G.  118 ;  s.  c.  4  Cliff.  291 ;  s.  c.  1 
Ban  &  Ard.  289  ;  Eureka  v.  Bailey  Co.,  II  Wall.  488  ;  Beedy  v.  Scott,  23 
Wall.  352 ;  s.  c.  7  O.  G.  463 ;  Searles  v.  Bouton,  21  O.  G.  1784 ;  s.  c.  12 
Fed.  Rep.  140 ;  Consolidated  O.  W.  P.  Co.  v.  Eaton,  12  Fed.  Rep.  865 ; 
Bickford  o.  Laporte,  5  Ban  &  Ard.  349. 

Whether  a  reissued  patent  is  for  the  same  invention  as  that  embodied  in 
the  original  patent,  or  for  a  different  one,  is  a  question  for  the  court  in  an 
equity  suit,  to  be  determined  as  a  matter  of  construction,  on  a  comparison 
of  the  two  instruments,  aided  or  not  by  the  testimony  of  experts,  as  it 
may  or  may  not  appear  that  one  or  both  may  contain  technical  terms,  or 
terms  of  art,  requiring  such  assistance  in  ascertainmg  the  true  meaning  of 
the  language  employed.  Se3'mour  v.  Osborne,  3  Fish.  555 ;  s.  c.  II  Wall. 
516 ;  Woodward  o.  Dinsmore,  4  Fish.  163. 

Matters  of  fact  ai*e  not  open  in  a  suit  for  an  infringement,  as  to  whether 
the  reissue  \b  for  the  same  invention  as  the  original  patent.  The  con- 
clusion must  always  be  in  favor  of  the  reissue,  unless  it  appears  upon  a 
comparison  of  the  two  instruments  that  the  reissue  as  a  matter  of  legal 
construction  is  not  for  the  same  invention  as  the  original.  Stevens  v, 
Pritchard,  10  O.  G.  505 ;  8.  c.  4  Cliff.  417 ;  s.  c.  2  Ban  &  Ard.  396. 

Whether  the  new  patent  granted  upon  the  surrender  of  the  old  one  is 
substantially  for  a  different  invention  from  the  first  one,  is  a  question  for 
the  jury  on  the  evidence.  ^Stimpson  v.  Westchester  R.  R.  Co.,  4  How.  380 ; 
s.  c.  2  Robb  335 ;  Battin  v.  Taggert,  17  How.  7 ;  8.  c.  2  Wall.  Jr.  lOI ; 
Swift  V.  Whisen,  3  Fish.  343 ;  8.  c.  2  Bond  115 ;  Morris  v.  Royer,  3  Fish. 
176 ;  8.  c.  2  Bond  66. 

The  defence  that  a  reissued  patent  was  issued  unintentionally  through 
the  blunder  of  a  subordinate  in  the  patent  office,  can  not  be  availed  of  in  a 
suit  brought  on  the  patent.  The  only  remedy  is  a  direct  proceeding  by 
the  United  States  to  vacate  the  patent.  Doughty  v.  West,  3  Fish.  580 ; 
s.  c.  6  Blatch.  429. 

Although  some  of  the  claims  in  a  reissue  are  void,  yet  the  reissue  may  be 
valid  as  to  other  claims.  Starrett  o.  Athol  Machine  Co.,  23  O.  G.  1729 ; 
s.  c.  14  Fed.  Rep.  910 ;  Gould  v.  Spicer,  15  Fed.  Rep.  344 ;  Gold  &  S.  T. 
Co.  V.  Wiley,  17  Fed.  Rep.  234;  Cote  v.  Moffltt,  15  Fed.  Rep.  345 ;  Wood 
V.  Packer,  17  Fed.  Rep.  650 ;  National  P.  C.  Co.  r.  Gunnison,  17  Fed. 
Rep.  812;  Fetter  v.  Newhall,  17  Fed.  Rep.  841 ;  s.  c.  25  O.  G.  502. 
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Frand. 

The  patent  will  be  invalid  if  there  has  been  fraud  in  the  procurement 
of  the  reissue.  The  fraud  may  be  either  actual  or  constructive.  The 
statute  refers  specially  to  cases  of  collusion — fraudulent,  corrupt  collusion, 
between  the  applicant  and  the  commissioner.  If  it  is  apparent  that  there 
has  been  any  improper  collusion  between  them,  and  that  the  patent  has 
been  granted  corruptly,  that  is  an  act  of  positive  fraud  which  will  invalidate 
any  patent  to  which  it  applies.  Swift  v.  Whisen,  3  Fish.  343 ;  s.  c.  I  Bond 
115 ;  House  r.  Young,  3  Fish.  335. 

Very  clear  and  decisive  evidence  is  requured  in  order  to  invalidate  a 
patent  upon  an  allegation  of  fraud  in  the  reissue.  Swift  r.  Whisen,  3 
Fish.  343 ;  s.  c.  1  Bond  115  ;  Jordan  v.Dobson,  4  Fish.  232 ;  s.  c.  2  Abb. 
U.  S.  398 ;  7  Phila.  533. 

The  question  of  fraud  in  obtaining  a  reissue  is  settled  by  the  decision 
of  the  commissioner.  Brown  v.  Guild,  23  Wall.  181 ;  s.  c.  6  O.  G.  392 ; 
7  O.  G.  739. 

The  reissue  can  not  be  abrogated  by  an  infringer  in  a  suit  against  him 
for  infringements  upon  the  ground  that  the  letters  patent  were  procured 
by  fraud  in  preventing  the  application  for  the  same  before  the  commis- 
sioner. Seymour  v.  Osborne,  3  Fish.  555 ;  b.  c.  11  Wall.  516 ;  Doughty  o. 
West,  3  Fish.  580 ;  s.  c.  6  Blatch.  429. 

EflTect  of  BeiMne. 

The  reissue  must  be  considered  as  a  continuation  of  the  original  patent, 
and  the  rights  of  the  patentee  are  to  be  determined  by  the  state  of  things 
as  they  existed  at  the  time  of  the  original  application.  The  new  patent 
and  the  proceedings  on  which  it  issues  have  relation  to  the  original  trans- 
action. The  time  of  the  privilege  still  runs  from  the  date  of  the  original 
patent.  The  application  may  be  considered  as  appended  to  the  original 
application,  and  if  the  new  patent  is  valid  the  law  must  be  considered  as 
satisfied,  if  the  machine  was  not  known  or  used  before  that  application. 
Grant  v,  Raymond,  6  Pet.  218 ;  s.  c.  1  Robb  604 ;  Shaw  ».  Cooper,  7  Pet. 
292;  Read  v.  Bowman,  2  Wall.  591 ;  Crompton  r.  Belknap  Mills,  3  Fish* 
5S6. 

When  a  patent  is  surrendered,  and  new  letters  are  taken  out  with  an 
amended  specification,  the  patent  is  considered  to  operate  from  the  com- 
mencement of  the  original  term,  except  as  to  suits  for  violations  com- 
mitted before  the  amendment.  The  amendment  is  not  because  the  former 
patent  or  specification  was  utterly  void,  but  because  it  was  defective  or 
doubtful  in  some  particular  which  it  was  expedient  to  make  more  clear. 
But  it  is  still  a  patent  for  the  same  invention.  It  can  by  law  include  no 
new  one,  and  it  covers  only  the  same  term  of  time  which  the  former  pat- 
ent and  its  extensions  did.  The  new  letters  relate  back  to  the  commence- 
ment of  the  original  term,  and  for  many  purposes  operate  from  that  time. 
This  is  in  strict  analogy  to  amended  writs  and  amended  judgments,  which 
for  most  purposes  have  the  same  efi'ect  as  if  the  amended  matter  was  in 
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them  originally.  Woodworth  v.  Hall,  1  Wood  &  M.  248,  389 ;  s.  c.  2 
Robb  495,  517  ;  Grant  ©.  Raymond,  6  Pet.  218  ;  s.  o.  1  Robb  604 ;  Stanley 
V.  Whipple,  2  McLean  35  ;  s.  c.  2  Bobb  1 ;  Smith  v,  Fearce,  2  McLean 
176  ;  s.  c.  2  Bobb  13 ;  House  e.  Young,  3  Fish.  335. 

In  law,  a  reissued  patent  is  generally  considered,  except  in  respect  to 
infringements  prior  to  its  issue,  as  if  granted  at  the  date  of  the  original 
patent ;  and  the  corrected  patent,  in  respect  to  all  subsequent  infringe- 
ments, is  made  to  take  effect  as  though  it  had  been  so  issued  originally, 
even  though  the  original  patent  was  invalid.  Hussey  o.  Bradley,  2  Fish. 
362 ;  s.  c.  5  Blatch.  134  ;  Stanley  o.  Whipple,  2  McLean  35 ;  s.  c.  2  Bobb 
1 ;  Grant  o.  Baymond,  6  Pet.  218  ;  s.  c.  1  Bobb  604. 

Clerical  amendments  of  letters  patent  relate  back  to  the  date  of  the 
letters  patent,  as  much  as  any  like  clerical  amendments  of  declarations  or 
pleas  or  judgments.  Woodworth  v.  Hall,  1  Wood  &  M.  389 ;  s.  c.  2 
Bobb  517. 

No  prior  use  under  the  defective  patent  can  authorize  the  use  of  the 
invention  after  the  issuing  of  the  renewed  patent.  Any  person  using  an 
invention  protected  by  a  renewed  patent  is  guilty  of  an  infringement, 
however  long  he  may  have  used  the  same  after  the  date  of  the  defective 
and  surrendered  patent.  Stimpson  v.  Westchester  B.  B.  Co.,  4  How. 
380 ;  s.  c.  2  Bobb  335 ;  Carr  v.  Bice,  1  Fish.  198 ;  Hussey  v,  Bradley,  2 
Fish.  362;  s.  c  5  Blatch.  134;  Bliss  v.  Brooklyn,  4  Fish.  596;  s.  c.  8 
Blatch.  533 ;  Howe  v.  Williams,  2  Fish.  395 ;  s.  c.  2  Cliff.  245 ;  Grant  v. 
Baymond,  6  Pet.  218 ;  s.  c.  1  Bobb  604 ;  Bloomer  v.  Stolley,  5  McLean 
158;  Agawam  Co.  v,  Jordan,  7  Wall.  583;  McWilliams  Manuf.  Co.  v. 
Blundell,  22  O.  G.  177  ;  s.  c.  11  Fed.  Bep.  419. 

The  prior  use  of  an  invention  under  a  defective  patent  can  not  take 
away  the  right  to  surrender  such  patent  and  take  out  a  new  and  amended 
one.  Hussey  v.  Bradley,  2  Fish.  362  ;  s.  c.  5  Blatch.  134 ;  Buerk  v,  Val- 
entine, 5  Fish.  366 ;  s.  0.  9  Blatch.  479 ;  2  0.  G.  295. 

When  letters  patent  are  amended  in  a  material  mistake,  they  can  only 
operate  as  to  third  persons  for  causes  accruing  after  the  connection.  It 
may  be  different  if  the  mistake  is  entirely  clerical.  Woodworth  v.  Hall, 
1  Wood  &  M.  248,  389 ;  s.  c.  2  Bobb  495,  517 ;  Brown  v.  Hinkley,  6  Fish. 
370 ;  s.  c.  3  O.  G.  384. 

A  surrender  of  the  patent  to  the  commissioner  within  the  sense  of  the 
provision  means  an  act  which  in  judgment  of  law  extinguishes  the  patent. 
It  is  a  legal  cancellation  of  it,  and  hence  it  can  no  more  be  the  foundation 
for  the  assertion  of  a  right  after  the  surrender,  than  an  act  of  Congress 
which  has  been  repealed.  The  antecedent  suits  depend  upon  the  patent 
existing  at  the  time  they  were  commenced,  and  unless  it  exists  and  is  in 
force  at  the  time  of  trial  and  judgment,  the  suits  &11.  Mofflt  v,  Gaar,  1 
Fish.  610 ;  B.  c.  1  Black.  273 ;  1  Bond  315 ;  Eddy  c.  Dennis,  95  U.  S.  560 ; 
8.  c.  4  Fish.  423. 

A  surrender  after  a  final  judgment  or  decree  does  not  affect  such  judg- 
ment or  decree.  Mevs  v.  Conover,  11  O.  G.  1111 ;  6.  c.  11  Blatch.  197 ; 
8.  c.  6  Fish.  506. 
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Moneys  recovered  on  judgments  in  suits,  or  voluntary  payments  under 
the  first  patent,  cannot  be  recovered  back  upon  the  surrender.  The  title 
to  these  moneys  does  not  depend  upon  the  patent,  but  upon  the  volun« 
tary  payment  or  the  judgment  of  the  court.  Moffitt  v.  Gaar,  1  Fish.  610 ; 
s.  c.  1  Black.  273 ;  1  Bond  315. 

A  reissued  patent  may  be  issued  to  the  assignee  of  the  original,  when 
he  requests  it  and  makes  the  application,  although  he  has  made  an  assign- 
ment of  it  which  is  on  record.  Havemeyer  et  al.  Assignees,  2  Dec.  Com.  5. 

A  reissued  patent  must  be  granted  in  the  name  of  the  patentee,  or,  in 
case  of  his  death,  or  of  an  assignment  of  the  whole  or  of  an  undivided 
part  of  the  original  patent,  then  to  his  executors,  administrators,  or 
assigns.    James  D.  Wright,  10  O.  G.  687 ;  N.  B.  Fassett,  11  O.  G.  420. 

A  patent  having  been  reissued  to  the  inventor  will  not  be  reissued  also 
to  his  assignee  whose  assignment  was  not  recorded  before  the  reissue  to 
the  inventor.    Andrew  Whiteley,  1  Dec.  Com.  79. 

A  clerical  error  in  a  patent  will  be  corrected  without  fees,  if  it  occurred 
through  the  fault  of  the  ofl9ce  ;  but  if  through  the  fault  of  the  patentee,  it 
will  be  corrected  only  by  a  reissue  on  the  usual  terms.    James  Cochrane, 

1  Dec.  Com.  60. 

A  reissued  patent  will  not  be  antedated  to  the  time  when  the  applica- 
tion for  it  was  made.    Andrew  Whiteley,  1  Dec.  Com.  72» 

An  application  for  a  reissue  must  point  out  the  particular  defects  and 
show  how  and  in  what  manner  the  patent  is  thereby  rendered  inoperative 
and  invalid.    Pfaudler,  23  O.  G.  269. 

An  application  for  a  reissue  must  specifically  point  out  the  defects  in 
the  patent.  A  mere  expression  of  opinion  is  not  sufficient.  Timken,  24 
O.  G.  1089. 

A  statement  that  the  error  arose  from  a  misunderstanding  or  mistake 
of  the  attorney  is  not  sufficient.    Wilkins,  24  O.  G.  1271. 

An  application  for  a  reissue  must  show  how  the  supposed  errors  arose. 
Timken,  24  O.  G.  1089. 

In  applications  for  reissue,  the  proof  there  requured  should  be  submitted 
to  the  commissioner  in  person,  and  if  the  proof  is  satisfactory,  the  amend- 
ment will  then  be  examined  in  the  usual  manner.  Isaac  Winslow,  9 
O. G.  795. 

A  stranger  who  has  no  application  or  patent  that  interferes  with  a 
patent,  can  not  oppose  the  granting  of  a  reissue.  New  Process  Fermen- 
tation  Co.,  23  O.  G.  629. 

An  applicant  for  reissue  will  not  be  allowed  to  establish  priority  as 
against  a  patentee  whose  patent  has  expired.  J.  L.  Mason,  9  O.  G.  1196. 

A  reissued  patent  will  not  be  granted  after  the  term  of  the  original  has 
expired,  since  no  right  of  action  could  accrue  under  it,  even  if  it  were 
antedated.    Andre w^Whiteley,  1  Dec.  Com.  70. 

No  one  is  liable  upon  a  reissued  patent  for  alleged  infringements  which 
to6k  place  before  it  issued,  but  afler  its  date.  Andrew  Wniteley;  1  Dec. 
Com.  72. 

Any  claims  may  be  justly  embodied  in  a  reissue  which  could  have  been 
allowed  in  the  original  application,  although  it  enables  the  patentee  to 
control  devices  which,  though  difierent  in  construction,  are  substantially 
the  equivalents  of  the  patented  invention.    Bissell  &  Moore  Manuf.  Co., 

2  Dec.  Com.  157 ;  Bomtraeger,  16  O.  G.  358. 

If  the  original  patent  was  taken  out  for  a  mechanical  apparatus,  the 
reissue  can  not  claim  a  process.    Pfaudler,  22  O.  G.  1881. 
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Whether  an  applicatioD  for  a  reissue  is  sufficient  must  be  determined 
by  the  statements  therein  contained,  without  reference  to  the  action  on 
the  merits  in  the  case  before  the  grantini;  of  the  patent.  Timken,  24 
O.  G.  1089. 

A  patentee  may  apply  for  a  reissue  although  an  interference  is  pending 
agaiust  the  original  patent,  but  when  the  reissue  is  granted  it  may  be 
substituted  in  the  interference  in  the  place  of  the  original  patent.  Gay,  19 
O.  G.  1496. 

If  the  original  patent  shows  four  regenerators  arranged  in  pairs  and 
varied  in  size,  the  reissue  may  state  the  reason  for  the  variance.  C.  Wil- 
liam Siemeu,  12  O.  G.  626. 

If  a  party  in  order  to  avoid  an  interference  takes  a  claim  out  of  an  ap* 
plication  and  files  a  new  application  for  this,  and  the  patent  therefor  is 
first  issued,  he  may  on  a  reissue  of  the  later  patent  claim  a  device  shown 
in  the  original  application,  although  it  is  shown  in  the  patent  first  issued. 
Kirby,  16  0.  G.  1095. 

If  a  reissue  does  not  refer  to  a  specific  claim,  it  is  an  abandonment  of 
it,  although  it  was  referred  to  in  the  original  patent.  McCormick,  17  O.  G. 
267. 

A  reissue  may  indicate  additional  uses  to  which  the  invention  may  be 
put.    Palmer,  17  O.  G.  976. 

Where  one  patent  claims  an  improvement  of  an  entire  machine,  and 
also  shows  without  claiming  a  particular  improvement  of  one  of  its  parts, 
and  a  later  patent  claims  only  the  particular  improvement,  matter  which 
relates  only  to  that  part  and  which  is  shown  in  both,  but  not  claimed  in 
either  of  tbe  patents,  may  be  embraced  in  a  reissue  of  a  later  patent. 
Sylvanus  D.  Locke,  16  O.  G.  1149. 

If  a  patentee  makes  a  variation  in  the  location  of  the  parts,  he  is  not 
entitled  in  a  reissue  to  claim  all  the  results  that  follow  in  the  train  of  such 
a  variation.    Nicholas  Seibert,  12  O.  G.  268. 

This  clause  does  not  authorize  a  radical  departure  A*om  the  original 
invention  and  the  setting  up  in  the  reissue  of  a  substantially  different 
invention.  No  amount  of  proof  regarding  an  entirely  dift'erent  mvention, 
however  satisfactory  it  may  be  in  showing  that  the  same  was  within  the 
knowledge  of  the  inventor  at  the  time  of  applying  for  his  original  patent, 
could  iustify  its  introduction  therein  by  a  reissue.  A.  Dreckerhoff,  12 
O.  G.  429. 

If  the  patentee  never  contemplated  the  use  of  a  sub-combination  with- 
out including  an  additional  element,  he  can  not  claim  the  sub-combination 
in  a  reissue.    Bedmond  v,  Farham,  16  O.  G.  359. 

A  reissue  will  not  be  granted  if  there  has  been  unreasonable  delay  in 
applying  for  it.    Flynn,  23  O.  G.  2029. 

The  same  rule  governs  in  cases  of  reissue  as  adopted  by  the  courts,  and 
it  is  for  the  office  to  determine,  by  comparison  of  Uie  patent  and  the 
application,  whether  the  scope  of  the  original  invention  is  enlarged. 
Aldrich  &  Fames,  9  O.  G.  407. 

An  amendment  may  be  introduced  into  a  reissue,  if  it  only  explains 
the  manner  in  which  &e  device  is  to  be  operated.  N.  J.  Donaldson,  4 
O.  G.  4. 

An  inventor  is  entitled  to  all  the  benefits  of  his  improvement,  and  is 
entitled  to  a  reissue,  although  he  may  not  have  fully  anticipated  its  value. 
Samuel  F.  Day,  1  Dec.  Com.  4. 

It  can  not  be  objected  to  a  claim  in  an  application  for  reissue  for  the 
first  time,  that  the  specified  invention  has  been  abandoned  since  the  date 
of  the  original  patent,  because  not  urged  before,  and  having  gone  into 
extensive  use.    Conklin  &  Stafford,  2  O.  G.  543. 
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An  appliciLtion  for  reissue  should  not  be  examined  in  the  light  of  the 
state  of  the  art  as  it  existed  subsequent  to  the  filing  of  the  original  appli- 
cation.   Carroll  v,  Morse,  9  O.  G.  453. 

An  application  for  reissue  will  be  granted,  if  it  appears  the  new  matter 
was  omitted  through  inadvertency  or  mistake  in  the  original  application. 
Elias  Ingraham,  3  Dec.  Com.  164. 

A  participial  claim  to  *^  arranging  "  devices,  instead  of  to  the  devices 
themselves,  having  been  granted  under  a  lax  practice,  should  be  made  to 
conform  to  the  present  practice  in  revising  the  application  for  reissue. 
Calista  E.  Cox,  3  O.  G.  2. 

An  applicant  for  reissue  is  entitled  to  make  the  corrections  which  he 
might  properly  have  made  after  filing  his  original  application.  C.  W.  Bald- 
win, 9  0.  G.C39. 

No  patent  should  be  allowed  to  issue  upon  an  application  for  a  reissue 
until  all  the  rights  of  the  applicant  are  settled.  Doty  v.  Osborne,  1  Dec. 
Com.  77. 

If,  in  view  of  the  state  of  the  art  as  exhibited  by  the  references  cited, 
the  applicant  presents  only  a  colorable  variation  or  equivalent  construc- 
tion, a  reissue  will  not  be  granted.    T.  Plumleigh,  3  O.  G.  29. 

If  the  patentee  finds  himself  hindered  in  his  rights  to  any  extent  by 
reason  of  an  error  in  the  specification,  the  defect  may  be  cured  by  a 
reissue,    Mathew  Andrew,  2  Dec.  Com.  75  ;  C,  B.  Cottrell,  9  O.  G.  495. 

If  a  patentee  did  not  understand  the  philosophy  of  a  feature  in  his  ma- 
chine at  the  time  when  he  applied  for  a  patent,  he  can  not  insert  a  claim 
for  an  art  or  method  in  a  reissue.    Seibert,  16  O.  G.  262. 

If  an  applicant  would  not  have  been  allowed  in  his  original  patent  the 
claim  set  up,  he  can  not  have  it  by  reissue.   John  E.  Wooten,  3  O.  G.  521. 

It  is  new  matter  to  describe  in  the  reissue  application  various  other 
uses  to  which  the  invention  could  be  applied.    Robert  Bragg,  8  O.  G.  985. 

A  use  of  the  invention  being  suggested  in  a  reissued  patent  not  men- 
tioned in  the  original  application  for  a  patent,  such  suggestion  of  new 
matter  ought  not  to  be  allowed  In  the  reissue,  without  disclaimer  of  such 
new  matter.    Horatio  Allen,  2  O.  G.  89. 

Several  parts  of  a  patented  machine  which  will  together  constitute  a 
new  invention  not  mentioned  in  the  original,  can  not  be  claimed  by  them- 
selves on  a  reissue.  Wheeler  &  Wheeler,  4  O.  G.  5  ;  Aldrich  &  Evans, 
9  O.  G.  407. 

If  an  application  is  forfeited  through  neglect  to  pay  the  final  fee,  the 
applicaot  is  not  entitled  to  have  the  same  mvention  embraced  in  the  re- 
issue of  a  previous  patent  on  the  ground  that  it  was  afterwards  patented 
to  another.    Nehemiah  T.  Folsom,  2  Dec.  Com.  170. 

Where  the  ambiguity  is  explained  in  a  manner  not  inconsistent  witli 
the  original  invention,  an  amendment  may  be  allowed  upon  sworn  state- 
ments showing  that  the  matter  so  introduced  was  a  part  of  the  original 
invention.    Peter  R.  Gollstein,  11  0.  G.  1061. 

Although  estoppel  might  operate  as  between  the  parties,  the  grant  of 
the  reissued  patent,  upon  proof  of  priority  of  invention,  was  not  barred. 
David  E.  Roe,  5  O.  G.  397. 

In  an  application  for  reissue,  the  words  "  or  their  equivalents,"  refer- 
ring to  a  definite  device,  add  nothing  that  the  applicant  would  not  be  en- 
titled to  without  them.  W.  H.  McLellan,  2  O.  G.  89 ;  Continental 
Windmill  Co.,  2  Dec.  Com.  74. 

If  one  is  entitled,  upon  his  invention,  to  more  than  is  secured  to  him  by 
the  patent  already  granted,  the  safe  and  proper  remedy  is  by  reissue. 
Paul  &  W.  C.  Bramwell,  2  Dec.  Com.  76. 
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A  patentee  should  be  held  rigidly  to  the  language  adopted  in  his  patent, 
unless  good  reason  appears  for  departing  from  it.  If  new  temis  or  new 
descriptive  matter  is  introduced,  the  patentee  must  show  good  cause  for 
its  introduction,  or  it  will  be  stricken  out.  Henry  M.  Underwood,  1  O.  G. 
549. 

A  reissue  will  not  be  granted  for  matter  embraced  in  a  prior  foreign 
patent  to  the  inventor  which  has  expired.    C.  W.  Siemens,  11  O.  G.  1107. 

A  disclaimer  contained  in  a  patent,  and  which  has  no  reference  to  the 
invention  described,  may  be  omitted  in  a  reissue  without  rendering  it 
liable  to  the  objection  of  new  matter.    Hermann  &  Taylor,  10  O.  G.  865. 

If  a  disclaimer  was  inserted  by  mistake  or  inadvertence,  it  may  be 
withdrawn  on  the  reissue.    Daniels  v.  Chesterman,  13  O.  G.  4.  . 

An  admission  that  another  was  a  prior  inventor  may  be  shown  to  have 
been  made  by  mistake.    Daniels  v,  Chesterman,  13  O.  G.  4. 

If  a  party  who  invents  one  species  before  any  other  person  mvents 
either  tiie  genus  itself  or  any  of  its  species,  obtains  a  patent  only  for  the 
species,  he  may  insert  a  claim  for  the  genus  in  a  reissue.  Ewart,  17 
O.  G.  448. 

A  party  who  has  obtained  a  patent  with  a  specific  claim  may  insert  a 
generic  claim  In  a  reissue,  although  he  abandoned  a  specific  claim  in 
order  to  get  the  patent.    Ewart,  17  O.  G.  448. 

If  the  original  patent  is  for  a  specific  device,  a  reissue  can  not  add 
another  specific  claim,  although  the  original  specification  referred  to  a 
prior  application  in  which  it  was  contained.    McClintock,  17  0.  G.  267. 

If  the  original  x>atent  contains  a  generic  claim  and  a  specific  claim,  the 
reissue  can  not  insert  another  specific  claim,  although  it  was  described  in 
the  original  patent.    McCormick,  17  O.  G.  267. 

A  reissue  which  enlarges  or  expands  a  claim  will  not  be  allowed  after 
an  unreasonable  delay.    Lee,  23  O.  G.  342. 

Nothing  but  what  was  shown  in  the  original  specification,  drawings,  or 
model,  can  be  introduced  into  a  reissue.  W.  C.  Dodge,  1  Dec.  Com.  27 
Joseph  Kidge,  Assignor,  1  Dec.  Com.  46 ;  Willis  Humiston,  1  Dec.  Com 
47 ;  Aberdeen  Keith,  2  Dec.  Com.  69  ;  Galen  Orr,  2  Dec.  Com.  113 ;  Wm 
A.  Lewis,  3  Dec.  Com.  82;  George  E.  Waring,  Jr.,  3  Dec.  Com.  .228 
Elisha  Waters,  8  O.  G.  399 ;  Nehemiah  T.  Folsom,  2  Dec.  Com.  170 ; 
Hicks,  16  O.  G.  646 ;  Fauck  v.  Doty,  13  O.  G.  322. 

The  specification  may  be  amended  in  a  reissue  by  the  model  originally 
filed,  and  the  model  or  drawings  may  be  amended  by  each  other,  but  not 
by  the  specification.  W.  C.  Dodge,  1  Dec.  Com.  27 ;  Elizabeth  Hawkes, 
1  Dec.  Com.  37. 

An  inventor  can  not  insert  a  claim  for  a  feature  in  a  reissue  which  is 
not  shown  in  the  original  specifications,  drawings  or  model,  although  it 
was  contained  in  the  machine  made  before  the  filing  of  the  application. 
J.  S.  Warren,  10  O.  G.  1. 

If  there  is  a  model  and  a  drawing,  no  evidence  outside  of  the  record  is 
admissible  to  prove  the  scope  or  detail  of  the  original  invention.  Stock- 
well  V.  Hames,  12  O.  G.  137. 

A  model  may  be  a  basis  for  reissue,  alUiough  forming  no  part  of  the 
patent.    C.  W.  Baldwin,  9  0.  G.  639. 

If  the  original  model  shows  a  certain  feature,  the  patentee  may  claim  it 
in  a  reissue,  although  he  did  not  understand  the  philosophy  of  its  opera- 
tion  at  the  time  he  applied  for  a  patent.    Seibert,  16  0.  G.  262. 

If  the  claim  sought  to  be  inserted  in  a  reissue  is  not  described  or  referred 
to  in  the  original  specification,  nor  shown  in  the  drawing,  its  existence  in 
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model  must  be  a  matter  of  certainty  and  not  merely  of  conjecture. 
Stdckwell  V.  Haines,  12  O.  G.  137. 

If  the  specification  describes  the  invention  as  shown  in  the  drawing  and 
the  drawing  contradicts  the  model,  a  reissue  can  not  be  granted  for  a 
feature  shown  in  the  model,  but  proved  by  the  drawing  not  to  be  a  part  of 
the  invention.    Hunt,  15  O.  G.  831. 

If  a  part  of  a  model  which  may  be  located  in  several  ways  is  lost,  the 
patentee  will  not  be  permitted  to  supply  it  and  locate  it  in  a  particular 
way,  whereby  a  certain  result  may  be  produced,  except  upon  satisfactory 
proof  that  it  was  so  located  originally.    Nicholas  Seibert,  12  O.  G.  268. 

Secondary  evidence  of  the  form  of  the  model  is  not  competent,  although 
it  has  been  destroyed.    F.  A.  Williams,  14  O.  G.  202. 

If  a  reissue  has  been  granted  for  one  division,  the  original  patent  is 
annulled  and  no  subsequent  application  can  be  made  for  another  division. 
Whiteley  &  Gage,  1  Dec.  Com.  53 ;   Andrew  Whiteley,  1  Dec.  Com.  70. 

The  several  divisions  of  a  reissue  must  be  issued  to  the  same  party. 
They  can  not  be  issued  to  different  parties.    Smith,  16  O.  G.  1233. 

If  more  than  one  invention  is  claimed  in  an  application  for  a  reissue,  a 
division  may  be  reqmred.    Lippincott,  16  O.  G.  632. 

A  patent  may  be  issued  for  one  division  of  a  reissue  application,  and 
subsequently  a  patent  may  be  issued  for  the  remaining  divisions.  Greaves, 
18  O.  G.  623. 

A  patentee  who  has  discovered  that  certain  elements  of  a  combination 
are  capable  of  a  more  extended  use  than  is  disclosed  in  the  patent,  can  not 
have  a  reissue  in  a  division  with  a  claim  of  these  special  parts  for  the  gen- 
eral effects.    James  Powell,  13  O.  G.  911. 

If  an  applicant  elects  to  divide  his  claims,  he  can  reinstate  the  clium 
that  has  been  eliminated  when  the  other  is  rejected.  Preston,  17  O.  G. 
853. 

Sec.  4917.  Whenever,  through  inadvertence,  accident 
or  mistake,  and  without  any  fraudulent  or  deceptive  inten- 
tion, a  patentee  has  claimed  more  than  that  of  which  he 
was  the  original  or  first  inventor  dr  discoverer,  his  patent 
shall  be  valid  for  all  that  part  which  is  truly  and  justly 
his  own,  provided  the  same  is  a  material  or  substantial 
part  of  the  thing  patented;  and  any  such  patentee,  his 
heirs  or  assigns,  whether  of  the  whole  or  any  sectional 
interest  therein,  may,  on  payment  of  the  fee  required  by 
law,  make  disclaimer  of  such  parts  of  the  thing  patented 
as  he  shall  not  choose  to  claim  or  to  hold  by  virtue  of  the 
patent  or  assignment,  stating  therein  the  extent  of  his  in- 
terest in  such  patent.  Such  disclaimer  shall  be  in  writ- 
ing, attested  by  one  or  more  witnesses,  pJid  recorded  in  the 
patent  oflSce ;  and  it  shall  thereafter  be  considered  as  part 
of  the  original  specification  to  the  extent  of  the  interest 
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possessed  by  the  claimant  and  by  those  claiming  under 
him  after  the  record  thereof.  But  no  such  disclaimer 
shall  affect  any  action  pending  at  the  time  of  its  being  filed^ 
except  so  far  as  may  relate  to  the  question  of  unreasonable 
neglect  or  delay  in  filing  it. 

Statute  Mevuted-^uij  8, 1870,  ch.  230,  f  54,  16  Stat.  206. 
Prior  Statute— m^h  8, 1887,  ch.  45,  H  7,  9,  5  Stat.  193. 

When  Patent  Talid. 

This  Bection  is  inteDded  to  cover  inadvertencies  and  mistakes  of  the  law, 
as  well  as  inadvertencies  and  mistakes  of  fact;  Wyeth  v.  Stone,  1  Story 
273 ;  s.  c.  2  Kobb  23.  "^ 

This  provision  applies  to  patents  granted  prior  to  Ik  adoption.  Hotch- 
kiss  V.  Oliver,  5  Denio  314.  ^. 

The  patentee  can  not  maintain  an  action  unless  the  part  invented  can 
be  clearly  distinguished  from  that  claimed  but  not  invented.  Vance  v. 
Campbell,  I  Fish.  483;  s.  c.  1  Black.  427;  Bumford  Works  v.  Lauer,  5 
Fish.  615  ;  s.  c.  10  Blatch.  122 ;  3  O,  G.  249  ;  Rice  ©.  Gamhart,  34  Wis. 
453. 

If  the  claim  is  for  the  whole  machine,  and  the  mvention  consists  in  an 
improvement,  the  invention  will  be  good  so  far  as  it  extends.  Peterson 
V.  Wooden,  3  McLean  248;  s.  c.  2  Robb  116;  Hotchkiss  ©.  Oliver,  5 
Denio  314. 

The  provision  requiring  a  disclaimer  applies  only  in  the  case  where  the 
part  claimed  by  the  patentee,  of  which  he  is  not  the  inventor,  is  a  mate- 
rial and  substantial  part  of  the  thing  patented.  A  disclaimer  is  necessary, 
therefore,  only  where  the  thing  claimed  without  right  is  a  material  and 
substantial  part  of  the  thing  invented.  The  question  as  to  the  disclaimer 
is  of  no  importance  unless  the  part  claimed  is  a  material  and  essential 
part,  or  unless  it  was  introduced  into  the  description  through  the  wilful 
de&ult  of  the  patentee,  or  with  intent  to  defraud  or  mislead  the  public. 
Hall  V.  Wiles,  2  Blatch.  194. 

If  a  patentee  makes  a  claim  which  is  not  well  founded  in  the  same  pat- 
ent with  other  claims  which  are  well  founded,  he  may  disclaun  within  a 
reasonable  time  that  which  he  had  no  right  to  claim^and  then  his  patent 
will  be  good  as  to  the  residue,  as  good  as  if  it  had  issued  originally  only 
for  the  claims  which  are  valid.  Seymour  v.  McCormick,  3  Blatch.  209 ; 
s.  c.  19  How.  96 ;  Tuck  r.  Bramhill,  3  Fish.  400 ;  s.  c.  6  Blatch.  95  ; 
Taylor  v.  Archer,  4  Fish.  449 ;  s.  c.  8  Blatch.  315  ;  Burdett  v.  Estey,  15 
O.  G.  877 ;  8.  c.  15  Blatch.  349 ;  s.  c.  4  Ban  &  Ard.  7 ;  Schillinger  v. 
Gunther,  16  O.  G.  905 ;  a.  c.  17  Blatch.  66 ;  s.  c.  4  Ban  &  Ard.  479. 

If  a  reissue  contains  one  claim  that  is  void  because  it  is  broader 
than  the  invention  claimed  in  the  original  patent,  a  disclaimer  may  be 
made  as  to  the  void  claim,  Tyler  r,  Galloway,  22  0.  G.  3072 ;  s.  c.  12  Fed. 
Rep.  567. 
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If  the  invention  that  remains  after  a  disclaimer  is  not  a  material  part  of 
tiiE  thing  patented,  then  the  patent  is  void.  Boot  v.  E.  N.  Welch  Mauuf. 
Co.,  17  Blatcfa.  478;  s.  c.  5  Ban  &  Ard.  189 ;  s.  G.  4  Fed.  Bep.  423. 

In  connection  with  a  (fiscfaumer  of  a  claim  orpartof  a  claim,  a  patentee 
may  eliminate  or  withdraw  those  parts  oi  the  specification  on  which  the 
disclaimed  claim  or  pari  of  the  claim  is  founded.  Schillinger  v.  Gunther, 
16  O.  G.  905 ;  s.  c.  17  Blatch.  66 ;  s.  c.  4  Ban  &  Ard.  479. 

If  the  patentee  omits  to  make  a  disclaimer,  but  brings  a  suit  for  a  viola* 
tion  of  his  patent,  and  it  satisfactorily  appears  upon  the  trial  that  he  is 
entitled  to  be  protected  in  a  portion  of  the  claims  set  up  in  his  patent,  but 
that  he  is  not  entitled  to  be  protected  in  respect  to  another  portion,  he  is 
still  entitled  to  damages  for  the  violation  of  the  valid  portion  of  his  claims, 
the  same  as  if  all  the  claims  were  valid,  so  far  as  regards  the  mere  right  of 
recovery,  but  he  gets  no  costs.  Seymour  v,  McCormick,  3  Blatch.  209 ; 
S.  o.  19  How.  96 ;  Burdett  v.  Estey ,  15  O.  G.  877;  8.  c.  15  Blatch.  349  ;  s.  C.  4 
Ban  &  Ard.  7 ;  Christman  v.  Bumsey,  17  O.  G.  903 ;  s.  c.  17  Blatch.  148 ; 
S.  C.  38  How.  Pr.  114 ;  s.  c.  4  Ban  &  Ard.  506;  vide  Heinrich  v.  Luther, 
6  McLean  345. 

A  disclaimer  can  not  be  filed  where  the  patent  is  for  a  combination. 
Batten  v.  Clayton,  2  Whart.  Dig.  363 ;  Vance  v.  Campbell,  I  Fish.  483 ; 
s.  c.  1  Black.  427. 

There  is  no  distinction  between  an  invalid  claim  for  something  of  which 
the  patentee  was  the  discoverer,  and  a  claim  for  something  which  was 
known  before,  and  of  which  he  was  not  the  first  discoverer.  A  patent  for 
^uch  a  claim  is  as  strongly  forbidden, by  the  statute  as  if  some  other  person 
had  made  the  invention  before  him.  The  law  which  requires  and  permits 
him  to  disclaim  is  not  penal,  but  remedial.  It  is  intended  for  the  pro- 
tection of  the  patentee  as  well  as  the  public,  and  ought  not  therefore  to 
receive  a  construction  that  would  restrict  its  operation  within  narrower 
limits  than  its  words  fairly  import.  Whether,  therefore,  the  patent  is 
illegal  in  part  because  he  claims  more  than  he  has  sufficiently  described, 
or  more  than  he  invented,  he  must  in  either  case  disclaim  in  order  to  save 
the  portion  to  which  he  is  entitled ;  and  he  is  allowed  to  do  so  when  the 
error  was  committed  by  mistake.     0*Beilly  v,  Morse,  15  How.  62. 

After  a  disclaimer  has  been  properly  filed,  tfae  construction  of  the  patent 
must  be  the  same  as  it  would  be  if  the  matter  so  disclaimed  had  never 
been  included  in  the  description  of  the  invention  or  the  claims  of  the  spe- 
cification.   Dunbar  v.  Myers,  11  O.  G.  35 ;  8.  c.  94  U.  8. 187. 

A  new  specification  which  is  not  completed  by  a  surrender  of  the  old  one, 
can  not  be  considered  as  a  disclaimer.  Hovey  v,  Stevens,  3  W.  &  M.  17 ; 
s.  c.  2  Bobb  567. 

A  disclaimer  can  not  be  used  for  the  purpose  of  altering  or  reforming 
the  description  of  an  invention.  Hails  v.  Albany  Stove  Co.,  16  Fed.  Bep. 
240. 

A  disclaimer  can  not  enlarge  the  scope  of  the  patent.  White  v,  E.  F.  G. 
Manuf.  Co.,  24  O.  G.  205. 
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When  Filed. 

A  disclaimer  may  be  filed  as  well  altar  as  before  the  commencement  of 
a  suit.    Smith  v,  Nichols,  6  Fish.  61 ;  b.  c.  21  Wall.  112 ;   1  Holmes  172  ; 

2  O.  G.  64» ;  O'Reilly  v.  Morse,  15  How.  62 ;  Hall  r.  Wiles,  2  Blatch. 
Id4 ;  Silsby  v,  Fogte,  20  How.  378 ;  s.  c.  2  Blatch.  260 ;  Seymour  v. 
McCormick,  19  How.  96 ;  s.  c.  3  Blatch.  209  ;  Singer  r.  Walmsley,  1  Fish. 
558 ;  Tuck  v.  Bramhill,  3  Fish.  400 ;  s.  c.  6  Blatch.  95  ;  Wyeth  r.  Stone, 
1  Story  273 ;  s.  c.  2  Robb  23  ;  Brooks  r.  Jenkins,  3  McLean  432 ;  Gage 
V.  Herring,  21  O.  G.  2119 ;  s.  c.  14  Blatch.  293 ;  s.  c.  12  O.  G.  753 ;  s.  c. 

3  Ban  &  Ard.  55 ;  vide  Beed  r.  Cutter,  1  Story  590 ;  s.  c.  2  Bobb  81 ; 
Parker  r.  Stiles,  5  McLean  44. 

This  provision  means  that  a  suit  pending  when  the  disclaimer  is  filed  is 
not  to  be  afifected  by  such  filing  so  as  to  prevent  the  plaintifi*  from  re- 
covering in  it,  unless  it  appears  that  he  unreasonably  neglected  or 
delayed  to  file  the  disclaimer.  Tuck  v.  Bramhill,  3  Fish.  400 ;  s.  c.  6 
Blatch.  95. 

A  court  of  equity  ought  not  to  interfere  to  grant  a  perjpetual  injunction, 
whatever  may  be  the  right  and  remedy  at  law,  unless  a  disclaimer  has 
been  in  fact  filed  at  the  patent  office  before  the  suit  is  brought*  The 
granting  of  such  an  injunction  is  a  matter  resting  in  the  sound  discretion 
of  the  court,  and  if  the  court  should  grant  a  perpetual  injunction  before 
any  disclaimer  is  filed,  it  may  be  that  the  patentee  may  never  afterwards, 
within  a  reasonable  time,  file  any  disclaimer.  Wyeth  v.  Stone,  1  Story 
273  ;  s.  c.  2  Robb  23. 

There  may  be  a  decree  for  a  perpetual  injunction,  each  party  to  pay  his 
own  costs,  without  any  actual  previous  disclaimer  of  record  in  the  patent 
office.  But  the  circuit  courts  will  not  make  any  decree  beyond  the  per- 
petual injunction  without  an  actual  disclaimer  previously  recorded  in  the 
patent  office.  Aiken  v.  Dolan,  3  Fish.  197 ;  Myers  o.  Frame,  4  Fish. 
493;  s.  c.  8  Blatch.  446;  Atwater  Manuf.  Co.  v,  Beecher  Manuf.  Co.,  8 
Fed.  Rep.  608. 

Who  may  File. 

If  an  assignee  does  not  join  with  the  patentee  in  a  disclaimer,  the  dis- 
claimer can  not  operate  in  fovor  of  the  assignee  in  any  suit  either  at  law 
or  in  equity.  Wyeth  v.  Stone,  1  Story  273  ;  s.  c.  2  Robb  23 ;  Myers  v. 
Frame,  4  Fish.  493 ;  s.  c.  8  Blatch.  446. 

If  a  patent  is  issued  jointly  to  the  inventor  and  another  as  assignee  of 
an  interest  in  the  invention,  the  former  must  offer  to  unite  with  the  in- 
ventor in  a  disclaimer,  before  he  can  assert  that  some  validity  might 
thereby  be  imparted  to  the  patent.    Rice  v,  Gamhart,  34  Wis.  453. 

If  the  disclaimer  is  filed  by  the  patentee,  it  need  not  expressly  declare 
that  he  has  parted  with  no  interest,  for  the  fair  implication  from  the 
averment  that  he  is  the  patentee  is  that  he  still  owns  the  whole.  Silsby 
V.  Foote,  14  How.  218 ;  s.  c.  1  Blatch.  445. 

If  an  administrator,  in  whose  name  a  patent  has  been  extended,  ex- 
pressly states  that  he  is  the  patentee,  and  refers  to  the  patent  as  showing 
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his  interest,  this  is  a  sufficient  statement  of  his  interest.    Brooks  o. 
Jenkins,  3  McLean,  432. 

Delay. 

The  time  in  reference  to  the  question  of  delay  commences  when  the 
knowledge  is  brought  home  to  the  patentee  that  he  was  not  the  first  in- 
ventor, or  when  it  is  declared  by  a  court  of  competent  jurisdiction  to  settle 
the  question  that  he  is  not  the  first  inventor,  then  it  is  that  the  time  com- 
mences to  run,  and  not  till  then.    Singer  r.  Walmsley,  1  Fish.  558. 

When  the  objectionable  claim  has  been  sanctioned  by  the  commissioner 
of  patents,  and  held  to  be  valid  by  a  circuit  court,  the  patentee  has  a  right 
to  insist  upon  it,  and  not  disclaim  it  until  the  highest  court  to  which  it  can 
be  carried  has  pronounced  its  judgment.  Such  delay  is  not  unreasonable, 
and  will  not  render  the  patent  altogether  void.  O'Reilly  o.  Morse,  15 
How.  62 ;  Seymour  v,  McCormick,  19  How.  96 ;  s.  c.  3  Blatch.  209 ; 
Potter  r.  Whitney,  3  Fish.  77 ;  s.  c.  1  Lowell  87. 

An  unreasonable  neglect  or  delay  to  enter  a  disclaimer  cuts  off  the 
patentee  from  all  the  benefits  of  the  section.  He  not  only  can  not  recover 
costs,  but  he  can  have  no  right  of  action.  Brooks  v,  Jenkins,  3  McLean 
432;  Hall  v.  Wiles,  2  Blatch.  194;  Winans  v.  N.  Y.  &  Erie  R.  R.  Co., 
1  Fish.  213 ;  s.  c.  21  How.  88. 

What  is  unreasonable  delay  is  a  question  to  be  settled  by  the  court,  and 
not  for  the  jury.  Singer  v,  Walmsley,  1  Fish.  558 ;  Seymour  r.  Mc- 
Cormick, 19  How.  96 ;  s.  c.  3  Blatch.  209. 

Whether  the  neglect  or  delay  to  enter  a  disclaimer  is  unreasonable  is  a 
mixed  question  of  law  aud  fact,  and  must  be  decided  by  the  jury  under 
the  instructions  of  the  court.  Brooks  v.  Jenkins,  3  McLean  432 ;  Wash- 
bum  t?.  Gould,  3  Story  122 ;  s.  C.  2  Robb  206 ;  Lippincott  v.  Kelley,  1 
West.  L.  J.  513. 

Sec.  4918.  Whenever  there  are  interfering  patents,  any 
person  interested  in  any  one  of  them,  or  in  the  working  of 
the  invention  claimed  under  either  of  them,  may  have 
relief  against  the  interfering  patentee,  and  all  parties  in- 
terested under  him,  by  suit  in  equity  against  the  owners 
of  the  interfering  patent ;  and  the  court,  on  notice  to  ad- 
verse parties,  and  other  due  proceedings  had  according  to 
the  course  of  equity,  may  adjudge  and  declare  either  of  the 
patents  void  in  whole  or  in  part,  or  inoperative,  or  invalid 
in  any  particular  part  of  the  United  States,  according  to 
the  interest  of  the  parties  in  the  patent  or  the  invention 
patented.  But  no  such  judgment  or  adjudication  shall 
affect  the  right  of  any  person,  except  the  parties  to  the 
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suit  and  those  deriving  title  under  them  subsequent  to 
the  rendition  of  such  judgment. 

statute  iSevwed— July  8, 1870,  ch.  280,  §  58, 16  Stat.  307. 
Friar  Statute^-Jxdy  4, 1886,  ch.  357,  §  16,  5  Stat.  128. 

The  proceeding  contemplated  by  this  section  is  an  ordinary  proceeding 
in  chancery.  It  is  not  a  summary  proceeding  but  an  adversary  proceeding, 
in  which  the  party  must  file  the  usual  bill  in  chancery  and  issue  the  sub- 
poena requured  by  chancery  practice.  L.  &  M.  Tobacco  Co.  v.  Miller,  17 
O.  G.  798 ;  s.  c.  1  McCrary  31 ;  s.  o.  5  Ban  &  Ard.  237 ;  s.  o.  1  Fed. 
Hep.  203. 

In  a  proceeding  under  this  section^  the  subpoena  can  not  be  served  on 
parties  who  live  out  of  the  district  where  the  suit  is  instituted.  L.  &  M. 
Tobacco  Co.  v.  Miller,  17  O.  6.  798 ;  s.  c.  1  McCrary  31 ;  s.  c.  5  Ban  & 
Ard.  237 ;  B.  c.  1  Fed.  Bep.  203. 

The  circuit  court  has  no  Jurisdiction  to  enjoin  a  patentee,  or  declare  the 
patent  a  nullity  upon  the  application  of  a  party  who  alleges  that  he  is  the 
first  and  original  inventor  of  the  thing  patented  for  which  the  patentee  sur- 
reptitiously and  fraudulently  obtained  a  patent,  if  the  complauiant  has  not 
obtained  a  patent.  Hoeltge  v.  Hoeller,  2  Bond  386 ;  Mason  o.  Bowley,  3 
A.  L.  T.  (N.  S.)  8. 

If  the  party  who  gets  the  later  patent  is  the  real  inventor,  he  may  have 
the  prior  patent  cancelled.    Sturges  v.  Van  Hagan,  6  Fish.  572. 

The  assignee  of  an  invention  may  file  a  bill  in  his  own  name  to  obtain 
the  cancellation  of  letters  patent  which  have  been  improperly  granted  to 
another.  Gay  v.  Cornell,  1  Blatch.  506 ;  Gold  &  Silver  Ore  Co.  v.  U.  S. 
Ore  Co.,  3  Fish.  489 ;  s.  c.  6  Blatch.  307. 

Two  patents  interfere  within  the  meaning  of  this  section  when  they 
claim  the  same  invention  in  whole  or  in  part.  Gold  &  Silver  Ore  Co.  v. 
U.  S.  Ore  Co.,  3  Fish.  489 ;  s.  c.  6  Blatch.  307 ;  Gilmore  v.  Golay,  3  Fish. 
522 ;  Garratt  v.  Seibert,  98  U.  S.  75 ;  s.  c.  15  O.  G.  383 ;  Putnam  v. 
Hutchinson,  12  Fed.  Bep.  131. 

If  a  person  who  stands  by  and  acquiesces  in  the  purchase  of  a  patent, 
subsequently  talces  out  a  patent  in  his  own  name  for  the  same  invention, 
his  patent  may  be  declared  void  on  a  bill  filed  by  the  purchaser.  Natl.  F. 
D.  Co.  V.  Hibbard,  21  O.  G.  635 ;  s.  o.  9  Fed.  Bep.  558. 

A  party  is  not  entitled  to  any  benefit  under  this  section,  unless  the 
patents  are  for  the  same  invention.  An  averment  that  the  defendant 
claims  an  interference  and  denial  of  such  claim  does  not  authorize  a  suit  as 
for  an  interference.  Celluloid  Manuf.  Co.  ».  Goodyear  D.  V.  Co.,  13 
Blatch.  375  ;  s.  c.  10  O.  G.  41 ;  s.  c.  2  Ban  &  Ard.  334. 

The  power  of  the  circuit  court  in  a  case  of  interfering  patents  is  not 
confined  to  the  specific  remedy  pointed  out  by  this  section,  but  authorizes 
the  granting  of  an  injunction.  The  power  conferred  on  the  circuit  courts 
to  entertain  bills  in  equity  in  controversies  arising  under  the  patent  act 
is  a  general  equity  power,  and  carries  with  it  all  the  incidents  belonging  to 
18 
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that  species  of  jurisdiction.  The  power  conferred  not  only  enables  the 
court  to  decree  a  final  remedy,  but  to  take  care  that  the  subject  of  the 
controversy  sliall  not  be  rendered  yalueless  pending  the  litigation.  Potter 
r.  Dixon,  2  Fish.  381 ;  8.  c.  5  Blatch.  160. 

Where  both  patents  ai*e  void  for  want  of  novelty,  the  court  may  enter 
a  decree  declaring  both  patents  void.  Foster  v.  Lindsay,  3  Dillon  126  ; 
s.  c.  7  O.  G.  514;  8  O.  G.  1032 ;  8.  c.  1  Ban  &  Ard.  605;  s.  o.  2  Ban  & 
Ard.  172. 

If  the  question  of  priority  of  invention  has  been  already  tried,  that 
judgment  is  conclusive.  U.  S.  &  F.  S.  F.  Co.  v.  Asbestos  Felting  Co.,  18 
Blatch.  312 ;  6.  c.  19  O.  G.  362 ;  s.  o.  5  Ban  &  Ard.  624 ;  s.  0.  4  Fed. 
Bep.  813. 

A  judgment  or  decree  can  not  be  accepted  as  determining  the  question 
of  the  interference  of  two  patents,  unless  it  be  direct  and  affirmative  in 
terms  and  in  the  words  of  the  statute.  The  court  must  adjudge  and 
declare  the  patent  void  in  whole  or  in  part,  or  in  operation,  and  invalid  in 
some  particular  part  of  the  United  States.  A  decree  dismissing  a  bill 
seeking  tliat  relief  does  not  imply  such  positive  judgment,  but  on  the  con* 
trary  indicates  that  the  court  on  the  proof  before  it  was  unable  to  render 
that  specific  judgment.    Tyler  v.  Hyde,  2  Blatch.  308. 

Sec.  4919.  Damages  for  the  infringement  of  any  patent 
may  be  recovered  by  action  on  the  case,  in  the  name  of 
the  party  interested,  either  as  patentee,  assignee,  or 
grantee.  And  whenever  in  any  such  action  a  verdict  is 
rendered  for  the  plaintiflF,  the  court  may  enter  judgment 
thereon  for  any  sum  above  the  amount  found  by  the  ver- 
dict as  the  actual  damages  sustained,  according  to  the 
circumstances  of  the  case,  not  exceeding  three  times  the 
amount  of  such  verdict,  together  with  the  costs. 

StatuU  Betrised— July  8, 1670,  ch.  290,  §  69,  16  Stat  807. 

Prior  StcUutea— April  10,  1790,  ch.  7,  §  4, 1  Stat  111.— Feb.  31,  1793,  ch.  11, 
?  5, 1  Stat  322.— April  17,  1800,  ch.  26,  J  3,  2  Stat  Sa— July  4,  1836,  ch.  357, 
§  14,  6  Stat  123. 

Parties. 

A  right  of  action  is  only  given  to  such  party  as  possesses  the  whole 
interest.    Suydam  v.  Day,  2  Blatch.  20. 

The  patentee  is  entitled  to  recover  at  law,  no  matter  what  private 
agreement  subsists  between  him  and  any  other  person  or  persons,  unless 
he  has  made  a  legal  assignment  and  transfer  of  his  interest  in  the  inven* 
tion.  Park  v.  Little,  3  Wash.  C.  C.  196 ;  s.  C,  1  Bobb  17 ;  Blanchard  v. 
Eldridge,  1  Wall.  Jr.  337 ;  s.  c.  2  Bobb  737. 
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A  licensee  can  not  maintain  an  action  in  his  own  name.  Suydam  v» 
Day,  2  Blatch.  20 ;  Gayler  v.  Wilder,  10  How.  477. 

An  action  at  law  to  protect  the  interests  of  a  licensee  may  he  hrought 
in  the  name  of  the  patentee  for  the  benefit  of  the  licensee.  Goodyear  v. 
McBumey,  3  Blatch.  32 ;  Goodyear  v.  Bishop,  2  Fish.  96 ;  s.  c.  4  Blatch. 
438. 

If  a  patentee  executes  a  release  under  seal  to  another,  neither  he  nor 
his  licensee  can  sue  that  party  for  an  infringement.  Jackson  o.  Alien,  120 
Mass.  64. 

If  the  licensee  brings  a  suit  in  the  name  of  the  patentee,  the  latter  may 
claim  indemnity  against  costs,  which  will  be  provided  for  by  the  court  on 
a  proper  application.    Goodyear  v.  Bishop,  2  Fish.  96 ;  s.  c.  4  Blatch.  438. 

A  suit  brought  in  the  name  of  the  patentee  for  the  benefit  of  the 
licensee  can  not  be  dismissed  on  a  motion  made  by  the  defendant, 
although  the  nominal  plaintiff  consents  to  such  dismissal.  Goodyear  v. 
Bishop,  2  Fish.  96 ;  8.  c.  4  Blatch.  438. 

A  stipulation  by  the  patentee  to  sue  infringers  does  not  necessarily 
take  from  the  licensee  his  remedy,  which  the  law  has  provided  for  him  by 
proceeding  directly  against  the  wrongdoer.  Goodyear  v.  Bishop,  2  Fish. 
96 ;  s.  c.  4  Blatch.  438. 

An  assignee  acquires  his  title  to  a  patent  with  a  right  of  action  in  his 
own  name  only  by  force  of  the  statute.  Such  exclusive  right  of  action 
exists  in  favor  of  a  sole  assignee  only  in  two, cases,  namely,  where  he 
acquires  by  assignment  the  whole  interest  in  a  patent  or  a  grant,  or  con* 
veyance  of  the  whole  interest  within  some  particular  district  or  territory. 
Suydam  v.  Day,  2  Blatch.  20 ;  Tyler  r.  Tuel,  6  Cranch  324 ;  s.  c.  1  Bobb 
14. 

The  assignees  of  separate,  undivided  interests  in  the  patent  for  a  certain 
territory  may  join  in  an  action  for  an  infringement.  Stein  v.  Goddard,  1 
McAl.  82. 

The  grantee  of  the  exclusive  right  to  construct  and  use,  and  vend  to 
others  to  be  used,  two  patented  machines  within  a  certain  town,  can 
maintain  an  action  for  an  infringement.  Although  limited  to  the  use  of 
two  machines  within  the  town,  the  right  to  use  them  is  exclusive.  No 
other  party,  not  even  the  patentee,  can  use  a  right  under  the  patent  within 
the  territory,  without  infringing  the  grant.  Wilson  v,  Bousseau,  4  How. 
646 ;  s.  c.  1  Blatch.  3 ;  s.  c.  2  Robb  373. 

A  suit  for  an  infringement  committed  after  the  assignment  was  made 
and  recorded  must  be  in  the  name  of  the  assignee.  Herbert  r.  Adams,  4 
Mason  15  ;  s.  c.  1  Robb  505. 

The  correct  interpretation  of  the  words  "  person  or  persons  interested '' 
is,  that  the  words  mean  the  person  or  persons  interested  in  the  patent  at 
the  time  when  the  infringement  was  committed  which  is  the  cause  of 
action  for  which  the  damages  may  be  recovered.  A  subsequent  sale  and 
transfer  of  the  exclusive  right  are  no  bar  to  an  action  to  recover  damages 
for  an  infringement  committed  before  such  sale  and  transfer.  The  reason 
for  the  rule  is  that  the  assignee  or  grantee  is  not  interested  in  the  damages 
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for  any  infringement  committed  before  such  Bale  and  transfer.  The 
patentee  may  therefore  sue  for  such  damages  in  his  own  name.  Moore  v. 
Marsh,  7  Wall.  515. 

The  patentee  and  an  assignee  of  a  moiety  may  join  in  an  action  for  an 
Infringement.    Whittemore  o.  Cutter,  1  Gallis.  429 ;  s.  c.  1  Robb  28. 

The  joint  owner  of  a  patent  can  sustain  an  action  for  an  infringement 
against  his  co-owner,  and  recover  his  actual  damages,  according  to  his 
interest  in  the  patent.  If  such  co-owner  appropriates  any  portion  of  the 
exclusive  right  or  common  property  to  his  separate  use  or  benefit,  by 
either  the  use  or  the  sale  of  the  patented  machine,  he  does  what  is  in 
principle  the  same  as  the  conversion  by  destruction  or  sale  of  the  joint 
property  by  a  tenant  in  common,  which  authorizes  his  co-tenant  to  main- 
tain trover.    Pitts  v.  Hall,  3  Blatch.  201. 

The  assignee  of  the  patent  and  of  a  claim  for  damages  may  maintain  an 
action  at  law  in  his  own  name  to  recover  the  damages.  Spring  r.  Domes- 
tic S.  M.  Co.,  22  O.  G.  1445 ;  s.  c.  13  Fed.  Bep.  446. 

Infringement. 

The  statute  does  not,  and  was  not  intended  to  operate  beyond  the 
limits  of  the  United  States,  and  as  the  patentee's  right  of  property  and 
exclusive  use  is  derived  from  it,  they  can  not  extend  beyond  the  limits  to 
which  the  law  itself  is  confined.  The  use  of  the  invention  outside  of  the 
jurisdiction  of  the  United  States  is  not  an  infringement  of  his  rights. 
The  rights  of  property  and  exclusive  use  granted  to  a  patentee  do  not  ex- 
tend to  a  foreign  vessel  entering  one  of  our  ports,  and  the  use  of  the  im- 
provement in  the  construction,  fitting  out,  or  equipment  of  such  vessel 
while  she  is  coming  into  or  going  out  of  a  port  of  the  United  States  is 
not  an  infringement  of  the  rights  of  an  American  patentee,  pA>vided  it 
was  placed  upon  her  in  a  foreign  port,  and  authorized  by  the  laws  of  the 
country  to  which  she  belongs.    Brown  v.  Duchesne,  19  How.  183  ;  b.  c. 

2  Curt.  371. 

The  jurisdiction  of  the  United  States  extends  to  the  decks  of  American 
vessels  on  the  high  seas,  as  much  as  it  does  to  all  the  territory  of  the 
country ;  and  the  use  of  a  thing  patented  on  such  vessels  is  an  infringe- 
ment.   Gardiner  o.  How,  2  Clifi'.  462. 

An  infringement  is  a  copy  made  after  and  agreeing  substantially  and  in 
principle  with  the  article  described  in  the  letters  patent.  The  statute 
confers  upon  the  patentee  and  his  assigns  the  exclusive  right  to  make,  to 
use,  or  to  sell  to  others  to  be  used,  the  patented  article.  It  is  therefore  an 
infiringement  to  make  or  manufacture  a  patented  article,  though  it  is  never 
used  by  the  maker.  It  is  likewise  an  infringement  to  use  a  patented 
article,  though  made  by  another.  It  is  also  an  infringement  to  sell  to 
others  the  article  when  it  is  manufactured  by  another.  The  law  vests  the 
exclusive  right  to  do  all  these  three  things  in  the  patentee,  and  hence  for 
another  to  do  one  or  all  of  them  is  an  infringement.    Haselden  v.  Ogden, 

3  Fish.  378. 
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It  is  not  DeceBsary  that  the  defendant's  machine  should  be  an  exact 
copy  of  the  patentee's  machine.  All  that  is  required  is  that  the  defen- 
dant's machine  should  be  substantially  like  the  patentee's  machine. 
Waterbury  Brass  Co.  o.  N.  Y.  Brass  Co.,  3  Fish.  43 ;  Greer  v.  Castle,  24 
O.  G.  1176. 

It  is  a  familiar  rule  that  to  copy  the  principle  or  mode  of  operation  de- 
scribed in  the  patent  is  an  inMngement,  although  such  copy  should  be 
totally  unlike  the  origmal  in  form  or  proportions.  If  it  were  not  so,  no 
question  of  miringement  could  arise.  If  the  machine  complained  of  were 
a  copy  in  form  of  the  machine  described  in  the  specification,  it  would  be 
at  once  seen  to  be  an  infringement.  It  could  be  nothing  else.  It  is  only 
ingenious  diversities  of  form  and  proportion,  presenting  the  appearance 
of  something  unlike  the  thing  patented,  which  give  rise  to  questions. 
Wmans  v.  Denmead,  15  How.  330. 

8o  long  as  the  patentee's  ideas  are  foimd  in  the  construction  and  arrange- 
ment, no  matter  what  may  be  its  form,  or  shape,  or  appearance,  the  party 
using  it  is  appropriating  his  invention,  and  must  be  held  to  be  an  infringer. 
Potter  V.  Wilson,  2  Fish.  102 ;  Carter  v.  Baker,  4  Fish.  404 ;  s.  c.  1  Saw. 
512 ;  Decker  v.  Grote,  6  Fish.  143 ;  s.  c.  10  Blatch.  331 ;  3  O.  G.  65 ; 
Decker  v.  Griffith,  10  Blatch.  343,  note ;  Hyndman  v.  Boots,  97  U.  S.  224 ; 
s.  c.  13  O.  G.  868. 

Patents  are  not  monopolies,  because  a  monopoly  is  that  which  segregates 
what  was  common  before,  and  gives  it  to  one  person  or  class  for  use  or 
profit.  A  patent  is  that  which  brings  out  firom  the  realm  of  mind  some- 
thing that  never  existed  before,  and  gives  it  to  the  country.  Probably  of 
all  species  of  propertj'  the  property  in  patent  rights  should  be  most  care- 
fully guarded  and  protected,  because  it  is  so  easily  assailed.  The  most 
difficult  thing  in  the  world  is  to  prove  an  invasion  of  property  of  this  char- 
acter. Singer  o.  Walmsley,  1  Fish.  558 ;  Parker  v.  Stiles,  5  McLean  44 ; 
Imlay  o.  Baihroad  Co.,  1  Fish.  340 ;  s.  c.  4  Blatch.  227. 

An  infringement  takes  place  whenever  a  party  avails  himself  of  the  in- 
vention of  the  patentee  without  such  variation  as  will  constitute  a  new 
discovery*  An  infringement  involves  substantial  identity.  Carter  r. 
Baker,  4  Fish.  404;  s.  c.  1  Saw.  512 ;  Rich  v.  lippincott,  2  Fish.  1 ;  Foss 
V.  Herbert,  2  Fish.  31 ;  s.  c.  1  Biss.  121. 

The  word  **  substantial,"  as  applied  in  actions  for  an  infringement,  is 
not  susceptible  of  an  exact  definition.  The  law  looks  more  to  the  sub- 
stance of  things  than  their  forms.  Brooks  v.  Bicknell,  3  McLean  250 ; 
s.  c.  2  Bobb  118. 

No  certain,  definite  rule,  can  be  stated  by  which  to  determine  uner- 
ringly in  every  case  what  will  amount  to  substantial  identity.  Each  case 
must  be  determined  upon  its  own  circumstances.  Carter  v.  Baker,  4 
Fish.  404 ;  s.  c.  1  Saw.  512. 

The  question  of  infringement  is  one  irrespective  of  motive.  The  de- 
fendant may  have  infrhiged  without  intending,  or  even  knowing  it,  but  he 
is  not,  on  that  account,  the  less  an  infringer.    Parker  v.  Hulme,  1  Fish.  44. 

The  making  of  a  machine  fit  for  use,  and  with  a  design  to  use  it  for 
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profit,  is  an  infringement  of  the  patent  right.  Whittemore  v.  Cutter,  1 
Gallis.  429  ;  s.  c.  1  Bobh  28  ;  Bloomer  v.  Gilpin,  4  Fish.  50. 

The  word  ^^  making ''  is  equally  as  applicable  to  machines  as  to  compo- 
sitions of  matter,  and  there  is  no  difficulty  in  holding  that  the  using  or 
vending  of  a  patented  composition  is  a  violation  of  the  right  of  the  pro- 
prietor.   Whitemore  v.  Cutter,  1  Gallis.  429 ;  s.  c.  1  Bobb  28. 

An  imperfect  infringement,  because  the  machine  is  imperfect,  is  still 
an  infringement.    Union  Paper  Bag  Co.  v.  Binney,  5  Fish.  166. 

The  patent  law  was  intended  to  secure  to  an  inventor  his  whole  in- 
vention or  discovery,  but  not  unless  he  claimed  to  be  secured  in  the 
whole.  If  he  claims  only  a  part,  or  some  particular  form,  such  part  or 
particular  form  only  is  seciured  to  him.  Hawes  o.  Gage,  5  O.  G.  494; 
Boston  E.  F.  Co.  r.  Rubber  Thread  Co.,  1  Holmes  372 ;  s.  c.  5  O.  G. 
696 ;  s.  c.  1  Ban  &  Ard.  222  ;  American  Pin  Co.  o.Oakville  Co.,  3  Blatch. 
190 ;  Bliss  v.  Haight,  3  Fish.  621 ;  8.  c.  7  Blatch.  7  ;  Sickles  v.  Gloucester 
Manuf.  Co.,  1  Fish.  222 ;  s.  o.  3  Wall.  Jr.  186 ;  Bich  o.  Close,  4  Fish. 
279 ;  8.  c.  8  Blatch.  41 ;  Many  v.  Sizer,  1  Fish.  31 ;  Waterbury  Brass  Co. 
V.  Miller,  5  Fish.  48;  8.  c.  9  Blatch.  77 ;  How  v.  Williams,  2  Fish.  395  ; 
s.  c.  2  Cliff.  245 ;  Meissner  o.  Devoe  Manuf.  Co.,  5  Fish.  285 ;  s.  c.  9 
Blatch.  363 ;  2  O.  G.  545 ;  Poppenhusen  ».  N.  Y.  G.  P.  Co.,  4  Blatch. 
253;  Smith  v.  Elliott,  5  Fish.  315;  s.  o.  9  Blatch.  400;  1  O.  G.  331; 
Doughty  r.  West,  2  Fish.  553 ;  Evarts  ».  Ford,  6  Fish.  587 ;  8.  c.  5  O.  G. 
58  ;  Fuzzard  Manuf.  Co.  v.  Dickenson,  3  Fish.  289  ;  a.  c.  6  Blatch.  80 ; 
Consolidated  Fruit  Jar  Co.  v.  Wright,  12  Blatch.  149 ;  3.  c.  6  O.  G.  327 ; 
8.  c.  94  U.  S.  92 ;  8.  c.  1  Ban  &  Ard.  320 ;  Bubber  C.  H.  T.  Co.  ». 
Welling,  97  U.  S.  7 ;  s.  c.  13  O.  G.  727 ;  8.  c.  7  O.  G.  608  ;  s.  c.  1  Ban  & 
Ard.  282;  Le  Feverv.Bemington,  13  Fed.  Rep.  86;  Keystone  Bridge  Co. 
V.  Phoenix  Iron  Co.,  95  U.  8.  274;  8.  c.  12  O.  G.  980;  Tinker  v.  W.  E. 
M.  &  B.  Manuf.  Co.,  5  Ban  &  Ard.  92 ;  s.  c.  1  Fed.  Rep.  138 ;  Del.  C. 
&  I.  Co.  V.  Packer,  5  Ban  &  Ard.  296  ;  8.  c.  1  Fed.  Rep.  851 ;  Knox  o. 
Gt.  Western  Q.  Mining  Co.,  6  Saw.  430 ;  s.  c.  4  Ban  &  Ard.  25 ;  s.  c.  4 
Fed.  Rep.  809, 

An  infringement  will  not  take  place  unless  the  invention  can  be 
practiced  completely  by  following  the  specifications.  An  infringement  is 
a  copy  made  after  and  agreeing  with  the  principle  laid  down  in  the  patent, 
and  if  the  patent  does  not  fully  describe  everything  essential  to  the  making 
of  the  thing  patented,  there  will  be  no  infringement  by  the  fresh  invention 
of  processes  which  the  patentee  has  withheld  from  the  public.  Page  v. 
Ferry,  1  Fish.  298. 

It  is  not  necessary  to  constitute  an  infringement  that  a  man  should 
work  by  the  specification  contained  in  the  patent.  He  might  not  even 
know  there  was  such  a  patent,  and  yet  infringe  it.  Matthews  r.  Skates, 
1  Fish.  602 ;  Parker  v,  Haworth,  4  McLean  370 ;  8.  c.  2  Robb  725. 

If  the  peculiar  invention  of  the  patentee  is  embodied  in  the  defendant's 
machinery,  however  it  may  be  combined  with  other  machinery,  it  is 
appropriated  the  same  as  if  it  were  used  alone  and  separate  from  those 
connections.    Sickels  v,  Boi-den,  3  Blatch.  535 ;  Johnson  v.  Root,  1  Fish. 
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351 ;  Poppenhusen  v,  Falke,  2  Fish.  181 ;  s.  €.  4  Blatch.  493 ;  Foster  v. 
Moore,  1  Curt.  279 ;  Pitts  v.  Wemple,  6  McLean  558 ;  Hoffheins  v.  Brandt, 
3  Fish.  218 ;  Waterbury  Brass  Co.  v.  N.  Y.  Brass  Co.,  3  Fish.  43 ;  Howes 
V.  Nute,  4  Fish.  263 ;  s.  c.  4  Clift\  173 ;  Mallory  v.  White,  4  Fish.  628 ; 
s.  c.  8  Blatch.  552 ;  Doughty  v.  Day,  5  Fish.  224 ;  a.  c.  9  Blatch.  262 ; 
Flint  V.  Boherts,  4  Ban  &  Ard.  165. 

An  mTasion  of  a  patent  by  splitting  the  mvention  in  two,  and  making 
two  operations  where  only  one  is  necessary,  is  an  infringement.  Baldwin 
9.  Bernard,  5  Fish.  75 ;  s.  c.  9  Blatch.  509,  n.;  2  O.  G.  320. 

Whoever  erects  or  uses  a  patented  machine  does  it  at  his  peril.  He  takes 
upon  himself  all  the  chances  of  the  patent  being  originally  valid,  or  of  its 
being  afterwards  made  so  by  a  surrender  of  it  and  the  grant  of  a  new 
patent  which  may  cure  any  defects.  Ames  o.  Howard,  1  Sum.  482 ;  s.  c. 
1  Bobb  689. 

Inftringemeiit  as  AflReeted  by  Resvlt. 

Where  the  machines  are  substantially  the  same,  and  operate  in  the  same 
manner  to  produce  the  same  result,  they  must  be  in  principle  the  same. 
The  same  result  must  be  understood  to  mean  the  same  kind  of  result, 
though  there  may  be  a  difference  in  extent.  The  result  is  the  same 
according  to  this  definition  whether  one  produces  more  than  another  or 
not,  if  the  operation  is  to  make  the  same  article.  Gray  v.  James,  1  Pet. 
C.  C.  394 ;  8.  c.  1  Bobb  120 ;  Imlay  v.  Railroad  Co.,  1  Fish.  340 ;  s.  c.  4 
Blatch.  227. 

If  the  result  is  the  same  in  kind  it  is  not  necessary  that  it  shall  be  the 
same  in  degree.    Whipple  v.  Middlesex  Co.,  4  Fish.  41. 

That  two  machines  produce  the  same  effect  will  not  justify  the  assertion 
that  they  are  substantially  the  same,  or  that  the  devices  used  by  one  are 
therefore  mere  equivalents  for  those  of  the  other.  Burr  r.  Duryee,  2 
Fish,  275 ;  s.  c.  1  WaU.  531. 

The  identity  or  the  difference  between  two  machines  is  sought,  in  the 
first  place,  by  a  comparison  of  them,  either  in  their  elements  or  as  a 
system.  Wilson  v,  Bamum,  2  Fish.  635 ;  s.  c.  1  Wall.  Jr.  347 ;  8  How. 
258  ;  6.  C.  1  Robb  749. 

Similarity  in  the  structure,  appearance  and  efiect  of  two  things  is  pre- 
sumptive evidence  of  their  bemg  made  in  the  same  way.  Matthews  v. 
Skates,  1  Fish.  602. 

It  is  of  no  coDsequence,  in  respect  to  the  question  of  infringement, 
whether  one  machine  is  like  or  unlike  the  other  in  respect  to  its  cost, 
adjustability,  or  other  peculiarity  of  construction,  provided  that  notwith- 
standing such  difference  the  one  is,  in  its  mechanical  action,  operation 
and  effect,  the  same  as  the  other.  Foss  v,  Herbert,  2  Fish.  31 ;  b.  c.  1 
Biss.  121. 

Slight  differences  m  degree  can  not  be  regarded  as  of  weight  in  deter- 
mining a  question  of  substantial  similarity  or  substantial  diflerence.  One 
thing  may  be  a  little  longer  or  a  little  shorter  than  anoUier,  or  it  may  work 
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a  little  better  or  a  little  worse,  and  yet  the  two  may  be  substantially  the 
same.    Gaboon  o.  Bing,  1  Fish.  397  ;  s.  C  1  Cliff.  592. 

^milarities  or  differences  are  not  to  be  judged  by  the  name  of  things, 
but  the  machines,  or  their  several  devices  or  elements,  must  be  examined 
in  the  light  of  what  they  do,  or  what  office  or  fbnction  they  perform,  and 
how  they  perform  it.  One  thing  is  substantially  the  same  as  another  if  it 
perform  substantially  the  same  function  or  office  in  the  same  way  to  attain 
the  same  result,  and  things  are  substantially  different  when  they  perform 
different  duties,  or  in  a  different  way,  or  produce  a  different  result.  For 
the  same  reason  similarities  or  differences  are  not  determined  by  the  mere 
fact  that  things  are  apparently  the  same,  or  of  a  different  shape  or  form, 
but  the  true  test  of  similarity  or  difference  is  the  same  in  regard  to  shape 
or  form  as  in  regard  to  names.  In  both  cases  regard  must  be  paid  to  the 
mode  of  operation,  or  the  way  the  parts  work,  and  the  result  as  well  as 
the  means  by  which  the  result  is  attained.  Gaboon  v.  Bing,  1  Fish.  397  ; 
8.  c.  1  Cliff.  592;  Union  Sugar  Befineryo.Matthiessen,  2  Fish.  600;  s.  c. 
3  Cliff.  639  ;  Machine  Co.  v.  Murphy,  97  U.  S.  120 ;  s.  c.  13  O.  G.  366  ; 
Am.  D.  B.  B.  Co.  v.  Sheldon,  17  Blatch.  208. 

One  machine  is  the  same  in  substance  as  another,  if  the  principle  be  the 
same  in  both,  although  the  forms  may  be  different.  Sickels  v.  Borden,  3 
Blatch.  535. 

By  the  principles  of  a  machine  is  not  meant  the  original  elementary 
principles  of  motion,  which  philosophy  and  science  have  discovered,  but 
the  modus  operandi^  the  peculiar  device  or  manner  of  producing  any  given 
effect.    Whittemore  v.  Cutter,  1  Gallis.  478 ;  s.  c.  1  Bobb  40. 

The  principle  of  a  machme  means  the  peculiar  mode,  manner,  or  device, 
by  which  the  proposed  result  or  effect  is  produced.  Pitts  v,  Wemple,  2 
Fish.  10 ;  s.  c.  1  Biss.  87 ;  Judson  v.  Cope,  1  Fish.  615 ;  s.  c.  1  Bond  327 ; 
Latta  V.  Shawk,  1  Fish.  465 ;  s.  c.  1  Bond  259. 

The  word  principle,  as  applied  to  the  structure  of  a  machine,  means  the 
operative  cause  by  which  a  certain  effect  is  produced.  The  combination 
of  powers  is  called  the  principle  of  the  machine.  Brooks  v.  Jenkins,  3 
McLean  432 ;  Parker  v.  Stiles,  5  McLean  44 ;  Judson  v.  Cope,  1  Fish.  615 ; 
s.  c.  1  Bond  327. 

Whatever  is  essential  to  produce  the  appropriate  result  of  a  machine 
independently  of  its  mere  form,  is  a  matter  of  principle.  Olcott  v,  Haw- 
kins, 2  Am.  L.  J.  317. 

The  question  is  not  which  is  best  or  is  most  perfect,  but  whether  the 
one  mode  is  an  infHngement  of  the  rights  secured  by  the  other.  Howe  v, 
Abbott,  2  Story  190 ;  s.  c.  2  Bobb  99 ;  Sickles  v.  Gloucester  Manuf.  Co., 
1  Fish.  222;  s.  c.  3  Wall.  Jr.  186;  Colt  o.  Mass.  Arms  Co.,  1  Fish.  108; 
Blanchard  v.  Beers,  2  Blatch.  411 ;  Cox  v.  Griggs,  2  Fish.  174 ;  8.  o.  1 
Biss.  362;  Forbes  v.  Barstow  Stove  Co.,  2  Cliff.  379 ;  Pitts  v.  Wemple,  2 
Fish.  10 ;  s.  c.  1  Biss.  87 ;  Yale  Manuf.  Co.  o.  North,  3  Fish.  279 ;  8.  c. 
5  Blatch.  455 ;  Alden  v,  Dewey,  1  Story  336 ;  s.  c.  2  Bobb  17 ;  Carter  v. 
Baker,  4  Fish.  404;  8.  c.  1  Saw.  512;  McCombo.  Brodie,  5  Fish.  384; 
B.  G.  1  Woods  153 ;  2  O.  G.  117 ;  Imlay  o.  Baikoad  Co.,  1  Fish.  340 ;  s.  c. 
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4  Blatch.  227 ;  Wheeler  o.  Clipper  Co.,  6  Fish.  1 ;  s.  c.  10  Blatch.  181 ; 
2  O.  G.  442;  Adams  v.  Joliet  MaDuf.  Co.,  12  O.  6.  91 ;  s.  c.  3  Ban  & 
Ard.  1. 

It  is  no  defence  that  the  machine  is  not  as  good  as  that  of  the  patentee. 
The  rights  of  an  inventor  are  oftentimes  affected  as  injuriously  hy  the  sale 
of  poor  machines  in  the  market  as  hy  those  made  more  strictly  in  con- 
formity to  his  patent.  Boherts  o.  Hamden,  2  Cliff.  500 ;  Waterbury  Brass 
Co.  9.  Miller,  5  Fish.  48 ;  s.  c.  9  Blatch.  77 ;  Chicago  Fruit  House  Co.  o. 
Busch,  4  Fish.  395 ;  s.  o.  2  Biss.  472. 

It  is  no  defence  that  the  result  is  not  as  good,  if  it  is  substantially  the 
same  in  kind,  and  is  produced  substantially  by  the  same  means.  Roberts 
V.  Hamden,  2  Cliff.  500. 

The  superiority  of  the  defendant's  machine  over  that  of  the  patentee  is 
immaterial,  except  so  far  as  it  goes  to  show  a  substantial  difference 
between  them.    Alden  o.  Dewey,  1  Story  336 ;  s.  c.  2  Robb  17. 

Two  things  are  not  the  same  when  one  is  in  practice  substantially 
better  than  the  other,  if  the  second  improvement  is  not  gained  by  the  use 
of  the  same  means  or  known  mechanical  equivalents.  Mitchell  o.  Tilgh- 
man,  4  Fish.  599;  s.  c.  19  Wall.  287;  5  0.  6.  299;  s.  o.  9  Blatch.  1 ; 
s.  c.  2  Fish.  518. 

If  the  result  of  the  mechanism  used  by  the  defendant  is  greatly  superior 
to  that  described  and  claimed  in  the  plahiUff's  patent,  this  fkct  may  be 
considered  by  the  jury  as  tending  to  prove  that  the  mechanism  or  device 
used  by  the  defendant  is  a  new  invention  substantially  different  from  that 
described  in  the  plaintiff's  patent,  to  be  considered,  however,  in  connec- 
tion with  all  the  other  evidence  upon  the  subject  of  infringement.  Singer 
V.  Walmsley,  1  Fish.  558 ;  Smith  r.  Woodruff,  6  Fish.  476 ;  s.  c.  1  Mc- 
Arthur  459  ;  4  O.  6.  635 ;  Carter  o.  Baker,  4  Fish.  404 ;  8.  o.  1  Saw.  512. 

The  superior  utility  of  the  defendant's  machine  is  not  of  itself  a  certain 
test,  because  it  might  contain  the  whole  substance  of  the  patentee's  in- 
vention and  something  in  addition,  and  the  addition  would  not  prevent  it 
from  being  an  infringement.    Pitts  o.Wemple,  2  Fish.  10 ;  8.  c.  1  Biss.  87. 

The  difference  of  result  is  sometimes  coupled  with  mechanical  differ- 
ences. The  mechanical  differences  may  be  sufficient  to  show  that  the 
two  machines  are  not  substantially  the  same.  The  differences  of  result 
and  utility  may  be  so  great  as  to  be  satisfactory  proof  of  the  same  fact.  It 
may,  however,  be  that  neither  of  these  alone  would  be  satisfactory,  yet  the 
mechanical  difference  and  the  difference  of  utility,  taken  together,  may  be 
sufficient  to  satisfy  the  mind.    Johnson  v.  Root,  1  Fish.  351. 

The  greater  utility,  which  may  be  regarded  as  evidence  tending  to  show 
that  some  new  principle  or  mechanical  power  or  mode  of  opemtion  pro- 
ducing a  new  kind  of  result  has  been  introduced,  must  be  derived  from 
the  changes  introduced,  and  not  from  the  use  of  better  material  or  greater 
skill  or  care  in  the  manufacture.  Many  o.  Sizer,  1  Fish.  17 ;  Trader  v. 
Messmore,  7  O.  G.  385 ;  s.  c.  1  Ban  &  Ard.  639. 

If  the  practical  operatiqn  and  effect  of  two  machines  is  essentially  dif- 
ferent, the  law  looks  more  to  the  result  of  the  mechanical  arrangement 
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than  to  the  arrangemeiit  itself.  The  new  and  different  effect  in  the  opera- 
tion of  the  machine  reflects  hack  upon  the  mechanical  arrangement  atid 
construction,  and  characterizes  the  change,  and  may  authorize  an  in- 
ference of  a  substantial  change  which  the  arrangement  disconnected 
from  the  new  and  different  effect  would  not.  Without  connecting  the 
new  effect  with  the  change,  the  change  might  be  only  formal  and  unsub- 
stantial. It  must  be  borne  in  mind,  however,  that  the  new  effect  which  is 
to  give  such  materiality  and  importance  to  the  apparently  formal  change, 
must  not  be  looked  for  in  the  simple  increase  of  the  producing  capacity  of 
the  machine,  or  in  the  reduction  of  the  amount  of  power  required  to 
operate  it.  All  this  may  depend  upon  other  considerations,  as  upon 
superior  mechanical  skill  in  the  construction  and  arrangement  of  the 
machinery.  But  the  new  effect  must  be  of  a  different  kind.  The  new 
result  must  be  a  result  derived  from  a  different  mechanical  operation  and 
effect,  and  not  from  the  same  operation  and  effect.  Le  Boy  v.  Tatham, 
2  Blateh.  474 ;  8.  c.l4  How.  156  ;  Eames  v.  Cook,  2  Fish.  146. 

If  one  machine,  which  is  alleged  to  be  an  infringement  of  another,  pro- 
duces a  different  result,  or,  in  other  words,  is  of  greater  utility  than  the 
preceding  machine,  it  may  be  some  evidence  of  a  difference,  a  substantial 
difference,  between  them,  and  the  utility  of  one  over  the  other  may  be  so 
great  as  to  be  satisfactory  evidence  that  some  new  principle  is  involved, 
and  that  it  is  not  substantially  the  same.  Johnson  v.  Boot,  1  Fish.  351 ; 
Eames  o.  Cook,  2  Fish.  146 ;  Many  o.  Sizer,  1  Fish.  17 ;  Blanchard  v. 
Beers,  2  Blateh.  411. 

If  two  things  perform  different  work  or  in  a  way  substantially  different, 
or  do  not  accomplish  substantially  the  same  result,  then  they  are  sub- 
stantially different.    Cahoon  v.  Bing,  1  Fish.  397 ;  B.  c.  1  Cliff.  592. 

If  the  patent  embraces  one  or  more  elements  of  a  machine,  but  not  the 
entire  machine,  any  person  may  make,  use  or  vend  all  other  parts  of  the 
machine,  and  may  employ  an  element  analogous  to  that  which  is  patented, 
provided  it  is  substantially  different.  Union  Sugar  Befinery  v,  Matthies- 
sen,  2  Fish.  600 ;  s.  o.  3  Cliff.  639. 


Formal  Cbauge. 

A  patentee  is  not  confined  to  the  precise  arrangement  in  the  construc- 
tion of  his  machine  which  he  has  described  in  his  patent.  Formal  changes 
are  nothing ;  mere  mechanical  changes  are  nothing ;  all  these  may  be 
made  outside  of  the  description  to  be  found  in  the  patent,  and  yet  the 
machine  after  it  has  been  thus  changed  in  its  construction  is  still  the 
machine  of  the  patentee,  because  it  contains  his  invention,  the  fruits  of 
his  mind,  and  embodies  the  discovery  which  he  has  brought  into  existence 
and  put  into  practical  operation.  Le  Boy  o.  Tatham,  2  Blateh.  474 ;  8.  c. 
14  How.  156;  Saigent  v.  Lamed,  2  Curt.  340;  Brooks  v.  Jenkins,  3  Mc- 
Lean 432 ;  Cox  ».  Griggs,  2  Fish.  174 ;  s,  c.  1  Biss.  362  ;  Taylor  v.  Archer, 
4  Fish.  449 ;  s.  c.  8  Blateh.  315 ;  Blanchard's  Factory  o. Warner,  1  Blateh. 
258;  Stanley  v.  Whipple,  2  McLean  35 ;  b.  c.  2  Bobb  1 ;  Jurgensen  o. 
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Magnin,  5  Fish.  237;  6.  c.  9  Blatch.  294;  Buck  o.  Hermance,  1  Blaich. 
398;  Bantz  t?.  Elsas,  6  O.  G.  117 ;  s.  c.  1  Ban  &  Ard.  351 ;  Odiorne  v. 
Winklej,  2  Gallis.  51 ;  8.  c.  1  Bobb  52 ;  Imlay  v.  BaiJroad  Co.,  1  Fieh. 
340 ;  s.  o.  4  Blatch.  227 ;  Mowry  v.  Whitney,  3  Fish.  157 ;  s.  c.  4  Fish. 
141, 207 ;  5  Fish.  496 ;  14  Wall.  620 ;  2  Bond  45  ;  s.  c.  1  O.  G.  492 ;  Good- 
year Dental  Co.  v.  Gardner,  4  Fish.  224 ;  s.  c.  3  Cliff.  408 ;  Cook  v.  How- 
ard, 4  Fish.  269 ;  Woodpaper  Co.  v.  Glens  Falls  Co.,  4  Fish.  324 ;  s.  c.  8 
Blatch.  513 ;  Eddy  v.  Dennis,  95  U.  8.  560 ;  s.  c.  4  Fish.  423 ;  Hoffman 
V.  Aronson^  4  Fish.  456 ;  s.  o.  8  Blatch.  324 ;  4  A.  L.  T.  (N.  S.)  110. 

A  change  in  form  from  the  construction  of  an  existing  machine  is  not  a 
substantial  change  in  the  eye  of  the  patent  law,  nor  is  a  change  in  pro- 
portions. These  changes  require  no  great  ingenuity ;  at  all  events,  they 
do  not  call  for  the  exercise  of  the  inyentive  faculties.  They  are  simply 
the  work  of  a  mechanic  of  ordinary  skill,  and  are  entitled  to  no  particular 
consideration  on  an  inquiry  to  the  question  of  identity  between  the  con- 
struction of  two  machines.  Le  Boy  v.  Tatham,  2  Blatch.  474 ;  s.  c.  14 
How.  156  ;  Many  v.  Jagger,  1  Blatch.  372 ;  O'Beilly  v.  Morse,  15  How. 
62;  Gray  o.  James,  1  Pet.  C.  C.  394 ;  s.  c.  1  Bobb  120 ;  Case  v.  Brown, 

2  Fish.  268 ;  s.  c.  2  Wall.  320 ;  1  Biss.  382 ;  Lowell  o.  Lewis,  1  Mason 
182 ;  s.  c.  1  Bobb  131 ;  Singer  v.  Walmsley,  1  Fish.  558 ;  Myers  v.  Frame, 
4  Fish.  493 ;  8.  c.  8  Blatch.  446 ;  Smith  v.  Downing,  1  Fish.  64 ;  Park 
V.  Little,  3  Wash.  C.  C.  196;  s.  c  1  Bobb  17 ;  Beutgen  v.  Kanowrs,  1 
Wash.  C.  C.  168 ;  8.  o.  1  Bobb  1 ;  Dixon  v.  Moyer,  4  Wash.  C.  C.  68 ;  8.  o. 
1  Bobb  324;  Brooks  v.  Bicknell,  3  McLean  250;  8.  c.  2  Bobb  118 ;  Jud- 
son  V.  Cope,  1  Fish.  615  ;  8.  c.  1  Bcmd  327 ;  Brooks  o.  Jenkins,  3  McLean 
432 ;  Wilbur  v.  Beecher,  2  Blatch.  132 ;  Parker  o.  Stiles,  5  McLean  44 ; 
Gibson  v.  Harris,  1  Blatch.  167 ;  Davis  v.  Palmer,  2  Brock.  298  ;  8.  c.  1 
Bobb  518;  Hussey  v.  McCormick,  1  Fish.  509;  s.  o.  1  Biss.  300;  John- 
son V.  Boot,  1  Fish.  351 ;  Morey  v.  Lockwood,  8  Wall.  230 ;  Whiteley  v. 
Kirby,  11  Wall.  678 ;  Cahoon  v.  Bing,  1  Fish.  397  ;  s.  c.  1  Cliff.  592 ; 
Aiken  v.  Dolan,  3  Fish.  197 ;  Many  v.  Sizer,  1  Fish.  17 ;  Roberts  o.  Ham- 
den,  2  Cliff.  500  ;   Potter  v.  Wilson,  2  Fish.  102 ;   Conover  v.  Dohrman, 

3  Fish.  382 ;  s.  c.  6  Blatch.  60 ;  Colt  v.  Mass.  Arms  Co.,  1  Fish.  108 ; 
Teese  v.  Phelps,  1  McAl.  48 ;  Clark  Patent  Co.  v,  Copeland,  2  Fish.  221 ; 
Blake  v.  Eagle  Works  Manuf.  Co.,  4  Fish.  591 ;  8.  c.  3  Biss.  77 ;  Pitts  o. 
Wemple,  2  Fish.  10;  8.  c.  1  Biss.  87  ;  Jackson  v.  Allen,  120  Mass.  64; 
Zinn  V.  Weiss,  7  Fed.  Bep.  914 ;  Lull  o.  Clark,  22  O.  G.  1535 ;  s.  c.  17 
Fed.  Rep.  456. 

The  new  form  of  the  machinery  embodying  the  new  ideas  is  not  a  ma- 
terial part  of  the  patentee's  invention,  for  the  reason  that  the  embodiment 
of  his  ideas  into  working  machinery  is  rather  the  work  of  the  skilful 
mechanic  than  that  of  the  inventor.  Many  inventors  of  improvements  in 
machinery,  not  being  mechanics  themselves,  are  obliged  to  obtain  the  aid 
of  skilful  mechanics  in  embodying  their  ideas  in  practical  working  machin- 
ery. Different  mechanics  would  perhaps  embody  them  by  different 
arrangements  of  machinery,  all  conforming,  however,  to  the  principles  and 
ideas  of  the  inventor.   Hence,  the  mere  form  of  the  defendanvi's  machinery 
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must  be  disregarded,  and  the  substance  of  its  arrangement  and  its  method 
of  working  must  be  examined  for  the  purpose  of  seeing  whether  the  ideas 
of  the  inventor  are  incorporated  in  it.  Sickles  v.  Borden,  3  Blatch.  535 ; 
Treadwell  v.  Parrott,  3  Fish.  124 ;  8.  c.  5  Blatch.  369 ;  Gibson  o.  Harris, 
1  Blatch.  167. 

A  difference  m  the  mechanical  arrangement  and  construction  of  two 
machines  is  not  necessarily  a  test  by  which  to  determine  that  the  two  are 
not  identical.  They  may  be  apparently  very  different  externally,  and 
still  embrace  the  same  substantial  identity  in  principle  or  mode  of  opera- 
tion. So,  on  the  other  hand,  the  converse  of  the  proposition  is  equally 
true.  The  two  may  apparently  be  very  similar  externally,  and  still  in 
principle  and  mode  of  operation  be  very  different.  There  is  no  better 
mode  of  examining  a  question  of  this  kind  than  to  inquire  whetlier  the 
mechanical  arrangement  and  construction  of  the  two  embrace  the  same  set 
of  ideas,  the  same  leading  features,  or  ideas,  which  in  practical  operation 
produce  the  useful  result.  In  other  words,  whether  the  arrangement  and 
combination  of  the  parts  of  machinery  found  in  each  are  substantially  the 
same,  and  operate  in  substantially  the  same  way  in  producing  the  result. 
Hence,  the  real  question  as  it  respects  the  identity  of  the  two  machines, 
looks  simply  to  their  mechanical  arrangement  and  construction  as  to 
whether  or  not  the  defendant's  incorporates  in  its  structure  and  operation 
the  spirit  and  substance  of  the  plaintiff's  improvement,  that  is,  uses  the 
arrangement  and  mechanism  of  the  plaintifl**s  to  perform  the  same  fUnction 
or  produce  the  same  effect  in  the  same  way  or  substantially  the  same  way. 
Le  Boy  v.  Tatham,  2  Blatch.  474 ;  s.  c.  14  How.  156 ;  Smith  v.  Higgins, 
1  Fish.  537 ;  Sickles  v.  Borden,  3  Blatch.  535 ;  Florence  S.  M.  Co.  v.  G. 
&  B.  S.  M.  Co.,  110  Mass.  70 ;  Morris  v.  Barrett,  1  Fish.  461 ;  s.  c.  1 
Bond  254 ;  Birdsell  v.  McDonald,  6  O.  G.  682 ;  s.  c.  1  Ban  &  Ard.  165  ; 
Blanchard  v.  Beers,  2  Blatch.  411 ;  Whipple  «.  Baldwin  Manuf.  Co.,  4 
Fish.  29. 

If  the  substance  and  form  of  the  inventions  are  separable,  and  the  sub- 
stance of  the  invention  which  the  patent  is  designed  to  secure,  is  to  be 
found  in  the  manufacture  of  the  respondent's,  although  copied  and  em- 
bodied in  a  form  not  described,  or  differing  from  the  form  described  and 
specifically  claimed  in  the  patent,  there  is  an  infringement.  Murphy  v. 
Eastham,  5  Fish.  306  ;  b.  c.  1  Holmes  113  ;  2  O.  G.  61. 

Where  form  and  substance  are  inseparable,  it  is  enough  to  look  at  the 
form  only.  Where  they  are  separable,  where  the  whole  substance  of  the 
invention  may  be  copied  in  a  different  form,  it  is  the  duty  of  courts  and 
juries  to  look  through  the  form  for  the  substance  of  the  invention — ^for  that 
which  entitled  the  inventor  to  his  patent,  and  which  the  patent  was  de- 
signed to  secure.  Where  that  is  found  there  is  an  infringement,  and  it 
is  not  a  defence  that  it  is  embodied  in  a  form  not  described  and  in  terms 
claimed  by  the  patentee.  Winans  o.  Denmead,  15  How.  330 ;  s.  o.  4  Am. 
L.  J.  498;  Many  o.  Jagger,  1  Blatch.  372;  Sargent  o.  Lamed,  2  Curt. 
340  ;  McMurry  v.  Mallory,  4  Hughes  265  ;  s.  c.  5  Fed.  Bep.  593. 

If  a  party  makes  a  merely  formal  change  in  the  important  part  of  a 
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machine,  he  is  an  infringer,  althoagh  he  has  to  modify  the  other  parts  of 
the  machine  in  order  to  meet  such  change  and  attain  the  results  which 
were  attained  by  the  patented  machine.  Union  P.  B.  M.  Co.  v.  P.  &  W. 
Co.,  15  O.  G.  423. 

Where  form  is  of  the  essence  of  the  invention,  a  machine  different  in 
form  is  not  an  infringement,  although  it  attains  the  same  object.  Werner 
V.  King,  96  U.  S.  218 ;  s.  c.  13  O.  G.  176. 

EqviTalento. 

When,  in  mechanics,  one  device  does  a  particular  thing  or  accomplishes 
a  particular  result,  every  other  device  known  or  used  in  mechanics,  which 
skilful  and  experienced  workmen  know  will  produce  the  same  result  or 
do  the  same  particular  thing,  is  a  known  mechanical  substitute  for  the 
first  device.  It  is  sufficient  to  constitute  known  mechanical  substitutes, 
that  when  a  skilful  mechanic  sees  one  device  doing  one  particular  thing, 
that  he  knows  the  other  devices  whose  use  he  is  acquainted  with  will  do 
the  same  thing.    Carter  v.  Baker,  4  Fish.  494 ;  s.  c.  1  Saw.  512. 

•An  equivalent  means  something  that  does  substantially  the  same  thing 
in  substantially  the  same  way.  Cahoon  o.  Ring,  1  Fish.  397 ;  s.  c.  1 
Cliff.  592 ;  Conover  v.  Rapp,  4  Fish.  57. 

By  equivalents  in  machinery  is  usually  meant  the  substitution  of 
merely  one  mechanical  power  for  another,  or  one  obvious  and  customary 
mode  for  another  of  effecting  a  like  result.    Smith  v.  Downing,  1  Fish.  64. 

The  substantial  equivalent  of  a  thing  is  the  same  as  the  thing  itself.  If 
two  machines  do  the  same  work  in  substantially  the  same  way  and  ac- 
complish substantially  the  same  result,  they  are  the  same.  Cahoon  v. 
Ring,  1  Fish.  397 ;  s.  c.  1  Cliff.  592  ;  Foss  v.  Herbert,  2  Fish.  31 ;  s.  c.  1 
Biss.  121 ;  Union  Sugar  Refinery  o.  Matthiessen,  2  Fish.  600 ;  8.  c.  3 
Cliff.  639  ;  Waterman  v.  Thomson,  2  Fish.  461 ;  White  v.  Boker,  3  Fish.  66. 

The  term  equivalent  has  two  meanings ;  the  one  relates  to  the  results 
that  are  produced,  and  the  other  to  the  mechanism  by  which  those  results 
are  produced.  Two  things  may  be  equivalent,  that  is,  the  one  equivalent  to 
the  other  as  producing  the  same  result  when  they  are  not  the  same  me- 
chanical means.  Mechanical  equivalents  are  spoken  of  as  different  from 
equivalents  that  merely  produce  the  same  result.  A  mechanical  equiva- 
lent as  generally  understood  is  where  the  one  may  be  adopted  instead  of 
the  other  by  a  person  skilled  in  the  art  from  his  knowledge  of  the  art. 
But  there  maybe  equivalents  in  producing  the  same  result,  each  of  which 
is  an  independent  matter  of  invention,  and  in  that  sense  they  are  not  me- 
chanical equivalents.  Johnson  v.  Root,  1  Fish.  351 ;  Bur^^en  o.  Coming, 
2  Fish.  477. 

The  substitution  of  a  mechanical  equivalent,  as  it  is  termed  in  the  con- 
struction of  a  machine,  is  not  a  substantial  change.  There  are  very  many 
devices  in  construction  that  can  be  made  by  a  skilful  mechanic,  difi'ering 
very  much  from  each  other  in  appearance,  but  which  in  the  eye  of  the 
patent  law  are  regarded  as  identical.    For  instance,  an  inventor  in  the 
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construction  of  his  machine,  deskes  a  given  power  in  order  to  give  prac- 
tical operation  and  effect  to  his  discovery.  One  mechanic  may  furnish 
the  power  by  means  of  a  lever ;  another  by  means  of  a  screw — two  very 
different  in8ti*uments  ;  yet  so  far  as  the  use  of  the  instruments,  and  so  far 
as  their  purpose  to  furnish  the  power  is  concerned,  they  are  regarded 
simply  as  mechanical  equivalents,  and  the  use  of  one  in  one  machine 
does  not  distinguish  that  machine  from  a  machine  in  which  the  other  is 
found.  So,  too,  a  given-  power  may  be  obtained  by  a  spring,  or  by  a 
weight,  or  by  a  pulley — apparently  very  different  devices,  yet  as  they  are 
used  for  the  same  purpose  and  to  accomplish  the  same  end  in  machinery, 
they  are  regarded  as  substantially  identical.  Le  Roy  9.  Tatham,  2  Blatch. 
474;  a.  c.  14  How.  156;  Page  v.  Ferry,  1  Fish.  298;  O'Reillys.  Morse, 
15  How.  62 ;  Latta  v.  Shawk,  1  Fish.  465 ;  s.  o.  1  Bond.  259 ;  Case  v. 
Brown,  2  Fish.  268  ;  s.  c.  2  Wall.  320 ;  1  Biss.  382;  Colt  v.  Mass.  Arms 
Co.,  1  Fish.  108 ;  Smith  v.  Downing,  1  Fish.  64;  Gallahue  v.  Butterfield, 
6  Fish.  203 ;  s.  c.  10  Blatch.  232 ;  2  O.  G.  645 ;  Singer  v.  Walmsley,  1 
Fish.  558 ;  Roots  r.  Hyndman,  6  Fish.  439 ;  s.  c.  4  O.  G.  29 ;  Seymour  e. 
McCormick,  2  Blatch.  240 ;  s.  C.  16  How.  480 ;  Foss  v.  Herbert,  2  Fish. 
31 ;  s.  c.  1  Biss.  121 ;  Ives  v.  Hamilton,  6  Fish.  244 ;  s.  c.  92  U.  8.  426  ; 
10  O.  G.  336 ;  Pitts  v.  Edmonds,  2  Fish.  52 ;  s.  c.  1  Biss.  168 ;  Sarven  o. 
Hall,  6  Fish.  495  ;  s.  0.  11  Blatch.  295  ;  4  O.  G.  666 ;  Standard  M.  M. 
Co.  V.  Teague,  15  Fed.  Rep.  390  ;  Kimball  v.  Hess,  15  Fed.  Rep.  393. 

The  doctrine  respecting  the  use  of  mechanical  equivalents  is  not  con- 
fined by  the  patent  law  to  those  elements  which  are  strictly  known  as 
such  in  the  science  of  mechanics.  In  the  present  advanced  stage  of  that 
science,  there  are  different  well-known  devices,  any  one  of  which  may  be 
adopted  to  effect  a  given  result,  according  to  the  judgment  of  the  con- 
structor. The  mere  substitution  of  one  of  these  for  another  can  not  be 
treated  as  an  invention.  It  does  not  belong  to  the  subject  of  invention, 
but  of  construction.  The  substance  of  the  invention  does  not  consist  in  the 
identical  devices  used,  but  in  a  practicable  and  described  mode  of  effecting 
certain  operations,  and  when  the  patentee  has  described  what  those 
operations  are,  and  one  practicable  mode  of  effecting  them,  he  has  enabled 
constructors  to  effect  these  operations,  not  only  by  the  identical  devices 
he  employed,  but  by  all  other  known  substitutes.  Foster  v.  Moore,  1 
Curt.  279 ;  Wilt  v.  Grier,  19  O.  G.  427  ;  s.  c.  5  Fed.  Rep,  450 ;  Yale  Lock 
Manuf.  Co.  v.  Norwich  Natl.  Bank,  19  Blatch.  123  ;  8.  c.  6  Fed.  Rep.  377. 

Alternative  but  different  mechanisms  which  produce  in  whole  or  in  part 
the  same  or  similar  useful  effects  arc  not  mechanical  equivalents  in  that 
sense  in  which  their  use  constitutes  an  infringement.  Wells  v.  Hagaman, 
29  Leg.  Int.  495. 

In  order  to  constitute  one  mechanical  device  the  equivalent  of  another, 
it  is  not  sufficient  that  it  accomplishes  the  same  result  or  produces  the 
same  effect,  unless  that  effect  is  produced  by  substantially  the  same  mode 
of  operation.  Conover  v.  Roach,  4  Fish.  12 ;  Merriam  v.  Drake,  5  Fish. 
259 ;  s.  c.  9  Blatch.  336. 

Although  a  handle  is  not  in  general  the  equivalent  of  a  lever,  yet  if  it  is 
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used  to  perform  the  same  ftinctions  in  substantially  the  same  way,  it  may 
be  an  equivalent.  Brown  r.  Guild,  23  Wall.  181 ;  s.  c.  6  O.  G.  392  ;  7 
O.  G.  739. 

A  device  which  has  apparently  different  mechanical  adaptabilities  can 
not  be  considered  a  mechanical  equivalent.  Mechanical  equivalents  are 
not  those  merely  which  produce  the  same  result.  Smith  v,  Marshall,  10 
O.  G.  375  ;  s.  c.  2  Ban  &  Ard.  371. 

If  a  party  is  not  the  original  inventor  of  the  principle  as  well  as  of  the 
machine,  he  has  no  right  to  invoke  the  doctrine  of  equivalents,  for  it  does 
not  belong  to  him  ;  but  if  he  is  the  inventor  of  the  principle  which  he  em- 
bodies in  his  machine,  as  well  as  the  first  inventor  of  the  machine  which 
carries  it  out,  he  has  a  right  to  invoke  the  doctrine  of  equivalents.  Singer 
V,  Walmsley,  1  Pish.  558. 

If  the  change  constitutes  a  mechanical  equivalent  in  reference  to  the 
means  used  by  the  patentee,  and  if,  besides  being  an  equivalent,  it  accom- 
plishes some  other  advantage  beyond  the  effect  or  purpose  accomplished 
by  the  patentee,  it  will  still  be  an  infringement  as  respects  what  is  covered 
by  the  patent,  although  the  further  advantage  may  be  a  patentable  subject 
as  a4  improvement  on  the  former  invention.  Foss  v,  Herbert,  2  Fish.  31 ; 
s.  c.  1  Biss.  121 ;  Converse  v.  Cannon,  2  Woods  7 ;  s.  c.  9  O.  G.  105  ; 
Carstaedt  v.  U.  S.  Corset  Co.,  13  Blatch.  371 ;  10  O.  G.  3 ;  8.  c.  2  Ban  & 
Ard.  331 ;  Sarven  v.  Hall.  5  Fish.  415 ;  s.  c.  9  Blatch.  524 ;  1  O.  G.  437. 

Although  the  commissioner  required  the  patentee  to  disclaim  a  claim  in 
8X)ecific  terms  for  an  equivalent,  yet  he  may  treat  a  person  who  uses  it  as 
an  infringer.  Union  M.  C.  Co.  v.  U.  S.  C.  Co.,  11  0.  G.  1113 ;  s.  c.  2  Ban 
&  Ard.  593. 

The  patentee  of  a  composition  may,  if  he  choose,  confine  himself  to  the 
specific  ingredients  mentioned,  and  expressly  exclude  all  others,  or  he 
may  expressly  exclude  some  or  one  other.  If  he  does  so,  it  can  not 
be  maintained  that  what  he  has  expressly  disclaimed  is  in  point  of  law 
claimed,  although  it  is  an  equivalent  for  one  of  the  elements  claimed. 
Byam  v.  Farr,  1  Curt.  260. 

The  term  equivalent,  when  used  in  regard  to  the  chemical  action  of  such 
fluids  as  can  be  discovered  only  by  experiment,  only  means  equally  good. 
Tyler  v.  Boston,  7  Wall.  327. 

Where  a  patent  is  granted  for  a  composition  made  of  several  ingredients, 
it  covers  and  embraces  known  equivalents  of  each  of  the  ingredients. 
Matthews  v.  Skates,  1  Fish.  602;  Woodward  v,  Morrison,  5  Fish.  357; 
fi.  c.  1  Holmes  124 ;  2  0.  G.  120 ;  Byam  v.  Eddy,  2  Blatch.  521 ;  U.  S. 
Feltmg  Co.  v.  Manuf.  Co.,  9  O.  G.  202 ;  s.  c.  2  Ban  &  Ard.  167 ;  Allen  v. 
Hunter,  6  McLean  303 ;  Poppenhusen  v.  Falke,  2  Fish.  213 ;  Byam  v. 
Eddy,  24  Vt.  666. 

An  equivalent  of  any  substance  is  another  substance  having  similar 
properties  and  producing  substantially  the  same  effect.  Matthews  v. 
Skates,  1  Fish.  602. 

When  the  patent  is  for  a  composition,  the  question  is  not  whether  two 
substances  were  ever  equivalents  for  any  purpose  before,  but  whether 
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they  are  equivalents  for  the  purpose  specified  in  the  patent.  Goodyear 
D.  V.  Co.  V.  Preterre,  14  O.  G.  346. 

A  substitute  for  one  ingredient  in  a  composition  which  has  every 
property  and  performs  every  function  of  the  original  is  an  equivalent, 
although  it  does  sometliing  more  and  better.  Atlantic  Giant  Powder  Co. 
9.  Goodyear,  13  O.  G.  45 ;  s.  c.  3  Ban  &  Ard.  161. 

When  a  product  arrived  at  by  certain  defined  stages  or  processes  is 
patented,  only  those  things  can  be  considered  as  equivalents  for  the  ele- 
ments of  the  manufacture  which  perform  the  same  ftmction  in  substantially 
the  same  way.  The  same  result  may  be  reached  by  different  processes, 
each  of  them  patentable,  and  one  process  is  not  infringed  by  the  use  of  any 
number  of  its  stages  less  than  all  of  them.  Goodyear  D.  Y.  Co.  v.  Davis, 
19  O.  G.  543 ;  8.  c.  102  U.  S.  222 ;  8.  c.  3  Ban  &  Ard.  115. 

Where  water  is  used  in  a  process  merely  as  a  fluid,  the  use  of  benzine 
or  any  other  substance  possessing  that  property  of  water  which  is  made 
available  in  the  process,  is  within  the  scope  of  the  patent  as  a  manifest 
equivalent.    Roberts  v.  Boter,  5  Fish.  295. 

Whether  one  thing  is  a  mechanical  equivalent  for  another  is  a  question 
of  fact,  and  is  to  be  determined  from  all  the  circumstances  of  the  case  by 
attending  to  the  consideration  whether  the  one  contrivance  is  used  for  the 
same  purpose,  performs  the  same  duties,  or  is  applicable  to  the  same  ob- 
ject as  the  other.  Foss  v.  Herbert,  2  Fish.  31 ;  8.  o.  1  Biss.  121 ;  Howe 
V.  Williams,  2  Fish.  395  ;  8.  c.  2  Cliff.  245. 

Mere  formal  alterations  of  a  combination  in  letters  patent  do  not  con* 
stitute  any  defence  to  the  charge  of  infringement,  as  the  inventor  of  a 
combination  is  as  much  entitled  to  suppress  every  other  combination  of 
the  same  ingredients  to  produce  the  same  result,  not  substantially  difi'erent 
from  what  he  has  invented  and  caused  to  be  patented,  as  the  inventor  of 
any  other  patented  improvement.  Such  inventors  may  claim  equivalents 
as  well  as  any  other  class  of  inventors,  and  they  have  the  same  right  to 
suppress  every  other  subse(][bent  improvement  not  substantially  different 
from  what  they  have  invented  and  secured  by  letters  patent.  The  with- 
drawal of  one  ingredient  in  a  patented  combination  and  the  substitution 
of  another  which  was  well  known  at  the  date  of  the  patent  as  a  proper 
substitute  for  the  one  withdrawn,  is  a  mere  formal  alteration  of  the  com- 
bination, and  if  the  ingredient  substituted  x)erforms  substantially  the  same 
function  as  the  one  withdrawn,  such  substitution  of  one  ingredient  for 
another  will  not  avoid  the  charge  of  infringement.  Ston's  o.  Howe,  10 
O.  G.  421 ;  8.  c.  4  Cliff.  388 ;  8.  c.  2  Ban  &  Ard.  420 ;  Yogle  v.  Semple, 
11  O.  G.  923 ;  8.  c.  7  Biss.  382 ;  s.  c.  2  Ban  &  Ard.  556 ;  Seymour  v. 
Osborne,  3  Fish.  555 ;  s.  c.  11  Wall.  516;  Taylor  v.  Garretson,  5  Fish. 
116 ;  8.  c.  9  Blatch.  156 ;  Gould  v.  Bees,  6  Fish.  106 ;  s.  o.  15  Wall.  187  ; 
2  O.  G.  624 ;  Gill  v.  Wells,  22  Wall.  1 ;  s.  c.  6  O.  G.  881 ;  2  A.  L.  T.  (N. 
S.)  101 ;  Conover  v.  Roach,  4  Fish.  12 ;  Blake  v.  Robertson,  6  Fish.  509  ; 
8.  c.  11  Blatch.  237 ;  6  0.  G.  297 ;  11  O.  G.  877 ;  8.  0.  94  U.  S.  728 ; 
Conover  v.  Rapp,  4  Fish.  57  ;  Webster  o.  Carpet  Co.,  5  O.  G.  522 ;  8.  c.  1 
Ban  &  Ard.  84 ;  Railway  Co.  v.  Sayles,  97  U.  S.  554 ;  8.  o.  15  O.  G.  243 ; 


§4919]  MERE  MECHANICAL  SKILL.  289 

s«  c.  3  Bias.  52 ;  s.  c.  4  Fish.  584 ;  Heald  v.  Bice,  104  U.  S.  737 ;  s.  o.  21 
O.  G.  1443  ;  s.  c.  13  Pac.  L.  B.  33 ;  Union  Sugar  Befinery  v.  Mathiessen, 
2  Fish.  600 ;  s.  c.  3  Clifl'.  639 ;  Washing  Machine  Co.  v.  Lincoln,  4  Fish. 
379 ;  Graham  v.  Mason,  5  Fish.  1 ;  s.  c.  4  Cliff.  88 ;  Carter  v.  Baker,  4 
Fish.  404 ;  s.  c.  1  Saw.  512 ;  King  v.  Louisville  Cement  Co.,  6  Fish.  336 ; 
s.  G.  4  O.  G.  181 ;  Gorham  v.  Mister,  1  Am.  L.  J.  539 ;  Cochrane  o. 
Deener,  11  O.  G.  637 ;  s.  c.  94  U.  S.  780 ;  Odorless  Excav.  Co.  v.  Mc- 
Cauley,  2  Ban  &  Ard.  570 ;  Putnam  v.  Hutchinson,  12  Fed.  Bep.  131 ; 
Bickford  v,  Laporte,  5  Ban  &  Ard.  349 ;  Dederick  v.  Cassell,  20  O.  G. 
1233  ;  s.  c.  9  Fed.  Bep.  306  ;  Graham  v.  McCormick,  10  Biss.  39  ;  s.  c. 
21  O.  G.  1533 ;  s.  c.  5  Ban  &  Ard.  244  ;  s.  c.  11  Fed.  Bep.  859  ;  Clough 
V.  Barker,  106  U.  S.  166  ;  Turrell  ».  Spaeth,  14  O.  G.  377 ;  s.  c.  3  Ban  & 
Ard.  458 ;  Adams  v.  Moline  Wagon  Works  Co.,  16  Fed.  Bep.  236 ;  Sands 
V.  Wardwell,  3  Cliff.  277  ;  American  Whip  Co,  v.  Lombard,  14  O.  G.  900 ; 
s.  c.  4  Cliff.  495  ;  s.  c.  3  Ban  &  Ard.  598  ;  Fdgarton  v.  Breck,  5  Ban  & 
Ard.  42;  Imhaeuser  v.  Buerk,  101  U.  S.  674;  s.  c.  17  O.  G.  795 ;  s.  c.  1 
Ban  &  Ard.  337 ;  Beady  Boofing  Co.  t>.  Taylor,  15  Blatch.  95 ;  s.  c.  3 
Ban  &  Ard.  368  ;  Babcock  r.  Judd,  17  O.  G.  1351 ;  s.  C.  5  Ban  &  Ard. 
127 ;  s.  c.  1  Fed.  Bep.  408 ;  Holly  v.  Vergennes  Machine  Co.,  18  Blatch. 
327;  8.  c.  18  O.  G.  1177;  s.  c.  4  Fed.  Bep.  74;  Willimantic  L.  Co.  v. 
Clark  Thread  Co.,  4  Ban  &  Ard.  133  ;  Knapp  v,  Joubert,  19  Blatch.  148  ; 
s.  o.  7  Fed.  Bep.  219 ;  Clough  v.  Manuf.  Co.,  106  U.  S.  178 ;  s.  c.  22  0. 
G.  2157. 

Mere  Mechanical  Skill. 

In  order  to  determine  whether  the  change  in  the  arrangement  and  con- 
struction of  an  existing  machine  is  to  be  considered  as  a  substantial 
change  or  not,  it  must  be  ascertained  and  determined  whether  the  change 
is  the  result  of  mechanical  skill  worked  out  by  mechanical  deyices — of  a 
knowledge  that  belongs  to  that  department  of  labor,  or  whether  the 
change  is  the  result  of  mind,  of  genius,  of  invention  in  which  there  is 
something  more  than  mere  mechanical  skill  and  ingenuity.  A  change  in 
the  arrangement  and  construction  is  not  substantial  unless  there  is  em- 
bodied in  it,  over  and  beyond  the  skill  of  the  mechanic,  that  inventiye 
element  of  the  mind  which  is  to  be  found  in  every  machine  or  improve- 
ment that  is  the  proper  subject  of  a  patent.  Le  Boy  o.  Tatham,  2  Blatch. 
474 ;  s.  G.  14  How.  156 ;  Case  v.  Brown,  2  Fish.  268 ;  s.  c.  2  Wall.  320 ; 

1  Biss.  382 ;  Seymour  v.  McCormick,  2  Blatch.  240 ;  s.  o.  16  How.  480  ; 
Gibson  v.  Harris,  1  Blatch.  167  ;  Hamilton  v.  Ives,  6  Fish.  244 ;  s.  c.  3 
O.  G.  30 ;  Blanchard  v.  Beers,  2  Blatch.  411 ;  Union  Paper  Bag  Co.  v* 
Nixon,  6  Fish.  402 ;  s.  c.  4  O.  G.  31 ;  Gibson  v.  Yan  Dresar,  1  Blatch. 
532 ;  Birdsell  r.  McDonald,  6  O.  G.  682 ;  s.  c.  1  Ban  &  Ard.  165  ;  Forbes 
V.  Barstow  Stove  Co.,  2  Cliff.  379 ;  Coffin  v.  Ogden,  3  Fish.  640 ;  s.  c  7 
Blatch.  61 ;  Goodyear  r.  Honsinger,  3  Fish.  147 ;  s.  c.  2  Biss.  1 ;  Potter 
V.  Schenck,  3  Fish.  82 ;  s.  c.  1  Biss.  515  ;  Thayer  v.  Wales,  5  Fish.  130 ; 
8.  c.  9  Blatch.  170 ;  Benwick  v.  Pond,  5  Fish.  569 ;  8.  o.  10  Blatch.  39 ; 

2  O.  G.  392. 
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If  a  person  has  an  invention,  and  another  person  looking  at  the  descrip- 
tion of  it  can,  ft'om  bis  knowledge  of  the  subject,  pass  to  the  other  thing 
that  is  used  without  any  invention,  then  the  one  is  substantially  the  same 
aa  the  other.  It  is  not  necessary  that  every  unskilled  person  shall  see 
how  he  passes ;  but  if  a  person  skilled  and  competent  in  the  art  is  able, 
by  looking  at  the  description  with  care,  to  see  that  the  result  may  be  at- 
tained in  a  different  mode  or  in  a  different  manner,  and  it  is  done  in  that 
different  mode  or  in  that  different  manner  by  the  use  of  the  knowledge 
which  he  has  in  the  art»  that  would  not  be  a  new  invention  or  substan- 
tially different  from  the  original.    Johnson  v.  Root,  1  Fish.  351. 

The  patentee  is  protected  from  obvious  modes  readily  adopted  without 
invention  for  accomplishing  the  same  end.  Union  Paper  Bag  Co.  v, 
Nixon,  6  Fish.  402 ;  s.  c.  4  O.  G.  31. 

The  mere  exercise  of  skill,  ingenuity,  thought,  and  experiment,  in  the 
production  of  an  article,  is  not  sufficient  to  obviate  the  charge  of  infringe- 
ment, for  it  may  be  that  they  would  produce  an  article  substantially  the 
same,  though  formally  different,  or  might  be  employed  to  prevent  a  simi- 
litude in  form,  although  the  principle  be  the  same,  and  so  evade  the  patent. 
Many  v.  Sizer,  1  Fish.  17. 

Practice  and  experience  in  the  working  of  a  machine  may  lead  to  highly 
beneficial  modifications  of  the  form.  This  is  the  natural  and  usual  result 
in  the  operation  of  machinery  newly  invented  and  constructed.  It  requires 
time  and  experience  to  bring  it  to  perfection.  But  the  right  of  the  in- 
ventor does  not  depend  upon  the  questions  whether  the  machine  is  more 
or  less  perfect,  or  whether  slight  modifications  in  the  arrangement  of  the 
machinery,  or  in  the  finish  of  the  parts  composing  it,  may  or  may  not 
better  accomplish  the  end  sought  to  be  attained ;  but  upon  the  question 
whether  the  machinery  constructed  as  described  in  the  patent  will  or  will 
not  accomplish  the  end  practically  and  usefully  in  the  way  pointed  out. 
If  it  will,  the  inventor  is  entitled  to  the  protection  which  the  government 
has  granted  him ;  and  any  one  using  the  principle  thus  embodied  is  guilty 
of  an  infringement,  however  he  may  have  perfected  the  machinery  by 
superior  skill  in  the  mechanical  arrangement  and  construction  of  the  parts. 
Such  perfecting  is  but  the  skill  of  the  mechanic,  not  the  genius  of  the  in- 
ventor. Kinsman  v.  Parkhurst,  1  Blatch.  488 ;  s.  c.  18  How.  289 ;  I.e 
Boy  ».  Tatham,  2  Blatch.  474;  s.  o.  14  How.  156;  Tracy  w.Torry,  2 
Blatch.  275;  Wilbur  v.  Beecher,  2  Blatch.  132. 

A  patentee  is  entitled  to  use  all  modifications  resulting  from  experience 
in  the  use  of  his  invention  which  do  not  involve  any  new  or  further  inven- 
tion.   Becker  v.  Grote,  6  Fish.  143;  s.  c.  10  Blatch.  331 ;  3  O.  Q.  65. 

The  patentee  is  entitled  to  the  exclusive  use  of  the  mechanical  organi- 
zation, device  or  means  for  all  the  uses  and  purposes  to  which  it  can  be 
applied — to  every  function,  power  and  capacity  of  his  patented  machine 
or  device — without  regard  to  which  he  supposed  originally  it  was  most 
applicable.  McComb  v.  Brodie,  5  Fish.  384 ;  8.  c.  1  Woods  153  ;  2  0.  G. 
117.* 
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When  an  Infriugement. 

The  inquiry  is  not  whether  the  principle  of  the  two  articles  is  the  same. 
If  the  principle  is  the  same,  and  the  effect  is  similar  in  hoth,  in  contem- 
plation of  law  they  are  identical.  Buerk  v,  Imhausen,  5  O.  G.  752 ; 
Hike  V.  P.  &  W.  R.  R.  Co.,  6  O.  G.  575 ;  Kursheedt  v.  Werner,  12  Blatch. 
530 ;  s.  c.  8  O.  G.  146 ;  s.  c.  2  Ban  &  Ard.  81 ;  Wicks  v.  Stevens,  2 
Woods  310;  s.  o.  2  Ban  &  Ard.  318;  G.  &  B.  Manuf.  Co.  v.  Tirrell,  12 
Blatch.  144 ;  8.  c.  8  O.  G.  2 ;  s.  c.  1  Ban  &  Ard.  315  ;  King  v.  Werner, 
12  Blatch.  270;  s.  c.  8  O.  G.  361 ;  s.  c.  1  Ban  &  Ard.  386 ;  R.  &  E. 
Manuf.  Co.  v.  P.  &  F.  C.  Manuf.  Co.,  12  Blatch.  36  ;  s.  c.  7  O.  G.  383  ; 
Union  Paper  Bag  Co.  v.  Newell,  6  Fish.  582 ;  s.  c.  11  Blatch.  379 ;  5  0. 
G.  459;  Aultman  v.  Holley,  6  Fish.  534 ;  s.  c.  11  Blatch.  317 ;  5  O.  G. 
3 ;  Bis;elow  v.  Matthews,  7  Blatch.  77  ;  McMiliin  o.  Barclay,  5  Fish.  189  ; 
s.  c.  4  Brews.  275  ;  McComb  v.  Brodie,  5  Fish.  384 ;  s.  c.  1  Woods  153 ;  2  O. 
G.  117  ;  Brooks  v»  Bicknell,  3  McLean  250 ;  s.  c.  2  Robb  118  ;  Blanchard  v. 
Putnam,  3  Fish.  186 ;  s.  c.  8  Wall.  420 ;  2  Bond  84  ;  Latta  v.  Shawk,  1  Fish. 
465 ;  s.  c.  1  Bond  259 ;  Doubleday  r.  Sherman,  3  Fish.  369 ;  Stuart  v.  Shaotz, 
6  Fish.  35;  s.  c.  2  O.  G.  524;  9  Phila.  376;  Buerk  v.  Valentine,  5  Fish. 
366 ;  s.  c.  9  Blatch.  479  ;  2  O.  G.  295  ;  Jenkins  o.  Johnson,  5  Fish.  433 ; 
B.  o.  9  Blatch.  516 ;  Marsh  r.  Seymour,  97  U.  S.  348 ;  8.  c.  13  O.  G.  723 ; 
8.  o.  6  Fish.  115  ;  8.  c.  2  O.  G.  675  ;  9  Phila.  380;  Baldwin  v.  Schultz,  5 
Fish.  75 ;  8.  c.  9  Blatch.  494 ;  2  0.  G.  315  ;  Parker  o.  Haworth,  4  McLean 
370 ;  8.  c.  2  Robb  725  ;  Potter  v.  Davis  Sewing  Machine  Co.,  3  Fish.  472 ; 
Smith  o.  Pearce,  2  McLean  176  ;  8.  c.  2  Robb  13  ;  Harwood  r.  Mill  River 
Co.,  3  Fish.  526 ;  McComb  v.  Beard,  6  Fish.  254 ;  8.  c.  10  Blatch.  350  ; 
3  O.  G.  33 ;  Sarven  v.  Hall,  6  Fish.  495 ;  8.  o.  11  Blatch.  295 ;  4  O.  G. 
666 ;  Barclay  v.  Thayer,  12  Blatch.  109  ;  8.  c.  6  O.  G.  2 ;  8.  o.  1  Ban  & 
Ard.  267  ;  Woolcocks  t>.  Many,  5  Fish.  72 ;  8.  c.  9  Blatch.  139 ;  Wheeler 
V,  Clipper  Co.,  6  Fish.  1 ;  8.  c.  10  Blatch.  181 ;  2  O.  G.  442 ;  Black  v. 
Thorne,  5  Fish.  550 ;  s.  c.  10  Blatch.  66  ;  2  0.  G.  388 ;  Sloat  t?.  Patton,  1 
Fish.  154 ;  Ormsbee  v.  Wood,  3  Fish.  372 ;  Kidd  v.  Spence,  4  Fish.  37 ; 
Hawes  v,  Washbume,  5  0.  G.  491 ;  King  t?.  Mandelbaum,  4  Fish.  577 ; 
8.  c.  8  Blatch.  468 ;  Tremaine  v.  Hitchcock,  23  Wall.  518 ;  8.  c.  7  O.  G. 
1055 ;  8.  c.  8  Blatch.  440  ;  s.  c.  4  Fish.  508  ;  Corliss  v.  W.  &  W.  Manuf. 
Co.,  2  Fish.  199  ;  Doubleday  v.  Sherman,  3  Fish.  371 ;  Kendrick  v.  Em- 
mons, 6  Fish.  462 ;  8.  o.  1  Holmes  334 ;  4  O.  G.  398  ;  Westlake  v.  Cartter, 
6  Pish.  519 ;  8.  c.  4  O.  G.  636 ;  Seymour  ».  McCormick,  3  Blatch.  209 
8.  c.  19  How.  96;  La  Baw  v.  Hawkins,  6  O.  G.  724 ;  s.  c.  1  Ban  &  Ard 
428 ;  Knox  v.  Loweree,  6  O.  G.  802  ;  s.  c.  1  Ban  &  Ard.  589 ;  Weston  v 
Nash,  1  Holmes  488  ;  s.  C.  7  0.  G.  1096  ;  8.  c.  2  Ban  &  Ard.  40 ;  Harts 
home  V.  Almy,  1  Holmes  493  ;  8.  c.  8  O.  G.  94 ;  8.  c.  2  Ban  &  Ard.  46 
Stover  V.  Halsted,  13  Blatch.  95  ;  s.  c.  8  0.  G.  558 ;  s.  c.  2  Ban  &  Ard 
98 ;  Magic  Ruffle  Co.  v.  Elm  City  Co.,  13  Blatch.  151 ;  8.  c.  8  0.  G.  773 
8.  0.  2  Ban  &  Ard.  152;  Schillinger  v.  Gunther,  11  O.  G.  831 ;  8.  c.  14 
Blatch.  152 ;  s.  o.  2  Ban  &  Ard.  544 ;  N.  Y.  Rubber  Co.  v.  Chaskel,  9 
O.  G.  923 ;  Earle  v.  Harlow,  9  O.  G.  1018 ;  s.  c.  2  Ban  &  Ard.  264 ;  Dal- 
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ton  V.  Nelson,  13  Blatch.  357;  s.  c.  9  O.  G.  1112;  s.  c.  2  Ban  &  Ard. 
225 ;  Pickering  v,  Phillips,  10  O.  G.  420;  s.  c.  4  Cliff.  383 ;  s.  o.  2  Ban 
&  Ard.  417 ;  Tucker  v.  Tucker  Manuf.  Co.,  10  0.  G.  464  ;  s.  c.  4  Clifl*. 
397 ;  2  Ban  &  Ard.  401 ;  Collender  v.  Came,  4  Cliff.  393  ;  s.  c.  10  O.  G. 
467  ;  s.  c.  2  Ban  &  Ard.  412 ;  Rubber  C.  H.  T.  Co.  t>.  Welling,  97  U.  S. 
7;  s.  C.  13  O.  G.  727;  s.  C.  7  O.  G.  608;  s.  c.  1  Ban  &  Ard.  282; 
Stevens  v,  Pritchard,  4  Cliff.  417 ;  s.  c.  10  O.  G.  505  ;  s.  c.  2  Ban  &  Ard. 
390 ;  Holbrook  v.  Small,  10  O.  G.  508 ;  s.  c.  2  Ban  &  Ard.  396 ;  Blake 
V.  Robertson,  94  U.  S.  728;  s.  C.  11  O.  G.  877;  8.  c.  6  O.  G.  297  ;  s.  o. 
11  Blatch.  237 ;  s.  c.  6  Fish.  509 ;  Olcott  v,  Hawkins,  2  Am.  L.  J.  317 ; 
Whipple  V.  Baldwin  Manuf.  Co.,  4  Fish.  29 ;  Whipple  v.  Middlesex  Co., 
4  Fish.  41 ;  Carter  v.  Baker,  4  Fish.  404;  s.  c.  1  Saw.  512;  Parham  r. 
Sewing  Machine  Co.,  4  Fish.  468 ;  Henderson  v.  Cleveland  Stove  Co.,  12 
O.  G.  94;  s.  c.  2  Ban  &  Ard.  604;  Adams  v.  Joliet  Manuf.  Co.,  12  O. 
G.  91 ;  8.  c.  3  Ban  &  Ard.  1 ;  Foye  v,  Nichols,  22  O.  G.  2240 ;  s.  c.  13 
Fed.  Rep.  125 ;  Frost  v,  Marcus,  13  Fed.  Rep.  88 ;  Welling  r.  LaBau,  12 
Fed.  Rep.  875 ;  Tibbals  v.  Daby,  11  Fed.  Rep.  903 ;  Ben  &  B.  Manuf. 
Co.  V.  Hollister,  5  Ban  &  Ard.  136  ;  s.  c.  4  Fed.  Rep.  83  ;  Fi-anz  P.  Knit- 
ting M.  Co.  V.  Bickford,  18  O.  G.  734  ;  Plimpton  r.  Winslow,  5  Ban  & 
Ard.  563;  s.  c.  3  Fed.  Rep.  333;  Kimball  v.  Hess,  15  Fed.  Rep.  393; 
Theberath  v.  R.  &  C.  H.  T.  Co.,  5  Ban  &  Ard.  584 ;  3  Fed.  Rep.  151 ;  N. 
y.  C.  P.  Co.  V.  Wilson,  2  Fed.  Rep.  904 ;  Standard  Measuring  M.  Co.  r. 
Teague,  15  Fed.  Rep.  390;  McDonald  v,  Sidenbei^,  18  O.  G.  193;  Fore- 
hand t?.  Porter,  15  Fed.  Rep.  256;  Tyler  v.  Welch,  18  Blatch.  209;  s.  c. 
17  O.  G.  1508;  s.  c.  5  Ban  &  Ard.  11;  s.  c.  5  Fed.  Rep.  636 ;  Roberts  v. 
Schreiber,  18  O.  G.  125  ;  8.  c.  5  Ban  &  Ard.  591 ;  s.  c.  2  Fed.  Rep.  855  ; 
Evory  v.  Candee,  5  Ban  &  Ard,  435  ;  s.  c.  2  Fed.  Rep.  542 ;  Coupe  v. 
Weatherhead,  23  O.  G.  1927 ;  8.  C  16  Fed.  Rep.  673 ;  Williams  v.  Can- 
dee,  18  Blatch.  140 ;  B.  c.  5  Ban  &  Ard.  418 ;  s.  c.  2  Fed.  Rep.  683  ; 
Miller  i?.  Pickering,  16  Fed.  Rep.  540  :  s.  c.  40  Leg.  Int.  182 ;  Woven  W. 
M.  Co.  1?.  Wure  W.  B.  Co.,  5  Ban  &  Ard.  277 ;  s.  c.  1  Fed.  Rep.  222 ; 
Spsieth  V.  Gibson,  23  O.  G.  1732 ;  Stebbins  H.  E.  Manuf,  Co.  r.  Stebbins, 
17  O.  G.  1348 ;  s.  c.  5  Ban  &  Ard.  199  ;  s.  c.  4  Fed.  Rep.  445  ;  Graham 
V.  Gammon,  7  Biss.  490  ;  s.  c.  3  Ban  &  Ard.  7 ;  Albright  v.  Cel.  H.  T. 
Co.,  12  O.  G.  227  ;  8.  0.  2  Ban  &  Ard.  629  ;  Harper  r.  Cooke,  5  Ban  & 
Ard.  50  ;  Evory  v.  Burt,  23  O.  G.  2121 ;  s.  o.  15  Fed.  Rep.  112 ;  Klein  v. 
Park,  13  O.  G.  5  ;  s.  c.  3  Ban  &  Ard.  145  ;  Bullock  Printing  Press  Co.  ». 
Jones,  13  0.  G.  124  ;  s.  c.  3  Ban  &  Ard.  195  ;  Megraw  v.  Carroll,  5  Ban 
&  Ard.  324 ;  Hoe  v.  Cole,  13  0.  G.  500 ;  Searles  v.  Van  Nest,  13  O.  G. 
772 ;  8.  c.  3  Ban  &  Ard.  121 ;  Andrews  r.Eames,  23  O.  G.  1123 ;  s.  c. 
15  Fed.  Rep.  109  ;  Guidet  ».  Brooklin,  13  O.  G.  773  ;  s.  c.  3  Ban  A  Ard. 
291 ;  H.  B.  &  M.  Manuf.  Co.  v.  Sargeant,  14  O.  G.  45  ;  s.  c.  3  Ban  & 
Ard.  263  ;  Hall  v,  Jones,  14  O.  G.  378  ;  s.  c.  3  Ban  &  Ard.  455  ;  Ameri- 
can Manuf.  Co.  v.  Lane,  15  O.  G.  421 ;  s.  c.  14  Blatch.  438 ;  s.  c.  3  Ban 
&  Ard.  268  ;  De  Florez  v.  Raynolds,  14  Blatch.  505  ;  s.  c.  3  Ban  &  Ard. 
292 ;  Atlantic  G.  P.  Co.  r.  Dittmar  P.  M.  Co.,  17  Blatch.  531 ;  s.  c.  17 
O.  G.  969  ;  8.  c.  5  Ban  &  Ard.  222 ;  s.  c.  1  Fed.  Rep.  328 ;  Johnson  v. 
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Onion,  3  Hughes  290  ;  Onderdonk  v.  Fanning,  5  Ban  &  Ard.  85  ;  s.  c.  4 
Fed.  Rep.  148 ;  Buzzell  v.  O'Connell,  4  Fed.  Rep.  325  ;  Dunbar  v.  Esta- 
brook,  5  Ban  &  Ard.  68 ;  8.  0.  4  Fed.  Rep.  545  ;  Robinson  o.  Sutter,  10 
Biss.  100 ;  B.  c.  19  O.  G.  127 ;  s.  c.  8  Fed.  Rep.  828 ;  Tyler  v.  Crane,  19 
O.  G.  128 ;  s.  c.  7  Fed.  Rep.  775  ;  Bridgeport  Wood  Finishing  Co.  v. 
Hooper,  18  Blatch.  459 ;  s.'  c.  20  O.  G.  156 ;  s.  o.  5  Fed.  Rep.  63 ;  Straw 
S.  M.  Co.  V.  Fames,  18  Blatch.  520  ;  s.  c.  19  0.  G.  359  ;  s.  c.  6  Fed.  Rep. 
181 ;  Wilt  V.  Grier,  19  O.  G.  427  ;  8.  c.  5  Fed.  Rep.  450 ;  Woven  Wire 
Mattress  Co.  v.  Palmer,  5  Ban  &  Ard.  455  ;  8.  c.  5  Fed.  Rep.  812 ;  Fischer 
V.  Hayes,  19  Blatch.  26 ;  8.  c.  20  O.  G.  239  ;  s.  c.  6  Fed.  Rep.  76  ;  Pot- 
ter V.  Stewart,  18  Blatch.  561 ;  8.  c.  19  O.  G.  997  ;  s.  c.  7  Fed.  Rep.  217 ; 
Waring  v.  Johnson,  19  Blatch.  38 ;  s.  c.  19  O.  G.  1068  ;  s.  c.  6  Fed.  Rep. 
500 ;  Putnam  v.  Van  Hofe,  19  Blatch.  63 ;  s.  c.  19  O.  G.  1352 ;  s.  c.  6 
Fed.  Rep.  897  ;  Marks  r.  Fox,  18  Blatch.  502 ;  s.  c.  6  Fed.  Rep.  727  ; 
American  D.  R.  B.  Co.  v.  Sheldon,  17  Blatch.  208  ;  s.  c.  4  Ban  &  Ard. 
551 ;  Hobbs  v.  King,  19  O.  G.  1709  ;  8.  c.  8  Fed.  Rep.  91 ;  Hammerschlai? 
V.  Scamoni,  20  O.  G.  1449  ;  8.  c.  20  O.  G.  75 ;  s.  c.  7  Fed.  Rep.  584  ; 
Colignon  ».  Hayes,  20  O.  G.  447  ;  s.  c.  8  Fed.  Rep.  912 ;  Barber  v.  Hal- 
lett,  20  O.  G.  449 ;  s.  c.  4  Ban  &  Ard.  213 ;  s.  c.  10  Fed.  Rep.  130 ; 
Woven  Wire  Mattress  Co.  v.  Wire  Web  Bed  Co.,  8  Fed.  Rep.  87 ;  Cole  v. 
Moffitt,  8  Fed.  Rep.  152  ;  Cal.  A.  S.  P.  Co.  v.  Ferine,  7  Saw.  190 ;  s.  c.  20 
O.  G.  813  ^  s.  c.  8  Fed.  Rep.  821 ;  Steam  G.  &  L.  Co.  r.  Miller,  20  0.  G. 
889 ;  8.  c.  8  Fed.  Rep.  314 ;  Shannon  v.  Stationery  Co.,  10  Biss.  498  ;  s.  c. 
9  Fed.  Rep.  205 ;  Cox  v.  Ramsdell,  4  Ban  &  Ard.  326 ;  McKesson  v, 
Camrick,  9  Fed.  Rep.  44 ;  Chalmera  S.  P.  N.  Co.  v.  Pierce,  9  Fed.  Rep. 
152 ;  MacDonald  r.  Sbepard,  4  Ban  &  Ard.  343  ;  Macdonald  v.  Sidenberg, 
4  Ban  &  Ard.  586 ;  White  v.  Heath,  22  O.  G.  500 ;  8.  c.  10  Fed.  Rep. 
291 ;  Star  Salt  Castor  Co.  o.  Alden,  10  Fed.  Rep.  555 ;  Strobridge  o.  Lan^ 
ders,  21  O.  G.  1027  ;  8.  c.  11  Fed.  Rep.  880  ;  American  Bell  Tel.  Co.  r. 
Dolbear,  23  0.  G.  535  ;  s.  c.  15  Fed.  Rep.  448;  Brett  p.  Quintard,  10  Fed. 
Rep.  741;  Ward  ©.Grand  Detour  Plow  Co.,  14  Fed.  Rep.  696;  Union 
Stone  Co.  v.  Allen,  14  Fed.  Rep.  353 ;  Wallicks  v.  Cantrell,  21  O.  G. 
1878 :  8.  C.  12  Fed.  Rep.  790 ;  Loud  v.  Stone,  11  Fed.  Rep.  721 ;  Gott- 
fried V.  Crescent  B.  Co.,  22  O.  G.  1447 ;  s.  c.  13  Fed.  Rep.  479  ;  Weeks 
V.  Buffalo  Scale  Co.,  11  Fed.  Rep.  901 ;  Brainard  r.  Cramme,  22  0.  G. 
769  ;  8.  c.  12  Fed.  Rep.  621 ;  Barker  v.  Todd,  22  0.  G.  1448 ;  8.  c.  13 
Fed.  Rep.  473  ;  Myers  v.  Duker,  1  Ban  &  Ard.  535  ;  Gold  &  S.  T.  Co.  v. 
Wiley,  17  Fed.  Rep.  234 ;  Wallace  v.  Noyes,  23  O.  G.  435  ;  s.  c.  13  Fed. 
Rep.  172  ;  United  Nickel  Co.  v.  Melchior,  17  Fed.  Rep.  340  ;  Schillinger  v. 
Greenway  Brewing  Co.,  24  O.  G.  495 ;  8.  c,  17  Fed.  Rep.  744  ;  Brett  v, 
Quintard,  17  Fed.  Rep.  529 ;  Dunham  v.  Kimball,  17  Fed.  Rep.  810. 

If  a  device  operates  in  substantially  the  same  way  as  the  device  in  the 
patentee's  invention  it  is  an  infringement,  although  it  was  not  known  or 
in  use  at  the  date  of  that  invention.  Potter  v,  Stewart,  18  Blatch.  561 ; 
s.  c.  19  O.  G.  997  ;  8.  c.  7  Fed.  Rep.  215. 

The  inventor  usually  sets  forth  what  he  conceives  to  be  the  best  form 
or  mode  under  which  his  machine  may  be  used  to  produce  the  required 
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result.  Iq  order  to  ascertain  the  true  nature  and  value  of  his  invention, 
the  substance  and  principle  of  it  must  be  separated  from  its  accidents ;  its 
essence  from  its  modes.  A  mere  change  in  the  latter  while  the  former 
are  retained  will  not  acquit  the  party  making  it  from  the  charge  or  guilt 
of  pirating  the  invention.    Blanchard  v.  Beeves,  1  Fish.  103. 

When  the  patent  prescribes  a  use  of  water  to  a  certain  extent,  and  the 
effect  can  be  produced  by  using  less,  he  is  an  InfHnger  who  produces  the 
result  contemplated  by  the  patentee  by  such  use  only  of  the  described 
means  as  is  essential  to  that  end.    Roberts  v,  Boter,  5  Fish.  295. 

It  is  essential  to  the  validity  of  a  patent  for  a  process  to  show  how  it 
may  be  adapted  to  practical  use.  In  showing  this  the  inventor  may 
describe  mechanical  means  of  applying,  or  peculiarly  shaped  vessels  for 
containiug,  any  of  the  ingredients  used  in  his  process  or  art.  But  they 
constitute  no  part  of  his  invention.  Another  person  may  discover  new 
and  useful  means  of  applying  or  using  the  inventor's  process,  and  be 
entitled  to  a  patent  for  that  improvement  without  the  right  to  use  the 
process.    Piper  v.  Brown,  4  Fish.  175 ;  s.  c.  1  Holmes  20;  91  U.  S.  37. 

A  patent  for  a  device  can  not  be  avoided  by  dividing  it  into  two  parts 
which,  when  combined,  produce  the  same  result  in  substantially  the  same 
way.  Wheeler  v.  Clipper  Co.,  6  Fish.  1 ;  8.  c.  10  Blatch.  181 ;  2  O.  G. 
442;  Strobridge  v.  Lindsay,  19  0.  6.  1285 ;  s.  c.  6  Fed.  Bep.  510. 

If  the  invention  consists  in  the  discovery  of  a  principle  in  science  which 
is  made  practically  useful  by  the  patented  process,  any  one  who  adopts 
that  principle  to  an  available  or  practical  extent  so  far  invades  the  ex- 
clusive right  of  the  patentee.  If  he  adopts  the  patentee's  invention  in 
part  only,  and  uses  an  agency  in  his  process  which  is  not  a  part  of  the 
patentee's  invention,  he  is  an  infringer.  Tilghman  o.  Werk,  2  Fish.  229 ; 
8.  c.  1  Bond  511. 

Although  there  may  be  two  things  which  differ  from  the  patent  in  some- 
thing beyond  mechanical  equivalents  or  form  or  proportion,  and  therefore 
are  not  to  1i)e  treated  as  violations ;  yet  if  there  is  a  third  thing  introduced 
in  the  defendant's  machine  which  is  covered  by  the  patent,  the  party  is 
liable  for  that  third,  although  not  for  the  other  two.  Colt  v,  Mass.  Arms 
Co.,  1  Fish.  108. 

A  piece  in  a  machine  may  perform  two  fbnctions.  If  all  the  parts  are 
virtually  used,  it  is  no  excuse  to  say  one  part  is  not  nominally  retained, 
but  its  office  is  performed  by  something  else  under  a  different  name. 
Brooks  r.  Norcross,  2  Fish.  661. 

If  the  plan  of  the  defendant's  machine  is  in  substance  and  effect  a 
colorable  evasion  of  the  patentee's  contrivances,  it  is  an  infringement. 
If  the  defendant  takes  the  same  general  plan  and  applies  it  for  the  same 
purpose,  although  he  may  have  varied  the  mode  of  construction,  it  will 
be  substantially  and  in  the  eye  of  the  patent  law  the  same  thing.  Seymour 
0.  McCormick,  2  Blatch.  240 ;  s.  c.  16  How.  480 ;  Foss  ».  Herbert,  2  Fish. 
31 ;  8.  c.  1  Biss.  121 ;  Johnson  c.  McCullough,  4  Fish.  170 ;  Lee  o.  Blandy, 
2  Fish.  89 ;  s.  c.  1  Bond  361 ;  Pitts  v.  Wemple,  2  Fish.  10 ;  8.  c.  1  Biss. 
87  ;  Blandy  r.  Griffith,  3  Fish.  609 ;  Gallahue  r.  Butterfield,  6  Fish.  203 ; 
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8.  c.  10  Blatch.  232 ;  2  O.  6.  645  ;  Odiome  o.  Denney,  13  O.  G.  965  ;  s.  c. 
3  Ban  &  Ard.  287. 

Although  a  patentee  is  entitled  only  to  his  own  particular  improve- 
ment, yet  if  the  defendant  takes  the  principal  thini;  and  merely  changes 
the  forms  of  the  minor  parts  hy  using  well-known  equivalents,  he  in- 
fringes the  patent.  Singer  Manuf.  Co.  v,  Henry  Stewart  Manuf.  Co.,  20 
O.  G.  524 ;  s.  c.  8  Eed.  Rep.  920. 

If  a  machine  is  so  constructed  as  to  conform  to  the  description  in  the 
patent  except  as  to  one  particular,  but  with  the  design  that  this  effect 
sliall  be  attained  by  the  action  or  wearing  of  the  parts  in  use,  it  is  an  in- 
fringement. American  D.  B.  B.  Co.  v.  Sullivan  Machine  Co.,  14  Blatch. 
119  ;  s.  o.  2  Ban  &  Ard.  522.   . 

If  an  article  is  in  substance  the  same  as  that  described  in  the  patent  it 
is  an  infringement,  although  it  is  employed  for  a  purpose  not  mentioned 
in  the  patent.    Ginn  v,  Weiss,  7  Fed.  Rep.  914. 

The  right  to  make  such  changes  in  an  ingredient  as  it  necessarily  under- 
goes in  any  mere  process  of  manu&cturing  the  composition  is  inseparable 
from  the  right  to  use  the  thing  itself.    Byam  o.  Farr,  1  Curt.  260. 

The  right  to  use  an  article  as  an  ingredient  in  a  composition  is  a  right  to 
use  it  in  the  state  in  which  it  is  ordinarily  bought  and  used.  Byam  v,  Farr, 
1  Curt.  260. 

Where  a  slight  change  is  made  in  a  machine  by  which  a  new  result  is 
brought  about,  the  invention  is  not  extended  beyond  the  change;  but 
where  something  elementary  is  discovered,  and  fairly  constitutes  a  part 
of  the  invention,  no.  other  person  is  permitted  to  use  that  elementary 
part  without  paying  tribute  to  the  patentee.  Cornell  v.  D.  &  B.  Brewing 
Co.,  11  O.  G.  331 ;  8.  c.  7  Biss.  346 ;  s«  o.  2  Ban  &  Ard.  514. 

If  a  claim  embraces  only  the  entire  and  complete  mode  described,  the 
use  of  only  a  part  of  the  mode  is  not  an  infringement.  Byam  v,  Farr,  1 
C^t.  260. 

When  the  invention  embraces  the  entire  machine,  any  person  is  an  in- 
fringer who,  without  license,  makes  or  uses  any  portion  of  the  nmchine. 
Under  such  a  patent  the  patentee  holds  the  exclusive  right  to  make  and 
use,  and  vend  to  others  to  be  used,  the  entire  machine ;  and  if  another, 
without  license,  makes,  uses  or  vends  any  portion  of  it,  he  invades  the 
rights  of  the  patentee.  Union  Sugar  Refinery  v.  Mathiessen,  2  Fish.  600 ; 
8.  c.  3  Clifl.  639 ;  Mabie  v.  Haskell,  2  Cliff.  507 ;  Moody  v.  Fiske,  2  Mason 
112;  8.  C.  1  Robb  312. 

When  a  device  is  capable  of  being  used  in  another  mode,  and  all  its 
benefits  axe^  fully  secured  if  it  is  so  used,  a  change  in  the  mode  will  be 
deemed  an  infringement.  Union  Paper  Bag  Co.  o.  2^ixon,  9  O.  G.  691 ; 
8.  c.  1  Flippin  491 ;  8.  o.  2  Ban  &  Ard.  244. 

Mere  contriv^ices  to  produce  power,  such  as  any  mechanic  can  supply, 
are  no  part  of  the  invention.  Blanchard^s  Factory  o.  Warner,  1  Blatch. 
258. 

The  fact  that  another  may  dispense  with  a  part  of  the  machine  described 
by  the  patentee,  and  use  the  invention,  will  not  give  him  a  right  to  use 
that  invention.    Ely  v.  Monson  Manuf.  Co.,  4  Fish.  64. 
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In  a  certain  sense  nearly  all  new  machines  are  but  combinations  of  old 
devices,  that  is  to  say,  they  do  or  may  combine  frames,  bolts,  screws,  nuts, 
rods,  pulleys,  cranks,  wheels,  levers,  pins,  nails  and  boards,  and,  as 
the  case  may  be,  various  other  and  more  complicated  devices,  none  of 
which,  regarded  singly  or  separately,  are  new,  and  yet  the  machine  formed 
by  the  combination  is  new  as  a  structure,  new  in  its  operation,  and  new  in 
the  effect  produced.  The  patent  in  such  case  is  not  for  a  mere  combina- 
tion, and  another  machine,  having  the  like  construction,  operation  and 
effect,  in  all  that  constitutes  the  principle  of  the  machine  and  the  efficient 
means  of  its  operation,  is  an  infringement  of  the  patent,  notwithstanding 
it  may  be  moved  by  a  less  number  of  wheels,  or  be  held  together  by  a  less 
number  of  clamps,  screws,  nails,  bolts,  or  keys,  and  notwithstanding  drum 
and  pulley  may  be  substituted  for  cog-wheels,  or  other  gear  or  bolts  for 
screws  or  nuts,  or  like  changes  be  made  in  other  devices  employed  to  con^ 
struct  the  machine.  Waterbury  Brass  Co.  v.  Miller,  5  Fish.  48 ;  s.  c. 
9  Blatch.  77. 

If  two  patents  conflict,  the  more  recent  must  give  way  to  the  elder,  be- 
cause Uie  one  who  patents  an  invention  flrst  is  entitled  to  the  protection 
of  the  principle  in  it  over  everybody  else  who  patents  it  afterwards.  Colt 
V.  Mass.  Arms  Co.,  1  Fish.  108 ;  Westlake  r.  Cartter,  6  Fish.  519 ;  s.  c. 
4  O.  G.  636. 

If  there  is  more  than  one  claim  in  a  patent,  it  is  not  necessary  to  prove 
that  the  defendant  has  infringed  all  the  claims,  but  it  is  sufficient  if  any 
one  of  such  claims  has  been  infringed.  Singer  r.  Walmsley,  1  Fish.  558; 
McComb  r.  Brodie,  5  Fish.  384 ;  s.  c.  1  Woods  153 ;  2  O.  G.  117 ;  Wyeth 
V.  Stone,  1  Story  273 ;  s.O.  2  Robb  23  ;  Cookr.  Ernest,  5  Fish.  396 ;  s.  c. 
1  Woods  195  ;  2  O.  G.  89 ;  Morris  v.  Barrett,  1  Fish.  461 ;  s.  c.  1  Bond 
254;  Fosfl  v.  Herbert,  2  Fish.  31 ;  s.  c.  1  Biss.  121;  Pitts  v.  Wliitman,  2 
Story  609 ;  s.  c.  2  Robb  189 ;  Moody  v.  Fiske,  2  Mason  112;  s.  c.  1  Bobb 
312 ;  Colt  V.  Mass.  Arms  Co.,  1  Fish.  108;  Pitts  v.  Wemple,  2  Fish.  10 ; 
S.  C.  1  Biss.  87 ;  Proctor  v.  Brill,  4  Fed.  Rep.  415. 

If  the  addition  of  a  part  is  nothing  more  than  any  practical  mechanic  or 
operator  could  supply  as  soon  as  any  difficulty  is  discovered,  the  manufac- 
ture and  sale  of  the  original  machine  is  an  infringement,  although  it  would 
not  operate  under  some  circumstances  without  such  part.  Marsh  v,  Sey- 
mour, 97  U.  S.  348 ;  s.  c.  13  O.  G.  723 ;  s.  c.  2  O.  G.  675 ;  s.  C.  6  Fish. 
115 ;  s.  c.  9  Phila.  380. 

An  improvement  will  not  justify  the  use  of  the  prior  patent  without  the 
consent  of  the  first  patentee.  O'Reilly  v,  Morse,  15  How.  62;  Alden  v. 
Dewey,  1  Story  336 ;  s.  c.  2  Robb  17 ;  Gray  v.  James,  1  Pejt.  C.  C.  394 ; 
s.  c.  1  Robb  120 ;  Haysr.  Sulsor,  1  Fish.  533 ;  p.  c.  1  Bond  279 ;  Johnson 
V,  Root,  1  Fish.  351 ;  Howe  v.  Morton,  1  Fish.  586;  Forbes  v,  Barstow 
Stove  Co.,  2  Cliff.  379  ;  Foss  v.  Herbert,  2  Fish.  31 ;  s.  o.  1  Biss.  121 ; 
Tilghman  v,  Werk,  2  Fish.  229  ;  s.  c.  1  Bond  511 ;  Pitts  v.  Edmonds,  2 
Fish.  52;  s.  c.  1  Biss.  168;  Imlay  v.  Railroad  Co.,  1  Fish.  340;  s.  c.  4 
Blatch.  227 ;  Carr  v.  Rice,  1  Fish.  198  ;  Woodworth  v.  Rogers,  3  W.  &  M. 
135  ;  s.  c.  2  Robb  625  ;  Conover  r.  RQach,  4  Fish.  12;  Foster  v.  Moore, 


§  4919]  WHEN   AN   INFRINGEMENT.  297 

I  Curt.  279 ;  Blake  r.  Staflford,  3  Fish.  294 ;  s.  c.  6  Blatch.  195  ;  Brooks 
p.  Bicknell,  4  McLean  70 ;  Middletown  Co.  v.  Judd,  3  Fish.  141 ;  Pitts  v. 
Wemple,  6  McLean  558  ;  Goodyear  v.  Berry,  3  Fish.  439 ;  s.  c.  2  Bond 
189 ;  Goodyear  o.  Muller,  3  Fish.  420 ;  Colt  v.  Mass.  Arms  Co.,  1  Fish. 
108 ;  Goodyear  Dental  Co.  v.  Evans,  3  Fish.  390 ;  s.  c.  6  Blatch.  121 ; 
Washburn  v.  Gould,  3  Story  122 ;  s.  c.  2  Robb  206 ;  Winans  v.  N.  Y.  & 
Harlem  R.  R.  Co.,  4  Fish.  1 ;  Whipple  v.  Baldwin  Manuf.  Co.,  4  Fish.  29 ; 
Cook  V.  Howard,  4  Fish.  269 ;  Whipple  v.  Middlesex  Co.,  4  Fish.  41 ;  Cow- 
ing V,  Rumsey,  4  Fish.  275  ;  B.  c.  8  Blatch.  36 ;  Conover  v.  Rapp,  4  Fish. 
57 ;  Eickenmeyer  Machine  Co.  v.  Fearce,  6  Fish.  219 ;  s.  c.  10  Blatch.  203 ; 

3  O.  G.  150  ;  Chicago  Fruit  House  Co.  v.  Busch,  4  Fish.  395 ;  s.  c.  2  Bise. 
472  ;  Fales  v.  Wentworth,  5  Fish.  302 ;  s.  c.  1  Holmes  96 ;  2  0.  G.  58 ; 
Burrall  v,  Jewett,  2  Paige  134 ;  Jenkins  o.  Walker,  5  Fish.  347  ;  s.  c.  1 
Holmes  120  ;  1  O.  G.  359 ;  Johnson  v.  Linen  Co.,  33  Conn.  436 ;  American 
Pavement  Co.  ».  Elizabeth,  6  Fish.  424;  s.  c.  3  O.  G.  522;  Waterbury 
Brass  Co.  r.  Miller,  5  Fish.  48  ;  s.  c.  9  Blatch.  77  ;  Wells  v.  Gill,  6  Fish. 
574 ;  s.  o.  4  O.  G.  669 ;  Westinghouse  v.  G.  &  R.  Brake  Co,  9  O.  G.  538 ; 
s.  c.  2  Ban  &  Ard.  55 ;  Hartshorn  v,  Shorey,  9  O.  G.  595 ;  s.  c.  2  Ban  & 
Ard.  233 ;  Morse  v.  Bain,  9  West  L.J.  106;  Blake  v.  Robertson,  94  XJ.  S. 
728 ;  s.  C.  11  O.  G.  877 ;  s.  C.  6  O.  G.  297  ;  s.  c.  11  Blatch.  237 ;  8.  c.  6 
Fish.  509 ;  Kittle  v.  Frost,  5  Fish.  213 ;  s.  c.  9  Blatch.  214 ;  Pearl  v.  Ocean 
Mills,  11  O.  G.  2 ;  B.  o.  2  Ban  &  Ard.  469 ;  Murphy  v,  Kissling,  1  Holmes 
432 ;  8.  c.  7  O.  G.  302  ;  B.  c.  1  Ban  &  Ard.  534 ;  Arkell  v.  Paper  Bag  Co., 
7  Blatch.  475  ;  Bachelder  v.  Moulton,  6  Fish.  488 ;  s.  c.  11  Blatch.  303  ; 

4  O.  G.  501 ;  Turrell  r.  Spaeth,  14  O.  G.  377 ;  s.  c.  3  Ban  &  Ard.  458  ; 
Hower  v.  McNeal,  15  Blatch.  103 ;  s.  c.  15  0.  G.  608 ;  s.  c.  3  Ban  &  Ard. 
376 ;  United  Nickel  Co.  v.  Harris,  15  Blatch.  319 ;  s.  c.  17  O.  G.  325  ;  8.  c. 
3  Ban  &  Ard.  637 ;  Strobridge  v.  Lindsay,  18  O.  G.  62 ;  s.  c.  5  Ban  & 
Ard.  411 ;  s,  c.  2  Fed.  Rep.  692  ;  American  D.  R.  B.  Co.  v.  Sheldon,  17 
Blatch.  208  ;  s.  c.  4  Ban  &  Ard.  551 ;  Cervallis  F.  Co.  r.  Curran,  8  Fed. 
Rep.  150 ;  s.  c.  13  C.  L.  N.  399 ;  Searls  v.  Worden,  21  O.  G.  1955 ;  8.  c. 

II  Fed.  Rep.  501 ;  Cross  v.  Mackinnon,  22  O.  G.  586 ;  s.  c.  11  Fed.  Rep. 
601. 

If  the  modification  is  merely  an  improvement,  it  is  an  infringement ;  if 
it  displaces  and  supersedes  the  patented  invention,  it  is  not.  Whipple  v. 
Middlesex  Co.,  4  Fish.  41. 

If  a  patent  is  granted  for  an  improvement  upon  an  invention  covered 
by  a  prior  jmtent,  such  improvement  can  not  be  used  if  by  its  use  the 
prior  patent  is  infringed.  Waterbury  Brass  Co.  ©.  N.  Y.  Brass  Co.,  3  Fish. 
43  ;  Jackson  v.  Allen,  120  Mass.  64. 

The  original  patentee  can  not  use  an  improvement  upon  his  patent  with- 
out a  license  from  the  inventor.  Pitts  v.Wemple,  6  McLean  558 ;  Conover 
V.  Roach,  4  Fish.  12 ;  Whipple  v.  Baldwin  Manuf.  Co.,  4  Fish.  29 ;  Tucker  v. 
Spaulding,  13  Wall.  453 ;  8.  c.  1  O.  G.  144 ;  s.  c.  5  Fish.  297 ;  8.  c.  1  Deady 
649;  Reutgen  v.  Kanowrs,  1  Wash.  C.  C.  168 ;  s.  c.  1  Robb  1. 

If  two  patentees  who  own  two  patents  of  which  one  is  an  improvement 
on  the  other  enter  into  an  agreement  that  one  shall  manufacture  the 
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article  of  one  material  and  the  other  of  another  material,  one  may  treat 
the  other  as  an  infringer  if  he  violates  the  agreement.  Star  S.  C.  Co.  o. 
Crossman,  4  Cliff.  568 ;  s.  c.  3  Ban  &  Ard.  281. 

If  a  patentee  takes  out  a  patent  for  a  machine  and  afterwards  within 
two  years  lakes  out  a  patent  for  the  product,  a  person  can  not  use  the 
machine  to  make  the  product  after  the  expiration  of  the  patent  on  the 
macliine,  although  the  machine  can  only  be  used  to  make  the  product. 
McKay  v.  Dibert,  19  O.  G.  1351 ;  s.  c.  5  Fed.  Eep.  587 ;  McKay  v.  Mc- 
Knlght.  5  Fed.  Rep.  593. 

When  no  Infringement. 

If  the  defendant's  invention  is  a  substitution  for  the  original  invention, 
then  it  is  not  substantially  the  same.    Johnson  o.  Root,  1  Fish.  351. 

If  the  patent  is  for  an  old  instrument  used  to  accomplish  a  new  result, 
there  is  no  infringement  unless  the  defendant  uses  substantially  the  same 
instrument  in  substantially  the  same  manner  as  that  set  forth  in  the  patent. 
Johnson  v.  Root,  1  Fish.  351. 

When  a  patentee  covers  with  his  patent  the  material  of  which  a  part  of 
his  machine  is  composed,  he  enturely  endangers  his  right  to  prosecute 
when  a  different  and  inferior  material  is  employed,  and  especially  one 
which  he  himself,  after  repeated  experiments,  had  rejected.  Aiken  v.  Bemis, 
3  W.  &  M.  348  ;  8.  G.  2  Robb  644. 

If  a  person  of  competent  skUl  could  not,  from  the  description  given  by 
the  patentee,  make  a  machine  like  the  defendant's,  then  there  is  no  in- 
fringement. If  he  could  not  make  one  substantially  like  the  defendant's, 
it  would  follow  either  that  the  thing  patented  could  not,  from  the  descrip- 
tion given  by  the  patentee,  be  made  by  a  person  of  competent  skill,  or  that, 
when  made,  it  would  be  substantially  different  from  the  defendant's.  This, 
however,  merely  involves  the  question  of  substantial  identity.  Many  0. 
Sizer,  1  Fish.  17 ;  Schneider  v.  Lovell,  22  O.  G.  499 ;  s.  c.  10  Fed.  Rep.  66C. 

If  the  devices  used  by  the  defendant  are  old,  there  is  no  infringement, 
although  they  are  equivalents  for  the  patentee's  devices.  Dennis  v.  Cross, 
a  Fish.  138 ;  8.  c.  3  Biss.  389. 

That  is  a  substantial  identity  which  comprehends  the  application  of  the 
principle  of  the  invention.  If  a  party  adopts  a  different  mode  of  carrying 
the  same  principle  into  effect,  and  the  principle  admits  a  variety  of  forms, 
there  is  an  identity  of  principle,  although  not  an  identity  of  mode.  Page 
V.  Ferry,  1  Fish.  298. 

If  no  part  of  the  patent  which  is  valid  has  been  used  by  the  defendant, 
he  can  not  be  made  an  infringer  by  an  argument  which  mingles  the  valid 
and  invalid  parts  and  calls  it  a  unit,  and  then  claims  that  the  defendant  is 
an  infringer  because  he  has  used  one  part  of  this  unit,  although  it  was  a 
part  as  to  which  the  patent  is  void.    Jones  v.  Morehead,  1  Wall.  155. 

After  a  patent  has  been  obtained  for  a  particular  thing  by  one  person, 
another  person,  without  appropriating  that  patent,  may  invent  a  new 
mode  of  accomplishing  the  same  or  a  similar  object,  and  the  latter  will 
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be  entitled  to  a  patent  for  his  discovery.    He  must,  however,  invent 

something  material  and  new  that  is  essential  to  the  subject-matter  of  the 

invention.    If  he  introduces  a  new  element  or  principle  iuto  the  subject- 

!.  matter  of  the  invention,  there  is  no  infringement.    Pitts  v,  Wemple,  2 

h^  Fish.  10 ;  s.  c.  1  Biss.  87. 

-  If  the  state  of  the  art  is  such  that  the  patent  must  be  confined  within 
nan*ow  limits,  an  article  will  not  be  deemed  to  be  an  infringement  unless 
it  possesses  all  the  characteristics  of  the  thing  patented.  Scott  v.  Evans, 
11  Fed,  Rep.  726. 

Where  the  defendant's  device  was  obviously  invented  for  a  purpose  en- 
tirely different  from  that  of  the  patented  machine,  and  was  not  intended 
as  an  evasion  of  the  patent,  the  evidence  of  actual  infringement  should  be 
so  clear  as  to  admit  of  no  other  reasonable  construction.  Nat'l  C.  B.  S. 
Co.  V.  Detroit  L.  &  N.  B.  B.  Co.,  4  Fed.  Rep.  224 ;  8.  c.  13  C.  L.  N.  66. 
If  a  mechanical  element  is  materially  different  in  its  form  and  principle, 
I  and  the  effect  produced  by  it,  from  the  same  as  used  in  the  patented  ma- 

'  chme,  there  is  no  infringement.    Pitts  v,  Wemple,  6  McLean  558. 

!  If  the  invention  claimed  be  itself  but  an  improvement  on  a  known 

machine,  by  a  mere  change  of  form  or  combination  of  parts,  the  patentee 
can  not  treat  another  as  an  infringer  who  has  improved  the  original  ma- 
chine by  use  of  a  different  form  or  combination  performing  the  same 
functions.  The  inventor  of  the  first  improvement  can  not  invoke  the 
^  doctrine  of  equivalents  to  suppress  all  other  improvements  which  are  not 

colorable  invasions  of  the  first.    Burr  v.  Duryee,  2  Fish.  275 ;  8.  c.  1 
,  Wall.  531 ;  McCormick  v.  Talcot,  20  How.  402  ;  8.  c.  6  McLean  539 ; 

I  Union  Sugar  Refinery  v.  Mathiessen,  2  Fish.  600 ;  s.  o.  3  Clifi*.  639  ;  Tay- 

I  lor  0.  Garretson,  5  Fish.  116  ;  s.  c.  9  Blatch.  156 ;  Merriam  v.  Van  Nest, 

'  13  O.  G.  597. 

An  evasion  of  a  patent  which  is  not  an  invasion  of  it  is  damnum  absque 
injuria.  Every  man  has  a  right  to  make  an  improvement  in  a  machine  and 
evade  a  previous  patent,  provided  he  does  not  invade  the  rights  of  the 
patentee.  Burr  v.  Duryee,  2  Fish.  275 ;  s.  c.  1  Wall.  531 ;  Kneass  v. 
Schuylkill  Bank,  4  Wash.  C,  C.  9  ;  s.  c.  1  Robb  303  ;  Toohey  v.  Harding, 
1  Fed.  Rep.  174 ;  8.  c.  1  Hughes  254;  8.  c.  5  Ban  &  Ard.  195. 

An  improvement  in  the  principle  of  a  machine  is  no  invasion  of  tbe 
patentee's  privilege.  Park  o.  Little,  3  Wash.  C.  C.  196 ;  s.  c.  1  Robb  17. 
If  a  party,  by  changes  of  form  or  aiTangement,  introduces  any  new 
principle  or  mechanical  power,  or  a  new  mode  of  operation  producing  a 
new  kind  of  result,  he  does  not  infringe  the  patent.  Many  v,  Sizer,  1 
Fish.  17. 

If  it  has  been  decided  that  an  article  was  not  an  infringement  of  the 
original  patent,  it  can  not  infringe  a  reissue,  for  the  two  must  be  for  the 
same  invention.  Cammeyer  v.  Newton,  16  O.  G.  720 ;  8.  c.  4  Ban  &  Ard. 
139. 

A  party  may  use  devices  made  according  to  the  patent  after  the  expira- 
tion thereof,  although  he  uses  them  in  connection  with  machinery  not 
covered  by  the  patent,  but  made  during  the  term  thereof,  to  be  used  for 
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the  purpose  of  infringing  the  patent.  American  D.  B.  B.  Co.  v.  Suther- 
land F.  M.  Co.,  18  Blatch.  148  ;  s.  c.  5  Ban  &  Ard.  347  ;  8.  c.  2  Fed.  Rep. 
363. 

If  the  defendant's  apparatus  is  different  in  its  mechanical  action,  pro- 
ducing its  results  in  a  different  way  from  the  patentee's,  that  is  a  differ- 
ence in  principle.     Silsby  t7.  Foote,  1  Blatch.  445  ;  s.  c.  14  How.  218. 

If  the  original  structure  was  in  fact  and  in  truth  no  infringement, 
neither  accident  nor  usage  could  make  it  so.  Mind  must  be  associated 
with  matter  in  the  commission  of  the  trespass.  It  is  the  intention  which 
gives  the  guilty  hue  to  the  act.    Page  v.  Ferry,  1  Fish.  298. 

A  difference  in  use  which  is  merely  a  difference  m  extent  is  not  a 
different  use.    Johnson  v.  Linen  Co.,  33  Conn.  436. 

The  patentee  can  not  claim  the  result  or  effect.  He  can  only  claim  the 
mode  which  he  devised  for  attaining  the  result.  Any  one  can  produce  the 
same  result  by  other  and  different  modes,  and  still  not  violate  the 
patentee's  claim.  Besults  are  not  patented,  but  only  means  used  to  pro- 
duce results.  In  order  to  constitute  a  violation,  there  must  be  a  use  of 
the  same  methods  substantially  as  those  adopted  by  the  patentee.  Case 
17.  Brown,  2  Fish.  268 ;  s.  c.  2  Wall.  320  ;  1  Biss.  382 ;  Carver  r.  Hyde, 
16  Pet.  513  ;  Smith  v.  Higgins,  2  Fish.  97  ;  Burr  t?.  Cowperthwait,  4  Blatch. 
163 ;  Evarts  r.  Ford,  6  Fish.  587 ;  s.  c.  5  0.  G.  58 ;  Brooks  v.  Jenkins,  3 
McLean  432 ;  Wheeler  v.  Simpson,  6  O.  G.  435  ;  s.  c.  1  Ban  &  Ard.  420  ; 
FosB  V.  Herbert,  2  Fish.  31 ;  s.  c.  1  Biss.  121 ;  Burden  v.  Corning,  2  Fish. 
477 ;  Lee  v,  Blandy,  2  Fish.  89 ;  s.  c.  1  Bond  361 ;  American  Pin  Co.  r. 
Oakville  Co.,  3  Blatch.  190. 

The  general  object  of  all  rival  inventions  is  the  same,  but  this  does  not 
necessarily  make  all  new  inventions  or  patents  for  a  like  object  an  en- 
croachment on  all  previous  ones.    Smith  v.  Downing,  1  Fish.  64. 

One  machine  or  manufacture  is  not  a  violation  of  another,  within  the 
purview  of  the  patent  law,  unless  it  is  substantially  the  same.  It  need 
not  be  identical,  but  it  must  be  similar  in  the  principle  or  mode  of  oper- 
ation. Ashcroft  r.  B.  &  L.  R.  R.  Co.,  1  Holmes  366 ;  s.  c.  5  O.  G.  725  ; 
Wheeler  t?.  Simpson,  6  O.  G.  435 ;  s.  c.  1  Ban  &  Ard,  420 ;  Monroe  v, 
Dover  Stamping  Co.,  1  Holmes  413 ;  s.  o.  6  O.  G.  685 ;  b.  o.  1  Ban  & 
Ard.  401;  Merrill  v.  Yeomans,  1  Holmes  331 ;  s.  c.  5  O.  G.  267;  11 
O.  G.  970 ;  s.  c.  94  U.  S.  568 ;  s.  c.  1  Ban  &  Ard.  47 ;  U.  8.  Steam  Gauge 
Co.  t7.  Am.  Steam  Gauge  Co.,  1  Holmes  309  ;  s.  c.  5  O.  G.  208  ;  s.  c.  1 
Ban  &  Ard.  30 ;  Canimeyer  v.  Newton,  12  Blatch.  122 ;  s.  c.  5  O.  G. 
753 ;  11  0.  G.  287 ;  s.  c.  94  U.  S,  225  ;  s.  c.  1  Ban  &  Ard.  294 ;  Sweet- 
ster  V.  Helms,  10  0.  G.  4;  s.  c.  2  Ban  &  Ard.  263 ;  Mann  v.  Bayliss,  10 
O.  G.  113,  789  ;  Smith  v.  Downing,  1  Fish.  64;  Alden  t?.  Dewey,  1  Story 
336 ;  s.  c.  2  Robb  17 ;  Forsyth  v.  Clapp,  6  Fish.  528 ;  B.  c.  1  Holmes  278 ; 
4  O.  G.  527 ;  Potter  ».  Thayer,  6  Fish.  603  ;  B.  o.  1  Holmes  293 ;  5  0.  G. 
32;  Dalton  v.  Jennings,  93  U.  S.  271 ;  8.  c.  12  Blatch.  96;  5  O.  G.  15; 
11  O.  G.  11 ;  s.  c.  1  Ban  &  Ard.  256  ;  Page  v.  Ferry,  1  Fish.  298 ;  West 
V.  Silver  Wire  Skirt,  3  Fish.  306 ;  s.  c.  5  Blatch.  477 ;  Kirby  r.  Dodge 
Manuf.  Co.,  6  Fish.  156 ;  s.  c.  10  Blatch.  307  ;  3  0.  G.  181 ;  Lake  ». 
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Fitzgerald,  6  Fish.  420 ;  Meissner  v.  Devoe  Manuf.  Co.,  5  Fish.  285 ;  s.  c. 
9  Blatch.  363 ;  2  O.  G.  545  ;  Doubleday  v.  Bracheo,  2  Fish.  560 ;  Dyson 
V.  Danforth,  4  Fish.  133  ;  Dibble  v.  Augur,  7  Blatch.  86 ;  Dibble  v.  Sibbley, 
7  Blatch.  209 ;  Hules  v.  Van  Wormer,  7  Blatch.  443  ;  Bliss  v.  Haight,  3 
Fish.  621 ;  s.  c.  7  Blatch.  7 ;  Hudson  v.  Draper,  4  Fish.  256 ;  s.  c.  4  Cliff. 
178 ;  Crosby  v.  Lapouraille,  Taney  374 ;  Price  v.  Kelley,  11  0.  G.  639  ; 
s.  o.  2  Ban  &  Ard.  534 ;  Florence  Manuf.  Co.  v.  Boston  D.  Co.,  1  Holmes 
415  ;  s.  c.  6  O.  G.  728 ;  s.  c.  1  Ban  &  Ard.  396 ;  Jones  v.  Merrill,  8  O.  G. 
401 ;  Trader  v.  Messmore,  7  O.  G.  385 ;  s.  c.  1  Ban  &  Ard.  639  ;  Tufts 
V.  Machine  Co.,  1  Holmes  459 ;  s.  c.  8  0.  G.  239 ;  s.  C  1  Ban  &  Ard. 
633 ;  Goodyear  D.  Y.  Co.  v.  Flagg,  9  O.  G.  153 ;  Ashcroft  v.  Hollings,  11 
O.  G.  879;  Scalfe  v.  Fulton,  9  O.  G.  1164;  8.  c.  2  Ban  &  Ard.  235 ; 
Estabrook  v.  Dunbar,  10  O.  G.  909 ;  s.  c.  2  Ban  &  Ard.  427 ;  Smith  v. 
Clark,  3  Am.  L.  J.  155  ;  Delong  v.  Bickford,  13  Fed.  Rep.  32 ;  Walters 
9.  Crandal,  22  O.  G.  261 ;  8.  o.  11  Fed.  Rep.  868 ;  Andrews  v.  Long,  12 
Fed.  Rep.  871  ;  Bridge  o.  Excelsior  Manuf.  Co.,  105  U.  S.  618 ;  b.  c.  21 
O.  G.  1955 ;  White  v.  Noyes,  18  O.  G.  857 ;  s.  c.  2  Fed.  Rep.  782 ; 
Fletcher  o.  Selden,  16  Blatch.  468 ;  s.  c.  4  Ban  &  Ard.  394;  Zane  v.  Soffe, 

5  Ban  &  Ard.  284 ;  8.  c.  2  Fed.  Rep.  229 ;  Williams  9.  Barker,  18  O.  G. 
243 ;  5  Ban  &  Ard.  453 ;  s.  c.  2  Fed.  Rep.  649 ;  Clarke  v,  Johnson, 
17  O.  G.  1401 ;  s.  o.  16  Blatch.  495 ;  Van  Marter  r.  Miller,  15  Blatch. 
562;  8.  c.  2  Ban  &  Ard.  124;  Whitnum  v.  Seaman,  17  O.  G.  626; 
Manny  v.  Ogler,  16  Fed.  Rep.  658 ;  Covell  v.  Pratt,  18  Blatch.  126 ; 
s.  c.  18  O.  G.  301 ;  8.  C.  5  Ban  &  Ard.  380 ;  s.  c.  2  Fed.  Rep.  359 ; 
Thatcher  Heating  Co.  v.  Spear,  17  O.  G.  623 ;  s.  c.  5  Ban  &  Ard.  88 ; 
Warth  V.  Brownung,  17  O.  G.  624 ;  s.  c.  5  Ban  &  Ard.  341 ;  Hicks  v. 
Moller,  16  O.  G.  805 ;  s.  c.  4  Ban  &  Ard.  434 ;  Bridge  v.  Excelsior  Manuf. 
Co.,  17  O.  G.  259 ;  Fletcher  v.  Selden,  16  Blatch.  468 ;  s.  c.  4  Ban  &  Ard. 
394 ;  Miller  v.  Smith,  16  O.  G.  313 ;  8.  c.  4  Ban  &  Ard.  314 ;  Metro- 
politan W.  M.  Co.  V.  St.  Louis  W.  G.  Co.,  12  O.  G.  940 ;  National 
Car  B.  8.  Co.  r.  Boston  A.  R.  Co.,  23  O.  G.  1034 ;  s.  c.  15  Fed.  Rep. 
462;  Yaengling  o.  Johnson,  1  Hughes  607;  s.  c.  3  Ban  &  Ard.  99; 
Werner  ».  King,  96  U.  S.  218;  s.  c.  13  0.  G.  176;  Goodyear  D.  V. 
Co.  V.  Davis,  12  O.  G.  560  ;  Joyce  v.  Chillicothe  Foundry,  15  0.  G.  260 ; 
Brown  v.  Rubber  Step  Manuf.  Co.,  13  O.  G.  369 ;  s.  c.  3  Ban  &  Ard. 
232;  Yale  Lock  Manuf.  Co.  v.  Scoville  Manuf.  Co.,  15  Fed.  Rep. 
342 ;  Ashcroft  ©.  Boston  &  L.  R.  R.  Co.,  97  U.  S.  189 ;  s.  c.  13  O.  G. 
865 ;  8.  c.  5  O.  G.  725 ;  s.  c.  1  Holmes  366 ;  8.  c.  f  Ban  &  Ard.  215 ; 
Moore  v,  Ludlow,  14  O.  G.  1 ;  Babcock  v.  Judd,  15  Fed.  Rep.  160 ;  Schu- 
macher r.  Cornell,  96  U.  S.  549  ;  Duff  v.  Sterling  Pump  Co.,  23  O.  G. 
1622 ;  Clough  v.  G.  &  B.  Manuf.  Co.,  15  O.  G.  1009 ;  s.  c.  22  O.  G. 
2241 ;  s.  c.  3  Ban  &  Ard.  523 ;  Broadnax  v.  Cent.  S.  Y.  &  T.  Co.,  5  Ban 

6  Ard.  609  ;  s.  c.  4  Fed.  Rep.  214 ;  Hoffheins  v.  Russell,  23  O.  G.  2030 ; 
Clarke  v.  Johnson,  18  Blatch.  450  ;  8.  o.  18  O.  G.  1276 ;  8.  c.  4  Fed.  Rep. 
437  ;  Sharp  r.  Reissner,  23  O.  G.  1530  ;  s.  c.  15  Fed.  Rep.  919  ;  Whitnum 
V.  Seaman,  5  Ban  &  Ard.  95  ;  s.  c.  4  Fed.  Rep.  436  ;  Stebbins  H.  E.  M. 
Co.  V.  Stebbins,  17  O.  G.  1348  ;  s.  c.  5  Ban  &  Ard.  199 ;  8.  0. 4  Fed.  Rep. 
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445 ;  Parsons  v.  Colgate,  24  O.  G.  203 ;  s.  c.  15  Fed.  Kep.  600 ;  Matthews 
V,  Schoenberger,  18  Biatch.  357  ;  s.  c.  18  O.  G.  1464 ;  s.  o.  4  Fed.  Rep. 
634 ;  Pentlarge  v.  N.  Y.  Bung  &  B.  Co.,  5  Ban  So  Ard.  594 ;  Knox  v.  Gt. 
Western  Q.  Mining  Co.,  6  Saw.  430 ;  s.  c.  4  Ban  &  Ard.  25  ;  s.  c.  4  Fed. 
Rep.  809 ;  Tucker  v.  Corbin,  5  Ban  &  Ard.  287 ;  Fletcher  v.  Blake,  19 
O.  G.  221 ;  Novelty  Paper  Box  Co.  v.  Stapler,  5  Fed.  Rep.  919 ;  s.  c. 
38  Leg,  Int.  76 ;  New  York  B.  &  P.  Co.  v.  Sibley,  23  O.  G.  1444 ; 
s.  c.  15  Fed.  Rep.  386 ;  Tucker  v.  Burditt,  5  Ban  &  Ard.  220 ;  s.  c. 
5  Fed.  Rep.  808;  National  Manuf.  Co.  v.  Myers,  15  Fed.  Rep.  238; 
Tucker  v,  Corbin,  5  Fed.  Rep.  810 ;  Matthews  v.  Chambers,  19  O.  G. 
789;  s.   c.   6  Fed.  Rep.  874;  Root  v.  Lamb,    19  O.   G.  937;  s.   c. 

7  Fed.  Rep.  222;  Knapp  v,  Shaw,  23  O.  G.  2236;  s.  c.  15  Fed. 
Rep.  115;  Crompton  v.  Knowles,  7  Fed.  Rep.  204;  Gottfried  ».  C. 
Seip.  B.  Co.,  10  Biss.  368;  s.  c.  8  Fed.  Rep.  322;  Holmes  v. 
Osbom,  7  Fed.  Rep.  671 ;  Woven  Wu-e  Mattress  Co.  v.  Simmons, 
10  Biss.  394;  s.  o.  20  O.  G.  955 ;  8.  c.  7  Fed.  Rep.  723  ;  Consolidated 
S.  V.  Co.  V.  Crosby  S.  &  V.  Co.,  7  Fed.  Rep.  768;  Railway 
Register  Co.  v.  Highland  S.  R.  Co.,  4  Ban  &  Ard.  116;  Clark 
V.  Beecher  Manuf.  Co.,  7  Fed.  Rep.  816;  Palmer  v.  Gatling  Gun 
Co.,  19  Blatch.  392 ;  s.  c.  20  O.  G.  815 ;  8.  c.  8  Fed.  Rep.  513 ; 
Bufldim  V,  Oakland  Manuf.  Co.,  4  Ban  Sc  Ard.  599  ;  Mofiitt  v.  Rogera, 
106  U.  S.  423 ;  s.  c.  23  O.  G.  270  ;  s.  o.  4  Ban  &  Ard.  225 ;  Dodge  v, 
Fearey,  20  O.  G.  1590;  s.  c.  8  Fed.  Rep.  329 ;  Consolidated  S.  V.  Co.  v. 
Kunkle,  23  O.  G.  630 ;  s.  c.  14  Fed.  Rep.  732 ;  Judd  v.  Babcock,  8  Fed. 
Rep.  605 ;  Blatherwick  v.  Carey,  10  Biss.  494 ;  s.  c.  9  Fed.  Rep.  202 ; 
Belong  ».  Bickford,  22  O.  G.  2242 ;  Judd  r.  Babcock,  23  O.  G.  92 ;  Irwin 
».  Metropolitan  T.  &  T.  Co.,  20  0.  G.  1452;  s.  c.  9  Fed.  Rep.  5i7; 
Neacy  v.  Allis,  22  O.  G.  1621 ;  s.  c.  13  Fed.  Rep.  874;  Tucker  ».  Sar- 
gent, 20  0.  G.  1522 ;  s.  c.  19  Blatch.  538  ;  s.  c.  9  Fed.  Rep.  299  ;  Ouder- 
donk  V,  Fanning,  19  Blatch.  363;  s.  c.  9  Fed.  Rep.  106;  New  Process 
Fermentation  Co«  v.  Baltz,  10  Fed.  Rep.  289 ;  8.  C.  39  Leg.  Int.  33 ; 
Morgan  E.  R.  Co.  v,  Pullman,  14  Fed.  Rep.  648;  s.  c.  15  C.  L.  N. 
106;  Newton  v.  Furst  &  B.  Manuf.  Co.,  14  Fed.  Rep.  465;  s.  c.  15. 
C.  L.  N.  113;  Goes  v.  Collins  Co.,  22  O.  G.  417;  s.  c.  9  Fed.  Rep. 
905 ;  Hart  v.  Thayer,  21  O.  G.  791 ;  s.  o.  10  Fed.  Rep.  746 ;  Spill  r. 
Celluloid  Manuf.  Co.,  10  Fed.  Rep.  290 ;  Campbell  o.  Kavanaugh,  11 
Fed.  Rep.  83 ;  Delamater  ».  Woodruff,  11  Fed.  Rep.  414 ;  Ives  r.  Hart- 
ford S.  &  A.  Co.,*l  Fed.  Rep.  510 ;  Backus  W.  M.  Co.  v.  Tuerk,  17 
Fed.  Rep.  350 ;  Schmidt  t?.  Friese,  21  O.  G.  1876 ;  8.  c.  12  Fed.  Rep. 
563 ;  Dodds  t?.  Stoddard,  24  O.  G.  799 ;  Pelham  v.  Demarest,  22  O.  G. 
772;  8.  c.  12  Fed.  Rep.  494;  Cowell  c.  Sessions,  17  Fed.  Rep.  450; 
Crowell  V,  Beardsley,  12  Fed.  Rep.  627  ;  Cal.  A.  S.  P.  Co.  ».  Freeborn, 

8  Saw.  443 ;  Ives  v.  Hartford  S.  &  A.  Co.,  22  O.  G.  1037  ;  Gold  &  S.  T. 
Co.  t>.  Wiley,  17  Fed.  Rep.  234 ;  Eclipse  Windmill  Co.  v.  May,  17  Fed. 
Rep.  344;  McKay  v.  Stowe,  17  Fed.  Rep.  516. 
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Experintent. 

It  was  not  the  intention  of  Congress  to  punish  a  man  who  constructed 
a  machine  merely  for  philosophical  experiments,  or  for  the  purpose  of 
ascertaining  the  sufficiency  of  the  machine  to  produce  the  described  effects. 
Whittemore  v.  Cutter,  1  Gallis.  429  ;  s.  c.  1  Bobb  28 ;  Rumford  Works  v. 
Lauer,  5  Fish.  615  ;  s.  c.  10  Blatch.  122 ;  3  0.  G.  349. 

Although  the  party  may  call  the  manufacture  an  experiment,  yet  if  it 
is  a  matter  of  business,  and  the  article  is  thrown  into  the  market  for  the 
purpose  of  being  sold,  and  is  sold  with  his  other  products,  that  is  such  a 
use  as  will  make  the  party  liable.  Poppenhusen  v«  Gutta  Percha  Comb 
Co.,  2  Fish.  62- 

It  can  hardly  be  necessary  for  a  person  to  experiment  with  the  pat- 
entee's invention,  in  order  to  perfect  his  own,  especially  when  he  is 
already  familiar  with  the  former.  Such  experiments  by  rivals  are  not 
within  that  class  of  experiments  protected  by  law.  Poppenhusen  v. 
Falke,  2  Fish.  181 ;  s.  c.  4  Blatch.  193. 

Combinatloii, 

To  constitute  an  infringement  of  a  combination,  the  whole  combination 
must  be  used,  because  the  patentee  claims  not  the  various  parts,  but  the 
whole  combination  together.  Case  v.  Brown,  2  Wall.  320 ;  s.  c.  2  Fish. 
268  ;  1  Biss.  382  ;  Barrett  v.  Hall,  1  Mason  447 ;  s.  c.  1  Bobb  207 ;  Smith 
».  Downing,  1  Fish.  64 ;  Carr  v.  Rice,  1  Fish.  198  ;  Carr  t>.  Rice,  1  Fish. 
325  ;  s.  c.  4  Blatch.  200 ;  Bell  v.  Daniels,  1  Fish.  372 ;  s.  c.  1  Bond  212 ; 
Latta  V.  Shawk,  1  Fish.  465  ;  s.  c.  1  Bond  259  ;  Singer  v.  Walmsley,  1 
Fish.  558 ;  Lee  o.  Blandy,  2  Fish.  89  ;  8.  c.  1  Bond  361 ;  Bean  v.  Small- 
wood,  2  Story  408  ;  s.  c.  2  Robb  133 ;  Vance  v.  Campbell,  1  Fish.  483 ; 
B.  c.  1  Black  427 ;  Silsby  v.  Foote,  1  Blatch.  445;  s.  c.  14  How.  218; 
Howe  V.  Abbott,  2  Story  190 ;  s.  c.  2  Robb  99 ;  McCormick  v.  Talcott, 
20  How.  402 ;  8.  c.  6  McLean  539 ;  Evans  v.  Eaton,  1  Pet.  C.  C.  322 ;  s.  c.  3 
Wheat.  454 ;  s.  c.  1  Robb  68,  243 ;  Brooks  v.  Bicknell,  4  McLean  70 ;  Brooks 
V.  Jenkins,  3  McLean  432 ;  Parker  r.  Haworth,  4  McLean  370 ;  s.  c.  2  Robb 
725 ;  Foss  o.  Herbert,  2  Fish.  31 ;  s.  c.  1  Biss.  121 ;  Pitts  v,  Wemple,  6 
McLean  558  ;  Hale  v.  Stimpson,  2  Fish.  565  ;  Many  v.  Sizer,  1  Fish.  17  ; 
Dodge  V.  Card,  2  Fish.  116 ;  8.  o.  1  Bond  393 ;  Pitts  t?.  Wemple,  2  Fish. 
10  ;  s.  c.  1  Biss.  87  ;  Crompton  o.  Belknap  Mills,  3  Fish.  536 ;  Fisher  t;. 
Craig,  3  Saw.  69 ;  s.  c.  1  Ban  &  Ard.  365  ;  Haselden  r.  Ogden,  3  Fish. 
378 ;  Washing  Machine  Co.  v.  Tool  Co.,  20  Wall.  342 ;  s.  c.  1  Holmes 
161 ;  Roberts  v.  Harnden,  2  Cliff.  500 ;  Bridge  v.  Brown,  6  Fish.  236 ; 
8.  c.  1  Holmes  205  ;  3  0.  G.  121 ;  Nicholson  Co.  v.  Hatch,  3  Fish.  432 ; 
8.  c.  4  Saw.  692 ;  Brown  v.  Hinkley,  6  Fish.  370 ;  s.  O.  3  0.  G.  384 ; 
Wood  Paper  Co.  v.  Fibre  Co.,  3  Fish.  362 ;  8.  c.  6  Blatch.  27  ;  Cammeyer 
V.  Newton,  12  Blatch.  122 ;  s.  c.  5  0.  G.  753 ;  11  O.  G.  287 ;  s.  c.  94  U. 
S.  225 ;  8.  c.  1  Ban  &  Ard.  294 ;  Blanchard  v,  Putnam,  3  Fish.  186 ; 
8.  c.  8  Wall.  420 ;  2  Bond  84 ;  Dunbar  v.  Myers,  11  O.  G.  35  ;  8.  c.  94 
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TJ.  S.  187  ;  Fuzzard  Manuf.  Co.  v.  Dickinson,  3  Fish.  289 ;  s.  c.  6  Blatch. 
80 ;  Densmore  v.  Schofield,  4  Fish.  148 ;  Heald  v.  Bice,  21  O.  Gr.  1443 ; 
8.  o.  104  U.  S.  737  ;  s.  c.  13  Pac.  L.  R.  33  ;  Rich  v.  Close,  4  Fish.  279 ; 
s.  c.  8  Blatch.  41 ;  Reedy  v.  Scott,  23  Wall.  352 ;  s.  c.  7  O.  G.  463 ;  Cool- 
edge  V.  McCone,  2  Saw.  571 ;  s.  c.  5  O.  G.  458 ;  1  A.  L.  T.  (N.  S.)  214 
s.  c.  1  Ban  Sc  Ard.  78;  Sanford  v.  Merrimac  Hat  Co.,  10  O.  G.  466 
8.  c.  4  Cliff.  404 ;  Eddy  v.  Dennis,  95  U.  S.  560 ;  s.  0.  4  Fish.  423 
Sands  v.  Wardwell,  3  Cliff.  277 ;  Schumacher  v.  Cornell,  96  U.  S.  549 
Craig  V.  Smith,  4  Dillon  349 ;  s.  O.  1  Ban  &  Ard.  556 ;  2  Cent.  L.  J 
256 ;  Pearl  v.  Appleton  Co.,  5  Ban  &  Ard.  553  ;  s.  c.  3  Fed.  Rep.  153 
Faurot  v.  Hawes,  3  Fed.  Rep.  456  ;  Grage  v.  Herring,  23  O.  G.  2119 ;  s.  c. 

14  Blatch.  293 ;  s.  c.  12  O.  G.  753 ;  s.  c.  3  Ban  &  Ard.  55 ;  Water  Meter 
Co.  V.  Desper,  101  U.  S.  332 ;  Wicke  v.  Ortrum,  19  0.  G.  867 ;  Fay  c. 
Preble,  14  Fed.  Rep.  652 ;  s.  o.  15  C.  L.  N.  122  ;  Goss  ».  Cameron,  23 
O.  G.  741 ;  s.  c.  14  Fed.  Rep.  576 ;  Matteson  v.  Caine,  8  Saw.  498. 

If  a  combination  has  three  different  known  parts,  and  the  result  is  pro- 
posed to  be  accomplished  by  the  union  of  all  the  parts  arranged  with 
reference  to  each  other,  the  use  of  two  of  these  parts  only  combined  with 
a  third  which  is  substantially  different  in  the  manner  of  its  arrangement 
and  connection  with  the  others,  is  not  an  infringement.    Brooks  r.  Fiske, 

15  How.  212 ;  Wilcox  v.  Komp,  7  Blatch.  126. 

A  patentee  can  not  repudiate  one  of  the  parts  of  his  combination  after 
another  inventor  has  taught  him  how  to  dispense  with  it.  Hale  v.  Stimp- 
son,  2  Fish.  565  ;  Cooledge  v,  McCone,  2  Saw.  571  ;  s.  c.  5  O.  G.  458  ;  1 
A.  L.  T.  (N.  8.)  214 ;  s.  c.  1  Ban  &  Ard.  78. 

If  a  part  is  not  an  essential  or  material  element  of  the  invention,  a  party 
can  not  evade  the  patent  by  not  using  it,  although  the  patent  is  for  a  com- 
bination. Latta  V.  Shawk,  1  Fish.  465  ;  s.  c.  1  Bond  259;  McWilliams 
Manuf.  Co.  v.  Blundell,  22  0.  G.  177  ;  s.  c.  11  Fed.  Rep.  419. 

If  a  patentee  claims  a  combination  of  certain  elements  or  parts,  none  of 
them  can  be  declared  to  be  immaterial.  The  patentee  makes  them  all 
material  by  the  restricted  form  of  his  claim.  Water  Meter  Co.  v.  Desper, 
101  U.  S.  332. 

A  party  who  uses  all  the  elements  of  a  combination  is  an  in&inger, 
although  he  uses  others  in  addition.  Williams  v.  B.  &  A.  R.  R.  Co.,  16 
0.  G.  906 ;  s.  c.  17  Blatch.  21 ;  s.  c.  4  Ban  &  Ard.  441. 

AVliere  some  parts  of  a  combination  are  new  and  those  parts  are  taken 
and  used  in  the  same  manner  but  with  different  things  from  the  rest  of  the 
combination  patented,  a  part  of  the  patented  invention  is  taken,  although 
the  whole  is  not,  and  it  is  an  infringement  to  that  extent.  Sharp  v.  Tifft, 
17  0.  G.  1282 ;  s.  c.  18  Blatch.  132 ;  s.  c.  5  Ban  &  Ard.  399 ;  s.  c.  2  Fed. 
Rep.  697. 

If  the  invention  consists  not  only  in  the  combination  but  in  the  im« 
provement  of  several  of  the  parts  of  which  that  combination  is  composed, 
the  violation  of  one  of  them  is  an  infringement.  Parker  v.  Ha  worth,  4  Mc- 
Lean 370 ;  8.  c.  2  Robb  722 ;  Pitts  c.  Wemple,  6  McLean  558 ;  Union 
Sugar  Refinery  v.  Matthiessen,  2  Fish.  600 ;  8.  c.  3  Cliff.  639. 
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If  a  part  only  of  a  combination  which  separate  from  the  rest  is  new  and 
patentable*  is  taken,  the  taking  of  that  part  is  an  infringement  pro  tanio. 
Adair  V.  Thayer,  4  Fed.  Rep.  441 ;  s.  o.  17  Blatch.  468 ;  8.  c.  5  Ban  &  Ard. 
118. 

If  a  patentee  combines  parts  that  are  old,  another  may  combine  the 
same  parts  so  long  as  he  does  not  use  the  same  combination.  Pattee  o. 
Moline  Plow  Co.,  22  O.  G.  173 ;  s.  c.  10  Biss.  377  ;  8.  c.  9  Fed.  Rep.  821; 
Washbom  &  M.  Manuf.  Co.  v.  Griesche,  16  Fed.  Bep.  669. 

No  one  can  by  combining  several  devices,  each  of  which  is  old,  thereby 
deprive  others  of  the  right  to  use  them  separately,  or  of  the  right  to  use 
them  in  new  combinations,  or  of  the  right  to  use  some  of  them  in  com- 
bination, omitting  others.  Hailes  v.  Van  Wormer,  7  Blatch.  443 ;  Pattee 
V.  Moline  Plow  Co.,  22  O.  G.  173 ;  s.  o.  10  Biss.  377 ;  8.  o.  9  Fed.  Bep. 
821. 

If  a  change  in  the  mode  of  arranging  the  elements  of  a  combmation 
produces  a  different  and  better  result,  there  is  no  infringement.  Habeman 
V.  Whitman,  5  Ban  &  Ard.  530. 

If  the  elements  of  the  combinations  are  not  connected  and  arranged  in 
the  same  manner,  there  is  no  infringement.  Singer  v.  Walmsley,  1  Fish* 
558. 

If  the  principle  of  the  patentee's  combination  is  embodied  in  the  de* 
fendant's  machine,  there  is  an  infringement,  although  it  has  been  so  con* 
structed  as  to  perform  but  one  of  the  Amotions  of  the  combinationr 
Blanchard  t^.  Beers,  2  Blatch.  411.       . 

If  the  defendant  has  merely  substituted  an  equivalent  for  one  of  the 
elements  of  the  patented  combination,  he  infringes  it,  although  his  com- 
bination includes  other  functions  and  produces  other  effects  not  attainable 
by  the  patented  combination.  Sarven  v.  Hall,  5  Fish.  415  ;  8.  c.  9  Blatch. 
524;  1  O.G.  437 ;  Wheeler  v.  Clipper  Co.,  6  Fish.  1 ;  s.  c.  10  Blatch.  181 ; 
2  O.  G.  442. 

Although  a  party  in  lieu  of  one  element  in  a  combination  uses  another 
element  which  accomplishes  the  same  result  in  the  same  mode  of  opera- 
tion and  in  addition  to  it  performs  oAer  Ainctions  which  are  novel  and 
useful,  yet  the  substitute  is  in  law  an  equivalent  for  the  element  so  omitted, 
Zeun  V.  Kaldenberg,  23  O.  G.  2514 ;  a.  c.  16  Fed.  Bep.  539 ;  Maynadier 
V.  Tenney,  2  Ban  &  Ard.  615. 

If  a  party  uses  all  the  parts  of  a  combination  but  one,  and  for  that  sub- 
stitutes another  mechanical  structure  substantially  different  in  its  con- 
struction and  operation,  he  is  not  guilty  of  an  infringement.  It  is  not 
the  same  combination  if  it  substantially  differs  from  it  in  any  of  its  parts. 
Fames  o.  Godfrey,  1  Wall.  78 ;  Meiriam  t^.  Drake,  5  Fish.  259 ;  s.  c.  9 
Blatbh.  336 ;  Prouty  v.  Buggies,  16  Pet.  336 ;  s.  c.  1  Story  568 ;  s.  c.  2 
liobb  75,  92 ;  Knox  v.  Murtha,  5  Fish.  174 ;  s.  c.  9  Blatch.  205 ;  Stimson 
V.  Bait.  &  Sus.  B.  R.  Co.,  10  How.  329 ;  Eddy  v.  Dennis,  95  U.  S.  560 ;  4 
Fish.  423 ;  Smith  v.  Marshall,  10  O.  G.  375 ;  s.  c.  2  Ban  &  Ard.  371 ; 
Bensmore  v.  Schofleld,  4  Fish.  148 ;  American  Pavement  Co.  p.  Elizabeth, 
4  Fish.  189 ;  American  B.  L.  Co.  o.  Barnes,  9  Fed.  Rep.  465* 
20 
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If  the  patentee  limits  one  element  of  his  combination  to  a  certain 
material,  a  combination  containing  the  element  made  of  another  material 
is  not  an  infringement.  Harris  e.  Alien,  15  Fed.  Bep.  106 ;  s.  o.  15 
C.  L.  N.  174. 

If  a  substance  was  not  known  as  a  substitute  for  an  element  in  a  com- 
bination at  the  time  of  the  invention  thereof,  the  use  of  it  in  lieu  of  the 
element  is  not  an  infringement.  Colgate  v.  Law  Tel.  Co.,  5  Ban  &  Ard. 
437. 

The  improvement  of  one  element  of  a  combination  does  not  give  the 
right  to  use  or  appropriate  the  original  combination.  Stainthorp  t^.  Humis- 
ton,  4  Fish.  107 ;  Converse  o.  Cannon,  2  Woods  7 ;  s.  c.  9  O.  G.  105. 

A  subordinate  device  is  not  an  element  within  the  rule  which  requires 
the  use  of  all  the  elements  of  a  combination.     Smith  v.  Fay,  6  Fish.  446. 

There  are  cases  in  which  a  change  of  form  destroys  the  combination. 
They  are  those  in  which  form  is  necessary  to  secure  the  beneficial  result, 
and  when,  of  course,  a  cluuige  of  form  of  one  or  more  of  the  things  com- 
l)ined  works  a  different  result.  American  Pavement  Co.  o.  Elizabeth,  4 
Fish.  189. 

The  essential  character  of  a  machine  is  not  varied  by  a  mutual  inter* 
change  of  form  and  direction  between  the  two  elements  of  which  it  is  a 
combination,  while  both  object  and  effect  remtun  as  before.  Wilson  e. 
Bamum,  2  Fish.  635  ;  8.  c.  1  Wall.  Jr.  347 ;  8  How.  258 ;  s. o.  2  Bobb  749. 

Although  the  patentee  is  the  inventor  of  one  part  of  a  combination,  still 
if  it  is  only  claimed  in  combination  with  the  other  parts,  a  party  does  not 
infringe  tlie  patent  unless  he  uses  the  whole  combination.  Foster  t^. 
Moore,  1  Curt.  279 ;  Bowell  v.  Lindsay,  19  O.  G.  1565 ;  b.  c.  10  Bias.  217 ; 
s.  0.  6  Fed.  Bep.  290. 

A  change  of  location  of  a  part  in  a  combination  will  not  evade  a  patent 
if  no  new  function  is  performed  by  the  changed  member  in  its  new  location. 
Adams  o.  Joliet  Manuf.  Co.,  12  O.  G.  91 ;  s.  c.  3  Ban  &  Ard.  1 ;  Knox  v. 
Great  W.  Q.  Mining  Co.,  14  O.  G.  897. 

If  the  defendant  has  a  patent  for  a  combination  which  contains  as  one 
of  its  elements  the  principle  embodied  in  the  complainant's  patent,  it  is 
an  infringement.    Cleveland  v.  Towle,  3  Fish.  525. 

If  the  subsequent  combination  is  new,  or  if  the  ingredient  substituted 
for  the  one  withdrawn  is  a  newly  discovered  one,  or  even  an  old  one  per- 
forming some  new  function,  aud  was  not  known  at  the  date  of  the  patent 
as  a  proper  substance  for  the  ingredient  withdrawn,  there  is  no  infringe- 
ment, for  a  new  combination  or  a  newly  discovered  ingredient  substituted 
for  the  one  omitted,  or  even  an  old  one  performing  a  new  function  not 
known  at  the  date  of  the  patent  as  a  proper  substitute  for  tiie  one  with- 
drawn, is  not  an  equivalent  for  the  ingredient  omitted  within  the  meaning 
of  the  patent  law.  Gould  v.  Bees,  6  Fish.  106 ;  8.  c.  15  Wall.  187 ;  2  O. 
G.  624 ;  Crompton  v,  Bellniap  Mills,  3  Fish.  536 ;  Fuller  t^.  Yentzer,  11 
O.  G.  597 ;  s.  c.  94  U.  S.  299 ;  s.  o.  1  Ban  &  Ard.  520 ;  Seymour  v.  Osborne, 
3  Fish.  555.;  8.  c.  11  Wall.  516. 

A  slight  or  inmiatenal  change  in  the  higredients  of  a  compound  or  in 
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the  manner  of  preparing  them  will  not  relieve  the  party  from  the  charge 
of  infringing.  If,  for  example,  a  man  were  to  use  the  ingredients  speci- 
fied in  the  patent,  and  were  to  add  a  small  portion  of  some  other  article, 
or  were  to  vary  the  proportions  so  that  the  result  would  not  be  materially 
changed,  it  would  be  an  infringement.  Matthews  v.  Skates,  1  Fish.  602 ; 
Woodward  t^.  Morrison,  5  Fish.  357 ;  8.  o.  1  Holmes  124 ;  2  O.  G.  120 ; 
By  an  v.  Gk)odwin,  3  Sum.  514 ;  s.  o.  1  Bobb  725 ;  Goodyear  v.  Gutta 
Percha  Co.,  2  Fish.  312 ;  Wood  Paper  Co.  v.  Fibre  Co.,  3  Fish.  362 ;  s.  0. 
6  Blatch.  27  ;  Atlantic  G.  P.  Co.  v.  Mowbray,  12  O.  G.  HI. 

If  the  defendant  uses  an  article  that  was  not  known  as  an  equivalent 
at  the  date  of  the  patent  in  substitution  for  another  in  a  compound,  there 
is  no  infringement,  although  the  article  contains  the  chemical  elements 
which  constitute  the  other  in  a  new  chemical  combination.  Wonson  o, 
Gilman,  11  O.  G.  1011 ;  s.  o.  2  Ban  &  Ard.  590. 

ProcecMi. 

If  the  patent  is  for  a  process,  the  manufacture  and  sale  of  an  article 
made  according  to  the  process  is  an  infringement.  Bridgeport  Wood 
Finishing  Co.  v.  Hooper,  5  Fei.  Bep.  63 ;  18  Blatch.  459  ;  8.  o.  20  O.  G. 
156. 

If  a  process  omits  one  of  the  elements  in  the  patented  process  and 
does  not  employ  an  equivalent  therefor,  it  is  not  an  infringement. 
Dittmar  o.  Rix,  17  O.  G.  973 ;  8.  0.  5  Ban  &  Ard.  240 ;  s.  0. 1  Fed.  Bep, 
342 ;  Cotter  o.  New  Haven  C.  Co.,  13  Fed.  Bep.  234 ;  Hammerschlag  v. 
Garrett,  21  O.  G.  1199  ;  8.  0.  10  Fed.  Bep.  479. 

If  the  product  is  new  and  independent  of  the  process,  a  patent  therefor  is 
infringed  by  the  manufacture  of  the  new  product  by  any  mode  of  manu* 
facture.  Anilin  Fabrik  v.  Hamilton  Manuf.  Co.,  13  O,  G.  273 ;  s.  o.  3 
Ban  &  Ard.  235. 

A  patent  for  a  method  of  doing  certain  work  is  not  infringed  unless  the 
work  is  done  in  substantially  the  same  manner  and  by  substantially  the 
same  mechanism.    Goss  o.  Cameron,  23  O.  G.  741 ;  s.  c.  14  Fed.  Bep.  546, 

When  a  person  has  invented  some  mode  of  carrying  into  effect  a  law  of 
natural  science  or  a  rule  of  practice,  he  is  entitled  to  protect  himself  from 
all  other  modes  of  making  the  same  application.  The  substantial  identity, 
therefore,  that  is  to  be  looked  to  respects  that  which  constitutes  the 
essence  of  the  invention,  namely,  the  application  of  the  principle.  If  the 
mode  of  carrying  the  same  principle  into  effect  adopted  by  the  defendant 
still  shows  that  the  principle  admits  of  the  same  application  in  a  variety 
of  forms  or  by  a  variety  of  apparatus,  such  mode  is  a  puracy  of  the  inven- 
tion. But  if  the  defendant  has  adopted  variations  which  show  that  the 
application  of  the  principle  is  varied,  that  some  other  law  of  science,  or 
rule  of  practice,  is  made  to  take  the  place  of  that  which  the  patentee 
claims  as  the  essence  of  his  invention,  then  there  is  no  hifringement. 
Wintermute  v.  Bedington,  1  Fish.  239 ;  Tilghman  o.  Werk,  2  Fish.  229 ; 
8.  0. 1  Bond  511. 
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It  would  seem  that  where  a  patent  is  obtained  without  a  clum  to  the 
invention  of  the  machinery  through  which  a  valuable  result  is  produced, 
a  precise  specification  is  required,  and  the  test  of  inMngement  is  whether 
the  defendant  has  used  substantially  the  same  process  to  produce  the 
same  result.    Le  Boy  v.  Tatham,  14  How.  156 ;  s.  c.  2  Blatch.  474. 

liicensee. 

If  a  licensee  is  limited  to  the  use  of  one  machine,  he  can  not  use  two, 
although  both  are  never  in  operation  at  the  same  time.  Bloomer  t^. 
Gilpin,  4  Fish.  50. 

If  a  licensee  has  a  right  to  use  one  machine  within  certain  territorial 
limits,  he  is  liable  as  an  infringer  for  any  use  of  it  outside  of  those  limits, 
although  such  use  is  without  his  actual  consent.  Steam  Cutter  Co.  v. 
Sheldon,  5  Fish.  475 ;  s.  o.  10  Blatch.  1. 

If  the  right  to  use  a  machine  is  conditional  upon  the  payment  of  the 
consideration,  and  the  licensee  uses  a  machine  without  making  such  pay- 
ment, he  can  not  defeat  his  liability  as  an  infringer  by  tendering  a  per- 
formance of  the  condition.  Steam  Cutter  Co.  v.  Sheldon,  5  Fish.  475  ;  10 
Blatch.  1. 

If  the  right  of  a  licensee  is  conditional^ipon  the  payment  of  the  con- 
sideration, and  he  combines  with  an  infringer  to  use  a  machine  without 
complying  with  his  contract,  he  will  be  deemed  to  have  abandoned  his 
contract.    Steam  Cutter  Co.  t^.  Sheldon,  5  Fish.  475 ;  s.  c.  10  Blatch.  1. 

If  contiguous  lines  are  not  prohibited  from  carrying  messages  by  reason 
of  their  contiguity  to  the  complainant's  lines,  there  is  no  infringement  of 
the  rights  of  an  assignee  to  a  line  between  certain  points  when  such  con- 
tiguous lines  transmit  messages  between  those  points  by  a  circuitous 
route.  West.  Tel.  Co.  v.  Mag.  Tel.  Co.,  21  How.  466 ;  West.  Tel.  Co.'». 
Penniman,  21  How.  460. 

If  a  licensee  repudiates  the  license,  he  is  an  infringer.  Fetter  v»  New- 
hall,  17  Fed.  Bep.  841. 

Purchasers* 

The  sale  or  use  of  the  product  of  a  patented  machine  is  no  violation  of 
the  exclusive  right  to  use,  construct,  or  sell  the  machine  itself;  and  the 
patent  for  a  new  and  improved  process  by  which  any  product  or  manu- 
facture before  known  in  commerce  may  be  made  in  a  cheaper  and  better 
manner,  grants  nothing  but  the  exclusive  right  to  use  the  particular 
process.  Where  a  known  manufacture  or  process  is  in  the  market,  pur- 
chasers are  not  bound  to  inquu'e  whether  it  was  made  on  a  patented 
machine  or  by  a  patented  process.  Goodyear  o.  Central  R.  B.  Co.,  1 
Fish.  626  ;  s.  c.  2  Wall.  Jr.  356 ;  Boyd  v,  McAlpin,  3  McLean  427;  B.  c. 
2  Robb  277 ;  Pitcher  ».  U.  S.,  1  Ct.  CI.  7 ;  Boyd  c.  Brown,  3  McLean 
295  ;  8.  C.  2  Bobb  203. 

If  the  patent  is  for  a  process,  a  sale  of  the  product  is  no  infringement. 
Merrill 0.  Yeomans,  11  0. 6.  970 ;  s.  c.  94  U.  S.  568 ;  s.  c.  1  Holmes  331 ; 
s.  c.  5  0.  G.  267 ;  s.  c.  1  Ban  &  Ard,  47. 
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If  the  patentee  is  the  diacoverer  or  inyentor  of  n,  new  manofactore  or 
composition  of  matter,  it  is  clear  that  his  franchise  or  sole  right  to  use, 
and  vend  to  others  to  be  nsed,  is  the  new  composition  or  substance  itselL 
The  product  and  the  process  constitute  one  discovery.  In  such  a  case  the 
use  of  the  product  is  an  infringement  of  the  patent.  Goodyear  v.  Central 
B.  R.  Ck>.,  1  Fish.  626 ;  8.  C  2  Wall.  Jr.  356. 

Whether  the  inventor  in  any  given  case  has  a  patent  for  the  article  mann* 
factured,  or  only  for  the  product  or  material  of  which  it  is  composed,  the 
unconditional  sale  of  the  manufactured  article  carries  with  it  the  absolute 
dominion  over  the  material  as  well  as  over  the  manu&ctured  article. 
Having  manufactured  the  material,  and  sold  it  for  a  satisfactory  compen- 
sation, whether  as  material  or  in  the  form  of  a  manufactured  article,  the 
IMttentee,  so  fiir  as  that  quantity  of  the  product  of  lus  invention  is  concerned, 
has  enjoyed  all  the  rights  secured  to  him  by  his  letters  patent,  and  the 
maDufactured  article,  and  the  material  of  which  it  is  composed,  go  to  the 
purchaser  for  a  valuable  consideration,  discharged  of  all  tiie  rights  of  the 
patentee  previously  attached  to  it,  or  impressed  upon  it  by  the  statute 
under  which  the  patent  is  granted.  Groodyear  v.  Beverly  Rubber  Co.,  1 
Cliff.  348. 

The  original  patentee,  in  selling  rights  for  counties  or  States,  may,  by  a 
special  covenant,  prohibit  the  assignee  ttom  vending  the  product  beyond 
the  limits  of  his  own  exclusive  right,  but  in  such  a  case  the  remedy  would 
be  on  the  contract  and  not  under  the  patent  law,  for  the  law  protects  the 
thing  patented  and  not  the  product.  Boyd  t^.  Brown,  3  McLean  295 ; 
8.  c.  2  Robb  203. 

Although  a  licensee  is  restricted  to  the  manufacture  of  the  product  for 
one  particular  purpose,  yet  when  he  sells  his  manufiu^tures,  the  material  of 
which  they  are  composed  passes  to  the  purchaser  discharged  of  the  pecn* 
liar  privileges  secured  by  the  patent.  Absolute  dominion  over  the  material 
passes  to  the  purchaser  when  the  sale  is  made,  and  he  is  not  obliged  to 
keep  the  mannfieustures  as  waste  articles,  or  throw  them  away  when  they 
cease  to  be  of  value  as  manufactures,  but  may  use  the  material  for  any  other 
lawftil  purpose  j»  which  it  can  be  applied.  Goodyear  v,  Beverly  Rubber 
Co.,  1  Cliff.  348. 

The  grant  of  a  machine  is  in  law  a  grant  of  the  use  of  it.  If  a  party  has 
the  right  to  a  machine  and  to  the  use  of  it,  he  may  work  it  himself  or  by 
his  agents,  or  lease  it  out  to  any  other  person.  Beutgen  v.  Kanowrs,  1 
Wash.  C.  C.  168 ;  s.  o.  1  Robb  1. 

If  one  element  of  a  combination  is  worn  out,  the  machine  is  gone.  A 
party  who  takes  the  remaining  elements  and  uses  them  in  a  new  machine 
is  guilty  of  an  infiringement.  Craig  o.  Fisher,  2  Saw.  345  ;  s.  c.  5  Pac* 
JL.  R.  52;  American  C.  T.  Co.  v.  Bullard,  17  Blatch.  160 ;  s.  c.  17  O.  G. 
389 ;   8.  C.  4  Ban  &  Ard.  520. 

Second  purchasers  acquire  th(i  same  rights  as  their  vendor  had,  and  may 
do  with  the  article  or  its  materials  whatever  the  first  purchaser  could  have 
lawfully  done  if  he  had  not  parted  with  the  title.  GrOodyear  e.  Beverly 
Rubber  Co.,  1  Cliff.  348. 
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A  purchaser  acquires  an  absolute,  unconditional  title  to  that  which  is  the 
subject  of  a  patent,  and  may  continue  to  use  it  until  it  is  worn  out,  or 
repair  it,  or  improve  upon  it  as  he  pleases,  in  the  same  manner  as  if  deal- 
ing with  any  other  kind  of  property.  Goodyear  v.  Beyerly  Bubber  Co.,  1 
Cliff.  348 ;  Union  M.  C.  Co.  v.  U.  S.  C.  Co.,  11  O.  G.  1113 ;  s.  c.  2  Ban  & 
Ard.  593  ;  Downton  v.  Yaeger  Milling  Co.,  17  O.  G.  906 ;  s.  o.  1  McCrary 
26 ;  8.  o.  5  Ban  &  Ard.  112  ;  b.  c.  1  Fed.  Bep.  199 ;  Gottfried  v.  C.  Seip  B. 
Co.,  10  Biss.  368 ;  s.  o.  8  Fed.  Bep.  322. 

When  a  repair  of  a  thing  patented  is  of  itself  a  new  manufacture  embrac- 
ing all  parts  of  the  patented  combination,  it  is  an  infringement.  Goodyear 
D.  y.  Co.  V.  Freterre,  14  O.  G.  346;  s.  c.  15  Blatch.  274;  8.  o.  3  Ban  & 
Ard.  471. 

If  the  identity  of  the  old  machine  was  destroyed  and  the  machine  now 
used  is  substantially  a  new  construction,  there  is  an  infringement.  Gott- 
fried V.  P.  Best  B.  Co.,  17  O.  G.  675 ;  s.  c.  5  Ban  &  Ard.  4. 

InfrliiKers. 

The  only  persons  who  can  be  held  for  damages  are  those  who  own  or 
have  some  interest  in  the  business  of  making,  using  or  selling  the  thing 
which  is  an  infringement.  United  Nickel  Co.  v.  Worthington,  23  O.  G» 
939  ;  8.  o.  13  Fed.  Bep.  392. 

A  sheriff  who  merely  sells  the  materials  of  which  a  patented  machine  is 
composed,  under  an  execution  against  the  patentee,  is  not  liable  for  an 
infringement.  The  purchaser  merely  buys  the  materials  with  the  ri^t  to 
apply  them  in  such  manner  as  the  law  allows,  and  acts  at  his  peril.  Sawin 
0.  Guild,  1  Gallis.  485  ;  s.  o.  1  Robb  47. 

Although  an  administrator  sells  articles  which  infringe  a  patent,  yet  he 
is  not  liable  in  his  representative  capacity.  Thompson  v.  Canterbury,  12 
Fed.  liep.  485. 

A  party  who  uses  a  patented  hotel  register  containing  advertisements 
is  an  infringer,  and  not  merely  the  adyertisers.  Hawes  v.  Washbume,  & 
O.  G.  491  ;  Hawes  o.  Gage,  5  O.  G.  494. 

A  party  who  buys  and  sells  the  product  of  a  patented  machine  under  a 
real  contract  with  the  manufacturer,  is  not  liable  for  an  infringement.. 
Keplmger  o.  De  Young,  10  Wheat.  358 ;  a.  o.  1  Bobb  458. 

If  the  contract  is  not  a  real  one,  or  does  not  constitute  the  sole  con- 
nection between  the  parties,  or  the  transaction  is  merely  colorable,  with 
a  view  to  evade  the  law,  the  purchaser  of  the  product  will  be  liable 
Keplmger  v.  De  Young,  10  Wheat.  358 ;  s.  o.  1  Bobb  458. 

A  person  who  sells  the  patented  invention  on  commission  is  liable  aa 
an  iiifiinger.  Steiger  o.  Heidelberger,  18  Blatch.  426 ;  8.  c.  18  O.  G. 
1463 ;  8.  C.  4  Fed.  Bep.  455. 

A  suit  may  be  instituted  against  a  person  who  sells  the  patented  in- 
vention on  commission,  although  an  action  is  pending  against  his  principal* 
Steiger  v.  Heidelberger,  18  Blatch.  426 ;  s.  0. 18  O.  G.  1463 ;  8.  o.  4  Fed. 
Bep.  455. 
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A  party  who  employs  another  to  make  the  thmg  patented  is  an  in- 
fiinger.  Andrews  v.  (>eegan,  19  O.  6. 1146 ;  s.  c  19  Blatch.  113 ;  &  c. 
7  Fed.  Rep.  477. 

Although  a  worionan  fiimishes  his  own  tools  and  is  paid  by  the  piece, 
yet  the  employer  is  liable  if  the  workman  uses  the  thing  patented  in  doing 
the  work.    Wooster  v.  Marks,  17  Blatch.  368 ;  8.  0.  5  Ban  &  Ard.  56. 

Althoogh  persons  form  an  organization  and  take  out  a  certificate  of  in- 
corporation  mider  a  State  law,  yet  they  are  liable  for  an  infringement. 
St.  Louis  Stamping  Co.  v.  Quinby,  18  O.  G.  571. 

The  directors  and  stockholders  of  a  corporation  are  not  liable  for  an  in- 
fringement committed  by  the  corporation.  United  Nickel  Co.  v,  Wor- 
thington,  23  O.  G.  939  ;  8.  C.  13  Fed.  Rep.  392. 

If  an  officer  of  a  corporation  owns  all  tlie  stock,  he  is  personally  liable 
for  the  profits  made  by  the  corporation  in  infringing  a  patent.  Smith  v. 
Standard  L.  M.  Co.,  25  O.  G.  393. 

The  statute  does  not  embrace  every  workman  who  may  be  employed  in 
making  parts  of  a  patented  machine,  or  one  who  may  seU  them  as  the 
shopman  or  clerk  of  another.  The  maker  and  seller  intended  by  the 
statute  is  the  {nincipal  who  employs  these  subordinate  agents,  the  person 
for  whom,  by  whose  direction  and  on  whose  account  the  machines  are 
made  and  sold,  the  person  who  receives  the  profits  of  the  sale,  he  is  the 
seller  and  the  maker.  It  is  he  who  claims  title  and  property  in  the  thing, 
and  who  undertakes  to  transfer  it  to  the  purchaser.  The  workmen  em- 
ployed by  him  for  stipulated  wages  have  nothing  to  do  with  his  right  or 
with  his  invasion  of  the  rights  of  another.  They  work  under  his  direction 
and  sell  on  his  account.  Delano  r.  Scott,  Gilp.  489  ;  8.  0.  1  Robb  700 ; 
United  Nickel  Co.  v.  Worthington,  23  O.  G.  939  ;  s.  c.  13  Fed.  Rep.  392  ; 
Williams  o.  Empire  Trans.  Co.,  14  O.  G.  423 ;  s.  c.  3  Ban  &  Ard.  533. 

The  agent  of  a  transit  company,  for  making  contracts  for  freight,  is  not 
liable  to  an  action  at  law  for  the  use  of  a  patented  article  upon  the  cars 
used  in  carrying  the  fright,  if  he  has  no  authority  to  direct  whether  the 
patented  article  shall  be  used  on  the  cars  or  not.  lightner  o.  Kimball, 
1  Lowell  211. 

A  party  who  sells  the  thing  patented  as  agent  for  another  is  an  infringer. 
Morse  V.  Davis,  5  Blatch.  40 ;  Potter  r.  Crowell,  3  Fish.  112 ;  s.  0. 1  Abb. 
U.  S.  89. 

A  party  who  constructs  a  patented  machine  is  liable  for  an  infringe- 
ment, although  he  was  employed  by  another.  Bryce  v.  Dorr,  3  McLean 
582 ;  8.  O.  2  Robb  302. 

A  person  who  lets  his  tools  and  machinery  to  another  who  makes 
articles  that  infringe  the  patent  is  not  liable  as  an  infringer.  Starrett  o. 
Athol  Machine  Co.,  23  O.  G.  1729  ;  s.  c.  14  Fed.  Rep.  910. 

When  one  in  the  employ  of  a  corporation  does  an  act  in  the  business  of 
his  employment  for  the  benefit  of  the  corporation,  which  it  adopts  and 
approves  and  takes  advantage  of,  it  will  be  deemed  to  have  authorized 
the  act,  and  will  be  as  much  bound  by  it  as  though  expressly  authorized. 
Poppenbusen  v.  Gutta  Percha  Comb  Co.,  2  Fish.  62. 
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Where  a  eorporation  acting  in  that  character  directs  an  act  to  be  done 
which  infringes  the  rights  of  a  patentee,  it  may  be  sued  in  an  action  on  the 
case.    ICneass  v.  Schuylkill  Bank,  4  Wash.  C.  G.  9 ;  s.  c.  1  Bobb  303. 

If  the  liability  of  a  municipal  corporation  to  suit  is  limited  to  cases  of 
contract,  it  can  not  be  sued  for  an  infringement.   Jacobs  v.  Commissioners, 
4  Fish.  81 ;  8.  o.  1  Bond  500 ;  Allen  v.  Brooklyn,  4  Fish.  598 ;   s.  o.  8 
Blatch.  535. 

If  the  machine  used  by  the  Hre  department  is  obtained  at  the  expense  of 
the  municipal  corporation,  the  corporation  is  liable  for  the  infringement, 
although  the  fire  depai'tment  may  be  for  certain  purposes  a  distinct  cor- 
I)oration,  and  possibly,  to  some  extent,  independent  of  the  action  of  the 
corporation  of  the  city  in  its  entire  corporatei  capacity.  New  York  e. 
Eansom,  1  Fish.  252 ;  s.  c.  23  How.  487 ;  Bliss  v.  Brooklyn,  4  Fish.  596 ; 
s.  c.  8  Blatch.  533. 

Although  a  department  is  an  independent  corporation,  yet  if  it  is  the 
mere  agent  of  a  municipal  corporation,  the  latter  is  liable  for  an  infringe- 
ment by  the  former.  Brickill  r.  New  York,  18  O.  G.  463 ;  s.  o.  18  Blatch. 
273 ;  8.  c.  5  Ban  &  Ard.  544 ;  s.  o.  7  Fed.  Bep.  479. 

Although  a  municipal  corporation  derives  its  authority  from  the  State, 
yet  it  is  liable  for  an  infringement.  Allen  v.  New  York,  17  O.  G.  1281 ; 
8.  0.  17  Blatch.  350. 

If  one  public  corporation  buys  the  ^icles  and  another  pays  for  tiiem, 
both  are  liable  for  the  infringement.  Allen  o.  New  York,  17  O.  G.  1281 ; 
8.  c.  17  Blatch.  350. 

Where  parties  contract  for  implements,  machines,  or  structures  to  contain 
a  patented  article,  without  any  knowledge  that  the  contractor  is  an  in* 
fringer,  or  intends  to  use  the  thing  patented  without  authority,  it  is  not 
the  just  and  legal  implication  from  the  contract,  that  the  party  ordering 
the  article  contemplates  that  the  contractor  will  violate  the  rights  of  the 
patentee,  or  that  he  thereby  commands  or  directs  an  infringement.  An 
agent  of  a  corporation,  who  merely  makes  a  contract  for  the  construction 
of  cars  containing  the  thing  patented,  is  not  liable  as  an  infringer. 
Lightner  v.  Brooks,  2  Cliff.  287.  , 

If  a  contractor  violates  the  patent  right  of  another  he  is  answerable  for 
the  infringement.  He  can  not  defend  himself  against  the  claim  by  assert- 
ing that  he  committed  the  wrong  under  a  contract.  Jacobs  v.  Gommis* 
sioners,  4  Fish.  81 ;  s.  c.  1  Bond  500. 

All  the  parties  guilty  of  a  tort  are  deemed  principals.  Baldwin  r«  Sibley, 
1  Cliff.  150. 

The  general  rule  of  the  common  law  is  volenti  rum  JU  injuria^  and  in 
accordance  with  this  maxim  no  one  can  maintain  an  action  for  a  wrong, 
where  he  has  consented  or  contributed  to  the  act  of  which  he  complains. 
It  is  true  that  in  general  the  law  imports  damage  from  the  violation  of  a 
right,  but  damage  has  never  been  presumed  by  law,  frx>m  an  act  in  which 
the  plaintiff  co-operated.    Byam  v.  BuUard,  1  Curt.  100. 

No  sale  is  an  infringement  within  the  meaning  of  the  statute,  except 
AD  e* which  is  within  the  terms  of  the  scnaxt  contained  in  the  letters  patent. 
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which  is  a  grant  of  an  exclusive  right  to  make,  use,  and  vend  to  others  to 
he  used,  A  sale  to  the  patentee's  agent  is  a  sale  to  him,  and  such  a  sale 
is  not  jier  ae  an  infringement.    Byam  «•  Bullard,  1  Curt.  100. 

If  the  patentee's  agent  purchased  the  patented  article  at  a  shop  where  it 
and  similar  articles  may  he  expected  to  he  found  for  sale,  and  if  it  was 
sold  to  him  in  the  usual  course  of  the  trade  there,  and  if  he  saw  others 
exposed  for  sale,  it  would  he  a  natural  inference  that  this  was  not  the  only 
article  sold.    Byam  v.  Bullard,  1  Curt.  100. 

Although  the  patentee  directed  the  purchase  of  the  article,  the  sale  of 
which  is  claimed  to  he  an  infringement,  yet  if  the  sale  was  made  in  the 
usual  course  of  the  respondent's  husiness,  it  is  evidence  that  he  is  dealing 
in  those  articles.  De  Florez  v.  Baynolds,  14  Blatch.  505 ;  s.  c.  3  Ban  & 
Ard.  292. 

A  person  who  is  employed  hy  the  patentee  to  ascertain  whether  a  party 
who  has  heen  enjoined  is  violating  the  injunction,  and  who  thereupon 
buys  the  thing  patented  from  the  party,  is  not  liable  in  an  action  to  him 
for  communicating  the  facts  to  the  patentee.  Knowles  v,  Peclc,  42  Conn. 
386. 

If  a  patentee  acquiesces  in  the  sale  of  a  machine  witlK>ttt  restriction  he 
is  estopped  from  afterwards  claiming  that  it  is  an  infringement.  DetweUer 
«•  Yoege,  19  Blatch.  482 ;  a.  o.  8  Fed.  Bep.  600. 

If  a  patentee  becomes  agent  for  another  with  whom  he  has  made  a  con- 
tract for  the  manufacture  of  his  machines,  and  in  that  capacity  sells  one 
and  receives  a  part  of  the  proceeds,  he  is  estopped  from  alleging  that  the 
ose  of  that  machine  is  an  infringement.  Downton  v.  Yaeger  Milling  Co., 
9  Fed.  Rep.  403. 

An  officer  of  the  government  \b  liable  for  an  infringement,  although  he 
acted  as  officer  in  the  performance  of  his  duties  for  the  benefit  of  the 
government.  Campbell  v.  James,  17  Blatch.  43 ;  s.  o.  4  Ban  &  Ard. 
456 ;  s.  o.  18  O.  G.  979. 

The  workmen  and  employes  of  the  government  who  do  work  for  it  in 
a  specific  form  by  the  orders  of  the  government,  can  not  be  held  liable  for 
infringing  a  patent  in  doing  such  work.   Heaton  r.  Quintard,  7  Blatch.  73. 

The  government  can  not  make  use  of  a  patented  improvement  any 
more  than  a  private  individual  without  a  license  of  the  inventor  or  making 
compensation  to  him.  U.  S.  o.  Bums,  12  Wall.  246;  Cammeyer  v. 
Newton,  12  Blatch.  122 ;  8.  o*  5  O.  G.  753  ;  110.  G.  287 ;  s.  c.  94  U.  S. 
225  ;  8.  c.  1  Ban  &  Ard.  294. 

A  contractor  who  has  agreed  to  furnish  articles  to  the  government  can 
not  use  a  patented  invention  without  license  of  the  inventor.  Atlantic 
Works  r.  Brady,  23  O.  G.  1330 ;  a.  C.  4  Cliff*.  408 ;  8.  c.  2  Ban  &  Ard. 
436 ;  8.  c.  10  O.  G.  702 ;  Cammeyer  o.  Newton,  12  Blatch.  122 ;  8.  o.  5 
O.  G.  753  ;  11  O.  G.  287 ;  8.  c.  94  U.  S.  225 ;  8.  c.  1  Ban  &  Ard.  294. 

Although  a  party  has  a  license  to  make  the  patented  article,  yet,  if  he 
buys  and  sells  them  when  made  by  others,  the  parties  who  buy  from  him 
are  infringers.    Searls  v,  Bouton,  21  O.  G.  1784  ;  s.  c.  12  Fed.  Rep.  140. 

A  party  who  sells  an  extract  to  be  used  by  otiiers  in  a  compound  is 
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liable  as  an  infringer  as  well  as  those  who  actually  use  the  compound. 
Bowker  v.  Dows,  15  O.  G.  510 ;  s.  0.  3  Ban  &  Ard.  518. 

Although  a  party  who  made  a  machine  with  the  consent  of  the  patentee 
sells  it  after  the  expiration  of  the  x)atent,  yet  there  is  no  infringement. 
Reay  v.  Bau,  23  O.  G.  1928 ;  s.  c.  15  Fed.  Rep.  749. 

It  is  no  infrmgement  to  make  or  fashion  the  articles  which  are  to  form 
a  patented  armor,  for  they  do  not  become  armor  until  they  are  put  on  the 
vessel.    Heaton  v,  Quintard,  7  Blatch.  73. 

The  mere  manufacture  of  a  separate  element  of  a  patented  combination 
is  not  in  and  of  itself  an  infringement,  unless  it  is  conducted  with  the 
intent  of  aiding  an  infringement.  Saxe  r.  Hammond,  1  Holmes  456 ;  s.  o. 
7  O.  G.  781 ;  8.  o.  1  Ban  &  Ard.  629. 

If  one  x)erson  manufacturing  oue  part  of  a  combination  acts  in  concert 
with  another  who  maou&ctures  the  other  part,  they  will  be  deemed  joint 
infringers.  Wallace  o.  Holmes,  5  Fish.  37 ;  s.  o.  9  Blatch.  65  ;  1  O.  G. 
117 ;  Cooledge  v.  McCone,  2  Saw.  571 ;  s.  0.  5  O.  G.  458 ;  1  A.  L.  T. 
(N.  S.)  214 ;  8.  o.  1  Ban  &  Ard.  78. 

If  a  party  manufactures  one  important  part  of  a  combination,  without 
any  actual  prearrangcment  with  another  to  manufacture  the  other  part, 
each  sale  is  a  proposal  to  the  purchaser  to  supply  the  other  part,  and  ren- 
ders the  manufacturer  an  infringer.  Turrell  v.  Spaeth,  8  O.  G.  986 ;  s.  0. 
2  Ban  &  Ard.  185 ;  Wallace  v.  Holmes,  5  Fish.  37  ;  s.  o.  9  Blatch.  65 ;  1. 
O.  G.  117 ;  Uenwick  v.  Pond,  5  Fish.  569 ;  8.  c.  10  Blatch.  39 ;  2  O.  G. 
392  ;  Bichardson  o.  Koyes,  10  O.  G.  507 ;  s.  c.  2  Ban  &  Ard.  398  ;  New 
York  B.  &  B.  Co.  v.  Hoffman,  20  O.  G.  1450 ;  s.  o.  9  Fed.  Rep.  199. 

If  the  patent  is  limited  to  the  use  of  an  article  in  a  certain  connection,, 
a  party  who  manu&ctures  the  article  is  not  an  infringer,  although  others 
do  so  use  it.  Keystone  Bridge  Co.  v.  Iron  Co.,  5  Fish.  468 ;  s.  c.  1  O.  G* 
471 ;  9  Pliila.  374. 

If  a  part  of  a  combination  is  susceptible  of  use  in  other  ways,  a  party 
who  manufactures  it  is  not,  in  the  absence  of  proof  of  a  conspiracy^ 
liable  as  an  InfHnger.  Cooledge  o.  McCone,  2  Saw.  571 ;  8.  o.  5  O.  G. 
458 ;  1  A.  L.  T.  (N.  6.)  214;  s.  o.  1  Ban  &  Ard.  78  ;  Campbell  o.  Kava^ 
naugh,  11  Fed.  Bep.  83  ;  Maynard  r.  Pawlmg,  18  O.  G.  244 ;  s.  o.  5  Ban 
&  Ard.  551 ;  8.  c.  3  Fed.  Hep.  711. 

If  the  patent  is  for  the  use  of  a  certain  compound,  as  a  substitute  for 
leaven  in  the  preparation  of  fiirinaceous  food,  a  person  who  prepares  and 
sells  self-raising  flour  containing  the  ingredients,  with  the  intent  and  pur- 
pose of  enabling  the  buyer  to  turn  the  compound  into  bread  by  the  use  of 
water  and  heat,  is  an  infringer.  Bumford  Chemical  Works  o.  Hecker,  10 
O.  G.  289 ;  8.  c.  2  Ban  &  Ard.  351. 

If  one  joint  owner  of  a  patent  uses  an  infringing  device  he  is  liable  to 
the  other  owners.  Herring  v.  Gas  Consumers  Association,  21  O.  G.  203 ; 
8.  o.  3  Ban  &  Ard.  253 ;  8.  0.  13  O.  G.  637 ;  8.  c.  9  Fed.  Bep.  556. 
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"No  Fixed  Measure  of  Damages. 

A  patentee  whose  rights  are  infringed  has  his  election  of  remedies.  He 
may  treat  the  infringer  who  illegally  appropriates  the  invention  tp  his 
own  use,  making  profit  thereby,  as  his  trustee  in  respect  of  such  profits, 
and  compel  him  to  account  therefor  in  equity.  On  the  other  hand,  the 
patentee  may  sue  at  law  for  the  damages  which  he  has  sustained,  and  those 
damages  he  is  entitled  to  recover,  whether  the  defendant  has  made  any 
profits  or  not.  In  such  an  action  it  is  precisely  what  is  lost  to  the  patentee, 
and  not  what  the  defendant  has  gained,  which  is  the  legal  measure  of 
damages  to  be  awarded.  Cowing  v.  Bumsey,  4  Fish.  275 ;  8.  o.  8  Blatch. 
36. 

It  must  be  apparent  that  there  cannot  be  any  one  rule  of  damages  which 
will  equally  apply  to  all  cases.  The  mode  of  ascertaining  actual  damages 
must  necessarily  depend  on  the  peculiar  nature  of  the  monopoly  granted. 
An  inventor  may  find  his  profit  to  consist  in  a  close  monopoly,  forbidding 
any  one  to  compete  with  him  in  the  market,  the  patentee  being  himself 
able  to  supply  the  whole  demand  at  his  own  price.  If  any  person  could 
use  the  invention  or  discovery  by  paying  what  a  jury  might  suppose  to  be 
the  fair  value  of  a  license,  it  is  plain  that  competition  would  destroy  the 
whole  value  of  the  monopoly.  In  such  a  case  the  profit  of  the  infringer 
may  be  the  only  criterion  of  the  actual  damage  of  the  patentee.  But  one 
who  invents  some  improvement  in  the  machinery  of  a  mill  could  not  claim 
that  the  profits  of  the  whole  mill  should  be  the  measure  of  damages  for 
the  use  of  his  improvement.  Where  the  profits  of  the  patentee  consist 
neither  in  the  exclusive  use  of  the  thing  invented  or  discovered,  nor  in  the 
monopoly  of  making  it  for  others  to  use,  it  is  evident  that  this  rule  could 
not  apply.  The  only  actual  damage  which  the  patentee  suffers  in  such  a 
case  is  the  non*payment  of  the  price  which  he  puts  on  his  license,  with 
interest,  and  no  more.  There  may  be  cases,  as  where  the  thing  has  been 
used  but  for  a  short  time,  in  which  the  jury  should  find  less  than  that  sum^ 
and  there  may  be  cases  where,  from  some  peculiar  circumstances,  the 
patentee  may  show  actual  damages  to  a  larger  amount.  Of  this  a  jury  must 
judge  from  the  evidence,  under  instructions  from  the  court,  that  they  can 
find  only  such  damages  as  have  actually  been  proved  to  have  been  sus- 
tained. Where  an  inventor  finds  it  profitable  to  exercise  his  monopoly  by 
selling  licenses  to  make  or  use  his  improvement,  he  has  himself  fixed  the 
average  of  his  actual  damage  when  his  invention  has  been  used  without 
his  license.  If  he  claims  anything  above  that  amount,  he  is  bound  to  sub- 
stantiate his  claim  by  clear  and  distinct  evidence.  It  is  only  where  from 
the  peculiar  circumstances  of  the  case,  no  other  rule  can  be  found,  that 
the  defendant's  profits  become  the  criterion  of  the  patentee's  loss.  Actual 
damages  must  be  actually  proved,  and  can  not  be  assumed  as  a  legal  in- 
ference from  any  facts  which  amount  not  to  actual  proof  of  the  fact.  What 
a  patentee  would  have  made  if  the  infringer  had  not  interfered  with  his 
rights  is  a  question  of  fact  and  not  a  judgment  of  law.  The  question  is 
not  what  speculatively  he  may  have  lost,  but  what  actually  he  did  lose*.  The 
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rule  of  damages  must  not  be  such  as  would  be  better  entitled  to  the  epithet 
of  "speculative,"  "imaginary,"  or  "fenciful,"  than  that  of  "actuaU" 
Seymour  o.  McCormick,  16  How.  480 ;  s.  c.  2  Blatch.  240. 

The  jury  are  to  give  the  actual  damages  which  the  patentee  has  sus* 
tained,  not  vindictive  or  speculative  damages,  but  such  damages  as  the 
patentee  by  his  proofs  shows  that  he  has  actually  sustained  by  the  infringe^  ' 

ment  of  his  patent.  New  York  t^.  Ransom,  1  Fish.  252 ;  s.  c.  23  How. 
487;  Wilbur  v.  Beecher,  2  Blatch.  132;  Teese  v.  Phelps,  1  McAl.  48; 
Haselden  v,  Ogden,  3  Fish.  378 ;  Parker  o.  Hulme,  1  Fish.  44 ;  Russell  o. 
Place,  5  Fish.  134 ;    s.  c.  9  Blatch.  173 ;    Kneass  v.  Schuylkill  Bank,  4  a 

Wash.  C.  C.  9 ;  a.  c.  1  Robb  303 ;  Hall  v.  Wiles,  2  Blatch.  194 ;  Whitte-  I 

more  v.  Cutter,  1  Gallis.  478 ;  s.  c.  1  Robb  40. 

The  true  course  is  to  leave  the  jury  at  large  to  estimate  the  actual  dam- 
ages according  to  the  drcumstances  of  each  particular  case.  The  price  of 
the  machine,  the  nature,  actual  state  and  extent  of  the  use  of  the  patentee's 
invention,  and  the  particular  losses  to  which  he  may  have  been  subjected 
by  the  piracy,  are  all  proper  ingredients  to  be  weighed  by  the  jury  in 
estimating  the  damages.  Earle  v.  Sawyer,  4  Mason  1 ;  s.  c.  1  Robb  491 ; 
Carr  r.  Rice,  1  Fish.  198 ;  Hubbell  v.  U.  S.,  5  Ct.  CI.  1. 

Defendant's  Proflta.  I 

The  damages  sustained  by  the  patentee,  and  not  another's  gain,  is  made 
the  rule,  but  the  profit  made  by  the  defendant  is  a  fair  and  legal  subject  for 
the  calculation  and  judgment  of  the  jury.  Although  the  profit  is  not  the 
amount  to  be  recovered  as  damages,  yet  it  is  that  from  which  a  calculation 
or  estimate  of  that  damage  may  be  rightfblly  made.  Whitney  v.  Emmett, 
Bald.  303 ;  s.  o.  1  Robb  567 ;  Parker  o.  Banker,  6  McLean  631 ;  Cowing 
«.  Rumsey,  4  Fish.  275 ;  s.  c.  8  Blatch.  36 ;  Carter  o.  Baker,  4  Fish.  404 ; 
8.  G.  1  Saw.  512. 

There  is  no  unbending  or  unyielding  rule  of  damages,  though  that  usually 
recognized  as  the  true  rule  has  been  to  give  to  the  patentee  as  damages  the 
amount  of  profits  which  the  defendant  has  derived  from  the  use  of  the 
invention,  not  the  amount  which  he  might  have  realized,  or  which  he  made 
from  the  use  of  improvements  other  than  those  of  the  patentee,  but  what 
he  actually  did  make  by  the  use  of  the  invention  as  patented.  Bell  v. 
Daniels,  1  Fish.  372 ;  s.  c.  1  Bond  212 ;  Lattav.  Shawk,  1  Fish.  465 ;  s.  c. 
1  Bond  259 ;  Wintermute  v.  Redington,  1  Fish.  239 ;  Matthews  v.  Skates, 

1  Fish.  602 ;  Case  v.  Brown,  2  Fish.  268 ;  s.  c.  2  Wall.  320 ;  1  Biss.  382 ; 
Hall  V.  Wiles,  2  Blatch.  194 ;  Sickels  e.  Borden,  3  Blatch.  535 ;  Buck  v. 
Hermance,  1  Blatch.  398 ;  Pitts  v.  Edmonds,  2  Fish.  52 ;  s.  C  1  Biss.  168 ; 
Page  V.  Ferry,  1  Fish.  298. 

The  rule  of  damages  is  the  profits  which  have  been  derived  to  the  de- 
fendant by  means  of  the  invention  over  any  other  mode  which  the  defend- 
ant had  a  right  to  adopt.    Serrell  v.  Collins,  1  Fish.  289  ;  Cox  v,  Griggs, 

2  Fish.  174 ;  s.  o.  1  Biss.  362 ;  Wilbur  v.  Beecher,  2  Blatch.  132 ;  Tilgh- 
man  v.  Werk,  2  Fish.  229 ;  8.  c.  1  Bond  511 ;  Smith  v,  Pearce,  2  McLean 
176  ;  s.  c.  2  Robb  13. 
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The  tnie  criterion  is  the  advantage  which  the  defendant  obtained,  or 
might  by  skill  have  obtained,  by  using  the  patented  device  over  the  use  of 
the  old  device,  and  the  value  of  this  advantage  in  money.  Campbell  v. 
Barclay,  5  BLbs.  179. 

If  the  patentee  has  taken  certain  elements  before  known,  and  combined 
them,  and  applied  them  to  other  parts  of  a  machme  constructed  after  his 
own  foshion,  and  made  the  machine  in  question  as  a  whole,  he  is  entitled 
to  recover  the  profits  made  upon  the  entire  machine.  Carter  v.  Baker,  4 
Pish.  404 ;  8.  o.  1  Saw.  512. 

If  any  portion  of  the  profits  is  properly  to  be  credited  to  an  improve- 
ment made  by  the  defendant,  the  burden  rests  upon  him  to  show  affirma- 
tively that  fiict,  and  how  much  of  the  profits  ought  to  be  credited  to  the 
improvement  and  deducted  from  the  profits  of  the  sale  of  the  whole  ma- 
chine as  improved,  for  he  has  caused  the  confhsion  of  rights.  Carter  v. 
Baker,  4  Fish.  404 ;  s.  0. 1  Saw.  512. 

If  any  of  the  profits  arose  from  an  improvement  made  by  the  defendant, 
they  do  not  belong  to  the  patentee.  Carter  v.  Baker,  4  Fish.  404;  s.  c. 
1  Saw.  512. 

The  profit  made  by  the  defendant,  and  that  lost  by  the  patentee,  are 
among  the  elements  which  the  Jury  may  consider.  Fhilp  v.  Nock,  17 
WaU.  460. 

The  extent  of  the  benefits  accruing  directly  to  the  defendant  should  un- 
doubtedly form  an  element  for  consideration  when  the  question  of  damages 
is  considered.  If  the  invention  is  valuable,  and  the  defendant,  by  its  use, 
has  diminished  his  expenses,  the  Jury  are  at  liberty  to  infer  that  if  he  had 
admitted  the  patentee's  rights  he  would  have  paid  the  amount  thus  saved, 
or  a  large  portion  of  it,  as  the  consideration  for  a  license  to  use  the  in- 
vention, rather  than  abandon  its  use,  and  that  the  patentee  has  therefore 
lost  by  the  infringement  what  the  defendant  would  have  so  paid  to  secure 
such  license.  It  is  for  this  reason  that  the  benefits  received  by  the  de- 
fendant from  the  use  of  the  invention  in  the  consequent  reduction  of  his 
expenses,  are  proper  subjects  for  consideration  in  determining  the 
patentee's  damages.  New  York  «.  Ransom,  1  Fish.  252 ;  s.  c.  23  How. 
487. 

The  profits  realized  by  the  defendant  are  proper  to  be  taken  into  con- 
sideration, but  are  not  conclusive  as  to  the  extent  of  the  injury,  which  may 
be  either  greater  or  less.  A  patentee  may  be  manufacturing  his  patented 
article  himself,  and  making  it  to  a  profit,  while  another  man  may  make  it 
to  a  disadvantage,  and  yet  the  spurious  article  carried  into  the  market  may 
displace  the  original.  In  such  case  the  injury  to  the  patentee  would  be 
greater  than  any  profit  upon  the  spurious  production.  On  the  other  hand 
a  defendant's  article  may  not  displace  the  original,  and  in  tliat  case  the 
mjury  would  be  less.  It  may  be  that  a  patentee  may  derive  a  profit  from 
licensing  other  parties  to  construct  his  invention,  and  any  piracy  upon  iit 
by  depriving  him  of  any  portion  of  the  profits  of  such  licenses  would  be 
an  injury  to  be  taken  into  account.  A  party  concerned  in  infringing  a 
patent  stands  in  a  different  position  firom  the  patentee,  not  having  been 
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previoufllj  subjected  to  the  expense  and  labor  to  which  the  latter  is  fre- 
quently exposed,  in  the  process  of  invention  and  experiment.  Hence 
the  person  who  enters  upon  the  business  without  previous  expense  may 
very  well  afford  to  sell  machines  at  less  profit  than  the  patentee.  The 
latter  must  have  his  profit  not  only  for  the  expense  of  putting  in  operation 
the  improvement,  but  by  way  of  indemnity  for  the  previous  time,  labor 
and  money  which  he  has  been  obliged  to  bestow  on  the  invention.  He 
must,  therefore,  charge  a  higher  price  to  cover  these  greater  expenses. 
Pitts  9.  Hall,  2  Blatch.  229  ;  Campbell  v.  Barclay,  5  Biss.  179  ;  Many  v. 
Sizer,  1  Fish.  17. 

If  the  patentee  claims  the  privilege  of  selling  at  a  higher  rate,  the 
probabilities  of  his  having  been  able  to  sell  as  many  machines  at  a  higher 
price,  or  as  many  at  any  price,  as  were  sold  by  him  and  the  defendant 
together,  should  be  taken  into  consideration.  Carter  v.  Baker,  4  Fish. 
404 ;  8.  o.  1  Saw.  512. 

If  the  patentee  has  sustained  other  damages  beyond  the  profits  actually 
received  by  the  defendant,  he  is  entitled  to  recover  them.    Carter  o.  Baker, 

4  Fish.  404 ;  s.  c.  1  Saw.  512. 

Plaintiff's  I<om. 

In  an  action  at  law  the  profit  which  the  plaintiff  might  have  made  is 
not  the  primary  or  controlling  measure  of  damages.  Burdell  v.  Denig,  92 
U.  »•  716. 

Where  profits  are  the  proper  measure  of  damages  it  is  the  profit  which 
the  infringer  makes  or  ought  to  make,  and  not  the  profit  which  the  plain- 
tiff can  show  that  he  might  have  made,  that  governs  the  measure  of 
damages.    Burdell  v.  Denig,  92  U.  S.  716. 

The  rule  is  to  give  the  actual  damage  or  loss  incurred  by  reason  of  the 
infringement,  and  that  is  the  profits  which  the  patentee  would  have  made 
ir  he  had  not  been  embarrassed  by  the  interference  of  the  defendant's 
machine,  because  the  law  presumes  that  the  patentee  would  have  had  the 
patronage  which  was  diverted  by  the  defendant.  The  profits  which  the 
patentee  has  lost  in  consequence  of  the  infringement  afford,  therefore,  a 
criterion  by  which  to  determine  the  amount  of  damages  he  has  sustained. 
Le  Boy  v.  Tatham,  2  Blatch.  474 ;  s.  c.  14  How.  156 ;  Pitts  o.  Hall,  2 
Blatch.  229  ;  Wintermute  v.  Redington,  1  Fish.  239  ;  McComb  v.  Brodie, 

5  Fish.  384 ;  s.  c.  1  Woods  153 ;  2  O.  G.  117 ;  Morris  v.  Barrett,  .1  Fish. 
461  ;  8.  o.  1  Bond  254;  Heald  r.  Rice,  104  U.  S.  737  ;  8.  c.  21  O.  G. 
1443 ;  8.  o.  13  Pac.  L.  K.  33 ;  Wayne  v.  Holmes,  2  Fish.  20 ;  s.  c.  1 
Bond  27. 

The  profits  which  the  patentee  might  have  made  if  he  had  made  and 
sold  the  articles  which  the  defendant  manufactured  and  sold,  are  not  con- 
clusive evidence  of  the  actual  damages,  for  there  must  also  be  proof  that 
the  patentee  was  prepared  to  supply  the  articles,  and  was  prevented  from 
doing  so  by  the  competition  of  the  defendant,  and  was  thus  limited, 
hindered,  checked,  or  interfered  with  in  his  business,  or  otherwise  actually 
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damaged  to  that  amount.  Goodyear  «.  Bishop,  2  Fish.  154 ;  Hawes  v. 
Waahbume,  5  0. 6.  491 ;  Magic  Ruffle  Co.  v.  Douglafis,  2  Fish.  330 ;  Teese 
e.  Phelps,  1  McAl.  48. 

The  profits  lost  to  the  patentee  most  be  the  direct  and  legitimate  fruits 
of  the  patent.  He  may  have  sustained  damages  from  his  inability  to  sell 
other  articles,  but  they  are  too  remote.    Carter  v.  Baker,  4  Fish.  404 ;  s.  o. 

1  Saw.  512. 

If  the  patent  is  for  an  entire  machine,  the  patentee  is  entitled  as  dam- 
ages to  the  profits  he  could  have  made  in  constructing  and  vending  his 
machine,  over  and  above  the  mere  profits  arising  out  of  its  manufacture, 
that  is,  the  mere  profits  of  its  mechanical  con'struction,  and  not  the  profits 
that  grow  out  of  the  exclusive  right  to  manufacture  the  invention  under 
the  patent.  The  latter  belong  to  the  patentee,  while  the  former,  the  mere 
mechanical  profits,  are  excluded  from  the  damages.  Seymour  o.  McCor- 
mick,  3  Blatch.  299 ;  8.  c.  19  How.  96. 

If  the  right  of  a  grantee  is  the  mere  right  to  construct  the  machine  within 
certain  limits,  implying  a  right  to  sell  outside  of  such  limits,  but  without 
any  right  to  use  or  authorize  others  to  use  the  machine,  the  injury  sus- 
tained by  the  grantee  as  the  result  of  an  infringement  of  his  exclusive 
right  is  to  be  measured  by  the  profit  which  he  realized  as  a  manufacturer 
firom  making  it.    Jenkins  v.  Greenwald,  2  Fish.  37 ;  8.  o.  1  Bond  126. 

If  the  patentee  prefers  to  sell  the  thing  patented  in  one  locality,  he  is 
entitled  to  the  profits  he  might  Lave  made  were  it  not  for  the  infringement, 
although  he  accepted  a  royalty  in  another  locality.  Heald  v.  Bice,  104 
U.  S.  737 ;  8.  o.  21  O.  G.  1443 ;  8.  o.  13  Pac.  L.  B.  33. 

I«loense  Fee. 

Profits  are  not  the  primary  or  true  criterion  of  damages  for  infringement 
in  an  action  at  law.  That  rule  applies  eminently  and  mainly  to  cases  in 
equity.  On  the  other  band,  a  sale  of  licenses,  or  a  royalty,  constitutes  the 
primary  and  true  criterion  of  damages  in  an  action  at  law.  In  the  absence 
of  satisfactory  evidence  of  either  class  in  the  forum  to  which  it  is  most 
appropriate,  the  other  may  be  resorted  to  as  one  of  the  elements  on  which 
the  damages  may  be  ascertained.  Burdell  v.  Denig,  92  IT.  S.  716; 
Sickels  V.  Borden,  3  Blatch.  535 ;  Hogg  v.  Emerson,  11  How.  437  ;  s.  c. 

2  Blatch.  1 ;  Colt  o.  Mass.  Arms  Co.,  1  Fish.  108;  Goodyear  v.  Bishop,  2 
Fish.  154;  Philp  v.  Nock,  17  Wall.  460;  Packet  Co.  v.  Sickles,  19  Wall. 
611 ;  Seymour  v.  McCormick,  16  How.  480;  s.  C  2  Blatch.  240;  Bui*dell 
V.  Denig,  2  Fish.  588 ;  Seymour  v.  McCormick,  3  Blatch.  209 ;  8.  o.  19 
How.  96 ;  Proctor  v.  Brill,  4  Fed.  Bep.  415. 

Xf  the  ttst  of  the  license  fee  cannot  be  applied,  the  patentee  is  entitled 
to  an  amount  which  will  compensate  him  for  the  injury  to  which  he  has 
been  subjected  by  the  piracy.    Philp  v.  Nock,  17  Wall.  460. 

Where  the  patented  improvement  has  been  used  only  to  a  limited  extent 
and  for  a  short  time,  the  amount  should  be  less  than  the  license  fee. 
Birdsall  v.  Coolidge,  93  U.  S.  64 ;  s.  c.  10  O.  G.  748 ;  Judson  v.  Bradford, 
16  O.  G.  171 ;  8.  c.  3  Ban  &  Ard.  539. 
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The  price  for  which  the  plaintiff  has  sold  his  rights  to  certun  territory  is 
no  criterion  hy  which  to  determine  the  amount  of  the  damage  sustained  hy 
an  infringement  in  other  territory.    Camphell  v.  Barclay,  5  Biss.  179. 

There  are,  no  doubt,  cases  in  which  the  license  price  may  be  a  criterion, 
but  there  are  few  instances  in  which  the  patentee  ought  to  be  concluded 
by  a  former  offer  to  sell.  Bell  v.  Daniels,  1  Fish.  372 ;  s.  c.  1  Bond  212 ; 
Parker  v.  Hulme,  1  Fish.  44. 

It  is  incumbent  on  the  patentee  to  prove  the  amount  of  the  license  fee. 
Burdell  v.  Denig,  2  Fish.  588. 

]>l¥era  Items. 

If  the  patentee  has  sustained  damages  beyond  those  arismg  from  the 

Actual  interference  of  the  defendant  in  making  and  putting  into  market 

'similar  machines,  he  may  recover  them.    The  question  of  damage  is  very 

much  at  large,  and  rests  in  the  sound  discretion  of  the  jury.    Seymour  v^ 

McCormick,  2  Blatch.  240 ;  s.  c.  16  How.  480. 

It  is  the  making  and  selling  to  be  used,  and  not  the  selling  or  buying, 
or  making  alone,  for  which  fhll  damages  are  ysually  given.  Hogg  v. 
Emerson,  11  How.  587 ;  s.  o.  2  Blatch.  1. 

If  a  use  of  the  machine  is  actually  proved,  the  rule  of  damages  should 
be  the  value  of  the  use  of  such  a  machine  during  the  time  of  the  illegal 
use.    Whittemore  v.  Cutter,  1  Grallis.  478 ;  s.  c.  1  Bobb  40. 

If  the  article  made  according  to  the  patentee's  invention  is  more  valuable 
than  when  made  according  to  the  prior  mode,  thi^  difference  of  value  may 
be  considered  in  estimating  the  damages.  Waterbury  Brass  Co.  v.  N.  Y. 
Brass  Co.,  3  Fish.  43. 

Where  the  counsel  on  both  sides  are  content  with  a  measure  of  damages 
prescribed  by  themselves,  it  is  not  usual  or  necessary  for  the  court  to  in- 
terfere at  all.    Earle  o.  Sawyer,  4  Mason  1 ;  s.  c.  1  Bobb  491. 

If  the  patentee  has  been  compelled  to  carry  his  stock  over  from  one 
season  to  another,  the  value  of  the  use  of  his  capital  may  be  taken  into 
consideration.    Carter  v.  Baker,  4  Fish.  404 ;  s.  c.  1  Saw.  512. 

If  the  plaintiff  has  two  patents,  and  sues  only  for  an  infringement  of 
one,  his  recovery  must  be  limited  to  the  damages  arising  from  the  in- 
fringement of  that  patent  alone,  and  the  part  of  the  price  for  which  he 
could  have  sold  the  thing  patented  due  to  that  patent  alone  is  all  that  can 
be  taken  into  consideration.  Carter  o.  Baker,  4  Fish.  404 ;  s.  c.  1  Saw. 
512. 

Evidence  of  the  utility  and  advantage  of  the  invention  over  the  old 
modes  and  devices  that  had  been  used  for  working  out  similar  results  is 
appropriate  to  aid  in  estimating  the  amount  of  damages.  Suffolk  C(t.  o* 
Hayden,  4  Fish.  86 ;  s.  c.  3  Wall.  315 ;  Smith  v.  Higgins,  1  Fish.  537 ; 
Waterbury  Brass  Co.  c.  N,  Y.  Brass  Co.,  3  Fish.  43. 

The  character  or  condition  of  the  parties  to  the  suit  can  not  be  taken 
into  account  in  estimating  the  damages.  Suffolk  Co.  v.  Hayden,  4  Fish. 
86 ;  s.  o.  3  Wall.  315. 
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Where  an  inveDtor  has  invented  only  an  unprovement,  and  there  is  a 
violation  of  his  right  under  his  patent  to  use  that  improvement  in  connec- 
tion with  the  invention  of  others,  or  in  connection  with  a  machine  pre- 
viously known  and  used,  his  damages  must  be  limited  to  the  value  of  his 
improvement  in  connection  with  the  other  elements  of  the  machine. 
That  is  a  subject  in  regard  to  which  it  may.be  difficult  to  give  definite 
proof,  but  the  difficulty  does  not  change  the  legal  principle  which  applies, 
Seymour  v.  McCormick,  16  How.  480 ;  8.  c.  2  Blatch.  240 ;  Burdell 
V.  Denig,  2  Fish.  588 ;  Seymour  v.  McCormick,  3  Blatch.  209 ;  s.  c.  19 
How.  96. 

Unless  the  jury  is  satisfied  that  the  patentee  has  abandoned  the  privi- 
leges secured  to  him,  his  fiskilure  to  bring  suit  against  others  infringing 
such  patent  should  have  no  effect  in  reference  to  the  question  of  damages. 
In  other  words,  if  he  has  dedicated  his  rights  to  the  public,  be  can  not 
recover  at  all ;  but  if  he  has  not,  although  he  has  fJEdled  to  bring  suits  for 
the  purpose  of  enforcing  his  rights,  the  jury  can  not  reduce  the  damages 
which  he  has  actually  sustained,  because  the  statute  gives  him  his  actual 
damages.    New  York  v.  Ransom,  I  Fish.  252 ;  s.  o.  23  How.  487. 

Ignorance  of  the  existence  of  the  patent  right  does  not  furnish  a  reason 
for  allowing  no  damages.  Hogg  o.  Emerson,  11  How.  587 ;  8.  o.  2 
Blatch.  1. 

The  intent  not  to  injure  never  exonerates  the  party  from  all  damages 
for  the  actual  injury  or  encroachment,  though  it  may  mitigate  them. 
Hogg  V,  Emerson,  11  How.  587 ;  s.  o.  2  Blatch.  1 ;  Parker  v,  Corbin,  4 
McLean  462 ;  s.  c.  2  Bobb  736. 

The  jury,  in  estimating  the  damages,  may  take  into  account  the  interest, 
if  they  choose,  and  give  it  by  way  of  damages.  Le  Roy  v.  Tatham,  2 
Blatch.  474 ;  s.  o.  14  How.  156 ;  Seymour  v.  McCormick,  2  Blatch.  240 ; 
s.  c.  16  How.  480 ;  vide  Silsby  o.  Foote,  20  How.  378 ;  s.  o.  2  Blatch.  260. 

The  damages  are  not  to  be  estimated  for  the  whole  term  of  the  patent, 
but  only  for  the  period  of  the  inMngement,  where  the  license  fee  is  not 
taken  as  the  measure  of  the  damages.  Sufi'olk  Co.  o.  Hayden,  4  Fish.  86 ; 
8.  c.  3  Wall.  315. 

Where  the  infringement  is  confined  to  a  part  of  the  thing  sold,  the 
recovery  must  be  limited  accordingly.  It  can  not  be  as  if  the  entire  thing 
were  covered  by  the  patent,  or  where  that  is  the  case,  as  if  the  infringe- 
ment were  as  large  as  the  monopoly.    Pliilp  o.  Nock,  17  Wall.  460. 

A  patentee  is  not  able  to  give  the  exact  amount  of  damages  that  he  has 
sustained  with  the  utmost  accuracy.  It  is  not  in  his  power.  He  does  tke 
best  he  can.  If  he  is  wrong  in  his  calculation,  the  defendant  can  put  him 
right.  The  defendant  knows  the  profit  he  has  made.  Conover  v.  Bapp, 
4  Fish.  57, 

Neither  expenses  nor  counsel  fees  incurred  in  the  vindication  of  his 
rights  can  be  allowed  to  the  patentee  as  damages.  Blanchard's  Factory 
V,  Warner,  1  Blatch.  258 ;  Whittemore  v.  Cutter,  1  Gallis.  429 ;  s.  c.  1 
Robb  28 ;  Philp  v.  Nock,  17  Wall.  460 ;  Teese  o.  Huntingdon,  23  How.  2 ; 
Parker  r.  Hulme,  1  Fish.  44 ;  Stimpson  v.  Railroads,  1  Wall.  Jr.  164 ; 
21 
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8.  o.  2  Bobb  595 ;  SimiMon  o.  Leiper,  2  Whart.  Dig.  3dd ;  eaniraj  I^ereon 
o.  Eagle  Screw  Co.,  3  Story  402  ;  s.  o.  2  Robb  268 ;  Ptoker  v.  Corbin,  4 
McLean  462 ;  s.  c.  2  Robb  736 ;  Boston  Manuf.  Co.  o.  Flake,  2  Mason 
119 ;  8.  o.  1  Robb  320;  Adams  o.  Edwards,  1  Fish.  1 ;  Allen  v.  Blunt,  2 
W.  &  M.  121 ;  B.  G.  2  Robb  530 ;  Alden  v.  Dewey,  1  Story  336 ;  a.  o.  2 
Robb  17;  Washburn  o.  Gould,  3  Story  122 ;  s.  o.  2  Robb  206 ;  Hays  v. 
Sulsor,  1  Fish.  532 ;  s.  c.  1  Bond  279. 

The  patentee  can  not  claim  damages  for  the  use  of  an  improyement 
upon  his  indention.  Sayles  v.  Ralkoad  Company,  2  Fish.  523 ;  s.  c.  1 
Biss.  468. 

No  damages  can  be  allowed  except  for  the  use  prior  to  the  date  of  the 
writ    Suffolk  Co.  o.  Hayden,  4  Fish.  86 ;  s.  o.  3  Wall.  315. 

There  is  no  reason  for  granting  a  new  trial  on  account  of  damages  given 
according  to  a  rate  admitted  by  the  party  himself  to  be  a  jHroper  one  in 
his  own  case.    Earle  v.  Sawyer,  4  Mason  1 ;  s.  c.  1  Robb  91. 

If  the  damages  are  excessive  the  plaintiff  may  remit  the  excess. 
Russell  V.  Place,  5  Fish.  134  ;  s.  c.  9  Blatch.  173. 

The  damages  can  not  exceed  the  amount  claimed  in  the  declaration. 
Tucker  v.  Bpaulding,  13  Wall.  453 ;  s.  c.  1  O.  G.  142 ;  s.  o.  5  Fish.  297  ; 
8.  o.  Deady  649 ;  Winans  v.  N.  Y.  &  Harlem  R.  R.  Co.,  4  Fish.  1.' 

ReiMwe. 

If  a  patent  has  been  surrendered,  the  damages  should  be  limited  to  such 
as  accrued  by  the  use  of  the  machine  after  the  new  patent  was  granted. 
Ames  V.  Howard,  1  Sum.  482 ;  s.  c.  1  Robb  689 ;  Agawam  Co.  «.  Jordan, 
7  WaH.  583. 

If  Hie  patent  is  surrendered  for  defects  hi  the  specification,  and  a  reissue 
granted,  the  defendant  is  liable  for  damages  for  any  unlicensed  use  of  the 
machine  after  the  granting  of  the  reissue,  although  his  machine  was  put 
up  before  that  lime.  A  person  purchasing  property  against  the  right  of 
ano^er,  when  the  owner  is  without  evidence  of  his  title,  can  not  hold  or 
use  it  after  the  evidence  of  his  superior  right  is  acquired  by  the  real  owner. 
Carr  v.  Rice,  1  Fish.  198. 

Nominal  Damages. 

The  damages  must  not  rest  in  conjecture,  but  must  be  susceptible  of 
proof  and  be  actually  proved.  Whitney  v.  Emmett,  Bald.  303 ;  1  Robb 
567 ;  Philp  v.  Nock,  17  Wall.  460 ;  Carter  v.  Baker,  4  Fish.  404 ;  a.  a  1 
Saw.  512 ;  Tucker  «.  Spaulding,  Deady  649  ;  s.  o.  13  Wall.  453 ;  1  O.  G. 
144  ;  0.  c.  5  Fish.  297. 

The  burden  of  showing  the  extent  of  the  damages  rests  upon  the 
patentee.    Carter  e.  Baker,  4  Fish.  404;  s.  c.  1  Saw.  512. 

If  the  patentee  rests  his  case  after  merely  proving  an  inMngement  of 
his  patent,  he  may  be  entitled  to  nominal  damages,  but  no  more.  He  can 
not  call  on  a  jury  to  guess  out  his  case  without  evidence.  Actual  damages 
must  be  calculated,  not  imagined ;  and  an  arithmetical  calculation  can  not 
be  made  without  certain  data  on  which  to  make  it.    Burdell  v.  Denig  2 
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Fish.  588 ;  New  York  t;.  Bansom,  1  Fish.  252 ;  s.  o.  23  How.  487  ;  Hall 
r.  Bird,  3  Fish.  595 ;  8.  c.  6  Blatch.  438;  Campbell  v.  Barclay,  5  Biss. 
179 ;  Proctor  v.  Brill,  4  Fed.  Bep.  415. 

Where  the  law  haa  given  a  right,  and  a  remedy  for  the  violation  of  it, 
such  violation  of  itself  imports  dsunage ;  and  in  the  absence  of  all  other 
evidence,  the  law  presumes  a  nominal  damage  to  the  party.  Whittemore 
V.  Cutter,  1  Gallis.  429,  478 ;  s.  o.  1  Bobb  28,  40  ;  Poppenhusen  o.  Grutta 
Percha  Comb  Co.,  2  Fish.  62. 

It  is  competent  for  the  jury  to  give  nominal  damages  if  they  think  that 
the  patentee  has  acted  in  such  a  manner  that  the  defendant  has  been 
misled.  Adams  v.  Edwards,  1  Fish.  1 ;  Washburn  v.  Grould,  3  Story  122 ; 
8.  G.  2  Bobb  206. 

For  the  mere  making  of  a  macliine,  without  selling  or  using  it,  the 
damages  would  be  nominal.    Carter  p.  Baker,  4  Fish.  404 ;  s.  c.  1  Saw.  512. 

If  the  defendant  has  constructed  but  few  machines  after  he  knew  of  the 
existence  of  the  patent,  nominal  damages  merely  may  be  recovered. 
Bryce  v.  Dorr,  3  'McLean  582  ;  s.  c.  2  Bobb  302. 

Increase  of  Oamages. 

The  jury  should  estimate  the  single  damages,  and  the  court,  if  it  sees 
proper,  will  treble  the  damages  found  by  the  jury  in  awarding  the  proper 
judgment.  Whittemore  v.  Cutter,  1  Gallis.  478 ;  s.  c.  1  Bobb  40 ;  Evans 
V.  Hettick,  3  Wash.  C.  C.  408 ;  8.  o.  7  Wheat.  453  ;  s.  c,  1  Bobb  166,  417 ; 
Motte  r.  Bennett,  2  Fish.  642 ;  Livingston  v,  Jones,  2  Fish.  207 ;  s.  c.  3 
Wall.  Jr.  330. 

The  trebling  of  the  dami^es  is  a  matter  that  rests  in  the  discretion  of 
the  court.    Stimpson  v,  Bailroads,  1  Wall.  Jr.  164;  s.  c.  2  Bobb  595. 

The  object  of  this  provision  is  to  remunerate  patentees  who  are  com- 
pelled to  sustain  their  patents  against  wanton  and  persevering  infringers. 
The  spirit  of  the  act  does  not  include  suits  brought  upon  an  expired  patent 
which  are  merely  cases  of  collection,  the  sole  object  being  the  recovery  of 
damages.  Bell  v,  McCuUough,  1  Fish.  380  ;  s.  c.  1  Bond  194 ;  Brodie  v. 
Ophir  Mining  Co.,  4  Fish.  137 ;  8.  c.  5  Saw.  608. 

If  the  infringement  is  deliberate  and  intentional  the  court  will  increase 
the  damages.  It  is  not  reasonable  that  an  inventor  should  be  compelled 
to  spend  his  means  in  protecting  himself  without  indemnity,  and  so 
practically  lose  the  benefit  of  the  invention  which  the  law  designed  to 
secure  him.  Bussell  v.  Place,  5  Fish.  134 ;  s.  c.  9  Blatch.  173  ;  Peek  v. 
Frame,  5  Fish.  113 ;  8.  c.  9  Blatch.  194. 

The  omission  to  file  a  disclaimer  before  the  commencement  of  the  suit 
afibrds  ground  for  the  consideration  of  the  court  in  the  exercise  of  its 
discretion  on  an  application  for  an  increase  of  the  damages.  The  party 
infringing  the  patent  may  have  been  misled  by  the  specification,  and  ma}' 
have  honestly  supposed  that  it  was  void  and  afforded  no  protection  to  the 
patentee.  The  actual  damages  for  the  infringement  would,  therefore, 
seem  as  a  general  rule  to  be  all  that  can  be  reasonably  claimed.  Guyon 
V.  Serrell,  1  Blatch.  244. 
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Even  where  the  disclaimer  was  not  filed  till  after  the  commencement  of 
the  suit,  there  may  he  exceptions  to  the  general  rule.  Cases  may  arise 
where  the  circumstances  are  aggravated,  and  such  as  to  repel  altogether 
the  bona  fides  of  the  infringement  in  which  the  power  to  increase  the 
verdict  should  be  exercised.  Each  case  must  depend  on  its  own  circum- 
stances.   Guy  on  v,  Serrell,  1  Blatch.  244. 

The  law  will  not  in  general  give  treble  damages  to  an  assignee. 
Schwartzel  o.  Holenshade,  3  Fish.  116 ;  s.  c.  2  Bond  29. 

The  words  ^^  with  costs  "  were  probably  added  from  abundant  caution  to 
exclude  any  inference  of  an  intention  to  limit  the  amount  of  the  Jud^^nent 
to  the  precise  sum  as  increased,  which  would  have  excluded  costs.  When 
costs  can  not  be  recovered,  hecause  a  disclaimer  was  not  filed  till  after  the 
commencement  of  the  suit,  the  rights  of  the  plaintifl'and  the  power  of  the 
court  in  respect  to  damages  remain  the  same  as  if  costs  were  allowed, 
and  the  court  may,  if  it  sees  proper,  increase  them.  Guyon  v.  Serrell,  1 
Blatch.  244. 

Transfer  hj  JTndginent. 

A  recovery  where  no  license  fee  has  heen  established  will  not  vest  the 
infringer  with  the  right  to  continue  the  use.  Suffolk  Co.  e.  Hayden,  4 
Fish.  86 ;  8.  o.  3  Wall.  315. 

If  the  patent  fee  is  adopted  as  the  measure  of  damages,  the  right  to  the 
fiirther  use  of  the  invention  passes  to  the  defendant.  Sickels  v.  Borden,  3 
Blatch.  535. 

If  a  patentee  does  not  use  the  patented  machine  himself,  nor  establish 
a  patent  fee,  but  manufactures  the  patented  articles  and  sells  them  at  fixed 
prices,  seeking  his  compensation  in  the  profits  of  the  manufacture  and  sale 
at  such  fixed  prices,  and  another  party  infringes  the  patent  by  making  and 
selling  the  patented  article,  and  the  patentee  sues  the  party  so  infringing, 
and  claims  to  recover,  and  does  recover,  the  full  amount  of  profits  which 
he  himself  would  have  obtained  on  the  article,  had  he  manufactured  and 
sold  it  at  the  ordinary  price,  by  such  claim  and  recovery  he  adopts  the  sale 
made  by  the  party  infringing,  and  the  right  to  use  the  specific  article  so 
sold,  and  for  which  the  recovery  has  heen  had,  vests  in  the  purcliaser. 
Spaulding  v.  Page,  4  Fish.  641 ;  B.  c.  1  Saw.  702 ;  4  A.  L.  T.  (N.  S.)  166 ; 
Perrigo  17.  Spaulding,  13  Blatch.  389 ;  s.  c.  12  O.  G.  352 ;  s.  c.  2  Ban  & 
Ard.  348;  Booth  v.  Seivers,  19  O.  G.  1140;  Steam  S.  C.  Co.  v.  Windsor 
Manuf.  Co.,  17  Blatch.  24;  s.  c.  4  Ban  &  Ard.  445. 

The  price  of  the  invented  machine  is  not  the  proper  measure  of  damages, 
hecause  the  verdict  would  not  entitle  the  defendant  to  use  the  machine 
subsequently.  The  statute  gives  to  the  inventor  the  exclusive  right  of 
making  and  using  his  invention,  and  the  court  can  not  compel  the  defend- 
ant to  purchase,  or  the  patentee  to  sell  this  right.  Earle  v.  Sawyer,  4 
Mason  1 ;  s.  c.  1  Robb  491 ;  Whittemore  9.  Cutter,  1  Gallis.  478 ;  s.  c.  1 
Rohb  40. 

If  the  damages  allowed  by  the  decree  were  merely  for  the  use  of  the 
thing  patented,  a  payment  thereof  will  not  entitle  the  defendant  to  con- 
tinue to  use  it.    Matthews  o.  Spangenbeig,  23  O.  G.  1624. 
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If  a  decree  against  a  manufacturer  merely  allows  nominal  damages,  it  is 
no  bar  to  an  action  against  a  purchaser.  Blake  v.  Greenwood  Cemetery, 
16  Fed.  Bep.  676. 

Sec.  4920.  In  any  action  for  infringement  the  defendant 
may  plead  the  general  issue,  and  having  given  notice  in 
writing  to  the  plaintiff  or  his  attorney,  thirty  days  before, 
may  prove  on  trial  any  one  or  more  of  the  following 
special  matters : 

First  That  for  the  purpose  of  deceiving  the  public,  the 
description  and  specification  filed  by  the  patentee  in  the 
patent  office  was  made  to  contain  less  than  the  whole 
truth  relative  to  his  invention  or  discovery ;  or  more  than 
is  necessary  to  produce  the  desired  effect ;  or. 

Second.  That  he  had  surreptitiously  or  unjustly  ob- 
tained the  patent  for  that  which  was  in  fact  invented  by 
another,  who  was  using  reasonable  diligence  in  adapting 
and  perfecting  the  same ;  or, 

Third.  That  it  had  been  patented,  or  described  in  some 
printed  publication  prior  to  his  supposed  invention  or  dis- 
covery thereof;  or, 

Fourth,  That  he  was  not  the  original  and  first  inventor 
or  discoverer  of  any  material  and  substantial  part  of  the 
thing  patented ;  or, 

Fifth.  That  it  had  been  in  public  use  or  on  sale  in  this 
country  for  more  than  two  years  before  his  application 
for  a  patent,  or  had  been  abandoned  to  the  public. 

And  in  notices  as  to  proof  of  previous  invention,  know- 
ledge, or  use  of  the  thing  patented,  the  defendant  shall 
state  the  names  of  patentees  and  the  dates  of  their  patents, 
and  when  granted,  and  the  names  and  residences  of  the 
persons  alleged  to  have  invented,  or  to  have  had  the  prior 
knowledge  of  the  thing  patented,  and  where  and  by  whom 
it  had  been  used ;  and  if  any  one  or  more  of  the  special 
matters  alleged  shall  be  found  for  the  defendant,  judg- 
ment shall  be  rendered  for  him  with  costs.  And  the  like 
defences  may  be  pleaded  in  any  suit  in  equity  for  relief 
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against  the  alleged  infringement ;  and  proofs  of  the  same 
may  be  given  upon  like  notice  in  the  answer  of  the  de^ 
fendant,  and  with  the  like  effect. 

Statute  Revised— Juiy  8, 1870,  ch.  280,  {  61, 16  Stat.  208. 
Prior  Statutea—AT^rH  10, 1790,  ch.  7,  J  6, 1  Stat.  111.— February  21, 1798,  ch. 
11,  i  6, 1  SUt  822.— July  4, 1886,  ch.  357,  i  15,  6  Stat.  128. 

Declaration. 

The  infringement  of  a  patent  is  a  tort^  but  as  the  wrongful  act  is  not 
committed  with  direct  force,  and  the  injury  is  the  indirect  effect  of  the 
wrongfbl  act,  the  form  of  action  is  that  description  of  tori  called  trespass 
on  the  case.    Stein  v,  Goddard,  1  McAl.  82. 

There  is  no  solid  foundation  on  which  to  rest  the  right  of  a  patentee  to 
support  an  action  on  the  case  for  the  violation  of  his  exclusive  right,  e;ccept 
that  settled  and  reasonable  common  law  basis  of  all  such  actions  :  injury 
and  damage — injury  by  a  violation  of  tlie  incorporeal  right,  and  damage, 
at  least  nominal,  presumed  by  the  law  to  aiise  from  such  violation.  Byam 
V.  Bullard,  1  Curt.  100. 

A  declaration  ought  always  to  show  a  title  in  the  plaintiff,  and  that  with 
convenient  certainty.  It  ought  to  state  all  matters  that  are  of  the  essence 
of  the  action,  without  which  the  plaintiff  fails  to  show  a  right  in  point  of 
law  to  ask  for  the  judgment  of  the  court  in  his  favor.  If  his  title  depends 
upon  the  performance  of  certain  acts,  he  must  aver  the  performance  of 
those  acts.    Gray  o.  James,  1  Pet.  C.  C.  476  ;  s.  c.  1  Bobb  140. 

The  declaration  must  aver  that  the  patent  was  issued  and  delivered  to 
the  patentee.  An  allegation  that  the  patent  was  made  out  is  not  suflScient. 
Cutting  r,  Myers,  4  Wash.  C.  C.  220 ;  s.  c.  1  Robb  159. 

As  the  patentee's  title  rests  upon  a  patent  from  the  United  States,  the 
form  of  which  is  prescribed  by  the  act  of  Congress,  the  declaration  must 
show  that  the  patent  is  such  as  the  law  requires.  Cutting  v,  Myers,  4 
Wash.  C.  C.  220;  B.  c.  1  Robb  169. 

It  is  not  necessary  that  the  patentee  in  his  pleading  shall  specify  all  the 
acts  done  by  him  to  obtain  a  patent  in  order  that  it  may  appear  upon  the 
face  of  the  declaration  that  the  mode  of  proceeding  pointed  out  by  the 
statute  has  been  pursued.  It  is  sufficient  to  set  forth  the  grant  in  sub- 
stance. The  court  will  presume  in  favor  of  tlie  grant  that  everything  was 
rightly  and  solemnly  done  which  the  law  requires,  in  order  to  autliorize 
the  issuing  of  the  patent.  Wilder  v.  McCormick,  2  Blatch.  31 ;  Cutting  v. 
Myers,  4  Wash.  C.  C.  220 ;  s.  c.  1  Eobb  159.  ^ 

It  is  sufficient  to  state  the  substance  of  the  grant,  but  if  the  specification 
professes  to  set  forth  the  grant  according  to  its  tenor,  the  slightest  variance 
is  fatal.    Tryon  v.  White,  1  Pet.  C.  C  96 ;  s.  c.  1  Robb  64. 

A  general  averment  of  an  extension  in  due  form  of  law,  before  the  ex- 
piration of  the  term  for  which  the  original  patent  was  granted,  is  Sufficient. 
Phelps  V.  Comstock,  4  McLean  353. 


§  4920]  DECLARATION.  327 

It  would  be  more  formal  to  annex  a  copy  of  the  letters  patent  and  specifi* 
cation  to  the  declaration  and  to  refer  thereto  in  the  declaration,  bnt  the 
common  practice  is  to  simply  make  profert  of  the  letters  patent,  and  there 
seems  to  be  no  substantial  objection  to  it.  Pitts  9.  Whitman,  2  Story  609 ; 
B.  G.  2  Bobb  189. 

The  profert  of  the  letters  patent  makes  the  letters  patent,  when  pro- 
duced, a  part  of  the  declaration,  and  so  gives  all  the  certainty  as  to  the 
invention  and  improvement  patented,  which  is  required  by  law.  Pitts  «. 
Whitman,  2  Story  609 ;  b.  c.  2  Robb  189. 

The  words  ^^as  by  the  said  letters  patent  and  specification,  all  in  due 
form  of  law,  ready  in  court  to  be  {nroduced,  will  fully  appear,"  is  equiva- 
lent to  profert  m  the  most  formal  and  ample  terms.  They  tender  the 
entire  giant  to  the  inspection  of  the  court  and  party.  Wilder  9.  McCor- 
mick,  2  Blatch.  31. 

The  declaration  need  not  aver  at  what  time  the  invention  patented  was 
made.  The  patent  law  nowhere  requires  the  patentee  to  allege  or  prove 
the  specific  time  of  his  invention.    Wilder  v.  McCormick,  2  filatch.  31. 

If  the  declaration  does  not  set  out  the  nature  of  the  invention,  it  is 
demurrable.    Peterson  o.  Wooden,  3  McLean  248 ;  8.  o.  21  Bobb  116. 

A  breach  which  is  as  broad  as  the  right  set  forth  in  the  declaration  and 
granted  by  the  patent,  is  not  only  suflOksient,  but  that  is  the  most  correct 
manner  of  pleading.  Cutting  e.  Myers,  4  Wash.  C.  C.  220;  s.  o.  1  Bobb 
159. 

The  declaration  must  tender  an  issue  upon  the  novelty  and  utility  of  the 
discovery  patented,  these  being  essential  to  the  enforcement  of  any  exclu- 
sive privilege  under  the  patent,  but  the  question  of  the  regularity  of  the 
proceedings  in  petitioning  for  and  obtaining  the  patent  and  thi^  of  the 
correptness  of  the  judgment  of  the  commissioner  in  awarding  it  are  not 
material  and  cannot  be  inquired  into.   Wilder  9.  McCormick,  2  Blatch.  31. 

If  the  declaration  embodies  all  that  is  essential  to  enable  the  plaintiff  to 
give  evidence  of  his  right  and  of  its  violation  by  the  defendant,  and  affords 
to  the  defendant  the  opportunity  to  interpose  every  defence  allowed  him 
by  the  law,  the  court  will  not  encourage  objections  merely  critical,  and 
will  seek  to  sustain  pleadings  substantially  sufficient,  and  will  thus  avoid 
useless  delays  and  expense.    Wilder  9.  McCormick,  2  Blatch.  31. 

The  plaintiff  is  confined  to  giving  evidence  of  infringements  during  the 
period  which  he  specifies  in  his  declaration.  If  it  were  otherwise,  the 
recovery  in  the  suit  would  be  no  bar  to  another  action  for  any  anterior 
breach,  since  it  could  not  judicially  appear  that  any  damages  had  been 
recovered  for  any  such  anterior  breach,  and  the  form  of  the  declaration  it- 
self specifying  the  term  would  repel  any  presumption  to  the  contrary. 
Eastman  9.  Bodfish,  1  Story  528 ;  s.  c.  2  Bobb  72. 

If  the  case  stated  in  the  declaration  is  precisely  within  the  statute,  an 
averment  that  the  act  complained  of  is  against  the  form  of  the  statute  is 
mere  matter  of  form,  the  want  of  which  will  be  cured  by  a  verdict,  hence 
the  omission  of  it  is  not  a  ground  for  a  nonsuit.  Tryon  9.  White,  1 
Pet  C.  C.  96 ;  8.  o.  1  Bobb  64. 
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Where  the  original  patent  and  a  patent  for  an  improvement  on  it  are 
united  in  the  same  person,  they  constitute  an  entire  right,  and  must  be 
asserted  as  such  in  an  action  for  an  infringement.  The  wrong  complained 
of  is  for  a  violation  of  tlie  entire  right  united  in  the  plaintiff  by  the  differ- 
ent patents  and  assignments.  The  right  set  up  is  an  entirety,  and  being 
united  in  the  same  individual,  is  not  susceptible  of  a  division.  As  well 
might  different  actions  be  brought  for  trespass  upon  a  close,  on  the  ground 
that  the  land  was  held  under  distinct  titles.  Case  r.  Bedfield,  4  McLean 
526 ;  8.  O.  2  Robb  741. 

Distinct  causes  of  action  may  be  set  forth  in  the  same  count.  A  reite- 
ration of  infringements  of  a  patent  may  be  sued  for  and  recompensed  in 
one  action.  There  is  no  known  doctrine  of  the  law  that  requires  a  plain- 
tiff to  split  up  into  separate  actions  grievances  of  that  character.  Wilder  v. 
McCormick,  2  Blatch.  31. 

If  a  patent  is  extended  by  a  special  act  of  Congress,  and  the  pliuntiff 
wishes  to  recover  for  infringements  under  both  the  original  and  extended 
patent,  he  must  file  distinct  and  independent  counts  for  each  patent. 
Eastman  v.  Bodfish,  1  Story  528;  s.  c.  2  Bobb  72. 

Where  a  matter  is  so  essentially  necessary  to  be  proved  to  establish  the 
plaintiff's  right  to  recovery  that  the  Jury  could  not  be  presumed  to  have 
found  a  verdict  for  him  unless  it  had  been  proved  at  the  trial,  the  omission 
to  state  that  matter  in  express  terms  in  the  declaration  is  cured  by  the 
verdict.  The  mere  omission  to  aver  that  the  assignment  under  which  the 
plaintiff  claims  was  recorded,  will  not  be  deemed  fatal  on  a  motion  in 
arrest  of  judgment,  for  it  is  a  case  of  a  good  title  defectively  stated. 
Dobson  V,  Campbell,  1  Sum.  319 ;  s.  c.  1  Bobb  681. 

If  enough  is  stated  in  the  declaration  to  show  title  in  the  plaintiff,  and 
with  sufficient  certainty  to  enable  the  court  to  give  Judgment,  but  with 
less  certainty  than  the  case  admitted  of,  and  which,  for  the  purpose  of 
notice  to  the  adverse  party  or  otherwise,  ought  to  have  been  stated,  the 
defect  is  cured  by  the  verdict.  The  court  will  presume  that  all  such  omis- 
sions were  supplied  and  obscurities  explained  at  the  trial  by  the  cadence 
given  to  the  jury.    Gray  v.  James,  Pet.  C.  C.  476 ;  s.  c.  1  Bobb  140. 

If  tlie  declaration  contains  all  the  necessary  allegations  to  show  that 
the  patent  was  regularly  granted,  and  designates  the  patent  by  the  terms 
used  in  the  patent  itself,  it  will  be  sufficient  on  a  demurrer  or  motion  in 
arrest  of  Judgment.  Gray  v,  James,  Pet.  C.  C.  476 ;  s.  c.  1  Bobb  140 ; 
Cutting  r.  Myers,  4  Wash.  C.  C.  220 ;  B.  c.  1  Bobb  159. 

Although  a  breach  is  too  general  in  not  stating  the  number  of  machines 
used  by  the  defendant,  yet  it  is  cured  by  a  verdict,  since  it  is  fairly  to  be 
presumed  that  proof  of  that  fact  was  given  to  the  jury.  Gray  v.  James, 
Pet.  C.  C.  476 ;  8.  c.  1  Bobb  140. 

Plea. 

This  section  appears  to  be  drawn  on  the  idea  that  the  defendant  would 
not  be  at  liberty  to  contest  the  validity  of  the  patent  on  the  general  issue.  It 
therefore  intends  to  relieve  the  defendant  from  the  difficulties  of  pleading 
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when  it  allows  him  to  give  in  evidence  matter  which  does  not  afiect  the 
patent.  But  the  notice  is  directed  for  the  security  of  the  plaintiff,  and 
to  protect  him  against  that  surprise  to  which  he  might  be  exposed  from 
an  unfair  use  of  this  priyilege.  The  notice  is  a  substitute  to  which  the 
defendant  is  not  obliged  to  resort.  The  notice  is  to  be  given  only  when 
it  is  intended  to  offer  the  special  matter  in  evidence  on  the  general  issue. 
The  defendant  is  not  obliged  to  pursue  this  course.  He  may  still  plead 
specially,  and  then  the  plea  is  the  only  notice  which  the  plaintiff  can  claim. 
Evans  v.  Eaton,  3  Wheat.  454 ;  s.  c.  1  Pet.  C.  C.  322 ;  s.  C  1  Robb  68, 
243 ;  Grant  v.  Raymond,  6  Pet.  218 ;  s.  c.  1  Bobb  604 ;  Read  v.  Miller, 
3  Fish.  310 ;  s.  c.  2  BIss.  12 ;  Phillips  v.  Comstock,  4  McLean  525 ;  s.  c. 
2  Robb  724 ;  Day  r.  New  Eng.  Car  Co.,  3  Blatch.  179 ;  contra,  Wilder  v. 
Gayler,  1  Blatch.  597. 

If  the  notice  and  the  plea  contain  the  same  defence,  the  defendant  must 
elect  on  which  he  will  relv  and  abandon  the  other,  or  the  court  will  on 
motion  strike  out  the  plea.  Latta  v.  Shawk,  1  Fish.  465 ;  s.  o.  1  Bond 
259 ;  Wilder  r.  Gayler,  1  Blatch.  597 ;  Bead  r.  Miller,  3  Fish.  310 ;  s.  c. 
2  Biss.  12. 

If  the  defendant  pleads  instead  of  giving  notice,  and  the  plea  is  not  put 
in  thirty  days  before  the  term,  the  plaintiff  is  entitled  to  a  continuance. 
Phillips  V.  Comstock,  4  McLean  525 ;  s.  c.  2  Robb  724 ;  Latta  v.  Shawk, 
1  Fish.  465 ;  B.  c.  1  Bond  259. 

A  plea  which  claims  a  right  in  the  defendant  to  continue  in  the  use  of 
the  patented  discovery,  from  the  fact  of  a  title  to  such  use  derived  by  him 
through  the  patentee,  or  seeks  to  avoid  the  title  of  the  plaintiff  acquired 
by  direct  assignment  from  the  patentee,  by  alleging  matters  outside  of 
that  assignment  which  preVent  its  passing  any  title  to  him,  either  because 
of  the  incapacity  of  the  grantee  in  that  respect  to  make  such  grant,  or  be- 
cause of  an  outstanding  paramount  right  m  others,  does  not  amount  to  the 
general  issue  and  may  be  pleaded.  The  implied  admission  of  the  right  of 
the  patentee  through  whom  the  plaintiff  makes  title  is  sufficient  in  law  to 
afford  color  for  the  avoidance.    Day  o.  New  Eng.  Car  Co.,  3  Blatch.  179. 

Recoupment  is  a  matter  which  is  never  pleaded  in  bar.  Blrdsall  v. 
Perego,  5  Blatch.  251. 

If  a  plea  in  avoidance  contains  no  denial  of  matters  alleged  in  the  dec- 
laration, they  must  be  considered  as  admitted,  unless  the  matters  alleged 
in  the  plea  are  a  sufficient  answer  to  the  action.  Moore  o.  Marsh,  7  Wall. 
515. 

A  plea  in  avoidance  which  is  hypothetical  and  does  not  admit  the  cause 
of  action  is  bad.    Morse  v.  Davis,  5  Blatch.  40. 

A  plea  in  bar  must  contain  a  full  defence  against  the  right  of  the  plain- 
tiff, and  if  it  fall  short  of  this,  it  is  bad  on  demurrer.  If  the  truth  of  the 
plea  may  be  admitted,  and  the  action  is  still  maintainable,  the  plea  is 
essentially  defective.    Smith  v.  Ely,  5  McLean  76 ;  s.  c.  15  How.  137. 

Oyer  of  letters  patent  is  not  demandable  as  of  a  deed,  but  being  a  matter 
of  record,  it  is  accessible  to  the  defendant,  and  should  be  stated  in  the  plea, 
as  it  is  not  necessarily  a  part  of  the  declaration,  so  as  to  enable  the  court 
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to  act  uix>n  the  fkce  of  the  plea.  Smith  v.  Ely,  5  McLean  76 ;  s.  c.  16 
How.  137. 

A  plea  of  an  abandonment  should  state  the  iacts  on  which  the  pleader 
relies  as  showing  an  abandonment.  Boot  v.  Ball,  4  McLean  177 ;  s.  c.  2 
Bobb  513. 

A  plea  that  the  defendant  was  acting  as  the  agent  of  another  is  bad  if  it 
does  not  disclose  the  name  of  the  principal.    Morse  o.  Davis,  5  Blatch.  40. 

If  no  fraud  appears  on  the  face  of  the  patent,  the  defendant  is  not  at 
liberty  to  set  up  that  the  patent  has  been  fraudulently  obtained.  Bailroad 
Co.  t.  Dubois,  12  Wall.  47. 

The  plea  of  not  guilty  puts  in  issue  the  novelty  of  the  invention  as  well 
as  the  charee  of  infringement.  Blanchard  v.  Putnam,  3  Fish.  186  ;  s.  c. 
8  Wall.  420 ;  2  Bond  84 ;  vide  Evans  «.  Hettick,  3  Wash.  C.  C.  408  ;  8.  C. 
7  Wheat.  453 ;  s.  c.  1  Bobb  166,  417 ;  Gray  v.  James,  Pet.  C.  C.  394 ; 
8.  c.  1  Bobb  120. 

A  Slate  statute  can  not  limit  the  time  within  which  actions  for  infringe- 
ments for  patents  may  be  brought  in  the  federal  courts.  Anthony  v. 
Carroll,  9  O.  G.  199 ;  s.  C  2  Ban  &  Ard.  195 ;  Collins  v.  Peebles,  2  Fish. 
541 ;  Parker  o.  Hallock,  2  Fish.  543 ;  Bead  v.  Miller,  3  Fish.  310  ;  8.  o.  2 
Biss.  12 ;  Wood  o.  Cleveland  Boiling  Mill,  4  Fish.  550 ;  Sayles  v.  Dubuque 
&  S.  C.  B.  B.  Co.,  5  Dill.  561 ;  8.  c.  3  Ban  &  Ard.  219  ;  Stevens  v.  Eans. 
Pac.  B.  B.  Co.,  5  Dill.  486 ;  Wetherill  v.  Zinc  Co.,  1  Ban  &  Ard.  485 ; 
contra^  Sayles  v.  Bichmond  F.  &  P.  B.  B.  Co.,  3  Hughes  172 ;  8.  c.  16 
O.  G.  43  ;  8.  c.  4  Ban  &  Ard.  239 ;  Hayden  v.  Great  Falls  Manuf.  Co.,  3 
Fed.  Bep.  519 ;  Hayward  o.  St.  Louis,  11  Fed.  Bep.  427 ;  Hayden  v. 
Oriental  Mills,  15  Fed.  Bep.  605  ;  Parker  r.  Hawk,  2  Fish.  58 ;  Howes  r. 
Nute,  4  Fish.  263 ;  s.  c.  4  Cliff.  173  ;  Bich  v.  Bicketts,  7  Blatch.  230. 

The  inferior  courts  may  prescribe  rules  to  regulate  the  time  and  manner 
of  filing  pleas.    Packet  Co.  v.  Sickles,  19  Wall.  611. 

The  right  to  plead  the  statute  of  limitations  does  not  depend  on  the 
pleasure  or  discretion  of  the  court.    Packet  Co.  v.  Sickles,  19  Wall.  611. 

Ifotlce. 

It  IS  very  clear  tliat  this  section  does  not  enumerate  all  the  defences  of 
which  the  defendant  may  legally  avail  himself,  for  he  may  clearly  give, 
in  evidence,  that  he  never  did  the  act  attributed  to  Inm.  or  that  he  has  a 
license  or  authority  from  the  patentee.  Whittemore  v.  Cutter,  1  Grills. 
429  ;  8.  c.  1  Bobb  28. 

There  are  defences  of  which  a  party  may  avail  himself  under  the  general 
issue,  without  giving  notice  to  the  patentee,  because  no  such  notice  is 
required  by  the  -statute,  as,  for  instance,  that  there  is  no  specification,  or 
that  the  specification  is  altogether  ambiguous  and  unintelligible,  or 
that  the  patent  is  broader  than  the  discovery,  or  that  it  is  for  an  improve- 
ment which  the  specification  does  not  so  particularly  describe  as  to  dis^ 
tinguish  it  firom  the  original  invention,  and  perhaps  others  similar  in 
principle.  Kneass  v,  Schuylkill  Bank,  4  Wash,  C.  C.  9 ;  8.  c.  1  Bobb 
303 ;  Grant  v.  Baymond,  6  Pet.  218 ;  8.  c.  1  Bobb  604. 
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Most  of  the  matters  required  by  this  section  to  be  set  forth  in  a  notice 
coald  be  given  in  evidence  under  the  general  issue,  without  notice,  were 
it  not  for  the  section ;  or«  to  speak  more  accurately,  are  involved  in  the 
general  issue.  They  are  affirmative  facts  which  Uie  plaintiff  would  be 
bound  to  maintain  as  essential  to  the  validity  of  his  patent.  Wilder  v, 
Gayler,  1  Blatch.  597. 

The  object  of  this  most  salutary  provision  is  to  prevent  patentees  being 
surprised  at  the  trial  of  the  cause  by  evidence  of  a  nature  which  they  could 
not  be  presumed  to  know  or  be  prepared  to  meet,  and  thereby  to  subject 
them  either  to  most  expensive  delays  or  to  a  loss  of  their  cause.  Phila. 
&  Trenton  B.  B.  Co.  r.  Stunpson,  14  Pet.  448 ;  s.  c.  2  Bobb  46 ;  Teese 
V.  Huntingdon,  23  How.  2 ;  Wilder  v.  Gayler,  1  Blatch.  597. 

All  that  the  act  requires  is  that  notice  of  the  special  matter  to  be  offered 
in  evidence  at  the  trial  shall  be  in  writing,  and  be  given  to  the  plaintiff  or 
his  attorney  more  than  thirty  days  before  the  trial.  By  the  plain  teims 
of  the  law  it  is  a  right  conferred  upon  the  defendant,  and  of  course  he  may 
exercise  it  in  the  manner  and  upon  the  conditions  therein  pointed  out, 
witiiout  any  leave  or  order  from  the  court.  When  the  notice  is 
properly  drawn,  and  duly  and  seasonably  served  and  filed  in  court  as  a 
part  of  the  pleadings,  nothing  further  is  required  to  give  the  defendant  the 
full  and  unrestricted  benefit  of  the  provision.  Teese  v.  Huntingdon,  23 
How.  2. 

The  act  does  not  attempt  to  prescribe  the  particulars  which  such  a 
notice  shall  contain.  It  simply  requires  notice.  But  the  least  effect 
which  can  be  allowed  to  this  requirement  is  that  the  notice  should  be  so 
full  and  particular  as  to  answer  the  end  in  view.  This  end  was  not  merely 
to  put  the  patentee  on  inquiry,  but  to  relieve  him  from  the  necessity  of 
making  useless  inquiries  and  researches,  and  enable  him  to  fix,  with  pre- 
cision, upon  what  is  relied  on  by  the  defendant,  and  to  prepare  himself  to 
meet  it  at  the  trial.  This  highly  salutary  object  should  be  kept  in  view, 
and  a  corresponding  disclosure  exacted  from  the  defendant  of  all  those 
particulars  which  he  must  be  presumed  to  know,  and  which  he  may  safely 
be  required  to  state  without  exposing  him  to  any  risk  of  losing  his  rights. 
Less  than  this  would  not  be  reasonable  notice,  and  therefore  would  not  be 
such  a  notice  as  the  act  must  be  presumed  to  have  intended.  Silsby  r. 
Foote,  14  How.  218;  s.  c.  1  Blatch.  445. 

If  the  defendant  discovers  that  the  first  notice  is  defective,  or  not  sufil- 
ciently  comprehensive  to  admit  his  defence,  he  may  give  another  to  remedy 
the  defect  or  supply  the  deficiency,  subject  to  the  same  condition,  that  it 
must  be  in  writing  and  be  served  more  than  thirty  days  before  the  trial. 
Teese  v.  Huntingdon,  23  How.  2. 

Where  the  first  day  of  the  term  is  the  day  of  trial,  the  notice  must 
be  served  on  the  plaintiff's  counsel  thirty  days  before  the  first  day  of  the 
term.    Westlake  v.  Cartter,  6  FiBh.  518 ;  s.  c.  4  O.  G.  636. 

A  plea  which  has  been  stricken  out  by  the  court  on  motion  of  the  plain- 
tiff  is  not  a  sufficient  legal  notice.  Silsby  o.  Foote,  1  Blatch.  445 ;  s.  c. 
14  How.  218. 
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If  the  defendant  has  given  the  notice  required  by  the  act,  he  may  pro- 
ceed to  prove  the  facts  therein  set  forth  by  any  legal  and  competent  tes* 
timony.  For  that  purpose  he  may  call  and  examine  witnesses  upon  the 
stand,  or  he  may  introduce  any  deposition  which  has  been  legally  taken  in 
the  cause.  Under  those  circumstances  depositions  taken  before  the  notice 
was  served,  as  well  as  those  taken  afterward,  are  generally  admissible. 
Teese  v.  Huntingdon,  23  How.  2. 

No  evidence  under  the  general  issue  can  be  given  upon  any  of  the  points 
of  which  the  statute  requires  that  notice  shall  be  given  to  the  patentee, 
unless  such  notice  has  been  duly  given.  Kneass  v.  Schuylkill  Bank,  4 
Wash.  C.  C.  9;  s.  c.  1  Bobb  303;  vide  Gray  v.  James,  Pet.  C.  C.  394; 
8.  c.  1  Robb  120. 

If  the  notice  states  that  the  evidence  is  to  be  used  for  one  purpose,  it 
can  not  be  used  for  another.  Pennock  o.  Dialogue,  4  Wash.  C.  C.  538 ; 
8.  c.  2  Pet.  1 ;  8.  c.  1  Robb  466,  542. 

No  notice  is  necessary  in  order  to  Justify  the  admission  of  evidence  for 
the  purpose  of  showing  the  state  of  the  art  at  the  date  of  the  patentee's 
invention.  Vance  v.  Campbell,  1  Fish.  483 ;  s.  c.  1  Black  427 ;  Brown  v. 
Piper,  91  U.  S.  37 ;  s.  c.  1  Holmes  20;  10  0.  G.  417  ;  s.  c.  4  Fish.  175 ; 
Westlake  v.  Cartter,  6  Fish.  519 ;  8.  c.  4  0.  G.  636 ;  Delong  v.  Bickford, 
13  Fed.  Bep.  32. 

No  notice  is  necessary  to  authorize  the  inquiry  whether  the  machine 
used  by  the  defendant  is  like  the  model  exhibited  in  court.  Evans  o. 
Hettick,  7  Wheat.  453 ;  s.  o.  3  Wash.  C.  C.  408 ;  s.  c.  1  Robb  166,  417. 

It  is  incumbent  on  the  defendant  to  show  his  right  to  introduce  the  evi- 
dence. Silsby  V,  Foote,  14  How.  218;  8.  c.  1  Blatch.  445  ;  Blanchard  v. 
Putnam,  3  Fish.  186 ;  8.  c.  8  Wall.  420 ;  2  Bond  84. 

I>eiiiarrer« 

Variances  between  the  declaration  and  the  writ  cannot  be  taken  advan- 
tage of  on  general  demun*er.    Wilder  o.  McCormick,  2  Blatch.  31. 

Defects  of  form  can  not  suspend  the  action  of  the  court  unless  they  are 
made  the  ground  of  a  special  demurrer.    Teese  v,  Phelps,  1  McAl.  17. 

Concealmeiit. 

If  the  specification  embraces  too  much,  the  patentee  is  not  bound  to 
prove  affirmatively  that  this  occurred  by  accident  or  mistake,  and  not 
from  an  intention  to  deceive  or  defraud  the  public.  The  law  presumes  no 
one  to  have  acted  illegally  or  fraudulently.  HotchMss  v.  Oliver,  5  Denio 
314. 

The  thing  for  which  the  patent  is  granted  should  be  truly  and  fully  de- 
scribed in  the  specification,  but  if  this  is  done,  so  as  clearly  to  distinguish 
it  irom  all  other  things  before  known,  and  so  as  to  enable  any  person 
skilled  in  the  art  of  which  it  is  a  branch,  or  with  which  it  is  most  nearly 
connected,  to  make  and  use  the  same,  it  is  sufficient.  The  matters  not 
disclosed  must  appear  to  have  been  concealed  for  the  purpose  of  deceiving 
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the  public  to  invalidate  the  patent.  Park  v.  Little,  3  Wash.  C.  C.  196 ; 
8.  c.  1  Robb  17 ;  Gray  v.  James,  Pet.  C.  C.  394 ;  s.  o.  1  Robb  120 ; 
Burden  0.  Coming,  2  Fish.  477 ;  Whittemore  v.  Cutter,  1  Gallis.  429 ;  s.  c. 
1  Bobb  28 ;  vide^  Grant  v.  Bajmond,  6  Pet.  218 ;  s.  c.  1  Bobb  604;  Loom 
Co.  V.  Hlggins,  105  IT.  S.  580  ;  8.  c.  21  O.  G.  2031 ;   s.  c.  16  O.  G.  675 ; 

8.  c.  15  Blatch.  446  ;  s.  o.  4  Ban  &  Ard.  88. 

What  degree  of  evidence  ought  to  be  required  to  prove  such  fraudulent 
intention  must  rest  with  the  jury  to  decide.  Positive  evidence  can  seldom 
be  expected,  nor  is  it  necessary.  The  law,  it  is  true,  requires  that  such 
intention  should  fully  appear,  but  still  it  may  be  presumed  from  circum- 
stances entirely  to  the  satisfaction  of  the  jury.  Gray  o.  James,  Pet.  C.  C. 
394 ;  8.  c.  1  Robb  120 ;  Dyson  r.  Danforth,  4  Fish.  133. 

If  the  specification  and  drawings  are  materially  defective,  they  afford  a 
presumption  of  a  designed  concealment.  Whittemore  o.  Cutter,  1  Gallis. 
429 ;  B.  c.  1  Bobb  28. 

If  the  parts  concealed  are  so  essential  and  so  obviously  necessary  to  be 
disclosed  that  no  mechanic  skilled  in  the  art  could  reasonably  be  expected 
to  understand  the  subject  so  as,  from  the  description  given,  to  make  the 
machine,  it  would  be  difficult  to  impute  the  omission  of  tlie  patentee  to  a 
fkir  motive.    Gray  v.  James,  Pet.  C.  C.  394 ;  8.  o.  1  Bobb  120 ;  Beutgen 

9.  Eanowrs,  1  Wash.  C.  C.  168;  8.  c.  1  Bobb  1. 

SarrepttttoiM  Obtaintng  of  Patent. 

An  allegation  that  the  original  patentee  fraudulently  and  siureptitlously 
obtained  the  patent  for  that  which  he  well  knew  was  invented  by  an- 
other, is  not  sufficient  to  defeat  the  patent,  unless  it  is  accompanied  by  the 
jflirther  allegation  that  the  alleged  first  inventor  was  at  the  time*using 
reasonable  diligence  in  adapting  and  perfecting  the  invention.  Agawam 
Co.  V.  Jordan,  7  Wall.  583 ;  Beed  v.  Cutter,  1  Story  590 ;  s.  c.  2  Bobb  81 ; 
^ger  V.  Walmsley,  1  Fish.  558. 

If  the  defendant  was  the  first  inventor  of  the  thing  patented,  and  was 
using  reasonable  diligence  to  adapt  and  perfect  the  same,  and  did  perfect 
it,  and  the  patent  to  the  patentee  was  issued  while  the  cave<U  of  the  de- 
fendant was  on  file  in  the  patent  office,  without  any  notice  being  given  to 
the  defendant  by  the  commissioner,  then  the  patent  was  unjustly  obtained. 
Phelps  0.  Brown,  1  Fish.  479 ;  s.  o.  4  Blatch.  362. 

Desertptton. 

This  provision  requires :  1st.  a  description  of  the  alleged  invention ; 
2d.  that  it  shall  be  contained  in  a  work  of  a  public  character ;  3d.  that 
this  work  was  made  accessible  to  the  public  by  publication  before  the 
discovery  of  the  invention  by  the  patentee.  Beeves  t;.  Keystone  Bridge 
Co.,  5  Fish.  456  ;  s.  o.  1  O.  G.  466 ;  9  Phila.  368  ;  5  A.  L.  T.  150. 

If  tlie  alleged  prior  description  laid  before  a  mechanic  skilled  in  build- 
ing machines  would  not  enable  him,  without  invention,  to  build  a  machine 
substantially  like  the  patentee's,  it  will  not  amount  to  that  kind  of  public 
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notice  or  knowledge  which  can  interfere  wi<^  a  eubsequent  patent.  Carr 
V.  Bice,  1  FiBh.  198 ;  Beeves  v.  Kejstone  Bridge  Co.,  5  Fish.  456;  s.c.  I 
O.  G.  466 ;  9  Phila.  368 ;  5  A.  L.  T.  150 ;  Roberts  v.  Dickey,  4  Fish.  532 ; 
S.  c.  4  Brews.  260 ;  1  O.  G.  4 ;  Buerk  v.  Valentine,  5  Fish.  366 ;  s.  c.  9 
Blatch.  479 ;  2  O.  G.  295 ;  McMillin  v.  Barclay,  5  Fish.  189 ;  s.  c.  4  Brews. 
275 ;  Baldwin  o.  Schultz,  5  Fish.  75 ;  8.  c.  9  Blatch.  494 ;  2  O.  G.  315 ; 
Tilghman  v.  Morse,  5  Fish.  323 ;  s.  c.  9  Blatch.  421 ;  10  O.  G.  574 ;  Ben* 
wick  V.  Cooper,  6  Fish.  31 ;  8.  c.  10  Blatch.  201 ;  Pitts  e.  Wemple,  2  Fish. 
10;  8.  0.  1  Biss.  87  ;  Parker  v.  Stiles,  5  McLean  44;  Washburn  v.  Gould, 
3  Story  122 ;  &  c.  2  Bobb  206 ;  Stimpson  v.  Woodmao,  3  Fish.  98  ;  s.  o. 

10  Wall.  117 ;  CahUl  v.  Brown,  15  O.  G.  697 ;  s.  c.  3  Ban  &  Ard.  580. 

If  the  prior  publication  describes  the  article,  that  will  defeat  a  patent  for 
a  manufacture,  although  it  does  ^ot  teach  a  manufacturer  how  to  make  it. 
Cohn  V.  U.  S.  Corset  Co.,  93  U.  S.  366 ;  s.  c.  12  Blatch.  225 ;  6  0.  G.  259 ; 

11  O.  G.  457 ;  s.  0. 1  Ban  &  Ard.  340 ;  ex  parte  McClosky  3  Mc Arthur, 
14. 

It  must  be  directly  proved  that  the  work  was  published  before  the  date  of 
the  patentee's  invention.  This  is  not  deducible  fix>m  the  imprint  of  the 
title-page.  That  the  work  was  then  printed  may  be  inferred  from  the  im« 
print,  but  when  it  was  put  in  circulation  and  offered  to  the  public  is  a  dis- 
tinct fact  wliich  must  be  proved  independently.  The  intended  circulation 
of  a  book  of  a  public  nature  may  be  presumed  from  its  being  put  into 
print,  but  it  does  not  follow  that  the  work  was  made  accessible  to  the 
public  as  soon  as  it  was  printed.  Reeves  v.  Keystone  Bridge  Co.,  5  Fish. 
456 ;  8.  c.  1  O.  G.  466 ;  9  Phila.  368 ;  5  A.  L.  T.  150. 

A  written  description  of  a  machine,  although  illustrated  by  drawings, 
which  has  not  been  given  to  the  public,  does  not  constitute  an  invention 
within  the  meaning  of  the  patent  law.  It  may  be  so  fhll  and  precise  as  to 
enable  any  one  skilled  in  the  art  to  which  it  appertains  to  construct  the 
machine  described,  but  until  it  has  been  embodied  in  a  form  capable  of 
useful  operation,  it  has  not  attained  the  proportion  or  character  of  a  com- 
plete invention.  However  suggestive  and  valuable  it  may  be  as  au  untried 
theory,  it  is  ineffective  against  the  practical  and  useful  product  of  inventive 
skill.  Northwestern  Co.  v,  Philadelphia  Co.,  6  O.  G.  34 ;  s.  c.  1  Ban  & 
Ard.  177 ;  Lyman  V.  &  R.  Co.  r.  Lalor,  12  Blatch.  303 ;  s.  c.  6  O.  G. 
642;  8.  c.  1  Ban  &  Ard.  403. 

A  mere  reference  to  a  volume  of  thirteen  hundred  pages  is  not  sufficient 
notice.  The  defendant  should  indicate  in  his  notice  what  particular  things 
described  in  the  printed  publication  he  intends  to  aver  are  substantially 
the  same  as  the  thing  patented.  This  he  may  do  either  by  reference  to 
pages  or  titles,  and  perhaps  in  other  ways,  for  the  particular  manner  in 
which  the  things  referred  to  are  referred  to,  must  depend  much  upon  the 
contents  of  the  volume  and  their  arrangement,  ^sby  o.  Foote.  14  How. 
218 ;  8.  c.  1  Blatch.  445. 

A  book  of  which  no  notice  has  been  given  can  not  be  used  as  evidence 
to  prove  a  prior  invention.  Pennock  v.  Dialogue,  4  Wash.  C.  C.  538 ; 
8.  c.  2  Pet.  1 ;  8.  o.  1  Bobb  466,  542 ;  Lippincott  v.  Kelly,  1  West.  L.  J. 
513. 
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A  Tolume  produced  in  parsoance  of  a  notice  to  establish  a  prior  descrip- 
tion of  the  machine  is  not  evidence  of  the  fact  that  the  machine  was 
partially  saccessful,  although  it  so  states.  Seymour  p.  McCormlck,  19 
How.  96  ;  s.  c.  3  Blatch.  209. 

A  prior  description  of  a  part  can  not  invalidate  a  patent  for  the  whole. 
Westinghouse  v.  6.  &  B.  Brake  Co.,  9  O.  G.  538  ;  s.  c.  2  Ban  &  Ard.  55. 

The  description  of  the  invention  in  books  must  be  before  the  discovery, 
and  not  before  the  application.    Adams  v.  Edwards,  1  Fish.  1. 

If  the  books  do  not  describe  the  invention  in  all  its  material  combina- 
tions, they  are  no  bar  to  the  validity  of  the  invention.  Adams  v,  Edwards, 
1  Fish.  1. 

The  expression  ^*  patented  "  means  only  inventions  laid  open  to  the 
public  and  protected  to  the  inventors  by  a  patent.  Schoerken  v,  S.  &  C. 
A  B.  Manuf.  Co.,  19  O.  G.  1493  ;  b.  c.  19  Blatch.  209  ;  8.  c.  7  Fed.  Rep. 
469. 

The  fact  that  a  foreign  patent  is  certified  is  evidence  that  it  is  an  open 
and  not  a  secret  patent.  Schoerken  v.  S.*&  C.  &  B.  Manuf.  Co.,  19  O.  G. 
1493 ;  8.  o.  19  Blatch.  209 ;  8.  c.  7  Fed.  Rep.  469. 

If  the  application  for  a  patent  is  prior  to  the  application  for  a  prior 
patent,  that  is  sufficient  to  overcome  the  description  in  the  prior  patent. 
Allen  17.  New  York,  17  0.  G.  1281 ;  8.  0. 17  Blatch.  350. 

A  mechanical  patent  is  not  void,  although  it  is  issued  more  than  two 
years  after  the  issuing  of  a  design  patent  describing  the  same  thing,  if  the 
application  was  made  in  less  than  two  years.  Collender  v,  Griffith,  18 
Blatch.  110 ;  8.  c.  18  O.  G.  241 ;  s.  o.  5  Ban  &  Ard.  372 ;  s.  c.  2  Fed. 
Rep.  206. 

It  is  no  objection  to  a  patent  that  the  improvement  is  embraced  in  a 
claim  in  a  prior  patent  which  is  void  because  it  is  a  claim  for  a  principle. 
O'Reilly  v.  Morse,  15  How.  62. 

A  rejected  specification,  with  drawings,  can  not  be  treated  as  a  publica- 
tion, because  it  lacks  the  essential  quality  of  a  publication  in  that  it  is  not 
designed  for  general  circulation,  nor  is  it  made  accessible  to  the  public 
generally.  It  is  placed  in  the  custody  of  the  commissioner,  not  that  it 
may  thereby  become  known  to  the  public,  but  for  the  special  purpose  of 
being  examined  and  passed  upon  by  him.  Although  it  may  incidentally 
become  known  to  any  one  whose  researches  in  the  patent  office  may  dis- 
close its  existence,  it  is  not  therefore  published  within  the  meaning  of  the 
statute.  Northwestern  Co.  v.  Philadelphia  Co.,  6  O.  G.  34 ;  s.  c.  1  Ban  & 
Ard.  177 ;  Gage  r.  Nelson,  23  O.  G.  2119  ;  s.  c.  14  Blatch.  293 ;  s.  c.  12 
O.  G.  753 ;  s.  c.  3  Ban  &  Ard.  55  ;  Rubber  Step  Manuf.  Co.  v.  Metropolitan 
R.  R.  Co.,  13  0.  G.  549 ;  8.  c.  3  Ban  &  Ard.  252 ;  Barker  v.  Stowe,  14  O.  G. 
559 ;  8.  c.  15  Blatch.  49 ;  8.  c.  3  Ban  So  Ard.  337 ;  Howes  v.  McNeal,  15 
Blatch.  103 ;  8.  c.  15  O.  G.  608 ;  8.  c.  3  Ban  &  Ard.  376. 

The  deposit  of  a  written  description  of  an  invention  in  the  patent  office 
is  not  a  publication  of  it  within  the  meaning  of  the  statute,  for  the  descrip- 
tion is  not  designed  for  general  circulation,  nor  is  it  made  accessible  to  the 
public  generally.  Lyman  V.  &  R.  Co.  e.  Lalor,  12  Blatch,  303 ;  8.  c.  6 
O.  G.  642;  8.  o.  1  Ban  &  Ard.  403. 
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A  reissue  of  one  patent  subsequent  in  date  to  another  patent  can  not 
affect  tlie  novelty  or  validity  of  the  latter  if  there  is  nothing  in  the  speci- 
fications or  drawing  of  the  original  patent  wliich  affects  it.  Hitchcock  v. 
Tremaine,  5  Fish.  537 ;  s.  o.  9  Blatch.  550  ;  1  O.  G.  633. 

When  a  patentee  describes  an  alternate  mode  of  effecting  an  object,  it 
is  a  good  ground  for  refusing  a  subsequent  patent  for  either  of  them  to 
another  person.    Ex  parte  McClosky,  3  McArthur  14. 

A  mere  drawing  unaccompanied  by  any  description  whatever  is  not 
admissible  under  a  notice  of  a  description  in  a  printed  publication.  Jud- 
son  V.  Cope,  1  Fish.  615 ;  s.  o.  1  Bond  327. 

An  illustration  by  a  drawing  h  not  such  a  description  as  the  statute 
contemplates.  •  Beeves  v.  Keystone  Bridge  Co.,  5  Fish.  456 ;  s.  c.  1  O.  G. 
466 ;  9  Phila.  368 ;  5  A.  L.  T.  150. 

No  evidence  is  admissible  to  prove  that  the  invention  described  in  the 
alleged  prior  patent  or  printed  publication  was  made  prior  to  the  date  of 
such  patent  or  printed  publication,  for  the  reason  that  the  patent  or  printed 
publication  can  only  have  the  effect  as  evidence  that  is  given  to  it  by  the 
act  of  Congress.  Kelleher  o.  Darlmg,  14  O.  G.  673 ;  s.  c.  4  Cliff.  424 ;  s.  c. 
3  Ban  &  Ard.  438. 

NoTelty. 

The  patentee's  suit  is  founded  on  his  patent,  and  unless  he  is  himself 
the  original  inventor  he  cannot  recover.  Evans  o.  Hettick,  3  Wash.  C.  C. 
408 ;  s.  c.  7  Wheat.  453 ;  8.  c.  1  Bobb  166,  417.  • 

The  defendant  cannot  be  allowed  to  surprise  the  patentee  by  evidence  of 
a  prior  invention  of  which  no  notice  was  given  him.  O'Reilly  v,  Morse,  15 
How.  62 ;  Parker  v.  Haworth,  4  McLean  370 ;  s.  c.  2  Kobb  725 ;  Westiake 
t7.  Cartter,  6  Fish.  519 ;  s.  0.  4  O.  G.  636 ;  Root  r.  Ball,  4  McLean  177 ; 
s.  c.  2  Robb  513 ;  Phila.  &  Trenton  R.  R.  Co.  v.  Stimpson,  14  Pet.  448 ; 
s.  c.  2  Robb  46 ;  Blanchard  v.  Putnam,  3  Fish.  186 ;  s.  c.  8  Wall.  420 ; 
2  Bond  84. 

Evidence  in  regard  to  the  state  of  the  art  is  proper  to  be  considered  by 
the  court  in  construing  the  patent  and  determining  what  invention  is 
claimed,  but  has  no  legitimate  bearing  upon  the  question  whether  the 
patentee  was  the  first  inventor,  unless  notice  has  been  duly  given  that  it 
will  be  used  for  that  purpose.    Railroad  Co.  t;.  DuBois,  12  Wall.  47. 

Wheq  the  novelty  of  the  invention  is  not  open  to  inquiry  by  the  plead- 
ings, the  defendant  can  not  put  in  evidence  a  patent  granted  to  another, 
for  such  evidence  is  immaterial.  The  only  question  is,  whether  the  de* 
fendant's  machine  infringes  the  patentee's  invention.  Blanchard  o.  Put- 
nam, 3  Fish.  186 ;  s.  c.  8  Wall.  420 ;  2  Bond  84. 

Prior  Use. 

The  mere  filing  of  a  model  is  not  an  application.  '^  Application  "  in 
this  connection  includes  the  paper  or  some  written  paper,  and  its  pre- 
sentation to  the  commissioner.  Henry  v.  Francestown  Soapstone  Co., 
17  O.  G.  569  ;  s.  c.  5  Ban  &  Ard.  108  ;  s.  c.  2  Fed.  Rep.  78. 
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A  change  in  the  specification  as  filed  in  the  first  instance,  or  tlie  subse- 
quent filing  of  a  new  one  whereby  a  patent  is  still  sought  for  the  sub- 
stance of  the  invention  as  originally  claimed,  or  a  part  of  it,  can  not  in 
anywise  afiect  the  sufficiency  of  the  original  application  or  the  legal  con- 
sequences flowing  from  it.  To  produce  that  result,  the  new  or  amended 
specification  must  be  intended  to  serve  as  the  basis  of  a  patent  for  a  dis- 
tinct and  difi'erent  invention,  and  one  not  contemplated  by  the  specifica- 
tion as  submitted  at  the  outset.  Sewall  v,  Jones,  91  TJ.  S.  171 ;  s.  c.  9 
O.  G.  47  ;  s,  c.  3  Clifi".  563 ;  s.  c.  6  Fish.  343  ;  s.  C.  3  0.  G.  630  ;  Godfrey 
V.  Eames,  1  Wall.  317 ;  Blandy  v.  Griffith,  3  Fish.  609  ;  Rich  v.  Lippin- 
cott,  2  Fish.  1 ;  Dental  Vulcanite  Co.  r.  Wetherbee,  3  Fish.  87  ;  s.  c.  2 
Cliff'.  555;  8inger  v.  Braunsdorf,  7  Blatch.  521;  Smith  v.  O'Connor,  6 
Fish.  469  ;  s.  O.  2  Saw.  461 ;  s.  c.  4  O.  G.  633  ;  Smith  v.  G.  D.  V.  Co., 
93  U.  S.  486 ;  8.  c.  1  Holmes  354 ;  11  O.  G.  246 ;  5  O.  G.  585  ;  s.  c.  4 
A.  L.  T.  N.  S.  74  ;  8.  c.  1  Ban  &  Ard.  201 ;  Bell  v.  Daniels,  1  Fish.  372  ; 
s.  c.  1  Bond  212 ;  Singer  v,  Walmsley,  1  Fish.  558 ;  Howes  ©.  McNeal, 
15  O.  G.  608 ;  s.  G.  15  Blatch.  103 ;  8.  c.  3  Ban  &  Ard.  376 ;  Smith  v. 
O'Connor,  2  Saw.  461 ;  8.  o.  6  Fish.  469  ;  s.  c.  4  O.  G.  633. 

If  a  party  chooses  to  withdraw  his  application  for  a  patent  and  pay  the 
forfeit,  intending  at  the  time  of  such  withdrawal  to  file  a  new  petition,  and 
he  accordingly  does  so,  the  two  petitions  are  to  be  considered  as  parts  of 
the  same  transaction,  and  both  as  constituting  one  continuous  application 
within  the  meaning  of  the  law.  Godfrey  v,  Eames,  1  Wall.  317  ;  Howe 
p.  Newton,  2  Fish.  531. 

The  filing  of  a  second  application  may  be  considered  as  in  the  nature 
of  a  petition  for  a  review  of  the  previous  rulings,  and  relates  back  to  the 
prior  application.    Blandy  p.  Griffith,  3  Fish.  609. 

The  filing  of  a  second  application  after  the  rejection  of  the  first  will  be 
deemed  to  be  a  mere  continuance  of  the  prior  application.  Smith  v.  G. 
D.  V.  Co.,  93  U.  S.  486 ;  s.  c.  1  Holmes  354 ;  5  O.  G.  585 ;  11  O.  G. 
246 ;  8.  c.  1  Ban  &  Ard.  201 ;  8.  c.  4  A.  L.  T.  (N.  S.)  74  ;  Goodyear  D. 
V.  Co.  V.  Willis,  7  O.  G.  41 ;  s.  c.  1  Flippin  385 ;  8.  c.  1  Ban  &  Ard. 
568;  Henry  p.  Stove  Co.,  9  O.  G.  408  ;  s.  c.  2  Ban  &  Ard.  221 ;  Weston 
V.  White,  13  Blatch.  447  ;  s.  c  2  Ban  &  Ard.  364 ;  Colgate  v.  West.  U. 
Tel.  Co.,  14  O.  G.  943 ;  s.  c.  15  Blatch.  365 ;  8.  0.  4  Ban  &  Ard.  37 ; 
Graham  v,  McCormick,  21  O.  G.  1533 ;  s.  c.  10  Biss.  39 ;  8.  c.  5  Ban  & 
Ard.  244 ;  s.  c.  11  Fed.  Rep.  859 ;  Graham  v.  Grcneva  L.  C.  Manuf.  Co., 
21  O.  G.  1536 ;  s.  c.  11  Fed.  Rep.  138. 

Whether  a  new  application  is  a  continuance  of  a  prior  one  is  a  question 
of  fact.  Bevin  v.  East  Hampton  Bell  Co.,  5  Fish.  23 ;  8.  O.  9  Blatch.  50 ; 
Godfrey  v.  Eames,  1  Wall.  317 ;  Weston  v.  White,  13  Blatcli.  447 ;  s.  c. 
2  Ban  &  Ard.  364 ;  Rich  r.  Lippincott,  2  Fish.  1. 

If  a  party  withdraws  his  application  upon  its  rejection  by  the  patent 
office,  without  any  intent  to  file  a  new  petition,  and  acquiesces  in  the 
decision,  this  is  an  abandonment  so  that  there  will  be  no  continuit}'  be- 
tween it  and  a  subsequent  application.  United  States  Rifie  Co.  p. 
Whitney  Arms  Co.,  11  O.  G.  373 ;  s.  c.  14  Blatch.  94;  s.  c.  2  Ban  & 
Ard.  493. 
22 
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If  the  second  application  is  not  for  the  same  invention  as  the  first,  and 
the  invention  has  been  in  public  use  for  more  than  two  years  prior  to  the 
time  of  making  the  second,  the  patent  will  be  void.  Bich  v,  Lippincott, 
2  Fish.  1. 

If  the  inventor  amends  his  application  so  as  to  exclude  a  certain  device, 
and  immediately  applies  for  a  patent  for  that  device,  the  patent  will  only 
relate  back  to  the  last  application.  Pelton  v.  Waters,  7  O.  G.  425 ;  s.  c. 
21 1.  B.  B.  125 ;  8.  c.  1  Ban  &  Ard.  599. 

The  statute  does  not  prescribe  the  time  within  which  a  patent  shall  be 
applied  for  after  the  invention  is  perfected.  Where  it  has  not  been 
abandoned  to  the  public,  and  has  not  been  in  public  use  or  on  sale,  no 
lapse  of  time,  however  protracted,  bars  an  application  for  a  patent,  or 
affects  its  validity  after  it  has  been  granted.  Wood  v.  Cleveland  Boiling 
Mill,  4  Fish.  550 ;  Allen  v.  Blunt,  2  W.  &  M.  121 ;  s.  c.  2  Bobb  530 ; 
Bussell  Manuf.  Co.  v.  Mallory,  5  Fish.  632 ;  s.  o.  10  Blatch.  140  ;  2  O.  G. 
495. 

The  provision  allowing  two  years'  use  to  the  inventor  applies  to  pre- 
vious cases  as  well  as  to  subsequent  cases.  Adams  «.  Edwards,  1  Fish.  1. 
.  If  the  invention  is  used  in  public  for  more  than  two  years  before  the 
inventor  applies  for  letters  patent,  it  is  conclusive  evidence  of  a  dedication 
of  such  invention  to  the  public,  and  the  patent  is  void.  New  York  o. 
Bansom,  23  How.  487;  s.  c.  1  Fish.  252;  Pitts  v.  Hall,  2  Blatch.  229; 
Bich  V.  Lippincott,  2  Fish.  1 ;  Consolidated  Fruit  Jar  Co.  v.  Wright,  12 
Blatch.  149 ;  s.  c.  6  O.  G.  327 ;  s.  c.  94  U.  S.  92 ;  s.  c.  1  Ban  &  Ard. 
320 ;  Seymour  v.  McCormick,  3  Blatch.  240  ;  s.  c.  16  How.  480 ;  Sanders 
p.  Logan,  2  Fish.  167 ;  Dunlap  v.  Minetree,  1  O.  G.  463  ;  Tappan  o.  Nat. 
Bank  Note  Co.,  2  Fish.  195  ;  8.  c.  4  Blatch.  509  ;  Cleveland  v.  Towle,  3 
Fish.  525 ;  American  Leather  Co.  v.  American  Tool  Co.,  4  Fish.  284 ; 
8.  C.  1  Holmes  503 ;  Sisson  v.  Gilbert,  5  Fish.  199  ;  8.  C.  9  Blatch.  185 ; 
Worley  v.  Tobacco  Co.,  104  U.  8.  340 ;  s.  c.  21  0.  G.  559 ;  Burrall  v. 
Bumsey,  13  O.  G.  123 ;  Egbert  v.  Lippman,  104  U.  S.  333 ;  8.  c.  21  O.  G. 
75  ;  s.  c.  15  Blatch.  295 ;  s.  o.  3  Ban  &  Ard.  468 ;  Andrews  v.  Hovey, 
16  Fed.  Bep.  387  ;  Bates  r.  Coe,  98  U.  S.  31 ;  s.  c.  15  O.  G.  337  ;  Schnei- 
der V.  Thill,  5  Ban  &  Ard.  595  ;  Union  P.  B.  M.  Co.  v.  Atlas  Bag  Co., 
6  Fed.  Bep.  398 ;  Manning  v.  Cape  Ann  I.  &  G.  Co.,  23  O.  G.  2413  ;  s.  c. 
4  Ban  &  Ard.  612 ;  Edgarton  v,  F.  &  B.  Manuf.  Co.,  21  O.  G.  251 ;  a.  c. 
10  Biss.  402 ;  8.  c.  9  Fed.  Bep.  450 ;  Eells  v.  McKenzie,  20  O.  G.  1663 ; 
8.  c.  9  Fed.  Bep.  284 ;  Hall  v.  Macneale,  23  O.  G.  937  ;  Jones  v.  Barker, 
22  O.  G.  771 ;  8.  c.  11  Fed.  Bep.  597 ;  Plimpton  v.  Winslow,  23  O.  G. 
1731 ;  s.  c.  14  Fed.  Bep.  919  ;  Clark  P.  H.  Co.  v.  Ferguson,  17  Fed.  Bep. 
79 ;  8.  c.  24  O.  G.  1090, 

If  a  party  who  has  failed  to  prosecute  his  application  within  two  years 
after  he  is  notified  of  its  rejection  files  .a  second  application,  the  two  years 
within  which  a  public  use  will  not  invalidate  the  patent  are  to  be  com- 
puted from  the  second  and  not  firom  the  first  application.  Lindsay  v. 
Stein,  21  O.  G.  1613  ;  8.  c.  10  Fed.  Bep.  907. 

If  the  patent  has  been  reissued,  the  two  years  is  to  be  computed  not 
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from  the  date  of  the  reissue,  bat  from  the  date  of  the  application  for  the 
original  patent.    Shaw  v,  Colwell  Lead  Co.,  11  Fed.  Rep.  711. 

It  is  safficient  to  defeat  the  right  of  a  patentee  to  show  that  his  inven- 
tion had  been  in  public  use  or  on  sale  more  than  two  years  prior  to  his 
application  without  proof  that  it  was  with  his  consent  or  allowance. 
Keleher  v.  Darlmg,  14  O.  G.  673 ;  s.  c.  4  Clifif.  424  ;  8.  c.  3  Ban  &  Ard. 
438;  Egbert  V.  Lippman,  14  O.  G.  822;  s.  c.  15  Blatch.  295 ;  8.  c.  104 
U.  S.  333 ;  a.  c.  3  Ban  &  Ard.  468  ;  contra,  Campbell  v.  New  York,  20 

0.  G.  1817 ;  8.  G.  9  Fed.  Bep.  500. 

If  another  puts  the  invention  into  public  use  more  than  two  years 
before  the  application  for  the  patent,  the  patent  is  void.  Burton  v.  Green- 
ville, 18  O.  G.  411 ;  8.  c.  5  Ban  &  Ard.  541 ;  8.  c.  3  Fed.  Bep.  642 ;  8.  c. 

1.  B.  B.  251. 

Mere  prior  knowledge  alone  without  use  of  the  invention  is  not  sufficient 
to  defeat  the  patent.  Searls  v.  Bouton,  21  O.  G.  1784 ;  s.  c.  12  Fed.  Rep. 
140. 

The  use  of  the  invention  by  individuals,  even  with  the  permission  of  the 
patentee,  will  not  invalidate  the  patent,  unless  it  continues  for  more  than 
two  years  prior  to  the  filing  of  the  application  for  a  patent  therefor  in  the 
patent  office.  Teese  v.  Phelps,  1  McAl.  48 ;  Sewall  o.  Jones,  91  U.  8. 171 ; 
8.  o.  9  O.  G.  47 ;  8.  o.  3  Cliff.  563 ;  6  Fish.  343 ;  8.  c.  3  O.  G.  630 ;  Smith 
V.  Ely,  5  McLean  76 ;  s.  o.  15  How.  137 ;  Andrews  o.  Carman,  13  Blatch. 
307 ;  8.  c.  9  O.  G.  101 ;  8.  c.  2  Ban  &  Ard.  277 ;  Bell  v.  Daniels,  1  Fish. 
372 ;  8.  c.  1  Bond  212 ;  Wyeth  v.  8tone,  1  Story  273 ;  s.  o.  2  Robb  23 ; 
Root  9.  Ball,  4  McLean  177 ;  8.  c.  2  Robb  513 ;  Seymour  o.  McCormick, 

2  Blatch.  240 ;  s.  c.  16  How.  480 ;  Goodyear  v.  Matthews,  1  Paine  300 ; 
8.  o.  1  Robb  50 ;  Heinrich  v,  Luther,  6  McLean  345 ;  Sickels  v.  Mitchell, 

3  Blatch.  548 ;  Agawam  Co.  v.  Jordan,  7  Wall.  583 ;  American  Whip  Co. 
V.  Hampden  Whip  Co.,  5  Ban  &  Ard.  122  ;  8.  c.  4  Fed.  Rep.  536. 

The  right  to  the  future  use  is  lost  by  a  public  use  ibr  more  than  two 
years  prior  to  the  application,  however  great  the  hindrances  to  such  appli- 
cation, and  whether  caused  by  the  want  of  pecuniary  means  or  other  mis- 
fortune. Sisson  V.  Gilbert,  5  Fish.  109 ;  s.  c.  9  Blatch.  185. 
.  By  public  use  is  meant  a  use  in  public ;  that  is  to  say,  if  the  inventor 
himself  makes  and  sells  the  thing  to  be  used  by  others,  or  if  it  is  made  by 
one  other  person  only,  with  his  knowledge  and  without  objection,  before 
his  application  for  a  patent,  a  fortiori,  if  he  suffers  it  to  get  into  general 
use,  it  will  have  been  in  pubUc  use.    Rich  o.  Lippincott,  2  Fish.  1. 

The  defence  of  a  prior  invention  and  the  defence  of  prior  public  use 
and  sale  stand  upon  a  different  footing  and  depend  upon  widely  different 
proof.  In  the  former  case  the  gist  of  the  defence  is  that  the  invention 
was  first  made  and  reduced  to  practice  by  another,  but  in  the  latter  case 
the  gist  of  the  defence  is  that  the  invention  though  made  by  the  patentee 
went  into  public  use  or  was  on  sale  more  than  two  years  before  he  filed 
his  application  for  a  patent.  Keleher  o.  Darling,  14  O.  G.  673 ;  s.  o.  4 
Cliff.  424 ;  8.  c.  3  Ban  &  Ard.  438. 

It  is  not  a  public  knowledge  of  his  invention  that  precludes  an  inventor 
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from  obtaining  a  patent  for  it,  but  a  public  use  or  Bale  of  it.  Elizabeth  o. 
Pavement  Co.,  97  U.  S.  126 ;  s.  c.  6  O.  G.  772;  s.  c.  3  O.  G.  622;  s.  o. 
6  Fish.  424  ;  s.  c.  1  Ban  &  Ard.  463. 

If  the  inventor  allows  his  machine  to  be  used  by  other  persons  generally 
either  with  or  without  compensation,  or  if  it  is  put  on  sale  with  his  consent 
for  such  use,  it  is  in  public  use.  Elizabeth  r.  Pavement  Co.,  97  U.  8.  126 ; 
S.  O.  6  O.  G.  772 ;  s.  C.  3  0.  G'.  522  ;  s.  C.  6  Fish.  424 ;  8.  c.  1  Ban  &  Ard. 
463. 

Whether  the  use  of  an  invention  is  public  or  private  does  not  necessarily 
depend  upon  the  number  of  persons  to  whom  the  use  is  .known.  If  an 
inventor  having  made  his  device  gives  or  sells  it  to  another  to  be  used  by 
the  donee  or  vendee  without  limitation  or  restriction  or  injunction  of 
secrecy  and  it  is  so  used,  such  use  is  public  within  the  meaning  of  the 
statute  even  though  the  use  and  knowledge  of  the  use  may  be  confined  to 
one  person.  !Egbert  v.  Lippman,  104  IT.  S.  333 ;  s.  c.  21  O.  G.  75 ;  s.  c. 
14  O.  G.  822 ;  8.  c.  15  Blatch.  295  ;  s.  c.  3  Ban  &  Ard.  468. 

Some  inventions  are  by  their  very  character  only  capable  of  being  used 
where  they  can  not  be  seen  or  observed  by  the  public  eye,  nevertheless  if 
an  inventor  sells  a  machine  of  which  his  invention  forms  a  part  and  allows 
it  to  be  used  without  restriction  of  any  kind,  the  use  is  a  public  use,  within 
the  meaning  of  the  law.  Egbert  v,  Lippman,  104  IT*  S.  333 ;  s.  c.  21  O.  G. 
75 ;  8.  G.  14  O.  G.  822  ;  s.  c.  15  Blatch.  295 ;  s.  c.  3  Ban  &  Ard.  468. 

To  constitute  the  public  use  of  an  invention  it  is  not  necessary  that 
more  than  one  of  the  articles  shall  be  publicly  used.  The  use  of  a  great 
number  may  tend  to  strengthen  the  proof  of  public  use,  but  one  well 
defined  case  of  public  use  is  just  as  effectual  to  annul  the  patent  as  many. 
Egbert  v.  Lippman,  104  U.  S.  333 ;  s.  c.  21  O.  G.  75 ;  s.  c.  14  O.  G.  822 ; 
s.  c.  15  Blatch.  295 ;  s.  c.  3  Ban  &  Ard.  468. 

The  fact  that  a  sale  was  conditional  does  not  without  further  evidence 
prove  that  the  sale  was  experimental,  for  the  fact  that  the  purchaser  had 
doubts  about  the  article  does  not  prove  any  on  the  part  of  the  seller. 
Henry  v.  Francestown  Soapstone  Co.,  17  O.  G.  569 ;  8.  c.  5  Ban  &  Ard. 
108 ;  8.  c.  2  Fed.  Rep.  78. 

Sales  in  the  usual  course  of  business,  whetlier  absolute  or  conditional,  if 
they  are  sales  of  the  thing  patented,  work  a  forfeiture  of  the  invention. 
Henry  v.  Francestown  Soapstone  Co.,  17  O.  G.  569 ;  8.  c.  5  Ban  &  Ard. 
108 ;  8.  c.  2  Fed.  Rep.  78. 

If  a  machine  is  used  in  a  factory  where  the  workmen  are  not  pledged  to 
secrecy,  this  is  a  public  use,  although  chance  visitors  are  excluded  from 
the  factory ;  for  it  is  enough  that  any  one  or  more  persons  not  under  a 
pledge  of  secrecy  saw  the  invention  practiced,  or  even  might  have  seen  it 
if  they  had  used  their  opportunities.  Perkins  v.  N.  C.  &  G.  P.  Co.,  17 
O.  G.  1285 ;  s.  c.  5  Ban  &  Ard.  395 ;  8.  c.  2  Fed.  Rep.  451. 

When  the  subject  of  invention  is  a  machine,  it  may  be  tested  and  tried 
in  a  building  either  with  or  without  closed  doors.  In  either  case  such  use 
is  not  public  use  within  the  meaning  of  the  statute  so  long  as  the  inventor 
is  engaged  in  good  faith  in  testing  its  operation.    Elizabeth  v.  Pavement 
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Co.,  97  U.  S.  126 ;  s.  c.  6  O.  G.  772 ;  s.  C.  3  0.  G.  522 ;  s.  c.  6  Fish.  424 ; 
8.  c.  I  Ban  &  Ard.  463. 

A  single  instance  of  sale,  purchase  or  use  under  the  circumstances  speci- 
fied in  the  section,  will  render  the  patent  void.  Consolidated  Fruit  Jar 
Co.  r.  Wright,  12  Blatch.  149 ;  s.  c.  6  O.  G.  327 ;  s.  c.  94  U.  S.  92 ;  s.  0. 
1  Ban  &  Ard.  320 ;  Henry  v.  Francestown  Soapstone  Co.,  17  0.  G.  569 ; 
s.  c.  5  Ban  &  Ard.  108 ;  s.  c.  2  Fed.  Rep.  78.   ' 

There  is  an  ohvious  distinction  between  a  public  use  or  a  use  by  the 
public  and  an  experimental  use  in  public.  Many  inventions  can  only  be 
tested  in  that  way.  Locomotive  Truck  Co.  o.  Railroad  Co.,  6  O.  G.  924 ; 
s.  c.  1  Ban  &  Ard.  470 ;  American  Whip  Co.  v.  Hampden  Co.,  5  Ban  & 
Ard.  122 ;  8.  G.  4  Fed.  Rep.  536. 

Acts  of  an  inventor  to  determine  the  value,  utility  or  success  of  his  in- 
vention are  to  be  liberally  construed  if  the  acts  are  not  inconsistent  with 
the  clear  intention  to  hold  the  exclusive  privilege.  Jennings  v.  Piei*ce,  15 
Blatch.  42;  8.  c.  3  Ban  &  Ard.  361. 

If  the  thing  patented  can  not  be  tested  in  private,  a  public  use  may  be 
deemed  experimental.  Campbell  v,  New  York,  20  O.  G.  1817 ;  s.  c.  9 
Fed.  Rep.  500. 

The  permission  to  another  to  try  the  thing  invented  in  order  to  induce 
liim  to  aid  the  inventor  in  getting  a  patent  may  be  regarded  as  an  experi- 
mental use.  Sinclair  v.  Backus,  17  O.  G.  1503  ;  s.  c.  5  Ban  &  Ard.  81 ; 
s.  c.  4  Fed.  Rep.  539. 

If  the  use  is  a  mere  experiment  it  is  not  a  public  use,  although  the 
public  incidentally  derives  a  benefit  from  it.  Elizabeth  v.  Pavement  Co., 
97  U.  S.  126 ;  8.  c.  6  O.  G.  772 ;  s.  c.  3  O.  G.  522;  s.  c,  6  Fish.  424 ; 
s.  c.  1  Ban  &  Ard.  463. 

Although  the  machine  is  put  up  and  used  in  the  premises  of  another 
and  the  use  inures  to  the  benefit  of  the  owner  of  the  establishment,  yet  if 
it  is  used  under  the  surveillance  of  the  inventor  for  the  purpose  of  en- 
abling him  to  test  the  machine,  it  is  a  mere  experimental  use  and  not  a 
public  use.  Elizabeth  v.  Pavement  Co.,  97  U.  S.  126  ;  s.  c.  6  O.  G.  772; 
a.  c.  3  0.  G.  522;  s.  c.  6  Fish.  424 ;  s.  c.  1  Ban  &  Ard.  463. 

If  the  use  fur  profit  is  incidental  and  subordinate  to  the  experimental 
use,  the  entire  use  may  be  considered  as  experimental.  Jennings  o. 
Pierce,  15  Blatch.  42 ;  s.  c.  3  Ban  &  Ard.  361. 

If  the  inventor  uses  the  machine  with  a  bona  fide  intent  of  testing  its 
qualities,  such  use  is  not  a  public  use,  although  he  makes  no  alterations. 
Elizabetli  v.  Pavement  Co.,  97  U.  S.  126  ;  s.  c.  6  O.  G.  772  ;  s.  c.  3  O.  G. 
522  ;  8.  c.  6  Fish.  424 ;  8.  c.  1  Ban  &  Ard.  463. 

A  patentee  may  carry  his  invention  back  so  as  to  anticipate  others,  and 
at  the  same  time  declare  that  it  was  so  incomplete  that  his  use  was  only 
experimental.    Macdonald  v,  Shepard,  4  Fed.  Rep.  228. 

If  the  use  prior  to  the  period  of  two  years  before  the  application  for  the 
patent  was  by  way  of  trial,  and  resulted  in  a  change  in  the  construction 
of  the  machine,  it  will  not  work  a  forfeiture  of  the  right  of  the  patentee. 
Pitts  ».  Hall,  2  Blatch.  229  ;  Sewall  v.  Jones,  91  U.  S.  171 ;  8.  c.  9  O.  G. 
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47 ;  s.  a  3  Cliff.  563 ;  s.  c.  6  Fish.  343 ;  s.  c.  3  O.  G.  630 ;  Winans  «. 
Schen.  &  Troy  R.  R.  Co.,  2  Blatch.  279  ;  Page  v.  Bowers,  1  O.  G.  521 ; 
WinaDB  V.  N.  Y.  &  Harlem  R.  R.  Co.,  4  Fish.  1 ;  Birdsell  v.  McDonald, 
6  O.  G.  682 ;  8.  c.  1  Ban  &  Ard.  165  ;  American  Leather  Co.  v.  Ameri- 
can Tool  Co.,  4  Fish.  284 ;  s.  c  1  Holmes  503 ;  Henry  o.  Stove  Co.,  9 
O.  G.  408 ;  8.  c.  2  Ban  &  Ard.  221 ;  Andrews  v.  Carman,  13  Blatch.  307  i 
8.  c.  9  O.  G.  1011 ;  8.  c.  2  Ban  &  Ard.  277 ;  U.  S.  Rifle  Co.  r.  Whitney 
Arms  Co.,  11  O.  G.  373 ;  s.  c.  14  Blatch.  94;  s.  c.  2  Ban  &  Ard.  493 ; 
Locomotive  Truck  Co.  t>.  Railroad  Co.,  6  O.  G.  924  ;  s.  c.  1  Ban  &  Ard. 
470 ;  Campbell  v.  James,  18  O.  G.  979  ;  s.  c.  17  Blatch.  43 ;  8.  o.  4  Ban 
&  Ard.  456  ;  Andrews  p.  Cross,  19  O.  G.  1705 ;  Graham  v,  McCormick, 
21  O.  G.  1533 ;  8.  c.  10  Biss.  39  ;  8.  c.  5  Ban  &  Ard.  244 ;  s.  o.  11  Fed. 
Rep.  859 ;  Graham  v,  Geneva  L.  C.  Manof.  Co.,  21  O.  G.  1536  ;  8.  c.  11 
Fed.  Rep.  138 ;  Emery  v.  Cavanagh,  17  Fed.  Rep.  242. 

The  use  and  sale  which  will  render  a  patent  void  is  the  use  and  sale  of 
the  perfected  invention,  and  not  of  the  invention  in  an  imperfect,  inchoate 
and  experimental  condition.  But  the  distinction  between  the  invention 
and  the  machine  which  embodies  it  must  be  observed.  The  invention  may 
be  perfect,  and  the  machine  which  embodies  that  invention  may  be  an  im- 
perfect machine.  American  Leather  Co.  v.  American  Tool  Co.,  4  Fish. 
284 ;  8.  c.  1  Holmes  503. 

The  question  is  whether  the  machine,  at  the  time  of  the  sale,  was  perfect 
in  the  sense  that  it  embodied  a  completed  invention,  and  not  whether  it 
was  perfect  in  mechanical  execution.  A  perfect  machine,  in  the  sense  of 
the  word  perfect,  means  a  perfected  invention,  not  a  perfectly  constructed 
hiachine,  but  a  machine  so  constructed  as  to  embody  all  the  essential 
elements  of  the  invention  in  a  form  that  would  make  them  practical  and 
operative  so  as  to  accomplish  the  result.  But  it  is  not  necessary  that 
it  should  accomplish  the  result  in  the  most  perfect  manner,  and  be  in  a 
condition  where  it  was  not  susceptible  of  a  higher  degree  of  perfection  in 
its  mere  mechanical  construction.  American  Leather  Co.  v.  American 
Tool  Co.,  4  Fish.  284 ;  8.  c.  1  Holmes  503 ;  Sisson  v.  Gilbert,  5  Fish.  109 ; 
8.  c.  9  Blatch.  185 ;  Henry  v.  Francestown  Soapstone  Co.,  17  O.  G.  369  ; 
s.  a  5  Ban  &  Ard.  108 ;  8.  c.  2  Fed.  Rep.  78. 

If  the  article  sold  was  what  the  inventor  considered  an  imperfect  form 
of  the  invention,  it  is  not  a  sale  of  the  invention  and  will  not  invalidate 
the  patent.  Henry  v.  Francestown  Soapstone  Co.,  17  O.  G.  569 ;  8.  c.  5 
Ban&  Ard.  108;  8.  c.  2  Fed.  Rep.  78. 

It  is  not  enough  to  prove  that  the  inventor  has  sold  an  earlier  and  less 
perfect  article,  t^at  is,  less  perfect  in  the  sense  of  the  patent  law,  even  if 
the  thing  sold  would  be  within  the  claim  of  the  patent.  In  other  words, 
the  test  is  not  necessarily  whether  the  article  sold  would  infringe  the  in- 
vention by  embodying  a  part  of  it,  but  whether  it  is  the  invention,  that 
embodies  the  whole  of  it.  Draper  v.  Wattles,  16  O.  G.  629  ;  8.  c.  3  Ban  & 
Ard.  618. 

If  a  machine  is  imperfect  and  requires  continuous  experiments  to  remedy 
the  defects  in  its  organization,  a  use  of  such  a  machine  for  more  than  two 
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years  before  the  application  for  a  patent  for  the  perfected  machine  will  not 
make  the  patent  void.  Sprague  v.  Smith  &  G.  Manuf.  Co.,  12  Fed.  Bep. 
721. 

If  the  machine  as  originally  constructed  is  subseqaently  altered  so  as  to 
make  a  machine  substantially  different  in  its  constraction  and  mode  of 
operation,  the  time  begins  to  run  from  the  date  of  the  completion  of  the 
last  machine.  Haskell  v.  Shoe  M.Manuf.  Co.,  15  O.  G.  509  ;  s.  c.  3  Ban 
&  Ard.  553. 

A  machine  which,  whether  entirely  satisfactory  or  not,  has  for  a  long 
time  been  run  in  the  ordinary  course  of  business,  and  which  is  patented 
precisely  as  it  was  used,  is  not  an  experimental  machine.  Perkins  t>. 
N.  C.  &  G.  P.  Co.,  17  O.  G.  1285 ;  s.  c.  5  Ban  &  Ard.  395 ;  8.  c.  2  Fed. 
Bep.  451. 

Consent  and  allowance  may  be  inferred  from  acquiescence.  Sisson  v. 
Gilbert,  5  Fish.  109 ;  s.  o.  9  Blatch.  185. 

If  the  patentee  uses  the  thing  patented  himself,  for  more  than  two 
years  prior  to  the  time  of  applying  for  a  patent,  the  patent  will  be  void. 
McMillin  v.  Barclay,  5  Fish.  189 ;  s.  c.  4  Brews.  275. 

If  the  prior  use  relied  on  is  a  use  by  the  inventor  or  by  persons  with  his 
consent  and  allowance,  it  is  not  necessary  to  notify  him  of  the  names  of 
the  persons  using  the  invention,  or  of  the  place  where  used.  American 
Leather  Co.  v,  American  Tool  Co.,  4  Fish.  284;  s.  c.  1  Holmes  503. 

Forfeiture  by  prior  use  is  not  favored  in  law,  but  is  regarded  as  being 
somewhat  harsh  in  its  operation  on  individual  rights.  Pitts  v.  Hall,  2 
Blatch.  229  ;  Henry  v.  Stove  Co.,  9  O.  G.  408;  8.  c.  2  Ban  &  Ard.  221 ; 
Page  V.  Bowers,  1  O.  G.  521. 

An  'inventor  may  stipulate  for  a  sale  of  his  invention  before  it  is  com- 
pleted without  vitiating  his  claim.    Sparkman  p.  Higgins,  1  Blatch.  205. 

An  agreement  for  the  transfer  of  the  invention  for  the  joint  benefit  of 
the  inventor  and  those  who  will  advance  money  for  the  manu&cture  of 
the  macliines  invented,  not  carried  into  execution  and  unaccompanied  by 
any  public  use  of  the  machine,  but  being  prospective  in  its  character,  not 
consummated  until  within  two  years  before  the  application  for  the  patent, 
does  not  affect  its  validity.  Elm  City  Co.  v.  Wooster,  6  Fish.  452 ;  s.  o. 
4  O.  G.  83. 

If  a  design  is  worked  upon  the  face  of  a  button,  it  may  perhaps  be  said 
to  be  sold  with  the  button.  In  tliis  view  a  sale  of  the  button  would  be  a 
sale  of  the  design,  and  not  simply  of  the  product  of  the  invention.  Booth 
V.  Garelly,  1  Blatch.  247. 

If  the  patentee  has  sold  the  patent  to  another,  his  testimony  that  he  put 
the  patented  invention  in  use  more  than  two  years  prior  to  the  application 
for  the  patent  will  be  disregarded  unless  it  is  confirmed  by  others.  Sin- 
clair V.  Backus,  17  O.  G.  1503 ;  s.  c.  5  Ban  &  Ard.  81 ;  s.  c.  4  Fed.  Rep. 
539. 

AlMindoiiiiieiit« 

Abandonment  means  a  general  abandonment  to  the  pnblic.  It  is  a 
dedication  to  the  public,  a  giving  up  of  the  claim  to  a  monopoly  in  the 
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inventiun.  American  Leather  Co.  v.  American  Tool  Co.,  4  Fish.  284; 
s.  0.  1  Holmes  503. 

Abandonment  must  result  from  the  intention  of  the  patentee  expressly 
declared  or  indicated  by  his  acts.  McMillin  v.  Barclay,  5  Fish.  189  ;  s.  c. 
4  Brews.  275. 

The  intention  to  abandon  need  not  be  expressed  in  words.  Planing 
Machine  Co.  v.  Keith,  101  IT.  S.  479  ;  s.  c.  17  O.  6.  1031 ;  s.  c.  4  Ban  & 
Ard.  100. 

At  common  law,  the  right  of  property  of  an  inventor  to  his  invention  or 
discovery  passed  from  him  as  soon  as  it  went  into  pablic  use  with  his  con- 
sent. It  was  then  regarded  as  having  been  dedicated  to  the  public  as  com- 
mon property,  and  subject  to  the  common  use  and  enjoyment  of  all. 
Wilson  V.  Rousseau,  4  How.  646 ;  s.  c.  1  Blatch.  3 ;  s.  c.  2  Robb  373 ;  Amer- 
ican Leather  Co.  v,  American  Tool  Co.,  4  Fish.  284 ;  s.  c.  1  Holmes  503 ; 
Dudley  v,  Mayhew,  3  N.  Y.  9. 

It  is  competent  for  a  patentee  at  any  time  by  overt  acts  or  by  express 
dedication,  to  abandon  or  surrender  to  the  public  for  their  use,  all  the  rights 
secured  by  his  patent,  if  such  is  his  pleasure  clearly  and  deliberately  ex- 
pressed. So  if  for  a  series  of  years  the  patentee  acquiesces  without  objec- 
tion in  the  known  public  use  by  others,  of  his  invention,  or  stands  by  and 
encoui-ages  such  use,  such  conduct  will  afford  a  very  strong  presumption 
of  such  an  actual  abandonment  or  surrender.  A  fortiori,  the  doctrine  will 
apply  to  a  case  where  the  patentee  has  openly  encouraged  or  silently 
acquiesced  in  such  use  by  the  very  parties  whom  he  afterwards  seeks  to 
prohibit  by  injunction  from  any  further  use,  for  in  this  way  he  may  not 
only  mislead  them  into  expenses  or  acts  or  contracts  ag^nst  which  they 
might  otherwise  have  guarded  themselves,  but  his  conduct  operates  as  a 
surprise,  if  not  as  a  fraud  upon  them.  Wye|h  v.  Stone,  1  Story  273 ;  s.  c. 
2  Robb  23 ;  Consolidated  Fruit  Jar  Co.  c.  Wright,  12  Blatch.  149 ;  B.  c.  6 
O.  G.  327 ;  s.  c.  94  U.  S.  92 ;  s.  c.  1  Ban  &  Ard.  320 ;  Gray  o.  James,  1 
Pet.  C.  C.  394 ;  8.  c.  1  Robb  120. 

It  makes  no  difference  in  the  principle  that  the  article  so  publicly  used 
and  afterwards  patented  was  made  by  a  particular  individual  who  did  so 
by  the  private  permission  of  the  inventor.  M*Clurg  o.  Kingsland,  1  How. 
202 ;  .s.  c.  2  Robb  105 ;  Pennock  v.  Dialogue,  2  Pet.  1 ;  s.  c.  4  Wash.  C.  C. 
598 ;  s.  c.  1  Robb  466,  542. 

If  the  inventor,  after  his  invention  is  perfected,  acquiesces  in  its  use  in 
public  for  a  less  term  than  two  years,  without  applying  for  a  patent,  and 
by  such  acquiescence  abandons  his  invention,  concluding  not  to  patent 
it,  but  to  dedicate  it  to  the  public  use,  he  can  not  recall  such  dedication  or 
defeat  such  abandonment  by  a  subsequent  application  for  a  patent,  and  the 
patent  is  therefore  void.  New  York  v.  Ransom,  1  Fish.  252 ;  s.  C  23  How. 
487 ;  Teese  v,  Phelps,  1  McAl.  48 ;  Consolidated  Fruit  Jar  Co.  v.  Wright, 
12  Blatch.  149 ;  S.  c.  6  O.  G.  327;  S.  c.  94  U.  S.  92 ;  s.  c.  1  Ban  &  Ard.  320 ; 
Bell  V.  Daniels,  1  Fish.  372;  s.  c.  1  Bond  212;  M*Clurg  v.  Kingsland, 
1  How.  202 ;  s.  c.  2  Robb  105 ;  American  Leather  Co.  v.  American  Tool 
Co.,  4  Fish.  284 ;  s.  c.  1  Holmes  503 ;  Earl  v.  Page,  6  N.  H.  477 ;  Pennock 
V.  Dialogue,  2  Pet.  1 ;  s.  o.  4  Wash.  C.  C.  538  ;  s.  c.  1  Robb  466,  542. 
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The  acquiescence  of  an  inventor  in  the  public  use  of  his  invention  can 
in  no  case  be  presumed  where  he  has  no  knowledge  of  such  use.  But  this 
knowledge  may  be  presumed  from  the  circumstances  of  the  case.  Shaw 
V.  Cooper,  7  Pet.  292 ;  s.  C.  1  Robb  643. 

Those  who  rely  upon  the  ground  that  a  party  has  by  abandonment  for- 
feited a  legal  right  secured  to  him  in  due  form  of  law  for  the  purpose  of 
defeating  his  enjoyment  of  that  right,  must  make  out  the  point  clearly 
and  satisfactorily  beyond  any  reasonable  doubt  or  hesitation,  because  the 
law  does  not  favor  an  abandonment,  and  throws  upon  the  party  who  seeks 
to  obtain  the  benefit  of  a  forfeiture  the  bdrden  of  proving  it  beyond  all 
reasonable  question.  Seymour  e.  McCormick,  2  Blatch.  240;  8.  c  16 
IIow.  480 ;  Pitts  v.  HaU,  2  Blatch.  229 ;  Wyeth  v.  Stone,  1  Story  273 ;  s.  c. 
2  Robb  23 ;  American  Leather  Ck>.  v.  American  Tool  Co.,  4  Fish.  284 ; 
s.  c.  1  Holmes  503 ;  McMillin  v.  Barclay,  5  Fish.  189 ;  s.  c.  4  Brews.  275 ; 
Sewall  V.  Jones,  91  U.  S.  171 ;  8.  c.  9  O.  G.  47 ;  8.  o.  6  Fish.  343 ;  s.  c.  3 
O.  G.  630 ;  8.  c.  3  Cliff.  563 ;  Birdsell  v.  McDonald,  6  O.  G.  682 ;  8.  c. 

1  Ban  &  Ard.  165 ;  Hovey  v,  Henry,  3  West.  L.  J.  153. 

An  inventor  may  abandon  his  invention  and  surrender  or  dedicate  it  to 
the  public.  The  inchoate  right  thus  once  gone,  can  not  afterwards  be  re- 
sumed at  his  pleasure ;  for  where  gifts  are  once  made  to  the  public  in  this 
way,  they  become  absolute.  The  question  which  generally  arises  at  trials 
is  a  question  of  fact,  rather  than  of  law,  whetlter  the  acts  or  acquiescence 
of  the  party  furnish  in  the  given  case  satisfactory  proof  of  an  abandon- 
ment or  dedication  of  the  invention  to  the  public.    Pennock  o.  Dialogue, 

2  Pet.  1 ;  a.  c.  4  Wash.  C.  C.  538 ,  8.  c.  1  Bobb  466, 542 ;  Sanders  o.  Logan, 
2  Fish.  167 ;  Marsh  v.  Sales.  7  A.  L.  Kev.  355 ;  8.  c.  5  Fish.  610 ;  Wayne 
V.  Holmes,  2  Fish.  20 ;  a.  c.  1  Bond  27 ;  Melius  o.  ^Isbee,  4  Mason  108 
8.  c.  1  Robb  506 ;  Wittemore  o.  Cutter,  1  Gallis.  478 ;  s.  c.  1  Robb  40 
Kendall  v.  Winsor,  21  How.  322;.  Morris  o.  Huntington,  1  Paine  348 
s.  c.  1  Robb  448 ;  Shaw  v.  Cooper,  7  Pet.  292 ;  8.  c.  1  Robb  643 ;  Booth  v 
Garelly,  1  Blatch.  247;  Consolidated  Fruit  Jar  Co.  v  Wright,  12  Blatch 
149  ;  8.  c.  6  O.  G.  327 ;  8.  c.  94  U.  S.  92 ;  a.  c.  1  Ban  &  Ard.  320 ;  Sprague 
0.  Adriance,  14  O.  G.  308 ;  a.  c.  3  Ban  &  Ard.  124 ;  Williams  v.  B.  &  A 
R.  R.  Co.,  16  O.  G.  906 ;  a.  c.  17  Blatch.  21 ;  a.  c.  4  Ban  &  Ard.  421 
Andrews  t>.  Cross,  19  O.  G.  1705  ;  a.  c.  19  Blatch.  204;  a.  c.  8  Fed.  Rep 
269. 

Lapse  of  time  does  not  per  se  constitute  abandonment.  It  may  be  a 
circumstance  to  be  considered.  The  circumstances  of  the  case  other  than 
mere  lapse  of  time  almost  always  give  complexion  to  the  delay,  and  either 
excuse  it  or  give  it  conclusive  eflect.  The  statute  has  made  contempora- 
neous public  use  with  the  consent  and  allowance  of  the  inventor  a  bar 
when  it  exceeds  two  years.  But  in  the  absence  of  that  and  any  other 
colorable  circumstances,  there  is  no  mere  period  of  delay  which  ought  j>^ 
se  to  deprive  an  inventor  of  his  patent.  Andrews  o.  Carman,  13  Blatch. 
307 ;  a.  c.  9  O.  G.  1011 ;  a.  c.  2  Ban  &  Ard.  277 ;  Russell  Manuf.  Co.  v. 
Mallory,  5  Fish.  632 ;  a.  o.  10  Blatch.  140 ;  2  0.  G.  495 ;  Freund  o.  King, 
11  O.  G.  2 ;  Page  v.  Bowers,  1  O.  G.  521 ;  Birdsell  v.  McDonald,  6  O.  G. 
682;  8.  c.  1  Ban  &  Ard.  165. 
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No  man  is  to  be  permitted  to  lie  by  for  years  and  then  take  out  a  patent. 
If  he  has  been  practicing  bis  invention  with  a  view  of  improving  it,  and 
thereby  rendering  it  a  greater  benefit  to  the  public  before  taking  out  a 
patent,  that  ought  not  to  prejudice  him.  But  it  should  always  be  a  ques- 
tion submitted  Co  the  jury  what  was  the  intention  of  the  delay,  and 
whether  the  allowing  the  invention  to  be  used  without  a  patent  should  not 
be  considered  an  abandonment  or  present  of  it  to  the  public.  Morris  v. 
Huntington,  1  Paine  348 ;  s.  o.  1  Bobb  448 ;  Shaw  «.  Cooper,  7  Pet.  292 ; 
s.  c.  1  Bobb  643 ;  Treadwell  v.  Bladen,  4  Wash.  C.  C.  703 ;  b.  o.  1  flobb 
531 ;  Goodyear  v.  Matthews,  TPaine  300 ;  s.  c.  1  Bobb  50. 

The  mere  &ct  of  making  or  selling  an  improvement  or  invention,  or  of 
putting  it  into  public  use  at  any  time  within  two  years  before  the  applica- 
tion for  a  patent,  is  not  of  itself  an  abandonment  of  the  invention  to  the 
public.  Something  more  must  be  done  within  the  two  years.  There  must 
be  some  acts  of  the  inventor  indicating  an  intention  on  his  part  to  devote 
his  improvement  to  the  public  in  general,  in  order  to  authorize  the  con- 
clusion that  he  has  so  abandoned  it.  There  must  be  a  design  to  devote 
the  invention  to  the  public  at  large  as  a  gratuity,  and  without  receiving  a 
consideration  for  its  bestowal.  Seymour  v.  McCormick,  2  Blatch.  240 ; 
s.  c.  16  How.  480 ;  Pitts  v.  Hall,  2  Blatch.  229. 

The  mere  fact  thi^t  a  new  article  is  shown  in  the  drawings  of  a  patent 
for  a  machine  is  not  an  abandonment  of  it  until  the  statutory  forfeiture  of 
use  for  two  years  has  been  incurred.    Hatch  v.  Moffltt,  15  Fed.  Bep.  252. 

If  the  inventor  did  not  intend  to  take  a  patent,  and  manifested  that 
intent  by  his  declarations  or  conduct,  and  thereupon  it  was  copied,  and  so 
went  into  use,  he  cannot  afterwards  take  a  valid  patent.  Kendall  v. Winsor, 
21  How.  322. 

A  declaration  of  an  intention  to  abandon  the  invention  to  the  public 
does  not  bind  the  inventor,  for  he  is  entitled  to  the  locus  pmniteniitE. 
There  must  be  something  more  than  mere  words  to  fasten  on  him  the 
intention  which,  in  judgment  of  law,  will  work  an  abandonment  of  his 
invention.  There  must  be  acts.  The  mere  declaration  of  an  intention 
to  dedicate  the  invention  to  the  public  can  not  be  regarded  as  equivalent 
to  an  actual  dedication.  Pitts  v.  Hall,  2  Blatch.  229  ;  Page  v.  Bowers,  1 
O.  6.  521. 

It  is  the  acquiescence  in  the  known  user  by  the  public,  without  objec* 
tion  or  qualification,  and  not  the  extent  of  the  actual  user,  which  con- 
stitutes the  ground  for  inferring  abandonment  or  surrender  of  the  patent. 
If  the  patentee  means  to  surrender  his  exclusive  r^t  in  a  qualified  man- 
ner, or  for  a  qualified  trade,  he  should  at  the  very  time  give  public  notice 
of  the  nature  and  extent  of  his  allowance  of  the  public  use,  so  that  all 
persons  may  be  put  upon  their  guard,  and  not  expose  themselves  to  losses 
or  perils  which  they  have  no  means  of  knowing  or  averting  during  his 
general  silence  or  acquiescence.  Wyeth  v.  Stone,  1  Story  273 ;  s.  c.  2 
Bobb  23. 

If  the  invention  was  publicly  used  for  a  long  period  by  the  inventor  him- 
self, not  in  the  way  of  experiment,  but  for  gain,  the  patent  is  void.  Bell 
9.  Daniels,  1  Fish.  372 ;  s.  c.  1  Bond  212. 
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The  jury  has  a  right  to  infer  an  abandonment  from  the  patentee's  ac- 
quiescence in  the  use  of  the  invention  by  others,  his  neglect  to  assert  his 
claims  by  suit  or  otherwise,  liis  omission  to  sell  licenses  to  use  such  in- 
vention, his  neglect  to  make  efforts  to  realize  any  personal  advantage 
from  his  patent,  and  similar  circunstances.  New  York  v.  Ransom,  1  Fish. 
252 ;  8.  c.  23  How.  487. 

If  the  knowledge  of  the  invention  is  surreptitiously  obtained  and  com- 
municated to  the  public,  it  will  not  affect  the  right  of  the  inventor.  Under 
such  circumstances  no  presumption  can  arise  in  favor  of  an  abandonment 
of  the  right  of  the  inventor  to  the  public,  though  an  acquiescence  on  his 
part  will  lay  the  foundation  for  such  a  presumption.  Kendall  v,  Winsor, 
21  How.  322 ;  l^iaw  9.  Cooper,  7  Pet.  292 ;  s.  c.  1  Bobb  643 ;  Page  v. 
Bowers,  1  O.  G.  621. 

If  the  invention,  through  fraudulent  means,  is  made  known  to  the  pub- 
lic, the  inventor  should  assert  his  right  immediately,  and  take  the  neces- 
sary steps  to  legalize  it.  No  matter  by  what  means  an  invention  may  be 
communicated  to  the  public,  any  acquiescence  in  the  public  use  by  the 
inventor  will  be  an  abandonment  of  his  right.  If  the  right  were  asserted 
by  him  who  fraudulently  obtained  it,  perhaps  no  lapse  of  time  would  give 
validity  to  it,  but  the  public  stand  in  an  entirely  different  relation  to  the 
inventor.    Shaw  «.  Cooper,  7  Pet.  292 ;  s.  o.  1  Robb  643. 

The  use  of  an  invention  by  the  special  permission  of  the  patentee, 
under  a  license  limited  to  one  or  two  persons,  is  not  a  use  of  it  by  the 
public,  and  does  not  constitute  an  abandonment.  McCay  v.  Burr,  6  Penn. 
147. 

A  patent  for  a  combination  which  does  not  specify  that  the  patentee 
has  invented  any  of  the  parts,  is  a  dedication  of  such  parts  to  the  public. 
Battin  9.  T^gert,  2  Wall.  Jr.  101 ;  8.  c.  17  How.  74. 

If  the  inventor  makes  a  mistake  as  to  one  of  the  improvements  claimed, 
but  is  clearly  entitled  to  a  patent  as  to  the  other,  he  can  not  be  justly  siud 
to  have  abandoned  either  during  a  litigation  as  to  his  right  to  botii.  Adams 
9.  Jones,  1  Fish.  527. 

The  putting  of  a  device  intended  to  perfect  the  working  of  a  patented 
machine  upon  such  machine  when  sold,  will  not  necessarily  imply  that  the 
patentee  intended  to  abandon  it  to  the  public,  or  put  it  in  public  use,  or  on 
sale.  That  is  a  question  of  fact  purely.  Whether  the  inventor  put  it  on 
merely  for  the  purpose  of  experiment,  or  put  it  on  and  sold  it  with  the  rest 
of  the  machine  for  gain  and  profit,  and  let  it  go  into  public  use,  Is  a  ques- 
tion of  &ct.  American  Leather  Co.  o.  American  Tool  Co.,  4  Fish.  284 ; 
s.  c.  1  Holmes  503. 

Where  the  Jury  are  satisfied  that  the  patentee  has  not  abandoned  his 
invention  and  privileges  granted  by  the  letters  patent,  his  neglect  to  pros- 
ecute parties  infringing  such  patent  will  not  bar  his  right  to  recover  such 
damages  as  he  has  actually  sustained  by  the  defendant's  infringement. 
New  York  v.  Ransom,  1  Fish.  252 ;  8.  c.  23  How.  487. 

The  inventor  will  not  be  deemed  to  have  abandoned  his  invention  by 
licensing  a  few  persons  to  use  his  invention  to  ascertain  its  utility,  or  by 
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any  8uch  acts  of  peculiar  indulgence  and  use  as  may  fairly  consist  with 
the  clear  intention  to  hold  the  exclusive  privUege.  Melius  d.  Silsbee,  4 
Mason  108 ;  s.  c.  1  Bobb  506 ;  American  Leather  Co.  v,  American  Tool 
Co.,  4  Fish.  284  ;  s.  c.  1  Holmes  503. 

Mere  delay  in  applying  for  a  patent  will  not  vitiate  it  if  it  is  not  unrea- 
sonable.   Webster  v.  Carpet  Co.,  5  O.  G.  522 ;  s.  c.  1  Ban  &  Ard.  84. 

Mere  forbearance  to  apply  for  a  patent  during  the  progress  of  experi- 
ments, and  until  the  party  has  perfected  his  invention  and  tested  its  value 
by  actual  practice,  affords  no  just  grounds  for  any  presumption  of  any 
abandonment.  Agawam  Co.  v.  Jordan,  7  Wall.  583  ;  Sewall  v,  Jones,  91 
U.  S.  171 ;  8.  c.  9  O.  G.  47 ;  s.  c.  6  Fish.  343 ;  s.  c.  3  O.  G.  630 ;  s.  c.  3 
Cliff.  563 ;  Locomotive  Truck  Co.  v.  B.  R.  Co.,  6  O.  G.  927  ;  s.  c.  1  Ban 
&  Ard.  470. 

A  sale  or  use  of  the  invention,  with  the  knowledge  or  consent  of  the 

patentee  in  the  intermediate  time  between  the  application  for  a  patent  and 

a  grant  thereof,  furnishes  no  foundation  to  presume  that  the  inventor 

means  to  abandon  his  invention  to  the  public.   Byan  v.  Goodwin,  3  Sumn. 

.  514 ;  8.  c.  I  Bobb  725  ;  Howe  v.  Newton,  2  Fish.  531. 

By  the  application  filed  in  the  patent  office  the  inventor  makes  a  full 
disclosure  of  his  invention,  and  gives  public  notice  of  his  claim  for  a 
patent.  It  is  conclusive  evidence  that  the  inventor  does  not  intend  to 
abandon  it  to  the  public.  The  delay  afterwards  interposed,  either  by  the 
mistakes  of  the  public  officers  or  the  delays  of  courts,  where  gross  laches 
can  not  be  imputed  to  the  applicant,  can  not  affect  his  rights.  The 
statute  forfeits  the  right  of  an  inventor  to  a  patent  only  where  the  in- 
vention has  been  in  public  use  more  than  two  years  before  the  application. 
A  man  may  justly  be  treated  as  having  abandoned  his  application  if  it 
be  not  prosecuted  with  reasonable  diligence.  But  involuntary  delays  not 
caused  by  the  laches  of  the  applicant  will  not  work  a  forfeiture  of  his 
rigtit.  Henry  v.  Stove  Co.,  9  0.  G.  408  ;  8.  c.  2  Ban  &  Ard.  221 ;  Adams 
0.  Jones,  1  Fish.  527 ;  Howard  v.  Christy,  10  O.  G.  981 ;  s.  c.  2  Ban  & 
Ard.  457  ;  Johnson  o.  Fassman,  5  Fish.  471 ;  s.  c.  1  Woods  138 ;  2  O.  G. 
94 ;  Sewall  v.  Jones,  91  U.  8.  171 ;  s.  c.  9  O.  G.  47  ;  8.  c.  6  Fish.  343  ; 
s.  c.  3  O.  G.  630  ;  s.  o.  3  Cliff.  563  ;  Blandy  v.  Griffith,  3  Fish.  609  ;  Clark 
V.  Scott,  5  Fish.  245 ;  s.  c.  9  Blatch.  301 ;  1  O.  G.  4 ;  Dental  Vulcanite 
Co.  ».  Wetherbee,  3  Fish.  87  ;  s.  c.  2  Cliff.  555 ;  Goodyear  D.  &  V.  Co. 
V.  Willis,  7  O.  G.  41 ;  s.  o.  1  Fllppin  385 ;  8.  c.  1  Ban  &  Ard.  562 ;  Good- 
year V.  Hills,  3  Fish.  134. 

The  pendency  of  an  application  for  a  patent  for  an  invention  repels  any 
inference  of  abandonment  or  dedication  from  the  omission  to  again  claim 
it,  though  described  in  a  patent  granted  upon  a  subsequent  application  for 
a  patent  for  another  invention.  Suffolk  Co.  9.  Hayden,  3  Wall.  315 ; 
Singer  v.  Braunsdorf,  7  Blatch.  521. 

The  pendency  of  an  application  for  a  patent  for  an  invention  repels  any 
inference  of  an  abandonment  or  dedication  from  the  omission  to  claim  it 
in  another  application  where  it  is  described.  Suffolk  Co.  o.  Hayden,  4 
Fish.  86 ;  8.  c.  3  Wall.  315. 
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The  proof  of  an  abandonment  of  an  application  depends  upon  two 
circumstances;  whether  the  inventor  meant  to  give  it  up,  or  whether, 
being  needy,  he  gave  up,  during  a  short  time,  for  want  of  funds.  A  man 
of  genius,  who  has  made  a  discovery,  should  not  be  deprived  of  it  in  conse- 
quence of  a  want  of  means  to  prosecute  his  labors  to  their  final  con- 
summation, if  he  intended  to  persevere.  Even  if  the  application  was 
withdrawn,  his  claim  will  be  valid  if  he  kept  it  up  in  his  own  mind,  and 
meant  to  keep  it  up  before  the  patent  office,  and  did  not  abandon  it,  but 
merely  suspended  operations  till  he  could  get  the  means.  Adams  o. 
Edwards,  1  Fish.  1. 

A  party  can  not  be  held  accountable  for  delays  in  the  patent  office,  and 
an  abandonment  will  not  be  inferred  therefrom.  The  law  looks  with 
indulgence  upou  the  delays  which  arise  from  the  circumstances  of  the 
party  who  may  make  an  invention,  and  it  is  only  when  the  invention  is 
intentionally  abandoned  or  neglected,  or  the  party  shows  by  his  acts  that 
he  has  not  done  all  that  he  could  have  done,  that  the  law  declares  that 
he  shall  not  be  protected  in  his  invention.  Sayles  v.  Railroad  Company, 
2  Fish.  523;  s.  c.  1  Biss.  468;  Ryan  v.  Goodwin,  3  Sumn.  514;  s.  c.  1 
Robb  725 ;  Root  v.  Ball,  4  McLean  177  ;  s.  c.  2  Robb  513 ;  Rich  v.  Lip- 
pincott,  2  Fish.  1 ;  McMillin  v.  Barclay,  5  Fish.  189 ;  B.  c.  4  Brews.  275. 

If  a  party,  upon  the  rejection  of  his  application,  withdraws  all  the 
papers  except  a  drawing,  and  then  permits  his  invention  to  go  into 
notorious  public  use  for  a  long  time,  the  application  will  be  deemed  to 
be  abandoned.  Bevin  v.  East  Hampton  Bell  Co.,  5  Fish.  23;  s.  o.  9 
Blatch.  50. 

If  an  inventor  does  not  prosecute  his  application  with  reasonable  dili- 
gence, but  withdraws  the  papers  from  the  patent  office  and  abandons  the 
invention  to  the  public,  a  subsequent  patent  therefor  will  be  void .  Bevin 
p.  East  Hampton  Bell  Co.,  5  Fish.  23 ;  b.  c.  9  Blatch.  50. 

If  the  application  is  rejected,  the  applicant  is  obliged,  within  a  reason- 
able time,  to  take  some  action  on  the  subject,  either  by  an  appeal  from 
the  commissioner,  or  by  a  bill  in  equity  in  the  proper  court.  If  he  does 
not,  there  is  a  presumption  of  an  abandonment  which  can  not  be  rebutted 
by  a  mere  denial  of  an  intention  to  abandon.  Marsh  v.  Commissioner, 
5  Fish.  610 ;  B.  O.  3  Biss.  321 ;  2  O.  G.  340. 

If  an  inventor,  after  the  rejection  of  his  application,  takes  no  steps  for 
many  years  to  reinstate  it,  to  renew  it,  or  to  appeal,  but  sees  his  invention 
go  into  common  use,  he  may  be  deemed!  to  have  abandoned  it.  Planing 
Machine  Co.  v.  Keith,  101  U.  S.  479 ;  s.  c.  17  O.  G.  1031 ;  s.  c.  4  Ban  & 
Ard.  400. 

The  objection  that  the  invention  has  been  abandoned  may  be  raised, 
although  the  commissioner  has  granted  a  patent.  Planing  Machine  Co. 
V,  Keith,  101  U.  S.  479 ;  8.  c.  17  O.  G.  1031 ;  s.  c.  4  Ban  &  Ard.  400. 

If  the  patentee,  subsequent  to  the  date  of  his  letters  patent,  abandons 
his  invention  to  the  public,  and  waives  and  abandons  the  exclusive  privi- 
leges hitended  to  be  secured  by  such  patent,  he  cannot  recover.  New 
York  V.  Ransom,  1  Fish.  252 ;  s.  c.  23  How.  487  ;  Bell  v.  Daniels,  1  Fish. 
372 ;  8.  c.  1  Bond  212. 
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After  the  issue  of  letters  patent,  the  ahaDdonment  most  be  shown  to  be 
positive,  actual  and  intentional  by  some  act  or  declaration  of  the  inventor, 
or  by  such  gross  laches  as  indicates  unmistakably  an  intention  to  abandon 
the  invention  to  the  public.  Johnson  v.  Fassman,  5  Fish.  471 ;  s.  o.  1 
Woods  138 ;  2  O.  G.  94 ;  Bell  v.  Daniels,  I  Fish.  372 ;  s.  c.  1  Bond  212. 

A  party  may  obtain  a  patent  for  an  invention  and  let  it  lie  in  the  patent 
office  without  use,  and  no  one  else  would  have  the  right  to  use  such  inven- 
tion because  it  is  his  property.    Pitts  v.  Wemple,  2  Fish.  10  ;  s.  o.  1  Biss. 

87. 

A  patentee  who  is  prevented  by  poverty  from  making  machines  or  sell- 
ing rights  under  his  patent,  will  not  be  deemed  to  have  abandoned  it. 
Hoflfheins  r.  Brandt,  3  Fish.  218 ;  Gray  v.  James,  1  Pet.  C.  C.  394 ;  s.  c. 
1  Bobb  120. 

If  the  patent  is  valid,  the  inventor  is  not  bound  by  law  to  construct  his 
invention  in  order  to  preserve  his  patent.  Wheeler  o.  Clipper  Co.,  6  Fish. 
1 ;  s.  c.  10  Blatch.  181 ;  2  O.  G.  442 ;  Broadnax  v.  Cent.  S.  Y.  &  T.  Co., 
5  Ban  &  Ard.  609 ;  8.  c.  4  Fed.  Rep.  214. 

srotlce  of  PreTloiifl  Knowledge. 

The  party  giving  notice  is  not  bound  to  be  so  specific  as  to  relieve  the 
other  from  all  inquiry  or  effort  to  investigate  the  &cts.  If  he  fairly  puts 
his  adversary  in  the  way  that  he  may  ascertun  all  that  is  necessary  to  his 
defence,  it  is  all  that  can  be  required,  and  he  is  not  bound  by  his  notice  to 
impose  an  unnecessary  and  embarrassing  restriction  upon  his  own  right  of 
producing  proof  of  what  he  asserts.  When  in  addition  to  the  town  or  dty 
in  which  a  large  machine  is  used,  the  name  and  residence  of  the  witness 
by  whom  that  use  is  to  be  proved,  la  also  given,  there  is  sufficient  pre- 
cision and  certainty  in  the  notice.  Wise  v.  AlUs,  9  Wall.  737 ;  Smith  v. 
Frazer,  5  Fish.  543 ;  s.  C  2  O.  G.  175 

The  statute  does  not  requure  that  the  names  of  the  witnesses  who  may 
be  called  to  testify  to  such  prior  invention,  or  use,  shall  be  stated.  It  is 
only  the  names  and  residences  of  the  persons  alleged  to  have  invented  or 
to  have  had  prior  knowledge  of  the  thing  patented  that  is  required. 
Planing  Machine  Co.  o.  Keith,  101 U.  B.479 ;  s.  c.  17  O.  G.  1031 ;  s.  c.  4 
Ban  &  Ard.  400 ;  Wilton  v.  Railroads,  1  Wall.  Jr.  192 ;  s.  c.  2  Bobb  641 ; 
Allis  V.  Buckstaff,  22  O.  G.  1705 ;  Sutro  v.  Moll,  19  Blatch.  89 ;  s.  c.  8 
Fed.  Rep.  909. 

The  statute  requires  that  the  notice  should  set  forth  the  name  of  the 
person  who  had  knowledge  of  the  use  and  the  place  where  it  was  used.  A 
witness  whose  name  is  not  so  given,  can  not  testify  in  regard  to  such 
prior  use.  Judson  v.  Cope,  1  Fish.  615 ;  8.  o.  1  Bond  327 ;  Kelleher  v. 
Darling,  14  O.  G.  673;  s.  c.  4  Cliff.  424;  s.  c.  3  Ban  &  Ard.  328. 

A  witness  can  not  testify  unless  the  notice  also  states  ^'  where  the  same 
was  used."  Silsby  o.  Foote,  14  How.  218 ;  s.  o.  1  Blatch.  445 ;  Searls  v. 
Bouton,  21  O.  G.  1784 ;  s.  c.  12  Fed.  Rep.  140. 

Notice  of  the  time  when  the  person  possessed  the  knowledge  or  use  of 
the  invention  is  not  required  by  the  statute.    The  name  of  the  person 
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and  of  his  place  of  residence,  and  the  place  where  it  has  been  used,  are 
sufficient.  If,  therefore,  the  notice  mentions  the  time,  the  defendant  is  not 
limited  to  the  time  mentioned,  but  may  give  eyidence  of  its  use  at  other 
times.  Phillips  o.  Page,  24  How.  164 ;  Evans  v.  Eremer,  Pet.  C.  C.  215 ; 
8.  c.  1  Robb  66. 

If  the  notice  merely  alleges  a  use  within  the  United  States,  evidence 
can  not  be  given  of  a  use  in  England.  Dixon  o.  Moyer,  4  Wash.  C.  C. 
68 ;  8.  c.  1  Robb  324. 

A  notice  which  refers  merely  to  the  county  in  which  the  alleged  prior 
invention  was  used  is  defective.  This  reference  is  not  sufficiently  definite 
and  explicit  as  to  the  place  to  fill  the  requirements  of  the  spirit  of  the 
act.    Hays  v.  Sulsor,  1  Fish.  532 ;  8.  c.  1  Bond  279. 

If  a  witness  testifies  without  objection  for  want  of  notice,  this  is  a  wuver 
of  notice.  Planing  Machine  Co.  v.  Keith,  17  O.  G.  1031 ;  8.  o.  101  U.  S. 
479 ;  B.  c.  4  Ban  &  Ard.  100. 

If  the  notice  specifies  a  certain  patent  in  which  the  invention  is  alleged 
to  be  described,  this  is  a  sufficient  foundation  for  adducing  the  patent  in 
evidence.  Loom  Co.  v.  Higgins,  105  U.  S.  580 ;  21  O.  6.  2031 ;  8.  o.  16 
O.  G.  675  ;  8.  c.  15  Blatch.  446 ;  8.  c.  4  Ban  &  Ard.  88. 

Burden  of  Proof. 

Upon  the  plea  of  not  guilty,  it  is  incumbent  on  the  plaintifi*  to  prove 
not  merely  that  the  defendant  had  made,  used  or  sold  a  machine,  but  tiiat 
it  substantially  resembles  the  one  for  which  the  plaintiff  has  obtained  his 
patent.    Dixon  v.  Moyer,  4  Wash.  C.  C.  68  ;  8.  c.  1  Robb  324. 

The  plaintiff  charges  an  infiingement,  which  is  a  wrongful  act  in  the 
nature  of  a  trespass,  and  inasmuch  as  no  one  is  presumed  to  do  wrong, 
the  rule  is  that  he  who  alleges  that  anotiier  has  committed  a  wrongful  act 
must  prove  it.  Union  Sugar  Refinery  r.  Mathiessen,  2  Fish.  600 ;  s.  c.  3 
Cliff.  639 ;  Bell  v.  Daniels,  1  Fish.  372 ;  8.  c.  1  Bond  212 ;  Forbes  o.  Bar- 
stow  Stove  Co.,  2  CM.  379 ;  Brooks  v.  Jenkins,  3  McLean  432 ;  Hudson 
V.  Draper,  4  Fish.  256 ;  8.  c.  4  Cliff.  178 ;  Parker  v.  Stiles,  5  McLean  44 ; 
Francis  v.  Mellor,  5  A.  L.  T.  237  ;  s.  c.  5  Fish.  153  ;  1  O.  G.  48 ;  8  Phila. 
157 ;  Johnson  o.  Boot,  1  Fish.  351 ;  Cahoon  v.  King,  1  Fish.  397 ;  8.  c.  1 
Cliff.  592;  Many  v,  Siser,  1  Fish.  17 ;  Latta  v.  Shawk,  1  Fish.  465 ;  s.  c. 
1  Bond  259 ;  Matthews  v.  Skates,  1  Fish.  602 ;  Washburn  r.  Gould,  3 
Story  122 ;  s.  c.  2  Robb  206  ;  Judson  v.  Cope,  1  Fish.  015  ;  s.  c.  1  Bond 
327 ;  Swift  v.  Whisen,  3  Fish.  343  ;  8.  c.  2  Bond  115  ;  Price  v.  Kelly,  20 
O.  G.  1452 ;  Baihroad  Co.  v.  Mellon,  104  U.  S.  112 ;  s.  c.  20  O.  G.  1891. 

Doubts  as  to  whether  there  has  been  an  infringement  or  not  must  inure 
in  favor  of  the  defendant,  as  he  is  not  to  be  deprived  of  a  right  which  is 
common  to  every  citizen,  unless  it  shall  clearly  appear  that  his  machine 
is  substantially  like  the  ope  claimed  by  the  patentee.  Brooks  r.  Jenkins, 
3  McLean  432. 

The  expressions  In  the  specifications  are  those  of  the  patentee,  and  the 
burden  of  proof  rests  on  him  to  expliun  and  to  clear  them  of  am- 
biguity.   Kneass  v.  Schuylkill  Bank,  4  Wash.  C.  C.  9 ;  8.  c.  1  Bobb  303. 
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The  burden  of  proof  is  on  the  defendant,  to  show  that  the  patentee  was 
not  the  first  inventor.  Brooks  v.  Jenkins,  4  McLean  432;  Ashcroffc  v. 
Cutter,  6  Blatch.  611 ;  Cahoon  v.  Ring,  1  Fish.  397 ;  s.  c.  1  Cliff.  592 ; 
Parham  v.  Sewing  Machine  Co.,  4  Fish.  468 ;  Earle  9.  Sawyer,  4  Mason 
1 ;  s.  c.  1  Robb  491 ;  Winans  v.  N.  Y.  &  Harlem  R.  R.  Co.,  4  Fish.  1 ; 
Latta  V,  Shawk,  1  Fish.  465  ;  8.  c.  1  Bond  259  ;  Brodie  v.  Ophir  Mining 
Co.,  4  Fish.  137  ;  8.  c.  5  Saw.  608 ;  Waterihan  v.  Thomson,  2  Fish.  461 ; 
Goodyear  Dental  Co.  v.  Gtodner,  4  Fish.  224 ;  s.  c.  3  Cliff.  408 ;  Whitney 
V.  Emmett,  Bald.  303 ;  s.  c.  1  Robb  567 ;  Masury  v.  Tiemann,  4  Fish. 
524 ;  s.  o.  8  Blatch.  426 ;  Pitts  v.  Hall,  2  Blatch.  229 ;  Dixon  v.  Moyer, 
4  Wash.  C.  C.  68;  s.  c.  1  Robb  324;  Tompkins  v.  Gage,  2  Fish.  577; 
s.  o.  5  Blatch.  268 ;  Agaw'am  Co.  o.  Jordan,  7  Wall.  583 ;  Forbes  r. 
Barstow  Stove  Co.,  2  Cliff.  379 ;  Konold  v.  Klein,  3  Ban  &  Ard.  26 ; 
Sands  v.  Wardwell,  3  Cliff.  277 ;  Washburn  &  M.  Manuf.  Co.  v,  Haish, 
10  Biss.  65 ;  s.  C.  19  O.  G.  173  ;  s.  C.  4  Fed.  Rep.  900  ;  Green  v.  French, 
21  0.  G.  1351 ;  s.  c.  11  Fed.  Rep.  591 ;  Doubleday  r.  Beatty,  22  0.  G. 
859 ;  s.  c.  11  Fed.  Rep.  729. 

It  is  not  enough  that  he  raise  a  doubt  in  t|ie  minds  of  the  jur5  on  that 
point,  he  must  satisfy  them  of  the  fact.  Magic  Ruffle  Co.  o.  Douglass,  2  Fish. 
330 ;  Sewall  v.  Jones,  91 U.  S.  171 ;  s.  c.  9  O.  G.  47 ;  s.  c.  6  Fish.  343 ;  s.  c. 
3  O.  G.  630  ;  s.  o.  3  Cliff.  563  ;  Tompkms  v.  Gage,  2  Fish.  577  ;  S.  c.  5 
Blatch.  268 ;  Crouch  r.  Speer,  6  O.  G.  187 ;  s.  c.  1  Ban  &  Ard.  145 ; 
Jordan  v.  Dobson,  4  Fish.  232 ;  s.  c.  2  ,Abb.  N.  8.  398 ;  7  Phila.  533 ; 
Mowry  v.  Whitney,  3  Fish.  157  ;  s.  o.  4  Fish.  141 ;  5  Fish.  496  ;  14  Wall. 
620 ;  2  Bond  45 ;  s.  c.  1  0.  G.  492 ;  Hawes  v.  Antisdel,  8  O.  G.  685  ;  s.  c. 
2  Ban  &  Ai-d.  10 ;  Taylor  v.  Wood,  12  Blatch.  110  ;  8  O.  G.  90  ;  8.  c.  1 
Ban  &  Ard.  270. 

The  proof  must  be  clear  that  the  prior  invention  is  the  same  in  prin- 
ciple as  that  of  the  patentee.  Doubts  on  this  point  must  inure  in  favor  of 
the  patent.  Brooks  v.  Jenkins,  3  McLean  432;  Union  Sugar  Refinery  v. 
Matthiessen,  2  Fish.  600 ;  s.  c.  3  Cliff.  639 ;  Washburn  v.  Gould,  3  Story 
122 ;  s.  o.  2  Robb  206 ;  Parham  v.  Sewing  Machine  Co.,  4  Fish.  46& ; 
Roberts  v.  Dickey,  4  Fish.  532 ;  s.  c.  4  Brews.  260 ;  1  Q.  G.  4 ;  McMillin 
V.  Barclay,  5  Fish.  189 ;  8.  c.  4  Brews.  275 ;  Clark  o.  Scott,  5  Fish. 
245  ;  8.  c.  9  Blatch.  301 ;  1  O.  G.  4 ;  Rogers  v.  Beecher,  18  O.  G.  793 ; 
s.  o.  5  Ban  &  Ard.  619  ;  s.  c.  3  Fed.  Rep.  639  ;  Miller  t>.  Smith,  18  O.  G. 
1047 ;  8.  c.  5  Fed.  Rep.  359 ;  Stillwell  &  B.  Manuf.  Co.  v.  Cin.  Gas  Co., 
7  O.  G.  829  ;  8.  c.  1  Ban  &  Ard.  610. 

Where  the  patent  has  been  acquiesced  in  for  a  long  time,  the  proof  of  a 
prior  invention  must  be  established  by  a  clear  preponderance  of  evidence. 
Gear  v.  Grosvenor,  6  Fish.  314 ;  s.  0.  1  Holmes  215 ;  3  O.  G.  380 ; 
Blanchard  v.  Putnam,  3  Fish.  186 ;  s.  o.  8  Wall.  420  ;  2  Bond  84. 

When  the  defendant  shows  a  knowledge  and  use  prior  to  the  date  of  the 
patent,  the  burden  is  on  the  plaintiff  to  show  that  his  invention  was  prior 
to  such  knowledge  and  use.  Loom  Co.  v.  Higgins,  21  O.  G.  2031 ;  8.  o. 
105  U.  S.  580 ;  s.  C.  16  O.  G.  675  ;  8.  a  15  Blatch.  446 ;  8.  c.  4  Ban  & 
Ard.  88. 
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If  the  defendant  proves  a  knowledge  and  use  by  others  prior  to  the 
date  of  the  application  for  the  patent,  the  burden  is  then  shifted  to  the 
patentee  to  prove  an  invention  or  discovery  prior  to  that  thus  shown  by 
the  defendant.  Eagleton  Manaf.  Co.  v.  W.  B.  &  C.  Manuf.  Co.,  17  O.  G. 
1504 ;  s.  c.  18  Blatch.  218 ;  8.  c.  5  Ban  &  Ard.  475 ;  s.  c.  2  Fed.  Bep. 
774. 

The  burden  of  proof  to  show  an  abandonment  is  on  the  defendant. 
Hoff  heins  v.  Brandt,  3  Fish.  218. 

The  burden  of  proof  to  show  a  public  use  for  more  than  two  years 
before  the  application  for  the  patent  is  on  the  defendant.  Hovey  v. 
Henry,  3  West.  L.  J.  153;  Brown  v.  Guild,  23  Wall.  181 ;  s.  c.  6  O.  G. 
392;  7  O.  G.  739 ;  Comstock  v.  Sandusky  Seat  Co.,  13  O.  G.  230 ;  s.  c.  3 
Ban  &  Ard.  188 ;  Campbell  v.  James,  18  O.  G.  979 ;  s.  c.  17  Blatch.  43 ; 
s.  c.  4  Ban  &  Ard.  456. 

If  the  defendant  alleges  a  license,  the  burden  of  proof  is  on  him  to 
establish  it.    Watson  v.  Smith,  20  O.  G.  300 ;  8.  c.  7  Fed.  Bep.  350. 

The  burden  of  proof  is  on  the  defendant  to  prove  that  the  specification 
is  so  defective  as  not  to  enable  a  skilful  mechanic  to  construct  the 
machine  claimed.    Brooks  t?.  Jenkins,  3  McLean  432. 

The  burden  of  proof  is  on  the  defendant  to  show  that  a  machine  made 
according  to  the  patent  is  not  a  practical  machine.  Fifield  v.  Whittemore, 
17  Fed.  Bep.  513. 

Preanntptloii  from  Patent. 

No  patent  is  issued  without  an  examination  at  the  patent  office  by 
persons  sWled  in  the  subject,  into  the  specification  and  the  subject  and 
extent  of  the  claims.  The  commissioner  is  intrusted  by  law  with  the 
power  and  duty  of  granting  patents  for  new  and  useful  inventions.  He 
is  authorized  to  grant  a  patent  only  for  a  new  and  useful  invention  or 
improvement,  and  it  is  to  be  presumed  that  he  has  performed  his  duty. 
Under  these  circumstances,  the  patent  when  issued  affords  prima  facie 
evidence  of  the  novelty  and  utility  of  the  invention  patented,  which  prima 
facie  evidence  is  sufficient  to  establish  such  novelty  and  utility,  unless  it 
is  rebutted  by  countervailing  testimony.  Potter  o.  Holland,  1  Fish.  382 ; 
s.  c.  4  Blatch.  238 ;  Blanchard  v.  Putnam,  3  Fish.  186 ;  s.  c.  8  Wall.  420; 
2  Bond  84;  Hussey  v.  Bradley,  2  Fish.  362;  s.  c.  5  Blatch.  134;  New 
York  V.  Bansom,  23  How.  487 ;  s.  c.  1  Fish.  252 ;  Magic  Buffle  Co.  v. 
Douglass,  2  Fish.  330 ;  Matthews  v.  Skates,  1  Fish.  602 ;  Teese  v.  Phelps, 

1  McAl.  48;  Union  Sugar  Kefinery  v.  Matthiessen,  2  Fish.  600;  s.  c.  3 
Cliff.  639;  Lowell  t;.  Lewis,  1  Mason  182;  8.  c.  1  Bobb  121;  Cox  v. 
Griggs,  2  Fish.  174;  s.  c.  1  Biss.  362;  Adams  o.  Edwards,  1  Fish.  1; 
Wintermute  r.  Redington,  1  Fish.  239 ;  Clark  Patent  Co.  v.  Copeland,  2 
Fish.  221 ;  Bell  o.  Daniels,  1  Fish.  372 ;  s.  c.  1  Bond  212 ;  White  v.  Allen, 

2  Fish.  440 ;  8.  G.  2  Cliff.  224 ;  Rich  v.  Lippincott,  2  Fish.  1 ;  Poppen- 
husen  v.  Gutta  Percha  Comb  Co.,  2  Fish.  62 ;  Parker  v.  Hulme,  1  Fish. 
44 ;  Waterman  v,  Thomson,  2  Fish.  461 ;  Coming  v.  Burden,  15  How. 
252 ;  Allen  v.  Hunter,  6  McLean  303  ;  Alden  v.  Dewey,  1  Story  336 ;  s.  c. 
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The  burden  of  proof  is  on  the  defendant,  to  show  that  the  patentee  was 
not  the  first  inventor.  Brooks  v,  Jenkins,  4  McLean  432 ;  Ashcroffc  v. 
Cutter,  6  Blatch.  511 ;  Cahoon  o.  Ring,  1  Fish.  397 ;  s.  c.  1  Cliff.  592 ; 
Parham  r.  Sewing  Machine  Co.,  4  Fish.  468 ;  Earle  v.  Sawyer,  4  Mason 
1 ;  s.  c.  1  Robb  491 ;  Winans  v.  N.  Y.  &  Harlem  R.  R.  Co.,  4  Fish.  1 ; 
Latta  V.  Shawk,  1  Fish.  465 ;  s.  c.  1  Bond  259  ;  Brodie  v.  Ophir  Mining 
Co.,  4  Fish.  137  ;  s.  c.  5  Saw.  608 ;  Watenhan  v.  Thomson,  2  Fish.  461 ; 
Goodyear  Dental  Co.  v,  Gardner,  4  Fish.  224 ;  s.  c.  3  Cliff.  408 ;  Whitney 
V.  Emmett,  Bald.  303 ;  s.  c.  1  Robb  567 ;  Masury  v.  Tiemann,  4  Fish. 
524 ;  s.  G.  8  Blatch.  426 ;  Pitts  v.  Hall,  2  Blatch.  229 ;  Dixon  v.  Moyer, 
4  Wash.  C.  C.  68 ;  s.  c.  1  Robb  324 ;  Tompkins  v.  Gage,  2  Fish.  577 ; 
s.  c.  5  Blatch.  268 ;  Agaw'am  Co.  v.  Jordan,  7  Wall.  583 ;  Forbes  v, 
Barstow  Slove  Co.,  2  Cliff.  379  ;  Konold  v.  Klein,  3  Ban  &  Ard.  26 ; 
Sands  o.  Wardwell,  3  Cliff.  277 ;  Washburn  &  M.  Manuf.  Co.  v,  Haish, 
10  Biss.  65 ;  s.  o.  19  O.  G.  173  ;  s.  c.  4  Fed.  Rep.  000  ;  Green  v.  French, 
21  O.  G.  1351 ;  s.  c.  11  Fed.  Rep.  591 ;  Doubleday  v.  Beatty,  22  O.  G. 
859 ;  s.  c.  11  Fed.  Rep.  729. 

It  is  not  enough  that  he  raise  a  doubt  in  t|ie  minds  of  the  jury  on  that 
point,  he  must  satisfy  them  of  the  fact.  Magic  Ruffle  Co.  v.  Douglass,  2  Fish. 
330 ;  Sewall  v.  Jones,  91 U.  S.  171 ;  s.  c.  9  O.  G.  47 ;  s.  c.  6  Fish.  343 ;  s.  c. 
3  O.  G.  630 ;  s.  c.  3  Cliff.  563 ;  Tompkins  o.  Gage,  2  Fish.  577  ;  s.  c.  5 
Blatch.  268 ;  Crouch  v.  Speer,  6  O.  G.  187 ;  s.  c.  1  Ban  &  Ard.  145 ; 
Jordan  v.  Dobson,  4  Fish.  232;  s.  c.  2. Abb.  N.  S.  398;  7  Phila.  533; 
Mowry  v.  Whitney,  3  Fish.  167  ;  B.  C.  4  Fish.  141 ;  5  Fish.  496  ;  14  Wall. 
620 ;  2  Bond  45 ;  8.  c.  1  O.  G.  492 ;  Hawes  r.  Antisdel,  8  O.  G.  685  ;  s.  c. 
2  Ban  &  Ard.  10 ;  Taylor  v.  Wood,  12  Blatch.  110  ;  8  0.  G.  90  ;  s.  c.  1 
Ban  &  Ard.  270. 

The  proof  must  be  clear  that  the  prior  invention  is  the  same  in  prin- 
ciple as  that  of  the  patentee.  Doubts  on  this  point  must  inure  in  favor  of 
the  patent.  Brooks  v,  Jenkins,  3  McLean  432;  Union  Sugar  Refinery  9. 
Matthiessen,  2  Fish.  600  ;  s.  c.  3  Cliff.  639 ;  Washburn  v.  Gould,  3  Story 
122;  s.  G.  2  Robb  206;  Parham  v.  Sewing  Machine  Co.,  4  Fish.  46&; 
Roberts  v.  Dickey,  4  Fish.  532 ;  s.  c.  4  Brews.  260 ;  1  Q.  G.  4 ;  McMillin 
V,  Barclay,  5  Fish.  189 ;  s.  c.  4  Brews.  275 ;  Clark  o.  Scott,  5  Fish. 
245  ;  s.  c.  9  Blatch.  301 ;  1  O.  G.  4 ;  Rogers  v.  Beecher,  18  O.  G.  793 ; 
s.  c.  5  Ban  &  Ard.  619  ;  s.  c.  3  Fed.  Rep.  639  ;  Miller  v.  Smith,  18  0.  G. 
1047  ;  s.  c.  5  Fed.  Rep.  359 ;  Stillwell  &  B.  Manuf.  Co.  v.  Cin.  Gas  Co., 
7  O.  G.  829  ;  s.  c.  1  Ban  &  Ard.  610. 

Where  the  patent  has  been  acquiesced  in  for  a  long  time,  the  proof  of  a 
prior  invention  must  be  established  by  a  clear  preponderance  of  evidence. 
Gkar  v.  Grosvenor,  6  Fish.  314 ;  s.  0.  1  Holmes  215  ;  3  O.  G.  380 ; 
Blanchard  v.  Putnam,  3  Fish.  186 ;  8.  o.  8  Wall.  420  ;  2  Bond  84. 

When  the  defendant  shows  a  knowledge  and  use  prior  to  the  date  of  the 
patent,  the  burden  is  on  the  plaintiff  to  show  that  his  invention  was  prior 
to  such  knowledge  and  use.  Loom  Co.  v.  Higgins,  21  O.  G.  2031 ;  s.  c. 
105  U.  S.  580;  s.  C.  16  0.  G.  675 ;  s.  a  15  Blatch.  446;  8.  c.  4  Ban  & 
Ard.  88. 
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If  the  defendant  proves  a  knowledge  and  use  by  others  prior  to  the 
date  of  the  application  for  the  patent,  the  burden  is  then  shifted  to  the 
patentee  to  prove  an  invention  or  discovery  prior  to  that  thus  shown  by 
the  defendant.  Eagleton  Manaf.  Co.  v.  W.  B.  &  C.  Manuf.  Co.,  17  O.  G. 
1504;  8.  c.  18  Blatch.  218;  s.  c.  5  Ban  &  Ard.  475 ;  s.  c.  2  Fed.  Bep. 
774. 

The  burden  of  proof  to  show  an  abandonment  is  on  the  defendant. 
Hoffheins  v.  Brandt,  3  Fish.  218. 

The  burden  of  proof  to  show  a  public  use  for  more  than  two  years 
before  the  application  for  the  patent  is  on  the  defendant.  Hovey  v. 
Henry,  3  West.  L.  J.  153 ;  Brown  o.  Guild,  23  Wall.  181 ;  s.  c.  6  0.  G. 
392;  7  0.  G.  739 ;  Comstock  v.  Sandusky  Seat  Co.,  13  O.  G.  230 ;  s.  c.  3 
Ban  &  Ard.  188 ;  Campbell  v.  James,  18  0.  G.  979 ;  s.  c.  17  Blatch.  43 ; 
s.  c.  4  Ban  &  Ard.  456. 

If  the  defendant  alleges  a  license,  the  burden  of  proof  is  on  him  to 
establish  it.    Watson  v.  Smith,  20  O.  G.  300 ;  s.  c.  7  Fed.  Bep.  350. 

The  burden  of  proof  is  on  the  defendant  to  prove  that  the  specification 
is  so  defective  as  not  to  enable  a  skilful  mechanic  to  construct  the 
machine  claimed.    Brooks  v.  Jenkins,  3  McLean  432. 

The  burden  of  proof  is  on  the  defendant  to  show  that  a  machine  made 
according  to  the  patent  is  not  a  practical  machine.  Fifield  v.  Whittemore, 
17  Fed.  Bep.  513. 

Preanntptloii  from  Patent. 

No  patent  is  issued  without  an  examination  at  the  patent  office  by 
persons  skilled  in  the  subject,  into  the  specification  and  the  subject  and 
extent  of  the  claims.  The  commissioner  is  intrusted  by  law  with  the 
power  and  duty  of  granting  patents  for  new  and  useful  inventions.  He 
is  authorized  to  grant  a  patent  only  for  a  new  and  useful  invention  or 
improvement,  and  it  is  to  be  presumed  that  he  has  performed  his  duty. 
Under  these  circumstances,  the  patent  when  issued  affords  prima  facie 
evidence  of  the  novelty  and  utility  of  the  invention  patented,  which  prima 
facie  evidence  is  sufficient  to  establish  such  novelty  and  utility,  unless  it 
is  rebutted  by  countervailing  testimony.  Potter  v.  Holland,  1  Fish.  382 ; 
s.  c.  4  Blatch.  238 ;  Blanchard  v,  Putnam,  3  Fish.  186 ;  s.  o.  8  Wall.  420; 
2  Bond  84;  Hussey  v.  Bradley,  2  Fish.  362;  8.  c.  5  Blatch.  134;  New 
York  V.  Bansom,  23  How.  487 ;  8.  c.  1  Fish.  252 ;  Magic  Buffle  Co.  v. 
Douglass,  2  Fish.  330 ;  Matthews  v.  Skates,  1  Fish.  602 ;  Teese  v.  Phelps, 

1  McAl.  48 ;  Union  Sugar  Befioery  v.  Matthiessen,  2  Fish.  600 ;  8.  c.  3 
Cliff.  639 ;  Lowell  v.  Lewis,  1  Mason  182 ;  s.  c.  1  Bobb  121 ;  Cox  v. 
Or'iggSj  2  Fish.  174;  s.  c.  1  Biss.  362;  Adams  o.  Edwards,  1  Fish.  1 ; 
Wintermute  v,  Bedington,  1  Fish.  239;  Clark  Patent  Co.  o.  Copeland,  2 
Fish.  221 ;  Bell  o.  Daniels,  1  Fish.  372 ;  8.  c.  1  Bond  212 ;  White  v.  Allen, 

2  Fish.  440 ;  8.  G.  2  Cliff.  224 ;  Bich  o.  Lippincott,  2  Fish.  1 ;  Poppen- 
husen  v.  Gutta  Percha  Comb  Co.,  2  Fish.  62 ;  Parker  v.  Hulme,  1  Fish. 
44;  Waterman  v.  Thomson,  2  Fish.  461 ;  Coming  v.  Burden,  15  How. 
252 ;  Allen  v.  Hunter,  6  McLean  303  ;  Alden  v.  Dewey,  1  Story  336 ;  s.  c. 
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2  Robb  17 ;  Brooks  v.  Jenkins,  3  McLean  432 ;  Heinrich  v,  Luther,  6 
McLean  345 ;  Johnson  v.  Boot,  1  Fish.  351 ;  Wayne  v.  Holmes,  2  Fish. 
20;  s.  c.  I  Bond  27;  Crompton  v.  Belknap  Mills,  3  Fish.  536;  Cahoon 
V.  Ring,  1  Fish.  397 ;  8.  C.  1  Cliff.  592 ;  Woodworth  ».  Rogers,  3  W.  &  M. 
135 ;  s.  c.  2  Robb  625 ;  Haselden  v.  Ogden,  3  Fish.  378 ;  Pitts  v.  Edmonds, 

2  Fish.  52;  s.  c.  1  Biss.  168;  Blanchard  v.  Putnam,  3  Fish.  186;  s.  c.  8 
Wall.  420 ;  2  Bond  84 ;  Hudson  v.  Draper,  4  Fish.  253 ;  8.  o.  4  Cliff.  178 ; 
Many  v,  Sizer,  1  Fish.  17 ;  Seymour  ».  Osborne,  3  Fish.  555 ;  s.  c.  11 
Wall.  516 ;  Waterbury  Brass  Co.  t>.  N.  Y.  Brass  Co.,  3  Fish.  43 ;  Mitchell 
V.  Tilghman,  19  Wall.  {287 ;  8.  c.  4  Fish.  599 ;  5  O.  G.  299 ;  8.  c.  2  Fish, 
518  ;  8.  c.  9  Blatch.  1 ;  Sands  ».  Wardwell,  3  Cliff.  277 ;  Kelleher  v.  Dar- 
ling, 14  O.  G.  673 ;  8.  c.  4  Cliff.  424 ;  8.  c.  3  Ban  So  Ard.  438 ;  Thatcher 
Heating  Co.  v,  Drummond,  3  Ban  &  Ard.  138  ;  Union  Stone  Co.  o.  Allen, 
14  Fed.  Rep.  353 ;  s.  c.  39  Leg.  Int.  442. 

The  patent  when  produced  in  evidence,  whether  it  be  an  original  or  a 
reissued  one,  is  prima  facte  evidence  that  the  thing  granted  required  in- 
vention, and  that  the  patentee  was  the  inventor  or  discoverer  thereof. 
Serrell  v.  Collins,  1  Fish.  289 ;  Conover  v,  Rapp,  4  Fish.  57 ;  Forbes  9. 
Barstow  Stove  Co.,  2  Cliff.  379  ;  Suffolk  Co.  v.  Hayden,  4  Fish.  86  ;  s.  c. 

3  Wall.  315 ;  Roberts  v.  Hamden,  2  Cliff.  500 ;  Goodyear  Dental  Co.  v. 
Gardner,  4  Fish.  224 ;  s.  c.  3  Cliff.  408 ;  Dental  Vulcanite  Co.  v.  Wether- 
bee,  3  Fish.  87  ;  8.  0.  2  Cliff.  555  ;  Cook  \>.  Howard,  4  Fish.  269  ;  Knight 
V.  Railroad  Co.,  3  Fish.  1 ;  8.  c.  Taney  106;  Sherman  v,  Champlain  Co., 
31  Vt.  162 ;  Ayling  v.  Hull,  2  Cliff.  494 ;  Mitchell  v.  Tilghman,  4  Fish. 
599 ;  8.  c.  19  Wall.  287 ;  5  O.  G.  299 ;  8.  c.  9  Blatch.  1 ;  s.  o.  2  Fish. 
518 ;  Hoffheins  v,  Brandt,  3  Fish.  218 ;  Potter  v.  Holland,  1  Fish.  382 ; 
s.  c.  4  Blatch.  206 ;  Winans  v.  N.  Y.  &  Harlem  R.  R.  Co.,  4  Fish.  1 ; 
Tucker  v.  Spaulding,  13  Wall.  453 ;  8.  c.  1  O.  G.  144 ;  8.  a  5  Fish.  297 ; 
s.  c.  Deady  649 ;  Whipple  r.  Baldwin  Manuf.  Co.,  4  Fish.  29. 

The  patent  is  not  conclusive  evidence  that  the  invention  is  novel  or 
useful.    Wright  v,  Wilson,  11  Rich.  144 ;  Biercev.  Stocking,  77  Mass.  174. 

The  presumption  of  utility  and  novelty  arising  from  the  grant  of  a  patent 
is  strengthened  by  its  extension.    Mowry  0.  Whitney,  3  Fish.  157  ;  s.  c. 

4  Fish.  141 ;  5  Fish.  496 ;  14  Wall.  620 ;  2  Bond  45 ;  8.  c.  1  O.  G.  492 ; 
Swift  9.  Whisen,  3  Fish.  343  ;  8.  c.  2  Bond  115  ;  Cook  v.  Ernest,  5  Fish. 
396 ;  8.  c.  1  Woods  195  ;  2  O.  G.  89. 

The  presumption  of  utility  arising  from  the  grant  of  the  patent  can  only 
be  repelled  by  clear  proof  that  it  Is  utterly  worthless.  Tilghman  v.  Werk, 
2  Fish.  229 ;  s.  C.  1  Bond  511. 

A  patent  to  parties  as  joint  inventors  is  prima  facie  evidence  that  the 
invention  was  Joint.  Hotchkiss  v.  Greenwood,  4  McLean  456 ;  8.  c.  1 1 
How.  248  ;  s.  o.  2  Robb  730. 

A  patent  relates  back  where  the  question  of  novelty  is  in  issue  to  the 
date  of  the  invention,  and  not  to  the  time  of  the  application  for  issue. 
Klein  v.  Russell,  19  Wall.  433  ;  Dixon  v.  Moyer,  4  Wash.  C.  C.  68  ;  s.  c. 
1  Robb  324 ;  contra^  Union  Sugar  Refinery  v.  Mathiessen,  2  Fish.  600  ; 
s.  c.  3  CUff.  639 ;  Wing  r.  Richardson,  2  Fish.  535  ;  s.  0.  2  Cliff.  449 ; 
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White  V.  Allen,  2  Fish.  440 ;  s.  c.  2  Cliff.  224 :  Johnson  9.  Boot,  2  Fish. 
291  ;  fi.  c.  2  Cliff.  108 ;  Sewall  v.  Jones,  91  U.  S.  171 ;  s.  c.  9  O.  G.  47 ; 
8.  c.  6  Fish.  343  ;  s.  c.  3  O.  G.  630  ;  8.  c.  3  Cliff.  563. 

The  patent  is  prima  facie  evidence  that,  in  the  specification,  there  is 
contained  a  description  in  such  full,  clear  and  exact  terms  as  will  enable 
any  one  skilled  in  the  art  to  which  it  appertuns  to  put  it  in  practice.  Pop- 
penhusen  v,  Gutta  Percha  Comb  Co.,  2  Fish.  62. 

If  the  evidence  does  not  show  the  date  of  the  application  for  the  patent, 
the  application  will  be  presumed  to  have  been  made  on  the  day  of  the 
date  of  the  patent.  Worley  v.  Loker  Tobacco  Company,  104  U.  8.  340 ; 
8.  0.  21  O.  G.  669. 

If  a  copy  of  the  application  is  not  produced,  the  presumption  is  that  it 
corresponds  with  the  patent.  Loom  Co.  v.  Higgins,  21  O.  G.  2031 ;  s.  c. 
105  U.  S.  680 ;  s.  C.  15  Blatch.  446 ;  8.  c.  16  O.  G.  675  ;  s.  c.  4  Ban  & 
Ard.  88. 

If  the  defendant  has  a  patent  for  his  invention,  he  may  give  it  in  evi- 
dence, for  he  is  entitled  to  the  benefit  of  the  presumption  in  his  favor 
arising  from  an  investigation  of  the  originality  of  his  invention,  and  the 
judgment  of  the  public  officers,  that  his  machine  is  new  and  not  an  in- 
fringement of  the  patent  previously  granted.  If  the  plaintiff's  patent  in  a 
doubtful  case  may  have  some  weight  in  turning  the  scale  in  his  favor,  it  is 
but  just  that  the  defendant  should  have  the  same  benefit  from  his ;  valeat 
quantum  valeai.  The  parties  should  contend  on  an  equal  field  and  be 
allowed  to  use  the  same  weapons.  Coming  t?.  Burden,  15  How.  252; 
American  Pin  Co.  v.  Oakvill  Co.,  3  Blatch.  190 ;  Brown  v.  Selby,  4  Fish. 
363 ;  8.  c.  2  BisB.  457 ;  Steams  v.  Barrett,  1  Mason  163  ;  8.  c.  1  Bobb  97  ; 
Goodyear  Dental  Co.  v.  Gardner,  4  Fish.  224 ;  s.  c.  3  Cliff.  408. 

The  granting  of  a  subsequent  patent  \b  prima  facie  evidence  that  the  use 
of  the  devices  thus  patented  does  not  infringe  a  prior  patent.  Coming  v. 
Burden,  15  How.  262 ;  Smith  v.  Woodraff,  6  Fish.  476 ;  s.  c.  1  McArthur 
469 ;  4  0.  G.  636  ;  Burden  v.  Coming,  2  Fish.  477  ;  Westlake  v.  Carter,  6 
Fish.  519 ;  8.  o.  4  O.  G.  636 ;  Many  v.  Sizer,  1  Fish.  17  ;  Trader  o.  Mess- 
more,  7  0.  G.  386  ;  s.  c.  1  Ban  &  Ard.  639 ;  N.  Y.  Rubber  Co. ».  Chaskel, 
9  O.  G.  923. 

A  patent  subsequent  in  date  can  not  have  the  effect  as  evidence  to 
overcome  the  prima  facie  presumption  otherwise  afforded  by  the  intro- 
duction of  one  of  prior  date,  that  the  patentee  was  the  original  and  first  in- 
ventor of  what  is  therein  described  as  his  improvement.  Goodyear  Dental 
Co.  V.  Gardner,  4  Fish.  224 ;  8.  o.  3  Cliff.  408. 

£Tldeiice. 

The  oath  recited  in  the  patent  is  evidence,  and  the  jury  are  entitled  to 
judge  of  its  force.  Alden  r.  Dewey,  1  Story  336 ;  8.  c.  2  Robb  17 ;  Wood- 
worth  Y.  Bogers,  3  W.  &  M.  135 ;  8.  c.  2  Bobb  625. 

Parol  evidence  is  not  admissible  to  show  the  time  when  the  application 
for  a  patent  was  made.    Wayne  v.  Winter,  ^  McLean  344. 
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The  letters  of  the  patentee  to  the  commiBsioner,  containing  applications 
lor  a  patent,  are  admissihle.  Pettibone  v.  Derringer,  4  Wash.  C.  G.  215  ; 
s.  c.  1  Bobb  162. 

If  the  signature  of  a  letter  acknowledging  the  receipt  of  an  application 
for  a  patent  is  proved,  the  letter  is  competent  as  an  official  act  and  docu- 
ment of  a  public  ofScer  in  relation  to  such  a  subject,  and  a  part  of  the 
transaction.  Being  made  at  the  time  and  in  relation  to  the  subject,  it  is 
a  competent  declaration  as  a  part  of  the  res  gestce^  and  explanatory  of  what 
took  place.  Allen  v.  Blunt,  2  W.  &  M.  121 ;  s.  c.  2  Robb  530 ;  Pike  v. 
Potter,  3  Fish.  55. 

A  copy  of  the  fil^  wrapper  and  other  papers  connected  with  the  appli- 
cation are  not  competent  evidence  to  prove  that  the  invention  was  made 
at  the  time  the  oath  to  the  specifications  was  taken.  Howes  v.  McNeal, 
4  Fed.  Bep.  151 ;  8.  c.  17  O.  G.  799 ;  s.  c.  6  Ban  &  Ard.  77. 

An  application  for  a  patent  can  not  carry  the  date  of  the  invention  back 
to  its  own  date  unld)9s  it  is  an  application  for  substantially  the  same  inven- 
tion for  which  the  patent  is  granted  without  material  variation  or  addition. 
Eagleton  Manuf.  Co.  v.  W.  B.  &  C.  Manuf.  Co.,  17  O.  G.  1504 ;  s.  c.  18 
Blatch.  218 ;  s.  c.  5  Ban  &  Ard.  475 ;  s.  c.  2  Fed.  Rep.  774. 

When  the  defence  consists  of  an  anticipation  by  a  prior  patent,  the  plain- 
tiff may  show  that  the  actual  date  of  his  invention  was  prior  to  the  con- 
testing patent.    Tyler  v.  Crane,  19  O.  G.  128 ;  s.  c.  7  Fed.  Rep.  775. 

When  a  patent  bears  on  its  face  a  particular  construction,  such  con- 
struction may  be  confirmed  by  the  correspondence  between  the  applicant 
and  the  commissioner  of  patents.  Goodyear  D.  Y.  Co.  v.  Davis,  102  U. 
S.  222;  s.  c.  19  O.  G.  543;  3  Ban  So  Ard.  115. 

A  certified  copy  of  a  patent  cancelled  on  account  of  a  defective  specifi- 
cation is  competent  evidence  to  prove  a  prior  invention.  Delano  v.  Scott, 
Gilp.  489  ;  s.  c.  1  Robb  700. 

If  there  are  any  inaccuracies  in  a  certified  copy  of  a  patent,  they  may 
be  shown  by  other  certified  copies.  A  former  and  defective  transcript 
will  not  ajBTect  a  lull  and  corrected  copy.  Brooks  v.  Jenkins,  3  McLean 
432. 

The  plaintifi*  cannot  give  in  evidence  an  exemplification  of  a  patent 
dift'ering  in  date,  and  in  the  name  or  style  of  the  improvement  patented, 
from  the  patent  set  forth  in  his  replication,  to  a  plea  alleging  the  invalidity 
of  tlie  patent.    Bellas  v.  Hays,  5  S.  &  R.  427. 

Neither  the  report  of  the  examiner  nor  the  decision  of  the  conunis- 
sioner,  upon  the  question  of  the  extension  of  a  patent,  is  competent  evi- 
dence to  establish  the  invalidity  of  the  original  patent  in  an  action  for  the 
recovery  of  the  amount  stipulated  to  be  paid  for  an  assignment  thereof, 
although  the  extension  is  refused  on  the  ground  of  the  invalidity  of  the 
originai  patent.    McMahon  o.  Tyng,  96  Mass.  167. 

If  the  minutes  of  a  corporation  of  which  the  patentee  was  a  member, 
are  read  to  prove  the  want  of  novelty,  the  patentee  can  not  read  other 
portions  of  the  minute  book  to  prove  that  the  corporation  acknowledged 
him  to  be  the  inventor,  unless  they  are  necessary  to  explain  the  parts 
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whieh  have  been  read.  If  part  of  a  Btatement  be  read  by  one  side,  the 
other  side  may  insist  upon  having  the  whole  read,  but  a  subsequent 
declaration  or  statement  by  the  corporation  does  not  come  within  this 
exception.    Pennock  v.  Dialogue,  4  Wash.  C.  C.  538 ;  s.  c.  2  Pet.  1 ;  8.  c. 

1  Bobb  466,  542. 

The  minute  book  of  a  corporation  can  not  be  used  as  evidence  to  prove 
a  prior  invention,  because  it  is  a  private  and  not  a  public  work.  Pennock 
V.  Dialogue,  4  Wash.  C.  C.  538 ;  s.  c.  2  Pet.  1 ;  8.  c.  1  Bobb  466,  542. 

The  minute  book  of  a  corporation  of  which  the  patentee  was  a  member, 
and  to  which  he  furnished  minutes,  may  be  used  as  evidence  to  prove  a 
prior  invention.  Pennock  v.  Dialogue,  4  Wash.  G.  C.  538;  8.  c.  2  Pet.  I ; 
8.  c.  1  Bobb  466,  542. 

A  receipt  which  gives  a  right  to  use  certain  machines  may  be  used  to 
reduce  the  amount  of  the  recovery,  and  not  as  a  complete  bar,  and  for  this 
purpose  is  admissible  under  the  general  issue.  Burdell  o.  Denig,  92 
U.  S.  716. 

The  patentee  can  not  prove  that  one  part  of  a  combination  claimed  in 
the  patent  is  immaterial  and  useless.  Vance  v.  Campbell,  1  Fish.  483 ; 
8.  c.  1  Black  427. 

The  affirmative  statement  of  a  witness  as  to  what  he  saw  and  heard  is 
entitled  to  more  credit  than  the  negative  statement  of  another  witness 
that  he  did  not  see  or  hear  the  same  thing.  Union  Sugar  Befinery  v. 
Matthiessen,  2  Fish.  600 ;  8.  c.  3  Cliff.  639. 

A  mistake  as  to  date  is  a  frequent  occurrence  even  with  honest  wit- 
nesses, and  where  it  satls&ctorily  appears  that  it  was  but  an  unintentional 
error,  the  fact  that  such  a  mistake  was  made  is  not  entitled  to  much 
weight  as  affecting  the  credit  of  the  witness.  Union  Sugar  Beflnery  r. 
Matthiessen,  2  Fish.  600 ;  s.  c.  3  Cliff.  639. 

No  comparison  can  be  instituted  between  the  defendant's  piachine  and 
an  alleged  prior  invention.  Prior  inventions  can  only  be  compared  witli 
the  patented  invention  upon  the  issue  of  novelty.  The  defendant's 
machine  can  only  be  compared  with  the  patentee's  upon  the  issue  of 
infringement.    Judson  v.  Cope,  1  Fish.  615 ;  8.  c.  1  Bond  327. 

If  Congress  passes  an  act  for  the  relief  of  a  patentee  by  extending  his 
patent,  relying  upon  his  representations,  equity  and  good  conscience 
demand  that  he  shall  be  held  to  them.    Union  Manuf.  Co.  v.  Lounsbury, 

2  Fish.  389. 

Evidence  that  a  compromise  made  by  another  was  not  founded  on  any 
admission  of  the  patentee's  right  in  the  invention  is  irrelevant  and  inad- 
missible. Phila.  &  Trenton  B.  B.  Co.  v.  Stimpson,  14  Pet.  448 ;  s.  c.  2 
Bobb  46. 

In  case  of  either  a  latent  or  a  patent  ambiguity,  collateral  facts  and  the 
circumstances  in  which  the  parties  were  placed  when  the  agreement  was 
made  may  be  given  in  evidence ;  in  the  first  case,  to  ascertain  something 
extrinsic  or  matter  out  of  the  instrument  where  there  is  no  ambiguity 
from  the  language  of  it,  and  in  the  other  when  from  defective  terms  the 
intention  of  the  parties  can  not  be  collected  firom  them.  Troy  Factory  v. 
Coming,  14  How.  193;  s.  c.  1  Blatch.  467. 
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If  the  novelty  of  the  invention  is  impeached,  the  patentee  may  give 
evidence  to  prove  that  the  working  of  his  machine  is  different  and  decid- 
edly superior  in  its  resnlts  to  the  alleged  prior  invention.  Judson  v.  Cope, 
1  Fish.  616  ;  s.  c.  1  Bond  327. 

The  declarations  of  third  parties  as  to  the  name  and  reputation  of  the 
machine  used  by  the  defendant  are  inadmissible.  The  persons  from  whom 
the  witness  received  information  on  this  subject  ought  to  be  called  on  to 
give  it  on  oath,  and  in  the  regular  way.  Evans  v,  Hettick,  3  Wash.  C.  C. 
408  ;  S.  0.  7  Wheat.  453  ;  S.  C.  1  Robb  166,  417. 

The  fact  that  a  person  is  subject  to  fits  of  derangement  is  no  objection 
either  to  his  competency  or  credibility,  if  he  is  sane  at  the  time  of  giving 
his  testimony.  Evans  v.  Hettick,  3  Wash.  C.  C.  408  ;  s.  c.  7  Wheat.  453 ; 
s.  c.  1  Robb  166,  417. 

The  patentee  can  not  be  asked  whether  he  has  ascertained  that  a  state- 
ment made  by  him  that  the  patent  had  been  tested  in  court  is  untrue,  in 
an  action  instituted  by  him  to  recover  the  amount  due  under  a  contract 
upon  the  sale  thereof,  where  the  defence  is  that  the  representation  was 
false  and  fraudulent,  for  the  question  implies  that  the  information  has  been 
obtained  since  the  making  of  the  representation.  McMahon  o.  Tyng,  96 
Mass.  167. 

Evidence  that  the  persons,  of  whose  prior  use  of  the  invention  the  de- 
fendant has  given  testimony,  have  paid  the  plaintiff  for  licenses  to  use  it 
since  his  patent,  is  entitled  to  but  very  littie  weight,  but  ought  not  to  be 
absolutely  rejected.  Connected  with  other  testimony,  and  under  some 
circumstances,  even  the  opinion  of  a  part}'  may  be  worth  something. 
Evans  v.  Eaton,  3  Wheat.  454 ;  s.  c.  Pet.  C.  C.  322 ;  s.  c.  1  Robb  68, 
243 ;  Evans  v.  Hettick,  3  Wash.  C.  C.  408  ;  8.  c.  7  Wheat.  453 ;  s.  c.  1 
Robb  166,  417. 

The  defendant,  upon  an  examination  in  chief,  may  ask  his  witness  if  his 
machine  is  like  the  model  of  the  patentee's  machine.  Evans  v.  Hettick, 
3  Wash.  C.  C.  408 ;  s.  c.  7  Wheat.  453  ;  s.  c.  1  Robb  166,  417. 

In  an  action  for  fraud  in  the  sale  of  a  patent  right,  a  remark  of  the 
vendor  in  the  course  of  a  conversation  about  the  sale,  that  the  best  way  to 
sell  patent  rights  is  to  take  notes  and  indorse  them,  so  that  no  question 
can  be  made  about  the  patent,  is  relevant.    Feck  v.  Bacon,  18  Conn.  377. 

If  a  party  does  not  have  a  machine  of  any  kind,  a  witness  can  not  be 
asked  whether  such  party  offered  to  take  a  license  from  the  patentee.  It  is 
an  act  among  strangers  which  ought  not  to  prejudice  the  defendant. 
Evans  r.  Hettick,  3  Wash.  C.  C.  408;  s.  c.  7  Wheat.  453  ;  s.  o.  1  Robb 
166,  417. 

Exhibits  introduced  by  a  party  without  needful  explanation  will  not 
receive  much  consideration.  Miller  v.  Smith,  18  O.  G.  1047  ;  s.  c.  5  Fed. 
Rep.  359. 

In  an  action  at  law  upon  a  sealed  instrument,  failure  of  consideration 
or  fraud  in  the  consideration  is  not  admissible  for  the  purpose  of  avoiding 
the  obligation.    Hartshorn  v.  Day,  3  Fish.  32;  s.  c.  19  How.  211. 

The  patentee  is  not  barred  by  any  admission  as  to  the  validity  of  his 
patent.    Adams  v,  Edwards,  1  Fish.  1. 
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An  inquiry  into  what  the  patentee  invented  is  proper,  because  it  may 
aid  in  giving  a  construction  to  his  patent,  but  his  legal  right  is  that  which 
is  secured  to  him  by  his  patent,  and  if  he  has  invented  anything  else, 
meritorious  or  otherwise,  still,  if  it  is  not  embraced  in  the  patent,  then  he 
can  maintain  no  suit  upon  it.  He  is  necessarily  confined  to  that  which 
is  granted  to  him  by  the  deed  from  the  government,  which  is  called  a 
patent.    Johnson  v.  Root,  1  Fish.  351. 

A  contract  made  by  the  defendant  with  the  plaintiff  for  the  right  to  use 
the  machine  is  admissible  as  evidence  of  the  utility  of  the  invention. 
Lee  V.  Blandy,  2  Fish.  89 ;  s.  c.  1  Bond  361. 

Whenever  a  witness  is  called  to  impeach  the  credit  ot  another,  he  must 
know  what  is  generally  said  of  the  witness  whose  credit  is  impeached  by 
those  among  whom  the  last-named  witness  i*esides,  in  order  that  he  may 
be  able  to  answer  the  inquiry  either  as  to  his  general  character  in  the 
broader  sense,  or  as  to  his  general  reputation  for  truth  and  veracity.  He 
is  not  required  to  speak  from  his  own  knowledge  of  the  acts  and  transac- 
tions from  which  the  character  and  reputation  of  the  witness  have  been  de- 
rived, nor,  indeed,  is  he  allowed  to  do  so,  but  he  must  speak  from  his  own 
knowledge  of  what  is  generally  said  of  him  by  those  among  whom  he  re- 
sides and  with  whom  he  is  chiefly  conversant,  and  any  question  that  does 
not  call  for  such  knowledge  is  an  improper  one  and  ought  to  be  rejected. 
Teese  v.  Huntingdon,  23  How.  2. 

An  inquiry  into  the  principles  and  mode  of  operation  of  the  machine  of 
a  third  person,  merely  to  test  the  knowledge  and  correctness  of  a  witness, 
is  irrelevant,  for  a  witness  can  not  be  examined  as  to  a  mere  collateral 
fact,  having  no  relevancy  to  the  issue,  in  order  to  draw  from  him  an 
answer  which  may,  by  other  evidence,  be  shown  incorrect,  and  thereby 
discredit  him.  Such  an  inquiry,  moreover,  would  embarrass  the  jury  by 
drawing  their  attention  to  the  principles  of  a  machine  not  in  controversy. 
Odiome  v.  Winkley,  2  Gallis.  51 ;  s.  c.  1  Bobb  52. 

Testimony  in  regard  to  the  reputation  of  a  witness  may  properly  be  ex- 
cluded by  the  court  when  it  applies  to  a  period  of  time  so  remote  from  the 
transaction  involved  in  the  controversy  as  thereby  to  become  entirely 
unsatisfactory  and  immaterial,  and  as  the  law  can  not  fix  that  period  of 
limitation  it  must  necessarily  be  left  to  the  discretion  of  the  court. 
Teese  v.  Huntingdon,  23  How.  2. 

The  plaintifi*,  in  the  cross-examination  of  a  witness  produced  to  repel 
the  rebutting  evidence,  can  not  ask  him  whether  one  of  the  defendant's 
witnesses  is  not  subject  to  fits  of  mental  derangement,  for  the  testimony 
might  have  been  obtained  on  tiie  primary  examination  of  the  witnesses. 
Evans  v.  Hettick,  3  Wash.  C.  C.  408 ,  s.  c.  7  Wheat.  453 ;  s.  c.  1  Bobb 
166,  417. 

Every  circumstance  which  can  aftect  the  veracity  of  a  witness,  whether 
it  concerns  his  moral  character  or  arises  from  some  interest  which  he  may 
have  in  the  question,  or  from  feelings  and  wishes  favorable  to  one  or  the 
other  of  the  parties,  should  be  taken  into  consideration.  Evans  v,  Het- 
tick, 3  Wash.  C.  C.  408;  s.  c.  7  Wheat.  453;  s.  c.  1  Bobb  166,  417; 
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Tucker  v.  Spaolding,  13  Wall.  453  ;  s.  c.  1  O.  G.  144 ;  s.  0.  5  ¥lsh.  297 ; 
s.  c.  1  Deady  649. 

A  party  has  no  right  to  cross'examine  any  witaess  except  as  to  facts 
and  circumstances  connected  with  the  matters  stated  in  his  direct  exami- 
nation. If  he  wishes  to  examine  him  as  to  other  matters,  he  must  do  so 
hy  making  the  witness  his  own,  and  calling  him  as  such  in  the  subsequent 
progress  of  the  cause.  Phila.  &  Trenton  B.  B.  Co.  o.  SUmpson,  14  Pet. 
448  ;  s.  c.  2  Bobb  46. 

The  court  will  judicially  take  notice  of  matters  of  science  which  are  in 
common  knowledge  and  use.  Brown  «.  Piper,  91  U.  8. 37  ;  s.  c.  1  Holmes 
20 ;  10  O.  G.  417  ;  s.  c.  4  Fish.  175 ;  Terhune  v.  Pliilllps,  99  U.  S.  592 ; 
McCloskey  v.  Dubois,  19  O.  G.  1286 ;  s.  c.  20  O.  G.  371 ;  s.  c.  19  Blatch. 
205  ;  s.  0.  8  Fed.  Bep.  710 ;  Walker  v.  Bawson,  4  Ban  &  Ard.  128. 

The  invention  is  an  intellectual  process  or  operation,  and,  like  all  other 
expressions  of  thought,  can,  in  many  cases,  scarcely  be  made  known  ex- 
cept by  speech.  The  inyention  may  be  consummated  and  perfect,  and 
may  be  susceptible  of  complete  description  in  words,  a  month  or  even  a 
year  before  it  can  be  embodied  in  any  visible  form,  machine  or  comx)osi- 
tion  of  matter.  The  conversations  and  declarations  of  the  patentee 
stating  that  he  had  made  an  invention,  and  describing  its  details  and  ex- 
plaining its  operations,  are  properly  to  be  deemed  an  assertion  of  his 
right  at  tliat  time  as  an  inventor  to  the  extent  of  the  facts  and  details 
which  he  then  makes  known,  although  not  of  their  existence  at  an  ante- 
cedent time.  Such  conversations  and  declarations,  coupled  with  a  descrip- 
tion of  the  nature  and  objects  of  the  invention,  are  to  be  deemed  a  part  of 
the  res  gestcB^  and  legitimate  evidence  that  the  invention  was  then  known 
to  and  claimed  by  him,  and  thus  its  origin  may  be  fixed  at  least  as  early 
as  that  period.  Phila.  &  Trenton  B.  B.  Co.  v.  Stimpsou,  14  Pet.  448 ; 
s.  c.  2  Bobb  46 ;  Evans  v.  Hettick,  3  Wash.  C.  C.  408 ;  s.  c.  7  Wheat. 
453 ;  s.  C.  1  Bobb  166,  417. 

The  mode  of  conducting  trials,  the  order  of  introducing  evidence,  and 
the  times  when  it  is  to  be  introduced,  are  properly  matters  belonging  to 
the  practice  of  the  circuit  courts.  Probably  the  pra(^tice  in  no  two  States 
of  the  Union  is  the  same,  and  therefore  in  each  State  the  circuit  courts 
must  necessai'ily  be  vested  with  a  large  discretion  in  the  regulation  of  their 
practice.  If  every  party  had  a  right  to  introduce  evidence  at  any  time, 
at  his  own  election,  without  reference  to  the  stage  of  the  trial  in  which  it 
is  offered,  it  is  obvious  that  the  proceedings  of  the  court  would  often  be 
greatly  embarrassed,  the  purposes  of  justice  obstructed,  and  the  parties 
themselves  surprised  by  evidence  destructive  of  their  rights,  which  they 
could  not  have  foreseen  or  in  any  manner  have  guarded  against.  All 
courts  are,  therefore,  vested  with  a  large  measure  of  discretion  on  this 
subject,  to  prevent  the  most  mischievous  consequences  in  the  administra- 
tion of  justice  to  suitors,  and  the  circuit  courts  possess  this  discretion  in 
as  ample  a  manner  as  other  judicial  tribunals.  Phila.  &  Trenton  B.  B. 
Co.  9.  Stimpson,  14  Pet.  448 ;  s.  c.  2  Bobb  46. 

Evidence  to  prove  that  there  are  material  differences  between  the  origi-* 
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nal  patent  and  the  reissue  can  not  be  admitted  after  the  defendant's 
counsel  has  stated  in  open  court  that  he  has  closed  Ills  case,  and  after  the 
plaintiff,  in  consequence  of  that  declaration,  has  discharged  his  own  wit- 
nesses. Phila.  &  Trenton  B.  B.  Co.  v.  Stimpson,  14  Pet.  448 ;  s.  c.  2 
Bobb  46. 

The  representations  of  the  specifications  may  be  such  as  to  afford  satis- 
factory proof  that  the  alleged  invention  is  neither  new  nor  useful.  Collar 
Co.  V,  Van  Dusen,  23  Wall.  530 ;  s.  c.  10  Blatch.  119  ;  7  O.  G.  919 ;  s.  c. 
2  O.  G.  361 ;  s.  c.  5  Fish.  597. 

Parol  ISTldence. 

Parol  evidence,  bearing  upon  written  contracts  and  papers,  ought  not  to 
be  admitted  without  the  production  of  such  written  contracts  and  papers, 
so  as  to  enable  both  the  court  and  the  jury  to  see  whether  or  not  the  ad- 
mission of  the  paix)l  evidence,  in  any  manner,  will  trench  upon  the  rule 
that  parol  evidence  is  not  admissible  to  vary  or  contradict  written  con- 
tracts or  paper?.  Phila.  &  Trenton  B.  B.  Co.  v.  Stimpson,  14  Pet.  448 ; 
s.  c.  2  Bobb  46. 

Parol,  or  secondary  evidence  of  the  contents  of  a  written  instrument, 
is  inadmissible  without  previous  proof  of  the  loss  of  the  original,  or  of  its 
being  in  the  actual  possession  of  the  adverse  party,  and  notice  given  to 
produce  it.    Allen  v.  Blunt,  2  W.  &  M.  121 ;  s.  c.  2  Bobb  530. 

Before  a  party  is  allowed  to  give  secondary  or  parol  evidence  of  the  con- 
tents of  a  written  instrument  supposed  to  be  in  the  possession  of  the 
opposite  party,  he  must  first  prove  the  possession  of  it  as  well  as  the 
notice.    Allen  v.  Blunt,  2  W.  &  M.  121 ;  8.  c.  2  Bobb  530. 

If  the  written  instrument  was  sent  by  private  hand,  then  the  person 
can*ying  it  can  testify  whether  he  delivered  it.  Allen  v.  Blunt,  2  W.  &  M. 
121 ;  8.  c.  2  Bobb  530. 

If  a  written  instrument  is  sent  by  mml,  then,  where  notice  is  to  be 
brought  home  to  the  correspondent,  the  letter  must  be  shown  to  have 
been  received.  The  law  does  not  presume  that  it  was  received.  Allen 
r.  Blunt,  2  W.  &  M.  121 ;  s.  c.  2  Bobb  530. 

Proof  that  a  written  instrument  is  in  the  possession  of  the  adverse 
party  may  be  by  the  affidavit  of  the  party,  and  be  disproved  by  the  affi- 
davits of  his  opponent,  and  interrogatories  be  put  in  the  discretion  of  tlie 
court  to  each  by  the  other.  Allen  v.  Blunt,  2  W.  &  M.  121 ;  s.  c.  2  Bobb 
530. 

The  evidence  to  prove  that  a  written  instrument  is  in  the  possession  of 
the  opposite  party  is  weighed  under  liberal  views,  rather  than  technical 
scruples,  and  in  connection  with  all  the  other  evidence  and  circumstances 
bearing  on  the  point.    Allen  v.  Blunt,  2  W.  &  M.  121 ;  s.  c.  2  Bobb  530. 

The  evidence  to  justify  the  admission  of  parol  or  secondary  evidence  of 
the  contents  of  a  written  instrument  must  be  offered  to  the  court.  Allen 
V.  Blunt,  2  W.  &  M.  121 ;  s.  c.  2  Bobb  530. 

It  is  not  permitted  to  a  party  to  control  a  written  agreement  by  parol 
testimony  of  declarations  or  conversations  at  the  time  it  was  completed. 
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or  before,  which  would  contradict,  add  to  or  alter  the  written  agreement, 
either  in  the  case  of  a  latent  or  patent  ambiguity.  Troy  Factory  v. 
Coming,  14  How.  193 ;  s.  c.  1  Blatch.  467  ;  Buggies  v.  Eddy,  5  Fish.  581 ; 
s.  G.  10  Blatch.  52. 

If  the  defence  is  that  the  machine  was  constructed  with  the  consent  of 
the  patentee,  this  may  be  established  by  competent  oral  testimony. 
Black  r.  Hubbard,  1^  O.  G.  842 ;  s.  c.  3  Ban  &  Ard.  39. 

£xperto. 

There  are  various  classes  of  cases  which  depend  upon  the  knowledge 
of  a  peculiar  art  or  science  for  their  solution,  of  a  particular  business  re- 
quiring a  peculiar  knowledge  in  order  to  form  a  satisfactory  judgment  of 
the  question  involved.  In  such  cases,  the  law  allows  testimony  to  be 
given  by  those  skilful  in  the  particular  art,  science,  or  profession,  and 
permits  them  to  give  their  opinions  as  results  which  they  arrive  at  from  an 
examination  of  the  questions  of  fact  that  are  before  the  jury.  Johnson 
V.  Root,  1  Fish.  351 ;  Gaboon  v.  Ring,  1  Fish.  397;  s.  c.  1  aiff.  592; 
Many  v,  Sizer,  1  Fish.  17. 

The  opinion  of  skilful  witnesses,  whether  the  principles  of  two  machines 
are  the  same,  Is  competent  evidence  to  be  introduced  in  a  patent  cause, 
but  care  should  be  taken  to  distinguish  what  is  meant  by  a  principle.  The 
true  legal  meaning  of  the  principle  of  a  machine,  with  reference  to  the 
patent  act,  is  the  peculiar  structure  or  constituent  parts  of  such  machine. 
In  this  view,  the  question  may  be  very  properly  asked  in  cases  of  doubt 
or  complexity,  of  skilful  persons,  whether  the  principles  of  two  machines 
be  the  same  or  different.  Barrett  v.  Hall,  1  Mason  447 ;  s.  c.  1  Robb 
207  ;  Conover  ».  Rapp,  4  Fish.  57  ;  Tillotson  v.  Ramsay,  51  Vt.  309. 

An  expert  can  not  be  asked  whether  he  has  ascertained  from  investiga- 
tions in  scientific  works  or  otherwise  that  the  invention  was  not  novel, 
for  the  question  seeks  to  establish  an  historical  fact  under  the  guise  of  a 
scientific  opinion.    McMahon  v,  Tyng,  96  Mass.  167. 

When  the  subject  of  investigation  is  an  alleged  invention  of  complex 
mechanism  both  new  and  useful,  and  the  alleged  invention  relates  to 
mechanism,  in  which  advances  have  been  made  since  its  date,  the  conclu- 
sions of  witnesses  as  to  non-invention,  if  admissible  at  all,  are  to  be  re- 
ceived with  hesitation,  because  in  a  large  class  of  cases  it  is  difficult  for 
them  to  place  their  minds  in  the  condition  of  the  person  who  was  groping 
his  way  towards  the  development  of  what  is  now  plain  but  was  then  un- 
known. Yale  Lock  Manuf.  Co.  v.  Norwich  Natl.  Bank,  6  Fed.  Rep.  377 ; 
s.  G.  19  Blatch.  123. 

The  opinion  of  a  witness  in  regard  to  what  a  prior  invention  might 
have  been  applied  to,  is  not  admissible,  for  it  is  a  mere  matter  of  specu- 
lation. The  speculative  opinions  of  a  witness  can  not  be  given  in  evi- 
dence.   Judson  V.  Cope,  1  Fish.  615 ;  s.  c.  1  Bond  327. 

It  is  competent  for  an  expert  to  testify  that  the  practical  manner  of 
giving  effect  to  the  principle  embodied  in  the  machine  used  by  the  defend- 
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ant  is  entirely  different  firom  the  practical  manner  of  giving  effect  to  the 
principle  embodied  in  the  patentee's  machine,  and  that  the  principles  of 
the  two  machines,  as  well  as  the  practical  manner  of  carrying  out  those 
pi-inciples,  are  different.    Coming  v.  Burden,  15  How.  252. 

It  is  competent  for  an  expert  to  testify  that  the  machine  used  by  the 
defendant  differs  in  point  of  mechanical  structure  and  mechanical  action 
from  the  machine  described  in  the  patent.  Coming  r.  Burden,  15  How. 
252. 

Experts  may  be  examined  as  to  the  meaning  of  terms  of  art,  on  the 
principle  of  eutgue  in  sua  arte  eredendum^  but  not  as  to  the  construction 
of  written  instruments.  They  are  not,  therefore,  competent  to  give  an 
opinion  as  to  the  construction  of  the  patent.  Coming  9.  Burden,  15  How. 
252;  Jackson  v,  Allen,  120  Mass.  64;  Wmans  v.  N.  Y.  &  Erie  R.  B.  Co., 
1  Fish.  213 ;  s.  €•  21  How.  88 ;  Day  v,  Stelhnan,  1  Fish.  487 ;  Ely  r. 
Monson  Manuf.  Co.,  4  Fish.  64. 

Great  respect  is  due  to  the  views  and  opinions  of  scienti^c  individuals 
and  practical  mechanics  on  the  question  of  identity  of  different  mechanical 
stractures.  From  their  acquaintance  with  the  elements  of  mechanical 
science,  they  are  enabled  satisfactorily  to  decide  the  question,  while  to 
others  it  might  seem  involved  in  obscurity  and  doubt.  Parker  r.  Stiles, 
5  McLean  44 ;  Potter  v.  MuUer,  2  Fish.  465 ;  French  v.  Rogers,  1  Fish. 
133. 

Experience  has  shown  that  opposite  opinions  of  persons  professing  to 
be  experts  may  be  obtained  to  any  amount,  and  it  often  occurs  that  not 
only  many  days,  but  even  weeks  are  consumed  in  cross-examinations  to 
test  the  skill  or  knowledge  of  such  witnesses  and  the  correctness  of  their 
opinions,  wasting  the  time  and  wearying  the  patience  of  both  court  and 
jury,  and  perplexing  instead  of  elucidating  the  questions  involved  in  the 
issue.  Winans  v.  N.  Y.  &  Erie  R.  R.  Co.,  1  Fish.  213 ;  s.  c.  21  How.  88 ; 
Conover  o.  Rapp,  4  Fish.  57 ;  Mitchell  v.  Tilghman,  4  Fish.  599 ;  s.  c.  2 
Fish.  518;  s.  c.  9  Blatch.  1;  s.  O.  19  Wall.  287;  5  O.  G.  299;  King  v. 
Louisville  Cement  Co.,  6  Fish.  336;  s.  c.  4  O.  G.  181. 

Widely  as  experts  differ  in  opinion  in  the  trial  of  xmtent  causes,  those 
differences  are  almost  always  traceable  to  the  assumption  of  different 
postulates.  Their  opinions  differ  because  they  are  given  on  substantially 
different  cases.  When  their  minds  can  be  drawn  to  the  same  point,  and 
they  use  the  same  words  in  the  same  sense,  they  rarely  difl'er.  Sargent 
V.  Carter,  1  Fish.  277. 

The  mere  opinion  of  experts,  when  not  sustained  by  pointing  out  clearly 
the  particulars  of  difference  or  coincidence  between  pieces  of  machinery 
constmcted  to  produce  the  same  results,  and  working  out  those  results  by 
means  so  nearly  identical  as  to  create  a  strong  presumption  of  a  common 
origin,  can  not  afford  proof  very  satisfactory  to  the  mind  that  the  judg- 
ment of  the  witnesses  ought  to  be  adopted.  TJ.  S.  Annunciator  Co.  9. 
Sanderson,  3  Blatch.  184. 

It  is  unsafe  in  many  particulars  to  rely  on  the  opinion  of  witnesses  as 
to  the  identity  of  two  machines,  for  the  reason  that  they  may  not  have  a 
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clear  perception  in  what  the  identity  consists,  and  in  that  case  their 
opinions,  whether  they  are  identical  or  not  identical,  should  have  no 
weight  with  the  jury.    Conover  9.  Bapp,  4  Fish.  57. 

An  examination  should  he  made  to  see  whether  the  opinions  of  experts 
embrace  in  them  any  question  of  law.  When  a  question  of  law  is  in- 
volved in  the  opinion  of  experts,  that  is  not  to  be  left  to  a  jury.  Ely  r. 
Monson  Manuf.  Co.,  4  Fish.  64. 

When  the  opinions  of  experts  are  expressed  in  ex  parte  affidavits,  and 
there  is  no  opportunity  for  the  court  to  ascertun  in  what  sense  they  use 
important  words,  or  what  facts  they  take  into  view,  or  what  standards  of 
comparison  they  assume,  their  opinions  are  of  comparatively  little  use 
in  guiding  the  court  to  a  safe  conclusion.    Sargent  v.  Carter,  1  Fish.  277. 

In  passing  upon  the  identity  or  diversity  of  macliines  in  principle,  it  is 
more  satisfeustory  to  ascertain  the  precise  differences  and  agreements  than 
to  take  the  mere  opinions  of  witnesses,  and  when  such  differences  and 
agreements  can  be  subjected  to  the  eyes,  they  almost  supersede  all  the 
evidence  of  mere  opinion.  Barrett  v.  Hall,  I  Mason  447 ;  8.  c.  1  Robb 
207 ;  Livingston  v.  Jones,  1  Fish.  521 ;  Seymour  v,  Osborne,  3  Fish.  555 ; 
s.  c.  I'l  Wall.  516 ;  Kelleher  v.  Darling,  14  O.  G.  673 ;  s.  C  4  Cliff.  424 ; 
s.  c.  3  Ban  So  Ard.  438. 

Ocular  demonstration  is  better  than  the  opinions  of  experts.  Adams  v. 
Jones,  1  Fish.  527 ;  Hoffheins  v.  Brandt,  3  Fish.  218;  Blanchard  v.  Put- 
nam, 3  Fish.  186 ;  s.  c.  8  Wall.  420 ;  2  Bond  84. 

The  statement  of  a  fact  by  one  who  has  seen  a  machine  work  is  better, 
if  reliable,  than  the  mere  opinion  of  ever  bo  scientific  an  expert.  Cox  v. 
Griggs,  2  Fish.  174 ;  s.  c.  1  Biss.  362. 

The  jury  are  not  bound  by  the  opinions  of  experts.  They  are  intro- 
duced only  to  aid  the  jury,  and  the  jury  may  rely  upon  them  so  fiir  as  they 
shall  think  proper.  The  jury  in  forming  a  judgment  upon  such  testimony 
may  take  into  view  their  ability,  their  knowledge  of  the  art  or  profession 
in  which  they  are  engaged,  the  fitimess  with  which  they  expi*ess  an 
opinion,  the  impartiality  of  that  opinion,  the  reasons  that  may  be  assigned 
for  that  opinion,  and  all  those  considerations  which  go  to  create  a  confi- 
dence or  a  distrust  of  the  opinions  which  are  given.  Blerce  v.  Stocking, 
77  Mass.  174 ;  Johnson  v.  Boot,  1  Fish.  351 ;  Many  v.  Sizer,  1  Fish.  17 ; 
Hudson  V,  Draper,  4  Fish.  256 ;  8.  c.  4  Cliff.  178 ;  Carter  v.  Baker,  4 
Fish.  404  ;  8.  o.  1  Saw.  512 ;  Tucker  v.  Spaulding,  13  Wall.  453 ;  8.  c.  1 
O.  G.  142  ;  s.  c.  1  Deady  649  ;  s.  c.  5  Fish.  297  ;  Cahoon  r.  Bing,  1  Fish. 
397 ;  8.  c.  1  CM.  592 ;  Cox  ».  Griggs,  2  Fish.  174 ;  8.  c.  1  Biss.  362 ; 
Conover  v.  Boach,  4  Fish.  12 ;  Whipple  v.  Baldwin  Manuf.  Co.,  4  Fish. 
29 ;  Conover  v.  Bapp,  4  Fish.  57  ;  Page  r.  Ferry,  1  Fish.  298 ;  Waterbury 
Brass  Co.  v.  New  York  Brass  Co.,  3  Fish.  43. 

Estoppel. 

The  defendant  is  not  estopped  by  any  prior  offer  made  by  him  to  take  a 
license  firom  the  patentee.    If  the  offer  amounted  to  an  acknowledgment 
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that  the  patentee  was  the  original  inventor,  this  may  be  used  as  evidence 
of  that  fact,  but  it  would  not  entitle  the  patentee  to  a  verdict  if  the  fact  is 
proved  to  be  otherwise.  Evans  v,  Eaton,  Pet.  C.  C.  322 ;  a.  c.  3  Wheat. 
454 ;  s.  C.  1  Robb  68,  243. 

Although  a  patentee  has  been  guilty  of  negligence  in  prosecuting  an  in- 
fringer, yet  that  is  no  defence  to  an  action  at  law.  Concord  v.  Norton,  16 
Fed.  Rep.  477. 

If  an  expression  in  a  patent  is  withdrawn  by  a  surrender  and  reissue, 
the  patentee  is  not  estopped  from  disputing  its  truth.  Allen  9.  Blunt,  2 
W.  ft  M.  121 ;  s.  C.  2  Robb  530. 

If  several  patents  are  taken  out  by  several  patentees  for  a  several  inven- 
tion, and  the  same  patentees  afterwards  take  out  a  joint  patent  for  the 
same  as  a  Joint  invention,  the  parties  are  not  absolutely  estopped 
by  the  former  patents  from  asserting  the  invention  to  be  Joint,  but  the 
former  patents  are  very  strong  evidence  against  the  joint  invention.  The 
reason  of  this  doctrine  is  not  that  estoppels  are  odious  in  law,  but  that  a 
party  may  innocently  make  a  mistake  as  to  the  extent  of  his  own  inven- 
tion. A  party  may  suppose  that  he  has  invented  what  in  truth  has  been 
partly  suggested  by  another  mind.  Barrett  o.  Hall,  1  Mason  447 ;  s.  c. 
1  Robb  207. 

The  dismissal  of  a  proceeding  in  chancery  is  usually  pleaded  in  bar  to  a 
subsequent  proceeding,  and  averments  are  made  that  the  dismissal  was  on 
the  merits.  But  if  it  is  not  so  pleaded  and  averred,  and  is  only  offered  in 
evidence,  then  the  evidence  dehors  the  record,  if  not  in  it,  should  accom- 
pany the  record  and  prove  all  which  is  proper  to  show  that  the  dismissal 
was  the  result  of  a  judicial  inquiry,  and  disposed  of  the  rights  of  the  parties 
involved  in  the  proceedings.  Allen  r.  Blunt,  2  W.  &  M.  121 ;  s.  c.  2 
Robb  530. 

If  the  same  merits  or  points  are  not  again  agitated  in  the  second  suit, 
then  the  first  decision,  being  on  different  matters,  can  not  bind  or  control 
the  second  suit.    Allen  v.  Blunt,  2  W.  &  M.  121 ;  s.  c.  2  Robb  530. 

A  verdict  rendered  on  an  issue  sent  to  be  tried  at  law  is  not  admissible 
as  evidence  in  another  suit  between  the  same  jmrties,  if  the  complcunaut 
dismissed  the  bill  without  any  judgment  on  the  merits.  A  mere  verdict 
in  any  suit  does  not,  as  a  matter  of  course,  settle  the  rights  of  the  parties. 
It  is  open  to  numerous  exceptions  growing  out  of  rulings  on  evidence 
that  was  offered,  and  opinions  or  principles  involved  in  the  merits, 
and  may  be  set  aside  for  various  errors  in  them,  or  for  misbehavior  of 
the  jury.  Allen  v.  Blunt,  2  W.  &  M.  121 ;  s.  c.  3  Story  742 ;  s.  c.  2  Robb 
282,  530. 

A  judgment  in  an  action  where  the  novelty  and  originality  of  the  inven- 
tion were  put  in  issue  by  the  pleadings  precludes  the  defendant  from  rais- 
ing the  same  questions  in  a  subsequent  action,  although  he  endeavors 
to  sustain  it  by  additional  evidence.  Dubois  v.  P.  W.  &  B.  R.  R.  Co.,  5 
Fish.  208. 
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ProTlnoe  of  Jury. 

The  question  in  respect  to  an  assertion  or  surrender  of  the  rights  of  an 
inventor,  whether  it  be  sought  in  his  declarations  or  acts,  or  in  forbear- 
ance or  neglect  to  speak  or  act,  is  an  inquiry  or  conclusion  of  fact,  and 
peculiarly  within  ^the  pro^once  of  a  jury  guided  by  legal  evidence  sub- 
mitted to  them  at  the  trial.  Kendall  v.  Winsor,  21  How.  322 ;  Battin  v. 
Taggert,  17  How.  74;  s.  c.  2  Wall.  Jr.  101;  American  Leather  Co.  v. 
American  Tool  Co.,  4  Fish.  284;  s.  o.  1  Hoknes  503. 

When  a  claim  does  not  point  out  and  designate  the  particular  elements 
which  compose  a  combination,  but  only  declares,  as  it  properly  may,  that 
the  combination  is  made  up  of  so  much  of  the  described  machuiery  as 
effects  a  particular  result,  it  is  a  question  of  fact  which  of  the  described 
parts  are  essential  to  produce  that  result,  and  to  this  extent,  not  the  con- 
struction of  the  claim  strictly  speaking,  but  the  application  of  the  claim, 
should  be  left  to  the  jury.  Silsby  v.  Foote,  14  How.  218 ;  s.  o.  1  Blatch. 
445. 

A  question  of  infringement  is  one  of  fact  which  it  is  the  province  of  a 
jury  to  decide.  Rich  9.  Lippincott,  2  Fish.  1 ;  Case  o.  Brown,  2  Fish. 
268 ;  s.  c.  2  Wall.  320 ;  1  Biss.  382 ;  Brooks  v.  Jenkins,  3  McLean  432 ; 
Batten  v.  Taggert,  17  How.  74;  s.  c.  2  Wall.  Jr.  101;  Blanchard  v. 
Putnam,  3  Fish.  186;  a.  c.  8  Wall.  420;  2  Bond  84;  Carter  v.  Baker,  4 
Fish.  404 ;  s.  c.  1  Saw.  512;  Orr  v.  Burwell,  15  Ala.  378. 

It  is  for  the  court  to  say  what  is  identity  in  point  of  law.  Latta  v. 
Shawk,  1  Fish.  465  ;  s.  c.  1  Bond  259. 

Whether  two  machines  are  the  same  in  substance  or  not  is  a  question 
of  fact  for  the  jury.  CaiTer  v,  Hyde,  16  Pet.  513 ;  Le  Boy  v.  Tatham,  2 
Blatch.  474 ;  s.  c.  14  How.  156  ;  Many  v.  Jagger,  1  Blatch.  372 ;  Colt  t7. 
Mass.  Arms  Co.,  1  Fish.  108 ;  Blanchard's  Factory  v,  Warner,  1  Blatch. 
258  ;  Eidd  v.  Spence,  4  Fish.  37 ;  Tillotson  v.  Bamsay,  51  Yt.  309. 

Whether  one  compound  of  given  proportions  is  substantially  the  same 
as  another  compound  varying  in  the  proportions,  is  a  question  of  fact. 
Tyler  v.  Boston,  7  Wall.  327. 

Whether  a  given  improvement  is  a  patentable  invention  is  a  mixed 
question  of  law  and  fact,  and  should  not  in  ordinary  cases  be  disposed  of 
on  demurrer  and  without  the  intervention  of  a  jury.  Teese  v,  Phelps,  1 
McAl.  17. 

Whether  the  description  is  so  particular  as  to  enable  a  mechanic  to 
construct  the  machine  is  a  question  for  the  jury.  Brooks  9.  Jenkins,  3 
McLean  432 ;  Goodyear  v.  Wait,  3  Fish.  242 ;  s.  c.  5  Blatch.  468 ;  Parker 
9.  Stiles,  5  McLean  44 ;  Forbes  9.  Barstow  Stove  Co.,  2  Cliff.  379 ;  Davis 
9.  Palmer,  2  Brock.  298  ;  8.  c.  1  Robb  518 ;  Page  9.  Fen-y,  1  Fish.  298 ; 
Hogg  9.  Emerson,  2  Blatch.  1 ;  s.  c.  6  How.  437 ;  11  How.  587 ;  s.  o.  2 
Robb  655 ;  Judson  9.  Moore,  1  Fish.  544 ;  s.  c.  1  Bond  285 ;  Wayne  9. 
Holmes,  2  Fish.  20 ;  s.  c.  1  Bond  27 ;  Evans  9.  Eaton,  7  Wheat.  356 ; 
s.  c.  3  Wash.  C.  C.  443;  s.  o.  1  Bobb  193,  336;  Carver  9.  Braintree 
Manuf.XZIo.,  2  Story  432;  s.  c.  1  Robb  141 ;  Battin  9.  Taggert,  17  How. 
74 ;  s.  C.  2  Wall.  Jr.  101. 
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If  the  identity  of  the  inventions  described  in  two  patents  does  not 
appear  upon  their  face  without  the  assistance  of  experts,  the  question 
should  be  submitted  to  the  jury.    Hawkes  v;  Remington,  111  Mass.  171. 

It  is  the  province  of  the  court  to  decide  what  constitutes  novelty  of 
invention.    Parker  o.  Stiles,  5  McLean  44. 

Whether  an  invention  is  novel  is  a  question  of  fact  for  the  jury  to 
determine.  Sickels  v,  Borden,  3  filatch.  535 ;  Turrill  v.  Railroad  Com- 
pany, 1  Wall.  491 ;  Many  o.  Jagger,  1  Blatch.  372 ;  Serrell  v.  Collins,  1 
Fish.  289;  Parker  v.  Stiles,  5  McLean  44;  Battin  v.  Taggert,  17  How. 
74 ;  s.  c.  2  Wall.  Jr.  101 ;  Swift  v.  Whisen,  3  Fish.  343 ;  s.  o.  2  Bond  115. 

It  is  the  duty  of  the  court  to  construe  the  patent  and  specifications  for 
the  purpose  of  determining  what  the  claim  of  the  discovery  or  invention 
is,  and  it  is  the  province  of  the  jury  under  the  instructions  of  the  court 
as  to  what  the  invention  is,  to  determine  whether  such  invention  is  new 
and  useful.  Wintermute  v.  Redington,  1  Fish.  239 ;  Parker  r.  Hulme,  1 
Fish.  44 ;  Poppenhusen  v,  Gutta  Percha  Comb  Co.,  2  Fish.  62. 

When  it  becomes  a  matter  of  inquiry  whether  the  benefits  of  a  patent 
are  of  sufficient  consequence  to  be  protected  by  the  arm  of  the  govern- 
ment, the  question  should  be  left  to  the  jury.  Langdon  v.  De  Groot,  1 
Paine  203 ;  s.  c.  1  Robb  433. 

Whether  an  invention  of  a  composition  can  be  used  in  any  case  with 
advantage  without  first  ascertaining,  by  experiment,  the  proportion  to 
be  employed,  is  a  question  to  be  decided  by  a  jury,  upon  the  evidence  of 
persons  skilled  in  the  art  to  which  the  patent  appertains.  Wood  o. 
Underbill,  5  How.  1 ;  s.  c.  2  Robb  588. 

Whether  the  invention  itself  be  thus  specifically  described  with  reason- 
able certainty  is  a  question  of  law  upon  the  construction  of  the  terms  of 
the  patent.  Lowell  v.  Lewis,  1  Mason  187 ;  s.  c.  1  Robb  131 ;  Winter- 
mute  r.  Redington,  1  Fish.  239 ;  Wilton  v.  Railroad  Co.,  2  Whart.  Dig. 
359. 

Whether  the  specification  is  sufficiently  clear  and  certain  in  its  descrip- 
tion of  the  invention  involves  a  question  of  law  only  m  part,  or  so  far  as 
regards  the  construction  of  the  written  words  used.  Hogg  v.  Emerson,  6 
How.  437 ;  8.  c.  2  Blatch.  1 ;  s.  o.  2  Rebb  655 ;  Forbes  v.  Barslow  Stove 
Co.,  2  Clifi*.  379 ;  Howes  v.  Nute,  4  Fish.  263 ;  s.  c.  4  ClifiT.  173. 

Whether  the  specification  is  uncertain  and  insufficient  is  a  question  of 
law  for  the  court.    Wayne  v.  Holmes,  2  Fish.  20 ;  s.  o.  1  Bond  27. 

In  questions  of  identity  or  diversity,  it  is  not  the  construction  of  writ- 
ten instruments,  but  the  character  of  the  invention  that  is  sought,  and 
this  is  a  question  of  &ct.  In  case  of  a  confiict  between  a  prior  and  a 
subsequent  patent,  the  question  of  identity  is  a  question  of  fact  for  the 
jury  and  not  a  question  of  law  for  the  court.  Bischoff  o.  Wethered,  9 
Wall.  812 ;  Stevens  v.  Pierpont,  42  Conn.  360 ;  Waterbury  Brass  Co.  v. 
N.  Y.  Brass  Co.,  3  Fish.  43  ;  Jackson  v.  Allen,  120  Mass.  64 ;  Tucker  r. 
Spalding,  5  Fish.  297 ;  s.  c.  13  Wall.  453 ;  1  O.  G.  144 .  s.  c.  1  Deady 
649. 

Trial  by  jury,  though  an  inestimable  right,  is  not  a  trial  without  a  court, 
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and  it  is  not  so  regarded  either  by  the  Constitution  or  the  laws  of  Con- 
gress. It  is  as  much  the  duty  of  the  court  to  determine  the  questions 
raised  as  to  the  admissibility  of  evidence  as  it  is  that  of  the  jury  to  de- 
termine its  weight  after  it  is  received.  It  is  the  imperative  duty  of  the 
court  to  rule  out  testimony  which  in  law  is  not  admissible.  Cahoon  o. 
Ring,  1  Fish.  397 ;  s.  c.  1  CUff.  5»2. 

All  questions  of  the  force  and  effect  of  the  testimony,  of  the  credit  which 
shaK  be  given  to  witnesses,  of  the  facts  which  shall  be  considered  to  be 
established,  of  inferences  to  be  drawn  from  them,  are  matters  for  the  jury 
alone.    Johnson  v.  Boot,  1  Fish.  351. 

If  the  jury  find  that  a  witness  has  wilftiUy  sworn  falsely  to  a  fact  ma- 
terial to  the  issue,  they  are  at  liberty,  if  they  deem  it  proper  to  do  so,  to 
disbelieve  everything  he  has  stated  in  the  case.  Union  Sugar  Refinery  v, 
Matthiessen,  2  Fish.  600 ;  s.  c.  3  Cliff.  639. 

The  jury  are  to  judge  of  the  credibility  of  witnesses  under  the  instruc- 
tions of  the  court.    Union  Sugar  Refinery  v.  Matthiessen,  2  Fish.  600 ; 

s.  c.  3  Cliff.  639. 

« 

The  determination  of  the  court  upon  questions  of  law  is  conclusive 
upon  the  parties  and  upon  the  jury.    Conover  v.  Roach,  4  Fish.  12. 

Praottoe. 

All  torts  are  joint  as  well  as  several,  and  the  patentee  may  recover  a 
verdict  against  one,  though  the  other  defendant  is  acquitted.  Reutgen  t7. 
Kanowrs,  1  Wash.  C.  C.  168 ;  s.  c.  1  Robb  1. 

The  court,  though  reasonably  requested,  is  not  bound  to  instruct  the 
jury  on  points  not  arising  in  the  case,  or  on  abstract  and  irrelevant  pro- 
positions.   Allen  9.  Blunt,  2  W.  &  M.  121 ;  s.  c.  2  Robb  530. 

The  court  is  never  bound  to  give  an  instruction  to  a  jury  upon  a  point 
of  law,  even  when  pertinent  and  relevant  to  the  facts  of  the  case,  pre- 
cisely in  the  form  and  manner  in  which  it  is  put  by  counsel,  for  that  may 
sometimes  have  a  tendency  to  mislead  the  jury  and  withdraw  their  atten- 
tion from  the  merits  of  the  case.  All  that  it  is  the  duty  of  the  court  to  do 
is  to  give  such  instructions  to  the  jury  in  point  of  law  as  clearly  arise  upon 
the  evidence,  and  are  proper  for  the  consideration  of  the  jury  upon  the 
issues  before  them,  in  such  terms  and  in  such  a  manner  as  shall  comport 
with  the  real  merits  and  justice  of  the  case,  and  enable  the  jury  to  give 
a  proper  verdict  in  point  of  law.  Pitts  v.  Whitman,  2  Story  609 ;  s.  c.  2 
Robb  189. 

A  motion  for  leave  to  amend  by  adding  the  name  of  a  party  who,  at  the 
time  of  the  infringement,  had  the  exclusive  right  under  the  patent,  will  not 
be  granted,  for  it  will  amount  to  the  institution  of  a  new  suit  materially 
different  both  as  to  plaintiff  and  rights  of  action.  Goodyear  v.  Bourn,  3 
Blatch.  266. 

If  the  patentee  has  obtained  a  patent  in  his  own  name  in  fraud  of  the 
rights  of  another  who  is  a  joint  inventor,  he  is  in  equity  a  trustee  for  the 
other,  and  though  possibly  at  law  a  verdict  must  be  rendered  for  the 
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patentee  against  such  Joint  inventor,  still  the  jury  may  give  merely  nomi- 
nal damages.    Beutgen  v.  Eanowrs,  1  Wash.  C.  C.  168 ;  s.  c.  1  Robb  1. 

An  infringement,  by  a  patentee,  of  the  exclasive  right  conferred  upon  a 
grantee,  is  no  defence  to  an  action  by  the  patentee  to  recover  the  license 
fee  which  the  grantee  stipulated  to  pay  for  each  machine  sold  by  liim. 
Birdsall  r.  Perego,  5  Blatch.  251. 

Courts  are  called  upon  only  to  decide  questipns  that  are  before  them. 
A  Judge,  sometimes,  in  giving  an  opinion,  uses  language  which,  although 
it  is  always  entitled  to  consideration  and  respect,  yet,  in  reference  to  ques- 
tions that  were  not  before  the  court,  and  the  decision  of  which  was  not 
necessary  to  the  decision  of  the  questions  before  it,  is  not  of  binding 
authority.    Day  v.  Stillman,  1  Fish.  487. 

The  Judges  of  the  circuit  courts  ought  not  to  hold  themselves  bound 
and  the  rights  of  parties  concluded  by  the  language  of  a  judge  of  the  Su- 
preme court,  unless  such  language  was  strictly  applicable  to  the  case  then 
before  the  court.  Day  v.  Union  Bubber  Co.,  20  How.  216 ;  s.  o.  3  Blatch. 
488. 

So  fhr  as  principles  involving  the  validity  of  a  patent  have  been  settled 
by  the  decisions  upon  it  in  other  courts,  they  will  be  regarded  as  final 
and  authoritative.    Groodyear  v«  Berry,  3  Fish.  439 ;  8.  c.  2  Bond  189. 

A  defective  notice  does  not  afford  a  foundation  for  a  motion  by  the  de- 
fendant for  the  withdrawal  of  a  Juror,  on  the  ground  of  surprise  arising  out 
of  the  ruling  of  the  court  in  respect  to  the  notice  and  the  evidence  offered 
under  it,  and  under  any  circumstances  it  is  a  matter  resting  altogether  in 
the  discretion  of  the  court.  Silsby  v,  Foote,  14  How.  218 ;  s.  c.  1  Blatch. 
445. 

The  court  has  no  power  to  order  a  peremptory  nonsuit  against  the  will 
of  the  plaintiff.    Silsby  v.  Foote,  14  How.  218 ;  s.  c.  1  Blatch.  445. 

If  a  Juror  becomes  ill  after  the  plaintiff's  counsel  begins  his  opening 
address,  before  any  evidence  is  given,  he  may  be  discharged  from  the 
panel,  and  the  court  may  treat  such  discharge  as  simply  creating  a  vacancy 
on  the  panel,  and  may  proceed  to  fill  it  in  the  usual  way  by  having  a 
twelfth  Juror  drawn  and  sworn.  This  practice  must  be  confined  to  cases 
where  it  is  apparent  that  the  party  objecting  receives  no  injury.  Silsby 
17.  Foote,  14  How.  218  ;  s.  c.  1  Blatch.  445. 

If  the  jury  disagree  and  are  discharged,  the  case  can  not  be  tried  again 
at  the  same  term  by  a  new  jury  selected  from  the  residue  of  the  panel, 
but  must  go  over  to  await  another  venire.  Wilson  v.  Bamum,  2  Fish. 
635  ;  8.  c.  1  Wall.  Jr.  347 ;  8  How.  258 ;  s.  c.  2  Robb  749. 

A  special  verdict  is  sufficient  if  the  court  can  collect  the  point  in  issue 
out  of  it,  although  it  does  not  in  terms  find  the  issue  Joined  by  the 
parties.    Steams  v.  Barrett,  1  Mason  153  ;  8.  c.  1  Hobb  97. 

When  the  verdict  is  not  expressed  substantially  in  the  terms  of  the 
issue,  the  case  ought  to  be  extremely  clear  that  should  induce  a  court  to 
make  it  the  ground  of  a  final  judgment.  Steams  v,  Barrett,  1  Mason  153 ; 
s.  o.  1  Eobb  97. 

Where  there  is  a  material  repugnancy  in  the  verdict  it  is  not  competent 
24 
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for  the  court  to  reject  either  part  of  the  finding,  for  it  is  utterly  impossible 
for  the  court  to  decide  which  is  the  truth  of  the  case,  and  even  if  it  could, 
there  is  no  authority  to  substitute  its  own  opinion  for  that  of  the  jury.  In 
such  a  case  the  repugnancy  will  be  fatal.  A  verdict  which  finds  two  in- 
consistent material  facts  is  void,  and  can  not  be  the  foundation  for  a  legal 
Judgment.    Steams  v.  Barrett,  1  Mason  153 ;  s.  c.  1  Eobb  97. 

The  right  of  the  plaintiff  to  costs  follows  from  a  verdict  in  his  favor  for 
any  amount  of  damages,  whether  nominal  or  compensatory,  and  without 
any  reference  to  the  action  of  the  court  in  adjudging  an  increase  of 
damages.    Merchant  v,  Lewis,  1  Bond  172. 

Arrest  of  Judsment. 

It  is  not  a  sufficient  ground  to  support  a  motion  in  arrest  of  judgment, 
that  the  declaration  does  not  set  forth  the  act  complained  of  as  contrary 
to  the  statute.  This  is  not  necessary  where  damages  are  sought  for  on  ac- 
count of  an  injury  done.  Parker  v,  Haworth,  4  McLean  370 ;  s.  c.  2 
Robb  725. 

A  motion  in  arrest  of  judgment  ought  properly  to  be  heard  after  the 
motion  for  a  new  trial,  which,  if  granted,  might  supersede  the  other 
motion.    Pitts  v.  Whitman,  2  Story  609  ;  s.  c.  2  Bobb  189. 

New  Trial. 

If  in  the  hurry  of  a  trial,  a  ruling  of  the  court  in  admitting  evidence  is 
en'oneous,  but  afterwards  becomes  immaterial  or  unnecessary  in  con- 
sequence of  other  evidence,  a  new  trial  will  not  be  granted.  Allen  p. 
Blunt,  2  W.  &  M.  121 ;  s.  O.  2  Robb  530. 

If  the  error  consists  in  an  instruction  in  regard  to  the  measure  of  dam- 
ages, the  plaintifi*  may  avoid  a  new  trial  by  consenting  that  the  verdict  be 
reduced  to  nominal  damages.  Cowing  v,  Bumsey.  4  Fish.  275 ;  s.  c.  8 
Blatch.  36. 

A  new  trial  should  not  be  granted  for  a  cause  existing  at  the  trial,  but 
which  was  not  stated  or  excepted  to  then.  The  more  especially  is  this 
so  when  any  wrong  or  misleading  of  the  jury  was  likely  to  flow  from  the 
objection  not  being  made.  Allen  v.  Blunt,  2  W.  &  M.  121 ;  s.  c.  2  Robb 
530. 

If  a  party  chooses  to  carry  a  question  to  the  jury,  he  can  not  complain 
on  that  ground,  and  ask  for  a  new  trial,  when  the  verdict  is  against  him. 
Silsby  V,  Foote,  14  How,  218 ;  B.  c.  1  Blatch.  445. 

In  order  to  justify  the  granting  of  a  new  trial,  it  must  be  so  clearly 
shown  that  the  verdict  is  against  the  weight  of  evidence  as  to  raise  a 
strong  presumption  that  the  jm*y  either  wantonly  abused  their  powers  or 
made  some  inadvertent  mistake.  Aiken  v,  Bemis,  3  W.  &  M.  348 ;  s.  o. 
2  Robb  644 ;  Johnson  v.  Root,  2  Fish.  291 ;  s.  c.  2  Cliff.  108 ;  Bray  r. 
Hartshorn,  1  Cliff".  538. 

Although  the  verdict  of  a  jury  is  of  less  weight  in  patent  cases  than  in 
other  civil  causes,  yet  it  will  not  be  set  aside  unless  they  were  palpably 
mistaken,  and  the  weight  of  the  evidence  was  decidedly  against  the  ver- 
dict.   Roberts  v.  Schuyler,  12  Blatch.  444 ;  s.  c.  2  Ban  &  Ard.  5. 
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If  the  verdict  is  decidedly  agcunst  the  evidence  in  the  cause,  it  will  be 
set  aside.    Wilson  v,  James,  3  Blatch.  227. 

It  must  be  a  very  aggravated  and  oppressive  case  where  the  court 
would  feel  justified  in  setting  up  its  own  opinion,  even  if  decidedly  differ- 
ent from  that  of  the  jury,  as  to  the  true  amount  of  damages,  and  award  a 
new  trial  on  that  ground.  Allen  9.  Blunt,  2  W.  &  M.  121 ;  s«  c.  2  Bobb 
530 ;  Alden  v.  Dewey,  1  Story  336 ;  s.  c.  2  Bobb  17 ;  Whitney  9.  Emmett, 
Bald.  303 ;  s.  c.  1  Bobb  567 ;  Aiken  v.  Bemis,  3  W.  &  M.  348 ;  s.  c.  2 
Bobb  644 ;  Stimpson  v.  Bailroads,  1  Wall.  Jr.  164 ;  s.  c.  2  Bobb  595. 

Error  in  awarding  excessive  damages  may  sometimes  be  obviated  by 
allowing  the  prevailing  party  to  remit  the  excess,  and  that  course  is  fre- 
quently adopted  in  cases  where  the  court  is  satisfied  that  the  error  has 
resulted  from  oversight  or  mere  inadvertence ;  but  where  the  finding  is 
not  only  contrary  to  the  evidence,  but  in  direct  contravention  of  the 
charge  of  the  court,  the  error  can  not  in  general  be  remedied  in  that  way. 
Johnson  v.  Boot,  2  Fish.  291 ;  s.  c.  2  Clifi*.  108. 

Irregularity  on  the  part  of  the  party  charged,  or  of  the  jury,  must  be 
satisfjEu^torily  proved,  in  order  to  lay  the  foundation  for  the  interposition 
of  the  court ;  but  when  the  irregular  conduct  is  established,  it  is  not 
necessary  that  it  should  certainly  appear  that  it  influenced  the  jury.  In 
that  state  of  the  case  it  is  sufficient  that  the  irregularity  appears  to  be  of 
such  a  character  that  it  might  have  affected  the  impartiality  of  the  pro- 
ceedings.   Johnson  v.  Boot,  2  Fish.  291 ;  s.  c.  2' Cliff.  108. 

It  is  not  necessary  that  the  attempt  to  influence  the  jurors  should  be 
made  by  one  of  the  parties,  nor  even  by  hia  agent.  It  is  sufficient  if  it 
clearly  appear  that  it  was  done  in  his  behalf.  Johnson  9.  Boot,  2  Fish. 
291 ;  s.  o.  2  Cliff.  108. 

It  is  never  necessary  to  show  that  the  misconduct  controlled  or  deter- 
mined the  verdict,  provided  it  was  of  a  character  that  it  might  have  had 
an  undue  influence.    Johnson  9.  Boot,  2  Fish.  291 ;  s.  c.  2  Clifl*.  108, 

A  new  trial  will  not  be  granted  upon  the  discovery  of  new  evidence,  if 
the  information  might  have  been  obtained  by  the  use  of  reasonable  dili- 
gence.   Washburn  9.  Gould,  3  Story  122 ;  s.  c.  2  Bobb  206. 

If  a  party,  by  the  use  of  ordinary  diligence,  could  have  obtained  full 
evidence  to  any  point  which  could  properly  sustain  his  defence,  there  is  no 
reason  for  granting  him  a  new  trial  merely  because  he  could,  upon  further 
reflection  and  further  lights,  make  a  fliller  and  better  defence.  Ames  9. 
Howard,  1  Sum.  482 ;  s.  c.  1  Bobb  689. 

A  new  trial  will  not  be  granted  upon  the  discovery  of  new  evidence,  if 
the  information  was  within  the  reach  of  the  party  before  the  trial  was  con- 
cluded.   Washburn  9.  Grould,  3  Story  122 ;  s.  o.  2  Bobb  206. 

A  new  trial  is  never  granted  upon  the  discovery  of  mere  cumulative 
evidence,  where  there  is  no  other  ground  of  objection  to  the  verdict. 
Ames  9.  Howard,  1  Sum.  482 ;  s.  c.  1  Bobb  689. 

If  the  new  evidence  is  to  subordinate  points  and  particular  facts  not  be- 
fore agitated,  it  is  not  cumulative,  although  the  general  subject  was  dis- 
cussed.   Aiken  9.  Bemis,  3  W.  &  M.  348 ;  s.  c.  2  Bobb  644. 
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When  a  new  trial  is  granted  for  newly  discovered  evidence,  the  terms 
usually  are  that  the  costs  of  the  former  trial  he  first  paid.  Aiken  v.  Bemis, 
3  W.  &  M.  348 ;  s.  G.  2  Bohb  644. 

Depositions  to  be  used  on  a  motion  for  a  new  trial  may  always  without 
a  special  order  be  ex  parte.  Aiken  v,  Bemis,  3  W.  &  M.  348 ;  s.  o.  2 
Bohb  644. 

If  counter  affidavits  offered  by  the  adverse  party  go  to  establish  strong 
cumulative  proofs  the  other  way,  the  court  will  always  decline  to  inter- 
fere with  the  verdict,  because  it  will  not  undertake  to  measure  the  weight 
of  the  new  testimony  upon  either  side,  or  send  the  parties  again  to  a  liti- 
gation upon  the  chances  of  a  verdict  upon  new  conflicting  evidence.  Ames 
r.  Howard,  1  Sum.  482 ;  B.  o.  1  Bohb  689. 

A  i)arty  who  moves  for  a  new  trial  upon  the  ground  of  the  discovery  of 
new  evidence  can  not  put  in  new  rebutting  evidence  to  the  affidavits  of 
the  adverse  party,  ofiered  in  reply  to  those  first  offei'ed  by  himself.  He 
must  present  his  whole  case  at  once  to  .the  court,  and  not  lead  it  on 
through  a  series  of  confirming  and  rebutting  proofs,  thus  protracting  the 
cause  to  an  unreasonable  extent.  Ames  v.  Howard,  1  Sum.  482 ;  s.  c.  I 
Bobb  629. 

Sec.  4921.  The  several  courts  vested  with  jurisdiction 
of  cases  arising  under  the  patent  laws  shall  have  power 
to  grant  injunctions  according  to  the  course  and  principles 
of  courts  of  equity,  to  prevent  the  violation  of  any  right 
secured  by  patent,  on  such  terms  as  the  court  may  deem 
reasonable ;  and  upon  a  decree  being  rendered  in  any  such 
case  for  an  infringement,  the  complainant  shall  be  entitled 
to  recover,  in  addition  to  the  profits  to  be  accounted  for 
by  the  defendant,  the  damages  the  complainant  has  sus- 
tained thereby;  and  the  court  shall  assess  the  same  or 
cause  the  same  to  be  assessed  under  its  direction.  And 
the  court  shall  have  the  same  power  to  increase  such 
damages,  in  its  discretion,  as  is  given  to  increase  the  dam- 
ages found  by  verdicts  in  actions  in  the  nature  of  actions 
of  trespass  upon  the  case. 

statute  Bevised—Jxily  8, 1870,  ch.  230,  §  55,  16  Stat.  206. 
Prior  Statutes— ¥ehrmry  15,  1819,  ch.  19,  g  1,  3  Stat.  481.-^uly  4, 1836,  ch. 
857,  i  16,  5  Stat.  123. 

Parties. 

A  contract  for  the  purchase  of  any  portion  of  the  patent  right  may  be 
good  between  the  parties  as  a  license,  and  enforced  as  such  in  the  courts 
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of  Joatice;  but  the  legal  right  in  the  monopoly  remains  in  the  patentee, 
and  he  alone  can  maintain  an  action  against  a  third  party  who  commits 
an  infringement  upon  it.  Gayler  v.  Wilder,  10  How.  477 ;  Sanford  v. 
Messer,  5  Fish.  411;  s.  c.  1  Holmes  149;  2  O.  6.  470;  Blanchard  o. 
Eldridge,  1  Wall.  Jr.  337 ;  s.  c.  2  Robb  737. 

A  patentee  who  has  granted  a  license  to  make  and  vend  the  thing 
patented  within  a  certain  territory,  in  consideration  of  the  payment  of  a 
certain  sum  for  each  article  so  manufactured  and  sold,  reserving  to  him- 
self the  right  to  sell  the  thing  patented  within  the  territory,  is  a  party 
aggrieved,  and  may  proceed  in  equity  for  the  protection  of  his  rights. 
Huasey  v.  Whiteley,  2  Fish.  120 ;  s.  c.  1  Bond  407. 

Although  a  patentee  has  granted  a  license  to  another  giving  him  the 
exclusive  right  to  use  the  invention  for  a  limited  period,  yet  he  may  file  a 
bill  against  an  infringer.  Still  v.  Beadmg,  20  O.  G.  1025 ;  s.  o.  9  Fed. 
Rep.  40. 

A  person  who  holds  the  legal  title  to  the  patent  may  maintain  a  bill  in 
equity,  and  the  fact  that  others  claim  an  interest  therein  constitutes  no 
defence  of  which  an  infringer  can  take  advantage.  Graham  v,  McCor- 
mick,  21  O.  G.  1533 ;  a.  c.  10  Biss.  39 ;  s.  o.  5  Ban  &  Ard.  244 ;  8.  c.  11 
Fed.  Rep.  859 ;  Graham  v.  Geneva  L.  C.  Manuf.  Co.,  21  O.  G.  1536 ;  s.  c. 
11  Fed.  Rep.  138. 

Although  a  person  holds  the  title  in  trust,  yet  he  has  sufficient  interest 
to  maintain  a  bill  in  equity.  Campbell  v,  James,  18  O.  G.  979 ;  s.  c.  17 
Blatch.  43 ;  s.  c.  4  Ban  &  Ard.  456. 

A  party  who  holds  the  legal  title  and  has  an  interest  in  the  damages  to 
be  recovered  for  an  infringement,  is  a  necessary  party.  North  v.  Kershaw, 
4  Blatch.  70. 

If  the  patentee  owns  the  patent  he  is  entitled  to  recover  the  profits, 
although  he  has  a  partner.  Sargent  v.  Yale  Lock  Manuf.  Co.,  17  O.  G. 
105 ;  8.  c.  17  Blatch.  244 ;  s.  c.  4  Ban  &  Ard.  574. 

If  a  member  of  a  firm  which  oMms  a  patent  dies,  the  surviving  partners 
may  sue  for  an  infringement.  Loercher  v.  Crandal,  21  O.  G.  863 ;  s.  c. 
11  Fed.  Rep.  872. 

If  the  State  laws  permit  Kfeme  covert  to  own  property  as  if  she  were  a 
feme  sole^  she  may  bring  an  action  for  the  infiringement  of  a  patent  in  her 
own  name  without  joining  her  husband.  Lorillard  0.  Standard  Oil  Co., 
17  O.  G.  1507  ;  8.  c.  18  Blatch.  199  ;  s.  c.  5  Ban  &  Ard.  432 ;  s.  c.  2  Fed. 
Rep.  902;  Fetter  r.  Newhall,  17  Fed.  Rep.  841 ;  s.  c.  25  O.  G.  502. 

A  patentee  can  not  delegate  to  another  the  right  to  bring  a  suit  in  the 
name  of  the  latter  when  the  suit  is  not  in  any  way  for  the  benefit  of  such 
other  person.  Goldsmith  0.  Am.  P.  C.  Co.,  18  O.  G.  192 ;  s.  c.  18  Blatch. 
82 ;  8.  c.  5  Ban  &  Ard.  300. 

If  a  person  has  the  right  to  bring  a  suit  in  the  name  of  another  he  need 
not  obtain  his  consent  or  signature  to  each  suit.  Bassett  v,  Malone,  11 
Fed.  Rep.  801. 

If  an  assignment  transfer  the  right  to  damages  for  prior  infringements 
the  assignee  may  maintain  a  suit  in  equity  to  recover  the  same.    Hamil- 
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ton  V.  EollinSf  5  Dillon  495  ;  s.  c.  3  Ban  &  Ard.  157 ;  Jenkins  v.  Green- 
wald,  2  Fish.  37;  s.  c.  1  Bond  126;  Shaw  r.  Colwell  Lead  Co.,  11 
Fed.  Rep.  711 ;  Campbell  v.  James,  2  Fed.  Rep.  338  ;  18  O.  G.  1111 ;  s.  c. 
18  Blatch.  921 ;  s.  c.  5  Ban  &  Ard.  354. 

A  patentee  who  has  assigned  his  interest  prior  to  the  filing  of  a  bill  can 
not  obtain  an  injunction.    Morse  v.  O'Reilly,  6  Penn.  L.  J.  501. 

An  assignee  of  a  territorial  interest  in  a  patent  may  maintain  an  action 
in  his  own  name.  Chambers  v.  Smith,  3  Fish.  12 ;  s.  c.  7  Fhlla.  575 ;  Olcott 
V.  Hawkins,  2  Am.  L.  J.  317. 

A  grantee  may  maintain  a  bill,  although  he  derives  his  title  through  a 
foreign  administrator,  and  there  need  be  no  domestic  administrator. 
Smith  V.  Mercer,  5  Penn.  L.  J.  529 ;  s.  c.  4  West.  L.  J.  49. 

A  party  who  has  merely  an  interest  in  the  profits,  without  any  legal 
title  in  the  patent,  need  not  be  made  a  party  complainant.  Goodyear  v. 
Central  R.  R.  Co.,  1  Fish.  626 ;  s.  o.  2  Wall.  Jr.  356. 

A  court  of  equity,  upon  a  bill  by  the  legal  owner  of  a  patent  right,  can 
not  enjoin  the  equitable  owner  from  using  the  thing  patented.  It  con- 
siders the  equitable  title  the  true  title.  Clum  r.  Brewer,  2  Curt.  506  ;  Day 
V.  Candee,  3  Fish.  9  ;  Chase  f .  Walker,  3  Fish.  120 ;  Continental  Co.  v. 
Empire  Co.,  4  Fish.  428 ;  8.  c.  8  Blatch.  295 ;  Whiting  t?.  Graves,  13  O.  G. 
455 ;  s.  c.  3  Ban  &  Ard.  222. 

The  party  having  an  equitable  title  may  maintain  a  bill  in  equity  against 
a  party  havmg  the  legal  title.  Ruggles  v.  Eddy,  5  Fish.  581 ;  s.  c.  10 
Blatch.  52. 

If  the  patentee  infringes  the  rights  of  a  licensee,  the  licensee  may  sue  in 
his  own  name.  The  breach  of  trust  is  an  infringement,  and  its  redress 
involves  a  suit  arising  under  the  patent  laws.  Littlefield  v.  Perry,  21 
Wall.  205 ;  8.  c.  7  O.  G.  964 ;  Perry  v.  Littlefield,  17  O.  G.  51 ;  s.  c.  17 
Blatch.  272;  s.  c.  18  O.  G.  571 ;  s.  o.  4  Ban  &  Ard.  624;  s.  o.  2  Fed. 
Rep.  464 ;  Stanley  R.  &  L.  Co.  v.  Bailey,  14  Blatch.  510 ;  s.  c.  3  Ban  A 
Ard.  297. 

One  tenant  in  common  has  as  good  right  to  use  and  to  license  third 
persons  to  use  the  thing  patented  as  the  other  tenant  in  common. 
Neither  can  come  into  a  court  of  equity  and  assert  a  superior  equity, 
unless  it  has  been  created  by  some  contract  modifying  the  rights  which 
belong  to  them  as  tenants  in  common.    Clum  o.  Brewer,  2  Curt.  506. 

A  mere  licensee  can  not  sue  strangers  who  infringe.  In  such  case 
redress  is  obtained  through  or  in  the  name  of  the  patentee  or  his  assignee. 
Littlefield  v.  Perry,  21  Wall.  205  ;  s.  c.  7  O.  G.  964 ;  Hill  v.  Whitcomb, 
5  O.  G.  430 ;  s.  c.  1  Holmes  317 ;  s.  c.  1  Ban  &  Ard.  34 ;  Nelson  v, 
McMann,  16  O.  G.  761 ;  s.  c.  16  Blatch.  139 ;  s.  c.  4  Ban  &  Ard.  203 ; 
Union  P.  B.  Co.  v,  Nixon,  21  O.  G.  1275 ;  8.  c.  105  U.  S.  766 ;  Hay  ward  v. 
Andrews,  23  0.  G.  533;  s.  c.  106  U.  S.  672;  s.  c.  12  Fed.  Rep.  786; 
Ingalls  V.  Tice,  14  Fed.  Rep.  352 ;  Wilson  r.  Chlckering,  23  O.  G.  1730 ; 
s.  c.  14  Fed.  Rep.  917 ;  Gamewell  Fire  Alarm  Tel.  Co.  v.  Brooklyn,  22 
O.  G.  1978 ;  s.  o,  14  Fed.  Rep,  225 ;  Ingalls  r.  Tice,  22  O.  G.  2160 ;  s.  c. 
14  Fed.  Rep.  279. 
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A  licensee  may  file  a  bill  in  equity  to  enjoin  any  party  who  has  actually 
inMnged  his  right  under  the  license.  Brammer  v,  Jones,  3  Fish.  340 ; 
8.  c.  2  Bond  100. 

A  licensee  has  not  such  an  interest  as  requires  him  to  be  joined  as  a 
party  complainant.  Potter  v.  Wilson,  2  Fish.  102 ;  Grover  &  Baker  S. 
Co.  V.  Sloat,  2  Fish.  112 ;  Nellis  v.  Fennock  Manuf.  Co.,  22  O.  G.  1131 ; 
8.  o.  13  Fed.  Rep.  451. 

A  foreign  administrator  of  the  patentee  may  maintain  a  suit  in  the 
curcuit  court  without  taking  out  new  letters  of  administration  in  the  State 
where  the  suit  is  brought.  The  title  to  a  patent  is  regulated  by  an  act  of 
Congress.  Smith  v.  Mercer,  5  Penn.  L.  J.  529 ;  8.  c.  4  West.  L.  J.  49 ; 
Goodyear  v.  Hulliheu,  3  Fish.  251 ;  s.  c.  1  Hughes  492 ;  Hodge  v.  Mis- 
souri Railroad,  4  Fish.  161 ;  s.  c.  1  Dillon  104. 

A  corporation  created  under  the  laws  of  one  State  may  file  a  bill  in  a 
circuit  court  in  another  State.  Elm  City  Co.  v.  Wooster,  6  Fish.  452 ; 
8.  c.  4  O.  G.  83. 

A  corporation,  unless  restrahied  by  its  charter,  may  engage  in  the 
manufacture  of  the 'thing  patented  in  another  State.  Grover  &  Baker  S. 
Co.  V.  Sloat,  2  Fish.  112;  Blanchard's  Factory  v.  Warner,  1  Blatch.  258. 

Where  one  person  has  the  legal  title  to  a  patent,  and  another  person 
has  an  equitable  right  in  the  same,  and  a  suit  in  equity  is  instituted  com- 
plaining of  an  infringement,  the  person  having  the  legal  right,  and  the 
one  haying  an  equitable  right  which  has  been  violated,  should  Join  as 
complainants.  Stimpson  v,  Rogers,  4  Blatch.  333;  Aiken  v.  Dolan,  3 
Fish.  197 ;  Dibble  c.  Augur,  7  Blatch.  86. 

If  a  patentee  has  granted  an  exclusive  license  to  another  he  can  not 
mmntain  a  bill  in  equity  without  joining  the  licensee.  Hammond  v. 
Hunt,  4  Ban  &  Ard.  111. 

The  patentee  and  a  licensee  may  unite  in  a  bill  to  enjoin  an  infringe- 
ment of  the  interest  owned  by  the  licensee.  Groodyear  v.  Central  R.  R. 
Co.,  1  Fish.  626 ;  8.  0.  2  Wall.  Jr.  356 ;  (Joodyear  v.  AUyn,  3  Fish.  374 ; 
8.  c.  6  Blatch.  33 ;  1  A.  L.  T.  94 ;  Dorsey  R.  &  H.  Rake  Co.  v.  Bradley 
Manuf.  Co.,  12  Blatch.  202 ;  8.  c.  1  Ban  &  Ard.  380. 

If  the  patentee  has  given  a  license  to  the  defendant,  which  has  been 
forfeited  by  a  breach  of  the  condition,  he  is  a  necessary  party  to  the  suit 
in  order  to  take  advantage  of  the  condition,  although  he  has  assigned  his 
interest  in  the  patent  to  another.    Woodworth  v.  Cook,  2  Blatch.  151. 

The  assignor  and  assignee  may  unite  in  a  bill  in  equity  for  an  infringe-, 
ment  that  occurred  before  the  assignment.  Anthony  v,  Carroll,  9  O.  G. 
199 ;  8.  c.  2  Ban  &  Ard.  195. 

If  the  assignment  of  a  claim  for  past  damages  and  profits  is  in  connec- 
tion with  and  incident  to  a  transfer  of  the  title  to  the  patent,  the  assignor 
is  not  a  necessary  party  to  a  bill  to  recover  damages  and  profits  before  as 
well  as  after  the  assignment.  Henry  v.  Stove  Co.,  9  O.  G.  408 ;  s.  c.  2 
Ban  &  Ard.  221. 

Until  an  assignment  is  made,  all  suits  must  be  brought  in  the  name  of 
the  personal  representative  of  the  patentee.    The  next  of  kin  or  heirs 
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have  no  title  or  interest  in  the  patent,  and  should  not  be  joined  as  parties 
complainant.   Hodge  v.  Missouri  Railroad,  4  Fish.  161 ;  s.  c.  1  Dillon  104. 

Although  the  patentee  is  to  have  a  certain  percentage  of  the  amount 
recovered  in  a  suit  by  an  assignee,  yet  he  need  not  be  made  a  party  if  he 
files  a  disclaimer  of  all  interest  in  the  decree  and  in  any  money  which 
may  be  paid  in  pursuance  thereof.  Graham  o.  Geneva  L.  C.  Manuf.  Co., 
21  O.  G.  1536 ;  s.  c.  11  Fed.  Rep.  138. 

Although  the  complainant  becomes  bankrupt  after  the  commencement 
of  the  suit,  yet  if  he  obtains  the  title  again  before  any  objection  is  raised, 
he  may  prosecute  the  suit  in  his  own  name.  Gear  v.  Fitch,  16  O.  G. 
123i: 

Although  an  assignment  of  an  original  patent  may  convey  the  right  to 
an  extension,  yet  if  the  grantee  accepts  an  assignment  of  a  part  interest  in 
an  extension,  all  the  grantees  may  unite  in  a  bill  for  an  infringement. 
Edgarton  v.  Breck,  5  Ban  &  Ard.  42. 

A  party  who  is  interested  in  the  patent  out  of  a  certain  tenitory  may 
unite  with  a  party  who  owns  the  patent  within  the  territory  to  obtain  an 
injunction  to  prevent  sales  of  the  alleged  infringing  articles,  if  they  are 
sold  out  of  the  territory.    Buck  o.  Cobb,  9  Law  Rep.  545. 

The  patentee  may  be  made  a  party  complainant,  Jointly  with  the  grantee, 
of  a  right  to  a  certain  territory.  Woodworth  v,  Wilson,  4  How.  712 ;  s.  c. 
2  Robb  473 ;  Ogle  v.  £de,  4  Wash.  C.  G.  584 ;  s.  c.  1  Robb  516. 

Where  a  reissue  has  been  granted  to  an  administrator,  the  heurs  of  the 
patentee  are  necessary  parties  to  the  bill.  Northwestern  Co.  v.  Philadel- 
phia Co.,  6  O.  G.  34;  s.  c.  1  Ban  &  Ard.  177. 

Where  the  patentee,  in  his  lifetime,  parted  with  his  equitable  title  to  the 
invention,  his  heirs  are  not  necessary  parties  if  a  reissue  has  been  granted 
to  the  administrator.  Northwestern  Co.  o.  Philadelphia  Co.,  6  O.  G.  34 ; 
8.  c.  1  Ban  &  Ard.  177. 

If  other  persons  named  as  executors  did  not  prove  the  will,  and  had 
nothing  to  do  with  the  surrender  or  reissue  of  letters  patent,  and  the  reissue 
IS  granted  to  one  executor  alone,  they  need  not  be  made  parties  to  a  bill 
to  restrain  the  infringement  of  the  reissued  patent.  Rubber  Co,  o.  Good- 
year, 2  Fish.  499  ;  8.  c.  9  Wall.  788 ;  2  Cliff.  351. 

When  the  patent  is  owned  by  a  firm,  one  partner  can  not  file  a  bill  with- 
out joining  his  copartner.    Ambler  o.  Chouteau,  3  Cent.  L.  J.  333. 

A  member  of  a  joint  stock  association  which  infringes  the  patent  may 
be  sued  without  joining  the  other  members.  Tyler  v.  Galloway,  22  O.  G. 
1294 ;  8.  c.  11  Fed.  Rep.  477. 

Where  a  final  decision  can  not  be  made  between  the  parties  litigating, 
without  directly  affecting  and  prejudicing  the  rights  of  others  not  made 
parties,  the  objection  may  be  taken  at  the  hearhig,  and  it  may  and  ought 
to  be  raised  and  acted  upon  by  the  court  itself.  Florence  Co.  v.  Singer 
Co.,  4  Fish.  329 ;  8.  c.  8  Blatch.  113. 

Where  the  case  can  not  be  decided  between  the  parties,  it  will  not  avail 
to  suggest  that  the  absentees  are  beyond  the  jurisdiction  of  the  circuit 
court,  or  have  such  residence  or  citizenship  that  to  make  them  parties 
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would  defeat  that  jurisdiction,  Florence  Co.  v.  Singer  Co.,  4  Fish.  329 ; 
s.  c.  8  Blatch.  113. 

If  the  patentee  Joins  with  a  party  who  has  no  joint  interest  sufficient  to 
maintain  the  bill^  the  bill  will  be  dismissed.    Wyeth  v.  Stone,  1  Story  273. 

Objections  as  to  parties  are  not  &vored  when  postponed  to  the  final 
hearing  upon  the  pleadings  and  proofs.  Potter  v.  Wilson,  2  Fish.  102 ; 
Dibble  v.  Augur,  7  Blatch.  86. 

If  a  bill  treats  the  defendant  as  an  infringer,  the  objection  that  the 
complainant  has  no  title  to  the  patent  may  be  taken  at  the  hearing, 
although  the  defendant  is  a  licensee.  Pelham  v.  Edelmeyer,  15  Fed. 
Rep.  262. 

If  the  want  of  proper  parties  complainant  is  not  set  up  in  the  answer,  it 
will  not  avail  unless  the  case,  if  made  at  the  hearing,  is  one  in  which  the 
court  can  not  proceed  to  a  decree  between  the  parties  before  the  court 
without  prejudice  to  the  rights  of  those  who  are  proper  to  be  made  parties, 
but  who  are  not  brought  into  court.  Wallace  o.  Holmes,  5  Fish.  37 ;  s.  o. 
9  Blatch.  65 ;  1  O.  G.  117. 

A  person  who  merely  gives  a  license  for  the  use  of  his  own  jMttent  to  the 
person  who  commits  the  alleged  infringement,  can  not  be  made  a  party 
defendant  unless  his  patent  covers,  or  his  license,  in  form  or  effect,  has 
some  connection  with  the  infringement  of  the  complainant's  patent. 
Hussey  v.  Bradley,  2  Fish.  362 ;  s.  c.  5  Blatch.  134. 

The  manu&cturer  and  the  party  who  sells  the  alleged  infringement  of 
the  thing  patented  may  be  sued  jointly,  although  they  act  independentiy. 
Buck  V.  Cobb,  9  Law  Bep.  545. 

The  lessor  and  lessee  of  a  machine  may  be  jouied  as  parties  defendant. 
Jacques  v.  Wells,  5  O.  G.  364. 

The  officer  of  a  corporation  who  made  a  contract  in  its  behalf  to  allow 
another  to  use  an  infringing  nu&chine  may  be  made  a  party  defendant 
with  the  infringer.    Nichols  v»  Pearce,  7  Blatch.  5. 

If  the  secretary  of  a  joint  stock  association  does  not  participate  in  the 
profits  he  is  not  liable.  Tyler  v.  Galloway,  22  O.  G.  1294 ;  s.  c.  13  Fed. 
Rep.  477. 

A  bill  may  be  maintained  against  the  directors  of  a  corporation  who 
have  the  management  and  superintendence  of  the  business,  and  under 
whose  direction  the  patented  articles  are  manufactured  and  sold.  Good* 
year  «.  Phelps,  3  Blatch.  91. 

If  the  bill  is  filed  against  one  director  alone,  it  ought  to  appear  that  he 
has  the  power  to  direct  the  use  or  disuse  of  the  patented  machine.  Jones 
V.  Osgood,  3  Fish.  591 ;  B.  c.  6  Blatch.  435. 

If  one  does  not  in  person  perform  the  work,  but  procures  another  to  do 
it  for  his  advantage  on  a  machine  owned  by  himself,  he  can  still  be 
restrained,  and  is  estopped  from  denying  qui  /acitper  Mumy  facUper  se. 
Woodworth  v.  Hall,  1  W.  &  M.  248,  389  ;  s.  c.  2  Robb  495,  517. 

It  may  be  that  any  workman  on  the  machine,  though  not  interested  in 
it,  is  liable  to  be  restrained  in  order  to  prevent  evasions  by  treating  all  as 
principals  who  are  aiding.  Woodworth  v.  Hall,  1  W.  &  M.  248, 389 ;  s.  c. 
2  Robb  495,  517 ;  Boyd  v.  McAlpin,  3  McLean  427  ;  s.  c.  2  Robb  277. 


378  PATENT  LAWS  AND  DECISIONS,  [§4921 

Possibly  if  one  hires  another  to  do  work  on  a  machine  he  may  be 
restrained.  Woodworth  o.  Hall,  1  W.  &  M.  248,  389  ;  s.  c.  2  Robb  495, 
617. 

If  the  principal  and  his  employes  are  joined  as  parties  defendant,  the 
bill  will  be  dismissed  as  to  the  employes.  Hussey  v,  McCormick,  1  Fish. 
509  ;  s.  c.  1  Biss.  300  ;  Sargent  v.  Lamed,  2  Curt.  340. 

Parties  who  are  acting  in  concert  in  the  use  of  the  machine  which  con- 
stitutes the  alleged  infringement  of  the  complainant's  rights,  may  be 
joined  as  parties  defendant.  The  fact  that  as  between  themselves  they 
are  connected  together  as  the  stockholders,  managers  and  servants  of  a 
corporation,  does  not  exempt  them  from  the  restraints  of  an  injunction. 
Poppenhusen  v.  Falke,  2  Fish.  181 ;  s.  c.  4  Blatch.  493 ;  Goodyear  v. 
Phelps,  3  Blatch.  91. 

If  the  owner  of  tools  and  machinery  rents  them  to  a  person  who  in 
fringes  the  patent,  he  may  be  enjoined.  Starrett  v,  Athol  Machine  Co., 
23  O.  G.  1729  ;  s.  c.  14  Fed.  Rep.  910. 

A  bill  in  equity  will  lie  against  a  public  officer  for  an  infringement  of  a 
patent,  although  he  used  the  thing  patented  solely  in  tlie  service  of  the 
government.    Forehand  v.  Porter,  15  Fed.  Rep.  256. 

Bill. 

It  is  irregular  to  entitle  the  bill  in  the  cause,  because  until  the  bill  is 
filed  there  is  no  cause  i>ending.  An  address  to  the  circuit  court  without 
the  words  in  equity  is  sufficient.    Sterrick  v.  Pugsley,  1  Flippin  350. 

It  is  not  necessary  that  the  complainant  shall  deduce  his  title  by  setting 
forth  tlie  various  assignments.  A  simple  averment  that  the  title  to  the 
patent  is  vested  in  the  complainant  is  sufficient.  Nourse  r.  Allen,  3 
Fish.  63  ;  s.  0.  4  Blatch.  376. 

A  general  charge  of  infringement  is  all  that  is  necessary  to  require  the 
defendant  to  answer  the  bill,  and  the  particulars  of  the  infringement  need 
not  be  specified.  It  would  obviously  be  a  very  inconvenient  practice  to 
require  the  complainant  to  set  out  at  length  the  details  of  his  invention 
and  of  the  defendant's  manufacture.  The  bill  would  be  very  voluminous, 
and  not  necessarily  more  clear  or  explicit.  Turrell  v.  Cammerrer,  3  Fish. 
462 ;  Poppenhusen  ».  Falke,  2  Fish.  181 ;  s.  c.  4  Blatch.  493.   - 

The  bill  may  allege  the  character  of  the  improvement  and  infringement 
in  general  terms,  without  describing  the  nature  of  the  improvement  either 
in  the  language  of  the  specifications  or  in  any  other  way.  Haven  v. 
Brown,  6  Fish.  413. 

If  an  injunction  is  applied  for,  the  bill  should  allege  an  unquestioned 
use  for  some  length  of  time.  Gutta  Percha  Co.  v.  Goodyear  Rubber  Co., 
3  Saw.  542. 

Where  there  has  been  a  thorough  trial  at  law,  and  a  verdict  for  the 
patent  approved  by  the  court,  it  is  usual  and  proper  to  make  it  the  subject 
of  an  allegation  in  the  bill.    Doughty  v.  West,  2  Fish.  553. 

The  bill  need  not  allege  that  the  patentee  has  marked  the  articles  made 
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or  vended  under  the  patent  as  required  by  the  patent  law,  Goodyear  t?. 
Allyn,  3  Fish.  374 ;  s.  c.  6  Blatch.  33  ;  1  A.  L.  T.  94. 

If  the  complainant  desires  to  rely  upon  a  prior  judgment  at  law  ren- 
dered in  his  favor  against  the  defendant  as  matter  of  estoppel,  he  should 
aver  the  judgment  in  the  bill.  If  no  such  averment  is  made,  the  judgment 
will  not  be  deemed  an  estoppel.    Blandy  v.  Griffith,  3  Fish.  609. 

A  bill  of  complaint  by  a  corporation  need  not  state  where  the  corpora- 
tion is  located  or  has  its  place  of  business.  Kat.  Hay  Bake  Co.  v,  Har- 
bert,  2  W.  N.  100. 

If  the  patentee  has  granted  a  license  to  another,  a  bill  filed  by  him  must 
contain  an  allegation  that  the  defendant  is  acting  without  authority  from 
the  licensee.    Still  v.  Reading,  20  O.  G.  1025 ;  s.  c.  9  Fed.  Rep.  20. 

If  the  conditions  attached  to  a  license  are  conditions  subsequent,  the 
bill  need  not  allege  that  the  licensee  has  kept  and  fulfilled  them.  Stanley 
R.  &  L.  Co.  t?.  Bailey,  14  Blatch.  510 ;  s.  c.  3  Ban  &  Ard.  297. 

If  a  bill  seeks  for  an  injunction  after  the  expiration  of  a  patent,  it 
should  allege  that  the  defendant  is  using  machines  made  during  the  term 
of  the  patent  in  infringement  thereof  or  that  the  complainant  fears  such 
use.  American  D.  R.  B.  Co.  v.  Rutland  M.  Co.,  18  Blatch.  146 ;  s.  c.  5 
Ban  &  Ard.  345 ;  s.  c.  2  Fed.  Rep.  355. 

Although  the  defendant  does  not  infringe  the  whole  invention,  yet  the 
bill  need  not  specify  the  particular  claims  that  are  violated.  Thatcher 
Heating  Co.  v.  Carbon  Stove  Co.,  15  O.  G.  1051 ;  s.  c.  4  Ban  &  Ard.  68. 

A  bill  can  not  be  brought  for  the  infringement  of  distinct  patents  which 
are  not  capable  of  being  used  together  in  making  a  single  structure. 
Hayes  v.  Dayton,  18  Blatch.  420;  s.  c.  18  O.  G.  1406;  8.  c.  8  Fed.  Rep. 
702 ;  Hayes  v.  Bickelhaupt,  19  O.  G.  177 ;  Pope  Manuf.  Co.  v.  Marqua, 
15  Fed.  Rep.  400 ;  Barney  v.  Peck,  24  O.  G.  101 ;  s.  o.  16  Fed.  Rep.  413. 

If  severid  patents  are  for  inventions  that  are  used  in  the  construction 
of  one  machine,  allegations  of  an  infringement  of  each  patent  may  be 
joined  in  one  bill.  Gamewell  Fire  Alarm  Tel.  Co.  r.  Chilicothe,  7  Fed. 
Rep.  351 ;  Kelleher  v.  Darling,  14  O.  G.  673 ;  s.  c.  4  Cliff".  424 ;  8.  c.  3 
Ban  &  Ard.  438 ;  Xellis  v.  Pennock  Manuf.  Co.  22  O.  G.  1131 ;  s.  c.  13 
Fed.  Rep.  451 ;  Seymour  t?.  Osborne,  3  Fish.  555 ;  s.  c.  11  Wall.  516 ; 
Nourse  v.  Allen,  3  Fish.  63 ;  s.  c.  4  Blatch.  376. 

If  two  inventions  covered  by  different  patents  are  used  in  a  single 
machine,  the  bill  may  charge  an  infringement  of  both  patents,  although 
the  two  devices  are  not  necessarily  used  in  connection  with  each  other. 
Herman  Patent  Manuf.  Co.  v.  Brooklyn  C.  R.  R.  Co.,  15  Blatch.  444; 
8.  c.  4  Ban  &  Ard.  86. 

A  complainant  who  owns  several  patents  can  not  charge  an  infringe- 
ment of  each  In  one  bill,  unless  he  avers  that  the  machine  sold  by  the 
defendant  contains  all  the  improvements  embraced  in  his  patents.  Nellls 
V,  McLanahan,  6  Fish.  286. 

If  the  same  article  is  an  infringement  of  two  patents  held  by  the  same 
person,  the  two  causes  of  action  may  be  joined  in  the  same  bill.  Gillespie 
V.  Cummings,  3  Saw.  259 ;  s.  c.  1  Ban  &  Ard.  587. 
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If  two  assignments  cover  the  same  territory,  a  violation  of  the  right 
conferred  by  each  may  be  joined  in  the  same  bill.  Gillespie  v,  Cummings, 
3  Saw.  259 ;  s.  c.  1  Ban  &  Ard.  587. 

No  one  but  the  government,  either  in  its  own  name  or  in  the  name  of 
its  appropriate  officer,  or  by  some  form  of  proceeding  which  gives  official 
assurance  of  the  sanction  of  proper  authority,  can  institute  judicial  pro- 
ceedings for  the  purpose  of  vacating  or  rescinding  the  patent  which  the 
government  has  issued  to  an  individual,  except  in  the  cases  provided  for 
by  the  statute.  Mowry  v.  Whitney,  5  Fish.  513 ;  s.  c.  14  Wall.  434 ;  1 
O.  G.  499. 

The  courts  can  recognize  the  United  States  as  a  plaintiff  on  the  record 
only  when  the  record  shows  tl^at  the  United  States  appears  as  plaintiff  by 
the  district  attorney  for  the  district  in  which  the  suit  is  brought.  The  &ct 
that  the  suit  is  instituted  on  behalf  of  the  United  States  by  the  person 
who  is  district  attorney,  and  that  he  acts  as  such  in  instituting  the  suit  on 
behalf  of  the  United  States,  must  appear  by  the  face  of  the  bill  or  decla- 
ration.   U.  S.  V.  Doughty,  7  Blatch.  424. 

An  information  to  repeal  a  patent  should  be  in  the  name  of  the  United 
States,  and  should  be  filed  by  the  district  attorney  in  the  name  and  on 
behalf  of  the  United  States.  Att.  Gen.  v.  Bumford  Works,  9  O.  G.  1062 ; 
s.  c.  2  Ban  &  Ard.  298. 

The  practice  is  usually  for  the  complainant  to  make  oath  to  his  bill  when 
it  is  signed,  but  this  is  not  imperative  or  uniform.  It  is  not  done  if  he  is 
absent  or  indisposed,  though  it  should  be  done,  probably  before  the  hear- 
ing,  unless  it  be  a  bill  by  a  corporation,  or  unless  an  answer  under  oath  is 
not  asked,  or  unless  an  oath  to  the  bill  is  waived,  or  its  absence  is  not 
objected  to  by  the  respondent  when  first  heard.  Woodsworth  v. 
Edwards,  3  W.  &  M.  120 ;  s.  o.  2  Bobb  610 ;  Rogers  v.  Abbott,  4  Wash. 
C.  C.  514;  8.  c.  1  Bobb  465  ;  Nat'l  Hay  Bake  Go.  v.  Harbert,  2  W.  N. 
100. 

If  the  bill  is  brought  by  the  patentee  and  a  licensee  for  the  benefit  of 
the  licensee,  the  licensee  is  the  proper  party  to  verify  it.  Goodyear  v. 
Allyn,  3  Fish.  374 ;  s.  o.  6  Blatch.  33 ;  1  A.  L.  T.  94. 

When  it  appears  from  the  face  of  the  bill  that  the  assignment  has  never 
been  recorded,  the  court  is  bound  to  take  notice  of  the  defect,  even  though 
no  objection  is  taken  in  the  pleadings,  for  it  is  not  the  case  of  a  title 
defectively  set  forth,  but  of  a  title  defective  in  itself.  Wyeth  v.  Stone,  1 
Story  273 ;  s.  c.  2  Bobb  23. 

If  the  patent  is  surrendered  while  the  suit  is  pending,  the  action  fisuls, 
and  no  remedy  can  be  had  for  an  infringement  of  a  reissue,  except  by  a 
new  suit.  Beedy  o.  Scott,  23  Wall.  352 ;  s.  c.  7  O.  G.  463 ;  Fry  o.  Quin- 
Ian,  13  Blatch.  205;  amtray  Woodworth  v.  Stone,  3  Stoiy  749  ;  s.  c.  2  Bobb 
296 ;  Sarven  v.  Hall,  5  Fish.  415 ;  s.  c.  9  Blatch.  524 ;  1  O.  G.  437 ;  Jones 
r.  Barker,  22  O.  G.  771 ;  s.  c.  11  Fed.  Bep.  599. 

If  the  patent  is  sutrendered  after  the  filing  of  the  bill,  it  is  not  neces- 
sary that  there  should  be  any  new  breach  of  the  old  patent,  or  any  breach 
of  the  new  patent.    The  case  is  not  like  that  of  an  action  at  law  for  the 
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breach  of  a  patent,  to  support  which  it  is  indispensable  to  establish  a 
breach  before  the  suit  was  brought.  But  in  a  suit  in  equity  the  doctrine 
is  far  otherwise.  A  bill  will  lie  for  an  injunction,  if  the  patent  right  is 
admitted  or  has  been  established,  upon  well-grounded  proof  of  an  appre- 
hended intention  of  the  defendant  to  violate  the  patent  right.  A  bill  quia 
timei  is  an  ordinary  remedial  process  in  equity.  Woodworth  v.  Stone,  3 
Story  749 ;  B.  o.  2  Bobb  296 ;  Wheeler  v.  McCOrmick,  4  Fish.  433  ;  s.  c.  8 
Blatch.  267. 

After  a  bill  has  been  filed  in  one  district  for  infringements  committed 
in  that  district,  the  complainant  may  file  another  bill  in  another  district 
for  subsequent  infringements.  Wheeler  v.  McCormick,  4  Fish.  433  ;  s.  c. 
8  Blatch.  267  ;  Penn  Salt  Co.  ».  Myers,  1  W.  N.  377. 

If  the  patentee  seeks  for  an  injunction  on  the  ground  of  an  infringe- 
ment, and  states  nothing  about  a  contract  which  authorized  the  use,  and 
such  a  contract  appears  by  the  answer,  he  must  amend  his  bill  before  he 
can  impeach  the  contract.  Hartshorn  v.  Day,  3  Fish,  32 ;  s.  c.  19  How. 
211 ;  Wilson  v.  Stolley,  4  McLean  275. 

Where  the  rights  of  the  parties  under  a  reissue  were  in  issue  under  the 
answer  and  the  replication,  the  court  may  allow  the  bill  to  be  amended, 
even  after  a  final  decree,  by  inserting  an  averment  of  the  reissue.  Tre- 
mame  v.  Hitchcock,  23  Wall.  518 ;  s.  c.  7  O.  G.  1055 ;  s.  o.  8  Blatch. 
440 ;  8.  C.  4  Fish.  508. 

The  question  of  abandonment  of  a  license  can  not  be  raised  unless  the 
issue  is  made  by  the  pleadings,  for  the  proof  must  correspond  with  the 
allegations.    Wilson  o.  Stolley,  4  McLean  275. 

The  bill  of  complaint  ought  to  waive  an  answer  under  oath.  Slesinger 
V.  Buckingham,  8  Saw.  469. 

Supplentental  Bill. 

A  petition  for  leave  to  file  a  supplemental  bill  need  not  embrace  the 
averment  intended  to  be  inserted  in  the  bill,  but  merely  set  forth  the 
ground  on  which  tiie  relief  is  applied  for.  Farkhuist  v.  Kinsman,  8  N.  Y. 
Leg.  Obs.  73. 

On  an  application  for  leave  to  file  a  supplemental  bill,  the  only  question 
is  whether  the  petition  states  &cts  imd  circumstances  which,  if  properly 
pleaded,  would  sustain  a  supplemental  bill.  Parkhurst  v.  Kinsman,  d  N. 
y.  Leg.  Obs.  73. 

A  supplemental  bill  may  be  filed  to  bring  in  a  party  who  has  been 
acting  in  collusion  with  the  defendant  since  the  filing  of  the  original  bill. 
Parkhurst  o.  Kinsman,  8.  N.  Y.  Leg.  Obs.  73. 

If,  after  the  filmg  of  the  answer,  a  discovery  is  sought  as  to  particulars 
not  mentioned  in  the  original  bill,  a  supplemental  bill  nuiy  be  filed.  Park- 
hurst V.  Kinsman,  8  N.  Y.  Leg.  Obs.  73. 

A  party  to  whom  the  complainant  has  assigned  his  title  since  the  com- 
mencement of  the  suit,  has  no  interest  in  an  infringement  before  his  right 
accrued,  and  a  motion  by  him  for  leave  to  file  a  supplemental  bill  is  a 
matter  in  the  discretion  of  the  court.    Dean  o.  Mason,  20  How.  198. 
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If  the  complaiuant,  having  surrendered  his  patent  while  the  action  is 
pending,  files  a  supplemental  bill,  the  irregularity  will  be  deemed  to  be 
waived  by  filing  an  answer  and  taking  evidence.  Beedy  v.  Scott,  23 
Wall.  353 ;  s.  c.  7  0.  G.  463. 

Bill  of  BeTlTor. 

A  person  who  acquires  an  interest  in  the  suit  by  an  assignment  before 
the  death  of  the  complainant  and  not  by  the  death  of  the  complainant, 
can  not  sustain  a  bill  of  revivor.  Metal  Stamping  Co.  v.  Crandall,  18 
O.  G.  1531. 

If  one  of  the  partners  dies  while  a  bill  is  pending  against  the  firm  to 
recover  profits  for  an  infringement  by  them,  a  bill  of  revivor  can  not  be 
maintained  to  bring  in  his  personal  representative,  unless  it  is  alleged  that 
the  complainant  is  unable  to  procure  satisfaction  from  the  survivor.  Troy 
Iron  &  Nail  Factory  v.  Whislow,  11  Blatch.  513  ;  s.  c.  2  Ban  &  Ard.  98. 

Cross  Bill. 

A  cross  biU  can  only  be  filed  by  leave  of  the  court,  after  due  notice  to 
the  complainant.    Webster  Loom  Co.  v.  Short,  10  O.  G.  1019. 

There  is  no  law  which  authorizes  an  order  of  publication  on  a  cross 
bill  against  a  non-resident  complainant.  Webster  Loom  Co.  v.  Short,  10 
O.  G.  1019. 

The  respondent  may  file  a  cross  bill  although  he  has  previously  filed  a 
bill  in  a  State  court  for  the  same  purpose.  Brandon  Manuf.  Co.  v.  Prime, 

14  Blatch.  371 ;  s.  o.  3  Ban  &  Ard.  191. 

If  a  person  who  has  not  been,  previously  made  a  party  is  a  necessary 
party  to  the  suit,  he  may  be  brought  in  by  a  cross  bill.  Brandon  Manuf. 
Co.  V.  Prime,  14  Blatch.  371 ;  8.  c.  3  Ban  &  Ard.  191. 

Demurrer* 

A  misjoinder  of  parties  complainant  may  be  taken  advantage  of  by  a  gen- 
eral demurrer.  Hodge  v.  Missouri  Railroad,  4  Fish.  161 ;  s.  c.  1  Dillon 
104. 

Whether  a  reissue  is  for  the  same  invention  as  the  original  patent  is  a 
question  that  may  be  raised  on  a  demurrer  to  the  bill  if  the  bill  sets  forth 
both  the  original  patent  and  reissue  in  full.    Powder  Co.  v.  Powder  Works, 

15  O.  G.  289 ;  s.  c.  98  U.  S.  126;  B.  c.  3  Saw.  448 ;  s.  c.  2  Ban  &  Ard. 
131. 

If  no  order  is  entered  for  the  revival  of  the  suit,  an  administrator  may 
demur  to  a  bill  of  revivor,  although  the  time  allowed  under  the  rule  to  an- 
swer has  expired.  Atterbury  v.  Gill,  13  0.  G.  276 ;  s.  c.  2  Flippin  239 ; 
8.  c.  3  Ban  &  Ard.  174. 

If  the  defendant  demurs  to  the  whole  bill  and  at  the  same  time  files  an 
answer  setting  up  everything  that  is  in  the  demurrer,  the  answer  is  a 
waiver  of  the  demurrer.    Adams  r.  Howard,  21  O.  G.  264. 
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Although  a  defendant  demurs  to  the  whole  bill  and  files  an  answer 
thereto  at  the  same  time,  yet  the  complainant  waives  the  error  by  joining 
in  demurrer.  Hayes  v.  Dayton,  18  O.  G.  1406  ;  s.  c.  18  Blatch.  420 ;  s.  c. 
8  Fed.  Rep,  702. 

Upon  a  demurrer  to  a  bill  of  complaint,  the  court  can  not  act  upon  the 
admission  of  the  complainant's  counsel.   Perry  v.  Coming,  6  Blatch.  134. 

Plea. 

The  office  of  a  plea  is  to  present  to  the  court  a  single  point  of  defence, 
and  it  is  bad  if  it  contains  several  grounds  ^ach  of  which  is  an  independent 
defence  having  no  relation  to  the  other.  Beissner  o.  Anness,  12  O.  G.  842 ; 
8.  c.  3  Ban  &  Ard.  148. 

A  plea  which  does  not  bring  the  case  to  a  single  decisive  point,  but 
raises  the  issues  usually  raised  in  an  answer,  is  bad.  White  v.  Lee,  4  Fed. 
Bep.  916. 

A  defence  that  the  defendant  has  not  infringed  the  patent  can  not  be 
taken  by  plea.    Sharps.  Beissner,  20  O.  G.  1061 ;  s.  c.  9  Fed.  Bep.  445. 

A  defence  of  a  want  of  novelty  must  be  set  up  by  answer  and  not  by  a 
technical  plea.    Carnrick  v.  McKisson,  8  Fed.  Bep.  807. 

A  plea  that  a  party  is  a  bona  fide  purchaser  for  value  is  bad  if  it  does 
not  set  forth  the  consideration  that  was  actually  paid.  Secombe  v.  Camp- 
bell, 18  Blatch.  108 ;  s.  c.  5  Ban  &,  Ard.  429 ;  2  Fed.  Bep.  357. 

A  plea  in  bar  may  be  filed  in  order  to  raise  the  objection  of  the  non- 
joinder of  a  necessary  party.   Hammond  v.  Hunt,  4  Ban  &  Ard.  111. 

The  filing  of  two  pleas,  without  special  leave  given  for  that  purpose,  is 
irregular,  and  both  are  liable  to  be  overruled  as  improperly  interposed. 
Wheeler  v.  McCormick,  4  Fish.  433 ;  s.  c.  8  Blatch.  267. 

A  defence  that  the  complainant  is  not  incorporated  must  be  pleaded  in 
abatement,  and  can  not  be  pleaded  in  bar  or  given  in  evidence  under  the 
general  issue.  If  the  defendant  pleads  to  the  merits,  he  admits  the  capa- 
city of  the  complainant  to  sue,  and  waives  any  objection  thereto.  Dental 
Vulcanite  Co.  v.  Wetherbee,  3  Fish.  87 ,-  s.  o.  2  Cliff".  555. 

If  the  defendant  intends  to  question  the  right  of  an  executor  or  com- 
plmnant  to  sue  in  a  representative  character,  he  should  do  so  by.  a  plea  or 
by  the  answer.  If  the  question  is  not  raised  in  that  way,  the  objection 
will  not  be  entertained  at  the  hearing.  Bubber  Co.  o.  Goodyear,  2  Fish. 
499  ;  s.  c.  9  Wall.  788  ;  2  Cliff.  351. 

If  a  defendant  omits  to  set  up  the  non-joinder  of  other  infringers  as 
parties  defendant,  he  must  do  so  by  plea  or  answer,  or  it  will  be  disre- 
garded at  the  hearmg.  Wallace  v.  Holmes,  5  Fish.  37 ;  s.  c.  9  Blatch.  65  ; 
1  O.  G.  117. 

An  objection  to  the  jurisdiction  of  the  court  is  probably  too  late  if  it  is 
only  made  after  the  answer  is  put  in,  the  replication  filed  and  the  evidence 
published.    Nesmith  v,  Calvert,  1  W.  &  M.  34 ;  s.  o.  2  Bobb  311. 

In  order  to  constitute  the  fact  of  a  want  of  parties  a  good  defence,  it 
must  be  shown  by  the  plea  tliat  the  persons  alleged  to  be  necessary  parties 
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are  alive  and  within  the  jurisdiction  of  the  court.    Gk)odyear  v.  Toby,  6 
Blatch.  130. 

If  the  complainant  sets  a  plea  down  for  argument,  he  thereby  admits  the 
fiEicts  therein  alleged,  and  the  sufficiency  of  the  plea  is  the  question  to  be 
considered.    Wheeler  v.  McCormick,  4  Fish.  433 ;  s.  o.  8  Blatch.  267. 

The  setting  of  a  plea  down  for  hearing  is  a  waiver  of  any  irregularity 
in  the  filing  of  a  plea,  such  as  the  omission  of  the  certificate  of  counsel 
that  it  is  in  his  opinion  well  founded  in  point  of  law,  and  of  the  affidavit 
of  the  party  that  it  is  not  interposed  for  delay.  Goodyear  v.  Toby,  6 
Blatch.  130. 

If  a  plea  of  the  pendency  of  a  prior  suit  for  the  same  cause  of  action 
makes  a  copy  of  the  bill  in  the  prior  suit  a  part  thereof,  the  court  will  ex* 
amine  the  bill  as  well  as  the  plea.  Wheeler  v.  McCormick,  4  Fish.  483 ; 
s.  c.  8  Blatch.  267. 

If  a  plea  is  double,  it  may  be  set  down  as  an  answer,  or  the  respondent 
may  elect  which  of  the  several  grounds  of  defence  he  will  stand  on. 
Beissner  v.  Anness,  12  O.  G.  842 ;  s.  c.  3  Ban  &  Ard.  148. 

If  the  defendant  files  a  plea  averring  that  he  does  not  use  all  the  patents 
mentioned  in  the  bill,  it  will  be  overruled  as  bad  in  substance,  although 
the  complainant  files  a  replication  thereto.  Matthews  v.  L.  &  G.  Manuf. 
Co.,  17  O.  G.  1284;  s.  c.  18  Blatch.  84;  8.  c.  5  Ban  &  Ard.  319;  s.  c. 
2  Fed.  Bep.  232. 

Where  a  replication  is  filed  to  a  plea,  the  complainant  has  the  right  to 
begin  and  close  the  proofs.  Beissner  v.  Anness,  13  0.  G.  870 ;  s.  c.  3 
Ban  &  Ard.  176. 

If  a  plea  may  contain  a  defence,  the  court  in  directing  the  defendant  to 
answer  may  save  the  benefit  of  the  plea  to  him  at  the  hearing.  Albright 
V.  Empire  Trans.  Co.,  14  O.  G.  523. 

When  a  plea  is  overruled,  the  defendant  should  be  allowed  to  answer. 
Wooster  v.  Blake,  20  0.  G.  158 ;  s.  c.  7  Fed.  Bep.  186. 

If  a  plea  admits  the  main  allegations  of  the  bill,  a  decree  will  be  entered 
for  the  complainant  upon  overruling  the  plea.  Lilienthal  v.  Washburn,  8 
Fed.  Bep.  707. 

A  defendant  may  by  plea  set  up  the  defence  that  the  reissue  is  void 
because  it  is  not  for  the  same  invention  as  the  original  patent.  Hubbell 
0.  De  Laud,  22  O.  G.  1883. 

Answer. 

The  rules  of  pleading  in  chancery  require  that  the  defence  of  a  prior 
invention  shall  be  set  up  in  the  answer  so  as  to  enable  the  complainant 
to  meet  it.  If  no  such  defence  is  set  up,  evidence  of  such  prior  invention 
can  not  be  regarded.  O'Beilly  v.  Morse,  15  How.  62;  Geier  r.  Goet- 
tinger,  7  O.  G.  563 ;  s.  C.  1  Ban  &  Ard.  553 ;  Pitts  v.  Edmonds,  2  Fish. 
52 ;  s.  c.  1  Biss.  168 ;  Pickering  v.  Phillips,  10  O.  G.  420 ;  s.  o.  4  Cliff". 
483 ;  s.  c.  2  Ban  &  Ard.  417 ;  Howe  v.  Williams,  2  Fish.  395 ;  s.  c.  2  CM. 
245 ;  Orr  v.  Merrill,  1  W.  &  M.  376 ;  s.  c.  2  Bobb  331 ;  Eureka  Co.  v. 
Bailey  Co.,  11  Wall.  488;  Jordan  v.  Dobson,  4  Fish.  232  ;  s.  c.  2  Abb. 
U.  S.  398 ;  7  Phila.  533 ;  Forbes  v.  Barstow  Stove  Co.,  2  Cliff.  379. 
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A  defence  that  the  invention  is  not  a  patentable  subject,  that  is,  that 
it  is  not  a  new  and  usefUl  art,  machine,  manufacture  or  composition  of 
matter,  or  any  new  and  useful  improvement  thereof,  may  be  made, 
although  it  was  not  set  up  in  the  answer-    Guidet  o.  Barber,  6  O.  G.  149. 

When  the  defence  of  a  prior  invention  is  set  up,  the  settled  practice  in 
equity  is  to  require  the  respondent,  as  a  condition  precedent  to  such  a 
defence,  to  give  the  complainant  substantially  the  same  information  in  his 
answer  as  is  required  of  a  defendant  in  an  action  at  law.  Agawam  Co.  v. 
Jordan,  7  Wall.  583 ;  Cook  v.  Howard,  4  Fish.  269 ;  Seymour  v.  Osborne, 
3  Fish.  555 ;  s.  o.  II  Wall.  516;  Collender  v.  Griffith,  11  Blatch.  212;  s.  c. 
3  O.  G.  689 ;  Decker  v.  Grote,  6  Fish.  143 ;  s.  C.  10  Blatch.  331 ;  3  O.  G. 
65;  La  Baw  v.  Hawkins,  6  O.  G.  724;  s.  c.  1  Ban  &  Ard.  428;  Earl  v. 
Dexter,  I  Holmes  412 ;  s.  c.  6  O.  G.  729 ;  8.  c.  1  Ban  So  Ard.  400 ; 
Brown  v.  Hall,  3  Fish.  531 ;  s.  c.  6  Blatch.  401 ;  Graham  o.  Mason,  5 
Fish.  1 ;  B.  0.  4  Cliff.  88 ;  Union  P.  B.  M.  Co.  r.  P.  &  W.  Co.,  15  O.  G. 
423 ;  8.  c.  15  Blatch.  160 ;  8.  0.  3  Ban  &  Ard.  403. 

If  the  respondent  intends  to  contest  the  novelty  of  the  invention,  his 
denial  in  that  behalf  should  be  explicit,  unqualified,  and  unconditional. 
Graham  v.  Mason,  5  Fish.  1. ;  s.  c.  4  Cliff.  88. 

If  there  is  a  general  denial  that  the  patentee  was  the  first  and  original 
inventor,  and  a  special  one,  the  respondent  will  be  limited  to  the  special 
one.  Agawam  Co.  v.  Jordan,  7  Wall.  583 ;  Middletown  Co.  v.  Judd,  3 
Fish.  141. 

If  the  answer  merely  sets  up  the  defence  that  the  patentee  was  not  the 
first  and  original  inventor  of  the  improvement  described  in  a  certain  claim, 
he  can  not  prove  a  want  of  novelty  in  the  whole  invention.  Bates  o.  Coe, 
98  U.  8.  31 ;  s.  0.  15  O.  G.  337 ; 

The  defence  that  the  thing  patented  did  not  require  invention  may  be 
made  at  the  hearing,  although  it  is  not  set  up  in  the  answer.  Slawson  v. 
Railroad  Co.,  24  O.  G.  99 ;  s.  c.  17  Blatch.  512 ;  a.  c.  5  Ban  &  Ard.  210 ; 
8.  c.  4  Fed.  Rep.  531. 

If  the  issue  of  the  novelty  of  the  invention  is  not  raised  by  the  pleadings, 
evidence  to  show  the  state  of  the  art  can  have  no  effect  on  the  case  beyond 
the  aid  it  may  give  the  court  in  construing  the  patent.  Middletown  Co.  v. 
Judd,  3  Fish.  141 ;  American  Saddle  Co.  v.  Hogg,  5  Fish.  353 ;  8.  c.  1 
Holmes  177  ;  2  O.  G.  595 ;  La  Baw  v.  Hawkins,  6  O.  G.  724 ;  s.  c.  1  Ban  & 
Ard.  428. 

If  the  question  of  abandonment  or  surrender  is  not  raised  in  the  answer 
as  a  matter  of  defence,  it  is  not  in  issue  between  the  parties,  and  the  whole 
evidence  taken  on  the  point  is  irrelevant  and  can  not  be  looked  to  as  a 
matter  in  judgment.  The  defect  in  the  pleadings  puts  the  question  entirely 
beyond  the  reach  of  the  court.  Wyeth  v.  Stone,  1  Story  273 ;  s..c.  2  Robb 
23 ;  Williams  v.  B.  &  A.  R.  R.  Co.,  16  0.  G.  906 ;  8. 0. 17  Blatch.  21 ;  8.  c.  4 
Ban  &  Ard.  441. 

Evidence  that  the  invention  was  on  sale  and  in  public  use  for  more  than 
two  years  prior  to  the  application  for  a  patent  is  not  admissible,  unless  the 
defence  is  set  up  in  the  answer.  Agawam  Co.  o.  Jordan,  7  Wall.  583 ; 
25 
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Kelleher  v.  Darling,  14  O.  G.  673 ;  s.  c.  4  Cliff.  424;  s.  c.  3  Ban  &  Ard. 
438 ;  Bates  v.  Coe,  15  O.  G.  337 ;  8.  c.  98  U.  S.  31. 

An  objection  to  the  title  of  the  complainant  which  is  not  taken  in  the 
answer,  or  made  the  subject  of  examination  or  inquiry  before  the  exam- 
iner, will  not  be  entertained,  at  the  hearing.  Grover  &  Baker  S.  Co.  o. 
Sloat,  2  Fish.  112. 

Unreasonable  neglect  or  delay  in  filing  a  disclaimer  can  not  be  set  up 
as  a  defence,  unless  it  is  alleged  in  the  answer.  Burden  9.  Coming,  2  Fish. 
477. 

The  defence  that  the  patentee  did  not  mark  his  articles  as  patented  can 
not  be  taken  unless  it  is  set  up  in  the  answer.  Herring  v.  Gage,  15  Blatch. 
124 ;  8.  c.  3  Ban  &  Ard.  396 ;  Rubber  Co.  v.  Goodyear,  2  Fish.  499 ;  s.  c. 
9  Wall.  788 ;  s.  c.  2  Cliff.  351. 

The  defence  that  the  description  of  the  invention  is  not  set  forth  in  such 
full,  clear  and  exact  terms  as  to  enable  any  person  skilled  in  the  art  to 
which  it  appertains  to  practice  the  invention  or  to  make  the  thing  patented, 
is  not  available  unless  it  is  set  up  in  the  answer.  Jennings  o.  Fierce,  15 
Blatch.  42 ;  8.  o.  3  Ban  &  Ard.  361 ;  Bubber  Co.  v.  Goodyear,  2  Fish.  499 ; 
8.  C.  9  Wall.  788  ;  2  Cliff.  351. 

A  defence  which  is  not  set  up  in  the  answer  can  not  be  relied  on  at  the 
hearing.  Goodyear  v.  Providence  Bubber  Co.,  2  Fish.  499 ;  s.  c.  9  Wall. 
788 ;  2  Cliff.  351 ;  Wonson  v.  Peterson,  13  0.  G.  548 ;  s.  c.  3  Ban  &  Ard. 
249. 

Evidence  may  be  given  to  show  that  the  patent  is  void,  although  it  is 
not  specially  pleaded  unless  it  goes  so  far  as  to  attempt  to  make  out  a 
defence  which  the  statute  requires  to  be  specially  pleaded.  Eagleton 
Manuf.  Co.  v.  W.  B.  &  C.  Manuf.  Co.,  17  O.  G.  1504 ;  s.  c.  18  Blatch.  218  ; 
8.  c.  5  Ban  &  Ard.  475 ;  s.  c.  2  Fed.  Bep.  774. 

The  defence  that  the  patent  is  void  because  the  application  was 
amended  after  the  death  of  the  inventor,  so  as  to  emlnrace  an  invention 
not  shown  in  the  original  application,  may  be  taken,  although  it  is  not 
specially  pleaded.  Eagleton  Manuf.  Co.  v.  W.  B.  &  C.  Manuf.  Co.,  17 
O.  G.  1504 ;  s.  c.  18  Blatch.  218 ;  s.  c.  5  Ban  &  Ard.  475 ;  s.  c.  2  Fed. 
Bep.  774. 

If  the  defendant  denies  the  validity  of  the  patent,  he  can  not  set  up  a 
permissive  use  as  a  defence.  Shaw  r.  Colwell  Lead  Co.,  11  Fed.  Bep. 
711. 

An  answer  may  set  up  the  defence  that  the  patent  is  invalid  and  that 
the  defendant  has  a  license,  for  they  are  not  inconsistent.  National  Manuf. 
Co.  V.  Myers,  7  Fed.  Rep.  355. 

If  there  has  been  a  trial  at  law,  and  the  bill  charges  that  the  defendant 
will  in  fiiture  violate  the  right  secured  by  the  patent  unless  he  is  re- 
strained by  an  injunction,  the  defendant,  in  his  answer,  should  distinctly 
state  that  he  does  not  intend  in  future  to  do  the  specific  things  which  the 
court  has  determined  he  has  no  right  to  do.  Poppenhusen  v,  Gutta  Per- 
cha  Co.,  2  Fish.  74 ;  s.  c.  4  Blatch.  184. 
The  defendant  is  in  no  default  by  refVising  to  answer  any  part  of  the 
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bill  to  which  he  is  not  specially  interrogated,  but  if  the  answer  responds 
to  the  charges  in  the  bill,  it  will  not  be  held  impertinent.  Brooks  v. 
Bicknell,  3  McLean  250 ;  8.  o.  2  Bobb  118. 

Evasive  answers  to  specific  inqiuries,  if  not  positively  equivalent  to 
admissions,  afford  strong  presumptive  evidence  against  the  respondent. 
Agawam  Co.  o.  Jordan,  7  Wall.  583. 

An  allegation  tliat  a  reissue  was  obtained  under  false  representations 
should  be  made  in  distinct  language,  without  equivocation,  and,  if  relied 
on  at  all,  should  be  tiie  subject  of  very  distinct  proof.  Doughty  v.  West, 
2  Fish.  553. 

The  answer  to  the  charge  of  infHngement  should  be  distinct  and  un- 
evasive.    Jordan  v.  Wallace,  5  Fish.  185 :  s.  o.  8  Phila.  165. 

A  defence  of  abandonment  and  of  public  use  for  more  than  two  years 
before  the  application  for  the  patent  ought  not  to  be  blended  in  the  same 
allegation,  as  they  depend  in  many  respects  upon  different  principles. 
Sewall  V.  Jones,  6  Fish.  343 ;  8.  c.  3  0.  G.  630 ;  s.  c.  3  Cliff.  563 ;  s.  c. 
91  U.  S.  171 ;  8.  c.  9  O.  G.  47. 

If  the  defendant  claims  any  right  under  a  license,  he  must  show  that  he 
has  done  everything  on  his  part  which  in  equity  he  can  be  required  to  do, 
to  entitle  him  to  the  right  asserted.  An  alleged  violation  of  the  contract 
by  the  complainant  will  not  help  the  equity  of  the  defendant,  for  if  he 
justifies  under  the  license,  he  must  show  that  he  lias  done  all  that  is  neces- 
sary to  entitle  him  to  its  benefit.  Brooks  v.  Stolley,  3  McLean  523 ;  s.  c. 
2  Bobb  281. 

Where  a  clause  is  omitted  in  an  assignment  through  mistake  or  accident, 
the  matter  thus  entitling  the  party  to  an  amendment  of  his  contract  may 
be  set  up  by  way  of  equitable  defence  against  a  proceeding  involving  the 
rights  of  the  parties  under  the  instrument,  and  which  would  not  be  main- 
tainable if  the  clause  in  question  had  formed  a  part  of  the  contract. 
Woodworth  v.  Cook,  2  Blatch.  151. 

Although  the  strict  legal  title  may  be  in  the  complainant,  yet  if  the 
defendant  has  an  equitable  title  he  may  avail  himself  of  it,  for  a  party 
who  asks  for  equity  is  bound  to  do  equity.    Day  v.  Candee,  3  Fish.  9. 

The  complainant  is  entitled  to  an  answer  upon  oath  to  all  the  material 
allegations  of  the  bill,  although  he  has  not  annexed  any  special  interrog- 
atories to  the  bill.    Perry  o.  Coming,  6  Blatch.  134. 

If  the  answer  in  the  names  of  both  defendants  is  signed  and  sworn  to 
by  only  one,  it  will  be  taken  off  the  files,  but  with  leave  to  refile  it  after 
striking  out  the  name  of  the  other  party.  Bailey  Washing  Machine  Co. 
9.  Young,  12  Blatch.  199. 

A  motion  to  file  an  answer  after  default  is  generally  addressed  to  the 
discretion  of  the  court.  Under  some  circumstances  the  court,  for  the  pur- 
poses of  justice,  will  go  great  lengths  in  opening  a  default  and  allowing 
an  answer  to  be  filed.    Dean  v.  Mason,  20  How.  198. 

An  objection  that  the  answer  does  not  disclose  the  names  and  places  of 
residence  of  those  who  had  ^rior  knowledge  of  the  thing,  and  where  it  had 
been  used,  ought  in  general  to  be  taken  by  exception,  as  the  defect  is  the 
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proper  subject  of  amendment.    Graham  v.  Mason,  5  Fish,  1 ;  s.  c.  4 
Cliff.  48. 

The  issues  raised  in  chancery  suits  must  be  raised  by  the  allegations  in 
the  bill  and  answer,  and  whenever  either  the  bill  or  answer  is  defective, 
the  defect  must  be  cured  by  amendment,  and  can  not  be  cured  by  filing 
special  notices.  The  filing  of  a  notice  of  special  matter  is  wholly  irregu- 
lar.   Doughty  9.  West,  2  Fish.  553. 

A  paper  filed  without  leave  to  amend  can  not  be  regarded  as  an  amend- 
ment to  the  original  answer.  Dental  Vulcanite  Co.  v.  Wetherbee,  3  Fish. 
87 ;  8.  c.  2  Cliff.  556. 

An  amendment  of  an  answer  will  not  be  allowed  unless  thei^  is 
reasonable  ground  to  believe  that  evidence  can  be  produced  to  support  it. 
Hicks  V.  Otto,  17  Fed.  Bep,  539. 

The  respondent  may  be  allowed  to  file  a  supplemental  answer  denying 
the  validity  of  tiie  patent,  if  the  application  for  leave  so  to  do  is  made 
within  a  reasonable  time  after  he  discovers  the  fact.  Morehead  v.  Jones, 
3  Wall.  Jr.  306 ;  Snow  v.  Tapley,  13  O.  G.  548 ;  s.  c.  3  Ban  &  Ard.  228. 

If  the  respondent  sets  up  a  new  defence,  he  may  be  compelled  to  pay 
the  costs  that  have  accrued  on  the  abandoned  defence,  Morehead  v» 
Jones,  3  Wall,  Jr,  306. 

If  the  answer  admits  an  infringement,  the  respondent  will  not  be  per- 
mitted to  file  a  supplemental  answer  denying  the  infringement,  unless  he 
alleges  a  mistake  of  fact  or  of  law  in  the  answer.  Morehead  o.  Jones,  3 
Wall.  Jr.  306. 

An  amendment  of  an  answer  will  not  make  testimony  admissible  which 
was  taken  under  objection  before  the  answer  was  amended,  for  the  party 
had  a  right  to  rely  upon  his  objection,  and  elect  not  to  cross-examine  or 
offer  rebutting  proof.  Roberts  t;.  Buck,  6  Fish.  325  ;  s.  o.  1  Holmes  224; 
3  O.  G.  268. 

Where  the  complainant  will  not  be  taken  by  surprise,  an  amendment  of 
the  answer  may  be  allowed  upon  the  terms  that  defendant  is  not  to  recover 
costs  up  to  the  time  of  filing  it,  Roberts  v.  Buck,  6  Fish.  325 ;  s.  c.  1 
Holmes  224 ;  3  O.  G.  268. 

If  the  defendant  desires  to  amend  his  answer,  so  as  to  set  up  the  defence 
that  the  patented  invention  was  in  public  use  for  more  than  two  years 
before  the  granting  of  the  patent,  he  must  show  something  more  tlian 
that  he  was  guilty  of  laches  in  omitting  to  set  it  up  in  the  original  answer, 
Webster  Loom  Co.  v.  Higgins,  9  O.  G,  965  ;  a.  c.  13  Blatch.  349, 

If  there  is  a  general  averment  that  the  patentee  was  not  the  first  and 
original  inventor,  and  he  will  not  be  taken  by  surprise,  the  defendant  may 
be  allowed  to  amend  his  answer,  even  at  the  final  hearing,  so  as  to  set  up 
the  defence  with  more  particularity.  Brown  v.  Hall,  3  Fish.  531 ;  s,  c. 
6  Blatch.  401, 

If  the  answer  omitted  to  give  the  inroper  notice  of  a  prior  invention, 
the  court  may  allow  an  amendment  at  the  hearing  nunc  pro  tunc  as  of  the 
time  the  answer  was  filed.  Roberts  o.  Ryer,  6  Fish.  293 ;  s.  c.  91  U,  S, 
150 ;  11  Blatch.  11 ;  3  O.  G.  550  ;  10  O.  G.  204. 
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If  the  defendant  has  by  an  agreement  admitted  the  validity  of  the 
patent,  a  motion  for  leave  to  amend  the  answer  so  as  to  deny  the  novelty 
of  the  invention  may  be  refused.  Fentlarge  o,  Beeston,  15  Blatch.  347 ; 
s.  c.  4  Ban  &  Ard.  23. 

If  an  allegation  in  an  answer  is  one  of  construction  rather  than  of  fact, 
the  answer  may  be  amended  by  striking  out  the  allegation.  Prime  v* 
Brandon  Manuf.  Co.,  16  Blatch.  453  ;  s.  c.  4  Ban  &  Ard.  379. 

If  a  successor  to  a  corporation  is  duly  summoned  and  proceeds  to  a 
hearing  without  filing  an  answer,  it  can  not  file  an  answer  after  a  decree 
has  been  entered,  although  no  decree  pro  eonfesso  has  been  entered. 
Allen  V.  New  York,  18  Blatch.  239 ;  s.  c.  5  Ban  &  Ard.  461 ;  s.  c.  7  Fed. 
Rep.  483. 

When  the  defendant,  in  his  answer,  admitted  an  infringement,  he  will 
not,  after  a  decree,  reference  and  report  of  the  master,  be  allowed  to 
amend  his  answer,  so  as  to  deny  the  infringement,  where  the  admission 
arose  from  a  want  of  diligence  on  his  part,  or  a  want  of  intelligence  on 
the  part  of  his  counsel.  Bugles  v.  Eddy,  5  Fish.  581 ;  s«  c.  11  Blatch. 
524 ;  s.  c.  10  Blatch.  52 ;  s.  c.  1  Ban  &  Ard.  92. 

Good  cause  for  allowing  an  amendment  of  an  answer,  so  as  to  set  up  a 
new  defence,  is  not  shown  when  it  appears  that  the  matter  of  the  pro- 
posed amendment  could  with  reasonable  diligence  have  been  sooner  intro- 
duced into  the  answer.  India  Rubber  Co.  v.  Phelps,  4  Fish.  315 ;  s.  c.  8 
Blatch.  85 ;  Rumford  Chemical  Works  v.  Hecker,  10  O.  G.  289  ;  s.  c.  2 
Ban  &  Ard.  351 ;  Hitchcock  o.  Tremaine,  5  Fish.  537 ;  s.  o.  9  Blatch. 
550 ;  1  O.  G.  633 ;  Webster  Loom  Co.  v.  Higgins,  13  Blatch.  349 ;  s.  c.  9 
0.  G.  965 ;  Richardson  v.  Croft,  20  O.  G.  372 ;  s.  c.  11  Fed.  Rep.  800. 

If  the  new  defence  is  dependent  wholly  on  parol  evidence,  the  courts 
hesitate  in  allowing  any  practice  which  may  encourage  carelessness,  neg- 
ligence or  inattention  in  making  answers,  or  which  may  leave  room  for  the 
introduction  of  testimony  manu&ctured  for  the  occasion.  India  Rubber 
Co.  V.  Phelps,  4  Fish.  315 ;  s.  c.  8  Blatch.  85. 

An  answer  which  is  not  responsive  to  the  bill  is  not  evidence  in  favor 
of  the  defendant.    Sargent  v.  Lamed,  2  Curt.  340. 

If  the  bill  only  requires  an  answer  under  oath  to  certain  interrogatories, 
the  answer  is  not  evidence  of  the  facts  averred  therein.  Wren  v.  S.  &  O. 
Manuf.  Co.,  18  O.  G.  857 ;  B.  o.  5  Ban  &  Ard.  61. 

An  admission  made  in  the  answer  is  not  waived  by  the  complainant^s 
going  into  the  proofs  and  otherwise  treating  it  as  an  open  question.  It 
would  be  subversive  of  all  sound  practice,  and  tend  largely  to  defeat  the 
ends  of  justice,  if  the  courts  should  refuse  to  accept  a  fact  as  settled  which 
is  distinctly  alleged  in  the  bill  and  admitted  in  the  answer.  Jones  v. 
Morehead,  1  Wall.  155. 

The  proofs  and  the  allegations  must  correspond.  The  examination  of 
the  case  by  the  court  is  confined  to  the  issues  made  by  the  pleadings. 
Proofs  without  the  requisite  allegations  are  as  unavdiing  as  such  allega- 
tions would  be  without  the  requisite  proofs  to  support  them.  Objections 
which  are  not  taken  in  the  answer  can  not  be  entertained.    Rubber  Co.  r. 
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€k)odyear,  2  Fish.  499 ;  s.  c.  9  Wall.  788 ;  2  Cliff.  351 ;  Bkuxdj  v.  Griffith, 
3  Fish.  609 ;  Yale  Manuf.  Co.  v.  North,  3  Fish.  279 ;  s.  c.  5  Blatch.  455 ; 
Howes  V.  Nute,  4  Fish.  263 ;  8,  o»  4  Cliff.  173 ;  BusseU  Manuf.  Co.  v. 
Mallory,  5  Fish.  632;  s.  o.  10  Blatch.  140;  2  O.  G.  495. 

An  allegation  of  a  use  of  the  invention  with  the  consent  of  the  patentee, 
for  more  than  two  years  prior  to  the  application  fcNr  a  patent,  is  of  no  avail 
unless  sustuned  hy  proofs.  Seymour  v.  Osborne,  3  Fish.  555 ;  B.  c.  11 
Wall.  516. 

An  amendment  of  an  answer  will  not  be  allowed  after  an  interlocutory 
decree,  if  the  defendant  can  have  the  benefit  of  it  before  the  master. 
Evory  v.  Candee,  5  Ban  &  Ard.  67. 


Replication. 

If  the  complainant  elect  to  try  the  case  upon  bill  and  answer,  he  will 
not  be  allowed  to  file  a  replication  after  an  adverse  decision  and  proceed 
to  take  evidence  to  support  his  bill,  although  he  offers  to  pay  costs.  Bal- 
linger  v,  Mackey,  14  Blatch.  355. 

If  the  complainant  excuses  his  omission  to  file  a  replication  on  account 
of  a  pending  negotiation  for  a  compromise,  he  may  be  allowed  to  file  it 
nunc  pro  tunc.    Robinson  v.  Randolph,  4  Ban  So  Ard.  317. 

If  the  parties  proceed  to  take  evidence  on  the  merits,  the  defendant 
is  estopped  from  raising  any  objection  because  no  replication  has  been 
filed.  Fischer  v.  Wilson,  16  O.  G.  455  ;  s.  c.  16  Blatch.  220 ;  s.  c.  4  Ban 
&  Ard.  228. 

If  a  replication  contains  a  general  traverse  and  special  matter,  the  spe- 
cial matter  may  be  disregarded  and  the  replication  stand  as  a  general 
traverse.  Wren  v.  S.  &  O.  Manuf.  Co.,  18  O.  G.  857 ;  s.  c.  5  Ban  & 
Ard.  61. 

A  replication  can  not  make  a  new  and  different  case  from  that  stated 
in  the  declaration.    Burdell  v.  Denig,  15  Fed.  Bep.  397. 

Iftftiies  for  Jury. 

The  circuit  courts  have  jurisdiction  of  controversies  arising  under  the 
patent  laws,  by  direct  grant  from  Congress.  They  do  not  act  as  ancillary 
to  a  court  of  law,  and  do  not,  therefore,  require  tiie  patentee  to  establish 
his  legal  right  in  a  court  of  law,  and  by  the  verdict  of  a  jury.  Banders  r. 
Logan,  2  Fish.  167. 

There  is,  on  account  of  the  judge  being  the  same  for  the  equity  and  the 
law  hearings,  much  less  reason  than  in  England  for  sending  questions  to 
a  court  of  law  in  the  federal  tribunals.    Brooks  v.  Norcross,  2  Fish.  661. 

On€  of  the  most  arduous  and  daily  duties  of  a  court  of  chancery  is  to 
decide  questions  of  fact,  and  if  it  declines  to  do  so,  unless  in  ordinary  and 
adjudged  excepted  cases,  it  declines  to  do  what  neither  the  legislature  nor 
the  law  in  chancery  has  excused  it  from  the  responsibility  of  doing.  It 
has  no  more  power  to  decline  this  responsibility,  merely  because  a  party 
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requests  it,  or  from  timidity  as  to  consequences,  or  a  willingness  to  avoid 
labor,  than  to  decline  any  other  duty  imposed  on  it  by  law.  When  it  may 
use  a  Jury,  then  it  has  the  law  so  settled  previously  for  its  vmdication,  but 
if  it  does  so  in  other  cases,  however  desirable  to  a  party  or  the  court  itself, 
it  has  not  the  sanction  of  law,  and  does  not  only  do  wrong  to  that,  but  to 
the  other  parties  in  the  case  who  oppose  the  request.  Brooks  o.  Norcross, 
2  Fish.  661 ;  Wilson  v.  Bamum,  2  Fish.  635  ;  s.  c.  1  Wall.  Jr.  347 ;  8  How. 
258 ;  Blanchard  v.  Reeves,  1  Fish.  103. 

Federal  courts  of  equity  under  the  Constitution  and  the  laws  of  Con- 
gress, have  the  power  of  dedding  every  question  of  law  or  fact  which  may 
arise  in  equity  suits  over  which  they  have  complete  jurisdiction,  and 
consequently  it  is  not  indispensably  necessary  as  a  matter  of  law  in  any 
case  that  any  question  in  an  equity  court  should  be  sent  to  a  jury.  Good- 
year r.  Providence  Rubber  Co.,  2  Fish.  499 ;  s.  c.  9  Wall.  788 ;  2  Cliff. 
351 ;  Ayling  ».  Hull,  2  Cliff.  494 ;  Goodyear  v.  Hullihen,  3  Fish.  251 ;  s.  o. 
2  Hughes  492 ;  Shelly  v.  Brannan,  4  Fish.  198 ;  s.  c.  2  Biss.  315. 

It  is  not  a  matter  of  course  to  order  a  feigned  issue,  but  the  party  apply- 
ing must  lay  a  foundation  for  it.  A  feigned  issue  is  not  to  be  granted, 
unless  the  opinion  of  a  jury  is  found  to  be  needed.  Van  Hook  o.  Pendle- 
ton, 1  Blatch.  187 ;  Brooks  v.  Norcross,  2  Fish.  661. 

The  practice  of  sending  the  parties  to  law  to  have  tiie  validity  of  the 
patent  decided,  when  that  is  denied  in  the  answer,  is  founded  more  on  con- 
venience than  necessity.  It  always  rests  in  the  sound  discretion  of  the 
court.  A  trial  at  law  is  ordered  by  a  chancellor  to  inform  bis  conscience, 
not  because  either  party  may  demand  it  as  a  right,  or  that  a  court  of  equity 
ia  incompetent  to  judge  of  questions  of  fact  or  of  legal  titles.  The  courts 
do  not  always  consider  it  a  proper  exercise  of  their  discretion  to  order 
such  issues  to  be  tried  at  law  before  granting  a  final  injunction.  Grood- 
year  r.  Day,  2  Wall.  Jr.  283 ;  Goodyear  r.  Providence  Rubber  Co.,  2  Fish. 
499 ;  B.  c.  9  Wall.  788 ;  2  Cliff.  351 ;  Foote  v,  Silsby,  1  Blatch.  545 ;  Ayl- 
ing V.  Hull,  2  Cliff.  494 ;  Cochrane  r.  Deener,  11  0.  G.  637 ;  s.  o.  94  U.  S. 
780. 

The  general  rule  is,  that  an  interlocutory  order  for  issues  to  a  jury  in  an 
equity  suit  will  not  be  made  until  all  the  proofs  are  taken  and  publication 
has  passed.  The  reason  for  the  rule  is,  that  such  an  order  should  not  in 
general  be  granted  at  all  where  the  truth  of  the  facts  can  be  conveniently 
and  satisfactorily  ascertained  by  the  court  itself,  and  as  that  question  can 
not  usually  be  determined  in  advance  of  publication,  the  motion  should  be 
deferred  to  that  stage  of  the  controversy.  Goodyear  v.  Providence  Rub- 
ber Co,,  2  Fish.  499 ;  s.  c.  9  WaU.  788 ;  2  Cliff.  351. 

The  court  will  not  order  an  issue  to  try  the  validity  of  the  patent,  if  it 
feels  no  doubt  or  difficulty  which  would  be  removed  or  confirmed  by  a 
verdict.  Goodyear  v.  Day,  2  Wall.  Jr.  283 ;  Buchanan  o.  Howland,  2  Fish. 
341 ;  s.  c.  5  Blatch.  151 ;  Goodyear  o.  Providence  Rubber  Co.,  2  Fish. 
499 ;  B.  c.  9  Wall.  788 ;  2  Cliff.  351 ;  Ely  v.  Monson  Manuf.  Co.,  4  Fish.  64. 

Whether  the  reissued  patent  is  for  the  same  invention  as  the  original, 
involves  a  question  of  fact.    A  court  of  equity  has  the  power  to  pass  upon 
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this  or  any  otiier  facts  that  may  be  put  in  issue  by  a  bill  and  answer.  If 
the  fact  is  involved  in  considerable  doubt,  that  may  be  a  reason  why  it 
should  be  sent  to  a  jury.  Poppenhusen  v.  Falke,  2  Fish.  181 ;  s.  c.  4 
Blatch.  493. 

When  the  question  whether  a  reissued  patent  is  for  the  same  invention 
as  the  original,  is  intimately  connected  with  inferences  to  be  drawn  from 
the  changes  in  the  specification  and  claim  as  presented  in  the  reissue,  when 
compared  with  the  original,  and  the  significance  of  these  inferences  de- 
pends more  or  less  upon  the  construction  to  be  given  to  the  instrument, 
there  is  no  occasion  for  the  intervention  of  a  jury  for  the  purpose  of  deter- 
mining the  fact  of  the  identity  of  the  inventions  described  in  the  old  and 
new  patents.    Poppenhusen  v.  Falke,  2  Fish.  181 ;  s.  c.  4  Blatch.  493. 

If  the  validity  of  the  patent  or  the  fact  of  infringement  is  doubtful,  the 
court  may  at  the  final  hearing  order  the  cause  to  stand  over  a  reasonable 
time  for  the  trial  of  the  questions  at  law.  Muscan  Haii*  Co.  v.  Am.  Hair 
Manuf.  Co.,  4  Fish.  320 ;  s.  c.  4  Blatch.  174 ;  Crosby  o.  Lapouraille,  Taney 
374. 

The  court  will  not  direct  an  issue  to  try  the  validity  of  the  patent,  after 
the  case  has  been  set  down  for  final  hearing  on  the  exhibits  and  proofs, 
without  any  motion  or  order  of  the  court  for  such  an  issue.  Goodyear  v. 
Day,  2  Wall.  Jr.  283. 

A  motion  that  the  proceedings  be  stayed  until  there  is  a  trial  at  law,  or 
a  verdict  upon  issue  framed  under  the  order  of  the  court,  ought  not  in 
general  to  be  granted,  where  it  appears  that  a  trial  at  law  and  a  hearing 
in  eqwty  have  already  been  had,  and  that  both  have  resulted  in  &vor  of ' 
the  complainant.    Howl  v.  Williams,  2  Fish.  395 ;  s.  c.  2  CliflT.  245. 

If  a  court  of  equity  directs  an  action  at  law  to  be  brought  to  determine 
the  legal  right,  the  declaration  may  omit  a  claim  for  damages,  and  refer 
to  the  suit  in  equity  for  an  explanation  of  the  omission,  in  order  to  pre- 
vent a  judgment  from  operating  as  a  bar  to  an  account  in  that  suit.  Knox 
t?.  Great  Western  Q.  M.  Co.,  3  Saw.  422. 

The  verdict,  when  certified  from  the  court  to  which  the  issues  were 
sent,  is  never  to  be  regarded  as  conclusive,  but  only  as  advisory,  and 
may  be  set  aside  or  even  overruled.  Silsby  v.  Foote,  20  How.  378 ;  s.  c. 
2  Blatch.  260 ;  Brooks  v.  Bicknell,  4  McLean  70 ;  Sickels  v.  Youngs,  3 
Blatch.  293. 

The  preponderance  of  the  evidence  against  the  verdict  must  be  striking 
and  clear  to  authorize  a  court  to  order  a  new  trial  of  an  issue  sent  to  be 
tried  at  law.  The  conscience  of  the  chancellor,  it  is  said,  must  be  satisfied. 
The  word  conscience  here  means  nothing  more  than  a  sacred  and  legal 
conviction  in  the  mind  of  the  court  that  the  verdict  is  not  sustained  by  the 
evidence.    Brooks  v.  Bicknell,  4  McLean  70. 

Motion  for  Preliminary  Injunction. 

A  motion  for  an  injunction  which  is  in  accordance  with  a  special  prayer 
in  the  bill,  is  proper.  Orr  v.  Littlefield,  1  W.  &  M.  13 ;  s.  c.  2  Bobb  322 ; 
Goodyear  v.  Muller,  3  Fish.  420. 
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When  an  injunction  is  applied  for  on  the  ground  of  a  violation  of  a 
right  to  an  invention  secured  by  patent,  it  is  incumbent  on  the  party 
making  the  application  to  swear  at  the  time  of  making  it  as  to  his  belief 
that  he  is  the  original  inventor.  For  although  when  he  obtained  his 
patent  he  might  very  honestly  have  sworn  to  his  belief  of  such  being  the 
fact,  yet  circumstances  may  have  subsequently  intervened,  or  information 
have  been  communicated,  suflScient  to  convince  him  that  it  was  not  his 
own  original  invention,  and  that  he  was  under  a  mistake  when  he  made 
his  previous  declaration  to  that  eflfect.  Sullivan  v.  BedOeld,  1  Faine  441 ; 
8.  c.  1  Robb  477 ;  Rogers  r.  Abbott,  4  Wash.  C.  C.  574 ;  s.  c.  1  Bobb  465. 

If  the  bill  alleges  that  the  patentee  was  the  first  and  original  inventor 
of  the  thing  patented,  and  is  sworn  to,  a^eeparate  affidavit  to  that  fact  is 
not  necessary.  Young  v.  Lippman,  5  Fish.  230;  s.  o.  9  Blatch.  277;  2 
O.  G.  249. 

On  a  motion  for  a  provisional  injunction  the  patentee  must  rest  on  the 
case  stated  in  the  bill.  Cooper  v,  Mattfieys,  5  Fenn.  L.  J.  38 ;  s.  c.  8 
Law  Rep.  413. 

The  patentee  may  file  affidavits  stating  the  matters  set  forth  in  the  bill 
with  more  particularity,  and  referring  to  collateral  matters  which  explain 
or  tend  to  support  and  strengthen  it.  Cooper  v.  Mattheys,  5  Fenn.  L.  J. 
38 ;  B.  c.  8  Law  Rep.  413. 

Either  party  may  take  and  read  the  affidavits  of  other  persons.  Cooper 
V.  Mattheys,  5  Fenn.  L.  J.  38 ;  s.  c.  8  Law  Rep.  413 ;  Wickershaff  t;. 
Jones,  2  Whart.  Dig.  363. 

It  is  irregular  to  swear  a  person  in  a  suit  before  the  bill  is  filed,  and  if 
an  affidavit  is  so  entitled  it  will  be  excluded.  The  irregularity  consists  in 
having  the  affidavit  sworn  to  under  the  title  of  a  suit  in  which  no  bill  has 
been  filed.  If  the  title  is  omitted  there  will  be  no  irregularity.  The  pur« 
pose  for  which  it  is  intended  should  be  stated. in  the  affidavit.  Baldwin  v. 
Bernard,  5  Fish.  442 ;  s.  c.  9  Blatch.  509  n. ;  2  O.  G.  320 ;  Sterrick  v. 
Fugsley,  1  Flippin  350. 

The  proper  venue  of  an  affidavit  taken  before  a  United  States  commis- 
sioner, is  ''United  States  of  America,  District  of ,"  nammg  the 

district  and  State  for  which  the  commissioner  was  appointed.  It  is  irreg- 
ular to  give  the  State  and  county.    Sterrick  o.  Fugsley,  1  Flippin  350. 

The  affidavits  in  support  of  a  motion  for  a  preliminary  injunction  must 
allege  the  fiEU^ts  that  constitute  an  infringement,  and  not  merely  charge  an 
infringement.  Kirby  Bung  Manuf.  Co.  ©.  White,  17  O.  G.  974 ;  s.  C.  1 
McCrary  155  ;  s.  C  5  Ban  &  Ard.  263 ;  s.  C.  1  Fed.  Rep.  604. 

A  hearing  of  both  parties  is  contemplated  on  an  application  for  an 
injunction.  The  defendant  may,  therefore,  file  an  answer  before  the  time 
for  answering  expires,  and  it  will  have  the  same  effect  as  any  other 
answer.    Brooks  v.  Bicknell,  3  McLean  250 ;  s.  c.  2  Robb  118. 

If  no  answer  is  filed  it  will  be  assumed  that  the  &cts  stated  in  the  bill 
and  not  contradicted,  are  true.  Cooper  v.  Mattheys,  5  Fenn.  L.  J.  38 ; 
8.  c.  8  Law  Rep.  413. 

The  answer  of  the  defendant  is  considered  as  an  affidavit  on  a  motion 
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for  a  preliminary  iDjaDction.  Cooper  o.  Mattheys,  5  Penn.  L.  J.  38  ;  s.  c. 
8  Law  Rep.  413 ;  Parker  v.  Brant,  1  Fish.  58. 

If  the  answer  denies  an  allegation  in  the  biU,  the  denial  will  be  taken 
to  be  true  on  a  motion  for  a  provisional  injunction,  Boyd  v.  Brown,  3 
McLean  295 ;  s.  c.  2  Bobb  203. 

A  mere  denial  in  the  answer  of  all  equity  in  the  bill  will  not  prevent 
the  granting  of  an  injunction.  In  the  case  of  special  injunctions,  where 
affidavits  and  counter  affidavits  are  produced,  it  is  in  the  discretion  of  the 
court  whether  to  issue  the  injunction  or  refuse  it.  Orr  v,  Littlefield,  2  W. 
&  M.  13  ;  B.  c.  2  Bobb  323 ;  Parker  o.  Brant,  1  Fish.  58. 

A  general  allegation  on  information  and  belief  in  an  affidavit  by  the 
defendant  amounts  to  nothing.  If  he  has  any  information  sufficient  to 
warrant  a  belief  in  the  truth  of  what  is  stated,  he  is  bound  to  disclose  it 
for  the  judgment  of  the  court,  if  it  is  to  be  of  any  avail  to  him.  He  can 
not  swear  to  the  conclusion  and  withhold  the  particulars  of  the  in- 
formation. Young  V.  Lippman,  5  Fish.  230 ;  s.  c.  9  Blatch.  277 ;  2.  O. 
G.  249. 

If  the  complainant  alleges  that  the  defendant  uses  a  certain  machine, 
and  the  defendant  does  not  deny  it,  this  is  an  admission  that  he  uses  such 
a  machme.    Ely  v.  Monson  Manuf.  Co.,  4  Fish.  64. 

Where  there  is  a  charge  of  infringement,  it  is  in  the  power  of  the  party 
charged  to  bring  into  court  the  article  that  he  uses,  so  that  the  court  can 
see  what  he  does  use.  It  is  his  duty  to  tell  the  court  what  he  uses,  and  to 
describe  it.  It  is  not  sufficient  to  aver  vaguely  and  generally  that  the  article 
is  not  an  infringement,  for  that  Is  a  question  for  the  court  to  decide  on  the 
facts.    Ely  «.  Monson  Manuf.  Co.,  4  Fish.  64. 

An  affidavit  by  the  solicitor  for  the  defendant  that  he  is  adraed  and 
believes  that  the  defendant's  machine  does  not  infinnge  the  patent,  will 
be  disregarded  if  it  gives  no  reason  why  the  defendant  does  not  himself 
swear  to  the  dissimilarity  of  his  machine,  or  why  some  competent  ma- 
chinist does  not  do  so,  and  does  not  point  out  any  d^similarities.  Mors  v. 
Conover,  11  O.  G.  1111 ;  s.  c.  3  Fish.  386 ;  s.  c.  11  Blatch.  197. 

No  affidavit  of  the  defendant,  unsupported  by  other  testimony,  can  be 
considered  as  evidence  to  overthrow  any  averment  in  the  bill.  Cooper  v. 
Mattheys,  5  Penn.  L.  J.  38 ;  s.  c.  8  Law  Bep.  413. 

On  a  motion  for  an  interlocutory  injunction,  the  grant  of  a  patent  to  the 
defendant  has  no  other  effect  than  as  it  indicates  the  opinion  which  highly 
respectable  and  skilfhl  officers  have  formed  on  an  ex  parte  examination  of 
the  case,  and  is  not  conclusive.  Wilson  v.  Bamum,  2  Fish.  635 ;  s.  c.  1 
Wall.  Jr.  347 ;  8  How.  258 ;  8.  o.  2  Bobb  749 ;  Jones  v.  Merrill,  8  O.  G. 
401 ;  Goodyear  Dental  Co.  v.  Evans,  3  Fish.  390 ;  s.  c.  6  Blatch.  121 ; 
Morse  Co.  o.  Estabrook  Co.,  3  Fish.  515 ;  Sargent  Manuf.  Co.  v.  Woodruft*, 
5  Biss.  444 ;  American  Pavement  Co.  v.  Elizabeth,  4  Fish.  189 ;  Burleigh 
B.  D.  Co.  V.  Lobdell,  1  Holmes  450 ;  s.  c.  7  O.  G.  836 ;  s.  c.  1  Ban  & 
Ard.  626 ;  contra^  Goodyear  v.  Dunbar,  1  Fish.  472 ;  s.  c.  3  Wall.  Jr.  310. 

Affidavits  to  be  used  in  support  of,  or  in  opposition  to,  special  motions, 
ought  always  to  be  served  on  the  opposite  counsel  a  reasonable  time  be- 


§4921]       MOTION  FOB   PEELIMIKART  INJUNCTION.  395 

fore  the  motion  is  brought  on.  Where  this  1b  not  done  the  court  may 
reject  the  affidavits,  or,  in  its  discretion,  allow  the  same  to  be  read,  giving 
the  opposite  party  the  option  to  proceed  with  the  hearing,  or  to  take  time 
for  the  perusal  and  examination  of  the  affidavits,  and  production  of  affi- 
davits in  reply.    Sterrick  v,  Pugsley,  1  Flippin  350. 

It  is  not  necessary  for  the  defendant  to  give  to  the  complainant  previous 
notice  of  his  defence.  He  is  entitled  to  make  it  by  answer  and  deposi- 
tions when  the  motion  for  an  injunction  is  brought  on  for  a  hearing.  Day 
V.  Car  Spring  Co.,  3  Blatch.  154. 

If  the  complainant  desires  to  file  counter  affidavits,  the  hearing  may  be 
postponed.    Day  v.  Car  Spring  Co.,  3  Blatch.  154. 

The  patentee  may  file  additional  affidavits  contradicting  any  statements 
made  by  the  defendant  in  his  affidavit.  Cooper  v.  Mattheys,  5  Penn.  L.  J. 
38 ;  s.  c.  8  Law  Rep.  413 ;  Goodyear  v.  Muller,  3  Fish.  420 ;  Union  Paper 
Bag  Co.  0.  Binney,  5  Fish.  166;  Day  v.  Car  Spring  Co.,  3  Blatch.  154; 
vide  lilingworth  v,  Spaulding,  9  Fed«^  Bep.  154. 

Affidavits  which  do  not  refer  to  title  may  be  offered  in  support  of  the 
bill  and  in  contradiction  of  the  answer.  Brooks  v.  Bicknell,  3  McLean 
250;  B.  c.  2  Bobb  118. 

The  complainant  can  not  file  additional  affidavits  which  are  not  in  reply 
to  the  defendant's  case.    Union  Paper  Bag  Co.  v.  Binney,  5  Fish.  166. 

If  the  proof  of  the  infringement  is  not  satisfactory,  the  court  may  sus- 
pend the  motion  to  allow  the  evidence  to  be  supplied.  Hodge  v.  Railroad 
Co.,  3  Fish.  410  ;  s.  c.  6  Blatch.  85. 

If  the  patentee  does  not  by  counter  affidavits  deny  the  statements  of 
the  defendant,  such  facts  are  assumed  to  be  true.  Cooper  v.  Mattheys,  5 
Penn.  L.  J.  38  ;  8.  c.  8  Law  Rep.  413. 

The  defendant  can  not  by  further  proof  on  his  part  reply  to  rebutting 
evidence.  This  is  alike  the  role  at  law  and  in  equity.  No  court  permits  a 
defendant  to  make  a  new  defence  to  proofs  or  axguments  made  in  reply  to 
his  own.  He  has  one  hearing  or  chance  alone,  and  must  abide  the  advan- 
tage placed  in  the  hands  of  the  complainant.  Day  v.  Car  Spring  Co.,  3 
Blatch.  154. 

When  evidence  is  not  accessible  at  the  time  when  the  complainant's 
case  is  made  up,  the  order  of  proof  may  be  varied  on  suitable  terms,  giv- 
ing the  defendant  an  opportunity  to  answer  the  new  matter.  Union  Paper 
Bag  Co.  V.  Binney,  5  Fish.  166. 

If  the  bill  or  affidavits  state  any  fact  not  denied  in  the  affidavits  filed  by 
the  defendant,  such  fact  is  assumed  to  be  true.  Cooper  v,  Mattheys,  5 
Penn.  L.  J.  38 ;  8.  c.  8  Law  Rep.  413 ;  Wells  v.  Gill,  6  Fish.  89 ;  8.  o.  2 
O.  G.  590. 

Upon  a  motion  for  a  preliminary  injunction,  the  court  will  decline  to 
decide  the  question  of  infringement,  upon  a  mere  inspection  of  the  ma- 
chines without  other  evidence,  if  they  are  complicated  in  their  structure. 
Howe  V.  Morton,  1  Fish.  586 ;  Cooper  o.  Mattheys,  5  Penn.  L.  J.  38 ; 
s.  c.  8  Law  Rep.  413 ;  U.  S.  Annunciator  Co.  v.  Sanderson,  3  Blatch,  184. 
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Upon  a  motion  for  a  preliminary  injunction,  a  new  patent  granted  upon 
a  surrender  of  the  old  one  must  be  taken  prima  facie  to  be  for  the  same 
invention  as  the  old  patent.  Woodworth  v.  Stone,  3  Story  749 ;  s.  c.  2 
Bobb  296. 

A  voluntary  appearance  and  the  flling  of  an  answer  is  a  waiver  of  any 
informality  in  the  service  of  the  notice  of  a  motion  for  a  provisional  in- 
junction.   Brammer  v.  Jones,  3  Fish.  340 ;  s.  c.  2  Bond  100. 

If  a  demurrer  is  filed,  it  should  be  first  heard  and  disposed  of  before  the 
merits  of  the  application  for  an  injunction  are  considered.  Woodworth 
V.  Edwards,  3  W.  &  M.  120 ;  8.  c.  2  Bobb  610. 

The  motion  for  a  provisional  injunction  is  heard  in  a  summary  way  upon 
ex  parte  aflSdavits.  A  summary  hearing  is  had  upon  a  necessity  more  or 
less  urgent  for  the  immediate  interposition  of  the  court,  and  it  is  presumed 
that  there  is  not  time  for  that  full  and  thorough  investigation  which  is  to 
be  made  upon  the  final  hearing,  where  the  witnesses  can  be  subjected  to 
cross-examination,  and  the  process  of  the  court  may  be  used  to  compel 
the  attendance  of  the  witnesses  and  the  production  of  evidence.  Grover 
&  Baker  S.  Co.  r.  Williams,  2  Fish.  133  ;  Day  v.  Boston  Belting  Co.,  16 
Law  Rep.  330. 

Prior  Salt. 

An  injunction  when  asked  before  the  trial  and  resisted  is  never  to  issue 
as  a  matter  of  course  till  the  trial.  There  must  in  such  case,  in  order  to 
obtain  it  in  advance,  be  proof  not  only  of  a  patent,  but  also  of  some 
length  of  use  under  it,  or  some  considerable  sales  of  it,  or  some  recovery 
establishing  the  validity  of  the  patent,  so  as  to  impart  to  it  weight  or 
strength  as  valid  beyond  the  mere  issue  of  it.  Hovey  v.  Stevens,  1  W. 
&  M.  290 ;  8.  c.  2  Robb  479 ;  Isaacs  v.  Cooper,  4  Wash.  C.  C.  259  ;  Blake 
V.  Boiselier,  16  O.  G.  854;  s.  c.  5  Ban  &  Ard.  352;  McGuire  o.  Fames, 
15  Blatch.  312 ;  8.  c.  3  Ban  &  Ard.  499  ;  Onderdonk  v.  Fanning,  5  Ban 
&  Ard.  562. 

The  provisional  injunction  may  be  refused  if  the  complainant  does  not 
aver  any  prior  adjudication  in  his  bill  to  support  the  application.  Parker 
V.  Brant,  1  Fish.  58. 

If  the  bill  omits  to  aver  a  prior  adjudication  it  may  be  amended  and  the 
injunction  then  issued.    Parker  v.  Brant,  1  Fish.  58. 

There  is  no  necessity  that  the  validity  of  a  patent  should  be  established 
by  a  trial  at  law,  when  there  is  no  sufficient  denial  of  the  invention  in  the 
answer.    Sickels  o.  Mitchell,  3  Blatch.  548. 

If  the  validity  of  the  patent  has  not  been  established  on  a  trial  either 
at  law  or  in  eqidty,  and  the  exclusive  right  which  the  patent  purports  to 
grant  has  not  been  acquiesced  in  by  the  public,  the  right  of  the  patentee 
must  be  clear  and  free  from  doubt,  and  the  infringement  must  be  equally 
clear.    North  v.  Kershaw,  4  Blatch.  70. 

'  A  previous  use  is  not  an  absolute  and  indispensable  element  of  granting 
a  preliminary  injunction.  If  the  validity  of  the  patent  has  been  estab- 
lished by  a  judgment,  a  preliminary  injunction  may  be  allowed  without 
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evidence  of  an  extensive  previous  use.  American  M.  F.  Co.  o.  Christian, 
4  Dillon  448 ;  s.  c.  3  Ban  &  Ard.  42. 

If  the  validity  of  the  patent  is  not  assailed  and  the  proof  of  infringe- 
ment is  clear,  a  preliminary  injunction  may  be  granted,  although  there  is 
no  prior  adjudication  or  exclusive  enjoyment  of  the  invention,  N.  Y,  G. 
Sugar  Co.  v.  Am.  G.  Sugar  Co.,  10  Fed.  Bep.  836. 

If  the  results  of  the  previous  trials  have  been  conflicting,  and  there  is 
a  strong  denial  of  the  originality  of  the  invention  in  the  affidavits,  the 
provisional  injunction  will  be  refused.  Allen  v,  Sprague,  1  Blatch.  567 ; 
Batten  «.  Silliman,  3  Wall.  Jr.  124 ;  Grover  &  Baker  S.  Co.  o.  Williams, 
2  Fish.  133. 

The  force  of  a  recovery  goes  upon  the  ground  that  the  patentee  does 
not  sleep  over  his  claim  or  interests  so  as  to  mislead  others,  and  that 
whenever  the  validity  of  his  claim  has  been  tried  he  has  sustained  it  as  if 
good*.    Orr  v.  Littlefield,  1  W.  &  M.  13 ;  s.  c.  2  Hobb  323. 

Formerly  it  was  generally  the  practice  of  the  courts,  in  adjudicating 
upon  patents,  when  there  was  a  seriously  disputed  question  of  fact,  to 
send  the  matter  to  a  jury ;  but  lately  the  tendency  of  the  courts  has  been 
to  consider  the  cases  themselves  upon  full  proof,  instead  of  sending  them 
to  a  jury.  The  decision  of  a  competent  court,  accustomed  to  the  investi- 
gation of  facts  in  relation  to  matters  of  art  and  science,  is  more  satis- 
factory than  the  verdict  of  a  jury.  There  is  usually  a  great  mass  of 
evidence.  Many  of  the  jurors  are  not  accustomed  to  such  investigations, 
their  minds  become  fatigued,  their  recollection  of  the  testimony  imperfect, 
and  few,  if  any,  take  minutes  of  the  evidence.  Hence  the  mere  fieict  that 
a  jury  has  not  passed  upon  the  case  will  not  have  much  weight,  if  in  other 
respects  the  injunction  ought  to  issue.  Potter  v.  Fuller,  2  Fish.  251 ; 
Potter  V.  MuUer,  2  Fish.  465. 

If  the  prior  adjudications  were  rendered  upon  a  different  construction 
of  the  patent  from  that  claimed  in  the  pending  suit,  they  will  not  authorize 
an  injunction.    Mowry  v.  Railroad  Co.,  5  Fish.  587  ;  s.  o.  10  Blatch.  89. 

Where  a  trial  at  law  has  been  had,  resulting  in  a  verdict  in  favor  of  the 
patentee,  and  the  right  to  the  improvement  patented  has  been  fully  estab- 
lished to  the  satisfaction  of  the  court,  and  the  infringement  of  right  made 
clear,  such  a  trial  resulting  in  such  a  verdict  is  sufficient,  without  any 
other  proof,  to  authorize  the  court  to  grant  an  injunction  to  prevent  any 
future  violation  of  right.  Such  a  trial,  with  such  a  result,  affords  sufficient 
proof  that  in  future  there  will  be  an  infringement,  unless  sucli  infringe- 
ment is  restrained  by  injunction.  It  is  under  such  circumstances  almost 
a  matter  of  course  that  the  injunction  should  be  allowed.  Sickles  v. 
Tileston,  4  Blatch.  109 ;  Parker  v.  Brant,  1  Fish.  58 ;  Orr  v.  Badger,  7 
Law  Bep.  465;  Poppenhusen  r.  Gutta  Percha  Co.,  2  Fish.  74;  s.  c.  4 
Blatch.  184 ;  Potter  o.  Muller,  2  Fish.  465 ;  Potter  v.  Stevens,  2  Fish. 
163 ;  Potter  v.  Fuller,  2  Fish.  251 ;  Orr  v.  Littlefield,  1  W.  &  M.  13 ;  s.  o. 
2  Bobb  323 ;  Potter  v.  Whitney,  3  Fish.  77 ;  s.  c.  1  Lowell  87 ;  Putnam 
9.  Weatherbee,  1  Holmes  497 ;  s.  c.  8  O.  G.  320 ;  s.  c.  2  Ban  &  Ard.  78 ; 
Goodyear  v.  Hullihen,  3  Fish.  251 ;  s.  o.  1  Hughes  492 ;  Jones  v.  Merrill, 
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8  O.  G.  401 ;  Thompson  v.  Mendelsohn,  5  Fish.  187 ;  8.  c.  8  Phila.  166 ; 
Bohertson  v.  Hill,  6  Fish.  465 ;  s.  o.  4  0,  G.  132 ;  American  Shoe  Co.  9. 
National  Shoe  Co.,  11  O.  Q.  740 ;  a.  c.  2  Ban  &  Ard.  551 ;  U.  S.  &  F. 
Felting  Co.  o.  Asbestos  Felting  Co.,  10  O.  G.  828. 

A  judgment  given  on  yerdlct  and  default  under  an  agreement,  if  not 
collusive,  is  as  strong,  if  not  stronger  evidence  of  the  patentee's  rights 
than  it  would  have  been  if  the  claim  were  so  doubtful  as  to  be  sent  to 
a  Jury  for  decision,  rather  than  so  little  doubtful  as  to  be  admitted  or 
agreed  to  after  being  legally  examined.  Orr  «.  Littlefleld,  1  W.  &  M. 
IS ;  s.  o.  2  Bobb  323 ;  Grover  &  Baker  6.  Co.  v.  Williams,  2  Fish.  133 ; 
Potter  V.  Fuller,  2  Fish.  251 ;  McWilliams  Manuf.  Co.  «.  Blundell,  22 
O.  G.  177 ;  8.  c.  11  Fed.  Bep.  419. 

An  interlocutory  injunction  will  not  be  granted  if  the  verdicts  estab- 
lishing the  complainant's  title  have  been  obtained  on  inconsistent  and 
contradictory  claims,  so  that  the  court  can  not  say  with  certainty  what  is 
or  what  is  not  an  infringement  of  the  patent.  Farlser  v.  Sears,  1  Fish.  93. 

The  fact  that  a  bill  of  exceptions  has  been  taken  upoh  points  which 
involve  the  validity  of  the  patent  does  not  present  an  insuperable  object 
tion  to  the  granting  of  a  provisional  injunction.  The  court  is  bound  to 
exercise  its  own  judgment  upon  the  questions  involved  in  the  bill  of 
exceptions,  with  a  view  to  see  whether  the  litigation  that  remains  pre- 
sents such  serious  doubts  concerning  the  title  as  ought  to  influence  its 
judgment  in  granting  or  withholding  the  injunction.  Furbush  v.  Bradford, 
1  Fish.  317 ;  s.  c.  21  Law  Bep.  471 ;  Wells  o.  Gill,  6  Fish.  89 ;  s.  c.  2 
O.  G.  590 ;  Morris  v.  Lowell  Manuf.  Co.,  3  Fish.  67 ;  Hartshorn  v.  Day, 
3  Fish.  32 ;  s.  o.  19  How.  211. 

If  the  prior  judgment  was  between  the  same  parties,  the  allowance  of 
an  injunction  is  almost  a  matter  of  course.  Foppenhusen  o.  N.  Y.  Gutta 
Fercha  Co.,  2  Fish.  74 ;  s.  c.  4  Blatch.  184. 

The  injunction  will  be  allowed  if  tbe  defendant  was  interested  in  the 
defence  of  the  prior  suit  and  had  a  full  opportunity  to  contest  the  validity 
of  the  patent.  Bohertson  o.  HUl,  6  Fish.  468 ;  s.  c.  4  O.  G.  132 ;  Wells 
V.  Gill,  6  Fish.  89 ;  B.  c.  2  O.  G.  590 ;  TJ.  S.  &  F.  Felting  Co.  v.  Asbestos 
Felting  Co.,  10  O.  G.  828 ;  Bobinson  «.  Bandolpb,  4  Ban  &  Ard.  163. 

If  the  defendant  contributed  toward  the  expenses  of  defending  the  prior 
suit,  the  injunction  will  be  allowed,  although  he  alleges  that  he  can  pro- 
duce additional  witnesses  to  testify  to  a  fact  which  was  in  controversy  in 
such  prior  suit.  Bbrdsell  v,  Manuf.  Co.,  6  O.  G.  604 ;  s.  c.  1  Ban  &  Ard. 
426. 

A  prior  adjudication  in  a  suit  against  other  parties  is  not  conclusive,  but 
the  considerations  wtdch  would  justify  the  court  on  a  motion  for  a  pro- 
visional injunction  in  renewing  the  discussion  of  a  patentee's  title  after 
solemn  hearing  and  judgment  at  law,  must  be  such  as  if  presented  to  his 
view  after  a  trial  at  law  would  induce  him  to  set  aside  a  verdict.  Parker  o. 
Brant,  1  Fish.  58 ;  Thayer  v,  Wales,  5  Fish.  130 ;  s.  c.  9  Blatch.  170 ; 
American  Pavement  Co.  v.  Elizabeth,  4  Fish.  189  ;  Wells  o.  Gill,  6  Fish. 
89 ;  B.  c.  2  O.  G.  590 ;  Tilghman  v.  Mitchell,  4  Fish.  615 ;  s.  c.  9  Blatch. 
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18 ;  American  M.  P.  Co.  v.  Atlantic  M.  Co.,  4  Dillon  100 ;  s.  o.  3  Ban  & 
Ard.  168 ;  Bailey  W.  M.  Co.  t.  Adams,  3  Ban  &  Ard.  96 ;  s.  c.  23  I.  B.  B. 
344. 

If  the  patent  has  been  adjudged  to  be  valid  in  the  same  court  after  a 
prolonged  contest,  a  preliminary  injunction  will  be  granted,  although  no 
preliminary  injunction  has  been  awarded  in  another  court  in  a  prior  case. 
Atlantic  Giant  Powder  Co.  v.  Goodyear,  13  0.  G.  45 ;  s.  c.  3  Ban  &  Ard. 
161. 

If  the  decree  in  the  prior  suit  was  entered  by  collusion,  it  is  not  sufficient 
to  entitle  the  patentee  to  a  preliminary  injunction.  Kirby  Bung  Manuf. 
Co.  9.  White,  17  O.  G.  974 ;  s.  c.  l^McCrary  155  ;  s.  o.  5  Ban  &  Ard.  263 ; 
8.  c.  1  Fed.  Bep.  604 ;  Hayes  9.  Leton,  5  Fed.  Bep.  521. 

If  the  evidence  is  different,  the  court  will  not  be  bound  by  a  decision  in 
another  circuit.  Edgarton  v.  F.  &  B.  Manuf.  Co.,  21  O.  G.  251 ;  s.  c.  10 
Blss.  402 ;  8.  o.  9  Fed*  Bep.  450. 

Although  a  patent  has  been  sustained  by  a  prior  adjudication,  yet  a 
preliminary  injunction  will  not  be  granted  if  the  point  in  dispute  was  not 
settled  by  the  prior  abjudication.  Steam  G.  &  L.  Co.  p.  Miller,  11  Fed. 
Bep.  718. 

A  decision  declaring  a  patent  invalid  will  not  be  followed  on  a  motion 
for  a  preliminary  injunction  if  the  evidence  shows  that  the  decision  was 
erroneous.  U.  S.  Stamping  Co.  v.  King,  17  0.  G.  1399 ;  s.  c.  17  Blatch. 
55  ;  8.  c.  4  Ban  &  Ard.  469  ;  s.  c.  7  Fed.  Bep.  860, 

If  a  decree  was  first  against  the  patent,  a  subsequent  decree  in  favor  of 
the  patent  entered  upon  the  agreement  of  the  parties  will  not  have  much 
weight  on  a  motion  for  a  preliminary  injunction.  Spring  o.  Domestic  S. 
M.  Co.,  16  O.  G.  721 ;  8.  c.  4  Ban  &  Ard.  427. 

If  the  trial  at  law  has  not  been  satisfactory,  an  injunction  will  be  denied. 
Day  V.  Hartshorn,  3  Fish.  32. 

A  decision  upon  a  motion  for  a  preliminary  injunction  is  not  such  an 
adjudication  as  is  required  as  a  foundation  for  a  preliminary  injunction  in 
another  circuit.    Warner  o.  Bassett,  19  Blatch.  145 ;  s.  c.  7  Fed.  Bep.  468. 

On  a  motion  for  a  preliminary  injunction  a  decision  of  the  commissioner 
upon  an  interference  between  the  same  parties  is  sufficient  to  cast  the 
burden  of  proof  upon  the  respondent.  Pentlarge  v.  Beeston,  14  Blatch. 
352 ;  8.  c.  3  Ban  &  Ard.  142. 

If  the  decision  in  the  patent  office  on  an  interference  was  in  favor  of 
the  patentee,  then  he  is  entitled  to  a  preliminary  injunction  against  the 
adverse  party.  Smith  o.  Halkard,  16  Fed.  Bep.  414 ;  s.  c.  23  O.  G.  1833 ; 
HoUiday  v.  Pickhardt,  22  O^.  420  ;  s.  c.  12  Fed.  Bep.  147. 

If  priority  has  been  awarded  to  the  complainant,  on  an  interference 
declared  between  him  and  the  defendant,  a  preliminary  injunction  will  be 
granted,  although  the  patent  is  recent,  unless  the  defendant  can  show  that 
he  is  acting  in  good  fiilth  in  contending  that  neither  party  was  the  first  in- 
ventor. Greenwood  v.  Braher,  17  O.  G.  115 ;  s.  c.  5  Ban  &  Ard.  302 ; 
8.  c.  1  Fed.  Bep.  856. 

If  the  commissioner  on  an  interference  decided  that  the  respondent's 
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machine  was  not  an  infringement  of  the  complainant's  patent,  a  prelimi- 
nary injunction  will  be  refused.  Yuengling  v.  Johnson,  1  Hughes  607 ; 
B.  c.  3  Ban  &  Ard.  99. 

A  party  who  voluntarily  assumes  the  position  of  infringing  an  existing 
patent  after  a  decision  of  the  court  in  another  case  sustaining  its  validity, 
can  not  allege  that  any  particular  hardship  attends  his  case,  when  ihe 
court  decides  that  the  apparent  title  of  the  patentee  is  such  that  he  must 
refrain  from  further  infringing  until  he  has  proved  the  invalidity  of  the 
patent  on  a  trial  at  law.    Sargent  v.  Seagrave,  2  Curt.  553. 

A  decision  on  a  motion  for  an  attachment  is  not  sufficient  to  warrant  a 
preliminary  injunction  where  the  infringement  is  positively  denied,  with- 
out reference  to  the  facts  proven  in  the  case.  Sargent  Manuf.  Co.  r. 
Woodruft;  5  Biss.  444. 

The  decree  of  a  court  of  chancery  is  more  persuasive  evidence  than  the 
verdict  of  a  jury.  Goodyear  v.  MuUer,  3  Fish.  420 ;  American  M.  &  P. 
Co.  V.  Christian,  4  Dillon  448  ;  s.  o.  3  Ban  &  Ard.  42  ;  Colgate  G.  &  S. 
Tel.  Co.,  16  0.  G.  583  ;  s.  c.  16  Blatch.  503  ;  b.  C.  4  Ban  &  Ard.  415 ; 
United  Nickel  Co.  v.  Manhattan  Brass  Co.,  16  Blatch.  68 ;  B.  c.  4  Ban  & 
Ard.  173 ;  Clarke  v.  Johnson,  16  Blatch.  495 ;  17  O.  G.  1401 ;  b.  o.  4  Ban 
&  Ard.  403  ;  Steam  G.  &  L.  Co.  v.  Miller,  20  O.  G.  889  ;  b.  c.  8  Fed.  Bep. 
314 ;  Blaisdell  o.  Puffer,  4  Ban  &  Ard.  500 ;  Odorless  Excav.  Co.  v. 
Lauman,  12  Fed.  Rep.  788 ;  Blaisdell  v.  Dows,  4  Ban  &  Ard.  499 ; 
Cobum  V.  Clark,  24  O.  G.  899. 

When  a  prior  decree  is  relied  on  as  the  ground  for  a  preliminary  injunc- 
tion, there  should  be  a  careful  investigation  of  the  precise  points  decided 
and  of  the  alleged  infringement.    Cobum  v,  Clark,  24  O.  G.  899. 

If  there  has  been  no  action  at  law  nor  length  of  possession,  the  injunc- 
tion will  be  refused  if  the  injury  would  not  be  irreparable.  Earth  Closet 
Co.  V.  Fenner,  5  Fish.  15. 

If  the  court  in  the  prior  case  decided  that  the  machine  used  by  the  de- 
fendant was  an  infringement  of  the  patent,  an  injunction  wiU  be  awarded, 
although  it  was  made  under  a  subsequent  patent.  Sickels  v,  Tileston,  4 
Blatch.  109. 

If  the  complainant  omits  to  apply  for  a  preliminary  injunction  until  the 
case  is  nearly  ready  for  final  hearing,  it  will  not  be  granted,  although  the 
validity  of  the  patent  was  sustained  in  another  action  prior  to  the  com- 
mencement of  the  suit.  Andrews  v.  Spear,  4  Dillon  472  ;  B.  c.  3  Ban  & 
Ard.  82. 

Prior  Use.  ^ 

w 

If  the  validity  of  the  patent  has  not  been  established  by  an  action  at 
law,  a  preliminary  injunction  will  not  be  granted  unless  there  has  been  an 
exclusive  possession  of  some  duration  under  it.  Sullivan  o.  Bedfield,  I 
Paine  441 ;  B.  c.  1  Robb  477 ;  Hockholzer  v.  Eager,  2  Saw.  361 ;  Isaacs 
V.  Cooper,  4  Wash.  C.  C.  259 ;  s.  c.  1  Robb  332 ;  Tappan  o.  Nat'l  Bank 
Note  Co.,  2  Fish.  195 ;  s.  o,  4  Blatch.  509 ;  Brown  v.  Hmkley,  6  Fish. 
370 ;  B.  0.  3  O.  G.  384 ;  Jones  v.  Field,  12  Blatch.  494 ;  b.  c.  2  Ban  & 
Ard.  39 ;  Warner  0.  Bassett,  19  Blatch.  145 ;  s.  c.  7  Fed.  Bep.  468. 
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The  ground  on  which  acquiescence  is  important  is  that  it  shows  exclu- 
sive possession,  which  if  it  has  been  of  long  standing,  open  and  notorious, 
is  a  clear  foundation  of  a  presumption  of  title.  It  is  not  always,  however, 
so  satisfactory  as  positive  adjudications,  because  it  may  have  arisen  from 
the  comparatively  small  commercial  value  of  the  invention,  and  in  that 
case  shows  only  that  no  one  has  thought  it  worth  infringing.  Potter  v. 
Whitney,  3  Fish.  77 ;  s.  c.  1  Lowell  87 ;  Tappan  v.  Nat'l  Bank  Note  Co., 
2  Fish,  195  ;  s.  c.  4  Blatch.  609 ;  Grover  &  Baker  S.  Co.  v.  Williams,  2 
Fish.  133;  Mc Williams  Manuf.  Co.  v.  Blundell,  11  Fed.  Bep.  419. 

If  the  possession  and  use  under  a  patent  has  been  of  sufficient  duration 
and  exclusiveness,  it  may  be  the  foundation  of  an  interlocutory  injunc- 
tion. Goodyear  r.  Central  R.  R.  Co.,  1  Fish.  626 ;  B.  c  2  Wall.  Jr.  356 ; 
Foster  v.  Moore,  1  Curt.  299 ;  American  Shoe  Co.  v.  National  Shoe  Co., 
11  O.  G.  740 ;  B.  c.  2  Ban  &  Ard.  551 ;  Washburn  v,  Gould,  3  Story  122 ; 
8.  c.  2  Robb  206;  Ogle  v.  Ege,  4  Wash.  C.  C.  584;  B.  C.  1  Robb  516; 
Howe  V.  Newton,  2  Fish.  531 ;  Sargent  v.  Carter,  1  Fish.  277 ;  Wood- 
worth  0.  Sherman,  3  Story  171 ;  s.  c.  2  Robb  257 ;  Morse  Co.  v.  Ester- 
brook  Co.,  3  Fish.  515 ;  Consolidated  M.  P.  Co.  v.  Guilder,  9  Fed.  Rep. 
155 ;  Wliite  v.  Heath,  22  O.  G.  500;  s.  c.  10  Fed.  Rep.  291. 

If  the  bill  does  not  aver  that  the  patentee  has  ever  sold  or  used  his 
improvement,  the  motion  will  be  denied.  Isaacs,  v.  Cooper,  4  Wash.  C. 
C.  259 ;  s.  c.  1  Robb  332. 

If  the  motion  is  refused  because  the  bill  does  not  aver  that  the  patentee 
has  ever  sold  or  used  his  improvement,  the  bill  may  be  amended.  Isaacs 
V.  Cooper,  4  Wash.  C.  C.  259 ;  s.  c.  1  Robb  332. 

When  possession  for  some  years  has  existed,  or  numerous  sales  or 
recoveries  have  occurred,  the  court  will  not  refuse  an  injunction,  or  dis- 
solve it  on  a  denial  of  the  validity  of  the  patent  by  a  respondent,  either 
through  affidavits  or  an  answer,  or  other  pleadings.  Hovey  v,  Stevens,  1 
W.  &  M.  290;  s.  c.  2  Robb  479 ;  Cook  v.  Ernest,  5  Fish.  396;  s.  c.  1 
Woods  195 ;  2  O.  G.  89  ;  Brooks  t?.  Bicknell,  3  McLean  250 ;  s.  c.  2  Robb 
118;  Gibson  ».  Betts,  1  Blatch.  163;  Woodworth  v,  Rogers,  3  W.  &  M. 
135;  B.  c.  2  Robb  625;  Hussey  ».  Whiteley,  2  Fish.  120;  s.  c.  1  Bond 
407. 

Mere  lapse  of  time  is  not  sufficient  to  show  a  public  recognition  of  the 
patentee's  claim.  The  acquiescence  in  the  patent  must  be  attended  witl\ 
circumstances  indicating  that  such  acquiescence  would  not  have  occurred 
if  any  fair  doubt  had  existed  as  to  the  validity  of  the  patent.  Guidet  v. 
Palmer,  6  Fish.  82 ;  s.  c.  10  Blatch.  217. 

In  order  to  raise  a  presumption  in  favor  of  the  patent,  the  use  prior  to 
the  application  therefor  must  be  public  under  an  avowed  claim  of  a  right 
to  a  patent.  Otherwise  there  is  no  exclusive  possession  as  against  the 
public,  and  no  claim  in  which  the  public  can  acquiesce.  A  secret  use 
prior  to  the  at>plication  for  a  patent  will  not,  therefore,  be  taken  into 
account  on  a  motion  for  a  provisional  injunction.  Tappan  v.  NatU  Bank 
Note  Co.,  2  Fish.  195 ;  s.  c.  4  Blatch.  509. 

Exclusive  possession  and  sales  made  between  the  date  of  the  invention 
26 
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and  the  application  for  a  patent  may  be  considered.  Sargeant  o.  Seagrave, 
2  Curt.  553. 

The  possession  must  be  sufficient  to  justify  a  presumption  in  favor  of 
the  validity  of  a  patent.    Potter  v.  MuUer,  2  Fish.  465. 

Injunctions  are  granted  without  a  previous  trial  at  law,  in  cases  where 
the  owner  of  the  patent  shows  a  cle^r  case  of  infringement,  and  has  been 
in  the  possession  and  enjoyment  of  the  exclusive  right  for  a  term  of 
years,  without  any  successful  impeachment  of  its  validity.  Such  posses- 
sion and  enjoyment,  aided  by  the  presumptions  arising  from  the  patent 
itself,  are  usually  regarded  as  sufficient  to  warrant  an  injunction  to  restrain 
an  infringement.  Potter  v.  Muller,  2  Fish.  465 ;  Miller  o.  Androscoggin 
Pulp  Co.,  5  Fish.  340 ;  s.  c.  1  Holmes  142 ;  1  0.  G.  409 ;  Parker  v.  Brant, 
1  Fish.  58. 

A  sufficient  possession  will  warrant  a  provisional  injunction  even  where 
great  doubt  is  felt  concerning  the  validity  of  the  patent.  Sargeant  o.  Sea- 
grave,  2  Curt.  553. 

It  is  not  possible  to  fix  any  precise  term  of  years  during  which  the 
exclusive  possession  must  have  continued.  The  reason  for  the  prestmip- 
tion  in  favor  of  the  validity  of  the  grant  is  the  acquiescence  of  the  public  in 
the  exclusive  right  of  the  patentee,  which,  it  may  reasonably  be  assumed, 
would  not  exist  unless  the  right  was  well  founded.  It  is  obvious  that  this 
public  acquiescence  Is  entitled  to  more  or  less  weight  according  to  the 
degree  of  utility  of  the  machine  and  the  number  of  pereons  whose  trade  or 
business  is  affected  by  it.  Foster  v,  Moore,  1  Curt.  279 ;  Sargeant  v.  Sea- 
grave,  2  Curt.  553. 

The  courts  have  seldom  refused  an  injunction  on  account  of  the  short- 
ness of  the  time  after  the  grant,  however  brief,  if  long  enough  to  permit 
articles  or  machines  to  be  constructed  by  the  patentee  in  conformity  with 
his  claim,  and  to  be  sold  publicly  and  repeatedly,  and  they  have  been  so 
sold  and  used  under  the  patent  without  dispute.  Orr  r.  Littlefield,  1  W. 
&  M.  13 ;  s.  c.  2  Bobb  323 ;  Potter  v.  Muller,  2  Fish.  465 ; 

The  shortest  term  of  use  is  three  years,  and  in  most  of  the  cases  the 
time  has  been  several  years  longer.  Hovey  v.  Stevens,  1  W.  &  M.  290 ; 
s.  c.  2  Bobb  479. 

It  is  not  necessary  that  the  possession  shall  have  been  undisturbed. 
Cook  V.  Ernest,  2  Fish.  396 ;  s.  c.  1  Woods  195 ;  2  O.  G.  89. 

An  unsuccessful  attempt  to  interrupt  a  possession  strengthens  the  pre* 
sumption  that  arises  from  it.  It  tends  to  show  that  persons  who  have 
found  it  for  their  interest  to  question  the  right,  have  questioned  it,  and  for 
a  time  have  refused  to  submit  to  it,  but,  on  inquiry,  have  submitted.  Such 
submission  is  the  most  persuasive  kind  of  acquiescence.  Sargeant  p.  Sea- 
grave,  2  Curt.  553. 

Each  case  must  depend  on  its  own  circumstances.  Those  circumstances 
are  the  extent  of  the  use  or  sales  by  the  patentee,  the  degree  of  utility  of 
the  invention,  and  the  number  of  persons  whose  business  is  afiected  by  it, 
and  who  are  interested  to  question  the  exclusive  right.  Sargeant  o.  Sea- 
grave,  2  Curt.  553. 
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The  time  of  the  possession  in  case  of  a  reissue  is  to  be  computed  from  the 
date  of  the  original  issue  or  grant.    Orr  v.  Littlefield,  1  W,  &  M.  13 ;  a.  o. 

2  Bobb  323 ;  Grover  &  Baker  S.  Co.  v,  Williams,  2  Fish.  133;  Orr  v. 
Badger,  7  Law  Bep.  465. 

A  preliminary  injunction  will  not  be  granted  when  the  defendant  hsA 
been  in  possession  and  use  of  the  invention  for  a  long  period  of  time  ad- 
verse to  the  title  of  the  complainant  and  under  claim  and  color  of  right. 
Hall  V,  Spier,  6  Pitts.  L.  J.  403 ;  Isaacs  v.  Cooper,  4  Wash.  C.  C.  259 ; 
8.  0. 1  Bobb  332. 

Where  possession  alone  is  relied  on  as  a  basis  for  a  motion  for  a  prelimi* 
nary  injunction,  the  infringement  must  be  palpable.  Burleigh  Drill  Co. 
V.  Lobdell,  1  Holmes  450 ;  8.  c.  7  O.  G.  836 ;  8.  c.  I  Ban  &  Ard.  825. 

Preliminary  Infunction. 

It  is  not  a  matter  of  course  to  grant  an  injunction  upon  the  mere  exhi- 
bition of  the  patent,  and  an  allegation  that  it  has  been  infringed.  The 
patent  may  be,  upon  a  trial  at  law,  prima  facie  evidence  of  the  right,  but 
in  order  to  warrant  an  interference  by  injunction  there  ought  to  be  but 
little  if  any  doubt  as  to  the  validity  of  the  patent.  Sullivan  o.  Bedfield,  1 
Paine  441 ;  s.  c.  1  Bobb  477  ;  Thomas  v.  Weeks,  2  Paine  92 ;  Isaacs  o. 
Cooper,  4  Wash.  C.  C.  259 ;  s.  c.  1  Bobb  332 ;  Serrell  v.  Collins,  4  Blatch. 
61. 

The  power  to  grant  an  injunction  has  existed  from  the  early  ages  of 
chancery  jurisdiction,  and  is  remedial  and  useM  as  a  preventative  of  injury 
and  a  multiplicity  of  suits,  when  it  is  properly  exercised.  An  injunction 
is  intended  to  aid  or  protect  what  seems  to  be  a  legal  title.  It  is  granted 
for  this  purpose  when  issued  before  a  trial  on  presumptive  evidence 
offered  of  such  a  title.  It  does  not  delay  or  retard  a  trial,  but  makes  the 
prima  facie  title  prevail  till  then.  Woodworth  v.  Bogers,  3  W.  &  M.  135 ; 
8.  C.  2  Bobb  625 ;  Orr  o.  Littiefield,  1  W.  &  M.  13  ;  8.  c.  2  Bobb  323 ; 
Buck  V.  Cobb,  9  Law  Bep.  545. 

The  issuing  of  an  interlocutory  injunction  is  always  a  matter  of  discre- 
tion with  the  court,  and  depends  on  the  peculiar  circumstances  of  each 
case.  Parker  v.  Sears,  1  Fish.  93 ;  Earth  Closet  Co.  v,  Fenner,  5  Fish. 
15 ;   Potter  v.  Davis  Sewing  Machine  Co.,  3  Fish.  472 ;   Goodyear  o.  Bust, 

3  Fish.  456 ;  s.  c.  6  Blatch.  229 ;  Potter  v.  Crowell,  3  Fish.  112  ;  8.  c.  1 
Abb.  U.  S.  89 ;  Irwin  v.  Dane,  4  Fish.  359 ;  s.  c.  2  Biss.  442 ;  Cobum  v. 
Brainard,  16  Fed.  Bep.  412. 

The  right  of  the  party  to  the  most  speedy  and  effectual  protection  against 
a  meditated  wrong  is  as  complete  as  his  right  to  redress  for  wrongs 
already  inflicted,  and  the  accident  of  position  confers  no  right  on  one  party, 
whether  he  be  plaintiff  or  defendant,  at  the  expense  of  the  other.  The 
special  injunction  of  equity  may  be  abused  to  the  injury  of  an  opponent, 
but  it  is  no  less  on  that  account  the  duty  of  the  judge  to  grant  it  when  in 
the  exercise  of  Ms  best  discretion  he  believes  that  it  is  called  for  by  the 
merits  and  exigency  of  the  case.    Smith  v.  Mercer,  5  Penn.  L.  J.  529 ; 
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8.  c.  4  West.  L.  J.  49 ;  Huasey  r.  Whlteley,  2  Fish.  120 ;  s.  c.  1  Bond  407  ; 
Potter r.  Muller,  2  Fish.  465 ;  Potter  v,  Schenck,  1  Bias.  155 ;  s.  c.  3  Fish. 
82 ;  Hodge  v.  Hudson  River  R.  R.  Co.,  6  Blatch.  165  ;  s.  c.  3  Fish.  410. 

In  acting  on  applications  for  a  provisional  injunction  there  is  much 
latitude  for  discretion.  Tlie  application  may  be  granted  or  refused  uncon- 
ditionally, or  terms  may  be  imposed  on  either  of  the  parties  as  conditions 
for  making  or  refusing  the  order.  The  state  of  the  litigation  where  tlie 
patentee's  title  is  denied,  the  nature  of  the  invention,  the  character  and 
extent  of  the  infringement  complained  of,  and  the  comparative  inconve' 
nience  which  will  be  occasioned  to  the  respective  parties  by  allowing  or 
denying  the  motion,  must  all  be  considered  in  determining  whether  it 
shall  be  allowed  or  refused,  and  if  at  all,  whether  absolutely  or  upon  some 
and  what  conditions.  Furbush  v,  Bradford,  1  Fish.  317 ;  s.  c.  21  Law 
Bep.  471 ;  Hodge  v,  Hudson  River  R.R.  Co.,  6  Blatch.  165  ;  s.  c.  3  Fish. 
410. 

The  court  will  regard  the  comparative  expense  and  inconvenience  to 
which  the  parties  will  be  subjected  in  case  of  granting  the  injunction  on 
the  one  hand  or  withholding  it  on  the  other,  and  if  the  effect  of  granting 
an  injunction  will  be  very  injurious  and  the  refhsal  will  subject  the  com- 
plainant to  a  comparatively  slight  inconvenience,  the  preliminary  injunc- 
tion will  be  refused.  Hockholzer  t;.  Eager,  2  Saw.  361 ;  Parker  v.  Sears,  I 
Fish.  93;  Biss  v.  Brooklyn,  4  Fish.  596  ;  s.  c.  8  Blatch.  533;  Furbush  v. 
Bradford,  1  Fish.  317 ;  s.  c.  21  Law  Rep.  471 ;  Gearc.  Holmes,  6  Fish.  595; 
Goodyear©.  Dunbar,  1  Fish.  472 ;  s.  c,  3  Wall.  Jr.  310 ;  Morris  v,  Lowell 
Manuf.  Co.,  3  Fish.  67 ;  Hoe  v.  Boston  D.  A.  Corporation,  23  O.  G.  1124 ; 
s.  o.  14  Fed.  R^p.  914 ;  Dorsey  R.  H.  Rake  Co.  o.  Bradley  Manuf.  Co., 
12  Blatch.  202;  s.  c.  1  Ban  &  Ard.  330 ;  New  York  G.  S.  Co.  v.  Am.  G. 
Sugar  Co.,  10  Fed.  Rep.  835 ;  Tillinghast  v.  Hicks,  23  O.  G.  739  ;  s.  c.  13 
Fed.  Rep.  388. 

Where  an  injunction  would  be  disastrous  to  the  defendant,  and  of  no 
advantage  to  the  complainant,  it  will  not  be  granted  if  the  defendant  will 
file  a  bond  with  proper  security  to  secure  to  the  complainant  the  profits 
and  damages  which  may  be  ultimately  awarded.  Dorsey  Co.  v.  Marsh, 
6  Fish.  387;  s.  c.  9  Phila.  395  ;  Morris  v.  Shelbourne,  4  Fish.  377 ;  s.  c. 
8  Blatch.  266. 

There  is  not  much  force  in  the  objection  that  an  injunction  would  pro* 
duce  irreparable  injury  if  it  merely  prohibits  the  sale  of  articles  which 
are  manufactured  elsewhere.    Potter  r.  Fuller,  2  Fish.  251. 

If  the  injunction  leads  to  serious  injury  in  suspending  works,  tlie  court 
can  require  security  of  the  complainant  to  indemnify  for  it  if  the  patent  is 
avoided.  Orr  v,  Littlefield,  1  W.  &  M.  13  ;  s.  c.  2  Robb  322  ;  Morse  v. 
O'Reilly,  6  West.  L.  J.  102. 

There  is  no  power,  the  exercise  of  which  is  more  delicate,  which  re- 
quires greater  caution,  deliberation  and  sound  discretion,  or  is  more  dan- 
gerous in  a  doubtful  case,  than  the  issuing  of  an  injunction.  It  is  the 
strong  arm  of  equity  that  never  ought  to  be  extended  unless  to  cases  of 
great  injury,  where  courts  of  law  can  not  afford  an  adequate  or  commen- 
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Borate  remedy  in  damages.  The  right  must  he  clear,  the  injury  impending 
or  threatened.  An  injunction  will  he  refused  till  the  court  is  satisfied  that 
a  right  is  ahout  to  he  destroyed  or  irreparahly  injured,  or  that  great  and 
lasting  injury  is  ahout  to  he  done  hy  an  illegal  act.  Hall  v,  Speer,  6  Pitts. 
L.  J.  403. 

The  responsihility  of  the  defendant  for  any  profits  or  damages  that  may 
he  decreed  against  him  is  a  material  circumstance.  Morris  v.  Lowell 
Manuf.  Co.,  3  Fish.  67 ;  Guidet  v.  Palmer,  6  Fish.  82 ;  s.  c.  10  Blatch. 
217  ;  Pullman  v.  B.  &  O.  B.  B.  Co.,  4  Hughes  236 ;  s.  c.  19  O.  G.  224 ; 
s.  c.  5  Fed.  Bep.  72. 

Where  the  validity  of  the  patent  is  fully  estahlished,  and  the  infringe- 
ment is  clear,  a  party  has  a  right  to  protection  hy  injunction,  although 
it  may  cause  great  injury  to  the  infringer.    Potter  v.  Fuller,  2  Fish.  251. 

If  no  special  damage  will  result  to  the  defendant  or  his  husiness,  the 
injunction  will  he  granted.    Howe  v.  Newton,  2  Fish.  531. 

It  is  too  much  for  a  defendant  in  a  clear  case  to  insist  upon  having  the 
privilege  of  using  a  patented  invention,  for  the  reason  tliat  he  is  ahle  to 
pay  the  damages  that  may  he  awarded  against  him  at  the  end  of  a  pro- 
tracted litigation  to  ascertain  their  amount.  The  patentee  may  not  he  as 
ahle  to  prosecute  a  suit  as  the  defendant  is  to  defend.  The  inconvenience 
which  may  result  from  an  injunction  does  not  in  such  a  case  afi*ord  suffi- 
cient ground  for  withholding  it.    Sickels  o.  Mitchell,  3  Blatch.  548. 

In  most  cases  an  injunction  will  not  he  granted  until  the  right  of  the 
complainant  has  heen  established  at  law ;  hut  where  the  injury  would  he 
irreparahle,  an  injunction  will  be  granted.  The  infringement  of  a  patent 
constitutes  an  exception  to  the  general  rule.  Brooks  v,  Bicknell,  3  Mc-. 
Lean  250. 

If  the  defendant  has  little  or  no  property,  and  can  not  pay  the  damages 
which  might  he  recovered  against  him  for  an  infringement  of  the  patent, 
the  injury  would  be  irreparable.  Brooks  r.  Bicknell,  3  McLean  250; 
S.  C.  2  Bobb  118  ;  Goodyear  v.  Muller,  3  Fish.  420. 

If  more  injury  may  result  to  the  complainant  from  a  refusal  of  the  in- 
junction than  to  the  defendant  by  granting  it,  the  injunction  will  be 
granted.    Irwin  r.  Dane,  4  Fish.  359 ;  s.  c.  2  Blss.  442. 

Damage  that  may  result  from  the  groundless  fears  of  others  is  no 
ground  for  refusing  a  preliminary  injunction,  liumford  Chemical  Works 
r.  Vice,  11  O.  G.  600 ;  8.  c.  14  Blatch.  179. 

Although  a  decision  has  been  made  against  the  validity  of  the  original 
patent  on  account  of  defects  in  the  specifications,  yet  a  preliminary  in- 
junction may  be  granted  on  a  reissue.  Schneider  v.  Bassett,  13  Fed.  Rep. 
351 ;  8.  o.  22  O.  G.  1447. 

The  court,  as  a  condition  for  allowing  an  injunction,  may  requu*e  that 
the  complainant  shall  give  bond  to  indemnify  the  defendant  in  the  event 
that  the  right  of  the  complainant  shall  not  be  sustained  upon  the  final 
hearing.  Brammer  o.  Jones,  3  Fish.  340 ;  s.  o.  2  Bond  100 ;  Shelly  t^ 
Brannan,  4  Fish.  198 ;  a.  c.  2  Biss.  315  ;  Allis  o.  Stowell,  23  O.  G.  1033 ; 
s.  o.  15  Fed.  Kep.  242. 
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Upon  granting  an  injunction,  the  court  may  direct  that  unless  a  suit  is 
brought  at  the  next  term  to  try  the  legal  title,  the  injunction  shall  then 
be  dissolved.  Woodworth  v.  Rogers,  3  W.  &  M.  135  ;  s.  c.  2  Bobb  625  ; 
Orr  V.  Merrill,  1  W.  &  M.  376 ;  s.  c.  2  Robb  331 ;  Serrell  v.  Collins,  4 
Blatch.  61 ;  Orr  v.  Littlefield,  I  W.  &  M.  13  ;  s.  c.  2  Robb  323 ;  Rogers 
V.  Abbott,  4  Wash.  C.  C.  614 ;  s.  0.  1  Robb  465. 

The  practice  on  a  motion  for  a  preliminary  injunction  is  to  protect  the 
complainant  without  unnecessarily  injuring  the  defendant.  Hence  the 
form  of  the  order  varies  with  the  circumstances  of  each  case.  In  one  case 
there  may  be  such  circumstances  as  require  an  injunction  stmpliciter^  but 
ordinarily  a  bond  and  order  for  accounting  suffices,  and  sometimes  simply 
an  order  for  accounting.  Kirby  Bung  Manuf.  Co.  v.  White,  17  O.  6. 974 ; 
s.  o.  1  McCrary  155  ;  s.  <p.  5  Ban  &  Ard.  263 ;  s.  c.  1  Fed.  Rep.  604. 

The  granting  of  an  injunction  being  a  matter  entirely  within  the  discre- 
tion of  the  court,  it  is  for  the  court  to  sa}*^  whether  the  rights  of  the  com- 
plainant are  so  clear  that  he  ought  to  be  protected  by  injunction,  or 
whether  they  are  not  so  clear  but  that  he  may  be  made  secure  by  sufficient 
guaranties  by  bond  and  security.    Ely  v.  Monson  Manuf.  Co.,  4  Fish.  64. 

The  defendant  can  not  have  the  injunction  stayed  upon  giving  bond, 
with  security,  to  the  patentee  for  his  damages  when  the  infringement  is 
Clear  and  the  right  to  the  injunction  manifest.  Tracy  v.  Torry,  2  Blatch. 
275;  Tilgbman  «.  Mitchell,  4  Fish.  615 ;  s.  c.  9  Blatch.  18;  Gihson  v. 
Van  Dresar,  1  Blatch.  532 ;  Conover  v.  Mers,  3  Fish.  386 ;  Consolidated 
Fruit  Jar  Co.  v.  Whitney,  1  Ban  &  Ard.  356  ;  Ely  v.  Monson  Manuf.  Co., 
4  Fish.  64 ;  Mc Williams  Manuf.  Co.  v.  Blundell,  22  O.  G.  177  ;  s.  c.  II 
Fed.  Rep.  419. 

The  decree  for  an  injunction  may  provide  for  its  dissolution  on  the  de- 
fendant's giving  bond  with  security  to  account  to  the  patentee  should  his 
right  be  finally  established.  Brooks  «.  Bicknell,  3  McLean  250 ;  s.  o.  2 
Robb  118 ;  Foster  ».  Moore,  1  Curt.  279 ;  Gilbert  &  Barker  Manuf.  Co. 
V.  Bussing,  12  Blatch.  426 ;  8.  c.  8  O.  G.  144 ;  s.  c.  1  Ban  &  Ard.  621 ; 
Howe  V,  Morton,  1  Fish.  586 ;  Jones  v.  Merrill,  8  0.  G.  401 ;  Furbush  v. 
Bradford,  1  Fish.  317  ;  s.  c.  21  Law  Rep.  471 ;  U.  S.  Annunciator  Co.  v. 
Sanderson,  3  Blatch.  184;  Stainthorp  v,  Humiston,  2  Fish.  311 ;  Good- 
year V.  Hills,  3  Fish.  134 ;  American  Pavement  Co.  v.  Elizabeth,  4  Fish. 
189 ;  Goodyear  v.  Honsinger,  3  Fish.  147 ;  8.  c.  2  Biss.  1 ;  Sykes  o.  Man- 
hattan Co.,  6  Blatch.  496 ;  American  M.  &  P.  Co.  v.  Christian,  4  Dillon 
448 ;  s.  c.  3  Ban  &  Ard.  42 ;  Irwin  v.  McRoberts,  16  O.  G.  853 ;  8.  c.  4 
Ban  &  Ard.  411 ;  Greenwood  0.  Braher,  17  O.  G.  1151 ;  s.  c.  5  Ban  & 
Ard.  302 ;  s.  c.  1  Fed.  Rep.  856. 

A  bond  can  only  be  required  in  a  case  in  which  if  it  is  not  given  the 
injunction  must  issue.  American  M.  P.  Co.  r.  Atlantic  M.  Co.,  4  Dillon 
100 ;  s.  o.  3  Ban  &  Ard.  168. 

If  the  amount  of  the  bond  as  at  first  fixed  is  subsequently  found  not  to 
be  sufficient,  it  may  be  increased.  Irwin  9.  McRoberts,  16  O.  G.  853 ; 
8.  G.  4  Ban  &  Ard.  411. 

If  the  court  refuses  a  provisional  injunction  upon  condition  that  the 
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defendant  file  with  the  clerk  a  monthly  account  of  all  articles  manufac- 
tured and  sold  by  him,  an  account  giving  such  a  description  of  the  articles 
as  is  sufficient  to  'enable  persons  in  the  trade  to  determine  the  value  or 
price  of  them  in  the  market,  is  a  compliance  with  the  order,  although  the 
prices  and  the  names  of  the  purchasers  are  not  stated.  Wilder  v.  Gaylor, 
IBlatch.  511. 

The  court  may  refuse  an  injunction  if  the  defendant  will  pay  a  reason- 
able license  fee  to  the  complainant  and  accept  a  liceuse.  Hodge  p.  Hud- 
son River  B.  B.  Co.,  6  Blatch.  165  ;  s.  o.  3  Fish.  410 ;  Colgate  v.  Gold  & 
S.  Tel.  Co.,  16  O.  G.  583  ;  s.  C.  16  Blatch.  583;  8.  c.  4  Ban  &  Ard.  415. 

If  the  defendant's  machine  contains  a  valuable  improvement  which  is 
not  contained  in  the  patent,  the  court  may  provide  that  if  the  defendant 
will  file  a  bond  to  account  for  the  profits,  an  injunction  shall  not  issue. 
Stain  thorp  o.  Humiston,  2  Fish.  311. 

A  provisional  injunction  is  always  refused  if  upon  the  facts  presented 
there  is  afiiir  doubt  whether  the  defendant  has  infringed.  Dodge  v.  Card, 
2  Fish.  116 ;  8.  c.  1  Bond  393  ;  Hardy  v.  Marble,  23  O.  G.  438  ;  8.  C.  10 
Fed.  Bep.  752. 

If  the  defendant  shows  a  belief  that  he  has  a  just  defence,  and  is  not  a 
wilful  pirate  of  the  patentee's  invention,  it  should  be  a  case  of  evident 
mistake  of  law  or  fact,  or  both,  in  the  defence  which  he  sets  up  which  will 
justify  the  court  in  granting  an  injunction.  Goodyear  r.  Dunbar,  '1  Fish. 
472 ;  8.  c.  3  Wall.  Jr.  310 ;  Batten  v.  Silliman,  3  Wall.  Jr.  124. 

It  is  not  enough  to  authorize  the  granting  of  an  injunction  that  the 
complainant  has  taken  out  a  patent,  and  thus  obtained  a  public  grant  and 
the  sanction  or  opinion  of  the  patent  office  in  favor  of  his  right.  I'here 
must  be  something  stronger  than  the  mere  issue,  for  in  that  there  is  no 
opposing  party,  no  notice  and  no  trial  with  any  one  of  his  rights.  Orr  v, 
littlefield,  1  W.  &  M.  13  ;  s.  c.  2  Bobb  323  ;  Tappan  v.  Nat'l  Banknote 
Co.,  2  Fish.  195 ;  8.  C.  4  Blatch.  509 ;  Grover  &  Baker  S.  Co.  v.  Williams, 
2  Fish.  133. 

If  the  complainant's  invention  is  merely  an  improvement  upon  a  prior 
patent,  the  fact  that  he  is  infringing  such  prior  patent  can  not  afiect  the 
motion  for  an  injunction.  The  case  of  each  patentee  must  be  treated 
separately  on  its  merits  when  presented.  Young  v.  lippman,  5  Fish. 
230 ;  8.  c.  9  Blatch.  277 ;  s.  C.  2  O.  G.  249. 

If  a  party  who  has  been  using  a  machine  sells  his  interest  prior  to  the 
filing  of  the  bill,  an  injunction  will  not  be  granted  against  liim.  Bram- 
mer  v.  Jones,  3  Fish.  340 ;  8.  o.  2  Bond  100. 

A  writ  of  injunction  is  to  act  as  a  remedy  against  a  threatened  wrong 
by  preventing  the  commission  of  such  wrong,  and  it  is  not  necessary 
before  a  writ  to  prevent  a  wrong  can  issue  that  the  wrong  should  actually 
have  been  committed.  If  it  were,  the  remedy  by  injunction  would  be  a 
very  inadequate  one.  If  the  rights  of  a  party  under  a  patent  have  been 
fully  and  clearly  established,  and  an  infringement  of  such  rights  is 
threatened ;  or  if  when  they  have  been  infringed,  the  party  has  good  reason 
to  believe  they  will  continue  to  be  infringed,  an  injunction  will  issue. 
Poppenhusen  r.  Gutta  Percha  Co.,  2  Fish.  74;  s.  c.  4  Blatch.  184. 
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No  interlocutory  injunction  should  issue  unless  the  complsdnant^s  title 
and  the  defendant's  infringement  are  admitted,  or  are  so  palpable  and 
clear  that  the  court  can  entertain  no  doubt  on  the  subject.  The  court  is 
not  bound,  in  this  stage  of  the  cause,  to  decide  doubtful  and  difficult 
questions  of  law,  or  disputed  questions  of  fact,  nor  exercise  this  high  and 
dangerous  power  in  doubtful  cases,  before  the  alleged  offender  has  an 
opportunity  of  a  full  and  fair  hearing.  Parker  v.  Sears,  1  Fish.  93 ;  Sickels 
r.  Youngs,  3  Blatch.  293 ;  Jones  v.  Osgood,  3  Fish.  591 ;  s.  c.  6  Blatch. 
435 ;  Grover  &  Baker  S.  Co.  v.  Williams,  2  Fish.  133  ;  American  Pave- 
ment Co.  V.  Elizabeth,  4  Fish.  189 ;  Fisher  v.  Domestic  S.  M.  Co.,  22 
O.  G.  1207 ;  s.  c.  12  Fed.  Bep.  495 ;  Marks  v.  Com,  23  O.  G.  94;  8.  c. 
11  Fed.  Rep.  900 ;  Cross  v.  Livermore,  21  O.  G.  139  ;  9  Fed.  Rep.  607 ; 
Illingworth  o.  Spaulding,  9  Fed.  Rep.  154 ;  Ballon  Shoe  M.  Co.  v.  Dizer, 

5  Ban  &  Ard.  540 ;  Pullman  r.  B.  &  O.  R.  R.  Co.,  4  Hughes  236 ;  s.  c. 
19  O.  G.  224 ;  5  Fed.  Rep.  72 ;  American  C.  Lining  Co.  v.  Beale,  5  Ban 

6  Ard.  529 ;  National  F.  D.  Co.  v.  Dearborn,  24  O.  G.  497  ;  Margot  o. 
Schnetzer,  24  0.  G.  101 ;  s.  c.  15  Fed.  Rep.  118 ;  Bradley  &  H.  Manuf. 
Co.  V.  Parker,  17  Fed.  Rep.  240 ;  Zinsser  v,  Cooledge,  17  Fed.  Rep.  538. 

Cases  often  occur  where  the  answer  or  affidavits  are  equivocal  or 
evasive,  or  disclose  a  state  of  facts  which  show  that  the  conclusions 
drawn  from  them  are  clearly  erroneous  and  founded  on  a  mistake  of  the 
law,  as  when  an  infringement  is  denied  and  a  model  admitted  which 
shows  a  palpable  infringement,  and  it  is  evident  that  the  denial  is  made 
under  a  gross  mistake  of  the  true  and  settled  construction  of  the  patent, 
or  where  the  originality  of  the  invention  is  denied  in  general  terms,  and 
infringement  is  admitted,  and  the  patent  has  been  fully  established  at 
law,  and  it  is  evident  that  the  denial  of  its  validity  is  but  a  matter  of 
obstinate  opinion,  or  a  mistake  of  law.  Such  cases,  and  only  such,  can 
be  considered  as  exceptions  to  the  general  rule.  Parker  v.  Sears,  1  Fish. 
93. 

If  the  defendant  admits  the  infringement,  but  asserts  that  after  notice 
or  service  of  the  injunction  he  refrained  firom  the  use  of  the  thing 
patented,  and  asserts  that  he  will  not  afterwards  infringe,  it  is  no  reason 
why  an  injunction  should  not  issue  and  be  made  perpetual.  The  com- 
plainant, in  such  a  case,  is  not  obliged  to  rest  his  interests  on  the  mere 
asseveration  of  the  party  that  he  will  not  repeat  the  act  of  infringement. 
Having  once  been  a  wrongdoer,  the  law  supposes  the  probability  of  his 
being  so  again,  and  will  impose  the  proper  restraint  to  prevent  the  repe* 
tition  of  the  wrongful  act.  Jenkins  v,  Greenwald,  2  Fish.  37 ;  s«  c.  1 
Bond  126 ;  Potter  ».  Crowell,  3  Fish.  112 ;  s.  c.  1  Abb.  U.  S.  89  ;  Good- 
year V.  Berry,  3  Fish.  439 ;  s.  o.  2  Bond  189  ;  Rumford  Chemical  Works 
V.  Vice,  11  O.  G.  600;  s.  c.  14  Blatch.  179 ;  White  v.  Heath,  22  O.  G. 
500 ;  B.  c.  10  Fed.  Rep.  291 ;  Amer.  Bell  T.  Co.  v.  Ghegan,  23  O.  G.  537. 

The  usual  practice  is  to  postpone  the  consideration  of  difficult  or 
doubtful  points  till  the  final  hearing  of  the  cause,  and  not  to  decide  the 
whole  merits  of  a  cause  on  a  mere  preliminary  motion.  Goodyear  r. 
Central  R.  R.  Co.,  1  Fish.  626 ;  s.  c.  2  Wall.  Jr.  356 ;  Hovey  v.  Stevens, 
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1  W.  &  M.  290 ;  s.  c.  2  Bobb  479  ;  Jones  v.  Hodges,  1  Holmes  37 ; 
Livingston  v.  Van  Ingen,  1  Paine  45  ;  s.  c.  4  Am.  L.  J.  56 ;  Winans  v. 
Eaton,  1  Fish.  181 ;  Smith  v.  Selden,  1  Blatcb.  475  ;  Cooper  v.  Mattheys, 
5  Penn.  L.  J.  38 ;  s.  c.  8  Law.  Rep.  413  ;  Am.  C.  Loom  Co.  v.  Manchester 
C.  L.  Co.,  20  O.  G.  372 ;  Brewster  v.  Parry,  14  Fed.  Rep.  694 ;  Evans  v. 
Kelley,  23  O.  6. 192 ;  s.  c.  13  Fed.  Rep.  903. 

When  the  objection  relates  to  the  technical  form  or  signature  of  papers 
connected  with  the  letters  patent,  and  the  doubts  arise  from  acts  of  public 
officers,  and  not  any  neglect  or  wrong  of  the  patentee,  the  injunction 
should  not  be  dissolved.  More  especially  should  an  injunction  once 
graated  not  be  disturbed  for  such  doubts,  when  the  term  for  trial  of  the 
merits  is  near.    Woodworth  v.  Hall,  1  W.  &  M.  389 ;  s.  c.  1  Robb  517. 

To  warrant  the  exercise  of  the  extraordinary  power  of  the  court  in 
granting  a  preliminary  injunction,  the  case  presented  should  be  free  from 
ambiguity  or  confusion.  Especially  should  this  rule  be  applied  to  a  case 
where  the  alleged  infringement  is  in  the  disputed  territory  that  lies 
between  the  limits  fixed  by  the  original  patent  and  those  fixed  by  the  re- 
issued patent,  for  whatever  of  difficulty  or  uncertainty  there  may  be 
arising  out  of  the  difference  between  the  two  specifications  is  the  fault  or 
misfortune  of  the  patentee,  and  not  of  the  respondent,  and  should  be 
borne  by  the  former,  and  not  the  latter.  Poppenhusen  o.  Falke,  2  Fish. 
181 ;  8.  c.  4  Blatch.  493. 

The  existence  of  a  substantial  doubt  as  to  the  question  of  identity  of 
the  inventions  described  in  a  reissued  patent  and  the  original  is  a  proper 
ground  for  refusing  to  grant  a  preliminary  injunction.  Poppenhusen  v. 
Falke,  2  Fish.  181 ;  s.  c.  4  Blatch.  493 ;  Grover  &  Baker  S.  Co.  v.  Wil- 
liams, 2  Fish.  133. 

A  mere  denial  by  an  answer  of  the  equity  of  the  bill  does  not  prevent 
the  court  from  looking  into  the  law  and  the  facts  of  the  case  when  a 
special  injunction  is  moved  for,  and  granting  or  refusing  it  according  to 
its  discretion.  Where  the  title  to  an  injunction  does  not  depend  upon 
any  controverted  or  doubtful  facts,  but  upon  the  interpretation  to  be  put 
by  the  court  upon  a  written  instrument,  the  court  should  interpret  it  on 
such  motion,  and  grant  or  refuse  the  injunction  according  to  the  result  of 
that  interpretation.  There  may  be  cases  in  which  there  is  so  much  doubt 
what  the  parties  to  the  instrument  intended  to  efiect  by  it,  that  the  court 
may  think  it  proper  to  suspend  its  judgment  until  the  surrounding  circum- 
stances can  be  more  fully  and  safely  examined  on  a  final  hearing.  It  is 
possible,  also,  that  where  there  are  grave  doubts  concerning  the  legal  effect 
of  an  instrument,  the  court  might  decline  to  interfere  by  special  injunc- 
tion, even  though,  if  compelled  to  decide,  their  decision  must  be  in  favor 
of  the  complainant.  Probably  the  circumstances  of  the  case,  and  the 
degree  of  mischief  which  would  be  suflTered  by  refusing  the  injunction, 
compared  with  the  inconvenience  and  loss  occasioned  by  granting  it, 
would  control  the  action  of  the  court  in  the  case  supposed.  But  in 
general,  if  the  title  to  a  temporary  injunction  depends  on  the  construc- 
tion of  a  deed,  the  court  will  construe  it  and  act  accordingly,  whatever 
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view  of  that  question  the  answer  may  have  presented.  Clum  v.  Brewer, 
2  Curt.  606 ;  Goodyear  v.  Central  R.  R.  Co.,  1  Fish.  626 ;  s.  c.  2  Wall.  Jr. 
356 ;  Hodge  r.  Hudson  River  R.  R.  Co.,  6  Blatch.  165 ;  s.  c.  3  Fish.  410 ; 
U.  S.  Stamping  Co.  ».  King,  17  O.  G.  1399  ;  s.  c.  17  Blatch.  55 ;  b.  c.  4 
Ban  &  Ard.  469 ;  s.  c.  7  Fed.  Rep.  860. 

To  authorize  a  provisional  injunction  it  is  not  necessary  that  all  the 
grants  of  right  to  the  patentee  shall  have  heen  infringed.  All  that  is 
required  is  that  some  of  them  shall  have  been  so  infringed.  Potter  v. 
Holland,  1  Fish.  382  J  s.  c.  4  Blatch.  238. 

A  temporary  injunction  may  be  granted  restraining  the  defendant  from 
using  the  invention  covered  by  some  of  the  claims  in  the  patent,  and  the 
question  as  to  the  others  postponed  until  the  case  comes  up  for  hearing 
upon  the  pleadings  and  proofs.    Colt  v.  Young,  2  Blatch.  471. 

It  is  doubtful  whether  a  misjoinder  of  parties  as  plaintiffs  can  defeat  a 
prayer  for  a  preliminary  injunction  not  to  use  an  invention  in  which  any 
of  them  are  interested.  Such  a  misjoinder  can  not  probably  be  objected 
to  at  all  in  equity,  though  in  the  final  judgment  it  will  be  entered  up  in 
favor  of  those  alone  who  appear  to  have  some  right  and  interest  to  be 
protected.  Woodworth  ».  Hall,  1  W.  &  M.  248,  389 ;  s.  c.  2  Robb  495, 
417. 

Though  technical  objections  are  to  be  weighed  and  examined  and. 
allowed  to  prevail  if  legal,  yet  they  ought  to  be  treated  with  no  particular 
indulgence.  In  all  inquiries  in  equity,  the  leaning  in  doubtful  points  must 
certainly  be  rather  against  than  in  favor  of  them,  and  more  especially 
must  it  be  so  in  preliminary  injunctions  where  the  decision  is  only  tem- 
porary, and  may  be  dissolved  on  motion  at  any  time  on  showing  fuller 
proof  as  to  anything  affecting  the  merits  of  the  controversy.  Woodworth 
».  Hall,  1  W.  &  M.^248,  389  ;  s.  c.  2  Robb  495,  417. 

If  the  defendant's  patent  was  granted  after  a  fall  hearing  before  the 
patent  office,  on  testimony  taken  on  an  interference  declared  between  the 
application  for  such  patent  and  the  complainant*s  patent,  a  preliminary 
injunction  will  be  denied.  Asbestos  Felting  Co.  v,  U.  S.  &  F.  Felting 
Co.,  13  Blatch.  453 ;  B.  c.  10  O.  G.  828 ;  s.  c.  2  Ban  &  Ard.  369. 

If  the  defendant  resides  out  of  the  district  and  carries  on  the  business 
there,  in  the  course  of  which  he  committed  the  alleged  infringement,  the 
injunction  may  be  refused.  Goodyear  v.  Chaffee,  3  Blatch.  268 ;  Jones 
V,  Osgood,  3  Fish.  591 ;  s.  c.  6  Blatch.  435  ;  Wilson  Packing  Co.  v.  Clapp, 
13  O.  G.  368 ;  s.  c.  8  Biss.  154 ;  s.  c.  3  Ban  &  Ard.  243 ;  vide  Thompson 
V.  Mendelsohn,  5  Fish.  187 ;  B.  C.  8  Phila.  166. 

The  mere  fact  that  several  parties  interested  in  a  patent  have  made  a 
common  fund  for  the  purpose  of  protecting  their  common  rights  by  prose- 
cuting infringers,  is  no  ground  for  refusing  an  injunction.  Potter  v.  Fuller, 
2  Fish.  251. 

A  preliminary  injunction  can  not  be  resorted  to  for  the  purpose  of 
obtaining  a  contract,  although  the  bid  of  the  defendant  is  tlie  lowest. 
American  Pavement  Co.  v.  Elizabeth,  4  Fish.  189. 
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An  iDjunction  is  a  proper  remedy,  because  the  supposed  offence  being 
constantly  repeated,  the  causes  of  action  and  the  multiplicity  of  suits 
would  probably  become  much  extended,  and  the  relief  at  law  prove  very 
defective.  It  is  useful  as  a  bill  of  peace.  Orr  v.  Littlefleld,  1  W.  &  M. 
13;  8.  c.  2Robb331. 

If  there  appears  from  the  affidavits  such  a  repugnancy  in  point  of  fact 
as  makes  it  necessary  to  decide  on  the  relative  truth  of  their  conflicting 
statements  or  the  credibility  of  the  witnesses,  no  prudent  judge  will 
undertake  so  dangerous  an  inquiry  in  the  first  stage  of  the  cause.  The 
great  object  is  to  look  for  that  full  Information  which  will  lead  his  mind 
to  a  certainty  as  to  all  material  facts,  for  doubt  or  uncertainty  is  fatal  to 
the  motion.   Cooper  v.  Mattheys,  5  Penn.  L.  J.  38 ;  s.  c.  8  Law  Hep.  413. 

In  applying  for  an  injunction,  the  patentee  seeks  either  to  interrupt  the 
course  of  the  common  law,  or  to  obtain  some  relief  which  he  can  not  have 
at  law.  He  must  consequently  state  and  make  out  a  case  for  equitable 
relief,  on  such  facts  as  bring  his  case  within  the  jurisdiction  of  courts  of 
equity  and  proper  for  its  exercise.  Hence,  if  he  fails  to  satisfy  the  con- 
science of  the  chancellor  affirmatively,  he  has  no  case  before  him,  for  the 
doubt  or  uncertainty  as  to  facts  is  of  the  same  effect  on  a  motion  as  their 
non-existence.  Cooper  r.  Mattheys,  5  Penn.  L.  J.  38 ;  s.  c.  8  Law  Bep. 
413  ;  American  Pavement  Co.  r.  Elizabeth,  4  Fish.  189 ;  Pales  v.  Went- 
worth,  5  Fish.  302 ;  s.  0.  1  Holmes  96 ;  2  0.  G.  58 ;  Gutta  Percha  Co.  v. 
Goodyear  Rubber  Co.,  3  Saw.  542. 

If  the  defendant  does  not  set  up  his  patent  in  his  answer,  the  fact  that 
he  has  one  will  not  prevent  the  granting  of  a  preliminary  injunction. 
Zinn  r.  Weiss,  7  Fed.  Rep.  914. 

Where  a  subsequent  patent  set  up  by  the  defendant  contains  in  itself 
satisfactory  evidence  on  its  face,  when  read  by  experts,  that  its  process 
involves  an  infringement  of  a  prior  patent,  a  provisional  injunction  will 
be  granted.  Goodyear  Dental  Co.  v.  Evans,  3  Fish.  390 ;  s.  c.  6  Blatch. 
121. 

If  the  patentee  is  able  and  willing  to  supply  the  market,  an  injunction 
will  be  granted,  although  the  defendant  is  willing  to  accept  a  license. 
Baldwin  v,  Schultz,  5  Fish.  75 ;  s.  c.  9  Blatch.  494;  2  O.  G.  315. 

The  remedy  by  injunction  in  patent  cases  is  given  by  courts  of  equity, 
on  account  of  the  insufficiency  of  that  given  by  a  court  of  law.  It  is  in  its 
nature  preventive,  where  irreparable  mischiefs  are  apprehended,  or  when 
the  patentee  is  likely  to  be  vexed  with  a  multiplicity  of  suits.  Battin  v, 
Sillimau,  3  Wall.  Jr.  124. 

If  the  proof  is  insufficient,  an  injunction  may  be  withheld  until  the 
complainant  satisfactorily  establishes  the  acquiescence  of  .the  public,  and 
explains  any  apparent  laches  on  his  part.  Sykes  v.  Manhattan  Co.,  6 
Blatch.  496. 

If  the  questions  to  be  decided  are  difficult  and  complicated,  especially  if 
they  involve  disputed  facts  which  have  never  been  passed  on  by  a  court 
or  jury,  then,  although  the  court  may  be  inclined  to  think  the  complainant 
is  right,  yet  it  will  not  interfere,  whether  the  questions  relate  to  title  or 
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infringement.  There  is,  therefore,  always  an  element  of  discretion  enter* 
ing  into  the  consideration  of  this  question,  and  all  that  a  complainant  is 
entitled  to  is  the  best  judgment  of  the  court  upon  a  question  of  Judicial 
discretion,  and  not  absolutely  to  an  injunction  on  any  given  state  of  facts. 
Potter  V,  Whitney,  3  Fish.  77 ;  s.  c.  1  Lowell  87 ;  Jones  ».  Osgood,  3  Fish. 
591 ;  B.  c.  6  Blatch.  435;  Beane  v.  Orr,  9  O.  G.  255  ;  s.  c.  2  Ban  &  Ard. 
176 ;  Tilghman  v.  Hartwell,  1  W.  N.  52 ;  Day  r.  Candee,  3  Fish.  9 ;  Good- 
year V.  Hills,  3  Fish.  134;  Wells  v.  Jacques,  5  Fish.  136. 

If  the  patentee  has  stood  by  for  many  years  without  complaint  or  de- 
mand of  compensation,  this  is  conclusive  proof  that  a  continuance  of  a  use 
of  his  invention  for  a  few  weeks  or  even  months  longer,  if  paid  for  in  the 
end,  will  not  be  an  injury  of  such  an  irreparable  nature  as  to  require  the 
sharp  and  hasty  remedy  of  an  injunction.  Parker  o.  Sears,  1  Fish.  93 ; 
^  Jones  V.  Merrill,  8  O.  G.  401 ;  Cooper  v.  Mattheys,  5  Penn.  L.  J.  38 ;  s.  c. 
8  Law  Rep.  413  ;  North  o.  Kershaw,  4  Blatch.  70;  Whitney  v,  Rollstone 
Machine  Works,  8  O.  G.  908 ;  s.  c.  2  Ban  &  Ard.  170 ;  Goodyear  ».  Hon- 
sluger,  3  Fish.  147 ;  s.  c.  2  Biss.  1 ;  Morris  t?.  Lowell  Manuf.  Co.,  8  Fish. 
67 ;  Spring  v.  Domestic  S.  M.  Co.,  16  O.  G.  721 ;  s.  c.  4  Ban  &  Ard.  427 ; 
United  Nickel  Co.  v.  New  H.  S.  M.  Co.,  24  O.  G.  1177 ;  Ballou  Shoe 
Manuf.  Co.  v.  Dizer,  5  Ban  &  Ard.  540. 

Laches  in  applying  for  an  injunction  can  not  be  imputed  to  a  patentee 
unless  he  knows  or  has  the  means  of  knowing  that  there  is  an  infringe- 
ment.   Wortendyke  v.  White,  2  Ban  &  Ard.  25. 

Mere  forbearance  to  sue  after  notice  given  by  the  cbmplainant  to  the 
defendant  to  cease  infringing  the  patent  does  not  in  the  absence  of  any 
affirmative  encouragement  affect  the  right  to  ^  preliminary  injunction. 
Collignon  v.  Hayes,  20  O.  G.  447  ;  s.  c.  8  Fed.  Rep.  912. 

The  laches  of  the  complainant  in  permitting  the  defendant,  with  his 
knowledge,  to  use  the  patented  article,  is  ground  for  refusing  a  prelimi- 
nary Injunction.  Hockholzer  v.  Eager,  2  Saw.  361 ;  Sloat  v.  Plympton,  2 
Whart.  Dig.  365 ;  Sperry  r.  Ribbans,  3  Ban  &  Ard.  260. 

A  patentee  can  not  be  charged  with  acquiescence  because  he  proceeded 
first  against  that  which  was  a  more  palpable  and  obvious  violation  of  his 
right,  or  because  he  did  not  bring  suit  against  all  the  machines  which  in- 
fringed upon  it.  Van  Hook  t?.  Pendleton,  1  Blatch.  187  ;  Green  r.  French, 
16  O.  G.  215 ;  s.  c.  4  Ban  &  Ard.  169  ;  McWilliams  Manuf.  Co.  v.  Blun- 
dell,  22  O.  G.  177 ;  s.  c.  11  Fed.  Rep.  419. 

A  delay  of  three  months  after  the  discovery  of  the  infringement  before 
filing  a  bill  is  no  ground  for  refusing  an  injunction  where  the  defendant 
has  not  been  induced  to  change  his  position.  Union  Paper  Bag  Co.  v. 
Binney,  5  Fish.  166. 

If  the  complainant  has  acquiesced  in  the  manufacture  of  the  thing 
patented  by  the  defendant,  with  an  understanding  that  tlie  compensation 
should  ultimately  be  fixed  by  agreement,  and  the  defendant  is  ready  to 
pay  such  compensation  as  the  court  may  allow,  the  defendant  will  be  per- 
mitted to  complete  his  existing  contracts.  Smith  r.  Sharp^s  Rifle  Co.,  3 
Blatch.  545. 
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The  fact  that  the  patent  is  about  to  expire  l8  no  ground  for  refusing  a 
preliminary  injunction,  if  the  patentee  has  been  involved  in  continuous 
litigation.  Bumford  Chemical  Works  v.  Vice,  11  O.  G*  600;  s.  c.  14 
Blatch.  179. 

An  irregularity  in  the  service  of  the  subpoena  is  no  reason  for  withhold* 
ing  an  injunction  against  a  defendant  who  has  notice  of  the  motion  and 
appears  to  oppose  it. ,  Thayer  v.  Wales,  5  Fish.  130 ;  s.  c.  9  Blatch.  170. 

If  notes  are  received  as  the  consideration  for  a  license,  with  astipulation 
that  if  they  or  either  of  them  are  not  paid  as  they  fall  due,  then  the 
license  shall  be  void,  the  license  is  forfeited  the  moment  one  of  the  notes 
becomes  due  and  is  not  paid,  and  it  is  optional  with  the  patentee  to  resort 
to  his  remedy  at  common  law  to  enforce  the  collection  of  the  notes  or  to 
treat  the  right  of  the  licensee  as  forfeited  under  the  stipulation,  and  ob- 
tain an  injunction  against  the  licensee.  Woodworth  v.  Weed,  1  Blatch. 
165  ;  Abbett  v.  Zusi,  5  Ban  &  Ard.  38. 

The  fact  that  the  complainant  grants  licenses  at  a  fixed  sum,  and  that 
the  defendant  is  not  a  maker  and  vendor,  but  only  one  who  uses  the 
machine,  is  a  circumstance  to  be  taken  into  account,  but  is  not  a  sufficient 
reason  for  refusing  the  writ,  excepting  in  combination  with  other  circum- 
stances, either  of  doubt  as  to  title  or  of  hardship  in  the  operation  of  the 
injunction.  Howe  v,  Newton,  2  Fish.  531 ;  Furbush  r.  Bradford,  1  Fish. 
317 ;  8.  c.  21  Law  Bep.  471 ;  Potter  p.  Schenck,  1  Biss.  515  ;  8.  o.  3  Fish. 
82 ;  Morris  r.  Lowell  Manuf.  Co.,  3  Fish.  67  ;  vide  Livingston  r.  Jones,  2 
Fish.  207 ;  s.  c.  3  Wall.  Jr.  330 ;  Batten  r.  Silliman,  3  Wall.  Jr.  124  ; 
McMillan  v.  Conrad,  16  Fed.  Bep.  128 ;  Hoe  o.  Boston  D.  A.  Corporation, 
23  O.  6. 1124 ;  8.  c.  14  Fed.  Bep.  914. 

Where  the  patentee  seeks  his  profit  solely  by  means  of  a  royalty,  a 
preliminary  injunction  will  not  be  granted,  if  the  defendant  will  pay  the 
royalty  into  court  to  abide  the  event  of  the  suit.  Blake  v.  Greenwood 
Cemetery,  13  O.  G.  1046 ;  8.  c.  14  Blatch.  342  ;  8.  c.  3  Ban  &  Ard.  112. 

Although  the  defendant  has  not  paid  the  royalty  under  his  license,  yet 
a  preliminary  injunction  will  not  be  granted  if  the  patentee  has  violated 
his  agreement  by  granting  licenses  to  others  at  lower  rates.  Crowell  r. 
Parmenter,  18  O.  G.  360 ;  8.  o.  3  Ban  &  Ard.  480. 

When  a  license  is  granted  to  any  one  to  use  a  patent,  which  license  is 
accompanied  with  an  obligation  in  favor  of  the  patentee,  on  the  part  of 
the  one  to  whom  it  is  granted,  to  do  or  not  to  do  a  particular  thing,  and 
which  obligation  is  the  consideration  upon  which  the  license  is  granted,  he 
upon  whom  the  obligation  rests  must  perform  it,  and  if  he  will  not  perform 
it  an  injunction  will  be  granted  to  restrain  him  from  any  further  right  to 
use  the  patent  under  license.  Goodyear  v.  Congress  Bubber  Co.,  3  Blatch. 
449. 

A  party  who  has  a  contract  for  the  exclusive  right  to  sell  the  thing 
patented  is  entitled  to  a  preliminary  injunction  against  the  patentee, 
although  the  latter  claims  that  the  contract  was  obtained  by  fraud.  God« 
dard  v.  Wild,  17  Fed.  Bep.  845. 
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A  preliminary  injunction  may  be  granted  for  the  violation  of  a  valid 
claim  in  a  reissue,  although  a  disclaimer  of  the  void  claims  was  not  filed 
before  the  suit  was  brought.    Duff  v.  Calkins,  25  O.  G.  601. 

A  preliminary  injunction  may  be  issued  against  the  purchaser  of  an 
article,  although  an  interlocutory  decree  for  an  account  has  been  entered 
against  the  manufacturer.    Tucker  v.  Burditt,  4  Ban  &  Ard.  5G9. 

If  the  defendant  withdraws  his  opposition  to  a  motion  for  a  preliminary 
injunction  before  it  is  decided,  no  decision  will  be  given  on  the  merits, 
although  the  case  was  fully  argued.  American  M.  P.  Co.  v.Yail,  15  Blatch. 
315 ;  s.  c.  4  Ban  &  Ard.  1. 

If  the  motion  for  a  preliminary  injunction  is  denied  upon  defects  then 
pointed  out,  it  can  not  be  renewed  on  papers  designed  to  cure  those 
defects,  after  the  defendant  has  closed  his  proofs  for  final  hearing. 
Wooster  v.  Howe  Machine  Co.,  16  O.  G.  314 ;  s.  C.  4  Ban  &  Ard.  319. 

HiBsolutton  ofslnjunction. 

The  filing  of  an  answer  denying  under  oath  the  legal  title  of  the  com- 
plainant is  not  sufficient  to  dissolve  an  injunction  already  specially  granted 
on  a  hearing.  The  presumptions  arising  from  the  answer  may  be  dis- 
proved by  evidence  on  the  part  of  the  complainant,  and  then  counter 
testimony  is  admissible  on  the  part  of  the  respondent  to  sustain  his 
answer.  After  this  it  becomes  the  duty  of  the  court  to  balance  these 
ieillegations  and  proofs,  and  decide  how  the  weight  of  them  is,  and  whether 
in  the  exercise  of  a  sound  discretion  on  tliem  the  injunction  ought  to  be 
dissolved  or  not.  Woodworth  v.  Rogers,  3  W.  &  M.  135 ;  8.  c.  2  Robb  625 ; 
Orr  V.  Merrill,  1  W.  &  M.  376  ;  s.  c.  2  Robb  331. 

If  the  defendant  on  a  motion  to  dissolve  an  injunction  produces  evidence 
on  matters  not  involved  in  the  original  motion  for  an  injunction  sufficient 
to  throw  a  doubt  over  the  question  of  the  novelty  of  the  invention,  the 
injunction  will  be  dissolved.  Young  v.  Lippman,  5  Fish.  230 ;  s.  c.  9 
Blatch.  277  ;  2  O.  G.  249. 

The  motion  to  dissolve  an  injunction  must  be  denied  unless  the  proofs 
overcome  the  equity  of  the  bill  and  the  evidence  supporting  it.  Spark- 
man  V,  Higgins,  1  Blatch.  205. 

The  presumption  is  that  an  injunction  which  was  granted  after  a  hear- 
ing was  rightly  issued.  The  burden  is  on  the  defendant  on  a  motion  for  a 
dissolution  to  overcome  that  presumption.  It  is  open  to  be  overcome  by 
new  matter  or  evidence  arising  since  the  injunction  was  imposed,  though 
very  seldom  by  matter  then  existing  which  the  party  neglected  to  present 
to  the  consideration  of  the  court.  Woodworth  ».  Rogers,  3  W.  &  M.  135  ; 
S.  c.  2  Robb  625  ;  Hussey  v.  Whiteley,  2  Fish.  120 ;  s.  C.  1  Bond  407. 

If  the  issue  and  facts  involved  in  a  motion  for  a  dissolution  befoi'e  the 
district  judge  are  substantially  those  submitted  to  and  passed  upon  by  the 
circuit  judge  in  granting  the  injunction,  it  will  be  improper  to  order  its 
dissolution;  It  would  be  wrong  in  a  district  judge  to  review  or  set  aside 
the  action  of  the  circuit  judge— at  least  the  reasons  that  would  justify  such 
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a  course  must  be  peculiar  and  Btringent.    Hussey  v,  Whiteley,  5  Fish. 
120 ;  8.  c.  1  Bond  407. 

The  continuance  or  dissolution  of  an  injunction  is  entirely  within  the 
sound  discretion  of  the  court.  If  the  court  considers  the  right  of  the 
patentee  doubtful,  it  is  not  simply  on  that  ground  required  to  dissolve  the 
injunction.     Other  circumstances  must  be  considered.     Orr  r.  Badger, 

7  Law  Rep.  465 ;  Perry  r.  Littlefield,  5  Ban  &  Ard.  334. 

If  the  patent  would  be  sustained  on  the  final  hearing  upon  the  facts  as 
they  appear  on  the  motion,  the  injunction  will  not  be  dissolved.  Rich- 
ardson V.  Croft,  11  Fed.  Rep.  800;  Bassett  v,  Malone,  11  Fed.  Rep.  801. 

If  the  answer  does  not  properly  set  up  a  public  use  for  more  than  two 
years  before  the  application  for  the  patent,  and  the  time  for  taking  proofs 
for  final  hearing  has  expired,  an  application  to  dissolve  a  preliminary 
injunction  on  account  of  such  prior  use  will  not  be  entertained.  Union 
Paper  Bag  Co.  r.  Newell,  11  Blatch.  549  ;  s.  c.  5  O.  G.  173;  s.  c.  1  Ban 
&  Ard.  113. 

If  the  complainant  during  the  pendency  of  the  suit  assigns  all  his 
interest  in  the  patent  to  another,  the  injunction  must  be  dissolved.  Elina- 
roan  v.  Paikhurst,  1  Blatch.  488  ;  s.  c.  18  How.  289. 

An  injunction  already  granted  may  be  dissolved  upon  the  defendant's 
filing,  a  bond  to  secure  the  payment  of  such  sum  as  may  be  awarded  by 
the  final  decree.    Wilson  v.  Bamum,  2  Fish.  635  ;  s.  0. 1  Wall.  Jr.  347 ; 

8  How.  258 ;  s.  c.  2  Robb  749. 

The  court  may  direct  that  an  injunction  shall  be  dissolved  unless  the 
complainant  shall  file  a  bond  to  indemnify  the  defendant.  Wilson  o. 
Bamum,  2  Fish.  635 ;  s.  c.  1  Wall.  Jr.  347 ;  8  How.  258 ;  s.  c.  2  Robb 
749. 

If  the  patentee  recovers  a  decree  against  the  vendor  and  levies  on  his 
property,  he  cannot  have  an  injunction  against  the  vendee  while  the  levy 
remains.    Steam  Stone  Cutter  Co.  r.  Sheldon,  15  Fed.  Rep.  608. 

Final  Injunction. 

An  injunction  is  either  provisional  or  perpetual.  The  first  is  either 
common  or  special, — common  being  such  as  is  granted  upon  the  defend- 
ant's default,  either  in  appearing  or  answering,  and  is  only  applicable  to 
restrain  proceedings  at  law,  and  special  being  sucli  as  is  granted  upon  the 
special  grounds  arising  out  of  the  circumstances  of  the  case.  Special 
injunctions  are  issued  sometimes  on  the  merits  disclosed  by  the  answer, 
sometimes  on  afiidavits  before  the  answer  is  filed,  and  sometimes  even 
without  notice  and  before  the  defendant  has  appeared.  A  perpetual 
injunction  is  a  part  of  the  decree  made  at  the  hearing  upon  the  merits, 
whereby  the  defendant  is  perpetually  inhibited  from  the  assertion  of  a 
right,  or  perpetually  restrained  from  the  commission  of  an  act  which 
would  be  contrary  to  equity  and  good  conscience.  Motte  v,  Bennett,  2 
Fish.  642. 
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The  proyisions  of  this  sectioD  in  no  manner  import  that  the  foundation 
of  the  jurisdiction  of  the  court  rests  on  its  authority  to  grant  an  injunc- 
tion. On  the  contrary  the  language  employed  would  seem  to  indicate 
that  Congress,  for  greater  caution,  made  the  power  to  grant  injunctions 
explicit  and  positive ;  perhaps  to  avoid  an  inference  that  the  process  of 
injunction,  being  merely  a  mode  of  relief  in  equity,  could  only  issue  hi 
cases  which  under  the  general  practice  of  courts  of  equity  were  brought 
up  specifically  by  injunction  bills.    Kevuis  v.  Johnson,  3  Blatch.  80. 

If  the  court  has  jurisdiction  of  the  person  of  the  defendant  it  may 
restrain  him,  although  the  construction  and  use  of  the  thing  patented 
take  place  beyond  l^e  jurisdiction  of  the  court.  Boyd  v,  McAlpin,  3 
McLean  427;  s.  c.  2  Robb  277;  Wilson  v.  Sherman,  1  Blatch.  536; 
Thompson  r.  Mendelsohn,  5  Fish.  187 ;  s.  c.  8  Phila.  166 ;  Wheeler  r. 
McCormick,  4  Fish.  433  ;  6.  c.  8  Blatch.  267. 

No  injunction  can  be  issued  at  the  instance  of  a  patentee  to  restrain  a 
junior  patentee  from  bringing  suits  on  his  patent  before  the  patent  is 
•  declared  invalid.    Asbestos  Felting  Co.  v,  U.  S.  &  F.  Felting  Co.,  13 
Blatch.  453 ;  b.  C.  10  O.  G.  828 ;  B.  c.  2  Ban  &  Ard.  369. 

The  circuit  court  has  no  jurisdiction  to  restrain  the  complainant  from 
prosecuting  other  suits  against  parties  who  purchased  the  thing  patented 
from  the  defendant,  although  a  decree  has  been  entered  requiring  the 
defendant  to  account  for  profits  arising  from  the  sales  thereof.  Bumford 
Chemical  Works  v.  Hecker,  11  Blatch.  552;  s.  c.  5  O.  G.  644;  s.  c.  1 
Ban  &  Ard.  120. 

An  injunction  may  be  granted  at  the  final  hearing,  although  there  has 
been  no  trial  at  law  or  motion  for  a  preliminary  injunction.  Buchanan 
V.  Howland,  2  Fish.  341 ;  s.  c.  5  Blatch.  151 ;  Dougherty  v.  West,  2  Fish. 
553 ;  Motte  v.  Bennett,  2  Fish.  642  ;  Hofi'heins  v.  Brandt,  3  Fisli.  218. 

There  is  no  adequate  remedy  at  law,  for  the  law  does  not  give  a  com- 
plete remedy  to  those  whose  property  is  invaded.  If  each  infringement 
were  to  be  made  a  distinct  cause  of  action,  the  remedy  would  be  worse 
than  the  evil,  for  the  inventor  might  be  ruined  by  the  necessity  of  per- 
petual litigation  without  ever  being  able  to  have  a  final  establishment  of 
his  right.  In  addition  to  this  consideration,  the  patentee  could  have  no 
preventive  at  law  to  restrain  the  future  use  of  his  invention  injuriously  to 
his  title  and  interests.  ^  Motte  v.  Bennett,  2  Fish.  642. 

The  granting  or  refusal  of  an  injunction  rests  in  the  sound  discretion  of 
the  court.  A  rash  or  indiscreet  exercise  of  this  power  may  be  very 
oppressive,  of  no  use  to  the  complainant  and  ruinous  to  the  defendant. 
As  a  remedy  it  should  be  administered  only  for  prevention  or  protection. 
Where  it  is  not  necessary  for  these  purposes  it  is  merely  vindictive, 
injuring  one  x^rty  without  benefit  to  the  other.  To  issue  an  injunction 
in  a  case  where  neither  prevention  nor  protection  is  sought  or  required, 
but  only  compensation,  would  be  an  abuse  of  power.  Sanders  v.  Logan, 
2  Fish.  167. 

If  there  is  no  estoppel,  an  injunction  is  a  matter  of  right  where  a  legal 
title  is  to  be  vindicated.    Merriam  v.  Smith,  11  Fed.  Rep.  588. 
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If  the  defendant  has  been  guilty  of  an  infHngement,  an  injunction  will 
be  awarded,  although  the  defendant  no  longer  infringes.  Bullock  Print- 
ing Press  Co.  v.  Jones,  13  O.  G.  124 ;  s.  c.  3  Ban  &  Ard.  195. 

An  injunction  may  be  granted  restraining  the  sale  of  infringing  machines 
made  during  the  term  of  the  patent,  although  the  patent  has  since  expired. 
American  D.  R.  B.  Co.  v.  Sheldon,  18  Blatch.  50 ;  s.  c.  5  Ban  &  Ard. 
292 ;  B.  G.  1  Fed.  Bep.  870 ;  American  D.  B.  B.  Co.  v.  Butland  M.  Co., 
18  Blatch.  147 ;  s.  c  5  Ban  &  Ard.  346  ;  2  Fed.  Bep.  356. 

Although  a  party  has  the  exclusive  right  to  use  the  class  of  articles  to 
which  the  invention  pertains  in  a  certain  place,  yet  he  may  be  enjoined 
from  using  the  thing  patented.  Colgate  r.  Inter-Ocean  Tel.  Co.,  17  0.  G. 
194  ;  8.  C.  17  Blatch.  308 ;  s:  c.  4  Ban  &  Ard.  609. 

If  the  inventor  did  not  know  that  others  were  making  any  advance- 
ments or  investments  of  either  capital  or  skill  on  the  faith  that  the  ground 
he  had  begun  to  occupy  was  open  to  all,  he  is  not  estopped  from  setting 
up  his  invention.  Sprague  o.  Adriance,  14  O.  G.  308 ;  s.  c.  3  Ban  &  Ard. 
124. 

An  experimental  use  is  a  technical  infringement  sufficient  to  authorize 
an  injunction,  but  not  sufficient  to  authorize  a  reference  to  ascertain 
damages.  Albright «.  Celluloid  H.  T.  Co.,  12  O.  G.  227  ;  s.  o.  2  Ban  & 
Ard.  629. 

An  injunction  may  be  granted  although  the  defendant  in  selling  the 
article  merely  acted  as  a  salesman  for  the  owner.  Maltby  v.  Bobo,  14 
Blatch.  53 ;  s.  c.  2  Ban  &  Ard.  459. 

If  the  complainant  has  accepted  a  certain  compensation  for  the  use  of 
the  thing  patented,  reserving  his  right  to  an  additional  sum,  an  injunction 
will  not  be  granted,  for  the  use  is  not  unlawful.  Blanchard  v.  Sprague,  1 
Clifl*.  288. 

Where  the  complainant  makes  an  assignment  after  the  granting  of  an 
injunction,  and  then  files  an  amended  bill,  the  defendant,  after  answering 
the  amended  bill  without  taking  exception  on  account  of  the  assignment, 
can  not  have  the  injunction  dissolved  on  that  ground.  T.  &  P.  Salt  Co. 
V.  Barry,  2  W.  N.  100. 

K  the  patentee  assigns  his  patent  while  the  bill  is  pending,  an  injunc- 
tion will  not  be  granted.  Boomer  v.  Power  Co.,  13  Blatch.  107 ;  s.  c.  2 
Ban  &  Ard.  107 ;  Wheeler  v.  McCormick,  6  Fish.  551 ;  s.  c.  11  Blatch. 
334 ;  4  O.  G.  692. 

If  it  appears  that  an  improvement  is  not  materially  useful,  and  has  only 
been  used  to  a  limited  extent,  an  injunction  is  not  the  appropriate  remedy. 
Lowell  Manuf.  Co.  r.  Carpet  Co.,  2  Fish.  472. 

A  person  who  owns  one  patent  may  be  enjoined  from  putting  on  articles 
made  by  him  marks  indicating  that  they  are  made  under  another  patent. 
W.  &  M.  Manuf.  Co.  r.  Haish,  18  O.  G.  465. 

A  person  who  puts  on  articles  made  by  him  marks  indicatmg  that  they 
are  made  under  a  patent,  can  not  set  up  the  invalidity  of  the  patent  to 
defeat  the  injunction.    W.  &  M.  Manuf.  Co.  v.  Haish,  18  O.  G.  465. 
If  a  patentee  makes  a  contract  ^ving  another  the  exclusive  right  to  sell 
27 
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the  thing  patented,  he  may  be  enjoined  from  selling.  Goddard  v.  Wilde^ 
17  Fed.  Rep.  845. 

If  a  carrier  refuses  to  disclose  the  names  of  the  persons  who  deliver 
infringing  articles  to  him  for  transportation,  he  may  be  enjoined  from 
receiving  the  articles.  Am.  Cotton  Tie  Co.  o.  McCrady,  17  O.  G.  565  ; 
8.  c.  17  Blatch.  291 ;  8.  c.  4  Ban  &  Ard.  388. 

When  a  party  obtains  a  decree  settling  the  right  to  an  injunction  in 
respect  to  the  matter  in  controversy,  the  practice  is  to  make  the  injunc- 
tion a  part  of  the  decree.  That  is  the  right  of  the  party,  unless  sgme 
special  grounds  of  hardship  to  the  defendant  are  shown.  Potter  o.  Mack, 
3  Fish.  428  ;  Bumford  Chemical  Works  o.  Hecker,  11  O.  G.  330 ;  s.  c.  2 
Ban  &  Ard.  386. 

The  court  has  the  power  to  suspend  the  injunction  until  the  account 
shall  be  determined  upon  and  the  decree  finally  made  upon  that  account. 
Such  power  exists  as  incidental  to  equity  proceedings.  Potter  v.  Mack,  3 
Fish.  428. 

If  a  reasonable  doubt  exists  in  the  mind  of  the  court  as  to  its  decision 
upon  the  merits,  or  if  there  is  any  reason  to  suppose  that  the  injunction 
has  been  indiscreetly  granted,  the  defendant  may  be  allowed  to  continue 
to  use  his  machine  under  proper  security  until  the  coming  in  of  the  mas- 
ter's report ;  but  if  the  court  is  fully  satisfied  with  its  decision,  such  per- 
mission will  not  be  granted.  Mowry  v.  Whitney,  3  Fish.  157 ;  8.  c.  4 
Fish.  141,  207 ;  5  Fish.  496 ;  14  Wall.  620 ;  2  Bond  45 ;  s.  c.  1  O.  G. 
492 ;  Barnard  v.  Gibson,  7  How.  650.;  Heysingerv.  Dennison  Manuf.  Co., 
39  Leg.  Int.  452. 

An  injunction  will  not  be  suspended  to  allow  the  defendant  to  change 
his  machine  so  as  to  avoid  an  infringement,  unless  there  is  proof  of  the 
probability  of  success.    Macauley  v.  White  S.  M.  Co.,  21  O.  G.  204. 

An  interlocutory  decree  will  not  be  suspended  until  the  final  decree 
upon  the  defendant's  giving  bond,  although  the  patent  is  about  to  expire* 
Brown  t?.  Deere,  19  O.  G.  1217  ;  s.  o.  6  Fed.  Rep.  487. 

If  the  complainant  brings  money  into  court  in  compliance  with  the 
terms  imposed  upon  him  by  the  court,  as  a  condition  for  grantbg  an  in- 
junction to  restrain  the  defendant  from  declaring  a  forfeiture  of  the  license, 
the  defendant  thereby  acquires  an  equitable  lien  upon  the  fund,  and  in  case 
the  bill  is  dismissed  for  want  of  jurisdiction,  the  court  will  make  no  order 
disposing  of  the  money  until  the  right  between  the  parties  is  determined 
in  some  appropriate  proceeding  either  at  law  or  in  equity.  Florence 
Machine  Co.  v.  Singer  Co.,  4  Fish.  348  ;  s.  c.  8  Blatch.  177. 

Practice. 

An  allegation  of  abandonment  is  an  allegation  in  avoidance  of  the  claim 
of  the  complainant,  and  the  facts  therein  stated  must  be  proved,  and  the 
burden  of  proof  is  upon  the  respondent.  Howe  v.  Williams,  2  Fish.  395  ; 
8.  c.  2  Cliff.  245. 

The  burden  of  proof  rests  upon  the  defendant  to  sustain  averments  in 


§  4921]  PRACTICE.  419 

the  answer  which  are  not  reaponsive  to  the  allegations  of  the  bill.    Hoff- 
heins  v.  Brandt,  3  Fish.  218. 

Something  more  must  be  produced  than  the  evidence  of  a  single  witness, 
to  overcome  an  answer  under  oath  and  responsive  to  the  bill*  Wood- 
worth  V.  Hall,  1  W.  &  M.  248,  389  ;  b.  c.  2  Robb  495,  517 ;  Hovey  v. 
Stevens,  1  W.  &  M.  290 ;  s.  c.  2  Robb  479. 

If  the  denial  of  the  infringement  in  the  answer  is  not  positive,  and  the 
testimony  of  the  witness  is  strongly  corroborated  by  other  facts  and  cir- 
cumstances bearing  on  the  question  of  infringement,  the  fact  will  be  con- 
sidered as  established.    Goodyear  v.  Berry,  3  Fish.  439  ;  s.  o.  1  Bond  189. 

Documents  can  not  be  given  in  evidence  after  the  argument  of  the  case 
has  commenced,  as  a  matter  of  right,  but  only  on  terms  to  be  imposed  by 
the  court.  Stainthorp  v.  Humiston,  4  Fish.  107 ;  Enapp  v.  Shaw,  23  O.  G. 
2236  ;  8.  0.  15  Fed.  Rep.  115. 

If  it  appears  that  the  complainant  has  a  meritorious  cause  of  action 
upon  the  merits,  it  is  competent  for  the  court  to  allow  additional  proofs 
to  obviate  merely  formal  objections.  Goodyear  o.  Beverly  Rubber  Co.,  I 
Chff.  348. 

An  appearance  and  the  filing  of  an  answer  is  a  waiver  of  any  irregularity 
in  the  service  of  a  subpoena.    Goodyear  v.  Chaflfee,  3  Blatch.  268. 

An  assignment  of  the  complainant ^s  interest  in  the  patent  after  the 
commencement  of  the  suit  will  not  affect  his  right  to  an  account  for  the 
profits  that  accrued  prior  to  the  assignment*  Dean  o.  Mason,  20  How.  198. 

Exceptions  to  the  general  rule  in  the  English  chancery  are  binding  on 
the  Federal  courts,  as  much  as  the  rule  itself.  The  exception  constitutes 
the  rule.    Brooks  o.  Bicknell,  3  McLean  250 ;  s.  c.  2  Robb  118. 

The  rule  of  comity  always  observed  by  the  Justices  of  the  Supreme  Court 
in  cases  which  admit  of  being  carried  before  the  whole  court,  is  to  conform 
to  the  opinions  of  each  other,  if  any  have  been  '^iven.  •  Washburn  v. 
Gould,  3  Story  122 ;  s.  c.  2  Robb  206 ;  Putnam  v.  Yerringer,  9  O.  G. 
689  ;  s.  c.  2  Ban  &  Ard.  237  ;  Goodyear  t?.  Providence  Rubber  Co.,  2  Fish.  ' 
499  ;  s.  c.  2  Cliff.  351 ;  9  Wall.  788 ;  Rumford  Chemical  Works  v.  Hecker, 
10  O.  G.  289  ;  s.  c.  2  Ban  &  Ard.  351 ;  Goodyear  D.  V.  Co.  v.  Willis,  7 
O.  G.  41  ;  8.  c.  1  Flippin  385 ;  s.  c.  1  Ban  &  Ard.  568 ;  Hammerschlag 
r.  Garrett,  9  Fed.  Rep.  43  ;  8.  c.  38  Leg.  Int.  276  ;  American  B.  L.  Co. 
r.  Cotter,  21  O.  G.  1030;  s.  c.  11  Fed.  Rep.  728  ;  Strobridge  t?.  Landers, 
21  O.  G.  1027 ;  s.  c.  11  Fed.  Rep.  880 ;  Searles  ».  Worden,  21  O.  G. 
1955  ;  8.  c.  11  Fed.  Rep.  501. 

This  rule  of  comity  has  no  application,  either  by  its  terms  or  the  reason 
on  which  it  is  founded,  to  motions  for  injunctions  where  error  may  be 
followed  by  irremediable  mischief.  Many  o.  Sizer,  1  Fish.  31 ;  Cornell  v. 
Littlejohn,  9  O.  G.  837,  932 ;  s.  c.  2  Ban  &  Ard.  324 ;  Potter  v.  Whitney, 
3  Fish.  77 ;  s.  c.  1  Lowell  87 ;  Sargent  Manuf.  Co.  v.  Woodraff,  5  Biss.  444. 

A  decision  of  a  circuit  judge  will  be  taken  to  be  the  law  of  the  circuit 
until  either  a  state  of  facts  is  proved  which  will  present  a  different  case, 
or  until  the  conclusion  of  law  upon  the  facts  is  overruled  by  the  Supreme 
Court.     McCloskey  v.  Hamill,  22  O.  G.  2122 ;  s.  o.  15  Fed.  Rep.  750. 
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If  the  defendant  desires  to  test  the  prior  adjudication  in  the  Supreme 
Court,  and  complainant  refuses  to  stipulate  that  the  proofs  taken  in 
another  case  may  be  filed  in  the  one  pending,  the  rule  will  not  be  followed 
in  granting  a  preliminary  injunction.  Goodyear  D.  V.  Co.  ».  Willis,  7 
O.  G.  41 ;  s.  c.  1  Flippin  385  ;  s.  c.  1  Ban  &  Ard.  315. 

If  the  record  presents  a  different  state  of  facts,  the  decision  in  another 
circuit  will  not  be  followed.  G.  &  B.  Manuf.  Co.  v.  Walworth,  9  O.  G. 
746. 

If  the  court  as  a  matter  of  comity  declines  to  adjudge  the  question  of 
novelty  on  certain  claims,  in  view  of  the  adjudication  of  a  co-ordinate 
court,  the  decree  should  so  state.  Bumford  Chemical  Works  v.  Hecker,  11 
O.  G.  330  ;  s.  c.  2  Ban  &  Ard.  386. 

A  decision  not  upon  pleadings  and  proofs,  but  a  decision  or  opinion  on 
a  motion  for  an  injunction,  can  be  hardly  claimed  to  settle  a  question. 
Florence  Co.  v.  Singer  Co.,  4  Fish.  329  ;  s.  o.  8  Blatch.  113. 

A  decision  by  the  Supreme  Court  as  to  the  validity  of  a  patent  and  the 
infringement  thereof  is  conclusive  in  another  case,  unless  the  two  cases 
can  be  distinguished.    Richardson  v.  Lockwood,  4  Cliff.  128. 

The  circuit  court  has  no  authority  to  rescind  a  rule  adopted  by  the 
Supreme  Court  for  the  government  of  its  practice  in  chancery.  Jenkins  v. 
Greenwald,  2  Fish.  37 ;  s.  c.  1  Bond  126. 

The  examination  of  the  defendant  as  a  witness  by  the  complainant  is 
not  a  waiver  of  the  right  to  the  decree  against  him.  Jenkins  r.  Green- 
wald, 2  Fish.  37 ;  s.  O.  1  Bond  126. 

A  party  who  purchases  from  the  defendant  j^enden^e  lite,  and  with  actual 
notice  of  the  suit,  is  bound  by  the  same  equities  as  the  defendant.  Kins- 
man V.  Farkhurst,  18  How.  289 ;  s.  c.  1  Blatch.  488. 

If  an  assignment  is  made  pendente  lite,  the  circuit  court  may  protect  the 
right  of  the  real  owners  to  the  fruits  of  the  recovery  as  against  those  who 
are  merely  nominal  owners.  Campbell  v,  James,  2  Fed.  Rep.  338 ;  18 
O.  G.  1111 ;  s.  o.  18  Blatch.  92 ;  s,  o.  5  Ban  &  Ard.  354. 

Under  the  prayer  for  general  relief,  the  court  may  award  damages  to 
the  complainant.    Emerson  r.  Simm,  6  Fish.  281 ;  s.  c.  3  0.  G.  293. 

If  a  complainant  files  a  bill  for  an  alleged  infringement  which  took  place 
after  the  filing  of  the  first  bill,  he  will  not  be  compelled  to  elect  between 
the  two  proceedings,  but  on  the  motion  of  the  defendant  he  may  be 
required  to  enter  into  a  stipulation  that  the  testimony  taken  in  one  case, 
so  far  as  it  is  relevant,  may  be  used  in  the  other,  and  that  both  cases  shall 
be  set  down  for  hearing  at  the  same  time.  Turrell  v.  Spaeth,  9  O.  G. 
1163 ;  s.  c.  2  Ban  &  Ard.  315. 

The  court  will  not  so  far  take  notice  of  parol  agreements  of  counsel 
made  or  alleged  to  be  made  out  of  court,  as  to  undertake,  when  there  is  a 
conflict  of  opinion  between  the  respective  counsel  as  to  the  terms  of  the 
agreement  or  a  difference  of  recollection  as  to  its  existence  or  meaning, 
to  decide  the  question  of  comparative  accuracy  of  recollection  or  con* 
struction.  American  Saddle  Co.  o.  Hogg,  6  Fish.  67 ;  s.  c.  1  Holmes  177 ; 
2  O.  G.  595. 
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If  the  complainant  threatens  to  inBtitate  an  action  against  parties  who 
have  purcliased  from  the  defendant,  the  court,  on  cross-petition,  may  en* 
join  the  complainant  from  bringing  any  suit  against  any  vendee  of  the 
defendant,  based  upon  a  user  which  may  become  the  subject  of  account  in 
the  case.  Birdsell  v.  Hagerstown  Co.,  11  O.  G.  641 ;  s.  C  1  Hughes  64 ; 
Allis  V.  Stowell,  16  Fed.  Bep.  783. 

A  suit  against  a  purchaser  will  not  be  restrained  while  a  suit  is  pending 
against  the  manufacturer,  unless  the  devices  involved  in  the  two  suits  are 
the  same.    Allis  v.  Stowell,  16  Fed.  Rep.  783. 

Tlie  mere  entry  of  an  interlocutory  degree  for  an  account  will  not  bar 
an  action  against  a  party  who  purchased  from  the  defendant.  Gilbert  So 
Barker  Manuf.  Co.  v.  Bussing,  12  Blatch.  426 ;  s.  c.  8  O.  G.  144 ;  s.  o.  I 
Ban  &  Ard.  621. 

A  patentee  can  not  take  compensation  for  an  infringement,  including 
manufacture,  sale  and  use,  and  thereafter  enjoin  a  purchaser  from  the  use 
for  which  he  has  taken  compensation.  Gilbert  &  Barker  Manuf.  Co.  v. 
Bussing,  12  Blatch.  426 ;  8.  c.  8  O.  G.  144 ;  s.  c.  1  Ban  &  Ard.  621. 

The  equitable  liability  of  an  infringer  is  not  detepmined  by  his  death, 
and  a  bill  of  revivor  against  his  personal  representatives  will  lie  to  prevent 
the  abatement  of  the  suit  brought  in  his  lifetime  to  enforce  it.  Smith  v. 
Baker,  5  O.  G.  496 ;  s.  c.  1  Ban  &  Ard.  117 ;  s.  c.  19  I.  R.  R.  149 ;  Atter- 
bury  r.  Gill,  13  O.  G.  276 ;  s.  C  2  Flippin  239  ;  S.  c.  3  Ban  &  Ard.  174. 

Before  a  decree  the  inquiry  is  as  to  the  fact  of  infringement.  The 
extent  of  the  infringement  arises  upon  a  reference  for  an  account  after  a 
decree.    Turrell  o.  Spaeth,  8  O.  G.  986 ;  s.  c.  2  Ban  &  Ard.  185. 

If  a  suit  is  brought  for  an  infringement  of  a  patent,  the  circuit  court  has 
Jurisdiction  to  determine  all  questions  concerning  the  title  to  the  patent 
as  between  the  parties  complainant.  Campbell  r.  James,  18  0.  G.  1111 ; 
8.  c.  18  Blatch.  92 ;  S.  c.  5  Ban  &  Ard.  354 ;  s.  C.  2  Fed.  Rep.  338. 

The  proof  must  show  an  infringement  prior  to  the  filing  of  the  bill. 
Slessinger  v.  Buckingham,  8  Saw.  469. 

If  a  suit  is  pending  to  annul  a  prior  patent,  the  bill  may  be  retained 
until  that  prior  suit  is  determined.  Lockwood  r.  Cutter  Tower  Co.,  11 
Fed.  Rep.  724. 

The  fruits  of  the  decree  will  be  awarded  to  those  who  are  the  real 
owners  of  the  patent,  although  their  rights  have  been  acquired  since  the 
commencement  of  the  suit.  Campbell  v.  James,  18  0.  G.  1111 ;  s.  c.  18 
Blatch.  92 ;  s.  c.  5  Ban  &  Ard.  354 ;  8.  c.  2  Fed.  Rep.  338. 

No  notice  can  be  taken  of  the  action  of  the  circuit  court  upon  a  motion 
for  a  new  trial  upon  a  verdict  rendered  upon  issues  sent  to  a  court  of  law, 
unless  the  evidence  is  reported  with  the  verdict.  Watt  v,  Starke,  101  U. 
S.  247 ;  s.  c.  17  O.  G.  1093. 

£Tideiice. 

In  an  equity  case  the  judge  may  examine  the  model  if  it  is  put  in  evi- 
dence, and  form  a  judgment  upon  its  novelty.  Everett  v,  Thacher,  16  O. 
G.  1046 ;  8.  c.  2  Flippin  234  ;  s.  c.  3  Ban  &  Ard.  435 ;  8.  c.  7  A.  L.  Rec* 
197. 
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Hearsay  evidence  will  be  considered  if  no  objection  to  it  is  made  on  the 
record.    Fischer  v.  Neil,  19  0.  G.  603  ;  s.  o.  6  Fed.  Rep.  89. 

If  no  objection  is  taken  either  before  the  examiner  or  at  the  hearing  to 
evidence  of  a  prior  invention  on  the  ground  that  no  sufficient  notice 
thereof  has  been  given,  this  is  a  waiver  of  the  notice.  Roemer  r.  Simon, 
95  U.  S.  214 ;  s.  c.  12  O.  G.  796 ;  s.  c.  1  Ban  &  Ard.  138;  Loom  Co. 
V.  Higgins,  21  O.  G.  2031 ;  105  U.  S.  580 ;  s.  c.  16  O.  G.  675 ;  s.  c. 
15  Blatch.  446 ;  s.  c.  4  Ban  &  Ard.  88 ;  Roemer  v.  Simm,  5  0.  G.  555 ; 
S.  C.  12  0.  G.  796 ;  s.  c.  95  U.  S.  214 ;  S.  c.  1  Ban  &  Ard.  138 ;  s.  c.  2 
Ban  &  Ard.  72 ;  Crouch  v.  Speer,  6  0.  G.  187 ;  s.  c.  1  Ban  &  Ard.  145 ; 
Barker  v.  Shoots,  20  Blatch.  178. 

If  objection  is  properly  made  to  the  testimony  of  a  witness  who  is  not 
produced  until  all  the  evidence  on  both  sides. is  closed,  his  testimony  can 
not  be  considered,  although  his  name  was  mentioned  in  the  notice* 
Crouch  V.  Speer,  6  0.  G.  187 ;  b.  c.  1  Ban  &  Ard.  145. 

If  an  objection  is  taken  on  the  record,  no  testimony  taken  after  the 
lapse  of  the  time  fixed  by  the  rule  can  be  read.  Wooster  v.  Clark,  21 
O.  G.  264 ;  s.  o.  9  Fed.  Rep.  854. 

Although  evidence  is  not  taken  within  the  time  prescribed  by  the  rule^ 
yet  it  will  be  considered  unless  there  is  a  motion  to  suppress  it.  Matthews 
V.  Spangenbei^,  23  0.  G.  92. 

An  objection  before  the  commissioner  to  the  examination  of  a  witness 
must  state  specifically  the  ground  of  the  objection  in  order  that  the  oppo- 
site party  may  have  the  opportunity  of  removing  it  if  possible.  Planing 
Machine  Co.  ©.  Keith,  101  U.  S.  479  ;  s.  c.  17  O.  G.  1031 ;  s.  c.  4  Ban  & 
Ard.  100. 

If  the  respondent  in  his  answer  set  up  the  defence  that  the  patentee  waa 
not  the  first  and  original  inventor  of  the  thing  patented,  and  gave  the 
names  and  residences  of  some  witnesses  and  prayed  leave  to  insert 
the  names  and  residences  of  others  if  any  should  be  discovered,  the 
answer  may  be  amended  at  the  hearing  nunc  pro  tunc  by  inserting  the 
names  and  residences  of  witnesses  whose  evidence  has  been  taken  before 
the  examiner.  Roemer  v.  Simon,  12  O.  G.  796  ;  s.  c.  95  U.  S.  220 ;  s.  c» 
lBan&  Ard.  138. 

An  objection  in  general  terms  to  the  testimony  of  a  witness  who  testi* 
fies  to  knowledge  of  the  prior  use  of  a  machine  is  not  sufficient,  although 
he  is  not  named  in  the  answer,  for  an  objection  of  that  kind  is  waived 
unless  it  is  distinctly  made.  Barker  v.  Stowe,  14  O.  G.  559 ;  s.  c.  15 
Blatch.  49  ;  s.  c.  3  Ban  &  Ard.  337. 

If  evidence  is  competent  to  show  the  state  of  the  art  at  the  time  of  the 
Invention,  then  an  omission  to  object  to  it  at  the  time  when  it  is  taken  is 
not  a  waiver  of  the  objection  that  it  is  not  competent  to  show  a  want  of 
novelty  where  no  such  defence  is  pleaded.  Zane  v,  Sofie,  5  Ban  &  Ard.. 
284  ;  s.  c.  2  Fed.  Rep.  229, 

Although  the  testimony  to  show  a  prior  knowledge  of  the  machine  was 
taken  before  the  defence  was  set  up  in  the  answer,  yet  if  the  witnesses- 
were  cross-examined  the  testimony  may  be  allowed  to  stand.  Allis  o. 
Buckstaff,  22  O.  G.  1705 ;  s.  c.  13  Fed.  Rep.  879. 
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If  an  answer  does  not  explicitly  deny  an  infringement,  then  proof  that 
the  defendant  had  a  machine  is  sufficient  evidence  that  he  used  it.  Gear 
V.  Fitch,  3  Ban  &  Ard.  573 ;  s.  c.  16  O.  G.  1231. 

If  the  complainant  calls  the  defendant  as  his  witness,  he  can  not  compel 
him  to  disclose  the  names  of  more  than  one  person  to  whom  he  has  sold 
the  article  alleged  to  be  an  infringement.  Roberts  v.  Walley,  14  Fed. 
Rep.  167. 

If  the  complainant  on  examination  before  the  master  testifies  to  the 
cost  of  making  the  article,  the  defendant  may  require  him  to  produce  his 
books.    Wisner  v.  Dodds,  14  Fed.  Rep.  655. 

Evidence  which  should  be  taken  in  chief  can  not  be  taken  in  rebuttal. 
Barker  r.  Shoots,  20  Blatch.  178. 

I^icense. 

Even  if  a  contract  to  refVain  from  the  manufacture  of  a  patented  article 
can  not  be  enforced,  as  being  against  public  policy,  this  will  afford  no 
answer  to  a  claim  for  an  account  of  profits  actually  realized  by  prosecuting 
the  business,  there  being  no  connection  between  the  illegal  stipulation 
and  the  profits  of  the  business.  Kinsman  v,  Farkhurst,  18  How.  289 ; 
8.  G.  1  Blatch.  488. 

The  purchase  of  a  license  does  not  estop  the  licensee  from  denying  the 
validity  of  the  patent,  in  order  to  protect  his  right  to  use  a  machine  not 
embraced  by  the  license.  The  recitals  in  a  deed  can  estop  no  one  but 
parties  or  privies  who  are  claiming  under  or  against  it,  and  in  the  con- 
troversy founded  on  its  covenants.  If  such  machine  should  be  challenged 
as  an  infringement  of  the  patent,  he  has  the  right  to  defend  himself  by 
any  plea  that  any  other  person  might  use.  Burr  v.  Duryee,  2  Fish.  275 ; 
8.  c.  1  Wall.  531. 

Where  a  contract  has  been  violated  in  its  essential  terms,  or  has  been 
made  impossible  of  execution,  equity  will  relieve  if  it  can  do  so  without 
prejudice,  but  it  never  enforces  anything  in  the  nature  of  a  forfeiture, 
whether  stipulated  in  the  contract  or  implied  from  cuxumstances.  Morse 
V.  O'Reilly,  6  Penn.  L.  J.  501. 

Equity  may  relieve  against  a  forfeiture ;  it  never  inflicts  one.  If  the 
licensee  infringes  the  patent  without  violating  his  contract,  an  injunction 
will  not  be  granted  restraining  him  from  all  use  of  the  patent.  Buit  o. 
Duryee,  2  Fish.  275 ;  8.  o.  1  Wall.  531 ;  Wilson  v.  Sherman,  1  Blatch. 
536. 

If  a  licensee  fails  to  comply  with  the  condition  on  which  the  license 
depends,  he  may  be  enjoined  as  an  infringer.  Woodworth  r.  Cook,  2 
Blatch.  151;  Wilson  v.  Sheinnan,  1  Blatch.  536;  Day  r.  Hartshorn,  3 
Fish.  32 ;  Cohn  v.  Nat'l  Rubber  Co.,  15  O.  G.  829 ;  s.  o.  3  Ban  &  Ard. 
568;  contra,  Morse  v.  O'Reilly,  6  Penn.  L.  J.  501. 

An  infringement  by  a  licensee  who  fails  to  perform  the  conditions  of  his 
license  is  different  from  an  ordinary  infringement  where  no  contract  has 
been  made  by  the  parties.    In  the  latter  cfuse  an  absolute  injunction  is 
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the  only  adequate  relief;  but  in  the  former,  if  the  use  goes  beyond  the 
conditions,  there  is  an  infringement  which  must  stand  upon  the  general 
ground  unaffected  by  the  contract,  and  as  to  such  use  the  injunction 
should  be  absolute.  If  the  defendant  has  failed  to  comply  with  the  con- 
ditions of  the  license,  an  injunction  will  be  gitmted  unless  he  conforms  to 
them.  A  court  of  chancery  will  not  decree  the  cancellation  of  a  contract, 
except  for  fraud  or  mistake,  or  grant  an  injunction  which  will  haye  that 
effect.    Brooks  v.  Stolley,  3  McLean  523 ;  b.  c.  2  Bobb  281. 

An  unpaid  royalty  due  from  the  licensee  to  the  patentee  affords  no 
ground  for  enjoining  an  assignee  of  the  licenjse  who  has  paid  the  royalty 
that  has  accrued  since  the  assignment.  Groodyear  r.  Congress  Bubber 
Co.,  3  Blatch.  449. 

The  recovery  of  a  judgment  for  the  arrears  of  royalty  does  not  preclude 
the  patentee  from  enforcing  the  forfeiture  of  the  license  for  non-payment, 
for  he  may  resort  to  either  or  both  remedies.  Armstrong  v.  Hanlenbeck, 
3  N.  y.  L^.  Obs.  43. 

If  a  party  repudiates  a  license  for  the  purpose  of  contesting  tlie  validity 
of  the  patent,  he  can  not  set  it  up  again  when  the  patent  is  sustained. 
Moody  V,  Taber,  1  Holmes  325 ;  s.  c.  5  O.  G.  273 ;  s.  c.  1  Ban  &  Ard. 
41 ;  Cohn  v.  Nat'l  Bubber  Co.,  15  O.  G.  829 ;  s.  c.  3  Ban  &  Ard.  568. 

If  the  defendant  is  dissatisfied  with  the  terms  of  a  license  he  should 
abandon  it ;  but  if  he  claims  rights  under  it,  he  must  conform  to  the  con- 
ditions on  which  it  was  granted,  even  though  he  avers  that  he  did  not 
understand  it  and  was  overreached.  Brooks  v,  Stolley,  3  McLean  523 ; 
8.  c.  2  Bobb  281. 

A  grant  of  an  exclusive  license  to  sell  is  to  be  enforced  against  the 
grantor  so  long  as  it  lasts,  whether  the  remainder  of  the  contract  is 
mutual  or  not,  providing  the  whole  contract,  including  the  grant,  is  not  so 
unequal  as  to  be  void  in  a  court  of  equity.  Singer  Manuf.  Co.  v.  Union 
B.  &  E.  Co.,  6  Fish.  480 ;  s.  c.l  Holmes  253 ;  4  O.  G.  553. 

If  a  patentee  sells  the  thing  patented  in  violation  of  the  rights  of  a 
licensee,  the  latter  may  maintain  a  bill  in  equity  against  the  purchaser 
and  the  patentee  where  the  circuit  court  has  jurisdiction  on  account  of  the 
residence  of  the  parties,  for  the  remedy  at  law  is  not  as  practical  and 
efficient  to  the  ends  of  justice  and  its  prompt  administration  as  the  equit* 
able  remedy.  Hill  v.  Whitcomb,  1  Holmes  317 ;  s.  o.  5  O.  G.  430 ;  s.  c. 
1  Ban  &  Ard.  34. 

A  licensee  can  not  maintain  a  bill  for  an  injunction  and  account  against 
a  patentee  and  a  party  who  purchased  a  machine  from  him  in  violation  of 
the  license,  for  the  purchaser  is  not  an  infringer.  Hill  v,  Whitcomb,  1 
Holmes  317 ;  s.  C  5  0.  G.  430 ;  s.  c.  1  Ban  &  Ard.  34. 

A  party  can  not  secretly  acquire  the  outstanding  right  of  another,  if  any, 
and  set  it  up  against  his  joint  owner  in  derogation  of  his  rights  under  an 
agreement  entered  into  with  knowledge  of  this  alleged  title.  Kinsman  v, 
Parkhurst,  18  How.  289 ;  s.  c.  1  Blatch.  488. 
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Attachment. 

On  a  motion  for  an  attachment,  affidayits  to  show  that  the  patentee  was 
not  the  first  and  original  inventor  of  the  thing  patented  are  immaterial 
and  irrelevant.  That  question  was  settled,  so  far  as  the  injunction  is  con- 
cerned, when  the  writ  was  gi-anted.  Whipple  v.  Hutchinson,  4  Blatch. 
190  ;  Woodworth  v.  Rogers,  3  W.  &  M.  135  ;  s.  c.  2  Bohh  625 ;  liddle  v. 
Cory,  7  Blatch.  1. 

On  a  motion  for  an  attachment,  the  decree  must  he  deemed  conclusive 
of  all  questions  fahrly  involved  in  the  suit,  and  until  it  be  set  aside  as 
determining  beyond  dispute  the  validity  of  the  patent,  and  that  the  acts 
compl^ned  of  in  the  suit  were  an  infringement.  Liddle  v.  Cory,  7  Blatch. 
1 ;  Woodworth  r.  Rogers,  3  W.  &  M.  135  ;  s.  c.  2  Robh  625  ;  Phillips  v, 
Detroit,  16  O.  G.  627 ;  s.  c.  2  Flippin  92 ;  s.  c.  3  Ban  &  Ard.  150. 

If  the  instrument  is  not  of  the  same  kind  as  that  involved  in  the  decree, 
and  is  covered  by  a  patent,  a  strong  and  obvious  case  of  infringement 
beyond  all  questions  of  mere  colorable  difference  is  necessary  in  order  to 
render  the  party  liable  for  contempt.  Buerk  v.  Imhauser,  11  O.  G.  112  ; 
s.  c.  2  Ban  &  Ard.  465. 

It  is  not  enough  to  arrest  a  summary  exercise  of  the  power  of  the  court 
that  the  proofs  of  the  violation  of  the  decree  are  conflicting,  or  that  the 
thing  used  by  the  respondent  is  in  some  of  its  features  different  from  the 
thing  whose  use  is  interdicted.  The  evidence  must  be  carefully  weighed, 
and  as  it  establishes  clearly  or  falls  short  of  establishing  a  substantial 
transgression,  it  is  the  duty  of  the  court  to  act  or  forbear  to  act  accordingly. 
Wetherill  v.  Zinc  Co.,  5  0.  G.  460 ;  s.  c.  1  Ban  &  Ard.  105. 

No  attachment  will  be  issued  unless  the  violation  of  the  injunction  is 
plain  and  proved  to  the  satisfaction  of  the  court.  Birdsell  v.  Hagerstown 
Manuf.  Co.,  11  0.  G.  420 ;  s.  c.  1  Hughes  59  ;  s.  c.  2  Ban  &  Ard.  519. 

In  a  proceeding  for  an  attachment  for  a  violation  of  an  injunction,  the 
service  of  the  writ  claimed  to  have  been  disregarded  should  not  be  left  in 
doubt.    Whipple  v,  Hutchinson,  4  Blatch.  190. 

The  writ,  as  a  general  rule,  ought  to  contain  a  concise  description  of 
the  particular  acts  or  things  in  respect  to  which  the  party  is  enjoined,  so 
that  there  may  be  no  misapprehension  on  the  subject.  Whipple  r. 
Hutchinson,  4  Blatch.  190 ;  Goodyear  v.  Muller,  3  Fish.  209 ;  s.  c.  5 
Blatch.  429. 

Where  an  injunction  is  issued  restraining  a  party  from  using  any  part  of 
a  machine,  he  should  take  the  judgment  of  the  court  whether  he  can 
leave  off*  certain  parts  and  use  the  rest,  and  not  take  it  for  granted  that  he 
will  not  thus  violate  the  injunction.  The  true  course  is  to  move  for  a 
dissolution  of  the  injunction,  or  ask  for  security  from  the  complainant. 
Hamilton  o.  Simons,  5  Biss.  77. 

A  party  who  has  been  enjoined  from  infringing  a  patent  can  not  work 
in  the  factory  of  another  where  the  thing  patented  is  an  infringement. 
Goodyear  r.  Muller,  3  Fish.  209  ;  s.  c.  5  Blatch.  429. 

A  party  who  has  been  enjoined  from  infringing  a  patent  can  not  sell 
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the  thing  patented  as  agent  of  another  party.  Potter  v.  MuUer,  1 
Bond  601. 

The  defendant,  after  the  issuing  of  an  injunction,  may  manufacture 
articles  which  do  not  infringe  the  patent.  Wire  Bailing  Co.  v.  Walker,  2 
Fish.  179 ;  Byam  v,  Eddy,  24  Vt.  666. 

If  the  differences  between  the  thing  patented  and  the  article  made  by 
the  defendant  are  not  merely  colorable,  but  raise  questions  not  before 
raised  between  the  parties,  the  issues  can  not  be  decided  on  a  motion  for 
an  attachment,  but  will  be  left  to  be  tried  in  an  action  brought  for  that 
purpose.  Liddle  v.  Cory,  7  Blatch.  1 ;  Putnam  v.  Hollender,  11  Fed.  Bep» 
75  ;  Bate  Hefrig.  Co.  v.  Eastman,  11  Fed.  Bep.  902. 

If  an  injunction  is  granted  against  a  corporation,  it  is  binding  upon  the 
officer  of  a  corporation  who  has  notice  of  the  writ  and  its  contents  whether 
he  is  personally  served  or  not.  Phillips  o.  Detroit,  16  0.  G.  627 ;  s.  c.  2 
Flippin  92 ;  s.  C.  3  Ban  &  Ard.  150. 

If  an  Injunction  is  issued  against  a  corporation,  all  persons  who  act  for 
it  or  in  its  behalf  with  notice  of  the  writ  or  its  contents  may  be  attached 
for  contempt  whether  they  were  actually  served  with  it  or  not.  Phillips 
V.  Detroit,  16  0.  G.  627 ;  s.  C.  2  Flippin  92  ;  8.  c.  3  Ban  &  Ard.  150. 

If  a  person  having  charge  of  a  public  work  permits  the  contractor  to 
violate  the  patent  after  the  granting  of  the  injunction,  and  accepts  the 
work,  he  is  liable  to  attachment.  Phillips  v.  Detroit,  16  0.  G.  627 ;  s.  c 
2  Flippin  92 ;  s.  C.  3  Ban  &  Ard.  150. 

If  the  president  of  a  corporation  which  has  been  enjoined  devises  the 
plan  for  violating  the  injunction,  he  may  be  attached  for  contempt.  Weth* 
erill  V.  Zinc  Co.,  5  0.  G.  460 ;  s.  c.  1  Ban  &  Ard.  105. 

If  a  machine  which  has  been  sold  is  returned  after  the  injunction,  the 
defendant  may  resell  it  if  he  returned  the  machine  in  the  account  of  profits* 
Allis  V.  Stowell,  19  O.  G.  727. 

The  mere  sending  of  a  machine  to  an  agent  is  not  a  violation  of  an  at- 
tachment.   McKay  v.  Scott  S.  S.  M.  Co.,  20  0.  G.  372. 

A  mere  advertisement  that  a  party  makes  the  machine  is  not  a  violation 
of  an  injunction.    Allis  v.  Stowell,  19  O.  G.  727. 

A  party  who  sells  machines  which  he  is  prohibited  from  selling  is  guilty 
of  a  contempt,  although  he  does  not  sell  or  send  them  within  the  territo* 
rial  jurisdiction  of  the  court.  Macaulay  v.  White  S.  M.  Co.,  21  O.  G.  496  ; 
8.  c.  9  Fed.  Bep.  698. 

If  an  injunction  permits  a  party  to  use,  but  prohibits  a  sale,  a  sale  of  an 
article  that  was  in  use  at  the  time  of  the  issue  thereof  is  a  violation  of  it* 
Colgate  V.  G.  &  S.  Tel.  Co.,  17  O.  G.  193  ;  s.  c.  4  Ban  &  Ard.  559  ;  Colgate 
V.  Western  Union  Tel.  Co.,  17  0.  G.  194 ;  s.  o.  4  Ban  &  Ard.  562. 

If  the  machine  used  by  the  defendant  is  not  the  same  as  that  specified 
in  the  injunction,  and  is  not  a  plainly  colorable  evasion  of  the  injunction^ 
the  question  whether  it  is  an  infringement  or  not  will  not  be  determined 
on  a  motion  for  an  attachment.  Onderdonk  v.  Fanning,  5  Ban  &  Ard. 
431 ;  s.  c.  2  Fed.  Bep.  568. 

If  a  father  and  minor  son  are  both  employed  in  the  same  business,  the 
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&ther  may  be  held  liable  for  a  contempt  if  the  mioor  son  manufactures 
and  sells  articles  which  the  father  is  enjoined  from  manufacturing  and 
selling.    Dunks  v.  Grey,  5  Ban  &  Ard.  635 ;  s*  c.  3  Fed.  Bep.  862. 

If  a  license,  which  is  given  as  a  part  of  a  compromise  which  provides  for 
a  perpetual  injunction,  contains  a  power  of  revocation  on  certain  contin- 
gencies, the  injunction  may  be  enforced  by  an  attachment  for  contempt  if 
the  license  is  revoked.  Fentlarge  v,  Beesten,  18  Blatch.  38  ;  s.  c.  5  Ban 
&  Ard.  326 ;  s.  C.  1  Fed.  Bep.  862. 

If  the  defendant  knows  fully  what  he  does  when  he  manufactures  an 
article  in  violation  of  an  injunction,  he  is  guilty  of  a  contempt,  although 
he  does  not  think  he  is  infringing  or  is  advised  that  he  is  not.  Atlantic 
G.  P.  Co.  V.  Dittmar  P.  M.  Co.,  20  O.  G.  1380  ;  s.  o.  9  Fed.  Rep.  316. 

The  advice  of  counsel  is  no  justification  for  a  violation  of  an  injunction, 
although  it  will  be  considered  in  imposing  the  fine.  Phillips  r.  Detroit, 
16  O.  G.  627 ;  S.  c.  2  Flippin  92 ;  s.  c.  3  Ban  &  Ard.  150. 

If  the  defendant  lease  the  machine  to  one  of  the  complainants,  the 
acceptance  of  the  lease  is  an  equitable  release  of  the  defendant,  and  he 
will  not  be  liable  for  contempt  on  account  of  such  use.  Smith  v,  Patton^ 
6  Penn.  L.  J.  189. 

The  court  will  not  impose  a  fine  equivalent  to  the  royalty  required  by 
the  patentee.  Phillips  v.  Detroit,  16  0.  G.  627 ;  s.  c.  2  Flippin  92 ;  s.  o. 
3  Ban  &  Ard.  150. 

If  the  violation  of  the  injunction  was  not  wilful,  the  defendant  will  be 
required  merely  to  pay  the  profits  or  damages  and  costs.  Ready  Roofing 
Co.  V.  Taylor,  15  Blatch.  95  ;  s.  c.  3  Ban  &  Ard.  368  ;  Matthews  o.  Span- 
genberg,  23  O.  G.  1624. 

If  the  defendant  desires  to  mitigate  the  pecuniary  fine  to  be  imposed, 
he  should  present  his  inability  to  respond  in  a  manner  leaving  it  free 
from  all  question.    Doubleday  v.  Sherman^  4  Fish.  253  ;  s.  c.  8  Blatch.  45. 

A  party  who  has  violated  an  injunction  may  be  compelled  to  pay  the 
expenses  of  the  attachment  and  the  counsel  fees  of  the  complainant. 
Doubleday  v.  Sherman,  4  Fish.  253 ;  s.  c.  8  Blatch.  45 ;  Schillinger  v. 
Gunther,  11 .0.  G.  831 ;  s.  c.  14  Blatch.  152 ;  s.  c.  2  Ban  &  Ard.  544; 
Phillips  V.  Detroit,  16  O.  G.  627 ;  s.  C.  2  Flippin  92 ;  S.  C.  3  Ban  &  Ard. 
150  ;  Searls  v.  Worden,  13  Fed.  Rep.  716. 

If  the  defendant  acted  under  competent  advice,  and  had  no  intention  of 
disobeying  the  order  of  the  court,  no  fine  will  be  imposed,  but  he  will  be 
required  to  pay  costs.  Carstaedt  o.  U.  S.  Corset  Co.,  13  Blatch.  371 ;  s.  c. 
10  O.  G.  3 ;  s.  c.  3  Ban  &  Ard.  331. 

If  the  defendant  is  p^or,  and  has  been  in  jail  under  the  attachment  for 
some  time,  he  may  be  released  upon  his  own  recognizance  for  his  appear- 
ance whenever  ordered*sto  appear,  and  further  proceedings  on  the  attach- 
ment may  be  suspended  indefinitely.  Goodyear  v.  Muller,  3  Fish.  260 ; 
8.  c.  5  Blatch.  463. 

If  the  complainant  proves  a  wilful  violation  of  the  injunction,  without 
showing  the  extent  of  it,  he  is  entitled  to  an  allowance  for  counsel  fees 
and  expenses,  but  not  to  a  further -pecuniary  fine  by  way  of  indemnity. 
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Doubleday  v.  Sherman,  4  Fish,  253 ;  8.  o.  8  Blatch.  45 ;  PhilUps  «• 
Detroit,  16  O.  G.  627 ;  s.  c.  2  Flippin  92 ;  s.  c.  3  Ban  &  Ard.  150 ; 
Macaolay  v.  White  S.  M.  Co.,  21  O.  G.  496  ;  s.  c.  9  Fed.  Bep.  698. 

An  order  imposing  a  fine  for  contempt  may  be  made  in  the  suit,  and 
need  not  be  made  in  a  proceeding  in  the  title  of  which  the  United  States 
is  made  a  party.  Fischer  v.  Hayes,  20  O.  G.  601 ;  s.  c.  19  Blatch.  13  ; 
s.  c.  6  Fed.  Bep.  63. 

If  a  State  court  has  granted  an  injunction  restraining  the  patentee  from 
taking  any  benefit  under  an  agreement  of  compromise,  a  proceeding  for 
contempt  for  an  alleged  violation  of  a  decree  for  a  perpetual  injunction, 
entered  as  a  part  of  that  agreement,  will  be  suspended  to  await  the  final 
judgment  of  the  State  court.  Pentlarge  v.  Beeston,  18  Blatch.  38  ;  s.  c. 
5  Ban  &  Ard.  326 ;  s.  c.  1  Fed.  Rep.  862. 

If  a  defendant  who  has  been  adjudged  guilty  of  a  contempt  will  give 
bond  with  sureties  to  pay  the  amount  of  the  fine  whenever  the  court  shall 
vacate  the  suspension,  the  execution  of  a  warrant  of  commitment  may  be 
suspended.    Fischer  t?.  Hayes,  20  O.  G.  672. 

Proflta. 

Where  there  is  an  infringement,  the  proper  practice  is  to  enter  an  in* 
terlocutory  decree,  and  send  the  cause  to  a  master  to  ascertain  the  amount 
which  the  complainant  is  entitled  to  recover.  Carew  r.  Boston  Elastic 
Fabric  Co.,  5  Fish.  90 ;  s.  c.  1  Holmes  45 ;  1  O.  G.  91 ;  s.  c.  3  Cliff.  356 
Jackson  v.  Breck,  11  O.  G.  112;  Bumford  Works  r.  Lauer,  5  Fish.  615 
s.  C.  10  Blatch.  122 ;  3  O.  G.  349 ;  Andrews  v.  Creegan,  19  O.  G.  1146 
s.  c.  1  Ban  &  Ard.  113  ;  s.  c.  7  Fed.  Rep.  477. 

An  account  will  be  ordered,  although  the  testimony  shows  that  the 
defendant  could  have  used  another  device  of  equal  advantage.  Bullock 
Printing  Press  Co.  v,  Jones,  13  O.  G.  124 ;  s.  c.  3  Ban  &  Ard.  195. 

An  interlocutory  decree  may  provide  for  gains,  savings  and  advantages 
as  well  as  profits  arising  from  the  infringement.  Cohum  v,  Schroeder,  20 
O.  G.  1085  ;  s.  C.  19  Blatch.  493  ;  s.  C  8  Fed.  Rep.  521. 

An  interlocutory  decree  may  determine  which  party  shall  pay  costs. 
Cobum  V.  Schroeder,  20  0.  G.  1085 ;  s.  c.  19  Blatch.  493 ;  s.  c.  8  Fed. 
Rep,  521. 

The  complainant,  if  he  so  elects,  may  waive  an  account  of  profits,  and 
bring  an  action  at  law.  Furbush  v.  Bradford,  1  Fish.  317 ;  s.  c.  21  Law 
Rep.  471. 

When  there  is  no  dispute  about  the  title,  the  court  may  refer  the  case 
to  a  master  to  take  and  state  an  account  of  the  profits  which  the  defend- 
ant has  made  by  the  use  of  the  patentee's  invention.  Allen  v.  Blunt,  1 
Blatch.  480. 

The  practice  is  to  take  the  account  of  the  profits  down  to  the  time  of 
the  hearing  before  the  master,  if  the  infringement  continues  to  that  period, 
thereby  preventing  the  necessity  and  expense  of  a  new  suit.  The  right 
as  between  the  parties  to  the  litigation  in  respect  to  the  use  of  the  patent 
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having  been  decided,  there  is  no  question  in  dispute  but  the  damages.  If 
a  second  suit  were  brought,  the  decree  in  the  first  would  be  conclusive  of 
the  right,  and  the  only  question  open  would  be  that  of  damages,  and  as  to 
that  question  the  same  defence  may  be  made  on  taking  the  account  for  a 
time  subsequent  to  the  commencement  of  the  suit,  as  could  be  made  in 
case  a  new  suit  were  instituted.  Tatham  v.  Lowber,  4  Blatch.  86 ;  Bubber 
Co.  V.  Goodyear,  2  Fish.  499  ;  s.  c.  9  Wall.  788  ;  2  Cliff.  351. 

The  account  should  include  the  profits  on  all  the  machines,  whether 
bought  before  or  after  the  commencement  of  the  suit.  Knox  o.  Great  W. 
Q.  Mining  Co.,  14  O.  G.  897. 

A  complainant  is  entitled  to  profits  from  the  date  of  the  patent  and  not 
from  the  time  when  it  was  actually  issued.  Burdett  v.  Estey,  19  Blatch. 
1 ;  s.  c.  5  Ban  &  Ard.  308  ;  s.  c.  3  Fed.  Rep.  566. 

If  the  patentee  did  not  introduce  his  patent  into  general  use,  and  the 
defendant  was  not  conscious  of  an  infringement,  no  profits  will  be 
allowed  before  notice  to  the  defendant  of  the  patentee's  claim.  Merrlam 
V.  Smith,  11  Fed.  Rep.  588. 

Profits  may  be  allowed  from  the  time  of  notice  to  the  defendant  of  the 
patentee's  claim«    Merriam  v.  Smith,  11  Fed.  Rep.  588. 

Profits  are  the  proper  measure  of  damages  in  equity  suits,  except  in 
certain  cases  where  the  injury  sustained  by  the  infringement  is  plainly 
greater  than  the  aggregate  of  what  was  made  by  the  respondent.  Brady 
V.  Atlantic  Works,  15  0.  G.  965 ;  s.  0.  3  Ban  &  Ard.  577. 

If  the  infringing  machine  has  been  used  by  two  successive  companies, 
the  master  should  ascertain  to  what  extent  each  has  infringed.  Turrill  v. 
111.  C.  R.  R.  Co.,  3  Biss.  72. 

The  account  may  be  taken  for  profits  that  accrued  after  one  of  the  de- 
fendants left  the  partnership,  and  the  liability  of  the  defendants  may  be 
apportioned  in  making  up  the  decree.  No  decree  should  be  entered  against 
the  partner  who  withdrew  from  the  concern  for  profits  which  accrued  after 
such  withdrawal.  Tatham  v.  Lowber,  4  Blatch.  86 ;  Troy  Factory  v. 
Coming,  3  Fish.  497 ;  s.  c.  6  Blatch.  328. 

An  ofiScer  in  the  service  of  the  government  is  liable  for  the  profits, 
although  he  has  paid  them  into  the  treasury.  Campbell  v.  James,  18  O.  G. 
1111 ;  s.  c.  18  Blatch.  92 ;  s.  0.  5  Ban  &  Ard.  354  ;  s.  c.  2  Fed.  Rep.  338. 

If  a  defendant  who  is  a  stockholder  in  a  corporation,  which  is  also  a 
defendant,  received  nothing  otherwise  than  as  a  stockholder,  no  decree  for 
profits  can  be  made  against  him.  Steam  Stone  Cutter  Co.  r.  Windsor 
Manuf.  Co.,  17  Blatch.  24 ;  8.  c.  4  Ban  &  Ard.  445. 

The  complainant  is  entitled  to  recover  not  merely  all  the  profits  made 
by  all  the  defendants  while  acting  together,  but  also  the  profits  made  by  a 
portion  of  them  while  acting  together  or  in  conjunction  with  another. 
Herring  v.  Gage,  15  Blatch.  124 ;  s.  c.  3  Ban  &  Ard.  396. 

A  release  of  one  of  several  infringers  will  not  release  the  others  in 
equity,  if  it  is  not  under  seal,  and  contains  a  stipulation  that  they  shall 
not  be  released.    Ingels  v.  Mast,  6  Fish.  415. 

The  decree  determines  the  construction  of  the  patent  and  the  fact  of 
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infringemeDt,  and  the  master  should  only  inquire  into  the  extent  of  the 
infringement.    Turrill  v.  111.  C.  R.  R.  Co.,  3  Biss.  72. 

If  the  conduct  of  the  defendant  has  not  been  such  as  to  commend  him 
to  th^  favor  of  a  court  of  equity,  every  doubt  and  difficulty  should  be  re- 
solved against  him  in  stating  the  account.  Rubber  Co.  v.  Goodyear,  2 
Fish.  499  ;  s.  c.  9  Wall.  788 ;  2  Cliff.  351. 

The  master  may  refuse  to  go  into  the  general  state  of  the  art,  either  as 
to  the  construction  of  the  patent,  or  the  infringement,  where  the  patent 
has  already  been  construed  by  the  court.  Turrill  v.  III.  C.  R.  R.  Co.,  5 
Biss.  344. 

In  order  to  recover  the  profits  made  by  the  defendant,  the  proof  must 
show  not  merely  that  he  obtained  an  advantage  from  the  use  of  the 
thing  patented,  but  also  the  worth  of  the  advantage.  Blake  r.  Greenwood 
Cemetery,  16  Fed.  Rep.  676. 

There  can  not  be  any  rule  for  estimating  profits  which  will  apply  equally 
to  all  cases.  The  mode  of  estimating  profits  must  depend  upon  the  pecu- 
liar nature  of  the  monopoly  granted.  Mason  v.  Graham,  5  Fish.  290 ; 
8.  C.  1  Holmes  88 ;  10.  G.  608 ;  s.  c.  7  O.  G.  833 ;  s.  c.  23  Wall.  261. 

The  profits  which  may  be  allowed  are  only  such  profits  and  gains  as 
result  directly  or  immediately  from  the  wrongful  acts  of  the  infringer. 
Profits  which  are  remote  and  contingent  are  not  recoverable.  Piper  r. 
Brown,  6  Fish.  240 ;  s.  c.  1  Holmes  196 ;  3  O.  G.  97. 

A  patentee  is  entitled  to  the  profits  although  the  thing  patented  can  be 
used  only  in  the  service  of  the  government.  Campbell  v.  James,  18  O.  G. 
1111;  B.  o.  18  Blatch.  92;  s.  o.  5  Ban  &  Ard.  354;  s.  o.  2  Fed.  Rep. 
338. 

If  the  patentee  sells  the  thing  patented,  the  profit  is  the  difference 
between  the  cost  of  a  genuine  article  and  the  cost  of  a  spurious  article. 
Putnam  v.  Sudhoff,  1  Ban  &  Ard.  198. 

If  the  patentee  manufactures  the  article  for  sale,  he  is  entitled  to  the 
profits  that  he  would  have  made  if  the  defendant  had  bought  directly  from 
him.  Putnam  v.  Lomax,  10  Biss.  546 ;  s.  c.  9  Fed.  Rep.  448  ;  Blake  v. 
Greenwood  Cemetery,  16  Fed.  Rep.  671. 

If  a  person  who  hires  a  contractor  to  make  the  thing  patented  pays  the 
same  price  as  he  would  to  the  inventor,  he  makes  no  profits.  Elizabeth  v. 
Pavement  Co.,  97  U.  S.  126 ;  s.  c.  6  O.  G.  772 ;  s.  O.  3  O.  G.  522 ;  s.  C. 
1  Ban  &  Ard.  463 ;  s.  c.  6  Fish,  424. 

Although  a  contract  is  taken  in  the  name  of  a  party,  yet  if  he  makes 
it  on  behalf  of  another  and  merely  receives  a  salary  for  his  services,  he 
makes  no  profits.  Elizabeth  o.  Pavement  Co.,  97  U.  S.  126 ;  s.  c.  6  0. 
G.  772 ;  8.  c.  3  0.  G.  522 ;  s.  c.  1  Ban  &  Ard.  463  ;  s.  o.  6  Fish.  424. 

If  the  reduction  of  prices  is  followed  by  an  increase  of  sales,  the  profit 
arising  from  the  increase  of  sales  must  be  set  off  against  the  diminution 
of  profit  on  the  rest  of  the  sales  arising  from  the  reduction  of  the  price. 
Ingersoll  v.  Musgrove,  14  Blatch.  541 ;  s.  C.  3  Ban  &  Ard.  304. 

If  the  invention  enables  the  defendant  to  use  a  cheaper  oil  for  light, 
the  patentee  is  entitled  to  the  saving  as  profits.    Williams  v,  R.  W.  &  O. 
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R.  R,  Co.,  17  O.  G.  1447 ;  s.  c.  18  Blatch.  181 ;  8.  c.  5  Ban  &  Ard.  423 ; 
s.  c.  2  Fed.  Rep.  702. 

The  imtentee  is  entitled  to  recover  the  profits  although  he  exercises  his 
invention  not  by  using  the  thing  patented,  but  by  making  and  selling  it. 
Williams  v.  R.  W.  &  O.  R.  R.  Co.,  17  O.  G.  1447 ;  s.  c.  18  Blatch.  181 ; 
8.  c.  5  Ban  &  Ard.  423  ;  s.  c.  2  Fed.  Rep.  702. 

If  the  machine  is  made  in  this  country,  the  patentee  is  entitled  to  pro- 
fits, although  it  is  sold  abroad.  Ketchum  Harvester  Co.  v.  Johnson  Har- 
vester Co.,  19  Blatch.  367 ;  8.  c.  8  Fed.  Rep.  586. 

If  the  defendant  saved  money  by  the  use  of  the  patented  machine  as 
compared  with  other  means  of  doing  the  same  work,  the  complaioant  is 
entitled  to  that  profit,  although  there  was  a  loss  in  the  particular  business. 
III.  Cent.  R.  R.  Co.  v.  Turrill,  94  U.  S.  695  ;  s.  o.  12  O.  G.  709 ;  s.  c.  5 
Biss.  344. 

If  an  estimate  of  profits  is  nothing  but  conjecture,  without  any  reliable 
basis,  it  can  not  be  Hie  foundation  for  a  decree.  Locomotive  S.  T.  Co.  o. 
Penn.  R.  R.  Co.,  6  Ban  &  Ard.  514 ;  8.  c.  2  Fed.  Rep.  677. 

It  is  incumbent  on  the  complainant  to  exhibit  affirmatively  the  whole 
amount  of  the  production,  in  order  to  measure  the  damages  and  approxi- 
mate the  extent  of  the  profits.  Webster  v.  Carpet  Co.,  9  O.  G.  203 ;  s.  o. 
2  Ban  &  Ard.  67  ;  Goulds  Manuf.  Co.  v.  Cowing,  12  O.  G.  942 ;  s.  c.  14 
Blatch.  315 ;  s.  c.  3  Ban  &  Ard.  75. 

It  is  incumbent  on  the  complainant  to  give  evidence  separating  the  pro- 
fits which  can  be  allowed  from  those  that  can  not  be  allowed,  and  in  the 
absence  of  such  evidence  only  nominal  profits  can  be  allowed*  Faulks 
V.  Kamp,  22  O.  G.  2244 ;  s.  c.  10  Fed.  Rep.  675. 

The  defendant  is  liable  for  the  profits  made  in  repairing  infringing 
machines,  although  he  is  also  charged  with  the  profits  of  the  manufacture 
thereof.  Mason  v.  Graham,  5  Fish.  290 ;  8.  c.  1  Holmes  88 ;  10.  G.  608 ; 
8.  c.  7  O.  G.  833 ;  s.  c.  23  Wall.  261. 

The  rule  in  chancery  is  that  the  amount  of  profits  received  by  the 
unlawful  use  of  the  machine  is  in  general  the  damage  done  to  the  owner 
of  the  patent.  It  takes  away  the  motive  of  the  infringer  of  patented  rights 
by  requiring  him  to  pay  the  profits  of  his  labor  to  the  owner  of  the  patent. 
Dean  v.  Mason,  20  How.  198 ;  Furbush  o.  Bradford,  1  Fish.  317 ;  s.  c.  21 
Law  Rep.  471. 

The  profits  are  to  be  computed  and  ascertained  by  finding  the  difierence 
between  cost  and  yield.  In  estimating  the  cost,  the  elements  of  the  price 
of  materials,  interest,  expenses  of  manufacture  and  sale  and  other  neces- 
sary expenditures,  if  there  are  any,  and  bad  debts,  are  to  be  taken  into 
account,  and  usually  nothing  else.  The  calculation  is  to  be  made  as  a 
manufacturer  calculates  the  profits  of  his  business.  Profit  is  the  gain 
made  upon  any  business  or  investment  when  both  the  rex^eipts  and  pay- 
ments are  taken  into  account.  The  rule  is  founded  in  reason  and  justice. 
The  controlling  consideration  is  that  the  wrongdoer  shall  not  profit  by  his 
wrong.  Rubber  Co.  v.  Goodyear,  2  Fish.  499 ;  s.  c.  9  Wall.  788 ;  2  CM. 
351 ;  Tatham  v.  Lowber,  4  Blatch.  86 ;  Piper  v.  Brown,  6  Fish.  240 ;  s.  c. 


432  PATENT   LAWS  AND  DECISIONS.  [§4921 

1  Holmes  196 ;  3  O.  G.  97 ;  American  S.  Co.  o.  Emerson,  8  Fed.  Rep. 
806 ;  Burdett  v.  Estey,  19  Blatch.  1 ;  s.  o.  1  Ban  &  Ard.  625  ;  s.  c.  3  Fed. 
Rep.  5^66. 

Ad  allowance  of  the  profits  which  the  defendant  could  have  made  with 
reasonable  diligence  is  erroneous.  Dean  v.  Mason,  20  How.  198  ;  living- 
ston  V,  Woodworth,  15  How.  346 ;  Munson  v.  New  York,  16  Fed.  Rep. 
560. 

The  inquury  is  not  what  could  be,  but  what  was  produced.  The  esti- 
mate should  be  based,  not  upon  the  capacity  for  production,  but  upon 
the  actual  production.  Webster  r.  Carpet  Co.,  9  0.  G.  203 ;  s.  c.  2  Ban 
&  Ard.  67. 

It  is  the  additional  advantage  which  the  defendant  derived  from  the 
invention — ^advantage  beyond  what  he  had  without  it,  for  which  he  must 
account.  Mowry  r.  Whitney,  3  Fish.  157 ;  s.  c.  4  Fish.  141,  207 ;  5  Fish. 
496;  14  Wall.  620;  2  Bond  45;  s.  c.  1  O.  G.  492;  Black  v.  Thome,  12 
Blatch.  20 ;  s.  o.  7  O.  G.  176 ;  s.  c.  1  Ban  &  Ard.  155 ;  Tilghman  v. 
Mitchell,  4  Fish.  599 ;  B.  c.  19  Wall.  287 ;  9  Blatch.  1 ;  Turrill  v.  HI.  C. 
R.  R.  Co.,  5  Biss.  344;  Webster  v.  Carpet  Co.,  9  0.  G.  203  ;  s.  c.  2  Ban 
&  Ard.  67;  Magic  Ruffle  Co.  v.  Elm  City  Co.,  11  O.  G.  501;  s.  o.  14 
Blatch.  109  ;  s.  G.  2  Ban  &  Ard.  506 ;  Mers  v.  Conover,  11  O.  G.  1111 ; 
s.  c.  14  Blatch.  197 ;  b.  c.  6  Fish.  506 ;  Garretson  v.  Clark,  16  O.  G.  806 ; 
s.  o.  4  Ban  &  Ard.  536 ;  Locomotive  S.  T.  Co.  v.  Peon.  R.  R.  Co.,  5  Ban 
&  Ard.  514 ;  s.  c.  2  Fed.  Rep.  677 ;  Wetherill  v.  N.  J.  Zinc  Co.,  1  Ban  & 
Ard.  485. 

In  ascertaining  the  profits,  the  comparison  must  be  between  the  old 
and  the  new  method.  The  defendant  will  not  be  x)ermitted  to  show  that 
he  could  have  pursued  a  more  profitable  course.  Turrill  r.  HI.  C.  R.  R. 
Co.,  3  Biss.  72. 

In  determining  the  amount  of  profits,  the  comparison  must  be  made  with 
machines  which  at  the  time  of  the  infringement  were  known  and  open  to 
public  use,  and  not  with  machines  that  have  been  invented  since.  ISjiox 
V.  Great  W.  Q.  Mining  Co.,  14  O.  G.  897. 

Although  the  defendant  might  have  used  another  article,  yet  if  that  was 
not  known  to  him,  the  patentee  is  entitled  to  the  amount  saved  as  com- 
pared with  the  articles  that  were  known  to  the  defendant.  Campbell  v, 
James,  2  Fed.  Rep.  338 ;  s.  c.  18  O.  G.  1111 ;  s.  c.  18  Blatch.  92 ;  s.  c.  5 
Ban  &  Ard.  354. 

If  the  profit  arises  directly  from  the  use  of  the  thing  patented,  that 
profit  is  the  measure  of  the  recovery,  and  it  is  unnecessary  to  consider 
what  profit  might  have  been  made  from  the  use  of  some  other  device  that 
was  open  to  the  defendant.  Herring  v.  Gage,  15  Blatch.  124;  Burdett  v. 
Estey,  19  Blatch.  1 ;  s.  c.  5  Ban  &  Ard.  308 ;  s.  c.  3  Fed.  Rep.  566. 

In  estimating  the  gains  and  profits,  the  comparison  must  be  made  with 
that  machine  which  is  most  favorable  to  the  defendant,  although  the  de- 
fendant used  an  inferior  machine.  Locomotive  S.  T.  Co.  v.  Penn.  R.  R. 
Co.,  5  Ban  &  Ard.  514 ;  s.  c.  2  Fed.  Rep.  677. 

If  the  patented  device  is  an  essential  feature  of  an  article,  then  the  com- 
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plainant  is  entitled  to  the  loss  sustained  by  a  reduction  of  profits  on  the 
entire  article  arising  from  the  competition  of  the  infringement.  Sargent 
V.  Yale  Lock  Manuf.  Co.,  17  Blatch.  244 ;  s.  o.  17  O.  G.  105  ;  s.  c.  4  Ban 
&  Ard.  574 ;  s.  c.  Fitch  v.  Bragg,  16  Fed.  Bep.  243. 

If  the  complainant  has  assented  to  the  defendant's  claim  for  a  license, 
the  defendant's  liability  depends  upon  whether  the  infringements  were 
after  and  in  consequence  of  the  admission,  and  in  reliance  upon  it  and 
before  he  had  notice  that  it  had  been  withdrawn.  Gear  v.  Grosvenor,  6 
Fish.  314;  8.  c.  1  Holmes  215 ;  3  0.  G.  380. 

If  the  patentee  is  the  infringer  against  a  licensee,  and  takes  out  a  reissue 
pendente  liie^  the  licensee  may  claim  the  profits  before  as  well  as  after  the 
reissue.    Littlefield  p.  Perry,  21  Wall.  205 ;  s.  o.  7  O.  G.  964. 

If  a  license  stipulates  that  a  licensee,  when  he  shall  find  it  impracticable 
to  obtain  a  contract  from  a  town  or  city,  shall  allow  such  town  or  city  to 
use  the  thing  patented  at  a  certain  price,  an  infHnger  can  not  avail  him- 
self of  this  stipulation  so  as  to  limit  his  liability  for  profits  to  that  price. 
American  Pavement  Co.  v,  Elizabeth,  6  O.  G.  764 ;  s.  c.  1  Ban  &  Ard. 
439. 

If  the  patent  has  been  surrendered,  the  patentee  is  not  entitled  to  an 
account  for  profits  that  accrued  prior  to  the  surrender.  Sarven  v.  Hall,  5 
Fish.  415 ;  8.  c.  9  Blatch.  524;  1  O.  G.  437  ;  Buerk  r.  Valentine,  5  Fish. 
366;  8.  o.  9  Blatch.  479  ;  2  O.  G.  295. 

If  the  patent  is  for  an  entire  process  made  up  of  several  constituents, 
the  defendant  will  not  be  responsible  for  the  profits  derived  from  the  use 
of  one  of  the  constituents.  Mowry  v.  Whitney,  3  Fish.  157 ;  8.  c.  4  Fish. 
141,  207  ;  5  Fish.  496 ;  14  Wall.  620 ;  2  Bond  45 ;  8.  o.  1  O.  G.  492. 

If  the  patent  is  for  a  combination,  the  defendant  must  account  for  all 
the  profits  made  by  the  infringement,  and  not  merely  for  the  difierence 
between  such  profits  and  the  gains  which  he  might  have  made  by  lawful 
methods.  American  Pavement  Co.  v.  Elizabeth,  6  O.  G.  772 ;  8.  c.  1  Ban 
&  Ard.  463;  Buggies  r.  Eddy,  12  O.  G.  716;  s.  o.  2  Ban  &  Ard.  627; 
Zane  v.  Peck,  23  O.  G.  191 ;  s.  c.  13  Fed.  Bep.  475. 

Where  the  patent  is  for  an  improvement,  the  patentee  is  not  entitled  to 
all  the  profits  that  accrued  m  the  manufacture  of  the  whole  article,  but 
merely  to  the  profits  which  were  realized  as  the  consequence  of  the 
improper  use  of  the  improvement.  Littlefield  v.  Perry,  21  Wall.  205 ; 
8.  c.  7  O.  G.  964 ;  Ingels  v.  Mast,  1  Flippin  424  ;  8.  C.  2  Ban  &  Ard.  24 ; 
Gould's  Manuf.  Co.  r.  Cowing,  12  Blatch.  243 ;  s.  o.  8  O.  G.  277 ;  8.  c.  1 
Ban  &  Ard.  375 ;  Grould's  Manuf.  Co.  v.  Cowing,  14  Blatch.  315 ;  8.  c.  12 
O.  G.  942 ;  8.  o.  3  Ban  &  Ard.  75 ;  Black  v.  Munson,  14  Blatch.  265 ; 
8.  c.  2  Ban  &  Ard.  623 ;  Yaughan  v.  Cent.  Pac.  B.  B.  Co.,  4  Saw.  280 ; 
8.  c.  3  Ban  &  Ard.  27 ;  Starr  S.  C.  Co.  v.  Crossman,  4  Ban  &  Ard.  566 ; 
Maier  v.  Brown,  17  Fed,  Bep.  736. 

Although  the  patent  is  for  an  improvement,  yet  if  the  improved  article 

is  a  new  and  dififerent  species,  a  specific  article  having  a  peculiar  value 

because  of  the  patentee's  discovery  or  invention,  the  account  will  be  taken 

for  the  profits  on  the  whole  article,  and  not  merely  on  the  improvement. 
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Livingston  v.  Jones,  2  Fish.  207 ;  s.  c.  3  Wall.  Jr,  330 ;  Pearce  r.  Mulford, 
102  U.  S.  112;  s.  c.  11  O.  G.  741 ;  S.  c.  14  Blatch.  141 ;  s.  C.  2  Ban  & 
Ard.  642. 

Where  the  invention  is  used  in  connection  with  a  machine,  the  profits 
on  the  whole  are  not  to  be  apportioned  according  to  the  cost  of  each  part 
respectively.  Mason  r.  Graham,  23  Wall.  261 ;  s.  c.  7  O.  G.  833 ;  s.  c. 
5  Fish.  290 ;  s.  c.  1  Holmes  88 ;  10.  G.  608. 

If  the  improvement  saves  the  defendant  from  a  loss,  he  is  liable  for  the 
saving,  although  he  made  no  actual  profits.  Mevs  v.  Conover,  11  O.  G. 
1111;  s.  c.  11  Blatch.  197;  8.  c.  6  Fish.  506;  Knox  v.  Gt.  Western  Q. 
Mining  Co.,  14  O.  G.  897 ;  111.  Cent.  R.  R.  Co.  v.  Turrill,  94  U.  S,  695  ; 
s.  c.  12  0.  G.  709 ;  s.  0.  5  Biss.  344;  Campbell  v.  James,  18  0.  G.  1111 ; 
8.  o.  18  BlAtch.  92;  8.  c.  5  Ban  &  Ard.  354;  s.  c.  2  Fed.  Rep.  338. 

The  patentee  is  not  entitled  to  the  savings  or  profits  resulting  from  the 
defendant's  own  invention.  Graham  v.  Mason,  23  Wall.  261 ;  s.  c.  7 
O.  G.  833 ;  s.  c.  5  Fish.  290. 

When  a  machine  is  sold  with  an  improvement,  the  profits  are  not  to  be 
divided  according  to  the  cost  of  the  improvement  and  the  cost  of  the 
machine  respectively,  but  are  to  be  computed  according  to  the  profit  on 
the  improvement  when  sold  separately.  Graham  v.  Mason,  23  Wall.  261 ; 
s.  c.  7  O.  G.  833 ;  8.  c.  5  Fish.  290. 

If  the  invention  consists  merely  of  an  improvement  on  an  old  machine, 
the  patentee  is  only  entitled  to  the  profit  on  the  improvement,  although 
he  had  the  exclusive  control  of  the  market  until  the  Infiringement  began. 
Garretson  v.  Clark,  14  O.  G.  485 ;  s.  c.  15  Blatch.  70;  8.  c.  3  Ban  & 
Ard.  352. 

Although  a  patented  invention  is  merely  an  improvement,  yet  if  the 
improvement  is  required  to  adapt  the  machine  to  a  particular  use,  and 
there  is  no  other  way  open  to  the  public  to  supply  the  demand  for  that 
use,  the  patentee  is  entitled  to  the  entire  profits.  Gould's  Manuf.  Co.  v. 
Cowing,  105  U.  S.  253 ;  s.  c.  21  O.  G.  1277. 

If  the  patent  covers  only  one  of  many  features  in  a  machine,  the  com* 
•  plainant  must  produce  evidence  to  separate  the  profits  on  that  feature 
from  the  profits  on  the  entire  machine.  Calkins  r.  Bertrand,  10  Bias. 
445 ;  8.  c.  8  Fed.  Rep.  755. 

Although  the  patented  invention  is  only  for  a  part  of  an  article,  yet  the 
patentee  is  entitled  to  recover  the  profits  lost  by  infringing  competition  on 
the  whole  article.  Saigent  v.  Yale  Lock  Manuf.  Co.,  17  O.  G.  105  ;  8.  c. 
17  Blatch.  244 ;  8.  c.  4  Ban  &  Ard.  574. 

If  the  invention  consists  merely  in  a  device  to  lay  concrete  pavement  in 
blocks,  the  patentee  is  not  entitied  to  the  profits  on  the  manufacture  of  the 
pavement,  but  merely  to  the  profits  on  his  special  device.  Schillinger  o. 
Gunthcr,  14  0.  G.  713 ;  8.  c.  15  Blatch,  303  ;  8.  c.  3  Ban  &  Ard.  491. 

If  a  patent  covers  only  one  of  many  features  in  a  machine,  the 
patentee  is  not  entitled  to  the  profits  arising  from  the  whole,  machine, 
but  merely  to  the  gains  arising  from  that  special  feature.  Calkins  o. 
Bertrand,  10  Biss.  445 ;  s.  c.  8  Fed.  Rep.  755. 
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If  the  profit  is  deriyed  from  the  coastniction  of  the  thing  patented  as  an 
entirety,  the  infringer  must  accoant  for  the  whole  profit,  and  not  merely 
for  the  difference  between  the  profit  on  that  and  some  other  similar  thing. 
Elisabeth  v.  Pavement  Co.,  97  U.  S.  126 ;  8.  o.  6  0.  G.  772 ;  s.  a  3  O.  G. 
522 ;  8.  c.  6  Fish.  424 ;  8.  c.  1  Ban  &  Ard.  463. 

If  a  patentee  in  a  case  where  the  invention  is  for  an  improvement  only, 
fails  to  show  that  the  use  of  hia  invention  in  connection  with  other 
machinery  produced  a  definite  part  of  the  whole  profits,  his  recovery  of 
profits  most  be  nominal  only.  Kirby  v.  Armstrong,  10  Biss.  135 ;  s.  a 
10  O.  G.  661 ;  8.  c.  5  Fed.  Bep.  801. 

Although  tiie  patentee  relies  upon  a  license  fee  for  his  income  from  his 
patent,  yet  he  is  entitled  to  recover  the  profits  made  by  the  respondent, 
although  they  exceed  the  license  fee.  Wooster  «•  Taylor,  14  Blatch. 
403 ;  8.  c.  3  Ban  &  Ard.  241 ;  Knox  v.  Great  W.  Q.  Mming  Coi,  14  O.  G. 
897. 

When  it  is  difficult  to  ascertain  the  profits  with  exactness,  a  license 
fee  may  be  adopted  as  the  standard  of  profits.  Emigh  o.  B.  &  O.  B.  Jt. 
Co.,  19  O.  G.  935 ;  8.  c.  4  Hughes  271 ;  8.  c.  6  Fed.  Bep.  283. 

In  general,  the  defendant  should  not  be  charged  with  interest  before  the 
final  decree.  The  profits  which  are  recoverable  agauist  an  infringer  of  a 
patent  are  in  fact  a  compensation  for  the  injury  he  has  sustained  from  the 
invasion  of  his  right.  They  are  the  measure  of  his  damages.  Though 
called  profits,  they  are  really  damages,  and  unliquidated  until  the  decree 
is  made.  Interest  is  not  generally  allowable  upon  unliquidated  damages. 
Mowry  v.  Whitney,  3  Fish.  157  ;  8.  o.  4  Fish.  141,  207  ;  5  Fish.  496 ;  14 
Wall.  620 ;  2  Bond  45 ;  s.  o.  1  O.  G.  492 ;  American  Pavement  Co.  v« 
Elizabeth,  6  O.  G.  764 ;  s.  o.  1  Ban  &  Ard.  439  ;  Troy  Factory  v.  Com- 
ing, 3  Fish.  497 ;  8.  c.  6  Blatch.  328 ;  Webster  v.  Carpet  Co.,  9  O.  G. 
203 ;  8.  c.  2  Ban  &  Ard.  67  ;  littlefield  v.  Perry,  21  Wall.  205 ;  s.  c.  7 
O.  G.  964;  Livingston  v.  Woodworth,  15  How.  546 ;  Tatham  v,  Lowber, 
4  Blatch.  86 ;  Brady  v.  Atlantic  Works,  15  O.  G.  965 ;  8.  c.  3  Ban  & 
Ard.  577  ;  Parks  v.  Booth,  102  U.  S.  96 ;  8.  o.  17  O.  G.  1089 ;  8.  c.  1 
FUppin  381 ;  a.  c.  1  Ban  &  Ard.  225  ;  Steam  S.  C.  Co.  v.  Windsor  Manuf. 
Co.,  17  Blatch*  24 ;  s.  o.  4  Ban  &  Ard.  445  ;  Steam  S.  C.  Co.  v.  Windsor 
Hanuf.  Co.,  18  Blatch.  47 ;  8.  o.  5  Ban  &  Ard.  335  ;  Holbrook  v.  Small, 
17  O.  G.  55  ;  8.  o.  3  Ban  &  Ard.  625. 

If  the  complainant  was  not  entitled  to  a  decree  until  he  filed  a  dis- 
claimer, he  can  not  claim  interest  on  the  profits  until  the  disclaimer  was 
filed.  Burdett  v.  Estey,  19  Blatch.  1 ;  8.  o.  5  Ban  &  Ard.  308 ;  s.  c.  3 
Fed.  Bep.  566. 

When  a  royalty  is  taken  as  the  measure  of  damages,  interest  may  be 
allowed  from  the  tune  of  the  infringement.  Locomotive  S.  T.  Co.  v,  Penn. 
B.  B.  Co.,  5  Ban  &  Ard.  514.  8.  o.  2  Fed.  Bep.  677. 

]>edactioiiB. 

The  complainant  must  take  the  profits  burdened  with  the  just  allowance 
for  those  disbursements  which  enable  the  defendant  to  offer  the  thing  pat^ 
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^ted  to  ^e  public  in  a  salable  form,  and  to  keep  it  hi  the  market,  before 
^e  eye  and  wiliiin  the  reach  of  cnstomers,  and  generally  to  properly  con- 
duct the  bnsiness  of  selling  and  keep  dae  account  thereof.  The  expenses 
of  clerk  hire  and  rent  may  be  deducted.  Hitchcock  o.  Tremaine,  5  Fish. 
310 ;  s.  c.  9  Blatch.  385. 

The  market  value  of  the  materials  on  hand  when  the  infringement 
began,  may  be  allowed,  but  only  the  cost  of  those  purchased  for  the  in- 
Mngement.  Rubber  Co.  r.  Goodyear,  2  Fish.  499 ;  s.  c.  9  Wall.  788 ;  2 
Cliff.  851. 

If  the  defendant  manufactures  the  material  out  of  which  the  thiuj; 
patented  is  made,  the  quantity,  if  large,  may  be  a  ground  for  reducing  the 
allowance  for  the  price  below  tiie  ordinary  market  value.  Troy  Factory 
«.  Coming,  3  Fish.  497  ;  s.  c.  6  Blatch.  328. 

The  loss  arising  by  means  of  an  uncollectible  account  may  be  allowed. 
American  Pavement  Co.  v.  Elizabeth,  6  O.  G.  761 ;  s.  c.  1  Ban  &  Ard. 
439. 

The  use  of  fihop-room  and  tools  is  a  necessary  ingredient  in  the  expense 
of  manufacturing  most  articles,  and  may  be  estimated  and  allowed  as  a 
part  of  the  expense  account.  Troy  Factory  v.  Coming,  3  Fish.  497  ;  8.  c. 
6  Blatch.  328. 

If  the  machines  are  made  on  property  owned  by  the  defendant,  an 
allowance  for  the  use  thereof  may  be  deducted  from  the  profits.  Steam 
S.  C.  Co.  V.  Windsor  Manuf.  Co.,  17  Blatch.  24 ;  s.  C.  4  Ban  So  Ard.  445. 

Although  the  machines  are  manufactured  on  property  owned  by  the 
defendant,  yet  neither  the  sum  paid  for  taxes  nor  the  sum  paid  for  insur- 
ance can  be  deducted  from  the  profits.  Steam  S.  C.  Co.  v,  Windsor  Manuf. 
Co.,  17  Blatch.  24 ;  s.  c.  4  Ban  &  Ard.  445. 

The  value  of  the  power  employed  in  using  the  machine  cannot  be  de- 
ducted, unless  it  is, shown  that  the  expense  has  been  paid  or  incurred. 
Herring  v.  Gage,  15  Blatch.  124 ;  s.  c.  3  Ban  So  Ard.  396. 

If  the  defendant  is  a  corporation  and  employs  its  stockholders  in  the 
manu&cture  of  the  machines,  the  salaries  paid  to  them  may  be  deducted 
from  the  profits.  Steam  S.  C.  Co.  v.  Windsor  Manuf.  Co.,  17  Blatch.  24 ; 
S.  C.  4  Bon  &  Ard.  445. 

No  allowance  can  be  made  as  a  salary  to  the  defendant,  for  be  is  not 
permitted  to  gain  either  wages  or  salary  by  a  violation  of  the  rights  of  an 
inventor.  Williams  o.  Leonard.  5  Fish.  381 ;  s.  c  9  Blatch.  476 ;  Piper 
».  Brown,  6  Fish.  240 ;  s.  c.  1  Holmes  196 ;  3  O.  G.  97 ;  contra^  Ameri- 
can Pavement  Co.  v,  Flizabeth,  6  O.  G.  764 ;  s.  o.  1  Ban  So  Ard.  439. 

If  the  defendant  paid  a  royalty  to  another  patentee  for  the  privilege  of 
using  his  improvement,  this  payment  may  be  allowed  as  an  expense. 
American  Pavement  Co.  v.  Elizabeth,  6  O.  G.  764 ;  s.  o.  1  Ban  &  Ard  439. 

If  a  party  is  acting  in  good  fEtith  under  another  patent,  the  license  fees 
wliich  he  has  agreed  to  pay  may  be  deducted.  La  Baw  v.  Hawkins,  2 
Ban  &  Ard.  561. 

If  the  defendant  has  made  an  improvement  on  the  thing  patented,  the 
profits  derived  therefrom  are  to  be  deducted  from  the  gross  profits  on 
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sales.    Hitchcock  v.  Tremaine,  5  Fish.  310 ;  s.  c.  9  Blatch.  385 ;  Steam 
S.  C.  Co.  V.  Windsor  Manuf.  Co.,  17  Blatch.  24 ;  s.  c.  4  Ban  &  Ard.  445. 

If  the  defendant  seeks  a  deduction  on  account  of  the  use  of  an  improve- 
ment made  by  him,  the  burden  of  proving  the  proportion  of  the  protits 
doe  to  snch  improvements  rests  on  him.  Carter  v.  Baker,  4  Fish.  404; 
8.  c  1  Saw.  512 ;  American  Pavement  Co.  v.  Elizabeth,  6  O.  G*  764 ;  s.  a 
1  Ban  &  Ard.  439. 

The  patentee  is  entitled  to  any  profit  the  infringer  has  made  by  the  un* 
licensed  use  of  the  contrivance  included  in  the  monopoly,  and  of  that  alone, 
without  any  regard  to  profit  or  loss  on  the  whole  structure  or  machine  of 
which  such  mechanism  forms  a  part,  and  without  recoupment  for  losses  on 
other  infringing  mechanisms  made  or  sold.  Mason  v,  Graham,  23  Ws^U. 
261 ;  s.  o.  7  O.  G.  833  ;  s.  c.  5  Fish.  290 ;  8.  c.  1  Holmes  88  ;  1  O.  G.  608. 

If  the  defendant  sells  other  articles  besides  the  patented  invention,  he 
may  deduct  a  ratable  proportion  of  his  general  expenses-  firom  the  profits 
arising  from  the  sale  of  the  patented  invention.  Tremaine  v.  Hitchcock, 
23  Wall.  518  ;  s.  c.  7  O.  G.  1055  ;  8.  c.  8  Blatch.  440  ;  s.  O.  4  Fish.  508  ; 
Brady  v.  Atlantic  Works,  15  O.  G.  965 ;  s.  c.  3  Ban  &  Ard.  577 ;  Zane  «. 
Feck,  23  O.  G.  191 ;  s.  o.  13  Fed.  Rep.  475. 

The  apportionment  of  expenses  among  the  different  kinds  of  business 
carried  on  by  the  defendant  should  be  according  to  the  gross  sales,  and 
not  according  to  the  profits  received  from  each  kind.  Hitchcock  v.  Tre- 
maine, 5  Fish.  310 ;  8.  c.  9  Blatch.  385. 

If  the  business  as  to  patented  articles  and  articles  not  patented  is  so 
intermingled  and  confused  that  approximate  results  only  are  possible, 
these  may  be  ascertahied  by  taking  the  proportion  of  the  gross  amount  of 
the  sales  of  each  kind,  to  the  gross  profits  on  both.  Rubber  Co.  v.  Good- 
year, 2  Fish.  499  ;  8.  O.  9  Wall.  788 ;  2  Cliff.  351. 

If  the  defendant,  in  one  part  of  his  business,  saved  a  certain  amount, 
he  is  liable  for  that  as  profits,  although  there  were  no  profits  on  theatre- 
gate  results  of  his  whole  business.  Conover  v,  Mevs,  11  O.  G.  1111 ;  8.  c. 
6  Fish.  506 ;  8.  c.  11  Blatch.  197. 

If  the  defendant  makes  a  profit  on  the  sale  of  some  machines,  but  loses 
on  other  machines,  he  can  not  deduct  the  loss  from  the  profits,  for  each 
inflingement  is  a  separate  act  and  the  loss  on  one  sale  can  not  be  set  off 
against  the  profit  on  another  sale.  Steam  S.  C*  Co.  v.  Windsor  Manuf. 
Co.,  17  Blatch.  24 ;  8.  o.  4  Ban  &  Ard.  445. 

Where  the  defendant  pays  a  certain  sum  to  the  complainant  to  prevent 
hhn  from  suing  those  who  have  purchased  machines  from  him,  but  with 
the  express  understanding  that  such  payment  should  not  affect  the  right 
to  recover  damages  from  the  defendant,  he  is  not  entitled  to  a  deduction 
on  that  account.  Mason  v.  Graham,  23  Wall.  261 ;  s.  o.  7  O.  G.  833 ; 
s.  c.  5  Fish.  290 ;  8.  o.  1  Holmes  88 ;  10.  G.  608. 

Interest  on  the  cost  of  the  device  can  not  be  deducted  unless  it  is  shown 
that  the  cost  has  been  paid  or  incurred.  Herring  v.  Gage,  15  Blatch.  124; 
8.  c.  3  Ban  &  Ard.  396. 
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Damages. 

The  terms  ^f  profits"  and  ^^ damages,"  as  used  in  the  act, are  hardly 
convertible.  They  seem  to  mean  different  things.  The  latter  are  to  be 
awarded  ^^in  addition  "  to  the  former.  Profits  doubtless  refer  to  what 
the  defendant  has  gained  by  the  unlawful  use  of  the  patented  invention, 
and  damages  to  what  the  complainant  has  lost.  Goodyear  D*  V.  Go.  v. 
Van  Antwerp,  9  O.  G.  497  ;  s.  c.  2  Ban  &  Ard.  252. 

The  sole  object  of  this  provision  is  to  enable  the  patentee,  by  bringing 
a  suit  in  equity,  to  recover  in  such  suit  not  only  the  profits  made  by  the 
defendant  by  means  of  such  infringement,  but  also  the  damages  sustained 
by  the  patentee  thereby.  In  the  absence  of  this  provision  this  could  not 
be  done ;  but  under  this  provision  the  patentee  can  not  recover  as  dam- 
ages any  items  which  he  can  not  recover  as  damages  in  an  action  at  law. 
Consequently,  counsel  fees  can  not  be  recovered  as  damages.  Bancroft  9. 
Acton,  7  Blatch.  505. 

A  complainant  is  entitled  to  damages  beyond  the  profits  only  in  those 
cases  where  the  profits  will  not  compensate  for  the  damages  sustained. 
Wooster  v.  Taylor,  14  Blatch.  403 ;  s.  c.  3  Ban  &  Ard.  241. 

If  the  complainant  claims  damages  he  must  produce  evidence  to  estab- 
lish them.  Burdett  v.  Estey,  19  Blatch.  1 ;  s.  c.  5  Ban  &  Ard.  308 ;  s.  c. 
3  Fed.  Rep.  566. 

Mere  estimates,  conjectures  and  opinions  do  not  afford  a  proper  basis 
to  determine  the  actual  damages  sustained  from  a  reduction  of  prices 
caused  by  the  infringements.  Ingersoll  v,  Musgrove,  14  Blatch.  541 ;  s.  c. 
3  Ban  &  Ard.  304 ;  s.  c.  13  O.  G.  966. 

If  a  party  wilfully  infringes  a  patent,  the  proof  of  loss  must  be  inter- 
preted liberally  in  favor  of  the  patentee.  Bigelow  Carpet  Co.  v,  Bobson, 
21  O.  G.  1200 ;  8.  c.  10  Fed.  Rep.  385. 

If  a  reduction  of  prices  is  caused  solely  and  dhrectly  by  the  infringe- 
ment, the  loss  of  profits  consequent  upon  the  infringing  competition  is  a 
proper  ground  for  awarding  damages.  Sargent  o.  Yale  Lock  Manuf.  Co., 
17  O.  G.  105  ;  s.  O.  17  Blatch.  244;  s.  c.  4  Ban  &  Ard.  574. 

If  the  invention  consists  merely  in  a  device  for  laying  concrete  pave- 
ment in  blocks,  he  can  not  claim  the  loss  of  profits  on  a  contract  in  which 
the  defendant  underbid  him*  as  special  damage.  Schillinger  o.  Gunther,  14 
O.  G.  713  ;  8.  c.  15  Blatch.  303  ;  s.  c.  3  Ban  &  Ard.  491. 

The  complainant  is  not  entitled  to  an  allowance  for  any  expenses 
beyond  the  taxable  costs.  Parks  v.  Booth,  17  O.  G.  1089 ;  8.  o.  102 
U.  8.  96 ;  8.  c.  1  Flippin  381 ;  s.  c.  1  Ban  &  Ard.  225 ;  Holbrook  v. 
Small,  17  O.  G.  55  ;  s.  C.  3  Ban  &  Ard.  625. 

If  the  bill  prays  for  both  profits  and  damages,  the  license  fee  may  be 
added  to  the  profits.    La  Baw  v.  Hawkins,  2  Ban  &  Ard.  561. 

If  no  profits  are  made,  the  complainant  may  be  allowed  his  usual 
royalty  as  damages.  Goodyear  D.  V.  Co.  v.  Van  Antwerp,  9  O.  G.  497  ; 
s.  c.  2  Ban  &  Ard.  252 ;  Marsh  v.  Seymour,  13  O.  G.  723 ;  s.  c.  97  U.  8. 
348 ;   Kendrick  v.  Emmons,  15  O.  G.  966 ;   8.  c  3   Ban  &  Ard.  623 ; 
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EmerBon  v.  Simm,  6  Fish.  281 ;  s«  c.  3  O.  G.  293 ;  Star  S.  C.  Co.  v. 
Grossman,  4  Ban  &  Ard.  566. 

A  royalty  can  be  taken  as  a  measure  of  damages  only  where  there  is  a 
fixed  and  established  price  at  which  a  license  is  granted ;  no  price  can  be 
said  to  be  fixed  or  royalty  established  where  the  patentee  varies  his  price 
according  to  the  courage  or  ability  of  an  infringer  to  resist.  Black  v. 
Munson,  14  Blatch.  265  ;  s.  c.  2  Ban  &  Ard.  623 ;  Matthews  v,  Spangen- 
berg,  14  Fed.  Bep.  350. 

If  there  is  no  fixed  and  established  royalty,  the  exceptional  contracts 
can  not  be  taken  as  the  measure  of  damages.  Greenleaf  v.  Yale  Lock 
Manuf.  Co.,  17  O.  G.  625 ;  s.  c.  17  Blatch.  253 ;  s.  c.  4  Ban  &  Ard. 
583. 

A  contract  between  the  parties  that  has  been  rescinded  can  not  be  used 
as  a  measure  of  damages.  Bussey  v.  Excelsior  Manuf.  Co.,  17  O.  G.  744 ; 
8.  c.  1  McCrary  161 ;  s.  c.  5  Ban  &  Ard.  135  ;  8.  c.  1  Fed.  Rep.  640. 

A  license  fee  is  not  the  proper  measure  of  damages  if  the  infringement 
is  of  only  a  part  of  the  invention.  Wooster  v.  Simonson,  16  Fed.  Bep. 
680. 

If  the  inventor  has  established  a  license  fee  and  also  manufactures  the 
patented  article,  the  price  of  the  article  will  consist  of  the  cost  of  the 
materials,  the  ordinary  profit  of  manufficture,  and  an  additional  profit 
which  is  the  equivalent  of  the  license  fee,  but  the  license  fee  is  the  mea- 
sure of  damage  for  the  infringement.  Buerk  v.  Imhauser,  10  O.  G.  907  ; 
8.  c.  14  Blatch.  19. 

A  defendant  can  not  avoid  his  liability  for  damages  by  alleging  that  he 
might  have  used  some  other  machine  as  advantageously  as  the  com- 
plainant's.   Emerson  v.  Simm,  6  Fish.  281 ;  s.  c.  3  O.  G.  293. 

The  damage  must  be  confined  to  the  direct  and  immediate  consequences 
of  the  infriugement,  and  not  embrace  those  which  are  remote  and  con- 
jectural.   Buerk  v.  Imhauser,  10  O.  G.  907 ;  s.  c.  14  Blatch.  19. 

Where  the  patent  Is  for  an  improvement,  the  damage  is  that  sustained 
by  the  use  of  the  improvement  alone.  Buerk  v,  Imhauser,  10  O.  G.  901 ; 
8.  c.  14  Blatch.  19. 

If  the  patentee  gratuitously  authorizes  a  party  to  manufacture  and  use 
the  patented  invention,  he  can  not  recover  damages  for  a  use  after  such 
authorization.    Proctor  v.  Brill,  4  Fed.  Rep.  415. 

If  the  complainant  does  not  prove  either  profits  or  damages,  he  is  en- 
titled to  only  nominal  damages.  Calkins  v,  Bertrand,  10  Biss.  445  ;  s.  c. 
8  Fed.  Bep.  755. 

The  statute  authorizes  an  increase  of  damages,  not  an  increase  of 
gains  and  profits.  Campbell  v.  James,  5  Ban  &  Ard.  630  ;  8.  o.  5  Fed. 
Kep.  806  ;  Holbrook  v.  Small,  17  O.  G.  55  ;  8.  c.  3  Ban  &  Ard.  625. 

Master's  Report. 

If  the  complainant  does  not  proceed  to  an  accounting  under  the  decree, 
this  may  become  a  ground  for  dismissing  the  bill  for  want  of  prosecution. 
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American  D.  R.  B.  Co.  v.  Sbeldon,  I  Fed.  Bep.  870 ;  8.  0. 18  Blalch.  50; 
s.  o.  5  Ban  &  Ard.  292. 

The  master  should  appoint  a  day  for  proceeding  with  the  reference  and 
give  notice  by  mail  or  otherwise  to  the  paities  or  their  solicitors.  Kero- 
sene Lamp  Heater  Co.  v,  Fisher,  5  Ban  &  Ard.  78 ;  s.  c.  I  Fed.  Bep.  91. 

If  the  defendant  does  not  appear  in  porsuance  of  the  notice,  the  master 
proceeds  ex  parte^  and  makes  out  the  profits  and  damages,  if  he  can  firom 
the  evidence  produced  by  the  complainant.  Kerosene  Lamp  Heater 
Co.  V.  Fisher,  5  Ban  &  Ard.  78 ;  8.  c.  1  Fed.  Bep.  91. 

If  it  appears  that  an  account  of  profits  is  necessary  to  a  just  decision  of 
the  cause,  and  is  required  by  the  complainant,  the  master  should  make  an 
order  that  the  defendant  furnish  an  account  by  a  certain  day,  and  adjourn 
the  hearing  to  that  day.  Kerosene  Lamp  Heater  Co.  v.  Fisher,  5  Ban  & 
Ard.  78 ;  8.  c.  1  Fed.  Bep.  91. 

The  defendant  should  be  served  personally  with  the  order  to  produce 
his  account  and  notice  of  the  adjournment.  The  service  may  be  made  by 
any  disinterested  person  and  need  not  be  made  by  the  marshal.  Kerosene 
Lamp  Heater  Co.  v,  Fisher,  5  Ban  &  Ard.  78 ;  s.  o.  1  Fed.  Bep.  91. 

If  the  master  adjusts  the  interrogatories  to  be  propounded  to  the  defend- 
ant, no  exception  can  be  taken  to  his  order  or  brought  to  a  hearing  imtll 
the  final  report  is  filed.  Union  Sugar  Refinery  v,  Mathiesson,  3  Cliif. 
146. 

Exception  should  be  taken  on  the  spot  to  each  ruling  of  the  master  in 
overruling  or  suataining  objections  to  the  admission  of  evidence,  if  the 
party  intends  to  contest  it.  It  need  not  then  be  drawn  up  in  form,  but  it 
should  be  taken  by  giving  notice  to  the  master,  and  it  is  his  duty  to  note 
the  fact  in  his  minutes.  The  reason  of  the  rule  is  founded  in  the  interest 
of  justice,  as  its  observance  tends  to  narrow  the  limits  of  controversy ;  for 
if  the  party  in  whose  favor  a  ruling  is  made  is  notified  that  an  exception 
is  taken,  and  the  question  is  to  be  revised,  he  can  waive  the  point  and 
admit  or  withdraw  the  evidence,  as  the  case  may  be,  and  thus  avoid  future 
controversy  and  delay  over  it.  Troy  Factory  v.  Coming,  3  Fish.  497 ; 
s.  c.  6  Blatch.  328 ;  American  Pavement  Co.  v.  Elizabeth,  6  O.  G.  764 ; 
s.  c.  1  Ban  &  Ard.  439  ;  Brown  o.  Hall,  3  Fish.  531 ;  s.  o.  6  Blatch.  401. 

An  objection  to  testimony  which  does  not  state  the  ground  of  the 
objection  is  not  a  legal  or  valid  objection.  Brown  v.  Hall,  3  Fish.  531 ; 
8.  c.  6  Blatch.  401. 

Objections  to  the  master's  report  should  be  reduced  to  writing  and  filed 
with  the  master.    Fischer  v.  Hayes,  24  0.  G.  304 ;  8.  c.  16  Fed.  Rep.  469. 

If  it  is  proper  to  except  at  all  to  the  master's  final  report  for  rulings 
admitting  or  rejecting  evidence,  this  can  only  be  done  where  objections  of  ^ 
the  same  kind  have  been  made  to  the  draft  report.    Troy  Factory  o. 
Coming,  3  Fish.  497 ;  s.  c.  6  Blatch.  328 ;  Garretson  v.  Clark,  14  O.  G. 
485 ;  s.  G.  15  Blatch.  70;  s.  c.  3  Ban  &  Ard.  352. 

If  the  interlocutory  decree  is  erroneous,  the  proper  mode  to  correct  the 
error  is  not  to  except  to  the  master's  report,  but  to  apply  to  the  court  to 
resettle  the  decree.  Williams  v.  Leonard,  5  Fish.  381 ;  s.  o.  9  Blatch. 
476. 
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Exceptions  to  the  master's  report  should  pomt  oat  the  error,  aud  the 
^▼Idence  to  support  the  allegation  should  be  referred  to  in  the  argument. 
Turrill  v.  111.  C.  R.  R.  Co.,  3  Biss.  72. 

Where  the  exception  fails  to  point  out  the  evidence  that  shows  the  dif- 
ference in  the  cost  and  use  of  the  machines,  it  may  be  disregarded.  Turrill 
V.  111.  Cent.  R.  R.  Co.,  5  Bias.  344. 

Where  the  finding  of  the  master  is  based  not  merely  upon  the  evidence, 
but  upon  a  personal  inspection  made  by  him  with  the  consent  of  the 
parties,  it  will  not  be  reversed.  Piper  v.  Brown,  6  Fish.  240 ;  s.  c.  1 
Holmes  196;  s.  c.  3  O.  G.  97. 

Where  the  costs  before  the  master  have  been  augmented  by  the  pro* 
duction  of  irrelevant  testimony,  each  party  may  be  left  to  pay  his  own 
costs.    Troy  Factory  v.  Coming,  6  Fish.  85  ;  s.  c.  10  Blatch.  223. 

The  complainant  must  in  the  first  instance  pay  the  master's  fee,  and 
then  if  he  recovers,  have  it  taxed  as  a  part  of  the  costs.  Macdonald  o. 
Shepard,  10  Fed.  Rep.  919;  conh-a^  Umer  v.  Kayton,  24  O.  G.  1178; 
8.  G.  17  Fed.  Rep.  539. 

If  there  is  a  mistake  in  a  master's  report,  the  report  may  be  recom- 
mitted at  any  time  before  final  decree.  McKay  v.  Jackman,  24  O.  G. 
1177. 

If  the  complainant  does  not  ask  for  the  production  of  the  defendant's 
books  before  the  master,  he  can  not  have  the  case  remanded  in  order  to 
obtain  them.    Fischer  v.  Hayes,  24  O.  G.  304;  s.  c.  16  Fed.  Rep.  469. 

If  the  complainant  neglected  to  put  in  proper  evidence  to  establish  the 
amount  of  his  damages,  although  his  attention  was  called  to  the  matter 
by  an  exception,  the  case  will  not  be  referred  back  to  the  master  to  enable 
him  to  put  in  additional  evidence.  Garretson  v,  Clark,  14  O.  G.  485 ;  8.  c. 
15  Blatch.  70 ;  8.  c.  3  Ban  &  Ard.  352. 

After  a  final  decree  has  been  ordered,  the  case  will  not  be  remanded  to 
the  master  for  a  restatement  of  the  account  to  bring  the  profits  down  to 
the  final  decree.  Union  Metallic  Cartridge  Co.  v.  U.  3.  Cartridge  Co.,  8 
Fed.  Rep.  446. 

Rebearing. 

Interlocutory  decrees  are  subject  to  a  revision  until  a  final  decree  is 
made.  Magic  Ruffle  Co.  v.  Elm  City  Co.,  21  O.  G.  501 ;  s.  c.  14  Blatch. 
109  ;  8.  c.  2  Ban  &  Ard.  506 ;  Cobum  v.  Schroeder,  22  O.  G.  419 ;  s.  o. 
11  Fed.  Rep.  425. 

An  interlocutory  decree  may  be  opened  and  the  bill  dismissed  if  the 
cojuplainant  has  an  adequate  remedy  at  law.  Spring  v.  Domestic  S.  M. 
Co.,  22  O.  G.  1445 ;  s.  c.  13  Fed.  Rep.  446. 

A  decree  for  a  perpetual  injunction  and  for  an  account  of  the  profits  is 
an  interlocutory  and  not  a  final  decree,  and  a  rehearing  may  be  granted 
at  any  time  before  a  final  decree.  Reeves  v.  Keystone  Bridge  Co.,  9 
O.  G.  885 ;  s.  c.  2  Ban  &  Ard.  256 ;  s.  c.  2  W.  N.  523 ;  Schneider  v. 
Thill,  5  Ban  &  Ard.  595. 
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The  applicatioii  for  a  rehearing  after  an  interlocutory  decree  must  be  by 
a  petition  for  leave  to  file  supplemental  bill  setting  forth  the  newly  dis- 
covered evidence,  and  for  a  rehearing  of  the  cause  at  the  time  when  the 
supplemental  bill  may  be  ready  for  hearing.  Reeves  v,  Ke3rstone  Bridge 
Co.,  9  O.  G.  885 ;  s.  c.  2  Ban  &  Ard.  256 ;  s.  o.  2  W.  N.  523. 

The  party  desiring  a  rehearing  should  file  a  petition,  asking  for  the  same, 
and  obtain  an  order  on  the  adverse  party  to  show  cause  on  the  following 
rule  day,  or  some  other  day  mentioned,  why  its  prayer  should  not  be 
granted.  The  adverse  party  can  then  answer  the  petition,  and  upon  the 
petition  and  answer  the  application  can  be  heard.  Giant  Powder  Co.  v. 
Cal.  V.  P.  Co.,  6  Saw.  508. 

A  petition  to  set  aside  an  interlocutory  decree  must  be  signed  by 
counsel.    Allis  v,  Stowell,  18  O.  G.  465 ;  s.  c.  5  Ban  &  Ard.  458. 

An  affidavit  to  a  petition  to  set  aside  an  interlocutory  decree  can  not 
be  made  before  an  officer  who  is  also  attorney  for  the  petitioner.  Allis  o. 
Stowell,  18  O.  G.  465  ;  s.  c.  5  Ban  &  Ard.  458. 

A  petition  for  rehearing  and  leave  to  amend  the  answer  may  be  made 
after  the  entry  of  an  interlocutory  decree.  Allis  o.  Stowell,  18  O.  G*  465 ; 
s.  G.  5  Ban  &  Ard.  458. 

A  petition  for  a  rehearing  on  the  ground  of  newly  discovered  evidence 
should  state  the  nature  of  the  evidence,  and  by  apt  reference  make  the 
affidavits  a  part  of  the  petition.  Allis  v.  Stowell,  18  O.  G.  465  ;  s.  c.  5 
Ban  &  Ard.  458. 

A  petition  for  a  rehearing  on  the  ground  of  newly  discovered  evidence 
should  allege  that  the  evidence  was  not  known  to  the  petitioner  until  after 
the  decree,  the  diligence  that  was  used  to  discover  it  before  that  time,  the 
time  when  the  evidence  was  discovered  and  the  circumstances  attending 
the  discovery.     Allis  v.  Stowell,  18  O.  G.  465  ;  s.  c.  5  Ban  &  Ard.  458. 

A  motion  for  a  rehearing  in  order  to  introduce  new  evidence  is  sub- 
stantially a  motion  for  a  new  trial,  and  is  governed  by  the  same  rules  as 
such  motions.  Ready  Roofing  Co.  v.  Taylor,  15  Blatch.  95 ;  s.  c.  3  Ban 
&  Ard.  368. 

Where  a  party  asks  for  a  rehearing  on  the  ground  of  newly  discovered 
evidence,  he  must  satisfy  the  court  that  the  omission  to  produce  the  evi- 
dence at  the  former  hearing  was  not  due  to  any  negligence  on  his  part, 
but  that  he  made  diligent  efibrts  to  discover  and  obtain  it.  Reeves  v.  Key- 
stone Bridge  Co.,  9  O.  G.  885 ;  s.  C.  2  Ban  &  Ard.  256 ;  s.  c.  2  W.  N.  523 ; 
Munson  c.  New  York,  22  O.  G.  5^6 ;  Yerrington  »•  Putnam,  2  Ban  & 
Ard.  601 ;  Barkers.  Stowe,  16  O.  G.  807 ;  s.  c.  4 Ban  &  Ard.  485 ;  Gillette 
V.  Bate  Refrig.  Co.,  12  Fed.  Rep.  108 ;  Page  v.  Holmes  B.  A.  Tel.  Co., 
18  Blatch.  118 ;  s.  c.  5  Ban  &  Ard.  439  ;  s.  c.  2  Fed.  Rep.  330 ;  Inger^oll 
V.  Benham,  3  Ban  &  Ard.  179 ;  s.  c.  14  Blatch.  362. 

If  an  application  is  made  for  a  rehearing  on  the  ground  of  newly  dis- 
covered evidence,  there  must  be  plain  proof  of  the  sufficiency  of  the 
evidence  to  lead  the  court  to  a  different  result.  Buerk  v,  Imhauser,  10 
O.  G.  907  ;  s.  c.  14  Blatch.  19 ;  s.  c.  2  Ban  &  Ard.  452 ;  Adair  v,  Thayer, 
20  O.  G.  523 ;  s.  o.  7  Fed.  Rep.  920. 
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The  want  of  proper  expert  testimony  is  no  ground  for  granting  a 
rehearing.  Application  should  haye  been  made  to  the  court  prior  to  the 
hearing  for  opportunity  to  procure  and  put  in  such  testimony.  Hitchcock 
V.  Tremaine,  5  Fish.  537 ;  s.  0.  9  Blatch.  550 ;  1  O.  G.  633. 

The  practice  of  granting  a  rehearing  as  a  matter  of  course  upon  the 
certificate  of  two  counsel  does  not  prevail  in  the  Federal  courts.  Amer- 
ican D.  B.  B.  Ck>.  V.  Sheldon,  18  Blatch.  50 ;  a.  o.  5  Ban  &  Ard.  292 ;  s.'c. 
1  Fed.  Bep.  870. 

A  rehearing  may  be  granted  if  the  new  evidence  is  material.  Craig  v. 
Smith,  100  U.  S.  226 ;  s.  o.  17  O.  G.  145. 

If  the  complainant  is  willing  to  defer  the  taking  of  a  final  decree  until 
the  trial  of  another  case  in  which  the  alleged  new  evidence  may  be  used, 
a  rehearing  will  not  be  granted.  Collins  Company  v.  Coes,  20  O.  G.  1084; 
s.  c.  8  Fed.  Rep.  517. 

If  the  defendant,  after  the  entry  of  an  interlocutory  decree,  discovers 
that  the  complainant  took  out  a  patent  in  a  foreign  country  before  he 
applied  for  an  American  patent,  he  may  have  the  decree  amended  so  as 
to  limit  the  American  patent  to  the  time  of  the  expiration  of  the  foreign 
patent.  De  Florez  v.  Baynolds,  17  O.  G.  503 ;  s.  o.  17  Blatch.  436 ;  8.  c. 
4  Ban  &  Ard.  140 ;  s.  c.  8  Fed.  Bep.  434. 

A  decree  will  not  be  set  aside  to  permit  the  defendant  to  put  in  evidence 
a  foreign  patent,  if  the  omission  to  produce  it  before  the  hearing  arose 
from  the  inexperience  of  his  counsel.  De  Florez  v,  Ba3mold8,  17  Blatch. 
397 :  8.  c.  4  Ban  &  Ard.  431. 

If  a  decree  is  entered  by  collusion  it  will  be  stricken  out.  Barker  v. 
Todd,  23  O.  G.  438 ;  s.  c.  15  Fed.  Bep.  265. 

A  decree  will  not  be  opened  to  admit  a  new  defence  on  the  ground  of 
neglect  on  the  part  of  the  solicitor,  if  no  good  reason  is  sliown  for  doing 
so.  Day  v,  Schwab,  17  O.  G.  1348 ;  s.  c.  5  Ban  &  Ard.  389  ;  8.  c.  2  Fed. 
Rep.  544. 

Although  a  party  has  a  meritorious  defence,  yet  if  he  deliberat^y  suf- 
fers a  decree  jE>ro  canfesso  to  be  entered  against  him,  with  the  intention  to 
make  no  defence,  he  is  not  entitled  to  have  such  decree  stricken  out 
where  the  result  of  granting  such  relief  will  be  of  no  advantage  to  him 
and  a  disadvantage  to  the  complainant.  Andrews  v.  Denslow,  14  Blatch. 
182 ;  8.  c.  2  Ban  &  Ard.  587. 

The  affidavits  to  be  used  on  an  application  for  a  rehearing  must  be  en- 
titled in  the  cause.  Buerk  v,  Imhauser,  10  O.  G.  907 ;  s.  c.  14  Blatch.  19 ; 
8.  c.  2  Ban  &  Ard.  452. 

If  the  defendant  has  been  guilty  of  laches,  a  decree  for  an  injunction 
will  not  be  opened.    Doubleday  v.  Sherman,  6  Blatch.  513. 

The  payment  of  the  taxed  costs,  without  taking  measures  to  open  a 
decree  for  an  injunction,  affirms  the  regularity  and  validity  of  the  decree, 
so  as  to  make  it  impossible  for  the  defendant  to  have  the  decree  set 
aside  or  opened  to  let  in  a  defence.    Doubleday  o.  Sherman,  6  Blatch.  513. 

Where  an  objection  is  made  to  the  admissibility  of  evidence  before  the 
examiner,  to  impeach  the  novelty  of  the  patent,  a  rehearing  will  not  be 
allowed  in  order  to  let  the  defendant  amend  his  answer  so  as  to  give  the 
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proper  Dotice.  American  Saddle  Co.  v.  Hogg,  6  Fish.  67  ;  8.  o.  1  Holmes 
177 ;  2  O.  G.  595. 

If  the  court  is  not  satisfled  with  the  conclusion  reached  on  the  tesiimoiij 
it  may  grant  a  rehearing,  with  leave  to  take  additional  proofs.  Bumford 
Works  V.  Lauer,  5  Fish.  615  ;  s.  c.  10  Blatch.  122;  3  O.  G.  249. 

If  an  interlocutory  decree  extends  an  injunction  heyond  the  life  of  the 
patent,  It  may  be  amended  on  motion.  Be  Florez  o.  Baynolds,  17  Blatch. 
436 ;  B.  c.  17  O.  G.  503 ;  8.  c.  4  Ban  &  Ard.  140  ;  8.  c.  8  Fed.  Bep.  434. 

Although  the  fact  that  a  decree  was  entered  by  consent  is  not  stated  in 
the  decree,  yet  the  decree  cannot  be  corrected  on  the  motion  of  a  stranger 
to  the  suit.    In  re  Iowa  B.  S.  W.  Co.,  5  Ban  &  Ard.  279. 

A  decree  will  not  be  modified  at  the  instance  of  a  person  who  is  not  a 
party  to  the  suit,  although  it  is  used  to  obtain  injunctions  against  him,  if 
it  was  entered  by  consent.  W.  &  M.  Manuf.  Co.  o.  Colwell,  1  Fed.  Bep. 
225. 

After  a  decision  has  been  given,  thfard  parties  can  not  intervene  by  peti* 
tion  to  have  the  decree  so  entered  as  not  to  affect  rights  which  they  claim 
upon  facts  not  proved  in  the  case.  Page  v.  Holmes  B.  A.  Tel.  Co.,  18 
Blatch.  118 ;  8.  c.  5  Ban  &  Ard.  439 ;  s.  c.  2  Fed.  Bep.  330. 

Bill  of  ReTlew. 

Application  for  leave  to  file  a  bUl  of  review  on  the  ground  of  newly  dis- 
covered evidence,  must  be  made  "within  a  reasonable  Ume  after  the  dis* 
covery  of  the  evidence.    Blandy  o.  Griffith,  6  Fish.  434. 

A  bill  of  review  will  not  be  allowed  where  the  newly  discovered  evi- 
dence is  merely  cumulative  as  to  a  point  already  at  issue.  Blandy  v, 
Griffith,  6  Fish.  434. 

If  a  decree  in  favor  of  the  complainant  is  entered  by  consent,  it  can 
not  be  set  aside  by  a  bill  of  review  after  the  lapse  of  the  term  at  which  it 
was  entered.  In  re  Pentlarge  &  Beesten,  17  Blatch.  306 ;  8.  o.  4  Ban  & 
Ard.  607. 

If  the  complainant  &ils  to  take  any  evidence,  and  a  decree  is  entered 
against  him,  a  bill  of  review  will  not  be  granted  on  the  ground  of  newly 
discovered  evidence  where  he  could  have  discovered  it  by  the  use  of  due 
diligence.    Irwin  v.  Meyrose,  12  Cent.  L.  J.  227 ;  8.  c.  2  McCrary  244. 

How  far  Decree  ConelaBive. 

A  decree  for  an  account  Is  interlocutory  and  not  conclusive.  Bumford 
Chemical  Works  v.  Hecker,  10  O.  G.  289 ;  s.  c.  2  Ban  &  Ard.  351 ; 
contra,  Dayton  v.  Wright,  11  O.  6. 197 ;  s.  o.  2  Ban  &  Ard.  449. 

A  decree  dismissing  a  bill  for  want  of  prosecution  is  not  conclusive  of 
the  rights  of  the  parties  in  a  subsequent  suit.  Am.  D.  B.  B.  Co.  v.  Shel- 
don, 1?  Blatch.  208 ;  s.  c.  4  Ban  &  Ard.  551. 

A  verdict  upon  any  &ct  in  an  action  at  law,  and  judgment  thereon,  con- 
cludes the  parties  thereto  in  any  subsequent  action.  Jacques  o.  Wells,  5 
O.  G.  364. 
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If  the  record  of  an  action  at  law  does  not  disclose  the  nature  of  the  in- 
fringement for  which  the  judgment  was  entered,  it  will  not,  without 
extrinsic  evidence,  estop  the  defendant  from  denying  the  novelty  or  val- 
idity of  the  patent.    Russell  v.  Place,  94  U.  8.  606 ;  8.  c.  12  O.  G.  53. 

A  decree  in  favor  of  the  defendant  in  one  suit  Is  a  har  to  a  subsequent 
action  on  the  same  patent  against  the  same  defendant.  Barker  v.  Stowe, 
11  Fed.  Bep.  303. 

A  decree  against  the  validity  of  a  patent  is  not  conclusive  against  the 
patentee  in  a  suit  against  a  party  who  took  a  license  from  the  defendant 
prior  to  the  commencement  of  the  suit.  IngersoU  v.  Jewett,  16  Blatch. 
378 ;  s.  c.  4  Ban  &  Ard.  861. 

Although  a  decree  declares  one  patent  prior  to  another,  yet  it  is  not 
conclusive  in  another  suit  between  different  parties.  Day  v.  Combination 
Rubber  Co.,  17  O.  G.  1347 ;  s.  c.  5  Ban  &  Ard.  385 ;  s.  c.  2  Fed.  Rep. 
570. 

A  decree  in  one  case  is  not  conclusive  even  in  another  case  between  the 
same  parties  where  the  article  that  is  alleged  to  be  an  infringement  is 
different.  Clarke  v.  Johnson,  17  O.  G.  1401 ;  s.  o.  16  Blatch.  495 ;  s.  c. 
4  Ban  &  Ard.  403. 

If  the  validity  of  the  patent  has  been  determined  in  a  suit  between 
parties  from  whom  the  complainant  and  the  defendant  respectively  acquire 
title,  the  decree  will  be  deemed  to  settle  that  pomt  in  the  subsequent  suit 
between  persons  who  are  thus  privies  to  the  former  suit.  Am.  D.  B.  B. 
Co.  V.  Sheldon,  17  Blatch.  208 ;  s.  c.  4  Ban  &  Ard.  551. 

A  decree  in  favor  of  the  patentee  in  one  suit  will  estop  a  person  who 
contributed  to  defray  the  expense  thereof  from  disputing  the  validity  of 
the  patent,  although  he  was  not  a  party  to  the  suit.  Miller  v.  L.  &  M. 
T.  Co.,  19  O.  G.  1138 ;  8.  c.  7  Fed.  Bep.  91. 

A  decree  establishing  the  validity  of  the  patent  is  conclusive  between 
a  party  claiming  under  the  complainant  and  the  defendant,  together  with 
a  party  who  became  his  partner  after  the  entry  of  the  decree.  Dayton  v. 
Wright,  11  O.  G.  197  ;  8.  c.  2  Ban  &  Ard.  449. 

A  judgment  in  an  action  against  another  that  was  defended  by  the 
defendant  is  conclusive  against  him.  IT.  S.  &  F.  S.  F.  Co.  v.  Asbestos 
Felting  Co.,  18  Blatch.  312 ;  8.  c.  5  Ban  &  Ard.  624 ;  s.  c.  19  O.  G.  362 ; 
4  Fed.  Rep.  813. 

If  an  opinion  is  filed  dismissing  a  bill,  the  decree  subsequently  entered 
will  be  deemed  to  take  effect  from  the  time  of  the  filing  of  the  opinion. 
Barker  v.  Stowe,  11  Fed.  Rep.  303.     . 

If  a  decree  against  a  vendor  for  profits  and  damages  has  been  satisfied, 
the  vendee  is  not  liable  to  an  action  by  the  patentee.  Ferrigo  v.  Spauld- 
ing,  12  O.  G.  352 ;  s.  c.  13  Blatch.  389 ;  s.  C  2  Ban  &  Ard.  348. 

If  a  decree  agidnst  one  infringer  is  not  satisfied,  it  is  not  a  bar  to  an 
action  against  other  Joint  infringers.  United  Nickel  Co.  v,  Worthington, 
23  O.  G.  939. 

A  decree  for  damages  is  a  bar  to  an  action  at  law  for  the  same  infrmge- 
ment.    United  Nickel  Co.  v.  Worthington,  23  0.  G.  939. 
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Costs. 

The  plaintiff  in  patent  cases  has  never  been  required  to  give  any 
security  for  costs.  Woodworth  t?.  Sherman,  3  Story  171 ;  s.  c.  2  Robb 
257  ;  contra,  Orr  v.  Littlefield,  I  W.  &  M.  13 ;  s.  c.  2  Bobb  323. 

It  is  too  late  to  move  for  security  for  costs  when  the  case  has  been  once 
heard  on  issue  joined,  and  is  then  opened  for  a  further  hearing  on  an 
amended  answer,  as  a  matter  of  favor  to  the  defendant,  if  the  non-resi- 
dence of  the  complainant  appeared  on  the  face  of  the  original  bill.  Bliss 
V.  Brooklyn,  10  Blatch.  217. 

The  general  rule  is  to  give  costs  to  the  prevailing  party,  and  no 
departure  will  be  made  beyond  what  is  sustained  by  sound  principles  and 
established  precedents.  Hovey  v.  Stevens,  3  W.  &  M.  17 ;  s.  c.  2  Kobb 
567 ;  Urner  ».  Kayton,  17  Fed.  Eep.  845. 

The  exceptions  to  the  general  rule  should  be  very  few,  and  rest  on  very 
strong  grounds.    Hovey  v.  Stevens,  3  W.  &  M.  17 ;  s.  c.  2  Bobb  567. 

If  the  complainant  and  defendant  each  have  judgment  in  their  favor  on 
one  issue,  no  costs  will  be  allowed  to  either  party.  Yale  Manuf.  Co.  o. 
North,  3  Fish.  279 ;  s.  c.  5  Blatch.  455. 

When  a  bill  which  is  filed  to  recover  for  an  infruigement  of  two  distinct 
patents  is  sustained  only  as  to  one,  neither  party  is  entitled  to  recover 
costs.  Elfelt  0.  Steinhart,  6  Saw.  480 ;  s.  o.  5  Ban  &  Ard.  596 ;  s.  c.  11 
Fed.  Rep.  896. 

No  costs  will  be  awarded  to  a  defendant  who  has  granted  a  license  to 
tl^e  other  defendants  to  use  his  own  patent,  and  thus  indirectly  derived 
advantages  from  the  infringement  by  reason  of  the  larger  number  of  sales 
thereby  occasioned,  especially  when  he  joins  with  them  in  the  defence. 
Hussey  v.  Bradley,  2  Fish.  362 ;  8.  o.  5  Blatch.  134. 

If  the  defendant  has  been  misled  by  the  complainant  into  the  belief  that 
his  machine  did  not  infringe  the  patent,  he  will  not  be  charged  with  costs. 
Sarven  v.  Hall,  6  Fish.  495 ;  8.  c.  11  Blatch.  295 ;  4  0.  G.  666. 

If  an  objection  to  the  title  of  the  complainant  is  taken  by  answer,  when 
it  could  have  been  taken  by  demurrer,  the  bill  may  be  dismissed  without 
costs.    Brooks  v.  Byam,  2  Story  553. 

If  the  patentee  fails  on  account  of  a  defective  specification,  and  his 
claim  to  be  the  original  inventor  is  not  established,  costs  will  be  awarded 
to  the  respondent.    Hovey  v.  Stevens,  3  W.  &  M.  17 ;  s.  c.  2  Bobb  567. 

Although  the  complainant  only  recovers  nominal  damages,  yet  the 
defendant  must  pay  the  cost  of  the  reference  to  the  master.  Calkins  v. 
Bertrand,  10  Biss.  445 ;  s.  c.  8  Fed.  Bep.  755. 

When  the  complainant  recovers  only  nominal  damages  he  is  entitled  to 
costs  to  the  interlocutory  decree,  and  the  defendant  is  entitled  to  costs 
from  and  after  such  decree,  and  one  bill  of  costs  may  be  set  oir  against  the 
other.  Fisk  r.  W.  B.  &  C.  Manuf.  Co.,  19  0.  G.  545 ;  Garretsou  v.  Clark, 
16  O.  G.  806 ;  s.  c.  4  Ban  &  Ard.  536. 

If  the  parties  consent  to  the  taxation  of  costs  in  a  certain  way,  they 
can  not  withdraw  the  consent  after  the  costs  have  been  taxed.  Holbrook 
V.  Small,  17  0.  G.  55  ;  s.  o.  3  Ban  &  Ard.  625. 
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If  the  defendant  oflfered  to  pay  the  profits  before  the  commencement  of 
the  suit,  each  party  may  be  required  to  pay  his  own  costs.  Ford  o*  Kurtz, 
12  Fed.  Bep.  789  ;  s.  c.  14  C.  L.  N.  362. 

Costs  are,  perhaps,  never  in  fact  taxed  until  after  the  judgment  is  ren- 
dered, and  in  many  cases  can  not  be  taxed  until  afterwards.  Where  this 
is  the  case,  the  amount  ascertained  is  usually,  under  the  direction  of  the 
court,  entered  nunc  pro  tunc,  as  a  part  of  the  original  judgment.  This 
mode  of  proceeding  is  necessary  for  the  purpose  of  justice,  in  order  to 
afibrd  the  necessary  time  to  examine  and  decide  upon  the  several  items 
of  costs  to  which  the  successfiil  party  is  lawfully  entitled.  Sizer  v.  Many, 
16  How.  98. 

The  clerk  has  no  authority  to  fix  the  compensation  to  be  allowed  to  a 
master.    Doughty  v.  Manuf.  Co.,  4  Fish.  318. 

If  the  costs  are  not  taxed  in  the  circuit  court  before  the  transcript  of 
the  record  is  transmitted  to  the  Supreme  Court,  they  may  be  taxed  and 
inserted  in  the  blank  left  for  that  purpose  in  the  original  record,  upon  the 
receipt  of  the  mandate  by  the  circuit  court.    Sizer  v.  Many,  16  How.  98. 
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A  taxation  of  costs  is  a  right  given  or  refused  by  statute.  Hathaway 
V.  Boach,  2  W.  &  M.  63. 

The  expenses  of  the  complainant,  or  his  counsel,  in  attending  court, 
can  not  be  allowed.    Hussey  v.  Bradley,  5  Blatch.  210. 

Money  properly  and  necessarily  paid  for  telegrams  in  the  progress  of 
the  cause  may  be  allowed,  but  the  affidavit  showing  the  actual  expenditure 
should  state  the  payment  in  detail,  and  the  particular  purpose  of  each 
telegram,  so  that  the  taxing  officer  may  judge  of  the  necessity  and  pro* 
priety  of  the  expenditure,  and  of  its  allowance  on  taxation  as  a  proper 
disbursement  in  the  suit.    Hussey  v,  Bradley,  5  Blatch.  210. 

Ko  expenditure  for  making  copies  of  the  pleadings  or  proofs  can  be 
allowed.    Hussey  v.  Bradley,  5  Blatch.  210. 

The  expense  of  reporting  the  argument  of  counsel  at  the  final  hearing 
can  not  be  taxed  as  a  part  of  the  costs.    Hussey  v.  Bradley,  5  Blatch.  210. 

If  the  record  is  printed  by  an  order  of  the  court,  the  expense  may  be 
divided  equally  between  the  parties.    Brooks  v.  Byam,  2  Story  553. 

The  expense  of  printing  the  testimony  is  not  chargeable  against  the 
losing  party  as  an  item  of  costs.  The  law  does  not  require  the  testimony 
to  be  printed,  and  if  it  is,  it  must  be  done  voluntarily  by  the  party  de- 
siring it,  and  at  his  own  expense.  Spaulding  v.  Tucker,  4  Fish.  633 ; 
Hussey  v,  Bradley,  5  Blatch.  210  ;  Troy  Factory  v.  Coming,  7  Blatch.  16. 

The  defendant  is  entitled  to  have  the  costs  of  copies  of  the  various 
assignments  made  by  the  plaintiff  taxed.  Hathaway  v.  Boach,  2  W.  & 
M.  63. 

The  defendant  can  not  have  the  cost  of  a  copy  of  the  patent  taxed. 
Hathaway  v.  Boach,  2  W.  &  M.  63 ;  Woodruff  t>.  Barney,  2  Fish.  244 ; 
8.  0. 1  Bond  528. 
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The  defendant  may  be  allowed  a  reasonable  compensation  for  the 
expense  of  procuring  models  of  the  inyention  claimed  in  the  patent. 
Hathaway  v.  Boach,  2  W.  &  M.  63. 

The  expense  of  procuring  models  not  referred  to  in  the  patent  caa  not 
be  taxed.  Woodruff  v.  Barney,  2  Pish.  244 ;  s.  o.  1  Bond  52S  ;  Hussey 
V.  Bradley,  5  Blatch.  210 ;  Parker  v.  Bigler,  1  Fish.  285 ;  Hathaway  v. 
Boach,  2  W.  &  M.  63. 

No  fee  can  be  allowed  as  mileage  to  the  marshal  for  serving  a  rule  to 
plead  on  the  defendant.    Parker  v.  Bigler,  1  Fish.  285. 

The  postage  paid  upon  the  transmission  and  return  of  a  commission 
may  be  allowed  as  a  part  of  the  costs.    Prouty  v.  Draper,  2  Story  199. 

When  the  parties  are  not  the  same,  the  witness  has  a  right  to  fees  in 
each  suit,  and  cases  where  the  plaintiff  alone  is  a  party  are  in  the  same 
category  with  those  where  all  the  parties  are  different.  Parker  v.  Bigler, 
4  Fish.  285. 

The  fees  of  a  witness  attending  merely  by  the  request  of  a  party,  with- 
out  subpoena,  can  not  be  legally  taxed  against  the  losing  party  as  a  part 
of  the  costs  for  which  he  is  liable.  Such  a  witness  does  not  attend  ^^  pur* 
suant  to  law."  Woodruff  v,  Barney,  2  Fish.  244 ;  s.  c.  1  Bond.  528 ; 
Spaulding  v.  Tucker,  4  Fish.  633 ;  Hathaway  v.  Roach,  2  W.  &  M.  63 ; 
contra^  Prouty  v.  Draper,  2  Story  199. 

There  can  not  be  two  different  modes  of  calculating  distances,  an  air 
line  for  jurisdiction  and  a  zig  zag  for  mileage.  When  the  subpoena  is 
served  in  another  district,  mileage  can  only  be  allowed  for  one  hundred 
miles,  although  the  marshal  may  have  actually  travelled  a  greater  distance. 
Parker  v.  Bigler,  4  Fish.  285. 

When  witnesses  come  twice  at  the  same  term  on  account  of  a  postpone- 
ment by  agreement  of  the  parties,  and  not  by  any  order  of  the  court,  and 
not  on  public  account,  the  presumption  of  law  and  fact  must  be  that  they 
continued  their  attendance,  and  were  paid  for  it  till  discharged  by  the  par- 
ties or  the  court,  and  double  travel  can  not  be  allowed.  Hathaway  v. 
Roach,  2  W.  &  M.  63. 

The  fees  of  witnesses  who  actually  attend  before  the  plaintifi*  becomes 
nonsuit,  though  not  examined,  may  be  allowed.  Hathaway  o.  Roach,  2 
W.  &  M.  63. 

Courts  of  equity  may  allow  costs  other  than  those  prescribed  m  the 
statute,  according  as  justice  and  equity  may  require  according  to  the  cir^ 
cumstances  of  each  case.  If  the  testimony  of  witnesses  is  taken  under  a 
commission  by  consent,  a  reasonable  sum,  as  costs  for  necessary  expenses 
in  procuring  the  attendance  of  the  witnesses,  may  be  allowed.  Spaulding 
V.  Tucker,  4  Fish.  633. 

If  a  party  dispenses  with  the  deposition  of  a  witness,  and  examines 
him,  the  cost  of  the  deposition  can  not  be  taxed.  Hathaway  v.  Roach,  2 
W.  &  M.  63. 

The  fee  for  depositions  relates  to  testimony  taken  out  of  court  under 
authority  which  will  entitle  it  to  be  read  as  evidence  in  court,  and  has  no 
relation  to  oral  testimony  taken  in  court  or  before  a  master.    It  applies  in 
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cases  at  common  law  where  depositions  are  given  in  evidence  on  the  trial, 
and  in  suits  in  equity  where  depositions  are  read  at  the  hearing.  Troy 
Factory  v.  Coming,  7  Blatch.  16. 

No  per  diem  allowance  should  he  taxed  for  the  attendance  before  the 
master,  of  witnesses  whose  testimony  was  afterwards  abandoned  or  given 
up,  or  was  stricken  out  or  rejected  by  the  master,  where  the  striking  out 
or  rejection  has  been  sustained  by  the  court.  It  would  be  unreasonable 
and  against  the  established  rule  of  taxation  to  tax  costs  in  favor  of  a 
party  for  acts  or  services  which  were  useless  or  illegal,  and  which  only 
led  to  increased  expense  and  to  a  waste  of  the  time  of  the  court  and  of 
all  persons  concerned.    Troy  Factory  v.  Coming,  7  Blatch.  16. 

The  docket  fee  of  twenty  dollars  is  the  highest  compensation  allowed 
to  a  solicitor  in  a  cause,  and  can  be  allowed  but  once.  Troy  Factory  o. 
Coming,  7  Blatch.  16. 

Trial  and  final  hearing  have  well-known  definite  meanings  in  the  law, 
and  they  are  used  in  this  statute  in  that  well-known  sense.  ^^  Trial ''  is 
used  to  describe  the  process  of  determining  the  issues  in  an  action  at  law, 
and  ^^  final  hearing ''  the  submission  of  the  case  for  a  determination 
thereof  upon  the  pleadings,  or  pleadings  and  proofs,  or  otherwise,  so  that 
the  case  may  be  finally  disposed  of.  The  proceedings  before  a  master 
upon  a  reference  for  a  provisional  or  interlocutory  purpose  are  neither  a 
trial  nor  a  final  hearing,  and  the  docket  fee  of  twenty  dollars  can  not  be 
allowed.    Doughty  v»  Manuf.  Co.,  4  Fish.  318. 

Sec.  4921  a  (Act  of  February  16,  1875,  §  2,  18  Stat. 
316).  That  said  courts,  when  sitting  in  equity  for  the 
trial  of  patent  cases,  may  impanel  a  jury  of  not  less  than 
five  and  not  more  than  twelve  persons,  subject  to  such 
general  rules  in  the  premises  as  may,  from  time  to  time, 
be  made  by  the  Supreme  Court,  and  submit  to  them  such 
questions  of  fact  arising  in  such  cause  as  such  circuit  court 
shall  deem  expedient ;  and  the  verdict  of  such  jury  shall 
be  treated  and  proceeded  upon  in  the  same  manner  and 
with  the  same  effect  as  in  the  case  of  issues  sent  from 

r 

chancery  to  a  court  of  law  and  returned  with  such  find- 
ings. 

Sec.  4922.  Whenever,  through  inadvertence,  accident 
or  mistake,  and  without  any  wilful  default  or  intent  to 
defraud  or  mislead  the  public,  a  patentee  has,  in  his  spe- 
cification, claimed  to  be  the  original  and  first  inventor  or 
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discoverer  of  any  material  or  substantial  part  of  the  thing 
patented,  of  which  he  was  not  the  original  and  first  in- 
ventor or  discoverer,  every  such  patentee,  his  executors, 
administrators  and  assigns,  whether  of  the  whole  or  any 
sectional  interest  in  the  patent,  may  maintain  a  suit  at 
law  or  in  equity  for  the  infringement  of  any  part  thereof, 
which  was  horva  fide  his  own,  if  it  is  a  material  and  sub- 
stantial part  of  the  thing  patented,  and  definitely  distin- 
guishable from  the  parts  claimed  without  right,  notwith- 
standing the  specifications  may  embrace  more  than  that  of 
which  the  patentee  was  the  first  inventor  or  discoverer. 
But  in  every  such  case  in  which  a  judgment  or  decree 
shall  be  rendered  for  the  plaintiflF,  no  costs  shall  be  recov- 
ered unless  the  proper  disclaimer  has  been  entered  at  the 
patent  office  before  the  commencement  of  the  suit.  But 
no  patentee  shall  be  entitled  to  the  benefits  of  this  section 
if  he  has  unreasonably  neglected  or  delayed  to  enter  a 
disclaimer. 

Statute  Revised—JvLij  8,  1870,  ch.  230,  J  00,  16  Stat.  207. 
FHor  iSto/«/6— March  3, 1837,  ch.  45,  §  9,  5  Stat.  194. 

Sec.  4923.  Whenever  it  appears  that  a  patentee,  at  the 
time  of  making  his  application  for  the  patent,  believed 
himself  to  be  the  original  and  first  inventor  or  discoverer 
of  the  thing  patented,  the  same  shall  not  be  held  to  be 
void  on  account  of  the  invention  or  discovery,  or  any  part 
thereof,  having  been  known  or  used  in  a  foreign  country, 
before  his  invention  or  discovery  thereof,  if  it  had  not  been 
patented  or  described  in  a  printed  publication. 

Statute  Rev%8e(l-^vily  8,  1870,  eh.  230,  §  62,  16  Stat.  208. 
Prior  Staiute— July  4,  1836,  ch.  357,  ?  15,  5  Stat.  123. 

Construction  • 

Whether  'the  knowledge  by  a  person  in  this  country  of  the  use  of  an 
invention  in  a  foreign  country  is  sufficient  to  render  a  patent  void  is 
doubted.    Illingworth  v.  Spaulding,  9  Fed.  Rep.  611. 

No  description  in  any  printed  publication  of  the  thing  patented  can  avoid 
the  patent,  unless  such  description  in  such  printed  publication  was  prior 
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In  point  of  time  to  the  invention  of  the  patentee.  A  puhlication  after  the 
invention,  but  before  the  application  for  a  patent,  is  not  sufficient. 
Bartholomew  r.  Sawyer,  1  Fish.  516 ;  8.  c.  4  Blatch.  347 ;  Howe  v,  Morton, 
1  Fish.  586;  Cochrane  p.  Deener,  94  U.  S.  780;  s.  c.  11  O.  G.  637; 
Lorillard  v.  Dohan,  20  O.  G.  1587 ;  s.  0.  9  Fed.  Rep.  509. 

A  foreign  patent  or  other  foreign  printed  publication  describing  an  in- 
vention is  no  defence  to  a  suit  upon  a  patent  of  the  United  States,  unless 
published  anterior  to  the  making  of  the  invention  or  discovery  secured  by 
the  latter,  provided  that  the  American  patentee  at  the  time  of  making 
application  for  his  patent  believed  himself  to  be  the  first  inventor  or  dis- 
coverer of  the  thing  patented.  Elizabeth  v.  Pavement  Co.,  97  U.  S.  126 ; 
8.  c.  6  0.  G.  772 ;  8.  c.  3  O.  G.  522 ;  s.  c.  1  Ban  &  Ard.  463 ;  s.  c.  6  Fish. 
424. 

The  description  in  a  foreign  publication,  in  order  to  invalidate  a  patent, 
must  contain  and  exhibit  a  substantial  representation  of  the  j^tented  im- 
provement, in  such  full,  clear  and  'exact  terms  as  to  enable  any  person 
skilled  in  the  art  or  science  to  which  it  appertains,  to  make,  construct, 
and  practice  the  invention  to  the  same  practical  extent  as  they  would  be 
enabled  to  do  if  the  information  was  derived  from  a  prior  patent.  Seymour 
V.  Osborne,  3  Fish.  555 ;  s.  c.  11  Wall.  516;  Sewall  v.  Jones,  91  U.  S. 
171 ;  8.  c.  9  0.  G.  471 ;  s.  c.  3  Cliff.  563 ;  s.  c.  6  Fish.  343 ;  s.  c.  3  O.  G. 
630 ;  Cohn  r.  U.  S.  Corset  Co.,  93  U.  S.  306 ;  s.  c.  12  Blatch.  225 ;  6  O.G. 
259 ;  11  O.  G.  457  ;  8.  c.  1  Ban  &  Ard.  340 ;  ex  parte  McClosky,  3  Mac- 
Arthur  14 ;  Judson  o.  Cope,  1  Fish.  615 ;  s.  c.  1  Bond  327 ;  Hays  v,  Sulsor, 
1  Fish.  532 ;  8.  c.  1  Bond  279 ;  Cahill  v.  Brown,  15  O.  G.  697  ;  8.  C.  3  Ban 
&  Ard.  580 ;  Atlantic  Giant  Powder  Co.  v.  Parker,  16  O.  G.  495  ;  8.  c.  16 
Blatch.  281 ;  s,  c.  4  Ban  &  Ard.  292 ;  Nathan  v.  N.  Y.  Elevated  R.  Co.,  5 
Ban  &  Ard.  280;  s.  c.  2  Fed.  Rep.  225;  Downton  v.  Yaeger  Milling  Co., 
25  O.  G.  697. 

Although  there  has  been  a  previous  discovery  in  a  foreign  country,  yet 
the  patent  will  be  good,  unless  such  discovery  or  some  substantial  part  of 
it  had  been  patented  or  described  in  a  printed  publication  prior  to  the 
application.  O'Reilly  v.  Morse,  15  How.  62 ;  Smith  v.  Ely,  5  McLean  76 ; 
8.  c.  15  How.  137  ;  Roemer  v.  Simon,  5  0.  G.  555  ;  12  O.  G.  796 ;  s^  c.  95 
U.  S.  214 ;  8.  c.  1  Ban  &  Ard.  138 ;  s.  c.  2  Ban  &  Ard.  72 ;  Furbush  v. 
Cook,  2  Fish.  668 ;  Dawson  v.  Follen,  2  Wash.  C.  C.  311 ;  8.  c.  1  Robb  9 ; 
Judson  V.  Cope,  1  Fish.  615 ;  s.  c.  1  Bond  327 ;  Bartholomew  v.  Sawyer, 
1  Fish.  516;  8.  c.  4  Blatch.  347  ;  Reutgens  r.  Kanowi's,  1  Wash.  C.  C. 
168 ;  8.  G.  1  Robb  1 ;  Parsons  v,  Colgate,  24  O.  G.  203  ;  8.  c.  15  Fed.  Rep. 
600 ;  Phillips  v.  Detroit,  17  O.  G.  191 ;  s.  c.  4  Ban  &  Ard.  347  ;  Cobum  v. 
Schroeder,  22  O.  G.  419 ;  s.  c.  1  Fed.  Rep.  425.      . 

If  the  foreign  discovery  is  not  patented  or  described  in  any  printed  pub- 
lication, it  might  be  known  and  used  in  remote  places  for  ages,  and  the 
people  of  this  country  be  unable  to  profit  by  it.  The  means  of  obtaining 
knowledge  would  not  be  within  their  reach,  and  so  far  as  their  interest  is 
concerned,  it  would  be  the  same  thing  as  if  the  improvement  had  never 
been  discovered.    It  is  the  inventor  here  that  brings  it  to  them  and  places 
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it  in  their  possession.  As  he  does  this  by  the  effort  of  his  own  genicur, 
the  law  regards  him  as  the  first  and  original  inventor,  and  protects  his 
patent,  although  the  improvement  had,  in  fact,  been  invented  before  and 
used  by  others.  Gayler  ».  Wilder,  10  How.  477 ;  Sewall  v,  Jones,  6  Fish. 
343 ;  s.  C.  3  O.  G.  630  ;  S.  c.  3  Cliff.  563 ;  s.  c.  91  U.  S.  171 ;  s.  c.  9  O.  G. 
47. 

This  provision  goes  upon  the  presumption  that  if  the  foreign  publication 
has  been  made,  the  patentee  may  have  acquired  a  knowledge  of  it,  and 
this  presumption  is  not  rebutted  by  proving  as  far  as  a  negative  can  be 
proved,  that  the  inventor  had  no  knowledge  of  it.  Allen  v.  Hunter,  6 
McLean  303  ;  Swift  v.  Whisen,  3  Fish.  343 ;  s.  c.  2  Bond  115  ;  Webb  ». 
Quintard,  5  Fish.  276 ;  s.  C.  9  Blatch.  352 ;  1  O.  G.  525. 

In  considering  whether  the  patentee  did  believe  himself  to  be  the 
original  inventor  of  what  was  patented  to  him,  it  is  material  to  determine 
whether  he  was  in  fact  the  original  inventor  thereof.  If  he  was,  there 
is  an  end  to  all  inquiry  on  that  point.  If  he  was  not,  still  he  may  have 
believed  himself  to  be  so.    Furbush  v.  Cook.  2  Fish.  668. 

Wh^n  there  is  no  evidence  to  the  contrary,  the  presumption  is  that  a 
patentee  at  the  time  of  making  his  application  believed  himself  to  be  the 
first  inventor  or  discoverer  of  the  thing  patented.  Union  Sugar  Refinery 
V.  Matthiessen,  2  Fish.  600 ;  s.  o.  3  Cliff.  639. 

The  word  *' patented"  means  covered  and  made  known  to  the  world 
by  a  public  patent,  so  as  to  bring  home  to  the  public  generally  and 
probably  a  knowledge  of  its  existence,  and  deprive  any  one  of  the  credit 
and  protection  of  being  original  if  he  afterward  construct  a  like  machine. 
A  private  patent  is  not  within  this  clause.   Brooks  v,  Norcross,  2  Fish.  661. 

What  is  meant  by  Congress,  undoubtedly,  is  in  the  first  place,  that  there 
shall  have  been  an  invention,  and  in  the  second  place,  that  it  shall  have 
been  made  patent  to  the  world — patented.  A  specification  enrolled  after 
the  granting  of  the  patent  will  be  deemed  to  take  effect  only  from  the 
time  of  the  enrollment  so  far  as  it  affects  other  inventors.  Howe  v. 
Morton,  1  Fish.  586. 

A  provisional  specification  does  not  make  the  invention  described 
therein  patented  within  the  meaning  of  the  statute.  Parsons  r.  Colgate, 
24  0.  G.  203  ;  s.  C.  15  Fed.  Rep.  600. 

The  fact  whether  the  patent  was  private  or  public  ought  to  be  made  to 
appear  by  the  defendant,  as  he  sets  up  the  patent  as  if  coming  within  the 
word  patented.    Brooks  v.  Norcross,  2  Fish.  661. 

If  no  copy  of  the  patent  itself  is  given  in  evidence,  but  merely  a  copy 
of  the  specification  and  drawing,  the  proof  requu*ed  by  law  that  the  in- 
vention was  in  truth  patented,  is  defective.  Brooks  v,  Norcross,  2  Fish. 
661. 

If  the  machine  described  in  the  foreign  patent  required  further  in- 
vention to  make  it  a  practical  and  operative  machuie,  and  to  embody  the 
same  invention  which  is  described  in  the  American  patent,  it  will  not 
work  a  forfeiture  of  the  American  patent.  American  Leather  Co.  r. 
American  Tool  Co.,  4  Fish.  284 ;  s.  c.  1  Holmes  503  ;  Goff  v,  Stafford, 
14  O.  G.  748 ;  s.  c.  3  Ban  &  Ard.  610. 
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.  If  the  description  in  a  foreign  patent  ia  sufficient  to  show  the  structure 
of  the  article,  there  need  not  be  any  proof  otlierwise  of  the  existence  of 
the  article.  Cohn  v.  XJ.  S.  Corset  Co.,  93  XJ.  S.  366  ;  s.  c.  12  Blatch.  225 ; 
6  O.  6.  259  ;  11  O.  G.  457  ;  s.  c.  1  Ban  &  Ard.  340. 

The  mere  existence  of  a  device  in  a  forei^  country,  unless  patented  or 
described  in  a  printed  publication,  is  not  a  fact  having  any  significance  or 
recognized  at  all  in  connection  with  our  patent  laws.  Tucker  &  Davis, 
2  O.  G.  224;  Carr  t>.  Davids,  3  O.  G.  440;  Smith  r.  Bai'ter,  7  O.  G.  1 ; 
Chambers  et  al.  f .  Duncan  et  al,,  9  O.  G.  741 ;  Chambers  v.  Duncan,  10 
O.  G.  787. 

If  the  invention  has  been  described  in  a  foreign  patent,  it  is  not  patent- 
able.   Charles  Frampton,  1  0;  G.  381. 

A  foreign  patent,  to  anticipate  the  novelty  of  an  invention,  must  con* 
tain  the  device  either  in  a  drawing  or  a  description,  and  in  either  case  the 
invention  must  be  so  distinctlv  shown  or  described  as  to  be  a  matter  of 
certainty,  not  of  inference.    Abial  C.  Herron,  1  0.  G.  608. 

The  date  of  an  invention  originated  abroad  can  be  carried  back  no 
further  than  the  time  when  specimens  embodying  it  are  shown,  on  satis- 
factory evidence,  to  have  reached  this  country.  Hovey  v.  Hufeland,  2 
O.  G.  493. 

An  English  patent  is  a  sufficient  anticipation  of  an  application,  if  the 
description  of  the  invention  is  sufficiently  mil,  in  view  of  the  state  of  the 
art,  to  enable  a  skilled  mechanic  to  construct  it.  J.  McClosky,  9  O.  G. 
299. 

Ati  English  provisional  specification  upon  which  no  patent  was  issued, 
can  be  treated  only  as  a  published  description  in  ascertaining  the  state  of 
the  art.  B.  0.  Lowry,  1  Dec.  Com.  85 ;  Edward  Maynard,  2  Dec.  Com. 
54. 

No  previous  invention  of  the  same  thing,  or  knowledge  or  use  of  the 
same  in  any  foreign  country,  can  constitute  a  valid  defence  to  a  suit  under 
the  patent.    Grell  v.  Kuhnert,  1  Dec.  Com.  5. 

Sec.  4924.  Where  the  patentee  of  any  invention  or 
discovery,  the  patent  for  which  was  granted  prior  to  the 
second  day  of  March,  eighteen  hundred  and  sixty-one, 
shall  desire  an  extension  of  this  patent  beyond  the  original 
term  of  its  limitation,  he  shall  make  application  therefor, 
in  writing,  to  the  commissioner  of  patents,  setting  forth 
the  reasons  why  such  extension  should  be  granted;  and 
he  shall  also  furnish  a  written  statement  under  oath  of 
the  ascertained  value  of  the  invention  or  discovery,  and  of 
his  receipts  and  expenditures  on  account  thereof,  suflB- 
ciently  in  detail  to  exhibit  a  true  and  faithful  account  of 
the  loss  and  profit  in  any  manner  accruing  to  him  by 
reason  of  the  invention  or  discovery.  Such  application 
shall  be  filed  not  more  than  six  months  nor  less  than 
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ninety  days  before  the  expiration  of  the  original  term  of 
the  patent;  and  no  extension  shall  be  granted  after  thQ 
expiration  of  the  original  term. 

statute  Beviaed^Jxilj  8,  1870,  ch.  230,  {  68,  16  Stat.  208. 
FHor  Statute^-^viij  8, 1882,  ch.  162,  }  2,  4  Stat.  659.-July  4, 1836,  ch.  857, 
1 17,  5  Stat  124.— May  27, 1848,  ch.  47,  }  1,  9  Stat.  281. 

The  word  *^ patentee''  Ib  used  as  equivalent  to  inventor,  and  the  law 
looks  to  him  as  the  sole  object  of  its  bounty,  and  means  to  reward  him 
and  him  alone  for  his  time,  ingenuity  and  expense  in  perfecting  his  inven- 
tion. Woodworth  v.  Sherman,  3  Story  171 ;  s.  c.  2  Robb  257 ;  Brooks  o. 
Bicknell,  4  McLean  64. 

After  the  decease  of  the  patentee  an  extension  of  a  patent  may  be 
granted  to  his  administrator.  The  rights  under  the  patent  before  its 
extension  remain  in  every  respect  the  same  after  its  extension.  The 
administrator  acts  as  the  trustee  of  the  heirs ;  he  represents  the  deceased. 
Brooks  V,  Bicknell,  3  McLean  250 ;  s.  c.  2  Robb  118 ;  Brooks  v.  Jenkins, 
3  McLean  432 ;  Washburn  v.  Gould,  3  Story  122 ;  s.  c.  2  Robb  206 ;  Wil- 
son V.  Rosseau,  4  How.  646 ;  s.  c.  1  Blatch.  3  ;  s.  c.  2  Robb  373 ;  Wood- 
worth  V,  Sherman,  3  Story  171 ;  s.  c.  2  Robb  257. 

The  extension  may  be  granted  to  the  patentee,  although  the  original 
patent  has  been  surrendered  and  a  reissue  granted  to  an  assignee. 
Crompton  v,  Belknap  Mills,  3  Fish.  536  ;  Potter  v,  Braunsdorf,  7  Blatch. 
97. 

The  extension  may  be  of  the  original  patent,  although  there  has  been 
a  reissue  to  an  assignee  without  the  assent  of  the  patentee.  Potter  v. 
Bi-aunsdorf,  7  Blatch.  97. 

In  computing  the  period  of  ninety  days,  the  day  on  which  the  applica- 
tion is  filed  is  to  be  included.    Johnson  v,  McCullough,  4  Fish.  170. 

It  is  not  necessary  that  the  administrator  of  a  patentee  shall  unite  with 
an  assignee  in  order  to  obtain  an  extension  of  a  patent.  Kellberg's  Ap- 
peal, 86  Penn.  129. 

Applicant. 

The  grant  of  extensions  is  for  the  benefit  of  inventors,  and  not  of 
assignees  and  speculators.  6.  Peberdy,  2  O.  6.  644 ;  Charles  Waters, 
1  Dec.  Com.  42 ;  Cornelius  W.  Van  Vliet,  1  Dec.  Com.  93 ;  O.  W. 
Minard,  2  Dec.  Com.  36 ;  Gleason  &  Crossman,  2  Dec.  Com.  158  ;  John 
L.  Mason,  3  Dec.  Com.  182;  T.  F.  Taft,  3  Dec.  Com.  224;  G.  W.  Hil- 
dreth,  3  Dec.  Com.  261 ;  L.  F.  Munger,  3  0.  G.  323. 

If  one  appears  without  any  authority  firom  the  patentee,  or  not  as 
executor  or  administrator,  an  extension  will  be  refused  him.  Torrey  & 
Tilton,  3  Dec.  Com.  245. 

The  authority  of  an  attorney  who  signs  a  petition  for  an  extension  for 
his  principal,  need  not  be  antecedent  to  his  filing  it ;  if  the  principal 
adopts  it  afterwards  it  is  sufficient.  Henry  Yoelter,  2  Dec.  Com.  84 ;  Gar- 
rigues'  Admr.,  2  Dec.  Com.  88. 

If  one  joint  inventor  alone  files  the  application,  and  the  other  ratifies 
and  unites  in  it  before  the  expiration  of  tJie  patent,  the  application  will  be 
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entertained  and  acted  on  In  the  same  manner  as  if  both  had  originally 
signed  it.    D.  E.  Beadle,  1  O.  G.  434. 

A  patent  issued  to  two  joint  inventors  can  not  be  extended  upon  the 
several  application  of  one  of  them.    John  B.  Wickersham,  4  O.  G.  155. 

A  patentee  may  apply  for  an  extension  of  the  original  patent,  although 
an  assignee  without  his  consent  surrendered  the  original  patent  and 
obtained  a  reissue.    Harriet  L.  Low,  1  O.  G.  203. 

Where  an  assijgnment  has  been  recently  made  of  a  moiety  of  the  inveoh 
tion  for  a  nominal  sum,  the  rule  requiring  the  patentee  to  show  his 
interest  m  the  extension  will  not  be  waived.    Thomas  Lee,  1  O.  G.  434. 

A  patent  may  be  extended  if  the  inventor  owns  a  half  interest  in  the 
extended  term.    Horace  Woodman,  1  O.  G.  550. 

An  extension  will  not  be  granted  if  the  inventor  has  no  interest  remain- 
ing in  the  extended  term.  John  L.  Mason,  3  Dec.  Com.  182;  H.  H. 
Furbish,  3  Dec.  Com.  190. 

Statement. 

The  object  of  the  requurement  is  to  furnish  the  commissioner  data  for  a 
reliable  judgment  as  to  whether  the  inventor  has  been  reasonably  remu- 
nerated, and  it  is  only  necessary  that  the  account  shall  be  elaborated 
to  this  extent.  It  is  not  necessary  to  give  by  itself  eviery  item  of 
expenditm*e  and  receipt  on  account  of  the  patent.  T.  H.  Willson,  1 
O.G.  185. 

In  order  to  obtain  the  extension  of  a  patent,  the  applicant  must  fhmish 
a  statement,  in  detail,  of  what  he  has  received  and  expended  on  account 
of  the  invention,  under  oatli.  John  B.  Harrington,  2  Dec.  Com.  27 ; 
Alva  B.  Taylor,  2  Dec.  Com.  68  ;  Levi  Averill,  2  Dec.  Com,  82;  Bobert 
A.  Smith,  2  Dec.  Com.  87 ;  Albert  A.  Gray,  2  Dec.  Com.  88 ;  Beuben 
Conins,  3  Dec.  Com.  27 ;  A.  B.  Latta,  3  O.  G.  349. 

The  law  requiring  an  applicant  to  furnish  a  statement  of  the  ascer- 
tained value  of  the  invention  does  not  necessarily  contemplate  a  numerical 
statement.  Peter  Cook,  3  Dec.  Com.  24 ;  E.  F.  Whiton,  3  Dec.  Com. 
201. 

Tlie  extension  ma^  be  granted,  although  the  statement  was  not  filed 
vathin  thirty  days  from  filing  the  application.  Horace  Woodman,  1 
O.  G.  550. 

The  statement  must  be  under  oath  and  show  the  ascertained  value  of 
the  invention,  giving  the  patentee's  receipts  and  expenditures.  B.  ^. 
Allen,  1  O.  G.  278. 

Whether  an  account  wUl  be  deemed  to  be  sufficiently  in  detail  may  be 
affected  by  the  fact  that  the  party  opposing  tlie  application  does  not  object 
to  it  on  that  ground.    T.  H.  Willson,  1  O.  G.  185. 

When  the  application  for  an  extension  is  not  filed  in  season,  it  will  not 
be  received  and  the  fee  will  be  returned.  J.  C.  Smithes  Adm^rs,  2  Dec. 
Com.  114. 

Yalae« 

If  the  previous  demand  for  a  patent  had  been  limited,  and  it  was  found 
useful  and  met  with  large  sales  only  after  an  improvement  had  been 
applied  to  it,  an  extension  will  not  be  granted.   P.  H.  Boots,  6  0.  G.  391. 

Where,  upon  an  application  for  an  extension,  the  value  of  the  invention 
can  be  ascertained  only  from  the  sales  of  a  machine  embracing  others 
with  it,  the  proportionate  value  of  each  may  be  determined  upon  the  affi- 
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davit  of  the  applicant,  if  not  inconBlstent  with  their  apparent  importance. 
Horace  Woodman,  2  Dec.  Com,  66. 

The  extension  of  a  patent  will  be  refused  where  the  patentee  has  sold 
his  interest  in  it  for  a  trifling  consideration.  William  Gage,  2  Dec.  Com. 
100  ;  John  F.  fioynton,  2  Dec.  Com.  125  ;  Andrew  M.  Hall,  2  Dec.  Com. 
174 ;  John  G.  Baker,  1  O.  G.  632. 

A  mere  allegation  that  the  inventor  has  sold  rights  under  his  patent  is 
not  sufficient,  unless  he  produces  the  affidavits  of  the  vendees  to  prove  the 
importance  of  the  invention.    P.  V.  Matthews,  1  O.  G.  405. 

In  showing  the  value  of  an  invention  the  patentee  is  entitled  to  all  uses 
to  which  his  mvention  may  be  found  adaptable.  John  G.  Baker,  1  0.  G. 
632. 

'  Affidavits  which  merely  give  the  opinions  of  witnesses,  without  stating 
any  facts  or  data,  are  not  sufficient  to  show  the  value  of  the  invention. 
Thomas  Lee,  1  O.  G.  434 ;  Samuel  Falkenberg,  2  O.  G.  3 ;  John  B.  Mars- 
ton,  1  O.  G.  608. 

If  improvements  have  been  added,  the  statement  of  the  value  of  the 
invention  should  distinguish  how  much  of  the  value  was  due  to  the  por- 
tions patented  by  applicant  for  extension.    John  Haseltine,  8  O.  G.  45. 

Where  the  value  of  the  invention,  and  the  diligence  exercised  in  intro- 
ducing it,  sufficiently  appear  from  papers  filed  in  the  case,  though  they  are 
not  strictly  of  evidence,  the  extension  of  a  patent  will  be  allowed.  David 
Munson,  2  Dec.  Com.  78. 

If  a  patented  machine  has  proved  highly  useful,  the  difference  between 
it  and  former  unsuccessful  machines  should  not  be  nicely  weighed  upon  a 
petition  for  an  extension.  Cyrus  Chambers,  Jr.,  2  Dec.  Com.  124;  John  A. 
Montgomery,  4  O.  G.  132. 

If  it  is  manifest,  from  the  evidence,  an  invention  is  valuable,  an  exten- 
sion will  be  granted,  although  the  statements  to  that  effect  are  defective. 
David  H.  Whittemore,  3  Dec.  Com.  30 ;  Sidney  S.  Hogle,  3  Dec.  Com.  72 ; 
Alonzo  M.  Giles,  3  Dec.  Com.  76. 

A  patent  for  a  process  will  not  be  extended  if  the  composition  de- 
scribed to  be  used  m  the  process  was  laid  aside  soon  after  the  patent  was 
granted,  and  another  more  effective  substituted,  which  has  been  kept 
secret.    H.  W.  Collender,  2  O.  G.  727. 

Old  newspapers  are  not  regarded  as  such  well-known  printed  matter  as 
can  be  used  in  argument,  fbr  purposes  of  evidence,  without  previous 
notice.    Robert  Dick,  2  0.  G.  147. 

Upon  applications  for  the  extension  of  a  patent,  the  value  of  the  inven- 
tion will  be  estimated  according  to  what  it  was  as  described  in  the  original 
patent,  irrespective  of  modifications,  improperly  interpolated  in  a  reissue. 
John  Taggart,  1  Dec.  Com.  102. 

Where  the  invention  could  have  cost  but  little  time,  ingenuity  or  ex- 
pense, and  is  not  of  great  public  use,  an  extension  will  be  refused.  Hiram 
Tucker,  1  Dec.  Com.  39 ;  M.  Riehl,  1  Dec.  Com.  52 ;  W.  O.  Hickok,  1 
Dec.  Com,  94  ;  William  Gee,  2  Dec.  Com.  8 ;  Calvin  Dodge,  2  Dec.  Com. 
23  ;  Jabez  W.  Hayes,  2  Dec.  Com.  77  ;  Charles  Moore,  2  Dec.  Com.  83  ; 
G.  A.  &  H.  Whipple,  2  Dec.  Com.  123  ;  Nathan  Martz,  2  Dec.  Com.  16  ; 
Jean  L.  Baudelot,  2  Dec.  Com.  184;  A.  C.  Gallahue,  3  O.  G.  319. 

If  no  attempt  is  made  to  prove  the  invention  valuable  and  important  to 
the  public,  and  no  diligence  is  shown  on  the  part  of  the  inventors  in  in- 
troducing it  into  public  use,  an  extension  will  be  refused.  G.  &  D.  Cook, 
3  Dec.  Com.  19  ;  John  W.  Hoard,  3  Dec.  Com.  49 ;  Francis  D.  Ballou, 
5  0.  G.  29. 
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If  the  invention  has  created  and  supplied  an  extensive  demand  in  the 
market,  and  has  been  recognized  by  the  public  as  one  of  great  utility,  an 
extension  will  be  granted,  although  there  may  be  grave  doubts  of  its 
patentability.    Wm.  E.  Lockwood,  3  O.  Gr.  439. 

Profits. 

A  patentee  who  has  not  received  as  much  on  account  of  his  invention 
as  he  has  expended,  having  been  compelled  by  poverty,  and  the  necessity 
of  protecting  his  rights,  to  assign  most  of  his  interest  in  the  extension,  is 
entitled  to  have  it  renewed.  Ira  Gfill,  3  Dec.  Com.  12 ;  James  £.  A. 
Gibbs,  3  Dec.  Com.  155. 

An  applicant  for  an  extension  is  not  to  be  allowed  a  remuneration  in- 
creased in  proportion  to  the  amount  realized  from  the  invention.  Isaac 
M.  Sanger,  2  Dec.  Com.  146. 

Where  different  improvements  upon  the  same  machine  are  protected  by 
successive  patents,  the  separate  value  of  which  is  not  easily  determinable, 
and  the  remuneration  received  from  them  all  has  been  small,  without  any 
fault  or  lack  of  diligence  on  the  part  of  the  inventor,  an  extension  will  be 
granted.    Strong  A  Ross,  3  Dec.  Com.  8. 

Where  the  patent  has  been,  from  first  to  last,  in  the  hands  of  the 
patentee,  the  burden  is  on  him  to  show  that  the  benefit  which  he  might 
have  derived  from  the  use  of  his  invention  was  not  lost  throus:h  any  fault 
or  neglect  of  his,  before  an  extension  will  be  granted.    D.  W.  Hughes, 

1  Dec.  Com.  96 ;  Christian  Shunk,  2  Dec.  Com.  10 ;  Simon  Ingersoll,  2 
Dec.  Com.  38 ;  Smith  &  Skinner,  2  Dec.  Com.  131 ;  Kelly  &  Livingstone, 
3  Dec.  Com.  29 ;  Amton  Smith,  3  Dec.  Com.  208  ;  Nicholas  Whitehall, 
3  Dec.  Com.  266. 

Whether  the  patentee  has  been  sufficiently  remunerated  is  not  a  matter 
about  which  the  commissioner's  judgment  can  be  informed  by  expert  tes- 
timony, but  must  be  based  solely  on  facts.    Henry  Yoelter,  12  O.  G.  393. 

.  An  applicant  who  makes  liberal  charges  for  time,  labor  and  expense 
bestowed  upon  the  invention,  is  not  entitled  to  great  liberality  in  the 
matter  of  remuneration.    Robert  Dick,  2  0.  G.  147 ;  Jean  L.  Baudelot, 

2  Dec.  Com,  184. 

If  two  inventions  are  so  intimately  connected  in  their  use  that  it  is  im- 
possible to  make  a  distinct  statement  of  receipts  and  expenditures  for 
each,  and  the  remuneration  received  from  them  both  has  been  small,  with- 
out  any  fault  or  lack  of  diligence  on  the  part  of  the  inventor,  an  exten- 
sion will  be  granted.    J.  W.  Riggs,  3  Dec.  Com.  291. 

If  it  appears  that  the  inventor  has  been  reasonably  remunerated  for  th^ 
time,  ingenuity  and  expense  bestowed  upon  the  invention,  an  extension 
will  be  refused.  William  R.  Landfear,  2  Dec.  Com.  176 ;  S.  H.  &  Joseph 
Strouse,  2  Dec.  Com.  182;  Jean  L.  Baudelot,  2  Dec.  Com.  184;  Orwell 
H.  Needham,  3  Dec.  Com.  3 ;  Wm.  B.  Bates,  Adm'r,  3  Dec.  Com.  17. 

The  restriction  of  the  right  to  manufacture  a  machine  to  companies  in 
which  the  patentee  is  a  shareholder,  is  perfectly  right,  if  he  so  chooses, 
but  he  will  be  held  to  a  stricter  account  of  receipts,  and  will  be  considered 
as  keeping  the  manufkcture  of  the  invention  in  his  own  hands.  Perry  G. 
Gardner,  2  O.  G.  359 ;  Hiram  Tucker,  1  Dec.  Com.  39. 

Receipts  from  foreign  patents  on  account  of  the  invention  must  be  em- 
braced in  the  accounts  upon  an  application  for  an  extension.  D.  N. 
Woodward,  3  Dec.  Com.  42. 

If  it  is  impossible  to  furnish  a  detailed  account  of  expenditures  on 
account  of  some  unavoidable  accident,  and  it  is  evident  the  inventor  has 
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been  insufficiently  rewarded  without  his  faulty  an  extension  will  be  granted. 
John  Benedict,  3  Dec.  Com.  40;  L.  B.  &  H.  A.  Myers,  3  Dec.  Com.  55. 

If  an  invention  is  an  obvious  one,  the  first  one  to  produce  it  is  not 
entitled  to  the  same  remuneration  for  it  is  as  the  inventor  of  an  improve* 
ment  less  likely  to  be  discovered.    Marcus  P.  Norton,  4  O.  G.  156. 

An  applicant  for  an  extension  is  not  required  to  account  for  the  profits 
made  under  the  patent  by  his  assignees,  to  whom  he  sold  under  the  pres- 
sure of  poverty.    Roxanna  Bice,  3  Dec.  Com.  95. 

If  a  patent  covers  an  improvement  in  an  article  which  could  be  applied 
to  any  other,  the  patentee  will  be  sustained  in  crediting  the  invention  with 
only  the  amount  saved  by  it  in  the  manufacture.  Calvin  Adams,  3  Dec. 
Com.  45. 

There  is  no  definite  standard  as  to  adequacy  of  remuneration,  and  where 
the  invention  is  of  an  important  character  and  of  great  public  benefit,  the 
fact  of  having  been  liberally  compensated  will  not  work  against  an  exten- 
sion. Henry  Waterman,  2  O.  G.  247 ;  H.  W.  Putnam,  3  O.  G.  240 ;  Ben- 
jamin F.  Sturtevant,  5  O.  G.  2. 

A  patent  will  not  be  extended  if,  according  to  the  applicant's  statement, 
large  sums  must  have  been  received  which  are  not  credited  in  the  accounts, 
and  other  unexplained  discrepancies  occur.  E.  G.  Allen,  3  Dec.  Com. 
269. 

An  extension  will  be  granted  although  no  detailed  accounts  were  ren- 
dered, where  it  has  been  rendered  impossible  by  reason  of  the  bankruptcy 
and  death  of  the  patentee,  and  his  failure  to  receive  a  reasonable  compen- 
sation is  accounted  for.  F.  N.  Clarke,  3  Dec.  Com.  54 ;  Brickman  &  Sis- 
son,  3  Dec.  Com.  92. 

A  patent  will  be  extended  where  there  has  been  great  outlay  in  demon- 
strating its  utility  without  any  return,  and  public  interests  will  be  promoted 
thereby,  although  the  invention  is  not  in  public  use  and  its  ascertained 
value  not  definitely  known.    Boss  &  Winans,  2  O.  G.  440. 

Although  a  subsequent  improvement  creates  a  market  for  a  foundation 
invention,  and  carries  it  into  more  extensive  use  than  it  would  otherwise 
have  been,  yet  this  is  no  ground  for  reducing  the  account  of  proceeds  from 
a  licensee  of  the  foundation  invention.    Henry  W.  Fuller,  5  O.  G.  643. 

If  a  patent  has  been  extensively  infringed,  and  the  infringers  are  liable 
for  damages  to  an  amount  which  will  five  the  inventor  an  ample 
remuneration,  his  patent  will  not  be  extended.  Geo.  B.  Arnold,  5  O.  G. 
553. 

If  the  patentee  has  granted  permission  to  others  to  make  his  patented 
device  for  a  specified  royalty,  and  any  considerable  number  has  been  thus 
manufactured,  such  royalty  is  the  fairest  measure  of  profits.  Lewis  Mil- 
ler, 1  O.  G.  431. 

Where  the  inventor,  without  neglect  or  fault  on  his  part,  has  failed  to 
obtain  from  the  use  and  sale  of  his  invention  a  reasonable  remuneration 
for  the  time,  ingenuity  and  expense  bestowed  upon  it,  an  extension  will 
be  allowed.    Theodore  T.  Woodruff,  2  Dec.  Com.  161 ;  Wendell  Wright, 

2  Dec.  Com.  167 ;  Emanuel  Andrews,  2  Dec.  Com.  170 ;  Thomas  Nel- 
son, 2  Dec.  Com.  172;  Joseph  Kingsland,  2  Dec.  Com.  173 ;  Joseph  H. 
G^oodell,  2  Dec.  Com.  174;  John  J.  Squire,  2  Dec.  Com.  179;  B.  G. 
Dawley,  2  Dec.  Com.  181;  Isaac  A.  Dunham,  2  Dec.  Com.  186;  Henry 
Eddy,  3  Dec.  Com.  4 ;  James  P.  Cramer,  3  Dec.  Com.  6 ;  John  G.  Vaughan, 

3  Dec.  Com.  13;  D.  H.  Whittemore,  3  Dec.  Com,  14;  Azel  S.  Lyman, 
3  Dec.  Com.  20;  Jas.  Stimpson,  3  Dec.  Com.  21;  Seth  C.  Ellis,  3 
Dec.  Com.  22;  P.  Cook,  3  Dec.  Com.  24;  Julia  M.  Milligan,  3  Dec.  Com. 
29  ;  David  H.  Whittemore,  3  Dec.  Com.  30;  Edgar  Huson,  3  Dec.  Com. 


§  4926]  REFERENGK.  459 

33 ;  J.  D.  Brown,  3  Dec.  Com.  39 ;  C.  H.  &  H.  E.  Davidson,  3  Dec. 
Com.  71 ;  Isaac  Hayden,  3  Dec.  Com.  73 ;  Wm.  L.  Williams,  3  Dec. 
Com.  93 ;  A.  H.  Rowand,  3  Dec.  Com.  105 ;  James  D.  Sarvin,  3  Dee. 
Com.  170;  William  Kelly,  3  Dec.  Com.  186;  John  Haw,  3  Dec.  Com. 
191 ;  F.  C.  Lowthorp,  3  Dec.  Com.  192 ;  L.  F.  Hunger,  3  Dec.  Com.  203 ; 
John  P.  Manny,  3  Dec.  Com.  205  ;  Benaiah  Fitts,  3  Dec.  Com.  211 ;  B.  D. 
Whitney,  3  Dec.  Com.  211;  Philip  W.  McKensie,  3  Dec.  Com.  223; 
Lovejoy  &  Butterfield,  3  Dec.  Com.  267;  C.  Chambers,  3  O.  G.  320; 
Michael  H.  Simpson,  2  Dec.  Com.  88  ;  Ethan  Rogers,  2  Dec.  Com.  92 ; 
Emily  J.  Lamson,  2  Dec.  Com.  94;  Sopia  &  P.  L.  Moen,  Adm'rs,  2  Dec. 
Com.  98 ;  Samuel  Thomas,  2  Dec.  Com.  99 ;  W.  &  Wm.  H.  Lewis,  2 
Dec.  Com.  118 ;  Tobias  J.  Kindleberger,  2  Dec.  Com.  121 ;  D.  P.  Estep, 

2  Dec.  Com.  123 ;  George  Thompson,  2  Dec.  Com.  128 ;  Samuel  Morrill,  2 
Dec.  Com.  134 ;  El  Dora  Louis,  Adm'x,  2  Dec.  Com.  148 ;  Thaddeus  Fair- 
banks, 3  Dec.  Com.  15 ;  Samuel  R.  Smith,  3  Dec.  Com.  16  ;  D.  W.  Shares, 

3  Dec.  Com.  19 ;  Samuel  R.  Wilmot,  3  Dec.  Com.  31 ;  Wm.  C.  Hicks,  3 
Dec.  Com.  50 ;  George  F.  Hutchius,  3  Dec.  Com.  57  ;  Elliott  Savage,  3 
Dec.  Com.  69 ;  Ann  M.  Cooley,  3  Dec.  Com,  187 ;  John  Toulman,  3  Dec. 
Com.  214 ;  Charles  H.  Sayer,  3  Dec.  Com.  224. 


Sec.  4925.  Upon  the  receipt  of  such  application,  and 
the  payment  of  the  fees  required  by  law,  the  commissioner 
shall  cause  to  be  published  in  one  newspaper  in  the  city  of 
Washington,  and  in  such  other  papers  published  in  the 
section  of  the  country  most  interested  adversely  to  the 
extension  of  the  patent  as  he  may  deem  proper,  for  at  least 
sixty  days  prior  to  the  day  set  for  hearing  the  case,  a 
notice  of  such  application,  and  of  the  time  and  place  when 
and  where  the  same  will  be  considered,  that  any  person 
may  appear  and  show  cause  why  the  extension  should  not 
be  granted. 

statute  Revised-^ulj  S,  1870,  ch.  230,  i  64,  16  Stat.  208. 
Prior  Statute— July  4,  1886,  ch.  357,  i  17,  5  Stat.  124. 

A  notice  of  an  application  for  an  extension  of  the  original  patent  is 
sufficient,  although  it  has  been  surrendered  and  a  reissue  granted.  Cromp- 
ton  V.  Belknap  Mills,  3  Fish.  536. 

The  judgment  of  the  commissioner  settles  conclusively  all  questions  of 
notice.  Crompton  v.  Belknap  Mills,  3  Fish.  536 ;  Brooks  o.  Bicknell,  3 
McLean  250;  s.  c.  2  Robb  118 ;  Gear  ».  Grosvenor,  6  Fish.  314;  s.  c.  1 
Holmes  215 ;  3  O.  G.  380. 

Sec.  4926.  Upon  the  publication  of  the  notice  of  an 
application  for  an  extension,  the  commissioner  shall  refer 
the  case  to  the  principal  examiner  having  charge  of  the 
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class  of  inventions  to  which  it  belongs,  who  shall  make 
the  commissioner  a  full  report  of  the  case,  stating  particu- 
larly whether  the  invention  or  discovery  was  new  and 
patentable  when  the  original  patent  was  granted. 

statute  i2«mei— Jidy  8,  1870,  ch.  280,  J  65,  16  Stat.  208. 
Ptior  Statute»-^v\Y  4,  1836,  ch.  857,  ?  17,  5  Stat.  124.— May  27,  1848,  ch. 
47,  ?  1,  9  Stat.  231. 

Sec.  4927.  The  commissioner  shall,  at  the  time  and 
place  designated  in  the  published  notice,  hear  and  decide 
upon  the  evidence  produced,  both  for  and  against  the  ex- 
tension }  and  if  it  shall  appear  to  the  satisfaction  of  the 
commissioner  that  the  patentee,  without  neglect  or  fault 
on  his  part,  has  failed  to  obtain  from  the  use  and  sale  of 
his  invention  or  discovery  a  reasonable  remuneration  for 
the  time,  ingenuity  and  expense  bestowed  upon  it,  and  the 
introduction  of  it  into  use,  and  that  it  is  just  and  proper, 
having  due  regard  to  the  public  interest,  that  the  term  of 
the  patent  should  be  extended,  the  commissioner  shall 
make  a  certificate  thereon,  renewing  and  extending  the 
patent  for  the  term  of  seven  years  from  the  expiration  of 
the  first  term.  Such  certificate  shall  be  recorded  in  the 
patent  office,  and  thereupon  such  patent  shall  have  the 
same  eflfect  in  law  as  though  it  had  been  originally  granted 
for  twenty -one  years. 

statute  iJwweci— July  8,  1870,  ch.  230,  ?  66, 16  Stat.  208. 
Prior  Statute-^u[y  4, 1836,  ch.  357,  i  17,  5  Stat.  124. 

The  granting  of  an  extended  patent  is  a  judicial  act.  Authoiity  to  that 
end  is  conferred  upon  t^e  commissioner  of  patents.  The  manner  in  which 
it  is  to  be  exercised,  and  the  time  within  which  it  may  be  exercised,  are 
prescribed  by  the  act.  When  an  extension  is  granted  in  apparent  con- 
formity to  the  act  of  Congress,  the  decision  of  the  officer  has  the  attribute 
of  a  final  judgment.  It  is  not  subject  to  appeal  or  revision.  It  can  not 
be  shown  that  the  commissioner  exceeded  or  irregularly  exercised  his 
authority,  except  by  matter  apparent  on  the  face  of  the  "patent.  Dorsey 
Co.  V.  Marsh,  6  Fish.  387 ;  s.  c.  9  Phila.  395 ;  Clum  v.  Brewer,  2  Curt. 
506  ;  Colt  V,  Young,  2  Blatch.  471 ;  Brooks  v.  Bicknell,  3  McLean  250 ; 
s.  c.  2  Robb  118  ;  Goodyear  v.  Providence  Rubber  Co.,  2  Fish.  499 ;  6.  c. 
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9  Wall.  788 ;  2  CM.  351 ;  Jordan  r.  Dobson,  4  Fish.  232 ;  s.  c.  2  Abb.  U. 
S.  398 ;  7  Phila.  533. 

The  decision  of  the  commissioner  is  not  conclusive  as  to  the  right  ot 
the  party  to  whom  an  extension  is  granted  to  obtain  it.  Brooks  v»  Bick- 
nell,  3  McLean  250 ;  s.  c.  2  Bobb  118. 

The  decision  of  the  commissioner  in  extending  a  patent  is  not  conclu- 
sive upon  the  question  of  his  jurisdiction  to  act  in  a  given  case.  Wilson 
9.  Rousseau,  4  How.  646 ;  s.  c.  1  Blatch.  3 ;  s.  c.  2  Robb  373. 

The  entry  of  a  decision  upon  the  file  wrapper  provisionally,  without 
being  promulgated,  will  be  regarded  as  a  minute  of  the  views  of  the  com- 
missioner, and  not  as  a  decision.  Wood  Paper  Co.  t?.  Glen  Falls  Co.,  4 
Fish.  561 ;  8.  c,  8  Blatch.  513. 

The  expiration  of  a  foreign  patent  for  the  same  invention  forms  no 
objection  to  the  granting  of  an  extension.  TUghman  o.  Mitchell,  4  Fish. 
615  ;  8.  c.  9  Blatch.  18. 

A  patent  may  be  extended,  although  the  invention  was  first  patented 
in  a  foreign  country.  New  Am.  File  Co.  v,  Nicholson  File  Co.,  20  O.  G. 
524  ;  s.  c.  8  Fed.  Bep.  816. 

A  patent  may  be  extended,  although  a  private  act  was  passed  fixing  the 
term  of  the  patent.  New  Am.  File  Co.  r.  Nicholson  File  Co.,  20  O.  G. 
524  ;  8.  C.  8  Fed.  Bep.  816. 

When  a  patent  is  extended,  the  original  term  and  extended  term  are 
not  considered  as  one  term,  but  as  two  distinct  terms.  Sayles  v.  Louis- 
ville C.  B.  B.,  9  Fed.  Bep.  512. 

An  extension  vests  an  absolute  title  in  the  patentee,  although  he  may 
not  have  had  it  at  the  time  of  making  a  surrender  and  taking  a  reissue. 
Potter  V.  Empire  Sewing  Machine  Co.,  3  Fish.  474. 

A  transcript  of  an  extension  is  sufficient,  although  it  does  not  state  the 
payment  of  the  fees,  the  notice  or  the  grounds  of  the  decision.  The  pro- 
ceeding is  summary,  and  does  not  require  the  same  degree  of  particularity 
as  a  judicial  record.  The  function  of  the  commissioner  is  in  its  nature 
judicial.  Parties  are  brought  before  him,  as  well  those  who  oppose  the 
extension  of  the  patent  as  those  who  apply  for  it,  and  evidence  on  both 
sides  being  heard,  the  commissioner  pronounces  his  judgment.  The  pro- 
ceeding, therefore.  Lb  not  like  a  tax  sale,*where  every  step  must  be  proved 
or  the  title  fails,  but  it  Ib  in  the  nature  of  a  judicial  action,  where,  juris- 
diction being  acquh'ed,  no  subsequent  errors  can  aflTect  the  title  of  a  pur- 
chaser under  execution.  The  courts  can  not  prescribe  the  form  in  which 
duties  devolved  upon  the  executive  branch  of  the  government  shall  be 
performed.  They  can  only  say  whether  enough  appears  to  show  that  the 
subject  was  before  the  commissioner,  and  his  decision.  Brooks  v.  Jen- 
kms,  3  McLean  432. 

An  allegation  that  the  patent  was  extended  by  the  commissioner  is 
substantially  supported  by  proof  of  an  extension  by  the  acting  commis- 
sioner. A  provisional  officer,  who  is  invested  by  law  with  the  fhnctions 
of  the  commissioner  of  patents,  is  properly  described  as  commissioner,  so 
far  as  the  efficacy  of  his  official  acts  is  concerned.  Dorsey  Co.  o.  Marsh, 
6  Fish.  387 ;  s.  c.  9  Phila.  395. 
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The  form  of  an  extension,  under  a  special  act,  may  be  the  same  as  that 
in  general  use.    Agawam  Co.  v,  Jordan,  7  Wall.  583. 

The  function  of  the  commissioner  in  extending  a  patent  is  Judicial,  and 
Ills  decision  is  conclusive  until  it  is  impeached  in  a  proceeding  had  directly* 
for  that  purpose.  The  extension  can  not  be  impeached  for  fraud  not 
apparent  on  its  face  in  a  collateral  proceeding.  The  regular  tribunal  ia 
chancery  founded  on  a  proceeding  by  scire  facias^  or  by  bill  or  informa- 
tion. Rubber  Co.  v.  Goodyear,  2  Fish.  499 ;  s.  c.  9  Wall.  788 ;  2  Cliff. 
351 ;  Gear  v.  Grosvenor,  6  Fish.  314  ;  s.  o.  1  Holmes  215  ;  3  O.  G.  380  ; 
Crompton  v,  Belknap  Mills,  3  Fish.  536;  Eureka  Co.  v.  Bailey  Co.,  11 
Wall.  488 ;  Mowry  v.  Whitney,  3  Fish.  157 ;  s.  c.  4  Fish.  207 ;  5  Fish. 
496 ;  14  Wall.  620 ;  2  Bon4  45 ;  s.  c.  1  O.  G.  492  ;  Wood  Paper  Co.  r. 
Glen  Falls  Co.,  4  Fish.  324 ;  s.  c.  8  Blatch.  513  ;  Tilghman  v.  Mitchell,  4 
Fish.  615 ;  B.  c.  9  Blatch.  18. 

The  proof  of  Uie  alleged  fraud  in  obtaining  the  extension  of  a  patent 
must  be  clear  and  satisfactory.  Goodyear  v.  Providence  Rubber  Co.,  2 
Fish.  499  ;  s.  c.  9  Wall.  788  ;  2  Cliff.  351. 

A  bill  to  vacate  an  extension  filed  after  the  expuratiou  thereof  will  not 
be  entertained,  for  the  extension  has  ceased  to  be  of  any  effect,  and  there 
remains  nothing  which  can  be  the  subject  of  the  suit.  Bourne  v,  Good- 
year, 9  Wall.  811 ;  Mowry  v.  Whitney,  5  Fish.  513  ;  s.  c.  14  Wall.  434; 

1  O.  G.  499. 

A  party  who  has  consented  to  an  act  can  not  afterwards  complain  of  it 
as  a  fraud.  Goodyear  r.  Providence  Rubber  Co.,  2  Fish.  499 ;  s.  c.  9 
Wall.  788  ;  2  Cliff.  351. 

If  a  special  act  extending  a  patent  is  procured  by  fraud,  it  is  never- 
theless binding  on  the  courts,  and  the  only  remedy  is  to  obtain  a  repeal. 
Gibson  v.  Gifford,  1  Blatch.  529. 

Practice. 

Extensions  are  not  granted,  like  patents,  as  a  matter  of  strict  right,  to 
which  the  party  is  entitled  on  fultilling  certain  requirements ;  they  are 
more  subject  to  the  discretion  of  the  commissioner.    Henry  Bessemer, 

2  Dec.  Com.  9 ;  Robert  Mushet,  2  Dec.  Com.  106 ;  Wm.  E.  Ward,  2  Dec. 
Com.  126. 

Reason  of  opposition  to  an  extension  must  be  filed  twenty  days  before 
the  day  of  hearmg,  and  must  not  be  confounded  with  the  notice  of  oppo- 
sition.   Christopher  Amazeen,  2  Dec.  Com.  132. 

In  any  application  for  extension,  absence  of  satisfactory  proof,  both  of 
the  value  and  importance  of  the  invention,  and  of  due  diligence  in  intro- 
ducing it  into  notice,  is  a  fatal  defect.  Samuel  Falkenberg,  2  O.  G.  3 ; 
John  M.  Heck,  1  Dec.  Com.  19 ;  Jonathan  F.  Barrett,  1  Dec.  Com.  40 ; 
R.  W.  Lewis,  2  Dec.  Com.  8 ;  Wm.  P.  Maxson,  2  Dec.  Com.  87 ;  W.  M. 
Storm,  2  Dec.  Com.  97;  John  F.  Boynton,  2  Dec.  Com.  125;  Samuel  A. 
Knox,  2  Dec.  Com,  126 ;  E.  W.  Sperry,  2  Dec.  Com.  139 ;  Geo.  Hoyt,  2 
Dec.  Com.  183 ;  Lydia  Moore,  3  Dec.  Com.  82;  Sylvester  Bennett,  3  Dec. 
Com.  191 ;  W.  M.  C.  Cushman,  3  O.  G.  29. 

Although  the  evidence  does  not  give  all  the  information  as  to  the  value 
of  the  invention,  and  the  diligence  of  the  patentee,  which  the  rules  require, 
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yet,  if  it  gives  enough  to  satisfy  the  commissioner,  an  extension  will  he 
granted.    Henry  R.  Rohhins,  3  O.  G.  292. 

The  application  of  a  pioneer,  whose  invention  has  heen  made  more 

Practical  by  subsequent  improvement,  is  regarded  with  favor.    Hymen  L. 
Apmau,  1  O.  G.  304 ;  Eli  W.  Blake,  1  O.  G.  605. 

Public  policy  may  demand  the  extension  of  a  patent  to  be  refused  on 
account  of  claims  which  the  patentee  might  insist  upon  on  a  reissue. 
T.  J.  Stealey,  3  Dec.  Com.  317. 

Where  matters  have  been  improperly  interpolated  in  a  reissued  patent, 
an  extension  of  it  will  be  refused.  John  A.  Krake,  1  Dec.  Com.  100 ; 
Mary  G.  Pratt,  2  Dec.  Com.  2 ;  Christian  Shunk,  2  Dec.  Com.  10 ;  Abner 
G.  Bevin,  2  Dec.  Com.  68 ;  Robert  H.  Fletcher,  3  Dec.  Com.  7  ;  Ethan 
Allen,  5  O.  G.  148. 

The  extension  of  a  patent  will  be  refused  where  the  claim  is  practically 
worthless,  and  the  device  has  gone  into  extensive  use  without  any  efibrt 
to  obtain  a  reissue  or  check  notorious  infringements.  Sarah  A.  Holmes, 
Executrix,  2  Dec.  Com.  155. 

An  application  for  the  extension  of  a  patent  which  has  been  reissued  in 
several  divisions,  will  be  allowed  as  to  one  which  embraces  the  same 
claim  substantially  as  the  original  patent,  and  found  to  be  of  value ;  but 
will  be  denied  as  to  the  others  which  embrace  claims  not  in  the  original. 
Walter  Hunt's  Adm'rs,  2  Dec.  Com.  29 ;  Levi  Bissell,  3  Dec.  Com.  207; 
James  R.  Floyd,  6  O.  G.  541. 

When  a  claim  which  is  allowed  to  remain  on  extending  a  patent,  defines 
the  invention  by  reference  to  another  which  is  required  to  be  disclaimed, 
the  latter  will.be  understood  to  remain  valid  so  far  as  it  is  connected  with , 
the  other.    S.  B.  Sexton,  3  O.  G.  409. 

A  patent  will  not  be  extended  unless  it  is  restricted  to  the  special  use 
described  by  the  device  named,  if  it  is  one  that  has  been  known  before  in 
other  applications.    Sarah  Stone,  Adm*x,  1  Dec.  Com.  48. 

Although  a  patent  covering  the  principle  on  which  a  process  depends 
has  already  been  extended,  yet  a  patent  to  another  person,  wlio  first  dis- 
covered the  method  of  making  the  principle  available,  and  reduced  it  to 
successful  practice,  will  also  be  extended.  Samuel  Wetherill,  1  Dec. 
Com,  87. 

A  reissued  patent  will  not  be  extended  which  claims  more  than  was 
originated  by  the  patentee.    W.  W.  Lyman,  2  0.  G.  705  ;  E.  W.  Goodale, 

1  Dec.  Com.  82 ;  S.  B.  Sexton,  3  O.  G.  409. 

Although  the  term  for  which  a  patent  issued  has  not  elapsed,  it  can  not 
be  extended  if  it  has  expired  in  consequence  of  the  expiring  of  a  foreign 
patent  for  the  same  invention.    Ernest  Gessner,  3  Dec.  Com.  48. 

The  extension  of  a  patent  should  not  be  denied  because  a  previous 
English  patent  for  the  same  invention  has  expired,  if  the  specification  in 
the  latter  was  enrolled  less  than  six  months  before  the  application  was 
filed  on  which  the  American  patent  was  granted.    Apperly  &  Clissold, 

2  Dec.  Com.  163 ;  John  Neville,  2  Dec.  Com.  167  ;  Silas  G.  Putnam,  2 
Dec.  Com.  168. 

Results  are  not  patentable  ;  therefore  functional  claims,  or  for  results, 
are  refused  extension.    Robert  Dick,  2  O.  G.  147. 

An  extension  will  be  refused  where  the  article  did  not  involve  inven- 
tion, or  was  not  new.  P.  A.  Sabbaton,  2  0.  G.  703 ;  T.  N.  Lupton 
1  Dec.  Com.  10 ;  John  M.  Heck,  1  Dec.  Com.  19  ;  Samuel  Pelton,  1  Dec 
Com.  112  ;  W.  H.  King,  2  Dec.  Com.  79  ;  Edwin  et  al.,  2  Dec.  Com.  117 
Matthew  A.  Crocker,  2  Dec.  Com.  133  ;  John  Worsley,  2  Dec.  Com.  176 
B.  T.  Babbitt,  3  Dec.  Com.  70;  Gideon  B.  Massey,  3  Dec.  Com.  213 
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Lawton  &  Bliss,  3  O.  G.  150 ;  R.  A.  Stewart,  4  O.  G.  665  ;  Francis  D. 
Ballou,  5  0.  G.  29 ;  H.  H.  King,  2  Dec.  Com.  79. 

An  extension  may  be  granted  and  the  question  of  novelty  left  for  the 
determination  of  the  courts.    A.  J.  Johnson,  1  O.  G.  631. 

If  the  courts  have  sustained  the  validity  of  a  patent,  and  no  new  refer- 
ences are  introduced  to  the  notice  of  the  office,  the  patent  is  regarded  as 
unimpeachable,  and  will  be  extended.  Henry  Blandy,  2  O.  G.  174; 
George  Johnson,  Adm'r,  2  Dec.  Com.  86  ;  W.  W.  Lewis,  3  O.  G.  92. 

If  the  novelty  of  the  invention  has  been  sustained  by  the  courts,  it  will 
be  assumed  to  have  been  satisfactorily  established.  Ell  W.  Blake,  1 
O.  G.605. 

The  extension  of  a  patent  will  be  refused  if  it  be  found  that  the  device 
patented  is  wanting  in  novelty,  although  it  has  been  sustained  in  two  suits 
at  law  in  which  that  question  was  not  raised.  Mary  J.  Osbom,  Adm'x, 
2  Dec.  Com.  80 ;  Geo.  B.  Arnold,  5  O.  G.  553. 

The  question  whether  an  invention  was  sufficiently  perfected  when  the 
patent  was  granted,  having  been  considered  at  the  time,  and  discussed 
upon  trials  m  which  the  patent  was  sustained,  should  not  be  agitated 
anew  upon  an  application  for  extension,  without  good  reason.  John  E. 
Burrow,  1  Dec.  Com.  48. 

The  novelty  of  an  invention  described  in  a  patent  for  which  an  exten- 
sion is  prayed,  can  not  be  impeached  upon  the  ground  that  it  is  described 
in  another  patent  of  nearly  the  same  date,  if  the  grantee  in  the  latter 
patent  has  conceded  in  a  written  instrument  that  the  applicant  is  the  prior 
mventor.    Thomas  J.  Chubb,  3  Dec.  Com.  233. 

An  extension  may  be  granted  upon  ex  parte  affidavits  showing  that  the 
patentee  was  the  first  inventor,  although  a  prior  patent  had  been  granted 
to  another.    Frederick  Nishwitz,  1  O.  G.  143. 

If  it  is  doubtful  whether  the  inventions  shown  in  a  previous  patent  to 
the  same  party  were  perfected  when  the  prior  patent  was  applied  for,  an 
extension  will  be  granted.    John  Tyler,  2  Dec.  Com.  159. 

The  extension  of  a  patent  will  be  refused  if  it  appears  that  the  process 
and  machine  claimed  in  the  reissues  of  the  patent  had  been  described  in  a 
prior  printed  publication.    F.  P.  E.  Carr6,  4  O.  G.  180. 

The  extension  of  a  patent  will  be  refused  where  the  applicant  has  held 
a  previous  patent,  embodying  essentially  the  same  principle.  W.  G. 
Creamer,  2  Dec.  Com.  133 ;  A.  B.  Latta,  3  O.  G.  349. 

Upon  an  application  for  extension,  in  determining  whether  the  alleged 
invention  is  new  or  not,  the  consideration  that  the  patent  has  been 
reissued,  and  has  been  extended,  and  has  been  sustained  in  litigation,  is 
of  especial  weight.    Calista  E.  Cox,  2  O.  G.  491. 

There  can  be  no  extension  of  an  original  patent  when  it  has  been 
reissued  by  the  patentee  himself,  or  if  he  has  in  any  manner  assented  to 
such  reissue.  Henry  H.  Packer,  2  O.  G.  31 ;  Chas.  G.  Dickinson,  3  O.  G. 
91. 

If  one  has  failed  to  cure  an  insufficient  specification  by  reissue  daring 
the  life  of  the  patent,  an  extension  can  not  be  allowed  merely  to  afibra 
an  opportunity.    George  W.  Morse,  6  O.  G.  296. 

Extended  patents  should  contain  only  such  matters  as  are  proved  valu« 
able  to  the  public,  and  the  inventor  has  no  right  to  an  extension  of  what 
has  no  value,  that  subsequent  inventors  may  not  be  embarrassed.  C.  W. 
Marsh,  2  O.  G.  197;  Thomas  Allender,  1  Dec.  Com.  46;  Robert  M. 
Wilder,  2  Dec.  Com.  40 ;  Darlington  &  Piper,  2  Dec.  Com.  133 ;  John 
L.  Mason,  3  Dec.  Com.  182 ;  B.  J.  Lamotiie,  3  Dec.  Com.  201 ;  Behr  & 
Mongel,  Adm'r,  3  O.  G.  292. 


§  4928]  DIUGEMCT.  4^6 

If  the  patentee  has  made  an  application  for  a  reissue  which  has  been 
rejected,  he  can  not  ask  for  an  extension  on  the  ground  that  the  inven- 
tion contains  a  feature  which  might  be  covered  by  a  reissue,  where  k  m 
the  same  as  that  named  in  the  application.    Ezra  Eomiert,  1  O.  G.  90. 

It  is  sofflcient  if,  upon  an  extension,  devices  are  disclaimed,  except  when 
used  in  a  certain  combination  which  is  new.  James  A.Woodbury,  1  Dec. 
Com.  86 ;  Timothy  Bailey,  1  Dec.  Com.  93 ;  Charles  T.  Eames,  2  Dec 
Com.  47  ;  B.  M.  Hoe,  2  Dec.  Com.  68. 

A  patent  may  properly  be  extended  with  reference  to  features  in  the 
invention  which  are  not  covered  by  the  claims,  but  which  are  capable  of 
being  embraced  in  a  reissue.    Ezra  Emmert,  1  O.  G.  90. 

Phrases  intended  to  extend  the  scope  of  an  invention,  although  of 
genuine  import,  when  they  overreach  the  features  of  the  device,  can  not 
be  allowed  in  an  extension.  M.  Smith,  2  0.  G.  117;  Benjamin  F. 
Avery,  2  Dec.  Com.  1. 

If  other  conditions  are  favorable,  it  is  the  established  practice  of  the 
commissioner  to  grant  extensions  of  patents  having  only  such  defects  as 
may  be  cured  by  reissue.    Thomas  J.  Afayall,  4  O.  G.  582. 

A  patent  will  be  extended  notwithstanding  the  claim  is  too  broad,  when 
there  is  not  sufficient  time  to  correct  it  by  a  reissue.  Mary  F.  Crocker, 
Adm'x,  1  Dec.  Com.  85. 

I>lligeBce» 

Where  the  inventoi-s  are  themselves  the  manufacturers  of  theu:  improve- 
ments, but  have  had  their  profits  decreased  by  infringers  introducing  in- 
ferior machines  into  the  market,  and  they  have  used  due  diligence  in 
bringing  them  to  justice,  it  can  mit  be  charged  that  their  proper  remunera- 
tion failed  by  reason  of  their  own  neglect  or  fault.  Henry  &  F.  J.  L. 
Blandy,  2  O.  G.  174 ;  Lauriston  Towne,  3  Dec.  Com.  258 ;  John  W. 
Masury,  4  O.  G.  1 ;  Hosea  Ball,  2  Dec.  Com.  110. 

An  application  for  extension  will  be  refused  where  the  failure  to  receive 
proper  remuneration  has  arisen  mainly  from  applicant's  own  fault  and 
neglect.  John  B.  Bead,  2  Dec.  Com.  137 ;  George  W.  Morse,  2  Dec. 
Com.  139. 

A  patent  will  not  be  extended  where  the  patentee  has  not  been  diligent 
in  introducing  his  invention,  nor  where  the  affidavits  as  to  the  value  of 
the  invention  are  general,  and  no  data  are  furnished  from  which  it  can  be 
estimated.  Henry  A.  Rains,  2  Dec.  Com.  82 ;  George  U.  White,  2  Deo. 
Com.  160;  G.  W.  Francis,  3  Dec.  Com.  208 ;  Wm.  M.  Draper,  3  O.  G.  8. 

The  question  of  loyalty  or  disloyalty  daring  the  rebellion  has  no  effect 
upon  the  status  of  the  applicant,  except  so  far  as  it  pertains  to  the  ques* 
tion  of  due  diligence  in  introducing  Ins  invention  into  public  use.  Geo. 
W.  Morse,  1  O.  G.  489  ;  Geo.  W.  Morse,  1  O.  G.  607. 

The  extension  will  be  refused  if  the  patentee  did  not  use  due  diligence 
to  introduce  the  invention  into  public  use.  Samuel  Falkenberg,  2  O.  G.  3. 

Extension  will  not  be  granted  an  applicant  who  has  failed  to  receive  a 
reasonable  remuneration  in  consequence  of  suffering  a  foreign  patent^ 
previously  granted,  to  run  out  before  its  regular  determination.  Robert 
Mushet,  2  Dec.  Com.  106 ;  Wm.  £.  Ward,  2  Dec.  Com.  126 ;  Jos.  £. 
Boyer,  2  Dec.  Com.  130. 

Sec.  4928.  The  benefit  of  the  extension  of  a  patent 
ahall  extend  to  the  assignees  and  grantees  of  the  right  to 
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use  the  thing  patented,  to  the  extent  of  their  interest 
therein. 

statute  Revised-^July  8,  1870,  ch.  330,  §  67,  16  Stat.  209. 
iVwr  Statute— July  4,  1836,  ch.  357,  ?  17,  5  Stat  124. 

• 

The  extension  of  a  patent  is  a  new  grant  of  the  exclusive  right  or 
monopoly  in  the  subject  of  the  invention.  All  the  rights  of  assignees  or 
grantees,  whether  in  a  share  of  the  patent  or  to  a  specified  portion  of  the 
territory  held  under  it,  terminate  and  become  reinvested  in  the  patentee. 
This  clause  is  a  qualification  of  such  exclusive  right.  It  refers  to  those 
who  are  in  the  use  of  the  patented  article  at  the  time  of  the  extension, 
and  is  intended  to  save  to  them  that  right  which,  without  the  clause,  would 
be  vested  again  exclusively  in  the  patentee.  The  phrase  ^*  thmg  patented  " 
as  used  in  the  connection  here  found,  with  the  right  simply  to  use  the 
thing  patented,  not  the  exclusive  right,  which  would  be  a  monopoly, 
necessarily  refers  to  the  patented  machine  and  not  to  the  invention,  and 
indeed  it  is  in  that  sense  that  the  expression  is  to  be  understood  generally 
throughout  the  patent  law,  when  taken  in  connection  with  the  right  to 
use  in  contradistinction  to  the  right  to  make  and  sell.  The  phrase  *•*•  to  the 
extent  of  their  respective  interests  therein  "  refers  to  their  interests  iu  the 
thing  patented,  etnd,  in  connection  with  the  right  simply  to  use,  means 
their  interests  in  the  patented  machines,  be  that  interest  in  one  or  more 
at  the  time  of  the  extension.  Wilson  v.  Rousseau,  4  How.  646 ;  s.  c.  1 
Blatch.  3  ;  s.  c.  2  liobb  373  ;  Woodworth  v.  Sherman,  3  Story  171 ;  s.  c. 
2  Kobb  257  ;  Wilson  v.  Turner,  4  How.  712 ;  Taney  278 ;  s.  o.  2  Robb  467. 

If  that  interest  was  short  of  the  whole  of  the  original  term  for  which 
the  patent  was  originally  issued,  it  is  still  to  be  bounded  by  it.  But  if  it  is 
an  interest  in  terms  designed  to  be  coextensive  with  all  the  interest  which 
the  patentee  now  has  or  may  hereafter  acquire,  not  merely  to  his  present 
rights  in  esBey  but  with  his  contingent  riglits  in  posse^  then  the  section 
makes  that  a  legal  interest  which  otherwise  would  be  but  a  mere  poten- 
tial equitable  interest  to  be  enforced  in  equity  as  a  mere  right  under  con- 
tract, and  not  as  a  fixed  present  vested  interest.  Woodworth  v.  Sher- 
man, 3  Story  171 ;  Is.  c.  2  Bobb  257  ;  Brooks  v.  Bicknell,  4  McLean  64. 

Wiien  a  patentee  has  made  and  vended  to  others  to  be  used,  one  or 
more  of  the  things  patented,  to  that  extent  he  parts  with  his  exclusive 
right.  He  is  entitled  to  but  one  royalty  for  a  patented  machine,  and,  con- 
sequently, when  he  has  himself  constructed  a  machine  and  sold  it  or 
authorized  another  to  construct  and  sell  it,  or  to  construct  and  use  and 
operate  it,  and  the  consideration  lias  been  paid  to  him  for  the  right,  he  has 
then  to  that  extent  parted  with  his  monopoly,  and  ceased  to  have  any 
interest  whatever  in  the  machine  so  sold  or  so  authorized  to  be  constructed 
and  operated.  Where  such  circumstances  appear,  the  owner  of  the  ma- 
chine, whether  he  built  it  or  purchased  it,  if  he  has  also  acquired  the  right 
to  use  and  operate  it  during  the  lifetime  of  the  patent,  may  continue  to 
use  it  until  it  is  worn  out  in  spite  of  any  and  every  extension  subsequently 
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obtained  by  the  patentee  or  his  assignee.  Bloomer  o.  Millinger,  1  Wall. 
340;  Blanchard  v.  Whitney,  3  Blatch.  307;  Wooster  v.  Seidenberg,  13 
Blatch.  88 ;  s.  c.  9  O.  G.  244 ;  s.  c.  2  Ban  &  Ard.  91 ;  Black  v.  Hubbard, 
12  O.  G.  842. 

The  patentee  under  the  extension  is  to  be  vested  with  the  consequences 
of  the  acts  of  his  predecessors.  He  takes  the  extension  just  as  it  falls  to 
him  on  the  expiration  of  the  original  patent  from  those  holding  under  the 
original  patent,  and  of  course  is  not  to  be  reinstated  in  all  his  original 
rights  in  every  respect  as  they  stood  when  the  original  patent  was  issued. 
Goodyear  v.  Honsinger,  3  Fish.  147 ;  s.  c.  2  Biss.  1. 

The  protection  which  the  clause  affords  is  limited  to  those  who  have  a 
right  to  use,  and  in  the  construction  and  operation  of  the  clause  it  should 
be  limited  to  the  exercise  of  that  particular  right,  although  the  persons 
holding  that  right  may  also  have  held  during  the  original  term  the  exclu- 
sive right  to  use,  to  make  and  to  vend.  This  right  to  use  is  protected, 
continued  and  secured  only  to  the  extent  of  the  respective  interests  of 
such  assignees  and  grantees  therein.  If  the  right  to  use  before  the  exten- 
sion was  limited,  it  continues  under  this  clause  subject  to  the  same  limita- 
tion.   Day  V.  Union  Rubber  Co.,  3  Blatch.  488 ;  s.  c.  20  How.  216. 

If  a  licensee  contracts  to  pay  a  royalty  during  the  original  term  and  any 
renewal  thereof,  he  will  not  be  released  from  his  liability  upon  an  exten- 
sion of  the  patent.  Union  Manuf.  Co.  v.  Lounsbury,  41  N.  Y.  363  ;  s.  c. 
42  Barb.  125. 

If  the  licensor  prohibits  the  licensee  from  granting  the  right  to  use  a 
machine  beyond  the  original  term,  a  purchaser  of  a  machine  from  the 
licensee  can  not  use  it  during  an  extended  term.  Notice  to  the  purchaser 
of  this  limitation  is  not  necessary,  as  the  law  imposes  upon  the  purchaser 
the  risk  as  to  whether  the  title  of  the  vendor  is  such  that  he  can  make  a 
valid  conveyance  as  against  the  real  owner.  Mitchell  v.  Hawley,  4  Fish. 
388 ;  8.  c.  6  Fish.  331 ;  16  Wall.  544 ;  1  O.  G.  306 ;  3  O.  G.  241 ;  s.  c.  1 
Holmes  42. 

If  a  party  was  not  rightfully  in  the  enjoyment  of  the  thing  patented 
during  the  original  term  of  the  patent,  he  has  no  right  to  use  it  during  the 
extended  term,  unless  he  shows  that  the  use  is  with  the  license,  consent 
or  knowledge  of  the  patentee,  or  of  some  person  authorized  under  him  to 
convey  the  right.    Chaffee  v.  Boston  Belting  Co.,  22  How.  217. 

A  party  who  buys  a  machine  from  an  infringer,  and  then  subsequently 
purchases  a  territorial  right  from  the  patentee,  thereby  acquires  a  lawful 
title  to  the  machine,  and  may  use  it  after  the  expiration  of  the  patent. 
Eunson  v.  Dodge,  18  Wall.  414 ;  s.  c.  5  O.  G.  95. 

An  assignee  who  holds  the  right  to  make  and  use  the  thing  patented 
may  continue  to  use  it  after  the  expiration  of  the  patent,  but  can  not 
make  it  for  use  or  for  any  other  purpose.  Wood  v.  Railroad  Co.,  3  Fish. 
464 ;  s.  c.  2  Biss.  62 ;  Hodge  v.  Hudson  River  R.  R.  Co.,  6  Blatch.  165  ; 
s.  c.  3  Fish.  410. 

Those  who  construct  machines,  or  cause  them  to  be  constructed,  under 
the  authority  of  the  patentee  or  his  assigns,  have  the  same  rights  as 
grantees  or  assignees.    Bloomer  o.  Millinger,  1  Wall.  340. 


468  PATENT  LAWS  AND  DECISIONS.  [§4928 

This  clause  has  no  reference  to  the  rights  or  interests  of  assignees  and 
grantees  under  the  new  and  extended  term.  Wilson  v.  Rousseau,  4  How. 
646 ;  B.  C.  1  Blateh.  3  ;  8.  c.  2  Bobb  373. 

The  terms  of  the  clause  are  broad  and  general,  and  appropriate  enoogh 
to  secure  the  just  rights  of  all  who  can  be  regarded  as  assignees  or 
grantees  of  the  right  to  use  the  patented  invention,  whether  under  a  pur- 
chase of  a  machine,  or  a  direct  assignment  or  grant  of  a  limited  or  im- 
limited  right  to  use,  and  the  equities  of  the  case  and  the  policy  of  the 
patent  laws  require  that  the  clause  should  be  so  construed  as  to  give  such 
security.  Day  v.  Union  Rubl)er  Co.,  20  How.  216 ;  s.  c.  3  Blateh.  488; 
Woodworth  v.  Curtis,  2  W.  &  M.  524 ;  B.  o.  2  Bobb  603 ;  Woodworth  v. 
Cook,  2  Blateh.  151. 

The  term  ^^the  thing  patented,*'  as  used  in  connection  with  the  right 
simply  to  use,  necessarily  refers  to  the  patented  machine  and  not  to  the  hi- 
vention.  A  licensee  of  a  patented  process  has  no  right  to  use  the  prooess 
after  an  extension  of  the  patent.  Wetherill  v.  Zinc  Co.,  6  Fish.  50 ;  B.  c 
9  Phila.  385  ;  2  O.  G.  471 ;  vide  Day  v.  Union  Rubber  Co.,  20  How.  216 ; 
B.  O.  3  Blateh.  488. 

Where  a  process  requires  a  peculiar  machine  or  apparatus  for  its  practice, 
and  the  right  to  each  is  held' by  different  persons  under  different  patents, 
the  right  to  use  the  machine  will  not  give  the  right  to  use  the  xyrocess 
under  an  extension.  Wetherill  v.  Zinc  Co.,  6  Fish.  50 ;  B.  c.  9  Phila.  385 ; 
2  O.  G.  471. 

The  right  to  use  the  machine  after  the  expiration  of  the  term  is  not  a 
mere  personal  right.  It  is  a  right  of  property.  The  value  of  it  is  attached 
to  the  thing  used.  The  machine  and  the  right  attached  to  it  may  pass  by 
sale,  devise  or  levy  of  execution,  or  an  assignment  of  an  insolvent's 
effects.    Woodworth  v.  Curtis,  2  W.  &  M.  624 ;  s.  c.  2  Robb  603. 

Between  repairing  and  replacing  there  is  a  difference.  Form  may  be 
given  to  a  piece  of  any  material,  so  as  to  produce  an  original  result,  or  to 
aid  the  efficiency  of  one  already  known,  and  that  would  be  the  subject  for  a 
patent.  It  would  be  the  right  of  a  purchaser  to  repair  such  a  thing  as 
that,  so  as  to  give  to  it  what  was  its  first  shape,  if  it  had  been  turned  from 
it,  or  by  filing,  grinding  or  cutting,  to  keep  it  up  to  the  performance  of  its 
original  use.  But  if,  as  a  whole,  it  should  happen  to  be  broken,  so  that 
its  parts  could  not  be  readjusted,  or  so  much  worn  out  as  to  be  useless, 
then  a  purchaser  can  not  make  or  replace  it  by  another,  but  he  must  buy 
a  new  one.  The  doing  of  either  would  be  entire  reconstruction.  Wilson 
V.  Simpson,  9  How.  109. 

The  right  to  repair  may  extend  to  a  replacement  of  an  essential  part  of 
a  combination.  It  comprehends  and  permits  the  resupply  of  the  effective 
ultimate  tool  of  the  invention,  which  is  liable  to  be  often  worn  out  or  to 
become  inoperative  for  its  intended  effect,  which  the  inventor  contem- 
plates would  have  to  be  frequently  replaced  etnew  during  the  time  that  the 
machine,  as  a  whole,  might  last.  The  right  to  replace  is  not  because  the 
tool  is  of  perishable  materials,  but  because  the  inventor  of  the  machine 
has  so  arranged  it  as  a  part  of  the  combination  that  the  machine  can  not 
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be  continued  in  use  withoat  a  successiou  of  replacements  at  short  inter- 
vals. Unless  it  were  replaced  the  invention  would  be  of  but  little  use  to 
the  inventor  or  others.  The  other  constituent  parts  of  the  invention  may 
not  be  made  with  reference  to  any  use  of  them  which  will  require  them 
to  be  replaced.  These,  withoat  having  a  definite  duration,  are  contem- 
plated  by  the  inventor  to  last  so  long  as  the  materials  of  which  they  are 
formed  can  hold  together  in  use  in  such  combination.  No  replacement  of 
them  at  intermediate  intervals  is  meant  or  is  necessary.  They  may  be 
repaired  as  the  use  may  require.  With  such  intention  they  are  put  into 
the  structure.  So  it  is  understood  by  a  purchaser,  and  beyond  the  dura- 
tion of  them  a  purchaser  of  the  machine  has  not  a  longer  use.  But  if 
another  constituent  part  of  the  combination  is  meant  to  be  only  temporary 
in  the  use  of  the  whole,  and  to  be  frequently  replaced,  because  it  will  not 
last  as  long  as  the  other  parts  of  the  combination,  the  inventor  can  no^ 
complain,  if  he  sells  the  use  of  the  machine,  that  the  purchaser  uses  it  in 
the  way  the  inventor  meant  it  to  be  used,  and  in  the  only  way  in  which 
the  machine  can  be  used.  Such  a  replacement  of  temporary  parts  does 
not  alter  the  identity  of  the  machine,  but  preserves  it,  though  there  may 
not  be  in  it  every  part  of  its  original  material.  Wilson  o.  Simpson,  9  How. 
109 ;  Farrington  v.  Commissioners,  4  Fish.  216. 

If  the  different  parts  of  a  macliine  are  covered  by  separate  patents,  the 
purchase  of  a  machine  will  not  confer  upon  the  purchaser  the  right  to 
replace  one  of  the  parts  when  it  is  worn  out.  Aiken  v.  Manchester  Print 
Works,  2  Cliff.  435. 

When  the  material  of  a  combination  ceases  to  exist,  in  whatever  way 
that  may  occur,  the  right  to  renew  it  depends  upon  the  right  to  make  the 
invention.  If  the  right  to  make  does  not  exist,  there  is  no  right  to  rebuild 
the  combination.    Wilson  v.  Simpson,  9  How.  109. 

When  the  wearing  or  injury  is  partial,  then  the  repair  is  restoration  and 
not  reconstruction.  Bepairing  partial  injuries,  whether  they  occur  from 
accident  or  from  weiu:  and  tear,  is  only  refitting  a  maclnne  for  use.  Wil- 
son V.  Simpson,  9  How.  109. 

A  party  who  purchased  a  machine  during  the  existence  of  the  original 
patent  is  entitled  to  continue  the  use  of  it  during  the  time  for  which  the 
patent  is  extended  by  a  special  act  of  Congress,  unless  there  is  something 
in  the  language  of  the  law  requiring  a  different  construction.  Bloomer  v. 
McQuewen,  14  How.  539 ;  Bloomer  v,  Millinger,  1  Wall.  340 ;  Blanchard 
i>.  Whitney,  3  Blatch.  307. 

If  there  is  no  provision  in  a  license  beyond  the  term  of  the  patent,  and 
no  condition  is  imposed  by  Congress  in  favor  of  the  licensee  in  a  special 
act  extending  a  patent,  he  has  no  right  under  the  patent  atlter  the  expira- 
tion of  the  term.    Bloomer  v.  Stolley,  5  McLean  158. 

An  assignee  has  no  interest  in  an  extension  procm-ed  by  a  special  act, 
unless  his  rights  are  expressly  mentioned  and  reserved.  Gibson  v.  Gifford, 
1  Blatch.  529. 
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Sec.  4929.  Any  person  who,  by  his  own  industry, 
genius,  efforts,  and  expense,  has  invented  and  produced 
any  new  and  original  design  for  a  manufacture,  bust, 
statue,  alto-relievo,  or  bas-relief;  any  new  and  original 
design  for  the  printing  of  woollen,  silk,  cotton  or  other 
fabrics ;  any  new  and  original  impression,  ornament,  pat- 
ent, print,  or  picture  to  be  printed,  painted,  cast,  or  other- 
wise placed  on  or  worked  into  any  article  or  manufacture ; 
or  any  new,  useful  and  original  shape  or  configuration  of 
any  article  of  manufacture,  the  same  not  having  been 
^nown  or  used  by  others  before  his  invention  or  produc- 
tion thereof,  or  patented  or  described  in  any  printed  pub- 
lication, may,  upon  payment  of  the  fee  prescribe,  and 
other  due  proceedings  had  the  same  as  in  cases  of  inven- 
tions or  discoveries,  obtain  a  patent  therefor. 

statute  Bevtsed—Juij  8,  1870,  ch.  280,  2  71, 16  Stat.  209. 
JPrior  JStatutea^Ajig.  29,  1842,  ch.  263,  J  8,  6  Stat.  54a— Maich  2, 1861,  ch. 
88,  §  11, 12  Stat.  248. 

The  patent  allowed  by  this  clause  is  simply  for  the  design  itself,  and 
not  for  the  means  of  producing  the  design.  Clark  o.  Bousfield,  10  Wall. 
133. 

A  patent  for  a  new  article  of  manufacture  can  not  be  construed  to  be  a 
patent  for  a  design.    Gone  v.  Morgan  Envelope  Co.,  4  Ban  So  Ard.  107. 

To  entitle  a  party  to  the  benefit  of  this  provision,  there  must  be  an 
exercise  of  the  Inventive  faculty.  Mere  mechanical  skill  is  insufficient. 
There  must  be  something  akin  to  genius,  an  effort  of  the  bmin  as  well  as 
the  hand.  Northrup  r.  Adams,  2  Ban  &  Ard.  567 ;  8.  c.  2  C.  L.  B.  84; 
Wooster  v.  Crane,  2  Fish.  583 ;  s.  c.  5  Blatch.  282. 

To  constitute  an  inventor  of  a  design  it  is  not  necessary  that  the  party 
should  have  the  manual  skill  and  dexterity  to  make  the  drafts.  If  the  ideas 
are  furnished  by  him  for  producing  the  result  aimed  at,  he  is  entitled  to 
avail  of  the  mechanical  skill  of  others  to  carry  out  his  contrivance  practi- 
cally.   Sparkman  o.  Higgins,  1  Blatch.  205. 

It  is  essential  to  the  validity  of  a  patent  for  a  design  that  it  should  be 
a  new  and  original  one,  but  the  law  does  not  requure  that  it  should  be 
useful.  Miller  v.  Young,  33  111.  354 ;  Adams  &  Westlake  Manuf.  Co.  v. 
St.  Louis  Wire  Goods  Co.,  12  0.  G.  940 ;  s.  c.  3  Ban  &  Ard.  77 ;  Miller 
V.  Smith,  18  O.  G.  1047 ;  8.  c.  5  Fed.  Bep.  359 ;  Ferry  v.  Starrett,  3  Ban  & 
Ard.  485 ;  s.  c.  14  O.  G.  599. 

To  entitle  a  party  to  the  benefit  of  the  act  there  must  be  originality  and 
the  exercise  of  the  inventive  faculty.    There  must  be  originality  and 
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beauty.  Mere  mechanical  skill  is  insufficient.  There  must  be  something 
akin  to  genius — an  effort  of  the  brain  as  well  as  the  hand.  Northrup  v. 
Adams,  12  O.  G.  430. 

A  combination  of  old  designs  to  be  patentable  must  be  such  as  to  pro- 
duce a  new  appearance.  If  the  effect  produced  is  simply  the  aggregation 
of  familiar  designs  it  is  not  patentable.    Northrup  v,  Adams,  12  O.  G.  430« 

The  adaptation  of  old  devices  or  forms  to  new  purposes,  however  con- 
venient, useful  or  beautiful  they  may  be  in  their  new  role,  is  not  invention. 
Northrup  v.  Adams,  12  O.  G.  430. 

A  beautiful  appearance  is  not  in  itself  patentable.  The  design  must  be 
new  and  original,  and  the  work  of  invention  and  genius.  Ex  parte  Yred' 
erick  G.  Neidringhaus,  8  O.  G.  279 ;  s.  c.  2  McArthur  149. 

A  combination  of  old  designs,  to  be  patentable,  must  produce  a  new 
appearance.    If  the  effect  produced  is  simply  an  aggregation  of  the  old* 
designs,  it  is  not  patentable.    Northrup  o.  Adams,  2  Ban  &  Ard.  567 ; 
8.  c.  2  0.  L.  B.  84. 

A  mere  design,  which  is  practically  a  suggestion  that  a  greater  degree 
of  inclination  of  the  sides  will  make  a  billiard  table  more  convenient, 
when  other  tables  already  existed  which  with  a  view  to  the  same  useful 
result  in  kind  were  constructed  with  a  similar  bevel,  is  not  invention. 
CoUender  «.  Griffith,  11  Blatch.  212 ;  s.  o.  3  O.  G.  689. 

A  claim  for  a  design  for  letters  of  the  alphabet  may  embrace  more  tlian 
one  letter.    Miller  v.  Smith,  18  O.  G.  1047. 

A  card  for  buttons  divided  by  bands  into  spaces  covered  with  foil  is  not 
patentable.  Pratt  v.  Rosenfeld,  18  Blatch.  234 ;  s.  c.  5  Ban  &  Ard.  288 ; 
8.  c.  3  Fed.  Bep.  335. 

If  an  article  is  manufactured  by  itself,  it  Is  a  manufacture,  although  it 
is  never  used  except  in  connection  with  other  parts,  and  a  new  ornament 
for  it  is  patentable.    Simpson  v.  Davis.  12  Fed.  Bep.  144. 

The  mere  juxtaposition  of  old  forms  of  ornaments  is  not  patentable 
unless  the  parts  when  arranged  constitute  a  single  ornament.  Sunpson  v. 
Davis,  12  Fed.  Bep.  144.  ^  * 

If  the  arrangement  of  ornaments  is  new  and  useful,  it  is  patentable, 
although  the  parts  are  old.    Simpson  v.  Davis,  12  Fed.  Bep.  144. 

Although  the  parts  are  to  a  certain  extent  old,  yet  if  they  are  made 
symmetrical  of  themselves  and  in  respect  to  each  other  and  connected 
together  with  appropriate  devices  and  formed  into  a  whole  in  a  manner 
that  can  not  be  done  without  inventive  genius,  the  design  is  patentable. 
Perry  v.  Perry,  14  O.  G.  599. 

The  patent  is  prima  facie  evidence  of  both  the  novelty  and  utility  of 
the  design.    Lehnbetter  v.  Holthaus,  105  U.  S.  94 ;  s.  o.  21  O.  G.  1783. 

If  the  patent  for  a  design  is  not  put  in  evidence,  the  court  can  not, 
without  knowing  what  is  patented,  adjudge  it  to  be  void  for  want  of 
novelty.    Miller  v.  Young,  33  111.  354. 

The  acts  of  Congress  which  authorize  the  grant  of  patents  for  designs 
were  plainly  intended  to  give  encouragement  to  the  decoiative  arts.  They 
contemplate  not  so  much  utility  as  appearance,  and  that  not  an  abstract 
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knpressioii  or  picture,  but  an  inpect  given  to  those  objects  mentioned  in 
the  acts.  It  is  a  new  and  original  design  for  a  manufacture,  whether  of 
metal  or  other  material.  A  new  and  original  design  for  a  bast,  statue, 
bas-relief,  or  composition  in  alto  or  basso  relievo  ;  a  new  or  original  im- 
pression or  ornament  to  be  placed  on  any  article  of  manufiActure ;  a  new 
and  original  design  for  the  printing  of  woollen,  silk,  cotton,  or  oti&er 
£Eibric8 ;  a  new  and  useful  pattern,  print  or  picture,  to  be  either  worked 
into  or  on  any  article  of  manufacture ;  or  a  new  and  original  shape  or 
configuration  of  any  article  of  manufacture — it  i»  one  or  all  of  these  that 
the  law  has  in  view.  The  thing  invented  or  produced  for  which  a  patent 
16  given,  is  that  which  gives  a  peculiar  or  distinctive  appearance  to  the 
manufacture  or  article  to  which  it  may  be  applied,  or  to  which  it  g^vea 
form.  The  law  manifestly  contemplates  that  giving  certain  new  and 
original  appearances  to  a  manufactured  article  may  enhance  its  salable 
value,  may  enlarge  the  demand  for  it,  and  may  be  a  meritorious  service  to 
the  public.  It  therefore  proposes  to  secure  for  a  limited  time  to  die  in- 
genious  producer  of  those  appearances,  the  advantages  flowing  from  them. 
Manifestly,  the  mode  in  which  those  appearances  are  produced  has  very 
Mttle,  if  anything,  to  do  with  giving  increased  salableness  to  the  article. 
It  is  the  appearance  itself  which  atti*acts  attention  and  calls  out  favor  or 
dislike.  It  is  the  appearance  itself,  therefore,  no  matter  by  what  agency 
caused,  that  constitutes  mainly  if  not  entirely  the  contribution  to  the 
public  which  the  law  deems  worthy  of  recompense.  Tlie  appearance  may 
be  the  result  of  peculiarity  of  configuration  or  ornament  alone  or  both 
conjointly,  but  in  whatever  way  produced,  it  is  the  new  thing  or  product 
which  the  patent  law  regards.  To  speak  of  the  invention  as  a  combina- 
tion or  process,  or  to  treat  it  as  such,  \b  to  overlook  its  peculiarities.  As 
the  acts  of  Congress  embrace  only  designs  applied  or  to  be  applied,  they 
must  refer  to  finished  products  of  invention  rather  than  to  the  proeese  of 
finishing  them,  or  to  the  agencies  by  which  they  are  developed.  A  patent 
for  a  product  is  a  distinct  thing  from  a  patent  for  the  elements  entering 
into  it,  or  for  the  ingredients  of  which  it  is  composed,  or  for  the  combina- 
tion that  causes  it.  In  determining  whether  two  designs  are  substantially 
the  same,  the  controlling  consideration  is  the  resultant  eflfect.  Grorhara 
Manuf.  Co.  v.  White,  6  Fish.  94 ;  s.  c.  14  Wall.  511 ;  7  Blatch.  513  ;  s.  o. 
2  O.  G.  593. 

To  constitute  an  infringement,  it  is  not  essential  that  the  appearance 
should  be  the  same  to  the  eye  of  an  expert.  Such  a  test  would  destroy 
all  the  protection  which  the  statute  intended  to  give.  Th^e  never  could 
be  a  piracy  of  a  patented  design,  for  human  ingenuity  has  never  yet  pro- 
duced a  design  in  all  its  details  exactly  like  another,  so  like  that  an  expert 
could  not  distinguish  them.  No  counterfeit  bank  note  is  so  identical  in 
appearance  with  the  true  that  an  experienced  artist  can  not  discern  a  dif- 
ference. It  is  said  an  engraver  distinguishes  impressions  made  by  the 
same  plate.  Experts,  therefore,  are  not  the  persons  to  be  deceived. 
Much  less  than  that  which  would  be  substantial  identity  in  their  eyes  would 
be  undistingnishable  in  the  eyes  of  men  generally,  of  observers  of  ordi- 
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Dary  acttteneBS^  who  bring  to  the  examination  of  the  article  upoa  which 
the  design  has  been  placed  that  degree  of  observation  which  men  of  ordi- 
nary intelligence  give.  It  is  persons  of  the  latter  class  who  are  the  prin- 
cipal purchasers  of  the  articles  to  which  designs  have  given  novel  appear- 
ances, and  if  they  are  misled  and  induced  to  purchase  what  is  not  the 
article  they  supposed  it  to  be^  the  patentee  is  injured,  and  that  advantage 
of  a  market  wldeh  the  patent  was  granted  to  secure  is  destroyed.  The 
purpose  of  the  patent  law  most  be  effected  if  possible,  but  plainly  it  can 
not  be  if,  while  the  general  appearance  of  the  design  is  preserved,  minor 
differences  of  detail  in  the  manner  in  which  the  appearance  is  produced, 
observable  by  experts^  but  not  noticed  by  ordinary  observers,  are  suffi- 
cient to  relieve  an  imitating  design  from  condemnation  as  an  infringement. 
If  in  the  eye  of  an  (Nrdinary  observer,  therefore,  giving  such  attention  as 
a  purchaser  usually  gives,  two  designs  are  SBbstantially  the  same^  if  the 
resemblance  is  such  as  to  deceive  such  an  observer,  inducing  him  to  pur- 
chase one  supposing  it  to  be  the  other,  the  first  one  patented  is  infringed 
by  the  other.  Gorham  Manuf.  Co.  v.  White,  (5  Ilsh.  94 ;  s.  c.  14  Wall 
511 ;  7  Blatch.  613  ;  s.  c.  2  O.  G.  593 ;  Miller  v.  Smith,  18  O.  G.  1047 
s.  c.  5  Fed.  Rep.  359  ;  Wood  v.  Dolby,  20  O.  G.  523  ;  s.  c.  19  Blatch.  214 
s.  c.  7  Fed.  Bep.  476  ;  Werner  v.  Beinhardt,  20  O.  G.  1163 ;  s.  c.  10  Fed 
Rep.  676 ;  Lehnbetter  v.  Holthaus,  105  U.  S.  94 ;  s.  o.  21  O.  G.  1783 
The  true  test  of  identity  of  design  is  sameness  of  appearance,  and 
mere  difference  of  Knee  in  the  drawing  or  sketch,  a  greater  or  smaller 
number  of  lines,  or  slight  variances  in  configuration,  if  insufficient  to  change 
the  effect  upon  the  eye,  will  not  destroy  the  substantial  identity.  An 
engraving  which  has  many  lines  may  present  to  the  eye  the  same  picture, 
and  to  the  mind  the  same  idea  or  conception  as  another  with  much  fewer 
lines.  The  design,  however,  would  be  the  same.  So,  a  pattern  for  a  car- 
pet or  a  print  may  be  made  up  of  wreaths  of  flowers  arranged  in  a  par- 
ticular manner.  Another  carpet  may  have  similar  wreaths  arranged  in  a 
like  manner,  so  that  none  but  very  acute  observers  could  detect  a  differ- 
ence. Yet  in  the  wreaths  upon  one  there  may  be  fewer  flowers,  and  the 
wreaths  may  be  placed  at  wider  distances  from  each  other.  Surely  in  such 
a  case  the  designs  are  alike.  The  same  conception  was  in  the  mind  of 
the  designer,  and  to  that  conception  he  gave  expression.  Gorham  Manuf. 
Co.  9.  White,  6  Fi»h.  94 ;  8.  o.  14  Wall.  511 ;  7  Blatch.  513 ;  8.  o.  2  O. 
G.  593 ;  Boot  v.  Ball,  4  McLean  177 ;  s.  c.  2  Bobb  513 ;  Perry  ».  Perry, 
14  O.  G.  599. 

What  may  he  Patented. 

A  device  which  manifestly  is  intended  for  a  trade-mark  can  not  be  pat- 
ented as  a  design.  William  White,  3  Dec.  Com.  304;  William  King,  2 
Dec.  Com.  109. 

If  a  device  relates  wholly  to  its  mechanical  functicHi,  and  not  to  orna- 
mentation, an  application  for  a  design  patent  will  be  refused.  Charles  A. 
Seaman,  4  O.  G.  691. 

The  ordinary  use  of  an  article  is  a  controlling  consideration  in  determin- 
ing whether  or  not  it  presents  proper  subject-matter  for  a  design  patent. 
BloQmfield  Brower,  4  O.  G.  450. 
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A  deeign  is  useful  if  it  attracts  persons  to  it  or  to  articles  made  like  it. 
Norton,  22  0.  G.  1205. 

An  article  of  manufacture  is  useful  if  its  shape  or  configuration  is  of 
such  a  character  that  persons  needing  it  will  purchase  it  because  of  its 
shape  or  configuration  in  preference  to  other  articles  for  fhe  same  pur- 
pose, but  difi'erent  in  shape  and  configuration.    Norton,  22  0.  G.  1205. 

An  inventor  may  obtain  a  patent  for  a  design,  although  he  has  shown 
it  in  the  drawings  annexed  to  a  mechanical  patent  previously  obtained. 
Alois  Palmer,  21  O.  G.  1111 ;  contra^  Stuart  &  Bridge,  2  Dec.  Com.  15 ; 
Kohler,  4  O.  G.  53. 

This  section  allows  a  patent  for  a  design  that  is  useful  whether  it  is 
ornamental  or  not.  Jason  Crane,  1  Dec.  Com.  7 ;  William  N.  Bartholo- 
mew, 1  Dec.  Com.  103 ;  C.  B.  Fenno,  3  Dec.  Com.  52 ;  Shoeninger,  15  O. 
G.  384;  contra,  Peter  C.  Parkinson,  3  Dec.  Com.  251. 

An  applicant  for  a  design  patent  may  claim  the  configuration  without 
the  ornamentation.    Beattie,  16  O.  G.  266. 

A  &nciful  pattern  to  be  wrought  into  or  upon  the  article  forming  a  part 
of  it  and  giving  to  it  a  certain  value  by  way  of  a  new  appearance,  is  the 
subject  of  a  design  patent.    T.  E.  Parker,  13  O.  G.  323. 

The  material  used,  or  the  mode  in  which  an  article  is  constructed,  can 
not  be  monopolized  under  a  patent  for  a  design.  Walter  L.  Tyler,  3  Dec. 
Com.  106. 

An  application  for  a  patent  for  a  product  can  not  be  changed  into  an 
application  for  a  patent  for  a  design.    George  H.  Sellars,  2  Dec.  Com.  58. 

Where  the  function  of  a  device  enters  into  the  claim,  a  patent  for  a  design 
will  not  be  given.  J.  F.  Diffenderfer,  2  O.  G.  57 ;  Peter  C.  Parkinson,  3 
Dec.  Com.  251. 

New  shapes  and  configurations  may  be  patented  as  designs,  on  account 
of  their  utility,  when  that  is  owing  to  their  form.  Wm.  N.  Bartholomew, 
1  Dec.  Com.  103. 

An  old  form,  when  applied  to  a  new  article  of  manufacture,  may  be 
considered  as  a  new  design.    Wm.  N.  Bartholomew,  1  Dec.  Com.  103. 

A  mere  substitution  of  one  color  for  another  possesses  no  element  of 
originality,  and  indicates  no  exercise  of  genius,  and  can  not,  therefore, 
become  the  subject  of  a  design  patent.  Phillip  Weinberg,  3  Dec.  Com. 
244. 

Designs  which  promote  convenience  and  utility  are  embraced  within 
the  statute,  as  well  as  those  which  are  merely  ornamental.  Jason  Crane, 
1  Dec.  Com.  7 ;  C.  R.  Fenno,  2  Dec.  Com.  52. 

When  an  alteration  in  any  article  is  calculated  to  give  it  a  better  appear- 
ance merely,  it  can  be  protected  only  by  a  design  patent.  T.  B.  Oglesby, 
3  O.  G.  211. 

Practice. 

If  one  claim  covers  the  entire  design,  other  claims  may  be  inserted  for 
combination  of  the  several  features.    Beattie,  16  O.  G.  266. 

If  a  complete  design  consists  of  parts  which  are  separable,  the  inventor 
may  claim  both  parts  in  one  patent.   Rogers  &  Huggins,  13  0.  G.  596. 

A  specification  of  a  design  must  describe  the  shape  or  form  of  the  article 
without  reference  to  the  materials,  color  or  mechanical  structure.  Traitel, 
25  O.  G.  783. 

Although  the  specification  of  a  design  patent  embraces  a  description  of 
the  mode  in  which  the  article  contemplated  is  constructed,  it  will  not  bar 
a  separate  patent  for  such  construction.  Wm.  N.  Bartholomew,  3  Dec. 
Com.  298. 
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There  is  no  provision  in  the  act  relating  to  letters  patent  for  designs 
which  forbids  the  union  of  two  or  more  claims  or  clauses  of  claim  in  a 
single  patent.    Isaac  A.  Sheppard,  2  Dec.  Com.  22. 

A  claim  for  a  part  of  a  design  can  not  be  allowed  unless  it  is  a  claim 
for  an  integral  part.    Pope,  25  O.  G.  230. 

All  descriptions  of  the  mechanical  construction  of  the  article  should  be 
eliminated  in  a  design  patent,  as  well  as  all  reference  to  its  purpose  as  a 
matter  of  utility.    L.  W.  Fairchild,  3  O.  G.  323. 

If  the  specification  and  claim  are  deficient  in  the  requirements  of  the  law 
respecting  clearness,  exactness  and  particularity,  an  application  for  a 
desififn  patent  should  not  be  entertained  by  the  examiner.  F.  G.  &  W.  F. 
Niedringhaus,  7  O.  G.  171. 

Sec.  4930.  The  commissioner  may  dispense  with 
models  of  designs  when  the  design  can  be  sufficiently 
represented  by  drawings  or  photographs. 

Statute  Revised— Jyjlj  8,  1870,  ch.  230,  J  72,  16  Stat.  210. 

Sec.  4931.  Patents  for  designs  may  be  granted  for 
the  term  of  three  years  and  six  months,  or  for  seven  years, 
or  for  fourteen  years,  as  the  applicant  may,  in  his  appli- 
cation, elect. 

Statute  Eevised—^Mlj  8,  1870,  ch.  230,  ?  73, 16  Stat.  210. 
Ftior  Statutes— Aug.  29,  1842,  ch.  263,  iZ,  6  Stat.  548.— March  2,  1861,  ch. 
88,  ;  11>  12  Stat.  248. 

An  applicant  for  a  design  patent  must  elect,  at  the  time  of  his  applica- 
tion, the  term  for  which  he  desires  his  patent  to  issue,  and  the  payment 
of  a  fee  corresponding  to  that  election.    Israel  C.  Mayo,  2  Dec.  Com.  14. 

Sec.  4932.  Patentees  of  designs  issued  prior  to  the 
second  day  of  March,  eighteen  hundred  and  sixty-one, 
shall  be  entitled  to  extension  of  their  respective  patents 
for  the  term  of  seven  years,  in  the  same  manner  and 
under  the  same  restrictions  as  are  provided  for  the 
extension  of  patents  for  inventions  or  discoveries,  issued 
prior  to  the  second  day  of  March,  eighteen  hundred  and 
sixty-one. 

statute  Hevised^-Julj  8,  1870,  ch.  230,  {  74,  16  Stat.  210. 
Prior  Statute—maoh  2, 1861,  ch.  88,  Hl>  12  Stat.  248. 

Upon  extending  a  patent  for  a  design,  its  utility  may  be  taken  into  ac- 
count in  estimating  its  value  and  importance  to  the  public.  B.  L.  Solo- 
mon, 1  Dec.  Com.  49. 
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Sec.  4933.  All  the  regulations  and  provisions  which 
apply  to  obtaining  or  protecting  patents  for  inventions  or 
discoveries,  not  inconsistent  with  the  provisions  of  this 
title,  shall  apply  to  patents  for  designs. 

StatuU  ^et;iM(2~Jul7  8,  1870,  ch.  280,  2  76,  16  Stat.  310. 

If  a  design  was  on  sale  or  in  public  use  for  more  than  two  years  prior 
to  the  application  for  a  patent,  It  is  void.  Theberath  v.  Rubber  &  C.  H.  T. 
Co.,  23  O.  G.  1121. 

Sec.  4934.  The  following  shall  be  the  rates  for  patent 
fees : 

On  filing  each  original  application  for  a  patent,  except 
in  design  cases,  fifteen  dollars. 

On  issuing  each  original  patent,  except  in  design  cases, 
twenty  dollars. 

In  design  cases :  For  three  years  and  six  months,  ten 
dollars ;  for  seven  years,  fifteen  dollars ;  for  fourteen  yeai;s, 
thirty  dollars. 

On  filing  each  caVeat,  ten  dollars. 

On  every  application  for  the  reissue  of  a  patent,  thirty 
dollars. 

On  filing  each  disclaimer,  ten  dollars. 

On  every  application  for  the  extension  of  a  patent,  fifty 
dollars. 

On  the  granting  of  every  extension  of  a  patent,  fifty 
dollars. 

On  an  appeal  for  the  first  time  from  the  primary  exam- 
iners to  the  examiners  in  chief,  ten  dollars. 

On  every  appeal  from  the  examiners  in  chief  to  the 
commissioner,  twenty  dollars. 

For  certified  copies  of  patents  and  other  papers,  includ- 
ing certified  printed  copies,  ten  cents  per  hundred  words. 

For  recording  every  assignment,  agreement,  power  of 
attorney,  or  other  paper,  of  three  hundred  words  or  under, 
one  dollar ;  of  over  three  hundred  and  under  one  thousand 
words,  two  dollars ;  of  over  one  thousand  words,  three 
dollars. 
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For  copies  of  drawings,  the  reasonable  cost  of  making 
them. 

Staiutee  JRevtsod-^nij  8, 1870,  oh.  ^80,  U  68,  75,  16  SUt.  209,  210.— March 
24,  1871,  oh.  5,  §  2, 17  St&t.  1. 

Prior  /S/a/w/e*— April  10,  1790,  eh.  7,  ?  7,  1  Stat.  112.— February  21,  1793, 
ch.  11,  i  5, 11  Stat.  828.— July  4, 1886,  oh.  357,  J§  4,  9,  11,  6  Stat.  118,  121.— 
March  8,  1839,  ch.  88,  }  8,  5  Stat.  854.— May  27,  1848,  ch.  47,  J  2,  9  Stat.  281. 
-March  2,  1861,  ch.  88,  §  10,  12  Stat.  248.-June  27,  1866,  ch.  148,  §  1,  14 
Stat.  76. 

Sec.  4934  a  (Act  of  March  3,  1883,  Ch.  143,  22  Stat. 
625).  The  Secretary  of  the  Interior  and  the  Commissioner 
of  Patents  are  authorized  to  grant  any  oflScer  of  the  gov- 
ernment, except  officers  and  employes  of  the  patent  office, 
a  patent  for  any  invention  of  the  classes  mentioned  in  sec- 
tion forty-eight  hundred  and  eighty-six  of  the  Revised 
Statutes,  when  such  invention  is  used  or  to  be  used  in  the 
public  service,  without  the  payment  of  any  fee  :  Provided^ 
That  the  applicant  in  his  application  shall  state  that  the 
invention  described  therein,  if  patented,  may  be  used  by 
the  government  or  any  of  its  officers  or  employes  in  the 
prosecution  of  work  for  the  government,  or  by  any  other 
person  in  the  United  States,  without  the  payment  to  him 
of  any  royalty  thereon,  which  stipulation  shall  be  included 
in  the  patent. 

Sec.  4935.  Patent  fees  may  be.  paid  to  the  commissioner 
of  patents,  or  to  the  treasurer  or  any  of  the  assistant 
treasurers  of  the  United  States,  or  to  any  of  the  designated 
depositaries,  national  banks,  or  receivers  of  public  money, 
designated  by  the  Secretary  of  the  Treasury  for  that  pur- 
pose i  and  such  officer  shall  give  the  depositor  a  receipt  or 
certificate  of  deposit  therefor.  All  money  received  at  the 
patent  office,  for  any  purpose,  or  from  any  source  what- 
ever, .shall  be  paid  into  the  treasury  as  received,  without 
any  Reduction  whatever. 

Siatute  Eevised^-JvUj  8, 1870,  ch.  280,  i  69, 16  Stat.  209. 
JFVior  iS/a^u/e^— March  8, 1887,  oh.  45,  i  14,  5  Stat.  194.— July  20,  1868,  ch. 
177,  i  7, 15  Stilt.  119. 
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Sec.  4936.  The  treasurer  of  the  United  States  is  author- 
ized to  pay  back  any  sum  or  sums  of  money  to  any  person 
who  has  through  mistake  paid  the  same  into  the  treasury, 
or  to  any  receiver  or  depositary,  to  the  credit  of  the  treas- 
ury, as  for  fees  accruing  at  the  patent  office,  upon  a  cer- 
tificate thereof  being  made  to  the  treasurer  by  the  com- 
missioner of  patents. 

StaMe  Bevised—Jxdj  8,  1870,  ch.  280/}  69,  16  Stat.  309. 
FHor  Statute— Axigv^  29, 1842,  ch.  268,  g  1,  6  Stat.  548. 
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Sec.  4937  (Act  of  March  3,  1881,  ch.  138,  sec.  1,  22 
Stat.  504) .  That  owners  of  trade-marks  used  in  commerce 
with  foreign  nations,  or  with  the  Indian  tribes,  provided 
such  owners  shall  be  domiciled  in  the  United  States,  or 
located  in  any  foreign  country  or  tribes  which  by  treaty, 
convention  or  law,  affords  similar  privileges  to  citizens  of 
the  United  States,  may  obtain  registration  of  such  trade- 
marks by  complying  with  the  following  requirements : 

First.  By  causing  to  be  recorded  in  the  Patent  OflBce  a 
statement  specifying  name,  domicile,  location,  and  citizen- 
ship of  the  party  applying;  the  class  of  merchandise  and 
the  particular  description  of  goods  comprised  in,  such  class 
to  which  the  particular  trade-mark  has  been  appropriated ; 
a  description  of  the  trade-mark  itself,  with  fac-similes 
thereof,  and  a  statement  of  the  mode  in  which  the  same  is 
applied  and  affixed  to  goods,  and  the  length  of  time  during 
which  the  trade-mark  has  been  used. 
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Second.  By  paying  into  the  Treasury  of  the  United 
States  the  sum  of  twenty-five  dollars,  and  complying  with 
such  regulations  as  may  be  prescribed  by  the  Commis- 
sioner of  Patents. 

Coiistraetion. 

The  statute  does  not  define  the  word  ^'  trade-mark,"  or  say  of  what  it 
shall  consist.  The  term  is  used  as  though  its  signification  were  already 
well  known  in  the  law.  Resort  must  therefore  he  had  to  the  law  outside 
of  the  statute,  to  ascertain  what  is  or  what  may  become  a  lawfbl  trade- 
mark.   Moorman  v,  Hoge,  2  Saw.  78. 

If  an  arbitrary  mark  or  device  has  been  so  long  used  in  connection  with 
an  article  of  manufacture  that  it  has  become  well  known  to  the  trade  as 
designating  a  particular  person's  goods,  it  constitutes  a  lawful  trade-mark. 
Morrison  v.  Case,  9  Blatch.  548 ;  s.  o.  2  O.  G.  544. 

A  simple  illustration  of  a  crown  in  connection  with  an  article,  to  desig- 
nate its  origin  and  ownership,  is  a  lawful  trade-mark.  Smith  v.  Reynolds, 
10  Blatch.  100 ;  s.  c.  3  0.  G.  216. 

The  name  of  a  town  joined  to  the  name  of  an  article  is  not  a  legal 
trade-mark,  nor  can  it  be  made  so  by  adding  the  name  and  place  of  busi- 
ness of  the  manufacturer*    Armistead  v.  Blackwell,  1  O.  G.  603. 

The  word  ^^  centennial "  applied  to  medals  generally,  is  not  a  good 
trade-mark.    Kartell  v.  Vinez,  2  W.  N.  602. 

A  barrel  of  peculiar  form  and  dimensions,  without  any  marks,  symbols, 
or  devices  of  any  kind  impressed  upon  or  connected  with  it,  can  not 
become  a  trade-mark  or  a  substantive  part  of  a  trade-mark.  Moorman  v. 
Hoge,  2  Saw.  78. 

A  party  can  not  claim  an  ornamented  tin  pail,  when  used  to  contain  a 
certain  article,  as  a  trade-mark.  Harrington  v,  Libby,  14  Blatch.  188 ; 
s.  c.  12  0.  G.  144 ;  s.  C.  4  A.  L.  T.  (N.  S.)  47. 

A  manufacturer  can  not  by  registering  straight  lines  intersecting  each 
other  prevent  another  from  usiug  similar  intersecting  hnes  to  indicate 
where  the  article  must  be  cut  in  order  to  cut  ofl*  a  certain  quantit^y. 
Dausman  ^  D.  T.  Co.  v.  Ruflber,  15  O.  G.  559. 

If  a  trade-mark  is  claimed  by  a  firm,  it  is  sufficient  to  giy-e  the  name  of 
the  firm,  without  giving  the  names  of  the  individual  members.  Smith  v, 
Reynolds,  10  Blatch.  100 ;  8.  C.  3  0.  G.  216. 

A  statement  of  the  number  in  the  street,  the  city,  county,  and  State 
where  the  firm  is,  is  a  sufficient  statement  of  the  residence  and  place  cf 
business  of  the  firm.   Smith  v.  Reynolds,  10  Blatch.  100 ;  s.  c.  3  O.  G.  21,6. 

If  a  person  is  engaged  in  the  manufacture  and  sale  of  paints  generally, 
a  designation  of  paints  as  the  class  of  goods  intended  to  be  covered  by 
the  trade-mark  is  sufficient  without  fiirtiier  specification.  Smith  v.  Rey- 
nolds, 10  Blatch.  100 ;  8.  o.  3  O.  G.  216. 

If  diflerent  parties  claim  the  same  trade-mark,  the  commissioner  maj 
declare  an  interference  between  them.  Hanford  r.  Westcott,  16  O.  G« 
1181. 
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A  decision  by  the  commissioner  on  an  interference  is  conclusive  in  a 
subsequent  action  between  the  same  parties  or  their  privies.  Hanford  p. 
Westcott,  16  0.  G.  1181. 

Seo.  4938  (Act  of  March  3, 1881,  ch.  138,  §  2,  22  Stat. 
503).  That  the  application  prescribed  in  the  foregoing 
section  must,  in  order  to  create  any  right  whatever  in  favor 
of  the  party  filing  it,  be  accompanied  by  a  written  declara- 
tion verified  by  the  person,  or  by  a  member  of  a  firm,  or 
by  an  officer  of  a  corporation  applying,  to  the  effect  that 
Buch  party  has  at  the  time  a  right  to  the  use  of  the  trade- 
mark sought  to  be  registered,  and  that  no  other  person, 
firm,  or  corporation  has  the  right  to  such  use,  either  in  the 
identical  form  or  in  any  such  near  resemblance  thereto  as 
might  be  calculated  to  deceive ;  that  such  trade-mark  is 
used  in  commerce  with  foreign  nations  or  Indian  tribes,  as 
above  indicated ;  and  that  the  description  and  fac-similes 
presented  for  registry  truly  represent  the  trade-mark 
sought  to  be  registered. 

Constraclion. 

The  oath  annexed  to  an  application  for  a  trade-mark  is  sufficient, 
although  the  seal  of  the  notary  is  not  attached,  if  that  formality  is  not 
required  by  the  law  of  the  plaice  where  it  wi^  administered.  Cochran, 
McLean  &  Co.,  2  O.  G.  520. 

The  statute  does  not  require  that  the  applicant's  oath  shall  be  in  the 
exact  words  of  the  section.    Yibbard  &  Sheehan,  8  O.  G.  143. 

If  an  applicant  has  not  complied  specifically  with  all  the  requirements 
of  the  statute,  he  will  not  be  entitled  to  the  registration  of  a  trade-mark. 
Hankinson,  8  O.  G.  89. 

The  law  is  as  imperative  in  requiring  a  desenpHon  of  the  trade-mark  as 
in  requiring  a  fac-simile  thereof,  and  one  will  not  supply  the  omission  of 
the  other.    Yolta  Belt  Company,  8  0.  G.  144. 

Sec.  4939  (Act  of  March  3,  1881,  ch.  138,  §  3,  22  Stat. 
503).  That  the  time  of  the  receipt  of  any  such  applica- 
tion shall  be  noted  and  recorded.  But  no  alleged  trade- 
mark shall  be  registered  unless  the  same  appear  to  be 
lawfully  used  as  such  by  the  applicant  in  foreign  com- 
merce or  conmierce  with  Indian  tribes  as  above  mentioned, 

31 
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or  is  within  the  provision  of  a  treaty,  convention,  or  dec- 
laration with  a  foreign  power ;  nor  which  is  merely  the 
name  of  the  applicant;  nor  which  is  identical  with  a 
registered  or  known  trade-mark  owned  by  another  and 
appropriate  to  the  same  class  of  merchandise,  or  which  so 
nearly  resembles  some  other  person's  lawful  trade-mark 
as  to  be  likely  to  cause  confusion  or  mistake  in  the  mind 
of  the  public,  or  to  deceive  purchasers.  In  an  application 
for  registration  the  Commissioner  of  Patents  shall  decide 
the  presumptive  lawfulness  of  claim  to  the  alleged  trade- 
mark; and  in  any  dispute  between  an  applicant  and  a 
previous  registrant,  or  between  applicants,  he  shall  follow, 
so  far  as  the  same  may  be  applicable,  the  practice  of  courts 
of  equity  of  the  United  States  in  analogous  cases. 

€oni»traction« 

The  proceeding  before  the  commissioner  is  purely  ex  parte.  Other 
parties  have  no  notice,  actual  or  constructive.  The  decision  of  the  com- 
missioner is  not  conclusive  that  the  [mrty  is  entitled  to  a  trade«mark. 
Moorman  r.  Hoge,  2  Saw.  78. 

If  a  person  has  registered  a  trade-mark  for  a  certain  article  generally, 
and  the  same  symbol  had  been  in  use  before  he  adopted  it  for  certain 
descriptions  thereof,  the  registration's  void,  for  it  is  broader  than  his 
right.    Smith  v.  Reynolds,  10  Blatch.  100 ;  s.  c.  3  0.  G.  216. 

A  party  who  purchases  a  trade^mark  from  one  partner  can  not  have  it 
registered,  for  he  has  not  an  exclusive  right  to  use  it.  Armistead  r. 
BlackweU,  1  O.  G.  603. 

No  person  is  entitled  to  a  trade- mark  in  a  numeral  which  only  indicates 
but  does  not  express  the  quality  of  the  goods.  Kinney  t;.  Allen,  1  Hughes 
106 ;  S.  c.  4  A.  L.  T.  (N.  S.)  258. 

If  a  person  uses  a  numeral  of  a  certain  form,  size,  color  and  style,  he 
may  be  entitled  to  use  that  as  a  tr%cie-mark.  Kinney  r.  Allen,  1  Hughes 
106 ;  s.  c.  4  A.  L.  T.  (N.  S.)  258. 

The  commissioner  may  refuse  to  register  alleged  trade-marks  which  are 
clearly  not  valid.    Kipling,  24  O.  G.  899. 

Parties  who  employ  a  word  in  an  experimental  way  in  five  or  six 
instances  only,  do  not  thereby  gain  a  title  to  it  as  a  trade-mark,  in  oppo- 
sition to  one  who  has,  in  the  meantime,  adopted  it  and  put  it  into  general 
use.    Stemberger  v.  Thalheimer,  3  O.  G.  120. 

A  person  who  is  the  first  to  preserve  and  can  an  article  is  not  entitled 
to  a  trade-mark  in  the  name  by  which  the  article  has  been  previously 
known.    Ams,  23  0.  G.  344. 
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He  who  was  the  first  to  actually  adopt  and  use  a  trade-mark  for  the 
purpose  of  indicating  ownership  or  proprietorship  of  the  articles  to  which 
the  mark  is  applied,  is  entitled  to  it  as  against  the  person  who  was  the 
first  to  suggest  and  urge  its  adoption.    Swift  o.  Peters,  11  O.  G.  1110. 

The  law  does  not  require  a  description  of  every  actual  and  possible 
matter  that  can  be  used  in  connection  with  the  mark.  The  thing  of  value 
in  the  matter  of  registration  is  the  trade-mark  itself.  No  protection  is 
aflTorded  for  the  use  of  scrolls,  fancifbl  fibres,  or  other  words  which  are 
not  an  essential  part  of  the  mark,  and  a  nill  description  of  them  will  not 
be  allowed.    William  S.  KimbaU,  11  O.  G.  1109« 

The  production  of  a  judgment  establishing  the  validity  of  the  trade- 
mark is  not  essential.  The  fact  that  the  trade-mark  was  rightfullv  in  use 
on  the  eighth  day  of  July,  1870,  may  be  established  by  the  affidavits  of 
disinterested  X)artie6,  who  have  knowledge  of  the  facts,  setting  forth  the 
length  of  time  the  mark  has  been  in  notorious  use,  whether  or  not  it  has 
obtained  a  commercial  value,  and  is  considered  by  the  trade  as  an  indica- 
tion of  the  origin  and  ownership  of  the  articles  to  which  it  is  affixed. 
Rubber  Clothing  Co.,  10  O.  G.  111. 

The  right  to  registration  is  founded  on  the  adoption  of  a  proper  trade- 
raark«  not  the  property  of  another  party,  and  the  declared  intention  to  use 
it.    Rothschild,  7  O.  G.  220. 

It  is  no  bar  to  the  registry  of  a  trade-mark  that  it  has  already  been  used 
as  such  on  articles  of  a  different  character.  R.  W.  English,  2  Dec.  Com. 
142. 

It  is  only  necessary  that  trade-marks  shall  be  so  far  original  as  that 
when  known  in  the  market  the  goods  of  one  merchant  or  manufacturer 
may  be  distinguished  from  those  of  another.  Porter  Blanchard's  Sons,  3 
Dec.  Com.  97 ;  R.  J.  Roberts,  3  Dec.  Com.  100 ;  Dutcher  Temple  Co.,  3 
Dec.  Com.  248 ;  George  £.  Glines,  8  O.  G.  435 ;  Robert  Rohland,  10 
O.  G.  980. 

A  trade-mark  that  is  descriptive  can  not  be  registered.  Smith,  16  O.  G. 
679 ;  Cohn,  16  O.  G.  680  ;  Strasburger  &  Co.,  20  0.  G.  155. 

A  word  which  is  descriptive  of  the  quality  of  the  article  can  not  be 
used  as  a  trade-mark.  Goodyear  Rubber  Co.,  11  0.  G.  1062;  Dole 
Brothers,  12  0.  G.  939. 

A  word  which  is  merely  inferentially  or  remotely  descriptive  may  be 
registered  as  a  trade-mark.    Heyman,  18  O.  G.  922. 

The  word  *^  crystalline  ''*  can  not  be  registered  as  a  trade-mark  for  artifi- 
cial stones,  because  it  is  descriptive.    Kipling,  24  O.  G.  899. 

A  barrel  constructed  of  light  and  dark  staves  alternately  can  not  be 
registered  as  a  trade-mark  for  packages  of  flour,  for  it  is  descriptive. 
Halliday  Bros.,  16  0.  G.  500. 

A  device  which  does  not  perform  the  sole  office  of  a  trade-mark,  but 
enters  into  the  mechanical  structure  of  the  article,  can  not  be  regis- 
tered as  a  trade-mark.    Jacob  Gordon,  12  O.  G.  517. 

The  word  '^  evaporated  "  is  at  once  generic  and  descriptive  and  can  not 
be  registered.    Alden,  15  O.  G.  389. 

The  word  ^^  safety  ^^  cannot  be  registered  as  a  trade-mark  applicable 
to  powder,  fuse  lighters  and  explosive  caps,  for  it  is  descriptive.  Safety 
Powder  Co.,  16  0.  G.  136. 

The  word  ^^  swins  "  cannot  be  registered  as  a  trade-mark  applicable  to 
the  socket  of  a  scythe  snath.    Thompson,  Derby  &  Co.,  16  O.  G.  137. 

A  simple  outline  figure  surrounding  words  purely  descriptive  of  the 
quality  of  the  article  can  not  be  registered  as  a  trade-mark.  G.  W.  Rader 
&  Co.,  13  O.  G.  596. 


484  TRADE-MARK  LAWS.  [§  4939 

A  word  which  has  been  roistered  by  another  can  not  be  registered  as 
an  essential  element  in  a  trade-mark.    Strasbuiger  &  Co.,  20  0.  G.  155. 

The  minor  non-essential  elements  of  a  composite  symbol  of  trade  can 
not  be  registered  as  a  trade-mark.    Coats,  16  0.  G.  544. 

A  combination  of  two  symbols  can  not  be  registered  if  each  has  been 
previously  registered  separately.    Smith,  16  O.  G.  679. 

A  representation  of  a  kernel  of  com  and  the  word  ^'  com  "  can  not  be 
joined  in  one  registration  as  a  trade-mark.    Peper,  16  0.  G.  678. 

A  combination  of  two  symbols  may  be  registered,  although  another  has 
previously  registered  one  of  them  as  a  tn^e-mark  for  the  same  article. 
Cornwall  et  al.,  12  O.  G.  138. 

If  a  trade-mark  is  so  nearly  like  that  owned  by  another  as  to  mislead 
the  public,  it  can  not  be  registered.  Coggin,  Kidder  &  Co.,  11  O.  G. 
1109. 

An  arbitrary  combination  of  numerals,  having  no  other  meaning  than 
to  distinguish  the  applicant's  goods  in  the  market  and  indicate  to  pur- 
chasers that  all  goods  having  this  mark  have  one  and  the  same  origin, 
may  be  used  as  a  trade-mark.    Dawes  &  Fanning,  1  O.  G.  27. 

The  designation  **  lion,"  whether  used  pictorially,  or  written  or  printed, 
is  a  lawful  trade-mark  for  a  medicine  for  a  particular  disease.  P.  G. 
Weaver,  10  O.  G.  1. 

The  registration  of  the  mere  name  of  a  person,  firm,  corporation,  place, 
or  article,  or  a  word  or  words  indicating  kind  or  quality,  will  be  refused. 
Bowe  &  Post,  9  O.  G.  496 ;  Dundas,  Dick  &  Co.,  9  O.  G.  538 ;  Boach,  10 
O.  G.  333 ;  Eagle  Pencil  Co.,  10  O.  G.  981. 

If  a  person  succeeds  another  in  business  he  may  register  his  name  in 
connection  with  an  arbitrary  symbol  as  a  trade-mark.  Frieberg  & 
Workum,  20  O.  G.  1164. 

The  name  of  a  person  can  not  be  registered  as  a  trade-mark  without  his 
consent.    Sullivan  v.  Burke,  16  O.  G.  765 

A  trade-mark  which  consists  merely  of  the  name  of  the  applicant  can 
not  be  registered.    Fairchild,  21  O.  G.  789. 

The  name  of  a  person  can  not  be  registered  as  a  trade-mark,  although 
it  is  accompanied  by  a  mark  sufficient  to  distinguish  it  from  the  same  name 
when  used  by  others.    Adriance  Piatt  &  Co.,  20  O.  G.  1820. 

If  the  name  of  a  patentee  has  become  a  generic  name  to  describe  the 
thing  patented,  the  owner  of  the  patent  can  not  have  the  name  registered 
as  a  trade-mark.    Consolidated  Fmit  Jar  Co.,  14  O.  G.  269. 

If  a  patentee  has  several  patents  for  similar  articles,  an  owner  of  one 
patent  can  not  have  the  name  registered  as  a  trade-mark.  Consolidated 
Fmit  Jar  Co.,  14  O.  G.  269. 

The  assignee  of  a  trade-mark  may  have  it  registered,  although  it  was 
connected  with  a  patent.    Consolidated  Fruit  Jar  Co.,  16  0.  G.  679. 

A  geographical  name  can  not  be  registered  as  a  trade-mark.  Famum 
&  Co.,  18  0.  G.  413. 

A  geographical  name  can  not  be  registered  as  a  trade-mark,  although 
it  is  joined  with  something  else.    Famum  &  Co.,  18  O.  G.  413. 

The  name  of  a  foreigp  place  which  is  neither  descriptive  nor  deceptive, 
but  used  in  a  merely  tanciful  signification,  may  be  registered  as  a  trade- 
mark.   Cornwall  Brothers,  12  O.  G.  312. 

The  word  ^^  London  "  can  not  be  registered  as  a  trade-mark  if  its  appli- 
cation is  descriptive  or  deceptive.    Knapp,  16  0.  G.  318. 

The  word  ^*  Baleigh  "  can  not  be  registered  as  a  trade-mark  for  manu- 
factured tobacco.    Oliver,  18  O.  G.  923. 
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An  unlawful  grant  of  a  registration  to  one  party  is  no  reason  why  an 
unlawful  grant  of  a  registration  of  the  same  tiade-mark  should  be  made 
to  another.    Wright  v.  Simpson,  15  O.  G.  968. 

A  trade-mark  can  not  be  registered  to  be  used  on  ^^  fancy  goods,"  for 
the  term  has  no  well-known  and  ascertained  meaning.  There  is  therefore 
no  practical  or  substantial  limitation  of  the  use.  George  Lisner,  13  O.  G. 
455. 

If  a  name  which  originated  with  a  party  has  been  so  frequently  used  that 
it  has  become  generic  to  denote  a  certain  article,  it  can  not  be  registered. 
J.  H.  Hall  &  Co.,  13  O.  G.  229. 

If  a  party  having  a  trade-mark  on  a  class  of  goods  concedes  that  another 
is  entitled  to  it  on  a  particular  description,  the  latter  may  have  his  regis- 
tered.   8org  V.  Welsh,  16  O.  G.  910. 

If  the  application  does  not  set  forth  a  lawful  trade-mark,  the  applicant 
can  not  amend  it  by  introducing  a  new  trade-mark  that  is  lawful.  Elias 
Block  &  Co.,  14  O.  G.  235. 

The  applicant  must  designate  the  particular  nation  or  Indian  tribe  in 
commerce  with  wliich  the  trade-mark  has  been  used.  Strasburger  &  Co., 
20  0.  G.  155. 

The  symbols  and  emblems  of  secret  or  other  organizations  may  be  reg- 
istered as  a  trade-mark.    W.  C.  Thomas,  14  0.  G.  821. 

The  word  ^^  Masonic  "  can  not  be  registered  as  a  trade-mark.  Smith, 
16  O.  G.  764. 

If  the  use  of  a  name  is  entirely  fanciful  and  arbitral^,  the  name  may  be 
registered  as  a  trade-mark.    Pace,  Talbott  &  Co.,  16  0.  G.  009. 

A  waved  band  of  ribbon  attached  to  a  cigar  box  may  be  registered  as  a 
trade-mark.    Stratton  &  Storm,  18  O.  G.  923. 

If  the  applicant  files  a  fac-simile  of  his  trade-mark,  the  language  of  his 
description  is  restiicted  to  such  a  symbol  as  will  conform  to  the  fac-simile. 
Duke  V.  Green,  16  O.  G.  1094. 

A  likeness  of  a  kernel  of  com  is  not  a  foe-simile  of  the  word  ^^  com/^ 
Peper,  16  O.  G.  678. 

If  one  partner  after  the  dissolution  of  a  firm  alone  continues  to  use  it 
upon  the  same  article,  he  is  entitled  to  have  it  registered.  Simpson  v. 
Wright,  15  O.  G.  248. 

If  a  firm  which  has  acquired  a  trade-mark  is  dissolved,  each  becomes  a 
tenant  in  common  thereof,  although  one  possesses  the  secret  of  manufac- 
turing the  article  and  neither  is  entitled  to  a  registration.  Wright  v.  Simp- 
son, 15  O.  G.  968. 

When  matter  that  is  the  proper  subject  of  a  trade-mark  is  apparently 
claimed  by  another,  the  applicant  must  establish  his  right  to  it  before  he 
can  have  it  included  in  a  register  of  a  label.    Jno  D.  Park,  12  O.  G.  2. 

If  it  appears  that  each  party  to  an  interference  is  entitled  to  an  undi- 
vided half  of  a  trade-mark,  the  applicant  can  not  obtain  a  registration,  for 
the  law  grants  registration  only  to  those  entitled  to  the  exclusive  use  of  a 
trade-mark.    McElwee  p.  Blackwell,  15  O.  G.  658. 

The  word  ^^  French  '*  to  be  applied  to  bronze  paints  can  not  be  registered 
as  a  trade-mark,  for  it  tends  to  deceive  the  public.  J.  Marsching  &  Co.,  15 
O.  G.  294. 

If  one  party  has  registered  the  word  *^  swan  ''  as  a  trade-mark,  another 
I)arty  can  not  have  the  words  ^^  black  swan  "  regis tp.red  as  a  trade-mark, 
for  it  tends  to  deceive  the  public.    Jules  E.  Cairo,  15  O.  G.  248. 

If  a  trade-mark  so  nearly  resembles  a  prior  trade-mark  that  has  been 
registered  as  to  be  calculated  to  deceive  the  public,  it  can  not  be  regis- 
tered.   Weisert  Bros.,  16  O.  G.  680. 
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An  applicant  whose  application  for  a  trade-mark  is  refused  can  not 
hare  the  fee  refunded.    Elias  Block  &  Co.,  14  O.  6.  235. 

A  newly  coined  word  may  he  registered  as  a  trade-mark,  though  it  is 
suggestive  of  the  material  from  which  the  article  stamped  with  it  is  made. 
Francis  &  Mallon,  3  Dec.  Com.  283. 

A  x)erson  has  no  right  to  employ  a  sign  or  symhol  which,  from  the 
nature  of  the  fact  it  is  used  to  signify,  others  may  employ  with  equid 
truth,  and  therefore  with  equal  right.    Pratt  &  Farmer,  10  O.  G.  866. 

Generic  names  and  words  descriptive  of  quality  are  common  property, 
and  no  one  has  a  right  to  an  exclusive  use  of  them.  C.  L.  Hauthaway, 
3  Dec.  Com.  284 ;  Solon  Palmer,  3  Dec.  Com.  289  ;  C.  E.  Richardson  et  oLy 
3  0.  G.  120. 

Initial  letters  add  nothing  to  a  phrase  which  is  not  a  lawful  trade-mark 
without  them ;  neither  does  the  addition  of  a  date  help  it  any.  J.  6. 
Johnson  &  Co.,  2  O.  G.  315 ;  Blakeslee  &  Co.,  3  Dec.  Com.  284. 

Where  the  only  essential  portion  of  the  trade-mark  is  descriptive  and 
not  distinguishing,  registration  should  he  denied.  B.  Graham,  2  O.  G. 
618 ;  C.  L.  UauSiaway  &  Sons,  3  Dec.  Com.  97 ;  Bohert  J.  Roherts,  3 
Dec.  Com.  113;  £.  Kane  &  Co.,  9  O.  G.  105 ;  Dundas,  Dick  &  Co.,  9 
0.  G.  538. 

Every  emhlem  or  device  that  can  not  he  divested  of  its  ordinary  signi- 
fication, and  would  he  either  descriptive  or  deceptive,  is  unlawful  as  a 
trade-mark.  John  F.  Tolle,  2  O.  G.  415  :  The  American  Sardine  Co.,  3 
O.  G.  495 ;  American  Luhricating  Oil  Co.,  9  O.  G.  687 ;  Bennage  r. 
PhUlippi,  9  O.  G.  1159. 

A  compound  trade-mark,  one  of  whose  distinguishing  features  has 
already  been  appropriated  and  registered  by  another  as  applied  to  the 
same  class  of  merchandise,  can  not  be  registered.  J*  Bush  &  Co.,  10  O.  G. 
164. 

It  is  no  objection  to  a  trade-mark  that  the  several  parts  of  which  it  is 
composed  have  been  used  separately,  provided  it  is  so  distinct  as  not  to 
deceive  or  mislead  the  public.    Joseph  P.  Imbs,  10  O.  G.  463. 

It  is  sufficient  if  a  trade-maik  has  an  original  and  a  distinctive  significa- 
tion as  appertaining  to.  the  article.   India  Rubber  Comb  Co.,  8  O.  G.  905. 

Phrases  which  are  merely  descriptive  of  the  quality  of  the  article,  or  its 
destined  use,  can  not  be  registered  as  trade-marks.  Lawrence  &  Co.,  10 
O.  G.  163  ;  Edward  Warburg  &  Co.,  13  O.  G.  44. 

An  applicant  for  the  registration  of  a  trade-mark  may  include  in  his 
specification  either  a  whole  class  of  merchandise  or  several  specified 
descriptions  thereof.    Frank  Boehm  &  Co.,  8  0.  G.  319. 

If  an  individual  permanently  ceases  to  use  his  trade-mark,  and  consents 
to  its  use  and  adoption  by  another,  he  relinquishes  his  right  to  it.  Kidd 
&  Co.,  5  O.  G.  337. 

If  two  or  more  applicants  claim  the  same  trade-mark,  the  matter  may 
be  referred  to  the  Examiner  of  Interferences.  Duke  o.  Green,  16  O.  G. 
1094. 

On  an  interference  proceeding  the  inquiry  may  extend  to  the  ownenhip 
of  the  trade-mark  as  well  as  the  priority  of  adoption.  Hoosier  Drill  Co. 
V.  Ingels,  14  O.  G.  785. 

An  interference  in  trade-mark  cases  can  properly  be  declared  in  accord- 
ance with  the  usual  practice  governing  interference  cases  between  appli- 
cants for  patents.  Lautz  Bros.  f.  Schultz,  9  O.  G.  791 ;  McElwee,  13 
O.  G.  963. 

If  the  applicant  is  not  entitled  to  the  trade-mark,  it  is  not  necessary  to 
determine  whether  another  is  or  not.    Swift  v.  Peters,  11  O.  G.  1110. 
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Although  a  party  shows  that  he  once  used  a  trade-mark,  yet  he  must 
show  a  continuous  use  in  order  to  estahlish  a  present  right  to  it.  Jacobs  v. 
Lopez,  23  O.  G.  342. 

In  the  absence  of  evidence,  the  party  who  files  the  first  application  is 
entitled  to  a  trade-mark.    Jacobs  v.  Lopez,  23  O.  G.  342. 

Sec.  4940  (Act  of  March  3, 1881,  ch.  138,  §  4,22  Stat. 
503).  That  certificates  of  registry  of  trade-marks  shall  be 
issued  in  the  name  of  the  United  States  of  America,  under 
the  seal  of  the  Department  of  the  Interior,  and  shall  be 
signed  by  the  commissioner  of  patents,  and  a  record  thereof, 
together  with  printed  copies  of  the  specifications,  shall  be 
kept  in  books  for  that  purpose.  Copies  of  trade-marks 
and  of  statements  and  declarations  filed  therewith  and  cer- 
tificates of  registry  so  signed  and  sealed  shall  be  evidence 
in  any  suit  in  which  such  trade-marks  shall  be  brought  in 
controversy. 

Conatraction. 

A  certified  copy  is  evidence  only  that  what  is  shown  by  it  to  have  been 
filed  was  filed.  It  is  not  evidence  that  anything  required  by  the  statute  to 
be  filed,  and  not  shown  by  the  certificate  or  by  the  statement  annexed  to 
it  to  have  been  filed,  was  filed.  A  general  certificate  of  the  commissioner 
can  not  be  taken  as  evidence  that  the  requirements  of  the  law  have  been 
met.    Smith  v.  Reynolds,  10  Blatch.  85 ;  s.  o.  3  O.  G.  213. 

The  statement  required  by  the  statute  is  a  separate  and  distinct  thing 
from  the  declaration,  and  when  the  statute  speaks  of  certified  copies  of 
the  statement,  it  does  not  thereby  include  the  declaration.  Walker  r.  Reid, 
2  C.  L.  B.  133. 

A  certificate  which  gives  a  copy  of  the  statement  and  shows  that  a  dec- 
laration was  filed,  is  sufiicient.    Walker  t?.  Reid,  2  C.  L.  B.  133. 

Sec.  4941  (Act  of  March  3, 1881,  ch.  138,  §  5,  22  Stat 
503).  That  a  certificate  of  registry  shall  remain  in  force 
for  thirty  years  from  its  date ;  except  in  cases  where  the 
trade-mark  is  claimed  for  and  applied  to  articles  not  manu- 
factured in  this  country,  and  in  which  it  receives  protection 
under  the  laws  of  a  foreign  country  for  a  shorter  period, 
in  which  case  it  shall  cease  to  have  any  force  in  this  coun- 
try by  virtue  of  this  act  at  the  time  that  such  trade-mark 
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ceases  to  be  exclusive  property  elsewhere.  At  any  time 
during  the  six  months  prior  to  the  expiration  of  the  term 
of  thirty  years  such  registration  may  be  renewed  on  the 
same  terms  and  for  a  like  period. 

Sec.  4942  (Act  of  March  3,  1881,  ch.  138,  §  6,22  Stat 
503).  That  applicants  for  registration  under  this  act  shall 
be  credited  for  any  fee,  or  part  of  a  fee,  heretofore  paid 
into  the  .Treasury  of  the  United  States  with  intent  to  pro- 
cure protection  for  the  same  trade-mark. 

Sec.  4943  (Act  of  March  3,  1881,  ch.  138,  §  7, 22  Stat 
503).  That  registration  of  a  trade-mark  shall  be  prima 
fcude  evidence  of  ownership.  Any  person  who  shall  re- 
produce, counterfeit,  copy  or  colorably  imitate  any  trade- 
mark registered  under  this  act  and  affix  the  same  to  mer- 
chandise of  substantially  the  same  descriptive  properties 
as  those  described  in  the  registration,  shall  be  liable  to  an 
action  on  the  case  for  damages  for  the  wrongful  use  of  said 
trade-mark,  at  the  suit  of  the  owner  thereof;  and  the 
party  aggrieved  shall  also  have  his  remedy  according  to 
the  course  of  equity  to  enjoin  the  wrongful  use  of  such 
trade-mark  used  in  foreign  conmierce  or  conmierce  with 
Indian  tribes,  as  aforesaid,  and  to  recover  compensation 
therefor  in  any  court  having  jurisdiction  over  the  person 
guilty  of  such  wrongful  act ;  and  courts  of  the  United 
States  shall  have  original  and  appellate  jurisdiction  in  such 
cases  without  regard  to  the  amount  in  controversy. 

ConstrneUon. 

If  the  trade-mark  Is  for  a  combination,  there  ia  no  infringement  unless 
the  whole  combination  is  used.  Tucker  Manuf.  Co.  v.  Boyington,  9  0. 6. 
455. 

If  a  person  who  has  acquirepi  the  exclusive  use  of  a  mark  for  particular 
kinds  of  paints,  obtains  a  registration  of  it  as  a  trade-mark  for  paints  gen- 
erally, this  will  not  enable  him  to  restrain  another  from  its  use  upon  cer- 
tain paints  to  which  he  had  been  in  the  habit  of  affixing  the  same  mark 
prior  to  registration.    Smith  v.  Reynolds,  13  Blatch.  458. 

The  protection  given  by  the  statute  is  to  the  exclusive  use  of  the  trade- 
mark only  so  far  as  regards  the  particular  description  of  goods  set  forth  in 
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the  filed  statement  as  the  particular  description  of  goods  to  or  by  which 
the  trade-mark  has  been  or  is  intended  to  be  appropriated.  Osgood  v. 
Bockwood,  11  Blatch.  310. 

It  is  always  a  matter  of  discretion  whether  to  issue  an  injunction  or  not 
in  a  trade-mark  case.    Tucker  Manuf.  Co.  v*  Boyington,  9  0.  G.  455. 

An  alien  who  brings  an  action  for  a  violation  of  his  rights  under  a  reg- 
istered trade-mark  need  not  allege  the  existence  of  a  treaty  between  the 
United  States  and  his  country.    Fils  v.  Sarrazin,  15  Fed.  Bep^  489. 

Sec.  4944  (Act  of  March  3, 1881,  ch.  138,  §  8,  22  Stat. 
504) .  That  no  action  or  suit  shall  be  maintained  under 
the  provisions  of  this  act  in  any  case  where  the  trade-mark 
is  used  in  any  unlawful  business,  or  upon  any  article  inju- 
rious in  itself,  or  which  mark  has  been  used  with  the 
design  of  deceiving  the  public  in  the  purchase  of  merchan- 
dise, or  under  any  certificate  of  registry  fraudulently 
obtained. 

Sec.  4945  (Act  of  March  3,  1881,  ch.  138,  §  9,  22 
Stat.  504).  That  any  person  who  shall  procure  the  registry 
of  a  trade-mark,  or  of  himself  as  the  owner  of  a  trade- 
mark or  an  entry  respecting  a  trade-mark,  in  the  office  of 
the  Commissioner  of  Patents,  by  a  false  or  fraudulent 
representation  or  declaration,  orally  or  in  writing,  or  by 
any  fraudulent  means,  shall  be  liable  to  pay  any  damages 
sustained  in  consequence  thereof  to  the  injured  party,  to 
be  recovered  in  an  action  on  the  case. 

Sec.  4946  (Act  of  March  8,  1881,  ch.  138,  §  10,  22 
Stat.  504) .  That  nothing  in  this  act  shall  prevent,  lessen, 
impeach,  or  avoid  any  remedy  at  law  or  in  equity  which 
any  party  aggrieved  by  any  wrongful  use  of  any  trade- 
mark might  have  had  if  the  provisions  of  this  act  had  not 
been  passed. 

Construction. 

A  person  may  maintain  an  action  for  infringement  of  a  trade-mark, 
althoogli  it  has  not  been  recorded  at  the  patent  office,  for  a  trade-mark  is 
property  independently  of  the  statute.  The  act  is  not  obligatory.  It 
offers  to  manufacturers  an  opportunity  to  have  their  trade-marks  recorded, 
but  imposes  no  penalty  or  forfeiture  of  right  for  neglect  to  so  record  them. 
Bodgers  v.  Fhilp,  1  O.  G.  29. 
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The  recording  of  a  trade-mark  does  not  convey  any  higher  rights  than 
the  owner  had  independently  of  the  statute.  Popham  v,  Wilcox,  14  Ahb. 
Pr.  (N.  8.)  206, 

Sec.  4947  (Act  of  March  3,  1B81,  ch.  138,  §  11,  22 
Stat.  504).  That  nothing  in  this  act  shall  be  construed  as 
unfavorably  affecting  a  claim  to  a  trade-mark  after  the 
term  of  registration  shall  have  expired ;  nor  to  give  cog- 
nizance to  any  court  of  the  United  States  in  an  action  or 
suit  between  citizens  of  the  same  State,  unless  the  trade- 
mark in  controversy  is  used  on  goods  intended  to  be  trans- 
ported to  a  foreign  country,  or  in  lawful  commercial  inter- 
course with  an  Indian  tribe. 

Sec.  4947  a  (Act  of  March  3, 1881,  ch.  138,  §  12,  22 
Stat.  504).  That  the  Commissioner  of  Patents  is  author- 
ized to  make  rules  and  regulations  and  prescribe  forms  for 
the  transfer  of  the  right  to  use  trade-marks  and  for  record- 
ing such  transfers  in  his  office. 

Constraction. 

A  stipulation  that  any  breach  of  the  contract  by  one  party  shall  release 
the  other  party  from  all  obligation  under  the  contract,  merely  enlarges 
the  right  of  rescission,  but  does  not  enable  the  party  to  enjoy  the  fruits  of 
the  contract  without  compensation  where  he  does  not  elect  to  rescind,  if 
the  stipulation  so  broken  was  not  so  essential  to  the  contract  but  that  the 
breach  can  be  compensated  by  damages.    Coe  v.  Bradley,  9  O.  G.  541. 

When  a  licensee  of  a  trade-mark  is  sued  for  the  royalty,  he  is  estopped 
from  proving  the  invalidity  of  the  trade-mark.  Hilsen  v.  libbey,  44  N.  Y. 
Sup.  12. 

Sec  4947b  (Act  of  March  3,  1881,  ch.  138,  §  13,  22 
Stat.  504).  That  citizens  and  residents  of  this  country 
wishing  the  protection  of  trade-marks  in  any  foreign  coun- 
try, the  laws  of  which  require  registration  here  as  a  con- 
dition precedent  to  getting  such  protection  there,  may 
register  their  trade-marks  for  that  purpose  as  is  above 
allowed  to  foreigners,  and  have  certificate  thereof  from 
the  Patent  Office. 
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Sec.  4947  c  (Act  of  Aug.  5, 1882,  ch.  393, 23  Stat.  298). 
That  nothing  contained  in  the  law  entitled  ^^An  act  to 
authorize  the  registration  of  trade-marks  and  protect  the 
same,"  approved  March  third,  eighteen  hundred  and 
eighty-one,  shall  prevent  the  registry  of  any  lawful  trade- 
mark rightfully  used  by  the  applicant  in  foreign  commerce 
or  commerce  with  Indian  tribes  at  the  time  of  the  passage 
of  said  act. 
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Sec.  4948.  All  records  and  other  things  relating  to 
copyrights  and  required  by  law  to  be  preserved,  shall  be 
under  the  control  of  the  librarian  of  Congress,  and  kept 
and  preserved  in  the  library  of  Congress ;  and  the  libra- 
rian  of  Congress  shall  have  the  immediate  care  and  super- 
vision thereof,  and,  under  the  supervision  of  the  joint 
committee  of  Congress  on  the  library,  shall  perform  all 
acts  and  duties  required  by  law  touching  copyrights. 

statute  Bemsed—Jvlj  8,  1870,  ch.  280,  §  85, 16  Stat.  212. 
Prior  Statute— Fehrmrj  5,  1859,  ch.  22,  i  8,  11  Stat.  380. 
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Sec.  4949.  The  seal  provided  for  the  oflSce  of  the 
librarian  of  Congress  shall  be  the  seal  thereof,  and  by  it 
all  records  and  papers  issued  from  the  office  and  to  be 
used  in  evidence  shall  be  authenticated. 

StaiuU  lievised'--3\ay  S,  1870,  ch.  280,  §  85,  16  Stat.  212. 

Sec.  4950.  The  librarian  of  Congress  shall  give  a  bond, 
with  sureties,  to  the  treasurer  of  the  United  States  in  the 
sum  of  five  thousand  dollars,  with  the  condition  that  he 
will  render  to  the  proper  officer  of  the  treasury  a  true 
account  of  all  moneys  received  by  virtue  of  his  office. 

Statute  Eeviaed—Jxilj  8, 1870,  ch.  280,  §  86, 16  Stat.  212. 

Sec.  4951.  The  librarian  of  Congress  shall  make  an 
annual  report  to  Congress  of  the  number  and  description 
of  copyright  publications  for  which  entries  have  been 
made  during  the  year. 

Statute  Eevieed-^xiij  8,  1870,  ch.  230,  §  85,  16  Stat.  212. 

Sec.  4952.  Any  citizen  of  the  United  States  or  resident 
therein,  who  shall  be  the  author,  inventor,  designer,  or 
proprietor  of  any  book,  map,  chart,  dramatic  or  musical       .      (} 
composition,  engraving,  cut,  print,  or  photograph,  or  neg-  tu^^^ 
ative  thereof,  or  of  a  painting,  drawing,  chromo,  statue,       ' 
statuary,  and  of  the   models  or  designs   intended  to  be 
perfected  as  works  of  the  fine  arts,  and  the  executors, 
administrators,  or  assigns  of  any  such  person  shall,  upon 
complying  with  the  provisions  of  this  chapter,  have  the 
sole  liberty  of  printing,  reprinting,  publishing,  complet- 
ing, copying,  executing,  finishing  and  vending  the  same ; 
and,  in  the  case  of  a  dramatic  composition,  of  publicly 
performing  or  representing  it,  or  causing  it  to  be  per- 
formed or  represented  by  others.    And  authors  may  reserve 
the  right  to  dramatize  or  to  translate  their  own  works. 

Statute  Remsed^^xdj  8, 1870,  ch.  280,  §  86,  16  Stat.  212. 

Prior  Statutea—May  81,  1790,  oh.  15,  §  1, 1  Stat.  124.— April  29, 1802,  ch. 
86,  §  2,  2  Stat.  171.— February  8,  1881,  ch.  16,  §  1,  4  Stat.  436.— Augost  18, 
1866,  ch.  1B9,  §  1, 11  Stat.  188.— March  8, 1865,  ch.  126,  §  1, 18  Stat.  640. 
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Sabjecto  of  CopyriirM. 

The  provisions  of  this  section  in  relation  to  photographs  are  constitii- 
tional*  Sarony  v.  Burrow  6.  L.  Co.,  17  Fed.  Bep.  591 ;  Schreiber  r. 
Thornton,  17  Fed.  Rep.  603 ;  s.  c.  16  C.  L.  N.  424. 

The  statute  was  passed  for  the  encouragement  of  learning,  and  was  not 
intended  for  the  encouragement  of  mere  industry,  unconnected  with  learn- 
ing or  science.    Clayton  v.  Stone,  2  Paine  382. 

Literary  merit  is  not  a  necessary  element  of  a  legal  copyright.  Drur j 
p.  Ewing,  1  Bond  540. 

The  word  ^*  chart "  as  used  in  this  section  refers  to  a  form  of  map. 
Ehret  v.  Pierce,  18  Blatch.  302 ;  8.  C  10  Fed.  Rep.  653. 

An  advertising  card  used  to  display  the  different  colors  of  paints  is  not  a 
subject  of  copyright.  Ehret  t;.  Pierce,  18  Blatch.  302  ;  s.  c.  10  Fed.  Rep. 
653. 

Blank  account  books  are  not  the  subject  of  copyright.  Baker  f.  Selden, 
101  U.  S.  99 ;  s.  c.  17  O.  G.  1029. 

The  copyright  of  a  book  on  bookkeeping  does  not  confer  upon  the 
author  the  exclusive  right  to  make,  sell  and  use  account  books  prepared 
upon  the  plan  set  forth  in  such  book.  Baker  o.  Selden,  101 U.  S.  99  ;  s.  c. 
17  O.  G.  1029. 

A  compilation  of  information  that  is  useful  in  a  counting-room  is  a 
proper  subject  of  a  copyright.    Bullinger  v.  Mackey,  16  Blatch.  550. 

A  new  arrangement  of  an  old  piece  of  music  is  a  valid  subject  of  copy- 
right.   Schuberth  v.  Shaw,  28  A.  L.  Reg.  248. 

The  word  '*  print "  is  used  in  connection  with  "  engravuig,  cut,  and  pho- 
tograph.^^ It  means  apparently  a  picture;  something  complete  in  itself, 
similar  in  kind  to  an  engraving,  cut  or  photograph.  It  clearly  does  not 
mean  something  printed  on  paper  that  is  not  intended  for  use  as  a  picture, 
but  is  itself  to  be  cut  up  and  embroidered,  and  thus  made  into  an  entirely 
different  article,  as  a  balloon  or  a  hanging  basket.  Rosenbach  o.  Drey- 
fuss,  17  O.  G.  1153 ;  s.  c.  2  Fed.  Rep.  217. 

If  a  chromo  is  clearly  a  work  of  artistic  merit  it  is  the  subject  of  a 
copyright,  although  the  person  claiming  the  cop3Tight  expects  to  obtain 
his  reward  indirectly  through  an  increase  of  profits  in  his  business  to  be 
obtained  through  its  gratuitous  distribution.  Yuengling  v,  Schile,  12  Fed. 
Rep.  97  ;  B.  c.  20  Blatch.  452. 

The  proprietor  of  a  chromo  which  was  wholly  designed,  manufactured 
and  completed  in  a  foreign  country  is  not  entitled  to  a  copyright  thereof. 
Yuengling  v.  Schile,  12  Fed.  Bep.  97 ;  s.  o.  20  Blatch.  452. 

The  word  ^^  proprietor  "  has  been  used  in  the  copyright  laws  in  the 
limited  and  restricted  sense  of  a  person  who  has  lawfully  acquired  tlie 
exclusive  right  of  some  native  or  resident  artist  or  author.  Yuengling  v. 
Schile,  12  Fed.  Bep.  97 ;  s.  c.  20  Blatch.  462. 

The  proprietor  of  a  chromo  which  was  invented  by  another  can  not 
claim  a  copyright  therein,  unless  he  shows  an  exclusive  right  lawfully 
derived  from  the  inventor.  Yuengling  v.  Schile,  12  Fed.  Bep.  27 ;  s.  c. 
20  Blatch.  452. 
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The  word  ^'  print "  embraces  lithographs.  Yuengling  v,  Schile,  12  Fed. 
Rep.  97  ;  s.  c.  20  Blatch.  452. 

Before  an  author  can  claim  a  copyright  in  the  plan  of  arranging  his 
materials,  he  must  make  it  appear  that  his  book  exhibits  a  substantially 
new  and  original  system  of  arrangement  of  such  a  character  as  to  require 
invention.    Bullinger  v.  Mackey,  15  Blatch.  550. 

There  may  be  a  valid  copyright  in  the  plan  of  a  book  as  connected  with 
the  arrangement  and  combination  of  the  materials,  and  the  mode  of  dis> 
playing  and  illustrating  the  subject,  although  all  the  materials  employed 
and  the  subject  of  the  work  may  be  common  to  all  other  writers.  Greene 
V,  Bishop,  1  Cliff.  186 ;  Emerson  v,  Davies,  3  Story  768 ;  Boucicault  v.  Fox, 
5  Blatch.  87. 

A  party  who  first  brings  together  materials  drawn  from  different  sources 
is  entitled  to  a  copyright  for  a  compilation.  Gray  v.  Russell,  1  Story  11 ; 
Blunt  V.  Patten,  2  Paine  393. 

Where  there  is  nothing  immoral  or  improper  in  a  print  itself,  the  fact 
that  it  may  be  used  by  persons  to  violate  the  law  does  not  of  itself  deprive 
it  of  the  protection  of  the  law.  To  do  this  it  must  appear  either  that 
there  is  something  immoral,  pernicious,  or  indecent  in  the  thing  per  «e, 
or  that  it  is  incapable  of  any  use  except  in  connection  with  some  illegal 
or  immoral  act.    Richardson  v.  Miller,  15  A.  L.  J.  340 ;  s.  c.  12  O.  G.  3. 

A  dramatic  composition  which  is  grossly  indecent  and  calculated  to  cor- 
rupt the  morals  of  the  people  is  not  the  proper  subject  of  a  copyright. 
Martinetti  v.  Maguire,  1  Deady  216 ;  8.  o.  1  Abb.  C.  C.  356. 

No  reporter  can  have  any  copyright  in  judicial  decisions.  Wheaton  o. 
Peters,  8  Wheat.  591 ;  Little  v.  Gtould,  2  Blatch.  165. 

A  reporter  of  judicial  decisions  is  entitled  to  a  copyright  of  his  work  to 
the  extent  of  his  authorship  of  the  composition  contained  therein.  Little 
V.  Gould,  2  Blatch.  165 ;  Little  v.  Gould.  2  Blatch.  362 ;  Myers  v.  Cal- 
laghan,  5  Fed.  Rep.  726 ;  8.  c.  10  Biss.  139. 

Copyrights  of  the  additions  of  a  work  other  than  the  original  editions 
are  granted  for  additions  to  emendations  of  or  improvements  in  the  work, 
and  every  copyright  should  bear  date  of  the  day  when  it  was  secured. 
Lawrence  ».  Dana,  7  O.  G.  81 ;  s.  c.  4  Cliff.  1 ;  s.  c.  2  A.  L.  T.  (N.  S.) 
402. 

The  term  ^^  book  "  does  not  carry  with  it  the  requirement  that  it  shall 
be  printed.  A  book  may  exist  without  printing,  and  such  book,  when 
made  or  composed,  is  to  be  entitled  to  copyright.  Roberts  v,  Myers,  23 
Law  Rep.  396 ;  s.  c.  17  Leg.  Int.  405. 

The  literary  property  intended  to  be  protected  by  the  act  is  not  to  be 
determined  by  the  size,  form  or  shape  in  which  it  makes  its  appearance, 
but  by  the  subject-matter  of  the  work.    Clayton  v.  Stone,  2  Paine  382. 

A  daily  or  weekly  publication  of  the  state  of  the  market  is  not  the 
subject  of  a  copyright.    Clayton  v.  Stone,  2  Paine  382. 

The  preliminary  steps  required  by  law  can  not  be  reasonably  applied  to 
a  work  of  so  ephemeral  a  character  as  a  newspaper.  Clayton  o.  Stone,  2 
Paine  382. 


X 
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A  book  need  not  be  a  book  in  the  common  and  ordinary  acceptation  of 
the  word,  viz.,  a  volume  made  up  of  several  sheets  bound  together.  It 
may  be  printed  only  on  one  sheet.  Clayton  v.  Stone,  2  Paine  382 ;  Scoville 
V.  Toland,  6  West.  L.  J.  84 ;  Drury  v.  Ewing,  1  Bond  640. 

A  chart  which  contains  a  series  of  diagrams  interspersed  with  printed 
instructions  as  to  the  mode  of  using  them  in  taking  measurements  for 
and  cutting  gaiments  is  the  subject  of  copyright.  Drury  v.  Ewing,  1  Bond 
540. 

A  label  intended  for  no  other  use  than  to  be  pasted  on  vials  or  bottles 
containing  a  medicinal  preparation  is  not  the  proper  subject  of  a  copy- 
right. Scoville  Vs  Toland,  6  West.  L.  J.  84 ;  Coffeen  v.  Brunton,  4  Mc- 
Lean 516. 

A  written  work  consisting  wholly  of  directions  set  in  order  for  convey- 
ing the  ideas  of  the  author  on  a  stage  or  public  place  by  means  of  charac- 
ters who  represent  the  narrative  wholly  by  action,  is  as  much  a  dramatic 
composition  as  if  language  or  dialogue  were  used  in  it  to  convey  ideas. 
Daly  9.  Palmer,  6  Blatch.  256. 

A  spectacular  piece  which  consists  almost  wholly  of  scenic  effects  or  rep- 
resentations, and  in  which  the  dialogue  is  very  scant  and  meaningless,  is 
not  a  dramatic  composition.  Martinetti  o.  ^aguire,  1  Deady  216 ;  s.  c.  1 
Abb.  C.  C.  356. 

Playing  cards  may  be  a  proper  subject  of  copyright.  Richardson  v. 
Miller,  15  A.  L.  J.  340  ;  s.  C.  12  O.  G.  3. 

A  person  who  translates  a  dramatic  composition  with  the  consent  of  the 
author  is  entitled  to  a  copyright.    Shook  v,  Rankin,  6  Biss.  477. 

A  person  who  deposits  in  the  copyright  office  the  title  of  a  drama  not 
original  with  himself,  can  not  secure  to  himself  such  title  to  the  exclusion 
of  others  who  have  applied  such  title  to  a  dramatic  composition  founded 
on  the  same  story  before  the  date  of  such  deposit.  Benn  o.  Ledercq,  30 
Leg.  Int.  185. 

The  musical  composition  contemplated  by  the  statute  must  be  substan- 
tially a  new  and  original  work,  and  not  a  copy  of  a  piece  already  pro- 
duced, with  additions  and  variations  which  a  writer  of  music  with  skill 
and  experience  might  readily  make.  Jollie  v.  Jaques,  1  Blatch.  618 ; 
Reed  v.  Carusi,  Taney  72. 

If  an  engraving  does  not  involve  invention  it  is  not  a  subject  of  copy- 
right.   Collender  v.  Griffith,  11  Blatch.  212  ;  s.  c.  3  O.  G.  689. 

A  photograph  is  not  a  print,  cut  or  engraving.  Wood  v,  Abbott,  5 
Blatch.  325. 

A  publication  of  a  new  and  revised  set  of  rules  regularly  adopted  by  the 
court  is  not  a  republication  of  the  prior  rules.  Banks  v.  McDivett,  13 
Blatch.  163 ;  s.  c.  8  0.  G.  860. 

Pariieii. 

To  constitute  an  author,  the  person  must,  by  his  own  intellectual  labor, 
applied  to  the  materials  of  his  composition,  produce  an  arrangement  or 
compilation  new  in  itself.    Atwell  v.  Ferrett,  2  Blatch.  39. 
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No  person  is  entitled  to  a  copyright  in  alterations  and  improvements 
made  by  others  at  his  procurement  and  for  him.  Atwell  v.  Ferrett,  2 
Blatch.  39. 

No  person  is  entitled  to  a  copyright  of  an  historical  print  which  he  did 
not  invent  or  design,  but  which  was  invented,  designed  and  engraved  by 
others,  although  he  employed  them  to  do  so.  Binns  o.  Woodraff,  4 
Wash.  48. 

Although  an  author  produces  a  work  while  in  the  general  employment 
of  another,  yet  he  will  not  be  deemed  to  have  parted  with  his  right  and     y 
transferred  it  to  his  employer  unless  there  is  a  valid  agreement  to  that 
effect.    Boucicault  o.  Fox,  5  Blatch.  87. 

If  an  actor  agrees  with  the  proprietor  to  write  a  drama  and  allow  it  to 
be  x)erformed  at  the  theatre  so  long  as  it  draws  good  audiences,  he  is   \J 
entitled  to  copyriglit,  and  the  proprietor  is  a  mere  licensee.    Roberts  ».  v^ 
Myers,  23  Law  Rep.  396 ;  s.  o.  17  Leg.  Int.  405 ;  Boucicault  v.  Fox,  5 
Blatch.  87. 

If  a  person  give  contributions  to  the  proprietor  of  a  work,  the  title 
thereto  is  vested  in  the  proprietor  as  the  work  is  done,  to  the  extent  of 
the  gift,  and  no  assignment  thereof  is  necessary.  Lawrence  v,  Dana,  7 
O.  G.  81 ;  s.  c.  4  Clifl'.  1 ;  s.  c.  2  A.  L.  T.  (N.  S.)  402. 

If  contributions  are  given  to  the  proprietor  of  a  work,  he  may  take  a 
copyright.  Lawrence  o.  Dana,  7  O.  G.  81 ;  s.  c.  4  Cliff.  1 ;  s.  c.  2  A.  L. 
T.  (N.  S.)  402. 

If  contributions  are  given  to  be  used  in  one  edition  of  a  work,  the  pro- 
prietor acquires  no  right  to  use  them  in  any  other  edition.  Lawrence  v. 
Dana,  7  O.  G.  81 ;  s.  c.  4  Cliff.  1 ;  s.  c.  2  A.  L.  T.  (N.  S.)  402. 

The  legal  assignee  of  an  author  is  competent  to  take  out  a  copyright, 
although  he  takes  it  in  trust  for  others.    Little  v.  Gould,  2  Blatch.  362. 

If  a  person  accepts  the  office  of  reporter  under  a  law  which  prohibits 
him  from  having  any  pecuniary  interest  therein  or  taking  a  copyright 
therefor,  he  thereby  surrenders  his  rights  as  author,  and  can  not  confer 
them  on  another.    Little  v,  Gould,  2  Blatch.  165. 

If  a  person  enters  the  employ  of  the  government  under  a  stipulation 
that  all  drawings  and  sketches  made  by  him  shall  belong  exclusively  to  it, 
and  Congress  orders  them  to  be  published,  he  is  not  entitled  to  a  copy- 
right.   Heine  v.  Appleton,  4  Blatch.  125. 

Unless  there  is  a  most  unequivocal  dedication  of  private  letters  and 
papers  to  the  public  or  to  some  private  person,  the  author  has  the  exclu- 
sive right  to  a  copyright  thereof.    Folsom  v.  Marsh,  2  Story  100. 

The  acts  of  the  author  in  compiling  the  book  may  be  proven  by  the 
*«stimony  of  others.    Bullinger  v.  Mackey,  15  Blatch.  550. 

Aliens. 

The  publisher  of  the  work  of  a  foreign  author  can  secure  the  exclusive 
right  to  such  publication  only  by  the  voluntary  and  unconstrained  forbear- 
ance of  the  trade.    Sheldon  v.  Houghton,  5  Blatch.  285. 
32 
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The  term  *^  resident  '^  means  a  permanent  inhabitant.  A  mere  tran- 
sient visitant  whose  family,  business,  intentions  and  relations  are  all 
abroad  can  not  be  considered  a  resident,  and  the  filing  of  a  declaration  of 
an  intention  to  become  a  citizen  can  not  make  him  one.  Carey  o.  Collier, 
56  Niles  Reg.  262. 

Residence  ordinarily  means  domicile,  or  the  continuance  of  a  person  in 
a  place,  having  his  home  there.  It  is  not  actually  necessary  that  he  shall 
be  the  occupant  of  his  own  house.  He  may  be  a  boarder  or  lodger  in  the 
house  of  another.  The  main  question  is  as  to  the  intention  with  which  a 
man  or  person  is  staying  in  a  particular  place.  In  order  to  constitute  resi- 
dence it  is  necessary  that  a  man  shall  go  to  a  place  with  the  intention  of 
remaining,  making  it  his  home  or  place  of  abode.  Boucicault  v.  Wood, 
2  Biss.  34 ;  s.  c.  16  A.  L.  Reg.  539. 

If  a  party  takes  a  house  in  this  country  with  the  intention  of  remaanin^ 
here,  he  is  a  resident,  although  he  may  subsequently  return  to  his  own 
country.    Boucicault  o.  Wood,  2  Biss.  34 ;  s.  c.  16  A.  L.  Reg.  539. 

In  order  to  become  a  resident,  the  intention  to  remain  must  exist  at  the 
time  when  the  party  takes  up  his  abode.  Boucicault  v.  Wood,  2  Biss.  34 ; 
s.  c.  16  A.  L.  Reg.  539. 

Infk'iiigeiiieiit. 

An  author  may  be  said  to  be  the  inventor  or  creator  both  of  the  ideas 
contained  in  his  book  and  the  combination  of  words  to  represent  them. 
Before  publication  he  has  the  exclusive  possession  of  his  invention.  But 
when  he  has  published  his  book  and  given  his  thoughts,  sentiments, 
knowledge  or  discoveries  to  the  world,  they  become  the  common  property 
of  his  readers,  who  have  the  right  to  use  them  and  communicate  them 
to  others  clothed  in  their  0¥m  language,  by  lecture  or  treatise.  Stowe  v. 
Thomas,  2  Wall.  Jr.  547  ;  Keene  v.  Clarke,  5  Robt.  38. 

The  claim  of  literary  property  after  publication  can  not  be  in  the  ideas 
or  sentiments  as  dissevered  from  the  language,  idiom,  style,  or  the  out- 
ward semblance  and  exhibition  of  them.  The  author's  exclusive  property 
in  the  creation  of  his  mind  is  only  in  the  concrete  form  which  he  has 
given  to  it,  and  the  language  in  which  he  has  clothed  it.  When  he  has 
sold  his  book,  the  only  property  which  he  reserves  to  himself,  or  which 
the  law  gives  to  him,  is  the  exclusive  right  to  multiply  copies  of  that  par- 
ticular combination  of  characters  which  exhibits  to  the  eyes  of  another 
the  ideas  intended  to  be  conveyed.  That  is  what  the  law  terms  copy  or 
copyright.  Stowe  v.  Thomas,  2  Wall.  Jr.  547 ;  Greene  v.  Bishop,  1  Cliff. 
186. 

In  questions  of  infringement  of  copyright,  the  inquiry  Is  not  whether 
the  defendant  has  used  the  thoughts,  conceptions,  information  or  dis- 
coveries promulgated  by  the  original,  but  whether  his  composition  may 
be  considered  a  new  work  requiring  invention,  learning  and  judgment,  or 
only  a  mere  transcript  of  the  whole  or  parts  of  the  original,  with  merely 
colorable  variations.    Stowe  v.  Thomas,  2  Wall.  Jr.  547. 

A  translation  oi  an  author's  ideas  and  conceptions  into  another  Ian- 
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guage  is  not  an  infringement  of  a  copyright.  Stowe  v.  Thomas,  2  Wall. 
Jr.  547. 

If  a  translator  of  a  dramatic  composition  obtains  a  copyright,  he  can 
not  prevent  others  from  acting  a  prior  translation  made  with  the  author's 
consent  in  England.    Shook  v.  Rankin,  6  Biss.  477. 

A  fair  abridgment  of  any  book  is  considered  a  new  work,  as  to  write 
it  requires  labor  and  the  exercise  of  judgment.  It  is  only  new  in  the 
view  that  the  sense  of  the  author  is  given  in  a  condensed  form.  Story  v. 
Holcombe,  4  McLean  306  ;  Folsom  o.  Marsh,  2  Story  100. 

Works  on  law,  whether  elementary  or  otherwise,  are  proper  subjects  of 
abridgment.    Story  v.  Holcombe,  4  McLean  306. 

There  is  a  clear  distinction  between  a  compilation  and  an  abridgment. 
To  abridge  requires  the  exercise  of  the  mind,  and  that  is  not  copying.  To 
compile  is  to  copy  from  various  authors  into  one  work.  An  abridgment 
is  a  condensation  of  the  views  of  the  author ;  a  compilation  consists  of 
selected  extracts  from  different  authors.  Story  v.  Holcombe,  4  McLean 
306. 

It  may  not  be  essential  to  exclude  extracts  entirely  from  an  abridg- 
ment, but  in  making  extracts  merely  there  is  no  condensation  of  the 
language  of  the  author,  and  consequently  there  is  no  abridgment  of  it. 
Story  V.  Holcombe,  4  McLean  300 ;  Folsom  v.  Marsh,  2  Story  100 ;  Greene 
0.  Bishop,  1  Cliffi  186. 

A  copy  of  a  book  must  be  a  transcript  of  the  language  in  which  the  con- 
ceptions of  the  author  are  clothed,  of  something  printed  and  embodied  in 
a  tangible  shape.  The  same  conceptions  clothed  in  another  language  can 
not  constitute  the  same  composition,  nor  can  it  be  called  a  transcript  or 
copy  of  the  same  book.    Stowe  v.  Thomas,  2  Wall.  Jr.  547. 

A  copy  is  one  thing,  an  imitation  or  resemblance  another.  What 
degree  of  imitation  constitutes  an  infringement  is  a  nice  question  in  many 
cases.    Emerson  o.  Davies,  3  Story  768. 

It  is  not  sufficient  to  show  that  one  work  may  have  been  suggested  by 
another,  or  that  some  parts  and  pages  of  it  have  resemblances  to  the 
other.  It  must  be  further  shown  that  the  resemblances  in  those  parts  and 
pages  are  so  close,  so  full,  so  uniform  and  so  striking,  as  to  fairly  lead  to 
the  conclusion  that  one  is  a  substantial  copy  of  the  other,  or  mainly 
borrowed  from  it.    Emerson  v.  Davies,  3  Story  768. 

In  order  to  constitute  au  invasion  of  a  copyright,  it  is  not  necessary  that 
the  whole  of  the  work  shall  be  copied,  or  even  a  large  portion  of  it,  in 
form  or  in  substance.  The  entirety  of  the  copyright  is  the  property  of  the 
author,  and  it  is  no  defence  that  another  has  appropriated  a  part  and  not 
the  whole  of  any  property.  Folsom  v.  Marsh,  2  Story  100 ;  Greene  v. 
Bishop,  1  Cliff.  186. 

Whether  there  has  been  an  infringement  does  not  necessarily  depend 
upon  the  quantity  taken.  It  often  depends  upon  other  considerations,  the 
value  of  the  materials  taken,  and  their  importance  to  the  sale  of  the 
original  work.    Folsom  o.  Marsh,  2  Story  100. 

If  so  much  is  taken  that  the  value  of  the  original  is  sensibly  diminished. 
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or  the  labors  of  the  author  are  substantiall}'  to  an  injurious  extent  appro- 
priated, that  is  sufficient  to  constitute  a  piracy  pro  tanto.  Folsom  r. 
Marsh,  2  Story  100 ;  Greene  ».  Bishop,  1  Cliff.  186. 

It  is  not  necessary  that  the  infringing  book  shall  be  the  same,  word  for 
word,  but  a  mere  alteration  of  a  portion  of  the  book  will  not  deprive  the 
author  of  the  protection  given  by  the  law,  provided  there  is  a  use  of  the 
book  substantially  in  all  respects.  Boucicault  r.  Wood,  2  Biss.  34 ;  8.  c. 
IC  A.  L.  Reg.  539. 

Copying  is  not  confined  to  literal  repetition,  but  includes  the  various 
modes  in  which  tlie  matter  of  any  publication  may  be  adopted,  imitated  or 
transfeiTcd  with  more  or  less  colorable  alteration  to  disguise  the  piracy. 
Greene  v.  Bishop,  1  Cliff.  186 ;  Drury  r.  Ewing,  1  Bond  540. 

If  a  copyright  is  taken  of  the  letters  of  a  famous  person,  it  is  a  phnacy  to 
write  a  life  of  him  made  up  mainly  by  copying  certain  letters  in  ftiU. 
Folsom  V.  Marsh,  2  Story  100. 

In  a  dramatic  composition,  the  series  of  events  directed  in  writing  by 
the  author  in  any  particular  scene*  is  his  hivention,  and  a  piracy  ia  com- 
mitted if  that  in  which  the  whole  merit  of  the  scene  consists  is  incor- 
porated in  another  work  without  any  material  alteration  in  the  constituent 
parts  of  the  series  of  events,  or  in  the  sequence  of  the  events  in  the 
series.    Daly  v.  Palmer,  6  Blatch.  256. 

Movement,  gesture  and  facial  expression,  which  address  the  eye  only, 
are  as  much  a  part  of  the  dramatic  composition  as  is  the  spoken  language 
which  addresses  the  ear  only,  and  that  part  of  the  written  composition 
wiiich  gives  direction  for  the  movement  and  gesture  is  as  much  a  part  of 
the  composition,  and  protected  by  the  copjrright,  as  is  the  language  pre- 
scribed to  be  uttered  by  the  characters.    Daly  v.  Palmer,  G  Blatch.  256, 

A  play  which  is  a  mere  spectacle,  and  must  be  seen  to  be  appreciated, 
has  no  value  except  as  it  is  appreciated  by  the  public.  If  the  result  of  the 
exhibition  of  the  original  and  the  alleged  infringement  is  so  nearly  the 
same  as  to  produce  the  impression  that  they  are  identical  upon  ordinary 
spectators,  one  should  be  held  to  be  a  mere  colorable  imitation  of  the 
otlier.    Martinetti  v.  Maguire,  1  Deady  216 ;  s.  c.  1  Abb.  C.  C.  356. 

No  compiler  of  a  book  which  is  a  mere  compilation  of  facts  from  com- 
mon and  universal  sources  of  information,  has  a  monopoly  of  the  subject 
of  which  the  book  treats.  Any  other  person  is  permitted  to  enter  that 
department  of  literature  and  make  a  similar  book.  But  the  subsequent 
investigator  must  investigate  for  himself  from  the  original  sources  which 
are  open  to  all.  He  can  not  use  the  labors  of  a  previous  compiler,  animo 
fnrandi^  and  save  his  own  time  by  copying  the  results  of  the  previous 
compiler's  study,  although  the  same  results  would  have  been  obtained  by 
independent  labor.  Banks  v.  McDIvett,  13  Blatch.  163;  8.  c.  8  O.  G.  860; 
Lawrence  ».  Cupples,  9  O.  G.  254 ;  Gray  r.  Bussell,  1  Story  11 ;  Blunt ». 
Patten,  2  Paine  393,  397 ;  Story  v.  Holcombe,  4  McLean  306 ;  Fmerson 
c.  Davies,  3  Story  768 ;  Greene  v.  Bishop,  1  Cliff.  186;  Farmer  ».  Calvert 
Publishing  Co.,  1  Flippin  228 ;  s.  c.  5  A.  L.  T.  158. 

If  the  judge  prepares  the  head  notes  to  the  reports,  the  author  of  a 
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digest  made  up  of  such  head  notes  has  no  ground  to  complain  because 
another  author  in  his  digest  uses  the  same.  Chase  v.  Sanborn,  6  O.  G, 
932 ;  s.  c.  4  Cliff.  306. 

In  case  of  a  dictionary  or  other  work  of  that  kind,  similarities  and  some 
use  of  a  prior  work,  even  to  copying  of  small  parts,  is  allowed,  if  the  main 
design  and  execution  are  in  realit}'  novel  or  improved,  and  not  a  mere 
cover  for  an  important  piracy.    Webb  ».  Powers,  2  W.  &  M.  497. 

One  compiler  can  not  copy  the  plan  or  arrangement  of  another  comi- 
pilation.    Story  v.  Holcombe,  4  McLean  306. 

Although  the  plan  or  arrangement  of  a  book  may  be  secured  to  an 
author,  if  it  is  the  product  of  his  own  genius,  yet  a  mere  list  of  debtors 
and  creditors,  with  their  residences,  and  the  amount  and  value  of  their 
debts,  does  not  possess  any  such  novelty  of  plan  or  arrangement  as  will 
preclude  any  other  person  from  making  and  publishing  similar  lists  from 
independent  sources  of  information.    Lawrence  v.  Cupples,  9  O.  G.  254. 

The  right  secured  by  the  act  is  the  property  in  the  literary  composition, 
the  product  of  the  mind  and  genius  of  the  author,  and  not  in  the  name  or 
title  given  to  it.  The  title  does  not  necessarily  involve  any  literary  com- 
position.  It  may  not  be,  and  the  statute  does  not  require  that  it  should 
be,  the  product  of  the  author's  mind.  It  is  a  mere  appendage  which  only 
identifies,  and  firequently  does  not  in  any  way  describe,  the  literary  com- 
position itself  or  represent  its  character,  and  if  there  is  no  piracy  of  the 
book,  there  is  no  remedy  for  the  use  of  the  title.  Osgood  v.  Allen,  1 
Holmes  185 ;  s.  c.  3  0.  G.  124 ;  Jollie  v,  Jaques,  1  Blatch.  618 ;  Benn 
r.  Leclercq,  30  Leg.  Int.  185. 

When  the  title  itself  is  original  and  the  product  of  the  author's  own 
mind,  and  is  appropriated  by  the  infringement,  as  well  as  the  whole  or  a 
part  of  the  literary  composition  itself,  in  protecting  other  portions  of  the 
literary  composition  the  courts  will  probably  also  protect  the  title. 
Osgood  V.  Allen,  1  Holmes  185 ;  s.  c.  3  O.  G.  124. 

If  a  party  makes  a  survey,  and  deposits  it  in  the  navy  department,  with 
the  understanding  that  he  is  to  have  the  exclusive  right  to  publish  it«  a 
copy  from  it  will  be  an  infringement.    Blunt  v.  Fatten,  2  Paine  393,  397. 

No  person  has  the  right  to  publish  letters  merely  because  the  govern- 
ment bought  the  manuscript  after  another  had  acquired  a  copyright 
therein.    Folsom  o.  Marsh,  2  Story  100. 

A  copyright  of  a  map  of  one  city  is  not  infringed  by  a  map  of  another 
city,  although  the  latter  is  constructed  on  the  same  plan  and  uses  the 
same  arbitrary  signs  and  key.    Pen*is  t>.  Hexamer,  99  U.  8.  674. 

When  both  works  are  compilations,  similarities  may  arise  from  the 
character  of  the  works,  and  yet  one  may  not  be  a  transcript  from  the 
other.    Bulllnger  v.  Mackey,  15  Blatch.  550. 

A  chromo  designed  from  a  picture  found  in  a  foreign  publication  and 
circulated  in  the  country  before  this  copyright  was  obtained  is  not  an  in- 
fringement.   Johnson  v.  Donaldson,  18  Blatch.  287 ;  s.  c.  3  Fed.  Rep.  22. 
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Sec.  4952  a  (Act  of  June  18,  1874,  ch.  301,  §  3,  18, 
Stat.  79) .  That  in  the  construction  of  this  act,  the  words 
"  engraving,*'  "  cut  '*  and  "  print "  shall  be  applied  only  to 
pictorial  illustrations  or  works  connected  with  the  fine 
arts,  and  no  prints  or  labels  designed  to  be  used  for  any 
other  articles  of  manufacture  shall  be  entered  under  the 
copyright  law,  but  may  be  registered  in  the  patent  office. 
And  the  commissioner  of  patents  is  hereby  charged  with 
the  supervision  and  control  of  the  entry  or  registry  of 
such  prints  or  labels,  in  conformity  with  the  regulations 
provided  by  law,  as  to  copyright  of  prints,  except  that 
there  shall  be  paid  for  recording  the  title  of  any  print  or 
label  not  a  trade-mark,  six  dollars,  which  shall  cover  the 
expense  of  furnishing  a  copy  of  the  record  under  the 
seal  of  the  commissioner  of  patents,  to  the  party  entering 
the  same. 

The  claim  to  a  label  is  void  if  the  label  was  published  before  its  regis- 
tration. Marsh  v.  Warren,  24  Pitts.  L.  J.  207 ;  s.  c.  9  C.  L.  N.  395  ;  s.  c. 
13  O.  G.  7. 

The  bill  should  allege  that  the  title  and  label  were  deposited  before  the 
publication  of  the  label.  Marah  v.  Warren,  24  Pitts.  L.  J.  207 ;  s.  c.  9  C. 
L.  N.  395;  s.  c.  13  O.  G.  7. 

A  label  may  be  entered  as  a  label,  although  it  could  also  be  entered  as 
a  trade-mark.  TJ.  S.  r.  Willcox  &  G.  8.  M.  Co.,  1  Mackey  284;  s.  c.  22 
O.  G.  1366. 

A  printed  balloon  intended  to  be  cut  apart  and  manufactured  into  a 
balloon  can  not  be  considered  as  a  ^^  pictorial  illustration  or  work  con- 
nected with  the  fine  arts."  Rosenbach  v.  Dreyfuss,  17  O.  G.  1153  ;  s.  c. 
2  Fed.  Rep.  217. 

A  label  does  not  infringe  the  registry  of  a  label  unless  it  is  substantially 
the  same.  Lorillard  v,  Drummond  Tobacco  Co.,  22  0.  G.  1208 ;  s.  c.  14 
Fed.  Rep.  Ill ;  Lorillard  v.  McAlpin,  22  O.  G.  1208;  s.  c.  14  Fed.  Rep. 
112. 

When  matter  that  is  the  proper  subject  of  a  trade-mark  is  apparently 
claimed  by  another,  the  applicant  must  establish  his  right  to  it  before  he 
can  have  it  included  in.  a  register  of  a  label.    Jno.  D.  Park,  12  O.  G.  2. 

If  matter  in  a  label  is  purely  arbitrary  and  fanciful  in  its  nature,  it  should 
be  required  to  be  stricken  out  before  registration.  W.  Simpson  &  Sons, 
10  0.  G.  333. 

A  print  made  up  of  a  combination  of  colors,  figures  and  words,  adapted 
in  their  use  to  any  goods  or  merchandise,  can  be  properly  registered  as  a 
label.    Schumacher  &  Ettinger,  9  O.  G.  594. 
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If  the  superscription  is  in  its  main  elements  a  label,  the  fact  that  it  con* 
tuns  matter  which,  taken  separately,  might  constitute  a  trade-mark,  is  not 
fatal  to  its  registration.    Orcutt  &  Son,  8  O.  G.  277. 

A  label  may  be  registered  although  it  contains  the  name  of  the  owner, 
if  that  name  does  not  purport  to  be  a  fac-simile  of  hia  signature.  Thad- 
deus  Davids  &  Co.,  16  O.  G.  94. 

A  fanciful  pattern  to  be  wrought  into  or  upon  the  article,  forming  a 
part  of  it  and  giving  to  it  a  certain  value  by  way  of  a  new  appearance, 
can  not  be  registered  as  a  label.    T,  £.  Parker,  13  O.  G.  323. 

The  words  "  satin, "  '*  polish,"  may  be  registered  as  a  label  for  polish 
for  boots.    Brigham,  20  O.  G.  891. 

The  words  "  dirt  killer  "  may  be  registered  as  a  label.  Waeferling,  16 
O.  G.  764, 

The  line  of  separation  between  labels  and  trade-marks  can  not  be 
defined  in  general  terms.  It  is  a  matter  of  juc^ment  in  each  case. 
Brigham,  20  0.  G.  891. 

If  a  design  can  be  registered  as  a  trade-mark,  it  can  not  be  registered 
as  a  label.    Schumacher  &  £ttlinger,  22  0.  G.  1291. 

A  trade-mark  can  not  be  registered  as  a  label.  Schumacher  &  Ettlinger, 
22  O.  G.  1291 ;  Alexius  Godillot,  6  O.  G.  641. 

If  a  print  is  of  such  a  character  that  its  use  in  connection  with  the 
article  of  trade  or  manufacture  is  purely  arbitrary  and  fanciful,  it  can  not 
be  registered  as  a  label.    Schumacher  t?.  Ettlinger,  19  O.  G.  791. 

Sec.  4953.  Copyrights  shall  be  granted  for  the  term  of 
twenty-eight  years  from  the  time  of  recording  the  title 
thereof,  in  the  manner  hereinafter  directed. 

statute  i2wMe(^-July  8,  1870,  ch.  230,  J  87,  16  Stat.  212. 
Prior  Statute»-~M&j  81,  1790,  ch.  15,  ?  1, 1  Stat.  124.— February  3, 1831,  ch. 
16,  2  1,  4  Stat.  436. 

Sec,  4954.  The  author,  inventor  or  •designer,  if  he  be  0L^,^jp^ 
still  living  and  a  eitiiicn  of  the  UniieJ  Stotco  of  iHiifliilunl  ^^^^^^ 
thojOMi,  or  his  widow  or  children,  if  he  be  dead,  shall 
have  the  same  exclusive  right  continued  for  the  further 
term  of  fourteen  years,  upon  recording  the  title  of  the 
work  or  description  of  the  article  so  secured  a  second 
time,  and  compljdng  with  all  other  regulations  in  regard 
to  original  copyrights,  within  six  months  before  the  expi- 
ration of  the  first  term.  And  such  person  shall,  within  two 
months  from  the  date  of  said  renewal,  cause  a  copy  of  the 
record  thereof  to  be  published  in  one  or  more  newsjpapers, 
printed  in  the  United  States,  for  the  space  of  four  weeks. 

statute  Bevised^^ulj  8,  1870,  oh.  230,  i  88, 16  Stat.  213. 

Prior  Statutea—'MAy  81,  1790,  ch.  15,  ?  1, 1  Stat.  124.--Feb.  3,  1831,  ch.  16, 

2,  8,  4  Stat.  436,  437. 
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This  sectioQ  refers  to  the  author  and  his  familj,  and  not  to  assignees. 
Pierpont  v.  Fowle,  2  W,  &  M.  23. 

A  renewal  will  not  be  valid  unless  there  is  a  valid  copyright  for  the 
original  term.    Wheaton  v.  Peters,  8  Pet.  591. 

'  Sec.  4955.  Copyrights  shall  he  assignahle  in  law^  by 
any  instrument  of  writing,  and  Buch  assignment  shall  be 
recorded  in  the  office  of  the  librarian  of  Congress  within 
sixty  days  after  its  execution ;  in  default  of  which  it  shall 
be  void  as  against  any  subsequent  purchaser  or  mortgagee 
for  a  valuable  consideration,  without  notice. 

SiatuU  Bevised-^jilj  8, 1870,  oh.  230,  i  89, 16  Stat.  218. 
Pnor  SiaiuUh-^xme  80,  1834,  eh.  157,  il,4  Stat.  728. 

A  parol  promise  for  a  good  consideration,  to  transfer  an  interest  in  a 
copyright  is  binding,  for  the  making  of  the  assignment  merely  concerns 
the  manner  of  the  performance  of  the  promise.  Gould  v.  Banks,  8  Wend. 
562. 

The  statute  does  not  say  wliat  interest  may  be  assigned,  but  there  is  no 
sufficient  reason  for  preventing  an  author  from  conveying  a  distinct  por- 
tion of  his  right.  Divisibility  as  well  as  assignability  enhances  the  value 
of  his  property,  for  he  may  find  a  purchaser  able  and  willing  to  pay  for  a 
part,  but  not  for  the  whole  of  his  copyright.  Roberts  v.  Myers,  23  Law. 
Kep.  396 ;  s.  c.  17  Leg.  Int.  405. 

The  exclusive  right  to  act  and  represent  a  drama  is  distinct  from  that  of 
printing  and  publishing,  and  may  be  assigned  for  certain  territory  and  a 
limited  time.  Roberts  o.  Myers.  23  Law  Rep.  396 ;  s.  o.  17  Leg.  Int. 
405. 

A  mere  assignment  of  a  copyright  will  not  pass  a  right  to  a  renewal 
suhsequently  granted.  Pierpont  e.  Fowle,  2  W.  &  M.  23 ;  Co  wen  9. 
Banks,  24  How.  Pr.  72. 

An  assignee  may  maintain  an  action,  although  his  assignment  has  never 
been  recorded,  for  it  is  valid  between  the  parties.  Webb  o.  Powers,  2  W. 
&  M.  497. 

A  contract  to  publish  a  work  and  give  the  author  a  certain  price  for 
each  copy  published,  does  not  give  the  puhlisher  the  sole  and  exclusive 
right  to  publish  the  work.    Willis  v.  Tibbals,  33  N.  Y.  Sup.  220. 

A  mere  contract  for  printing  and  publishing  a  book  does  not  usually 
contun  anything  about  the  copyright.  That  is  ordinarily  retained  hy  the 
author  unless  there  is  an  agreement  or  understanding  that  the  name  of  the 
publisher  shall  be  used  for  that  purpose.    Pulte  v.  Derby,  5  McLean  328. 

If  a  publisher  takes  a  copyright  in  his  own  name  under  a  contract  to 
pay  a  royalty  to  the  author,  he  holds  it  for  the  purposes  of  the  contract, 
and  can  not  assign  the  copyright  or  publish  the  work  except  upon  the 
terms  of  the  contract.    Pulte  v.  Derby,  5  McLean  328. 
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If  a  contract  proyides  for  a  first  and  second  edition,  and  allows  the 
party  to  print  as  many  as  he  can  sell,  the  mere  fact  of  mserting  the 
words  ''  third  edition  '*  in  the  title-page  of  the  third  impression  can  not 
cut  off  rights  expressly  given  in  the  agreement.  Pulte  o.  Derby,  5  Mc- 
Lean 328. 

If  a  party  who  has  made  a  contract  with  a  publisher  in  his  capacity  as 
reporter,  is  deprived  of  his  office,  the  legal  title  to  his  manuscript  not  then 
published,  nor  given  to  the  publisher  for  publication,  will  not  vest  in  the 
publisher,  although  the  contract  stipulated  that  it  should  be  deemed  an 
assignment  of  the  copyright  for  all  matter  furnished  under  it.  little  v. 
Hall,  18  How.  165. 

If  an  author  delivers  his  manuscript  to  a  printerfor  publication  with  an 
agreement  that  he  shall  be  entitled  to  the  copyright  forever,  this  gives 
him  a  right  to  the  renewal.  Paige  v.  Banks,  13  Wall.  608  ;  s.  c.  7  Blatch. 
152. 

A  contract  to  reprint  any  literary  work  the  copyright  to  which  has  been 
secured  to  the  author,  is  void  unless  it  is  entered  into  with  the  consent  of 
the  author  or  his  assignee,  and  the  printer  who  executes  the  contract  with 
knowledge  of  the  nghts  of  the  author  can  not  recover  anything  for  his 
labor.    Nichols  v.  Buggies,  3  Day  145. 

If  the  joint  owners  of  a  copyright  make  an  agreement  among  themselves 
in  regard  to  the  printing  of  the  work,  neither  can  defeat  it  by  setting  up  his 
right  as  owner  to  publish.    Gould  v.  Banks,  8  Wend.  562. 

A  relinquishment  of  a  copyright  in  favor  of  the  State  by  accepting  an 
office  under  a  statute  which  so  vests  it,  may  be  regarded  as  an  assignment 
by  operation  of  law.  Little  o.  Gould,  2  Blatch.  165  ;  Little  o.  Gould,  2 
Blatch.  362. 

If  an  assignment  does  not  contain  any  condition  by  which  the  title  is  to 
be  divested  upon  the  failure  of  the  assignee  to  perform  the  covenants 
therein  contained,  the  only  remedy  of  the  assignor  is  by  an  action  for  a 
breach  of  the  covenants.  Mackaye  0.  Mallory,  22  O.  G.  945 ;  s.  c.  12 
Fed.  Rep.  328. 

Although  an  instrument  has  never  been  copyrighted,  yet  a  transfer 
thereof  is  a  sufficient  consideration  for  a  promissory  note.  Gates  v.  Bales, 
78  Ind.  285. 

A  creditor  can  not  levy  an  execution  ux>on  the  unpublished  manuscript 
of  his  debtor.    Dart  v,  Woodhouse,  40  Mich.  399. 

The  incorporeal  right  to  multiply  copies  of  a  work,  being  intangible  and 
resting  altogether  in  grant,  is  not  subject  to  seizure  and  sale  under  an  ex- 
ecution at  common  law,  but  ma>^be  reached  by  a  creditor's  bill  in  equity, 
where  the  court  may- compel  the  debtor  to  execute  an  assignment. 
Stephens  v.  Cady,  14  How.  528. 

The  property  in  an  engraved  plate  of^  map  and  the  copyright  of  the 
map  are  altogether  different  and  independent  of  each  other,  and  a  sale 
of  the  engraved  plate  under  an  execution  will  not  give  the  purchaser  a 
right  to  print  and  publish  the  map.  Stephens  v,  Cady,  14  How.  528 ; 
Stephens  v.  Gladding,  17  How.  447. 
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If  an  author  sells  the  cop3rright  and  the  matter  to  be  printed,  and 
delivers  the  matter  to  the  vendee,  and  the  consideration  is  properly 
delivered  or  to  be  delivered  to  the  author  or  another  for  his  use,  or  is 
money  to  be  paid  to  the  author  or  another  for  his  use,  such  property  or 
chose  in  action  may  be  subjected  to  the  payment  of  the  author's  debts. 
Cooper  r.  Gunn,  4  B.  Mon.  594. 

The  statute  confers  upon  all  the  owners  full  power,  without  exacting 
any  obligation  in  return,  to  print,  publish  and  sell.  It  gives  no  superior 
right  to  either.  Each  can  exercise  his  own  right  alone,  without  using  or 
receiving  any  aid  or  benefit  whatever  from  the  title  or  property  of  the 
others.  When  one  owner  at  his  own  expense  publishes  and  sells  the 
book,  he  is  not  liable  to  account  to  the  co-owners  for  the  profits.  Carter 
V.  Bailey,  64  Me.  458. 

Sec.  4956.  No  person  shall  be  entitled  to  a  copyright 

unless  he  shall^  before  publication^  deliver  at  the  office  of 

the  librarian  of  Congress  or  deposit  in  the  mail  addressed 

'O        (a      ^  *^®  librarian  of  Congress,  at  Washington,  District  of 

Columbia,  a  printed  copy  of  the  title  of  the  book  or  other 
article,  or  a  description  of  the  painting,  drawing,  chromo, 
statue,  statuary,  or  a  model  or  design  for  a  work  of  the 
fine  arts,  for  which  he  desires  a  copyright,  nor  unless  he 
shall  also,  within  ten  days  from  the  publication  thereof, 
deliver  at  the  office  of  the  librarian  of  Congress,  or  deposit 
in  the  mail  addressed  to  the  librarian  of  Congress,  at 
Washington,  District  of  Columbia,  two  copies  of  such 
copyright  book  or  other  article,  or  in  case  of  a  painting, 
drawing,  statue,  statuary,  model,  or  design  for  a  work  of 
the  fine  arts,  a  photograph  of  the  same. 

Statute  Bem8ed--3\aj  8,  1870,  oh.  280,  §  00,  16  Stat  2ia. 
Prior  Statut6»^lA&y  81,  1790,  ch.  15,  §  3, 1  Stat.  125.— February  3,  1831, 
eh.  16,  §  4,  4  Stat.  487. 

Congress  by  the  statute  created  the  right,  and  no  protection  can  be 
claimed  unless  its  proyisions  have  been  complied  with.  Wheaton  o# 
Peters,  8  Pet.  591 ;  Bartlett  v.  Crittenden,  5  McLean  32 ;  Little  o.  Gould, 
2  Blatch.  165 ;  Ewer  v.  Coxe,  4  Wash.  C.  C.  487 ;  Baker  v,  Taylor,  2 
Blatch.  82 ;  Jones  v.  Thome,  1  N.  Y.  Leg.  Obs.  408 ;  Potter  v.  Mc- 
Pherson,  28  N.  Y.  Supr.  559. 

Although  an  author  writes  under  a  nom  de  plume^  yet  he  has  no  ex- 
clusive right  to  the  use  of  that  name  for  writings  that  have  never  been 
copyrighted.    Clemens  v,  Belfoi*d,  14  Fed.  728 ;  s.  c.  15  C.  L.  N.  153. 
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The  title  of  a  book  when  connected  with  the  name  of  the  person  by 
whom  it  was  composed  indicates  its  origin  sufficiently  to  require  its  use 
to  be  protected  as  a  trade-mark.  Potter  v.  McPherson,  28  N.  Y.  Supr. 
559. 

Any  person  shall  be  entitled  to  copyright  who  before  publication, 
1st,  shall  deliver  to  the  librarian  a  printed  copy  of  the  title  of  the  book ; 
and,  2d,  shall  withm  ten  days  after  the  publication  thereof  deliver  to  the 
librarian  two  copies  of  the  same.  In  order  to  secure  a  copyright  of  a 
book  or  dramatic  composition,  the  work  must  be  published  within  a 
reasonable  time  after  the  filing  of  the  title,  and  two  copies  be  deliv- 
ered to  the  librarian.  Boucicault  v.  Hart,  13  Blatch.  47 ;  vide  Roberts  v, 
Myers,  23  Law  Bep.  396  ;  6.  c.  17  Leg.  Int.  405. 

The  deposit  of  a  title  is  sufficient  although  the  title-pfl(^e  of  the  book 
contains  words  that  are  not  foimd  in  the  title,  if  they  are  immaterial  and 
no  part  of  the  name  or  title.  What  the  statute  requires  to  be  deposited 
is  ^'  a  printed  copy  of  the  title.''  The  language  is  not  ^^  a  printed  copy  of 
the  title-page,"  ^hat  is,  a  printed  copy  of  the  page  containing  the  title. 
Donnelly  v.  Ivers,  20  Blatch.  381. 

The  deposit  of  a  title  is  sufficient  although  the  title-page  of  the  book 
does  not  qontiun  all  the  words  that  were  in  the  title  deposited,  if  the 
words  omitted  are  no  part  of  the  substantial  title.  Donnelly  v.  Ivers,  20 
Blatch.  381. 

If  the  publication  is  made  before  a  deposit  of  a  printed  copy  of  the  title, 
the  person  is  not  entitled  to  a  copyright.  Baker  v.  Taylor,  2  Blatch.  82 ; 
Chase  v.  Sanborn,  6  0.  G.  932 ;  s.  c.  4  Cliff.  306 ;  Struve  ».  Schwedler,  4 
Blatch.  23 ;  Parkinson  v.  Lasalle,  3  Saw.  331. 

The  mere  delivery  of  a  copy  of  a  report  to  the  State  before  the  deposit 
of  the  copy  of  the  title  with  the  librarian  is  not  a  publication.  Myers  v. 
Callaghan,  5  Fed.  Rep.  726 ;  s.  c.  10  Biss.  139. 

If  the  copy  of  the  title  and  the  copies  of  the  book  are  deposited  with  the 
librarian  on  the  same  day,  the  presumption  is  that  the  filing  of  the  copy 
of  the  title  preceded  the  deposit  of  the  copies  of  the  book.  Myers  o. 
Callaghan,  5  Fed.  Rep.  726 ;  s.  c.  10  Biss.  139. 

A  sale  naturally  imports  publication.  As  a  purchaser  has  a  right  to 
know  the  contents  of  a  book  and  make  them  known  to  others,  the 
presumption  is  that  a  publication  followed  a  sale.  Baker  v.  Taylor,  2 
Blatch.  82. 

The  right  accrues  from  the  time  a  copy  of  the  title  of  the  book  is 
deposited  in  the  librarian's  office.    Wheaton  v,  Peters,  8  Pet.  591. 

No  cop3rright  is  valid  unless  two  copies  of  the  book  are  delivered  to  the 
librarian  of  Congress  within  the  prescribed  time.  Wheaton  r.  Peters,  8 
Pet.  591 ;  Chase  r.  Sanborn,  6  O.  G.  932;  s.  o.  4  Cliff.  306;  Struve  v, 
Schwedler,  4  Blatch.  23 ;  Parkinson  v,  Lasalle,  3  Saw.  331 ;  vide  Jollie  v. 
Jaques,  1  Blatch.  618 ;  Nichols  v.  Ruggles,  3  Day  145. 

If  the  work  consists  of  several  volumes,  the  delivery  of  the  copies  of 
the  first  volume  within  the  prescribed  time,  and  of  the  copies  of  the  other 
volumes  before  any  piracy  is  committed,  or  any  action  is  brought  therefor, 
is  sufficient.    Dwight  o.  Appleton,  1  N.  Y.  Leg.  Obs.  195. 
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If  there  has  been  no  publication,  no  copies  of  the  book  need  be  de- 
posited with  the  librarian,  Roberts  e.  Myers,  23  Law  Bep.  396 ;  s.  c.  17 
Leg.  Int.  405. 

If  the  label  is  published  prior  to  the  registration  in  the  patent  office,  the 
registration  is  void.  Marsh  o.  Warren,  14  O.  G.  678 ;  a.  o.  14  Blatch.  263. 

The  words  ''  works  of  fine  arts  "  are  used  in  their  proper  and  customary 
sense,  and  do  not  include  printed  balloons  intended  to  be  cut  apart  and 
manufactured  into  balloons.  Bosenbach  v.  Dreyfuss,  17  O.  G.  1153;  s.  c. 
2  Fed.  Rep.  217. 

Sec.  4957.  The  librarian  of  Congress  shall  record  the 
name  of  such  copyright  book  or  other  article,  forthwith, 
in  a  book  to  be  kept  for  that  purpose,  in  the  words  follow- 
ing: "Library  of  Congress,  to  wit:  Be  it  remembered 
that  on  the day  of ^  A.  B.,  of ,  hath  de- 
posited in  this  office  the  title  of  a  book  [map,  chart  or 
otherwise,  as  the  case  may  be,  or  description  of  the 
article],  the  title  or  description  of  which  is  in  the  follow- 
ing words,  to  wit :  [here  insert  the  title  or  description], 
the  right  whereof  he  claims  as  author  [originator,  or  pro- 
prietor, as  the  case  may  be],  in  conformity  with  the 
laws  of  the  United  States  respecting  copyrights.  C.  D., 
librarian  of  Congress.**  And  he  shall  give  a  copy  of  the 
title  or  description,  under  the  seal  of  the  librarian  of 
Congress,  to  the  proprietor,  whenever  he  shall  require  it. 

SkUuie  lUvised^vlj  8, 1870,  oh.  d80,  §  91, 16  9tat.  218. 
JPHor  SiattUea^JiAy  81, 1790,  eh.  15,  §  8, 1  Stat.  125.— Feb.  8, 1831,  ch.  16, 
§  4,  4  Stat.  487. 

A  copy  of  the  record  is  prima  facie  evidence  that  a  printed  title  was 
deposited.   Roberts  v^  Myers,  2a  Law  Bep.  396 ;  s.  c.  17  Leg.  Int.  405. 

A         Sec.  4958.  The  librarian  of  '  Congress  shall  receive, 
^/jvjJiA^n    from  the  persons  to  whom  the  services  designated  are 

V  SfW    ^^^^^^®^>  ^^  following  fees : 

^  First.  For  recording  the  title  or  description  of  any 

copyright  book  or  other  article,  fifty  cents. 

Second.     For  every  copy  under  seal  of  such  record 

actually  given  to  the  person  claiming  the  copyright,  or 

his  assigns,  fifty  cents. 
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Third.  Per  recording  any  instrument  of  writing  for 
the  assignment  of  a  copyright,  fifteen  cents  for  every 
one  hundred  words. 

Fourth.  For  every  copy  of  an  assignment,  ten  cents 
for  every  one  hundred  words. 

All  fees  so  received  shall  be  paid  into  the  treasury 
of  the  United  States. 

statute  BeviMdn^rHj  8, 1870,  oh.  230,  §  92, 16  Stat.  218. 
Prior  StatuUH-June  30,  1884,  ch.  157,  §  2,  4  Stat.  728. 


Sec 


.  4958  a    (Act  of  June  18,  1874,  ch.  301,  §  2,  IS  (jli^^jj^[ 
Stat  79).  That  for  recording  and  certifjdng  any  instru-         ^i 
ment  of  writing  for  the  assignment  of  a  copyright,  the       L  ^ 
librarian  of  Congress  shall  receive  from  the  pereons  to 
whom  the  service  is  rendered,  one  dollar ;  and  for  every 
copy  of  an  assignment,  one  dollar ;  said  fee  to  cover,  in 
either  case,  a  certificate  of  the  record,  under  seal  of  the 
librarian  of  Congress ;   and  all  fees  so  received  shall  be 
paid  into  the  treasury  of  the  United  States. 

Sec.  4959.  The  proprietor  of  every  copyright  book  or   /^ 
other  article  shall  deliver  at  the  office  of  the  librarian  of  ^"^^^^^"^^ 
Congress,  or  deposit  in  the  mail  addressed  to  the  librarian         jf  ol 
of  Congress  at  Washington,  District  of  Columbia,  within 
ten  days  after  its  publication,  two  complete  printed  copies 
thereof,  of  the  best  edition  issued,  or  description  or  photo- 
graph of  such  article  as  hereinbefore  required,  and  a  copy 
of   every  subsequent    edition  wherein    any  substantial 
changes  shall  be  made. 

StatuU  BevMed^^xHy  8, 1870,  ch.  280,  §  03, 16  Stat.  218. 

JPrior  Staiute»--MAj  81, 1700,  ch.  15,  H,  1  Stat.  125.--Feb.  8, 1881,  ch.  16, 
2  4,  4  Stat.  487.— Aug.  10, 1846,  ch.  178,  §  10,  0  Stat.  106.— March  3, 1865,  ch. 
1^6,  a  2,  4, 18  Stat.  640.— Feb.  18, 1867,  ch.  48,  §  2, 14  Stat.  895. 


Constraction. 

Although  the  librarian  givei  a  certificate  of  the  record  of  the  title  to  the 
book,  yet  a  memoraadam  appended  to  the  certificate  that  two  copies  of 
the  book  have  been  deposited  in  his  office  is  not  evidence  of  that  fact. 
MerreUc.  Tice,  104  U.  S.  557 ;  s.  c.  28  I.  R.  R.  120. 
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Sec.  4960.  For  every  failure  on  the  part  of  the  pro- 
prietor of  any  copyright  to  deliver  or  deposit  in  the  mail 
either  of  the  published  copies,  or  description  or  photo- 
graph, required  by  sections  four  thousand  nine  hundred 
and  fifty-six,  and  four  thousand  nine  hundred  and  fifty-nine, 
the  proprietor  of  the  copyright  shall  be  liable  to  a  penalty 
of  twenty-five  dollars,  to  be  recovered  by  the  librarian  of 
Congress,  in  the  name  of  the  United  States,  in  an  action  in 
the  nature  of  an  action  of  debt,  in  any  district  court  of  the 
United  States,  within  the  jurisdiction  of  which  the  delin- 
quent may  reside  or  be  found. 

SUUuU  Mevisedr-Juij  8,  1870,  ch.  280,  §  04,  16  Stat.  213. 
Prior  SiatuUn—UATGh  3, 1865,  ch.  126,  §  3, 13  Stat  540.— Feb.  18, 1867,  ch. 
43,  §  1, 14  Stat.  395. 

Sec.  4961.  The  postmaster  to  whom  such  copyright 
book,  title  or  other  article  is  delivered,  shall,  if  requested, 
give  a  receipt  therefor ;  and  when  so  delivered  he  shall 
mail  it  to  its  destination. 

SiahUe  jRetiMcT— July  8, 1870,  ch.  230,  §  96, 16  Stat  214. 
Prior  Statute— ¥eh,  18, 1867,  oh.  43,  §  2, 14  Stat  395. 

Sec.  4962  (Act  of  June  18,  1874,  ch.  301,  §  1, 18  Stat. 

i  yj\  78).  That  no  person  shall  maintain  an  action  for  the  in- 
fy\       fringement  of  his  copyright  unless  he  shall  give  notice 

X  thereof  by  inserting  in  the  several  copies  of  every  edition 

published,  on  the  title-page  or  the  page  immediately  fol- 
lowing, if  it  be  a  book ;  or  if  a  map,  chart,  musical  com- 
position, print,  cut,  engraving,  photograph,  painting,  draw- 
ing, chromo,  statue,  statuary,  or  model  or  design,  intended 
to  be  perfected  and  completed  as  a  work  of  the  fine  arts, 
by  inscribing  upon  some  visible  portion  thereof,  or  of  the 
substance  on  which  the  same  shall  be  mounted,  the  follow- 
ing words,  viz :  "  Entered  according  to  act  of  Congress,  in 

the  year ,  by  A,  B.,  in  the  office  of  the  librarian  of 

Congress " ;    or  at  his  option,  the  word   "  copyright," 
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together  with  the  year  the  copyright  was  entered,  and  the 
name  of  the  party  by  whom  it  was  taken  out;  thus — 
''  Copyright,  18—,  by  A.  B." 

SiatuU  IUv%8edr^xi!Lj  8, 1870,  oh.  280,  §  07,  16  Stat  214. 
Prior  Statutes-^Aprii  29,  1802,  ch.  86,  §  1,  2  Stat.  171.^Feb.  8,  1881,  cb. 
16,  §  5,  4  Stat  487. 

Instead  of  this  section  being  a  limitation  of  the  acts  to  be  performed  or 
alleged  in  order  to  entitle  a  party  to  maint^n  an  action,  it  imposes  an 
additional  duty  upon  him  as  a  prerequisite  to  its  maintenance.  He  must 
first  acquire  a  copyright  under  the  other  provisions  of  the  act,  and  then  in 
order  to  enforce  his  rights  against  infringers  he  must  also  give  notice  of 
his  right  by  the  means  prescribed  by  this  section.  Parkinson  t^.  Lasalle, 
3  Saw.  331. 

The  number  of  volumes  in  which  it  is  stated  that  a  work  will  be  pub- 
lished forms  no  part  of  the  title,  and  may  be  rejected  as  surplusage. 
Another  edition  ma}'  be  published  in  a  different  number  of  volumes,  with 
the  same  entry,  without  impairing  the  copyright.  Dwight  t^.  Appleton,  1 
N.  Y.  Leg.  Obs.  195. 

If  an  entire  work^  embracing  a  complete  system,  is  composed  of  sev- 
eral volumes,  it'  is  sufficient  if  the  entry  is  made  on  the  first  volume. 
Dwight  v..  Appleton,  1  N.  Y.  Leg.  Obs.  195. 

The  omission  to  cause  the  date  of  the  entry  of  a  map  to  be  engraved 
on  some  visible  portion  thereof  will  prevent  a  recovery.  King  t^.  Force, 
2  Cranch  C.  C.  208. 

A  notice  is  valid  although  the  initial  of  the  author  is  used  instead  of 
the  full  Christian  name.    Sarony  v.  Burrow  G.  L.  Co.,  17  Fed.  Bep.  591. 

When  the  required  notice  is  plainly  engraved  on  the  plate  of  an  engrav- 
ing from  which  the  print  is  taken  within  the  line  of  a  reasonable  margin, 
and  where  it  will  not  be  covered  when  properly  iramed,  it  is  impressed  on 
the  face  within  the  meaning  of  the  statute.  Rossiter  v.  Hall,  5  Blatch* 
362. 

If  a  second  edition  of  a  map  has  the  proper  notice  engraved  on  the  face 
thereof,  the  use  of  a  different  year  in  the  title  will  not  vitiate  the  copy- 
right. Farmer  o.  Calvert  Publishing  Co.,  1  Flippin  228  ;  s.  c.  5  A.  L.  T. 
168. 

Notice  that  copyright  is  secured  is  full  protection  for  the  original  edition 
throughout  its  term,  but  is  no  protection  to  a  second  edition  with  notes, 
nor  to  any  succeeding  edition  with  improvements.  Lawrence  v.  Dana,  7 
O.  G.  81 ;  8.  c.  4  Cliff.  1 ;  S.  O.  2  A.  L.  T.  (N.  S.)  402. 

Neglect  to  give  notice  that  copyright  is  secured  in  a  second  edition  will 
not  vitiate  the  copyright  of  the  original  edition,  if  that  was  regularly  se- 
cured. Lawrence  v.  Dana,  7  O.  G.  81 ;  s.  c.  4  Cliff.  81 ;  s.  o.  2  A.  L.  T. 
(N.  S.)  402. 

Subsequent  editions,  without  alterations  or  additions,  should  give  the 
same  notice  that  the  copyright  is  secured  as  the  original  edition.  Lawrence 
0.  Dana,  7  O.  G.  81 ;  s.  o.  4  Cliff.  81 ;  S.  c.  2  A.  L.  T.  (N.  S.)  402. 
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Successive  editions,  with  additions  or  alterations,  need  not  specify  the 
date  of  the  original  copyright.    Lawrence  r.  Dana,  7  O.  G.  81 ;  s.  c. 
Cliff.  81 ;  8.  0.  2  A.  L.  T.  (N.  S.)  402. 

A  copyright  of  a  second  edition  will  not  cure  material  defects  in  the 
copyright  of  the  original  edition.  Lawrence  v.  Dana,  7  O.  G.  81 ;  s.  c.  4 
Cliff.  81 ;  s.  c.  2  A.  L.  T.  (N.  S.)  402. 

A  mere  mistake  as  to  the  year  in  which  the  hook  was  entered  will  not 
deprive  the  author  of  the  henefit  of  the  statute.  Myers  v.  Callaghan,  5 
Fed.  Bep.  726 ;  s.  c.  10  Biss.  139 ;  contra.  Baker  o.  Taylor,  2  Blatch.  82. 

Sec.  4962  a  (Act  of  Aug.  1, 1882,  ch.  366, 23  Stat.  181). 
That  manufacturers  of  designs  for  molded  decorative  arti- 
cles, tiles,  plaques,  or  articles  of  pottery  or  metal  subject 
to  copyright,  may  put  the  copyright  mark  prescribed  by 
section  forty-nine  hundred  and  sixty-two  of  the  Revised 
Statutes,  and  acts  additional  thereto,  upon  the  back  or 
bottom  of  such  articles,  or  in  such  other  place  upon  them 
as  it  has  heretofore  been  usual  for  manufacturers  of  such 
articles  to  employ  for  the  placing  of  manufacturers,  mer- 
chants, and  trade  marks  thereon. 

Sec.  4963.  Every  person  who  shall  insert  or  impress 
such  notice,  05Jg;o5d8^f  the  same  purport,  in  or  upon  any 
book,  map,  chart,  musical  composition,  print,  cut,  engrav- 
ing, or  photograph,  or  other  article^  for  which  he  has  not 
obtained  a  copyright,  shall  be  liable  to  a  penalty  of  one 
hundred  dollars,  recoverable  one-half  for  the  person  who 
shall  sue  for  such  penalty,  and  one-half  to  the  use  of  the 
United  States. 

statute  Reviaed-^Jjiiy  8,  1870,  ch.  230,  §  98, 16  Stat.  214. 
Prior  Statutea^Aprii  29,  1802,  ch.  86,  §  4,  2  Stat.  172.— Feh.  8,  1881,  ch.  16, 
§  11,  4  Stat.  438. 

This  section  does  not  authorize  an  action  in  the  name  of  several  persons 
and  the  United  States  for  the  recovery  of  the  penalties  incurred  hy  its 
violation.  The  plain  language  and  sense  of  the  statute  restricts  the  right 
of  action  to  a  single  person.    Ferrett  t^.  Atwill,  1  Blatch.  151. 

If  the  plaintiff  brings  several  actions,  and  the  defendant  files  a  demurrer 
in  each,  the  court  will  not,  on  the  motion  of  the  plaintifl*,  order  an  argu- 
ment of  the  demurrer  in  one  of  the  cases  and  stay  all  proceedings  in  the 
meantime  in  the  other  cases,  to  abide  the  event  of  the  one  to  be  argued. 
Ferrett  v.  Atwill,  1  Blatch.  151. 
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The  penalty  imposed  by  this  section  is  imposed  only  in  case  of  articles 
that  are  subject  to  copyright.  Bosenbach  v.Dreyfuss,  17  0.  G.  1153  ;  s.  c. 
2  Fed.  Rep.  217. 

If  the  article  mentioned  in  the  declaration  may  or  may  not  be  within 
the  statute,  then  it  is  necessary  to  aver  that  the  article  is  subject  to  copy- 
right.   Bosenbach  v.  Dreyfuss,  17  O.  G.  1153 ;  s.  o.  2  Fed.  Eep.  217. 

Sec.  4964.  Every  person  who,  after  the  recording  of  the 
title  of  any  book  as  provided  by  this  chapter,  shall 
within  the  term  limited,  and  without  the  consent  of  the 
proprietor  of  the  copyright  first  obtained  in  writing, 
signed  in  presence  of  two  or  more  witnesses,  print,  pub- 
lish, or  import,  or  knowing  the  same  to  be  so  prmted, 
published,  or  imported,  shall  sell  or  expose  to  sale  any 
copy  of  such  book,  shall  forfeit  every  copy  thereof  to  such 
proprietor,  and  shall  also  forfeit  and  pay  such  damages  as 
may  be  recovered  in  a  civil  action  by  such  proprietor  in 
any  court  of  competent  jurisdiction. 

Statute  Eeviaed—Juij  8,  1870,  oh.  230,  §  99,  16  Stat  214. 
Prior  Statutea—'M&j  31, 1790,  eh.  16,  §§2,  6, 1  Stat.  124, 126.— Feb,  8,  1881, 
eh.  16,  §  6,  4  Stat  487. 

The  mere  recording  of  the  title  does  not  entitle  the  party  to  protection 
for  a  book  not  yet  made,  for  the  act  says  a  book,  but  not  an  intended  book. 
Centennial  Catalogue  Co.  v.  Porter,  2  W.  N.  601. 

An  action  on  the  case  is  the  appropriate  remedy.  Atwill  t^.  Ferrett,  2 
Blatoh.  39. 

The  words  "  a  copy  of  a  book,"  naturally  import  a  transcript  or  copy  of 
the  entire  book.  They  do  not  include  cases  of  copying  parts  of  a  book, 
but  only  the  republication  of  the  whole.  Rogers  v.  Jewett,  22  Law  Rep. 
339. 


m 


Sec.  4965.  If  any  person,  after  the  recording  of  the 
title  of  any  map,  chart,  musical  composition,  print,  cut, 
engraving,  or  photograph,  or  chromo,  or  of  the  descrip- 
tion of  any  painting,  drawing,  statue,  statuary,  or  model 
or  design  intended  to  be  perfected  and  executed  as  a  work 
of  the  fine  arts,  as  provided  by  this  chapter,  shall,  within 
the  term  limited,  and  without  the  consent  of  the  pro- 
prietor of  the  copyright  first  obtained  in  writing,  signed 
33 
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in  the  presence  of  two  or  more  witnesses,  engrave,  etch, 
work,  copy,  print,  publish,  or  import,  either  in  whole  or 
in  part,  or  by  varying  the  main  design  with  intent  to 
evade  the  law,  or,  knowing  the  same  to  be  so  printed, 
published  or  imported,  shall  sell  or  expose  to  sale  any 
copy  of  such  map  or  other  article,  as  aforesaid,  he  shall 
forfeit  to  the  proprietor  all  the  plates  on  which  the  same 
shall  be  copied,  and  every  sheet  thereof,  either  copied  or 
printed,  and  shall  further  forfeit  one  dollar  for  every  sheet 
of  the  same  found  in  his  possession,  either  printing,  printed, 
copied,  published,  imported,  or  exposed  for  sale;  and  in 
case  of  a  painting,  statue,  or  statuary,  he  shall  forfeit 
ten  dollars  for  every  copy  of  the  same  in  his  possession, 
or  by  him  sold  or  exposed  for  sale ;  one-half  thereof  to 
the  proprietor  and  the  other  half  to  the  use  of  the  United 
States. 

statute  Eevi8ed—J\iij  8,  1870,  ch.  280,  i  100,  16  Stat.  214. 
lYior  Statutes— Ukj  81,  1790,  ch.  15,  g  2, 1  Stat.  124.— April  29, 1802,  ch.  36, 
i  8,  2  Stat.  171.— Feb,  8, 1881,  ch.  16,  §  7,  4  Stat.  488. 

As  the  penalty  accraes  one-half  to  the  proprietor  and  one-half  to  the 
United  States,  it  is  a  proper  subject  only  of  a  qui  tarn  action.  Stevens  v. 
Cady,  2  Curt.  200. 

A  photograph  is  an  infringement  of  a  copyrighted  engraving.  The 
word  ^^  copy  "  is  a  general  term  added  to  the  more  specific  terms  before 
used  for  the  very  purpose  of  covering  methods  of  reproduction  not  included 
in  the  words  engrave,  etch,  or  work.    Bossiter  v.  HaU,  5  Blatch.  362. 

The  penalty  of  one  dollar  for  every  sheet,  whether  printed,  or  being 
printed  or  published,  or  exposed  to  sale,  is  limited  to  sheets  in  the  posses- 
sion of  the  defendant.    Backus  v.  Gould,  7  How.  Pr.  798. 

Although  an  agent  in  the  course  of  his  employment  copies  and  publishes 
a  photograph,  yet  if  he  does  it  without  the  knowledge  of  his  principal,  the 
latter  is  not  liable  under  this  section.  Schreiber  o.  Sharpless,  6  Fed.  Bep. 
175 ;  8.  c.  38  Leg.  Int.  73. 

A  person  who  has  infringed  a  copyright  can  not  be  compelled  to  dis- 
cover the  number  of  copies  he  has  sold  or  has  on  hand,  for  this  would 
subject  him  to  a  penalty.  Chapman  v.  Ferry,  12  Fed.  Bep.  693 ;  8.  o.  8 
Saw.  191. 

A  bill  in  equity  can  not  be  maintained  for  the  purpose  of  enforcing  a 
surrender  of  the  plates.  Chapman  v.  Ferry,  12  Fed.  Bep.  '693 ;  s.  o.  8 
Saw.  191. 
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Sec.  4966.  Any  person  publicly  performing  or  repre- 
senting any  dramatic  composition  for  which  a  copyright 
has  been  obtained,  without  the  consent  of  the  proprietor 
thereof,  or  his  heirs  or  assigns,  shall  be  liable  for  damages 
therefor,  such  damages  in  all  cases  to  be  assessed  at  such 
sum,  not  less  than  one  hundred  dollars  for  the  first,  and 
fifty  dollars  for  every  subsequent  performance,  as  to  the 
court  shall  appear  to  be  just. 

StaifOe  Revised— Jxilj  S,  1870,  ch.  230,  §  101,  16  Stat.  214. 
Prior  StaiiOa—Aug.  18,  1856,  cb.  169,  §  1,  11  Stat.  138. 

The  object  of  this  eectioD  is  to  secure  to  the  author  of  a  copyrighted 
play  the  sole  right  to  its  performance  after  it  is  printed.  While  it  is  in 
manuscript  he  needs  no  protection.  Boucicault  v.  Fox,  5  Blatch.  87 ; 
Roberts  o.  Myers,  23  Law  Bep.  396 ;  s.  c.  17  Leg.  Lit.  405. 

A  publication  of  a  dramatic  composition  after  the  filing  of  the  title  is  a 
violation  of  this  section.    Boucicault  o.  Hart,  13  Blatch.  47. 

The  exclusive  right  to  peiform  a  dramatic  composition  under  the  statute 
depends  upon  a  copyright.  There  is  no  such  right  if  there  is  no  copyright. 
Boucicault  v.  Hart,  13  Blatch.  47. 

A  composition  is  a  written  or  literary  work  invented  and  set  in  order. 
A  dramatic  composition  is  such  a  work  in  which  the  narrative  is  not 
related,  but  is  represented  by  dialogue  and  action.  When  a  dramatic 
composition  is  represented  in  dialogue  and  action  by  persons  who  repre- 
sent it  as  real  by  performing  or  going  through  with  the  various  parts  or 
characters  assigned  to  them  severally,  the  composition  is  performed, 
acted  or  represented,  and  if  the  representation  is  in  public,  it  is  a  public 
representation.    Daly  o.  Palmer,  6  Blatch.  256. 

To  act  is  to  represent  as  real  by  countenance,  voice  or  gesture  that 
which  is  not  real.  A  character  in  a  play  who  goes  through  with  a  series 
of  events  on  the  stage  without  speakmg,  if  such  be  his  part  in  the  play,  is 
none  the  less  an  actor  in  it  than  one  who,  in  addition  to  motions  and 
gestures,  uses  his  voice.    Daly  o.  Palmer,  6  Blatch.  256. 

An  action  may  be  maintained  for  a  representation  after  the  recordmg 
of  the  title  but  before  publication  as  well  as  after  publication.  Boucicault 
V.  Wood,  2  Biss.  34 ;  s.  o.  16  A.  L.  Beg.  539. 

If  an  author  receives  compensation  for  permitting  the  representation  of 
a  play  after  the  deposit  of  the  title,  he  will  not  lose  his  right  of  action 
merely  in  consequence  of  the  non-publication  of  the  play.  Boucicault  o. 
Wood,  2  Biss.  34;  s.  c.  16  A.  L.  Beg.  539. 

If  an  author,  after  depositing  the  titie  of  a  play  with  the  librarian  of 
Congress,  consents  to  its  publication  in  a  foreign  country  prior  to  the 
publication  here,  any  manager  has  the  right  to  import  the  play  and  use 
it  on  the  stage,  for  this  is  an  abandonment  of  his  rights  under  our  laws. 
Boucicault  v.  Wood,  2  Biss.  34 ;  s.  c.  16  A.  L.  Beg.  539. 
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Whenever  the  identity,  resemblance,  or  dissimilarity  of  written  or 
printed  documents  is  sought  to  be  established,  the  documents  themselvea 
must  be  produced.    Boucicault  v.  Fox,  5  Blatch.  87. 

Ir  the  alleged  prior  book  alone  is  produced  without  the  play,  a  witness 
can  not  be  asked  whether  the  scenery,  incidents  and  language  are  not  sub- 
stantially the  same  as  those  in  the  play.  Boucicault  v.  Fox,  5  Blatch.  87. 

If  neither  the  play  nor  the  book  from  which  it  is  alleged  to  have  been 
dramatized  are  put  in  evidence,  no  evidence  can  be  given  of  a  part  of  the 
book,  nor  can  a  witness  be  asked  whether  such  a  part  is  identical  with  or 
resembles  passages  in  the  play.    Boucicault «?.  Fox,  5  Blatch.  87. 

If  evidence  has  been  taken,  the  court  can  not  direct  a  nonsuit.  Bouci- 
cault V,  Fox,  5  Blatch.  87. 

In  determining  whether  an  author  assented  to  the  representation  of 
his  play,  his  silence  while  the  piece  was  being  performed  may  be  considered 
in  connection  with  the  other  evidence.    Boucicault  o.  Fox,  5  Blatch.  87« 


Sec.  4967.  Every  person  who  shall  print  or  publish 
any  manuscript  whatever,  without  the  consent  of  the 
author  or  proprietor  first  obtained,  if  ouch  aulhui  ui  pi'th 
priotop  its  a  utiiaon  of  the  United  Ota. tea,  ur  I'euideut 
tharsin,  shall  be  liable  to  the  author  or  proprietor  for  all 
damages  occasioned  by  such  injury. 

StaiuU  Reviaed^^Mly  8,  1870,  eh.  230,  §  102,  16  Stat.  215. 
Prior  Statuie—FehrMAry  8,  1831,  ch.  16,  §  9,  4  Stat.  438. 

The  word  ^^  manuscript  "  does  not  include  a  picture.  A  picture  is  the 
thing  itself,  but  a  manuscript  is  only  a  description  of  it  in  language,  and 
leaves  the  mind  of  the  reader  to  make  the  picture.  Par  ton  o.  Prang,  2  0. 
G.  619 ;  S.  c.  3  Cliff.  537  ;  s.  C.  6  A.  L.  T.  105. 

A  surreptitious  publication  of  a  substantial  part  of  a  manuscript  ia 
within  the  principle  of  the  statute.    Bartlett  t^.  Crittenden,  5  McLean  32. 

If  the  author  is  a  non-resident  alien,  his  assignee  is  not  entitled  to  pro« 
tection  under  the  statute.  Keene  o.  Wheatley,  4  Phila.  157 ;  8.  c.  9 
A.  L.  Beg.  331. 

The  Jurisdiction  of  the  Federal  courts  is  confined  to  cases  of  threatened 
or  actual  printing  and  publication,  and  probably  does  not  include  the 
public  performance  of  a  manuscript j)lay.    Boucicault  p.  Fox,  5  Blatch.  87« 

RifClit  at  Common  Ijaw. 

The  right  of  an  author  in  his  manuscript  at  common  law  has  not  been 
taken  away  or  abridged  by  the  statute  relating  to  copyright.    Woolsey  v, 
Judd,  4  Duer  379  ;  Crowe  v.  Aiken,  2  Biss.  208  ;  s.  O,  4  A.  L.  llev.  450 
Jones  V.  Thome,  1  N.  Y.  Leg.  Obs.  408. 
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An  author  at  common  law  has  a  property  in  his  manuscript,  and  may 
obtain  redress  against  any  one  who  deprives  him  of  it,  or  by  improperly 
obtaining  a  copy  endeavors  to  realize  a  profit  by  its  publication.  Wheaton 
9.  Peters,  8  Pet.  591 ;  Bartlett  v.  Crittenden,  5  McLean  32 ;  Paige  o. 
Banks,  13  WalL  608 ;  s.  C.  7  Blatch.  152. 

The  exclusive  right  of  an  author  in  a  manuscript  yet  unpublished  rests 
solely  upon  the  right  which  every  man  has  to  the  exclusive  possession  and 
control  of  the  products  of  his  own  labor.  Woolsey  v.  Judd,  4  Duer  379  ; 
Gcigsby  0.  Breckenridge,  2  Bush.  480. 

The  right  of  the  author  is  not  confined  to  the  material  on  which  his 
manuscript  is  written.  The  exclusive  right  is  the  right  of  property  in  the 
words,  thoughts  and  sentiments  which  in  their  connection  form  the  writ- 
ten composition  which  his  manuscript  embodies  and  preserves.  Woolsey 
9.  Judd,  4  Duer  379. 

The  right  of  property  in  the  author  of  a  manuscript  is  absolute  and  un- 
limited. As  owner  he  has  an  absolute  right  to  suppress  as  well  as  to 
publish.    Woolsey  v.  Judd,  4  Duer  379. 

An  author  of  a  literary  work  or  composition  has  a  right  to  the  first  pub- 
lication of  it.  He  has  a  right  to  determine  whether  it  shall  be  published 
at  all,  and  if  published,  when,  where,  by  whom,  and  in  what  form. 
Palmer  v.  De  Witt,  47  N.  Y.  632 ;  s.  c.  36  How.  Pr.  222 ;  40  How.  Pr. 
293 ;  5  Abb.  Pr.  (N.  S.)  13  ;  2  Sweeny  530. 

An  author's  property  in  his  manuscript  is  not  distinguishable  from  any 
other  personal  property.  It  is  governed  by  the  same  rules  of  transfer 
and  succession.  It  is  personal  like  other  movable  property,  following  the 
person  of  the  owner,  and  is  governed  by  the  law  of  his  domicile.  Palmer 
V.  De  Witt,  47  N.  Y.  532;  s.  c.  36  How.  Pr.  222;  40  How.  Pr.  293 ;  5 
Abb.  Pr.  (N.  S.)  13  ;  2  Sweeny  530. 

After  publication  an  author's  exclusive  right  to  his  manuscript  ceases 
at  conmion  law.  Such  publication  may  be  either  by  words,  writing,  print- 
ing, lectures,  sermons,  or  dramatic  representation.  If  in  any  of  these 
modes  the  public  become  possessed  of  the  contents  of  a  manuscript,  with- 
out restrictions  express  or  implied,  it  is  such  a  publication  as  divests  the 
author  of  an  exclusive  property  in  the  work.  Palmer  v,  De  Witt,  5  Abb. 
Pr.  (N.  S.)  130 ;  s.  6.  36  How.  Pr.  222 ;  s.  0.  40  How.  Pr.  293 ;  s.  c.  2 
Sweeny  530 ;  s.  o.  47  N.  Y.  532. 

A  publication  may  be  limited  or  general.  It  is  general,  whenever  the 
communication  effecting  it  is  not  restricted,  both  as  to  the  persons  to 
whom,  and  the  purpose  for  which  it  is  made.  When  general,  it  is  a  dedica- 
tion to  the  public  for  such  unlimited  uses,  including  all  modes  of  publish- 
ing and  republishing,  as  it  may  be  the  meaus  of  directly  or  secondarily 
enabling  any  person  to  make.  Keene  v,  Wheatley,  4  Phila.  157 ;  s.  o.  9 
A.  L.  Beg.  331. 

Publication  is  circulation  before  the  public  eye  by  printing  or  multiplied 
copies  in  writing.     Grigsby  v.  Breckinbridge,  2  Bush  480. 

An  author  retains  his  right  in  his  manuscript  until  he  relinquishes  it  by 
contract  or  some  unequivocal  act  indicating  an  intent  to  dedicate  it  to  the 
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public.  Palmer  ».  De  Witt,  47  N.  Y.  632 ;  8.  c.  36  How.  Pr.  222 ;  40 
How.  Pr.  293  ;  5  Abb.  Pr.  (N.  S.)  130  ;  s.  o,  2  Sweeny  630. 

When  a  literary  work  is  exhibited  for  a  particular  purpose,  or  to  a 
limited  number  of  persons,  it  will  not  be  construed  as  a  general  gift  or 
authority  for  any  purpose  of  profit  or  publication  by  others.  Palmer  o. 
De  Witt,  47  N.  Y.  532 ;  s.  o.  36  How.  Pr.  222 ;  40  How.  Pr.  293 ;  5  Abb. 
Pr.  (N.  S.)  130  ;  8.  c.  2  Sweeny  530. 

If  an  author  permits  copies  of  his  manuscript  to  be  taken  for  the  grati- 
fication of  his  friends,  he  does  not  authorize  them  to  print  it  for  general 
use.    Bartlett  v,  Crittenden,  4  McLean  300. 

The  mere  use  of  a  manuscript  for  the  purpose  of  imparting  instructioii 
to  pupils  does  not  constitute  an  abandonment  of  it,  although  they  were 
required  or  permitted  to  make  copies  for  that  purpose.  Bartlett  v.  Crit- 
tenden, 6  McLean  32 ;  Bartlett  v.  Crittenden,  4  McLean  300. 

The  right  of  property  in  a  manuscript  may  be  abandoned  the  same  as 
any  other  right  of  property.    Bartlett  v.  Crittenden,  5  McLean  32. 

The  intention  to  publish  is  only  material  on  the  question  of  abandon- 
ment.   Bartlett  v.  Crittenden,  5  McLean  32. 

An  unqualified  publication  by  printing  and  oflTering  for  sale  is  a  dedica- 
tion to  the  public.  Palmer  v.  DeWitt,  47  N.  Y.  532 ;  s.  c.  36  How.  Pr. 
222 ;  8.  o.  40  How.  Pr.  293 ;  8.  c.  5  Abb.  Pr.  (N.  S.)  130 ;  s.  c.  2  Sweeny 
530. 

A  person  who  has  been  employed  by  the  State  to  make  surveys  and 
explorations,  or  to  act  as  draughtsman  for  a  party  doing  such  work,  has 
no  right  to  publish  a  map  fh>m  materials  so  collected.  Comm.  v,  Desilver, 
3  Phila.  31. 

The  owner  of  a  manuscript  copy  of  a  map  which  has  been  dedicated  to 
the  public,  can  not  interfere  by  injunction  or  otherwise  with  the  right  of 
others  to  make  a  copy  from  manuscripts  owned  by  them,  or  to  put  them 
to  any  use  desired.    Bees  t^.  Peltzer,  75  111.  475. 

If  the  manuscript  contains  the  framework  of  a  system,  it  will  be  pro- 
tected, although  it  is  incomplete.    Bartlett  v.  Crittenden,  4  McLean  300. 

An  abstract  book  which  contains  a  complete  history  of  the  title  and 
incumbrances  to  land  in  a  certain  locality,  can  not  be  published  without 
the  consent  of  the  compiler.    Banker  v.  Caldwell,  3  Minn.  94. 

If  the  author  of  a  map  gives  a  copy  of  it  to  a  municipal  corporation  for 
public  use,  and  sells  copies  to  others  for  their  use  without  restriction, 
this  is  such  a  publication  as  to  deprive  him  of  his  proprietorship  in  the 
literary  property.    Bees  v,  Peltzer,  75  111.  475. 

If  the  bill  alleges  that  the  defendant  wrongfully  obtained  possession  of 
the  complainant's  manuscript  and  stereotype  plates  and  published  the 
work,  it  will  be  dismissed,  for  there  is  ample  remedy  at  law.  Monk  v. 
Harper,  3  Edw.  Ch.  109. 

A  manuscript,  however  valuable,  can  not  be  seized  by  the  author's 
creditors  as  property.    Bartlett  v,  Crittenden,  5  Mcljcan  32. 

A  sheriff  who  has  levied  an  execution  upon  an  unpublished  work  has 
no  right  to  make  copies  thereof  in  the  interval  between  the  levy  and  the 
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sale.    The  debtor's  ownership  is  not  divested  by  a  levy,  and  the  sheriff 
merely  has  the  custody.    Banker  v.  Caldwell,  3  Minn.  94. 

The  protection  afforded  by  the  common  law  to  literary  labor  is  accorded 
to  alien  friend  and  citizen  alike.  Palmer  v.  De  Witt,  47  N.  Y.  532 ;  s.  o. 
36  How.  Pr.  222 ;  8.  0.  40  How.  Pr.  293 ;  s.  c.  6  Abb.  Pir.  (N.  S.)  130 ; 
s.  o.  2  Sweeny  530. 


I>rainatic  Compaftitioiitt. 

A  manuscript  of  a  dramatic  composition  is  equally  under  the  protection    / 
of  the  law  with  any  other  work.    Keene  v.  Kmball,  82  Mass.  545 ;  s.  o.  / K 
23  Law  Rep.  669. 

The  rights  of  an  author  of  a  drama  in  his  composition  are  twofold.  He 
is  entitled  to  the  profit  arising  from  its  performance,  and  also  from  the 
sale  of  the  manuscript  or  the  printing  and  publishing  it.  Palmer  o. 
De  Witt,  47  N.  Y.  532 ;  o.  g,  U  Hewi  Pi.  flja,  S.  0.  40  Huw.  R.  2>8 ; 
Oi  Oi  ft -Ablii  Pi.  (K.  Q.)  100 ,  B.  6i  fl  Qiiuuaj'  080. 

The  permission  to  act  a  play  at  a  public  theatre  does  not  amount  to  an 
abandonment  by  an  author  of  his  title  to  it,  or  to  a  dedication  of  it  to  the 
public.    Palmer  o.  De  Witt,  47  N.  Y.  532 ;  °  ^  ^^  Hrw  P 
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The  performance  of  a  play  in  public,  with  the  consent  of  the  author,  for 
a  compensation,  is  no  evidence  of  his  abandonment  of  the  manuscript  to 
the  public.    Boucicault  o.  Fox,  5  Blatch.  87;  contra^  Keene  v.  Kimball, 
.-82  Mass.  545 ;  °  ^  q^t^^  T>^p  oqq 

A  performance  of  a  play  at  a  theatre  is  a  general  publication.  Keene 
V.  Wheatley,  4  Phila.  157 ;  ff  n  f  A    T   TTrg  ??li 

If  a  general  publication  of  a  play  does  not  enable  others  to  represent  it 
through  a  retention  of  the  words  in  their  memory,  the  author^s  proprietor- 
ship continues.  Keene  v.  Wheatiey,  4  Phila.  157  ;4k  Oi  9  Ai  In  Dsgi  091 ; 
Boucicault  t^.  Wood,  2  Biss.  34 ;  g,  gi  3i6  Ai  ti  Bipii  §89  ;  Roberts  o. 
Myers,  23  Law  Hep.  396*;  hk  t.  IT  Leg'.  iLf 1. 405 ;  Keene  v.  Clarke,  5  Bobt. 
38;  Crowe  c.  Aiken,  2  Biss.  208;  ji  u.  4  A.  L.  iiyV.  450;  laide  Keene  o. 
Kimball,  82  Mass.  545riL-'u*  23  Lmi  Ittp.'OQO.  ^ -C  •  I  •    .'  /    Ql  Ls.(uJ 

If  a  play  is  represented  in  public,  and  a  spectator  retains  it  by  memory 
alone  and  publishes  it,  the  exclusive  right  is  gone.    Palmer  v.  De  Witt,  5 

400,  B.  c.  00  Huw.  Pi.  Oifli  Di  fli  40  IIs^i  P>i  ftO?  \  n  n. 
;  s.  o.  47  N.  Y.  532;  conm^  Tompkws  v.  Halleck,  133 
Mass.  32. 

The  evidence  must  clearly  establish  the  fact  that  the  copy  of  the  play 
was  produced  from  memory,  and  negative  any  other  conclusion.  •  Crowe 
«.  Aiken,  2  Biss.  208 ;  "  fl  j  A   ^   ^    '    ^''^ 

A  spectator  of  a  play  has  no  right  to. cause  its  reproduction  by  phono- 
graphic or  other  verbatim  reports,  independent  of  memory.  Keeae  v, 
Clarke,  5  Bobt.  38 ;  Crowe  o.  Aiken,  2  Biss.  208 ;  '^  —  r*  ^    ^   ^""  ^'^ 

An  intent  to  abandon  a  dramatic  composition  to  the  public  is  inferable 
from  frequent  and  continued  representations  for  a  long  time  and  at  differ- 


^ 


^ 


'A 


\i 


V 


520  COPYRIGHT  LAWS.  [§4967 

ent  places.  Eeene  v.  Clarke,  5  Bobt.  38 ;  Keene  o.  Kimball,  82  Mass. 
545 ;  S.  C.  23  Law  Rep.  339. 

A  play  once  published  by  its  author  may  be  represented  on  the  stage 
\  by  any  person  without  infringement  upon  the  author's  right.  Keene  9. 
Kimball,  82  Mass.  545 ;  s.  c.  23  Law  Bep.  339. 

The  publication  of  the  piano  score  of  an  opera  is  not  such  a  publication, 
of  the  opera  as  will  give  another  the  right  to  use  the  unpublished  libretto 
of  the  opera  or  the  unpublished  operatic  score.  Groldmark  v,  Collmer,  15 
C.  L.  N.  67. 

Although  the  piano  score  of  an  opera  has  been  published,  yet  this  does 
not  give  another  the  right  to  use  it  as  a  basis  for  composing  an  orchestra 
score  and  a  libretto,  and  thus  put  the  opera  on  the  stage.  Goldmark  o. 
Collmer,  15  C.  L.  N.  67. 

If  the  airs  and  harmonies  of  an  opera  are  published  with  a  piano  accom- 
paniment, a  person  who  performs  the  opera  with  an  orchestration  pre- 
pared by  another  does  not  infringe  the  rights  of  the  author.  Carte  v. 
Ford,  15  Fed.  Bep.  439 ;  contra^  Thomas  v,  Lennon,  14  Fed.  Bep.  849. 


ILetten. 

The  author  of  any  letter,  whether  it  is  a  literary  composition,  or  a 
&miliar  letter,  or  a  letter  of  business,  possesses  the  sole  and  exclusive 
copyright  therein.  Folsom  v.  Marsh,  2  Story  100;  Woolsey  v»  Judd,  4 
Duer  379 ;  Grigsby  v,  Breckenridge,  2  Bush  480 ;  Denis  t^,  Leclerc,  1 
Orleans  T.  B.  297  ;  contra,  Wetmore  v.  Scovill,  3  Edw.  Ch.  515 ;  Hoyt  v. 
Mackenzie,  3  Barb.  Ch,  320. 

By  sending  a  letter  the  author  parts  with  his  right  to  the  possession, 
control,  or  reclamation  thereof  without  the  consent  of  the  receiver,  and 
gives  the  latter  the  exclusive  right  to  read  and  keep  it.  Grigsby  v,  Breck- 
enridge, 2  Bush  480. 

The  author  has  a  right  to  publish  the  letter,  if  he  keeps  or  can  procure 
a  copy ;  but  the  recipient  is  not  bound  to  keep  the  original  for  his  tran- 
scription, inspection,  or  other  use.    Grigsby  v.  Breckenridge,  2  Bush  480. 

The  possession  of  a  letter  addressed  to  the  Christian  name  of  the  pos- 
sessor is  prima  facie  evidence  of  title  and  ownership.  Tefft  v.  Marsh,  1 
W.  Va.  38, 

The  recipient  of  a  letter  has  a  right  to  keep  it,  or  destroy  it,  or  dispose 
of  it  in  any  other  way  than^by  publication.  Grigsby  v.  Breckenridge,  2 
Bush  480. 

The  recipient  may  read  a  letter  to  a  friend,  or  deposit  it  for  safe- 
keeping, without  violating  the  author's  right  of  publication.  Grigsby  v. 
Breckenridge,  2  Bush  480.  . 

A  person  to  whom  a  letter  is  addressed  has  no  right  to  publish  it,  except 
to  protect  or  vindicate  himself.    Folsom  v.  Marsh,  2  Story  100. 

The  government  has  the  right  to  give  publicity  to  letters  addressed  to 
any  of  the  departments  by  a  public  officer,  even  against  the  will  of  the 
writer.    Folsom  v.  Marsh,  2  Story  100. 
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A.  feme  covert  has  the  right,  as  between  herself  and  her  husband,  to  keep 
and  dispose  of  a  confidential  letter  addressed  to  her,  and  not  affecting  his 
rights,  regardless  of  his  will,  whether  received  before  or  after  marriage. 
Grigsby  v»  Breckenridge,  2  Bush  480. 

A  feme  covert^  when  she  is  about  to  die,  may  give  and  deliver  a  letter 
addressed  to  her  by  another,  and  after  such  alienation  the  letter  will  not 
constitute  any  portion  of  her  estate  which  can  pass  to  her  executor  or 
administrator.    Grigsby  t^.  Breckenbridge,  2  Bush  480. 

Although  letters  pass  to  an  executor  or  administrator,  yet  they  are  not 
assets  in  his  hands  which  may  be  sold  to  pay  debts,  but  come  to  his  pos- 
session solely  for  the  purpose  of  being  transferred  to  the  widow  or  next  of 
kin.    Eyre  v.  Higbee,  22  How.  Pr.  198 ;  s.  o.  35  Barb.  502. 

Sec.  4968.  No  action  shall  be  maintained  in  any  case  of 
forfeiture  or  penalty  under  the  copyright  laws,  unless  the 
same  is  commenced  within  two  years  after  the  cause  of 
action  has  arisen. 

St€Uuie  Bevised'-Jvlj  8,  1870,  ch.  230,  }  104,  16  Stat.  215. 
FHor  Statutea-lAAj  81,  1790,  ch.  15,  §  2, 1  Stat.  124.~-April  20, 1802,  oh.  86, 
S  4,  2  Stat  172.— Felmiary  8,  1881,  ch.  16,  §  18,  4  Stot.  480. 

Although  the  plates  were  engraved  more  than  two  years  before  the 
institation  of  the  suit,  yet  every  printmg  for  sale  is  a  new  infraction  of 
the  right,  and  if  such  printing  was  within  two  years  before  the  suit  was 
brought,  the  defendant  is  liable.    Beed  o.  Carusi,  Taney  72. 

Sec.  4969.  In  all  actions  arising  under  the  laws  respect- 
ing copyrights,  the  defendant  may  plead  the  general  issue, 
and  give  the  special  matter  in  evidence. 

SiatuU  Reviaed^-3\jlj  8,  1870,  ch.  330,  1 105, 16  Stat.  216. 
Prior  StaMea—MAj  81, 1790,  oh.  15,  2  6, 1  Stat.  126.— February  8, 1881,  oh. 
16,  i  10,  4  Stat  488. 

Sec.  4970.  The  circuit  courts,  and  district  courts  having 
the  jurisdiction  of  circuit  courts,  shall  have  power,  upon 
bill  in  equity,  filed  by  any  party  aggrieved,  to  grant  in- 
junctions to  prevent  the  violation  of  any  right  secured  by 
the  laws  respecting  copyrights,  according  to  the  course  and 
principles  of  courts  of  equity,  on  such  terms  as  the  court 
may  deem  reasonable. 

StatiUe  Bevised^ulj  8, 1870,  ch.  230,  i  160,  16  Stot.  215. 
jPrior  Staiutes—Vehra&Tj  15,  1810,  oh.  10,  2  1,  8  Stat.  481.— Febmaiy  8, 
1831,  oh.  16,  2  0,  4  Stat.  438. 
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labels  designed  to  be  used  for  any  other  articles  of  manufacture 
shall  be  entered  under  the  copyright  law,  but  may  be  registered 
in  the  Patent  OfBce.  And  the  Commissioner  of  Patents  is 
hereby  charged  with  the  supervision  and  control  of  the  entry 
ortegistry  of  such  prints  or  labels,  in  conformity  with  the  regii« 
lations  provided  by  law  as  to  copyright  of  prints,  except  that 
there  shall  be  paid  for  recording  the  title  of  any  print  or  label, 
,^  not  a  trade-mark,  six  dollars,  which  shall  cover  the  expense  of 

1^1  furnishing  a  copy  of  the  record,  under  the  seal  of  the  Commis* 

sioner  of  Patents,  to  the  party  entering  the  same. 

Sec.  — .  [Approved  Aug.  1, 1882.]  That  manufacturers  of  de* 
signs  for  molded  decorative  articles,  tiles,  plaques,  or  articles  of 
pottery  or  metal  subject  to  copyright  may  put  the  copyright 
mark  prescribed  by  section  forty-nine  hundred  and  sizty-two  of 
the  Revised  Statutes,  and  acts  additional  thereto,  upon  the  back 
or  bottom  of  such  articles,  or  in  such  other  place  upon  them  as 
it  has  heretofore  been  usual  for  manufacturers  of  such  articles 
to  employ  for  the  placing  of  manufacturers,  merchants,  and 
trade-marks  thereon. 

Sec.  11.  [Approved  March  8, 1891,  to  take  effect  July  1, 1891.] 
That  for  the  purpose  of  this  act  each  volume  of  a  book  in  two 
or  more  volumes,  when  such  volumes  are  published  separately, 
and  the  first  one  shall  not  have  been  issued  before  this  act  shall 
take  effect,  and  each  number  of  a  periodical  shall  be  considered 
an  independent  publication,  subject  to  the  form  of  copyrighting 
as  above. 

I 

j  Sec.  12.  That  this  act  shall  go  into  effect  on  the  first  day  of 

July,  anno  Domini  eighteen  hundred  and  ninety-one. 

Sec.  18.  [Approved  March  8, 1891,  to  take  effect  July  1, 1891.] 
That  this  act  shall  only  apply  to  a  citizen  or  subject  of  a  foreign 
state  or  nation  when  such  foreign  state  or  nation  permits  to 
citizens  of  the  United  States  of  America  the  benefit  of  copyright 
on  substantially  the  same  basis  as  its  own  citizens ;  or  when 
such  foreign  state  or  nation  is  a  party  to  an  international  agree- 
ment which  provides  for  reciprocity  in  the  granting  of  copyright, 
by  the  terms  of  which  agreement  the  United  States  of  America 
may  at  its  pleasure  become  a  party  to  such  agreement.  The  ex- 
istence of  either  of  the  conditions  aforesaid  shall  be  determined 
by  the  President  of  the  United  States,  by  proclamation  made 
from  time  to  time  as  the  purposes  of  this  act  may  require. 


DIRECTIONS  FOB  SECURING  COPYRIGHTS 

Under  the  Revised  Acta  of  Oongress,  indnding  the  ProTiiloiiE  fbr 
Foroign  Oopyriglit,  by  Act  of  March  3, 1891. 

1.  A/r/«/^^copy  of  the  title  of  the  book,  map,    Printed  tm« 
chart,  dramatic  or  musical  composition,  en-"^*"'*** 
graving,  cut,  print,  photograph,  or  chromo,  or 

a  description  of  the  painting,  drawing,  statue, 
statuary,  or  model  or  design  for  a  work  of  the 
fine  arts,  for  which  copyright  is  desired,  must 
be  delivered  to  the  Librarian  of  Congress  or 
deposited  in  the  mail,  within  the  United  States^ 
prepaid^  addressed 

LIBRARIAN  OP  CONGRESS. 

Washington,  D.  C. 

This  may  be  done  on  or  before  day  of  publi- 
cation in  this  or  any  foreign  country. 

The  printed  title  required  may  be  a  copy  of  what  Btyie  of 
the  title  page  of  such  publications  as  have  title  ^""** 
pages.  In  other  cases  the  title  must  be  printed  ex- 
pressly/or copyright  entry,  with  name  or  claimant 
of  copyright.  The  style  of  type  is  immaterial, 
and  the  print  of  a  typewriter  will  be  accepted. 
But  a  separate  title  is  required  for  each  entry, 
and  each  title  must  be  printed  on  paper  as 
large  as  commercial  note.  The  title  of  SLperi- 
odical  mvist  include  the  date  and  number;  and 
each  number  of  the  periodical  requires  a  sepa- 
rate entry  of  copyright. 

Blank  forms  of  application  furnished  to  ap-  AppiicMiouB. 
plicants. 

2.  The  legal  fee  for  recording  each  copyright  copyright fec^. 
claim  is  50  cents,  and  for  a  copy  of  this  record 

(or  certificate  of  copyright  under  seal  of  the 
office)  an  additional  fee  of  50  cents  is  required, 
making  $1,  if  certificate  is  wanted,  which  will 
be  mailed  as  soon  as  reached  in  the  records. 

No  money  is  to  be  placed  in  any  package  of 
books,  music,  or  other  publications.  A  bank 
check,  to  order,  avoids  all  risk. 

For  publications  which  are  the  production  of 
persons  not  citizens  or  residents  of  the  United 
States,  the  fee  for  recording  title  is  $1,  and  50 
cents  additional  for  a  copy  of  the  record.  Cer- 
tificates covering  more  than  one  entry  in  one 
certificate  are  not  issued. 

Bank  checks,  money  orders,  and  currency 
only  taken  for  fees.  No  postage  stamps  re- 
ceived. 
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Where  a  question  is  doubtfiil,  a  decision  on  a  motion  for  an  injunction 
may  be  suspended  and  an  issue  sent  to  be  tried  at  law.  Jollie  v.  Jaques, 
I  Blatch.  618. 

The  doubt  which  will  justify  a  refusal  to  grant  a  preliminary  injunction 
must  be  a  serious  doubt  remaining  after  a  faithful  investigation  of  the  law 
and  the  foots.    Little  v,  Gould,  2  Blatch.  165. 

If  there  is  nothing  to  identify  or  distinguish  the  parts  in  which  the  com- 
plainant claims  a  copyright,  and  the  defendant's  affidavits  deny  the  equities 
of  the  bill,  a  preliminary  injunction  will  not  be  granted.  Flint  r.  Jones, 
1  W.  N.  334. 

If  there  are  doubts  in  regard  to  the  infringement  of  a  copyright,  the 
defendant  may  be  allowed  to  give  bond  instead  of  awarding  a  preliminary 
injunction.    Hubbard  o.  Thompson,  14  Fed.  Bep.  689. 

Whether  the  doubt  arises  upon  a  question  of  fact  or  upon  a  question  of 
law  is  unimportant,  for  if  there  Is  a  doubt  a  preliminary  injunction  will  be 
refused.    Scribner  p.  Stoddard,  19  A.  L.  Beg.  433. 

If  the  benefit  to  the  compliunant  would  be  small  and  the  loss  to  the 
defendant  serious,  a  preliminary  injunction  will  not  be  granted.  Scribner 
V.  Stoddard,  19  A.  L.  Beg.  433. 

If  a  reprint  of  a  small  article  in  an  encyclopedia  will  not  injure  the  sale 
of  the  former,  a  preliminary  injunction  will  not  be  granted.  Scribner  o. 
Stoddard,  19  A.  L.  Beg.  433 ;  s.  c.  8  W.  N.  61. 

On  a  motion  to  dissolve  an  injunction,  the  complainant  cannot  read 
affidavits  for  the  purpose  of  rebutting  averments  in  the  answer  as  to  his 
title,  but  must  depend  upon  the  affidavits  filed  with  his  bill.  Farmer  o. 
Calvert  Publishing  Co.,  1  Flippin  228 ;  8.  c.  5  A.  L.  T.  168. 

A  denial  of  the  complainant's  title  on  information  and  belief,  not  sup- 
ported by  the  affidavit  of  any  person  having  personal  knowledge,  is  not 
sufficient  to  entitle  the  defendant  to  a  dissolution  of  an  injunction.  Farmer 
V.  Calvert  Publishing  Co.,  1  Flippin  228 ;  s.  o.  5  A.  L.  T.  168. 

Injonctioii. 

If  the  alleged  infringement  does  not  prejudice  the  complainant,  he  is 
not  entitled  to  an  account  or  an  injunction.  Chase  v.  Sanborn,  6  O.  G. 
932 ;  s.  c.  4  aiff.  306. 

If  a  book  infringes  a  copyright  of  another  book  in  some  parts  and  in 
other  parts  is  no  infringement,  the  remedy  will  not  be  extended  beyond 
the  injury.  Story  v.  Holcombe,  4  McLean  306 ;  Emerison  v.  Davies,  3 
Story  768. 

If  the  motive  was  not  culpable  and  the  part  copied  can  not  be  separated 
from  the  rest  of  the  work,  an  injunction  will  not  be  awarded.  Webb  v. 
Powers,  2  W.  &  M.  497. 

If  the  complainant  aided  the  defendant  in  the  publication  of  the  work 
without  asserting  any  claim  under  his  copyright,  he  can  not  restrain  the 
sale  thereof.    Heine  v.  Appleton,  4  Blatch.  125. 

A  defendant  may  be  restrained  from  using  the  name  of  a  play  in  adver- 
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tisements  with  the  intent  to  lead  the  public  to  believe  that  the  genuine 
play  will  be  perfonned.    Shook  v.  Wood,  32  Leg.  Int.  264. 

A  party  who  is  attached  for  contempt  in  violating  a  perpetual  injunc- 
tion cannot  contest  the  validity  of  the  copyright.  Drury  v,  Ewing,  1 
Bond  540. 

Practice. 

The  complainant  must  show  that  he  is  the  author  of  the  work,  or  that 
his  title  is  derived  from  one  sustaining  that  relation  to  the  publication. 
Greene  v.  Bishop,  1  Clifi'.  186. 

The  burden  of  proof  is  on  the  complainant  to  establish  his  right  to 
copyright  as  well  as  the  inflringement.  Chase  v.  Sanborn,  6  O.  G.  932 ; 
8.  c.  4  Cliff.  306. 

The  copyright  is  prima  facie  evidence  that  the  party  is  the  author,  and 
the  burden  of  proof  is  on  the  defendant  to  show  the  contrary.  Reed  v. 
Carusi,  Taney  72. 

Master. 

The  usual  course  is  to  send  the  case  to  a  master  before  determining 
the  ments.  Chase  v.  Sanborn,  6  O.  G.  932 ;  s.  c.  4  Cliff.  306 ;  Story  v. 
Derby,  4  McLean  160. 

A  master  is  required  to  report  conclusions,  and  in  general  it  is  irregular 
for  him  to  incorporate  the  details  of  the  evidence  into  his  report  without 
the  direction  of  the  court.    Greene  v.  Bishop,  1  Cliff.  186. 

Whenever  it  is  requested  by  either  party,  a  master  should  specify  and 
identify  the  evidence,  and  refer  to  it  in  such  a  manner  as  to  inform  the  court 
on  what  state  of  facts  his  conclusions  are  based.  Greene  v.  Bishop,  1 
Cliff.  186. 

Exceptions  to  a  master's  report  are  written  enumerations  of  the  errors 
alleged  by  the  complaining  party,  and  of  the  corrections  he  requests  to 
have  made,  and  they  should  be  so  framed  as  not  merely  to  allege  error 
in  general  terms,  but  should  be  sufficiently  definite  and  explicit  to  enable 
the  court  understandingly  to  decide  on  each  point  in  dispute.  General 
allegations  of  error  without  pointing  to  any  particulars  are  insufficient. 
Greene  v.  Bishop,  1  Cliff.  186. 

An  exception  which,  without  any  suggestion  or  Imputation  of  fraud  or 
undue  influence,  merely  alleges  that  the  master  has  arrived  at  a  wrong 
conclusion  on  the  evidence,  without  pointing  out  any  specific  portion  of 
the  testimony  to  support  the  allegation,  can  not  in  general  be  regarded  as 
sufficient  to  put  the  finding  of  the  master  in  issue,  or  to  require  the  court 
to  review  and  revise  the  same  in  a  matter  of  fact  dependent  entirely  upon 
the  weight  and  effect  of  the  evidence  submitted  to  his  consideration. 
Greene  v.  Bishop,  1  Cliff.  186. 

Although  an  exception  is  insufficient,  yet  if  the  court  is  satisfied  that 
any  error  has  been  committed  by  the  master  in  the  finding  referred  to,  it 
may  re-commit  the  report  in  order  that  the  error  may  be  corrected. 
Greene  v.  Bishop,  1  Cliff.  186. 
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The  finding  of  the  master  in  a  matter  of  fact  depending  on  the  weight 
and  effect  of  the  evidence  will  not  be  interfered  with  unless  it  is  clearly 
shown  that  there  is  manifest  error.    Greene  o.  Bishop,  1  Cliff.  186. 

If  the  exceptions  to  the  master's  report  are  overruled,  all  mattera  found 
by  the  master  and  embraced  in  the  order  of  reference  must  be  taken  to  be 
true.  All  other  matters  depend  on  the  evidence,  and  must  be  heard«and 
determined  by  the  court  as  in  other  j:^ses  on  final  -hearing.  Greene  v. 
Bishop,  1  Cliff.  186. 

•j  -    ^      Sec.  4971.  Nothing  in  this  chapter  ishall  be  construed 

c  I^KJ^L^    ^  prohibit  the  printing,  publishing,  importation,  or  sale 

/  f,  ^  /      of  any  book,  map,  chart,  dramatic  or  musical  composition, 

print,  cut,  engraving,  or  photograph,  written,  composed, 

or  made  by  any  person  not  a  citizen  of  the  United  States 

nor  resident  therein. 

statute  Reviaed^-Julj  8,  1870,  oh.  280,  J  108,  16  Stat.  215. 
Prior  Statutes— Msky  SI,  1790,  oh.  15,  §  5, 1  Stat.  125.— February  8, 1881,  eh. 
16,  §  8,  4  Stat  438. 

The  word  ^^ print"  in  this  section  embraces  chromos.  Yuengling  v. 
Schile,  12  Fed.  Rep.  97  ;  s.  c.  20  Blatch.  452. 

The  word  ^^  print  '*  in  this  section  embraces  lithographs.  Yuengling  o. 
Schile,  12  Fed.  Rep.  97 ;  s.  c.  20  Blatch.  452. 
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FBOM    TEB  BEVJBED  STATUTES   OF   THE   UNITED  BTATEB^    IN   FOBOE 

DEOEMSSB   1,  187S,  AB  AMENDED   BY  ACT  OF  JUNE  IB,  187k, 

AUGVBT  1,  1882,  MA  BOH  S,  1891,  AND  MABOH  t,  1896. 


Sectioit  4948.  All  records  and  other  things  relating  to  copy- 
rights and  required  by  law  to  be  preserved,  shall  be  under  the 
control  of  the  Librarian  of  Congress,  and  kept  and  preserved  in 
the  Library  of  Congress ;  and  the  Librarian  of  Congress  shall 
have  the  immediate  care  and  supervision  thereof,  and,  under 
the  supervision  of  the  Joint  Committee  of  Congress  on  the 
Library,  shall  perform  all  acts  and  duties  required  by  law 
touching  copyrights. 

Sec.  4949.  The  seal  provided  for  the  office  of  the  Librarian  of 
Congress  shall  be  the  seal  thereof,  and  by  it  all  records  and 
papers  issued  from  the  office,  and  to  be  used  in  evidence  shall 
be  authenticated. 

Sec.  4960.  The  Librarian  of  Congress  shall  give  a  bond,  with 
sureties,  to  the  Treasurer  of  the  United  States,  in  the  sum  of 
five  thousand  dollars,  with  the  condition  that  he  will  render  to 
the  proper  officers  of  the  Treasury  a  true  account  of  all  moneys 
received  by  virtue  of  his  office. 


RULES  OF  PEAOTIOE 


IN  THE 


UNITED  STATES  PATENT  OFFICE. 


REVISED  FEBRUARY  1, 1888. 


The  following  i-egulations,  doBigned  to  be  in  strict  accordance 
with  the  Revised  Statutes  relating  to  the  grant  of  patents  for 
inventions,  are  published  for  gratuitous  distribution.  Marginal 
references  to  corresponding  provisions  of  the  revised  statutes, 
and  of  the  Rules  of  1878,  are  given  for  the  convenience  of  the 
public  and  of  the  oflSce. 

The  observance  of  the  appended  forms,  in  all  cases  to  which 
they  may  be  applicable,  is  recommended  to  inventors  and  at- 
torneys. 

Printed  copies  of  the  revised  statutes  relating  to  the  grant  of 
patents  may  be  obtained  on  application  to  the  Commissioner. 

Correspondence. 

1.  All  business  with  the  office  should  be  transacted  in  writing. 
Unless  by  the  consent  of  all  parties,  the  action  of  the  office  will 
be  based  exclusively  on  the  written  record.  No  attention  will 
be  paid  to  any  allied  oral  promise,  stipulation  or  understanding, 
in  relation  to  which  there  is  disagreement  or  doubt. 

2.  All  office  letters  must  be  sent  in  the  name  of  the  ^*  Com- 
missioner of  Patents."  All  letters  and  other  communications 
intended  for  the  office  must  be  addressed  to  him ;  if  addressed  to 
any  of  the  other  officers  they  will  ordinarily  be  returned. 

3.  Express  charges,  freight,  postage  and  all  other  charges  on 
matter  sent  to  the  patent  office,  must  be  prepaid  in  full ;  other- 
wise it  will  not  be  received. 

4.  The  personal  attendance  of  applicants  at  the  patent  office 
is  unnecessary.  Their  business  can  oe  transacted  by  correspond- 
ence. 

5.  The  assignee  of  the  entire  interest  of  an  invention  is  en- 
titled to  hold  correspondence  with  the  office  to  the  exclusion 
of  the  inventor; 
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6.  Where  there  has  been  an  assignment  of  an  nndivided  part 
of  an  invention,  the  inventor  and  uie  assignee  will  both  be  recog- 
nized as  the  proper  parties  to  hold  correspondence  with  the  office, 
and  all  amendments  and  other  actions  in  snch  cases  must  bo 
signed  by  both  parties ;  but  official  letters  will  be  sent  in  such 
case  to  the  posto£^ce  address  of  the  inventor,  unless  he  shall 
otherwise  direct. 

7.  When  an  attorney  shall  have  filed  his  power  of  attorney, 
duly  executed,  the  correspondence  will  be  held  with  him. 

8.  A  double  corresponaence  with  the  inventor  and  an  assignee, 
or  with  a  principal  and  his  attorney,  or  with  two  attorneys,  can 
not  generally  be  allowed. 

9.  A  separate  letter  should  in  every  case  be  written  in  relation 
to  each  distinct  subject  of  inquiry  or  application.  Assignments 
for  record,  final  fees  and  orders  for  copies  or  abstracts,  must  be 
sent  to  the  office  in  separate  letters. 

10.  When  a  letter  concerns  an  application,  it  should  state  the 
name  of  the  applicant,  the  title  of  the  invention,  the  serial  nam- 
ber  of  the  application  (see  Bule  31),  and  the  date  of  filing  the 
same. 

11.  When  the  letter  concerns  a  patent,  it  should  state  the 
name  of  the  patentee,  the  title  of  the  invention,  and  the  number 
and  date  of  the  patent. 

12.  No  attention  wiU  be  paid  to  ex  parte  statements  or  pro- 
tests of  persons  concerning  pending  applications  to  which  tney 
are  not  parties,  unless  information  of  the  pendency  of  such  ap- 
plications should  have  been  voluntarily  comumnicated  by  the 
applicants. 

13.  Letters  received  at  the  office  will  be  answered,  and  orders 
for  printed  copies  filled,  without  unnecessary  delay.  Telegrams, 
if  not  received  before  3  o'clock  P.  M.,  can  not  ordinarily  be 
answered  until  the  following  day. 

Information  to  Correspondents. 

14.  The  office  can  not  respond  to  inquiries  as  to  the  novelty  of 
an  alleged  invention  in  advance  of  an  application  for  a  patent,  nor 
to  inquiries  propounded  with  a  view  of  ascertaining  whether  any 
alleged  improvements  have  been  patented,  and,  if  so,  to  whom ; 
nor  can  it  act  as  an  expounder  of  the  patent  law,  or  as  counsellor 
for  individuals,  except  as  to  questions  arising  within  the  office. 

Of  the  propriety  of  making  an  application  for  a  patent,  the 
inventor  must  judge  for  himself.  The  office  is  open  to  him,  and 
its  records  and  models  pertaining  to  all  patents  granted  may  be 
inspected  either  by  himself  or  by  any  attorney  or  expert  ho  may 
call  to  his  aid,  and  its  reports  are  widely  distributed.  (See  Rule 
216.)  Further  than  this  the  office  can  render  him  no  assistance 
until  his  case  comes  regularly  before  it  in  the  manner  prescribed 
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hj  law.  A  copy  of  the  rules,  with  this  section  marked,  sent  to 
the  individual  making  an  inquiry  of  the  character  referred  to,  is 
intended  as  a  respectful  answer  by  the  office.  Examiners' 
digests  are  not  open  to  public  inspection. 

15.  Caveats  and  pending  applications  are  preserved  in  secrecy. 
No  information  will  be  given,  without  authority,  respecting  the 
filing  by  any  particular  person  of  a  caveat  or  of  an  application 
for  a  patent  or  for  the  reissue  of  a  patent,  the  pendency  of  any 
particular  case  before  the  office,  or  the  subject-matter  of  any  par- 
ticular application,  unless  it  shall  be  necessary  to  the  proper  con- 
duct of  basiness  before  the  office,  as  providea  by  Bules  97, 102, 
and  126.    (See  Rule  171.) 

16.  After  a  patent  has  issued,  the  model,  specification,  draw- 
ings, and  all  aocuments  relating  to  the  case  are  subject  to 
general  inspection,  and  copies,  except  of  the  model,  will  be  fui^ 
nishod  at  the  rates  specified  in  Rule  209. 

Attorneys. 

17.  Any  person  of  intelligence  and  good  moral  character  may 
appear  as  the  agent  or  the  attorney  in  fact  of  an  applicant,  upon 
filing  a  proper  power  of  attorney.  As  the  value  of  patents 
depends  largely  upon  the  careful  preparation  of  the  specifixjations 
and  claims,  the  assistance  of  competent  counsel  will,  in  most 
cases,  be  of  advantage  to  the  applicant ;  but  the  value  of  their 
services  will  be  proportionate  to  their  skill  and  honesty,  and  too 
much  care  cannot  oe  exercised  in  their  selection.  The  office 
cannot  assume  responsibility  for  the  acts  of  attorneys,  nor  can  it 
assist  applicants  m  making  selections.  It  will,  however,  be 
unsafe  to  trust  those  who  pretend  to  the  possession  of  any 
facilities  except  capacity  and  diligence  for  procuring  patents  in  a 
shorter  time  or  with  broader  claims  than  others. 

18.  Befi)re  any  attorney,  original  or  associate,  will  be  allowed 
to  inspect  papers  or  take  action  of  any  kind,  his  power  of  attorney 
must  DC  filed.  No  power  of  attorney  purporting  to  have  been 
given  to  a  firm  or  copartnership  will  be  recognized,  either  in 
favor  of  the  firm  or  of  any  of  its  members,  unless  all  ite  members 
shall  be  named  in  such  power  of  attorney. 

19.  Substitution  or  association  can  be  made  by  an  attorn ev 
upon  the  written  authorization  of  his  principal ;  but  such 
authorization  will  not  empower  the  second  agent  to  appoint  a 
third. 

20.  Powers  of  attorney  may  be  revoked  at  any  stage  in  the 
proceedings  of  a  case  upon  the  applicant  showing  reasons 
therefor  satisfactory  to  the  Commissioner ;  and  when  so  revoked 
the  office  will  communicate  directly  with  the  applicant,  or  such 
other  attorney  as  he  may  appoint.  Attorneys  will  be  promptly 
notified  by  the  examiner  in  cnarge  of  the  case,  of  the  revocation 
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of  their  powers  of  attorney.  An  aBsignment  of  an  undivided 
interest  will  not  operate  as  a  revocation  of  the  power  of  attorney 
previously  given,  out  the  assi^ee  of  the  entire  interest  may  be 
represented  by  an  attorney  of  his  own  selection. 

21.  Parties  or  their  attorneys  will  be  permitted  to  examine 
their  cases  in  the  attorneys'  room,  but  not  in  the  rooms  of  the 
examiners.  Personal  interviews  with  examiners  vrill  be  per- 
mitted only  as  hereinafter  provided.    (See  Rules  147, 148.) 

22.  Attomevs  will  be  required  to  conduct  their  business  with 
the  office  with  decorum  and  courtesy.  Papers  presented  in 
violation  of  this  requirement  will  ordinarily  be  returned.  Com- 
plaints against  examiners  and  other  officers  must  be  made  in 
separate  communications  and  will  be  promptly  investigated. 
For  gross  misconduct  the  commissioner  may  refuse  to  recognize 
any  person  as  a  patent  agent,  either  generally  or  in  any  particular 
case ;  but  the  reasons  for  such  refusal  will  be  duly  recorded  and 
be  subject  to  the  approval  of  the  Secretary  of  the  Interior. 

23.  Inasmuch  as  applications  cannot  be  examined  out  of  their 
regular  order,  except  m  accordance  with  the  provisions  of  Rule 
62,  and  members  of  Congress  can  neither  examine  nor  act  in 
patent  cases  without  written  powers  of  attorney,  applicants  are 
advised  not  to  impose  upon  senators  or  representatives  labor 
which  will  consume  their  time  without  any  aavantageous  results. 


Applicants. 

24.  A  patent  may  be  obtained  by  any  person  who  has  invented 
or  discovered  any  new  and  useful  art,  machine,  manufacture,  or 
composition  of  matter,  or  any  new  and  useful  improvement 
thereof,  not  known  or  used  by  others  in  this  country,  and  not 
patented  or  described  in  any  printed  publication  in  this  or  any 
foreign  country,  before  his  invention  or  discovery  thereof,  and 
not  in  public  use  or  on  sale  for  more  than  two  years  prior  to  his 
application,  unless  the  same  is  proved  to  have  been  abandoned  ; 
and  by  any  person  who,  by  his  own  industry,  genius,  efforts,  and 
expense,  has  invented  and  produced  any  new  and  original  design 
for  a  manufacture,  bust,  statue,  alto-relievo,  or  bas-relief;  any 
new  and  original  design  for  the  printing  of  woollen,  silk,  cotton, 
or  other  fabrics ;  any  new  and  original  impression,  ornament, 
pattern,  print,  or  picture  to  be  printed,  painted,  cast,  or  other- 
wise placed  on  or  worked  into  any  article  of  manufacture ;  or 
any  new,  useful,  and  original  shape  or  configuration  of  any  arti- 
cle of  manufacture,  the  same  not  having  been  known  nor  used 
by  others  before  his  invention  or  production  thereof,  nor  patented 
nor  described  in  any  printed  publication,  upon  payment  of  the 
fees  required  by  law  and  other  due  proceedings  had.  (See  Rules 
78  to  83.) 

25.  In  case  of  the  death  of  the  inventor,  the  application  may 
be  made  by,  and  the  patent  will  issue  to,  his  executor  or  admin- 
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istrator.    In  such  case  the  oath  will  be  made  by  the  executor  or 
adminiBtrator. 

26.  In  case  of  an  assignment  of  the  whole  interest  in  the  in- 
vention, or  of  the  whole  interest  in  the  patent  to  be  granted,  the 
patent  will,  if  the  assignment  has  been  duly  recorded,  issue  to 
the  assignee ;  and  if  the  assignee  hold  an  undivided  part  interest, 
the  patent  will  issue  jointly  to  the  inventor  and  the  assignee ; 
but  the  assignment  in  either  case  must  first  have  been  entered  of 
record  at  a  day  not  later  than  the  date  of  the  pavment  of  the 
final  fee.  The  application  and  oath  must  be  made  by  the  actual 
inventor,  if  alive,  even  if  the  patent  is  to  issue  to  an  assignee. 
If  the  inventor  be  dead  it  may  be  made  by  the  executor  or  ad- 
ministrator, or  by  the  assignee  of  the  entire  interest. 

27.  If  it  appear  that  the  inventor,  at  the  time  of  making  his 
application,  believed  himself  to  be  the  first  inventor  or  discov- 
erer, a  patent  will  not  be  refused  on  account  of  the  invention  or 
discovery,  or  any  part  thereof,  having  been  known  or  used  in  any 
foreign  country  before  his  invention  or  discovery  thereof,  if  it 
had  not  been  before  patented  or  described  in  any  printed  publi- 
cation. 

28.  Joint  inventors  are  entitled  to  a  joint  patent ;  neither  can 
claim  one  separately.  Independent  inventors  of  distinct  an<i 
independent  improvements  in  the  same  machine  can  not  obtain 
a  joint  patent  ibr  their  separate  inventions ;  nor  does  the  fact 
that  one  furnishes  the  capital  and  another  makes  the  invention 
entitle  them  to  make  application  as  joint  inventors ;  but  in  such 
case  thev  may  become  joint  patentees,  upon  the  conditions  pre- 
scribed m  Rule  26. 

29.  The  receipt  of  letters  patent  from  a  foreign  government 
will  not  prevent  the  inventor  from  obtaining  a  patent  in  the 
United  States  unless  the  invention  shall  have  been  introduced 
into  public  use  in  the  United  States  more  than  two  years  prior 
to  the  application.  But  every  patent  granted  for  an  invention 
which  has  been  previously  patented  by  the  same  inventor  in  a 
foreign  country  will  be  so  limited  as  to  expire  at  the  same  time 
with  the  foreign  patent,  or,  if  there  be  more  than  one,  at  the 
same  time  with  the  one  having  the  shortest  unexpired  term  ;  but 
in  no  case  will  it  be  in  force  more  than  seventeen  years. 

The  Application. 

30.  Applications  for  letters  patent  of  the  United  States  must 
be  made  to  the  commissioner  of  patents.  A  complete  applica- 
tion comprises  the  petition,  specification,  oath  and  drawings,  and 
the  model  or  specimen  when  required  (see  Rules  28,  48,  55,  57, 
61),  and  first  fee  of  $15.  The  petition,  specification  and  oath 
must  be  written  in  the  English  language. 

31.  No  application  for  a  patent  will  be  placed  upon  the  files 
for  examination  until  all  its  parts,  except  the  model  or  specimen, 
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are  received.  Every  application  signed  or  ewom  to  in  blank,  or 
without  actual  inBpecti6n  of  the  petition  and  specifieation,  or 
altered  or  partly  filled  np  after  l^in^  signed  or  sworn  to,  will, 
upon  the  discovery  of  such  irr^ulanty,  at  any  time  before  the 
delivery  of  the  patent,  be  stricken  from  the  files.  The  completed 
applications  of  each  year  will  be  numbered  in  r^ular  order,  the 
annual  series  commencing  on  the  Ist  of  January,  1880.  The 
applicant  will  be  promptly  informed  of  the  serial  number  of  his 
completed  application.  The  application  must  be  completed  and 
prepared  for  examination  withm  two  years  after  the  filing  of  the 
petition  ;  and  in  default  thereof,  or  upon  failure  of  the  applicant 
to  prosecute  the  same  within  two  years  after  anv  action  thereon, 
of  which  notice  shall  have  been  duly  mailed  to  nim  or  his  agent, 
it  will  be  regarded  as  abandoned,  unless  it  shall  be  shown,  to  the 
satisfaction  of  the  commissioner,  that  such  delay  was  unavoid- 
able.   (See  Rules  165-167.) 

32.  It  is  desirable  that  all  ps^i'ts  of  the  complete  application 
should  be  deposited  in  the  office  at  the  same  time,  and  tibat  all 
tlje  papers  embraced  in  the  application  should  be  attached  to- 
gether; otherwise  a  letter  must  accompany  each  part,  accurately 
and  clearly  connecting  it  with  the  other  parts  of  the  application. 
(See  Rule  10.) 

THE   PETITION. 

83.  The  petition  is  a  communication  duly  signed  by  the  appli- 
cant and  addressed  to  the  commissioner  of  patents,  stating  the 
name  and  residence  of  the  petitioner,  and  requesting  the  ^ant 
of  a  patent  for  the  invention  therein  designated  by  name,  with  a 
reference  to  the  specification  for  a  full  disclosure  thereof.  (For 
Forms  and  Petitions  see  Appendix,  Forms  1-9.) 

THE  SFEOIFIOATION. 

34.  The  specification  is  a  written  description  of  the  invention 
or  discovery,  and  of  the  manner  and  process  of  making,  con- 
structing, compounding,  and  using  the  same,  and  is  required  to 
be  in  such  full,  clear,  concise,  and  exact  terms  as  to  enable  any 
person  skilled  in  the  art  or  science  to  which  it  appertains,  or 
with  which  it  is  moat  nearly  connected,  to  make,  construct,  com- 

Sound,  and  use  the  same.     It  must  conclude  with  a  specific  and 
istinct  claim  or  claims  of  the  part,  improvement,  or  combmation 
which  the  applicant  regards  as  his  invention  or  discovery. 

35.  The  following  order  of  arrangement  should  be  observed, 
when  convenient,  in  framing  the  specification,  such  portions  as 
refer  to  drawings  being  omitted  when  the  invention  does  not 
admit  of  representation  by  drawings : 

(1.)  Preamble  giving  the  name  and  residence  of  the  appli- 
cant, the  title  of  the  invention,  and  the  statement  required 
by  the  last  clause  of  Rule  39  ;  / 
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(2.)  Generftl  fitatement  of  the  object  and  nature  of  the  in- 
vention ; 

(3.)  Brief  (leBcripti<m  of  the  drawings,  showing  what  each 
view  represents ; 

(4.)  Detailed  description,  explaining  fnlly  the  alleged  in- 
vention,   and    the    manner    of    constructing,    practicing, 
operating,  and  using  it ; 
(5.)  Claim  or  claims ; 
(6.)  Signature  of  inventor ; 
(7.)  Signatures  of  two  witnesses. 
86.  The  detailed  description  above  referred  to  must  set  forth 
the  precise  invention  for  which  a  patent  is  claimed,  explaining 
the  principle  thereof  and  the  best  mode  in  which  the  applicant 
has  contemplated  applying  that  principle,  so  as  to  distingaish  it 
from  other  inventions. 

37.  Where  there  are  drawings  the  description  will  refer  by 
fibres  to  the  different  views  and  by  letters  or  figures  to  the 
different  parts. 

38.  In  applications  for  patents  upon  mere  improvements,  the 
specification  must  particularly  point  out  the  parts  to  which  the 
improvement  relates,  and  must  by  explicit  language  distinguish 
between  what  is  old  and  what  is  claimed  as  the  improvement ; 
and  in  such  cases  the  description  and  the  drawings,  as  well  as  the 
claims,  should  be  confined  to  the  specific  improvements  and  such 
parts  as  necessarily  co-operate  with  them. 

89.  In  every  original  application  the  applicant  must  distinctly 
state,  under  oath,  whether  the  invention  nas  been  patented  to 
himself  or  to  others  with  his  consent  or  knowledge  in  any 
country,  and  if  it  has  been,  the  country  or  countries  in  which  it 
has  been  so  patented,  giving  the  date  and  number  of  each  patent, 
and  that  it  has  not  been  patented  in  any  other  country  or 
countrios  than  those  mentioned,  and  that,  according  to  his  know- 
ledge and  belief,  the  same  has  not  been  in  public  use  or  on  sale 
in  the  United  States  for  more  than  two  years  prior  to  the  appli- 
cation in  this  country. 

40,  Two  or  more  independent  inventions  cannot  be  claimed 
in  one  application  ;  but  where  several  distinct  inventions  are  de- 
pendent upon  each  other  and  mutually  contribute  to  produce  a 
single  result,  they  may  be  claimed  in  one  application. 

41.  If  several  inventions,  claimed  in  a  single  application,  shall 
be  found  to  be  of  such  a  nature  that  a  single  patent  may  not  be 
issued  to  cover  them,  the  inventor  will  be  required  to  limit  the 
description  and  claim  of  the  pending  application  to  whichever 
invention  he  may  elect ;  the  other  inventions  may  be  made  the 
subjects  of  separate  applications,  which  must  conform  to  the 
rules  applicable  to  original  applications.  If  the  independence  of 
the  inventions  be  clear,  such  limitation  will  be  made  before  any 
action  upon  the  merits ;  otherwise  it  may  be  made  at  any  time 
before  final  action  thereon,  in  the  discretion  of  the  examiner. 
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42.  When  an  applicant  makes  two  or  more  applications  re- 
lating to  the  same  snbject-matter  of  invention,  all  showing,  but 
only  one  claiming,  the  same  thing,  those  not  claiming  it  must 
contain  disclaimers  thereof,  with  references  to  the  application 
claiming  it. 

43.  iSie  si)ecification  mnst  be  signed  by  the  inventor  or  by  his 
executor  or  administrator,  and  the  signature  must  be  attested  by 
two  witnesses.  Full  names  must  oe  eiven,  and  all  names, 
whether  of  applicants  or  witnesses,  must  be  legibly  written. 

44.  The  specification  and  claims  and  all  amendments  must  be 
written  in  a  fair,  legible  hand,  on  but  one  side  of  the  paper ; 
otherwise  the  office  may  require  them  to  be  printed  ;  and  all  in- 
terlineations and  erasures  must  be  clearly  marked  in  margin  or 
foot-notes  written  on  the  same  sheet  of  paper.  JjCgal-cap  paper 
with  the  lines  numbered  is  deemed  preferable,  and  a  wide  margin 
must  always  be  reserved  upon  the  left-hand  side  of  the  page,  both 
of  the  specification  and  of  the  amendments.  (For  Forms  of 
Specifications,  see  Appendix,  Forms  12-15.) 


THE  OATH. 

45.  The  applicant,  if  the  inventor,  must  make  oath*  or  affir- 
mation that  ne  does  verily  believe  himself  to  be  the  original  and 
first  inventor  or  discoverer  of  the  art,  machine,  manufacture, 
composition,  or  improvement  for  which  he  solicits  a  patent,  and 
that  he  does  not  know  and  does  not  believe  that  the  same  was 
ever  before  known  or  used ;  and  shall  state  of  what  country  he 
is  a  citizen,  and  where  he  resides. f  An  applicant  for  reissue 
must  also,  on  his  oath,  state  that  he  verily  believes  the  original 
patent  to  be  inoperative  or  invalid,  either  by  reason  of  a  defec- 
tive or  insufficient  specification  or  by  reason  of  tlie  patentee 
claiming  as  his  own  invention  or  discovery  more  than  he  had  a 
right  to  claim  as  new,  and  that  the  error  arose  by  inadvertence, 
accident,  or  mistake,  and  without  any  fraudulent  or  deceptive 
intention. 

46.  If  the  application  be  made  by  an  executor  or  adminis- 
trator, the  form  of  the  oath  will  be  correspondingly  changed. 
The  oath  or  affirmation  may  be  made  before  any  person  within 
the  TTnited  States  authorized  by  law  to  administer  oaths,  or, 
when  the  applicant  resides  in  a  foreign  country,  before  any 
minister,  cbarg6  d'afi*aires,  consul,  or  commercial  agent  holding 
commission  under  the  government  of  the  United  States,  or  before 
any  notary  public  of  me  foreign  country  in  which  the  applicant 

*  Note. — In  all  applications  for  letters  patent  filed  in  this  Offioe  subseqaent  to 
October  24,  1883,  tine  signature  of  the  applicant  is  required  to  the' oath,  in 
accordance  with  Form  17,  page  61. 

t  For  additional  sworn  statements  which  may  be  embraced  in  this  oath  or  in  a 
separate  oath,  see  Rule  89.    For  form  of  oath,  see  Form  17,  page  61. 
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may  be,  the  oath  being  attested  in  all  cases,  in  this  and  other 
countries,  by  the  proper  official  seal  of  the  officer  before  whom 
the  oath  or  affirmation  is  made.  When  the  person  before  whom 
the  oath  or  affirmation  is  made  is  not  provided  with  a  seal  his 
official  character  shall  be  established  by  competent  evidence,  as 
by  a  certificate  from  a  clerk  of  a  court  of  record  or  other  proper 
omcer  having  a  seal."" 

47.  In  case  the  applicant  seeks  by  amendment  to  introduce 
any  claim  not  substantially  embraced  in  the  statement  of  inven- 
tion or  claim  originally  presented  and  therefore  not  covered  by 
the  original  oath,  he  will  be  required  to  file  a  supplemental  oath 
to  the  efiect  that  the  snbject-matter  of  the  proposed  amendment 
was  part  qf  his  invention  and  was  invented  before  he  filed  his 
original  application ;  and  such  supplemental  oath  must  be  upon 
the  same  paper  which  contains  the  proposed  amendment. 


THE  DRAWINGS. 

48.  The  applicant  for  a  patent  is  required  by  law  to  furnish  a 
drawing  of  nis  invention  where  the  nature  of  the  case  admits 
of  it. 

49.  The  drawing  must  be  signed  by  the  inventor  or  by  his 
attorney  in  fact,  and  attested  by  two  witnesses,  and  must  show 
every  feature  of  the  invention  covered  by  the  claims,  and  when 
the  invention  consists  of  an  improvement  on  an  old  machine,  it 
must  exhibit,  in  one  or  more  views,  the  invention  itself,  discon- 
nected from  the  old  structure,  and  also,  in  another  view,  so  much 
only  of  the  old  structure  as  will  suffice  to  show  the  connection  of 
the  invention  therewith. 

50.  Three  several  editions  of  patent-drawings  are  printed  and 
published :  one  for  office  use,  certified  copies,  &c.,  of  the  size 
and  character  of  those  attached  to  patents,  the  work  being  about 
6  by  9}  inches ;  one  reduced  to  half  that  scale,  or  one-fourth  the 
surface,  of  which  four  wiU  be  printed  on  a  page  to  illustrate  the 
volumes  distributed  to  the  courts;  and  one  reduction — to  about 
the  same  scale — of  a  selected  portion  of  each  drawing  to  illus- 
trate the  Official  Gazette. 

This  work  will  all  be  done  by  the  photolithographic  or  other 
analogous  process,  and  therefore  the  character  of  each  original 
drawing  must  be  brought  as  nearly  as  possible  to  a  uniform 
standard  of  excellence,  suited  to  the  requirements  of  the  process, 
and  calculated  to  give  the  best  results,  m  the  interests  of  inven- 
tors, of  the  office,  and  of  the  public  generally.  The  following 
rules  will  therefore  be  rigidly  enforced,  and  any  departure  from 

*  A  certificate  of  the  official  character  of  a  magistrate,  stating  date  of  appoint- 
ment and  term  of  office ,  may  be  filed  in  the  Patent  Office,  which  will  obviate  the 
necessity  of  separate  certificates  in  individual  cases. 
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them  will  be  obtain  to  cause  delay  in  the  examination  of  an 
application  for  letters  patent : 

(1.)  Drawings  must  be  made  npon  pure  white  paper  of  a 
thickness  corresponding  to  three-sheet  Bristol  board.  The 
surface  of  the  paper  must  be  calendered  and  smooth.  India 
ink  alone  must  be  used,  to  secure  perfectly  black  and  solid 
lines. 

(2.)  The  size  of  a  sheet  on  which  a  drawing  is  made  must 
be  exactly  10  by  15  inches.  One  inch  from  its  edges  a  single 
marginal  line  is  to  be  drawn,  leaving  the  "  sight ''  precisely 
8  by  13  inches.  Within  this  margin  all  work  and  signatures 
must  be  included.  One  of  the  dioiter  sides  of  the  sheet  is 
regarded  as  its  top,  and,  measuring  downward  from  the 
marginal  line,  a  space  of  not  less  than  li  inch  is  to  be  left 
blank  for  the  heaaing  of  title,  name,  number,  and  date. 

(3.)  All  drawings  must  be  made  with  the  pen  only. 
Every  line  and  letter  (signatures  included)  must  be  abso- 
lutely black.  This  direction  applies  to  all  lines,  however 
fine,  to  shading,  and  to  lines  representing  cut  surfaces  in 
sectional  views.  All  lines  must  oe  clean,  sharp  and  solid, 
and  they  must  not  be  too  fine  or  crowded.  Surface  shading, 
when  used,  should  be  open.  Sectional  shading  should  be 
made  by  oblique  parallel  lines,  which  may  be  about  one- 
twentieth  of  an  inch  apart. 

(4.)  Drawings  should  be  made  with  the  fewest  lines  pos- 
sible consistent  with  clearness.  By  the  observance  of  this 
rule  the  effectiveness  of  the  work  after  reduction  will  be 
much  increased.  Shading  (except  on  sectional  views)  should 
.  be  used  only  on  convex  and  concave  surfaces,  where  it  should 
be  used  sparingly,  and  may  even  there  be  dispensed  with  if 
the  drawing  is  otherwise  well  executed.  The  plane  upon 
which  a  sectional  view  is  taken  should  be  indicated  on  the 
general  view  by  a  broken  or  dotted  line.  Heavy  lines  on 
the  shade  sides  of  objects  should  be  used,  except  where  they 
tend  to  thicken  the  work  and  obscure  letters  of  reference. 
.  The  light  is  always  supposed  to  come  from  the  upper  left- 
hand  comer,  at  an  angle  of  forty-five  degrees.  Imitations 
of  wood  or  surface-graining  should  not  be  attempted. 

(5.)  The  scale  to  which  a  drawing  is  made  ought  to  be 
large  enough  to  show  the  mechanism  without  crowding, 
ana  two  or  more  sheets  should  be  used  if  one  does  not  give 
sufficient  room  to  accomplish  this  end ;  but  the  number  of 
sheets  must  never  be  increased  unless  it  is  absolutely  neces- 
sary. 

(6.)  Letters  and  figures  of  reference  must  be  carefully 
formed.  They  should,  if  possible,  measure  at  least  one- 
eighth  of  an  inch  in  height,  so  that  they  may  bear  reduc- 
tion to  one-twenty-fourth  of  an  inch ;  and  they  may  be 
much  larger  whe/tbere  is  eafficient  ro^m.    They  mo/t  be 
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SO  placed  in  the  cloee  and  complex  parts  of  drawings  as  not 
to  interfere  with  a  thorough  comprehension  of  the  same,  and 
therefore  should  rarely  cross  or  mingle  with  the  lines.  When 
necessarily  grouped  around  a  certain  part,  they  should  be 
placed  at  a  littfe  distance,  where  there  is  available  space, 
and  connected  by  short  broken  lines  with  the  parts  to 
which  they  refer.  They  must  never  appear  upon  shaded 
surfaces,  and,  when  it  is  difficult  to  avoid  this,  a  blank 
space  must  be  lelEt  in  the  shading  where  the  letter  occurs, 
so  that  it  shall  appear  perfectly  distinct  and  separate  from 
the  work.  If  the  same  part  of  an  invention  appear  in  more 
than  one  view  of  the  drawing  it  must  always  be  represented 
by  the  same  character,  and  the  same  6haract«r  must  never 
be  used  to  designate  different  parts. 

(7.)  The  signature  of  the  inventor  is  to  be  placed  at  the 
lower  ri^ht-hand  comer  of  the  sheet,  and  the  rignature 
of  the  witnesses  at  the  lower  left-hand  corner,  all  within  the 
marginal  line.  (See  specimen  drawing,  page  66.)  The  title 
is  to  be  written  with  pencil  on  the  back  of  the  sheet.  The 
permanent  names  and  title  will  be  supplied  subsequently  by 
the  office  in  unifonn  style. 

When  views  are  longer  than  the  width  of  the  sheet,  the 
sheet  is  to  be  turned  on  its  side,  and  the  heading  will  be 
placed  at  the  right,  and  the  signatures  at  the  left,  occupying 
the  same  space  and  position  as  in  the  upright  views,  and 
being  horizontal  when  the  sheet  is  held  in  an  upright  posi- 
tion ;  and  all  views  on  the  same  sheet  must  stand  in  the 
same  direction. 

(8.)  As  a  rule,  one  view  only  of  each  invention  can  be 
shown  in  the  Gazette  illustrations.  The  selection  of  that 
portion  of  a  drawing  best  calculated  to  explain  the  nature 
of  the  specific  improvement  would  be  facilitated,  and  the 
final  result  improved,  by  the  judicious  execution  of  a  figure 
with  express  reference  to  the  Gazette,  but  which  mi^ht,  at 
the  same  time,  serve  as  one  of  the  figures  referred  to  m  the 
specification.  For  this  purpose,  the  figure  may  be  a  plan, 
elevation,  section  or  perspective  view,  according  to  the  judg- 
ment of  the  draftsman.  It  must  not  cover  a  space  exceeding 
sixteen  square  inches.  All  its  parts  should  be  especially 
open  and  distinct,  with  very  little  or  no  shading,  and  it 
must  illustrate  the  invention  claimed  only,  to  the  exclusion 
of  all  other  details.  (See  specimen  drawing.)  When  well 
executed,  it  will  be  used  without  curtailment  or  change ;  but 
any  excessive  fineness,  or  crowding,  or  unnecessary  elaoorate- 
ness  of  detail,  will  necessitate  its  exclusion  from  the 
Gazette. 

(9.)  Drawings  should  be  rolled  for  transmission  to  the 
office,  not  folded.    No  agent's  or  attorney's  stamp,  or  adver- 
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tisemeDt,  or  written  address,  -will  be  permitted  npon  the  face 
of  a  drawing  within  or  without  the  marginal  line. 

51.  These  rules  are  modified  as  to  drawings  for  designs.  (See 
Rules  for  Designs,  81,  82,  83.) 

52.  All  reissue  applications  must  be  accompanied  by  ne^w 
drawings,  of  the  character  required  in  original  applications,  and 
the  inventor's  name  must  appear  upon  the  same  in  all  cases  of 
patents  granted  or  assigned  since  July  8, 1870  ;  and  such  draw- 
ings, if  the  original  application  was  filed  after  July  8, 1870,  shall 
be  made  upon  the  same  scale  as  the  original  drawing  or  upon  a 
larger  scale,  unless  a  reduction  of  scale  shall  be  authorized  by 
the  commissioner. 

53.  The  foregoing  rules  relating  to  drawings  will  be  rigidly 
enforced  ;  and  every  drawing  not  artistically  executed  in  con- 
formity therewith  will  be  returned  to  the  applicant ;  or,  at  the 
applicant's  option  and  cost,  the  office  will  make  the  necessary 
corrections. 

54.  Applicants  are  advised  to  employ  competent  artists  to 
make  their  drawings.  The  office  will  Ornish  the  drawings  at 
cost,  as  promptly  as  its  draftsmen  can  make  them,  for  applicants 
who  cannot  otherwise  conveniently  procure  them. 

No  employes  of  the  patent  ofiice,  except  those  regularly 
assigned  to  such  duty,  will  make  any  drawings,  whether  copies 
or  originals,  for  applicants,  agents,  or  attorneys. 


THE   MODEL. 

55.  Preliminarv  examinations  will  not  be  made  for  the  pur- 
pose of  determinmg  whether  models  are  required  in  particular 
cases.  Applications  complete  in  all  other  respects  will  be  sent 
to  the  examining  divisions,  whether  models  are  or  are  not  fur- 
nished. A  model  will  not  be  required  or  admitted  as  a  part  of 
the  application  until,  on  examination  of  the  case  in  its  regular 
order,  tlie  primary  examiner  shall  &ad  it  to  be  necessary  or  useful, 
and  shall  file  a  written  certificate  to  that  effect,  whicn  will  con- 
stitute an  official  action  in  the  case.  Models  not  required  nor 
admitted,  if  already  filled,  will  be  returned  to  the  applicants. 
When  a  model  shall  be  required  the  examination  will  be  sus- 
pended until  it  shall  be  filed.  From  a  decision  of  the  primary 
examiner  overruling  a  motion  to  dispense  with  a  model  an  appeal 
maybe  taken  to  the  commissioner  in  person,  under  the  provisions 
of  Kule  140. 

56.  The  model  must  clearly  exhibit  every  feature  of  the 
machine  which  forms  the  subject  of  a  claim  of  invention,  but 
should  not  include  other  matter  than  that  covered  by  the  actual 
invention  or  improvement,  unless  it  is  necessary  to  the  exhibition 
of  the  invention  in  a  working  model. 

57.  The  model  must  be  neatly  and  substantially  made,  of 
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durable  material,  metal  being  deemed  preferable ;  but  when  a 
material  forms  an  essential  feature  of  tne  invention,  the  model 
will  be  constructed  of  that  material.  The  model  must  not  l;>e 
more  than  one  foot  in  length,  width,  or  height,  except  in  cases  in 
which  the  commissioner  snail  admit  workmg  models  of  compli- 
cated machines  of  larger  dimensions.  If  made  of  wood,  it  must 
be  painted  or  varnished.  Glue  must  not  be  used ;  but  the  parts 
should  be  so  connected  as  to  resist  tlie  action  of  heat  or  moisture. 
When  practicable,  to  prevent  loss,  the  model  or  specimen  should 
have  the  name  of  the  inventor  permanently  fixed  thereon.  In 
cases  where  models  are  not  made  strong  and  substantial,  as  here 
directed,  the  application  will  not  be  examined  until  a  proper 
model  is  famished. 

58.  A  working  model  is  often  desirable,  in  order  to  enable  the 
office  fully  and  readily  to  understand  the  precise  operation  of  the 
machine. 

59.  In  all  cases  where  an  application  has  been  rejected  more 
than  two  years,  the  model,  unless  it  is  deemed  necessary  that  it 
should  be  preserved  in  the  office,  may  be  returned  to  the  appli- 
cant upon  demand,  and  at  his  expense ;  and  the  model,  in  any 
pending  case  of  less  than  two  years'  standing,  may  be  returned 
to  the  applicant  upon  the  filing  of  a  formal  abandonment  of  the 
application,  signed  by  the  applicant  in  person.  (See  Eule  165.) 
Models  belonging  to  patented  cases  will  not  be  taken  from  the 
office  except  in  the  custody  of  some  sworn  employee  of  the  office 
specially  authorized  by  the  commissioner. 

60.  Models  filed  as  exhibits,  in  contested  cases,  may  be  re- 
turned to  the  applicant.  If  not  claimed  within  a  reasonable 
time  they  may  bo  disposed  of,  at  the  discretion  of  the  commis- 
sioner. 

SPEOIMENS. 

61.  When  the  invention  or  discoverv  is  a  composition  of 
matter,  the  applicant,  if  required  by  the  commissioner,  shall 
furnish  specimens  of  the  composition,  and  of  its  ingredients, 
sufficient  in  quantity  for  the  purpose  of  experiment.  In  all 
cases  where  the  article  is  not  perishable,  a  specimen  of  the  com- 
position claimed,  put  up  in  proper  form  to  be  preserved  by 
the  office,  must  be  furnished. 

,  The  IBxamination. 

62.  All  cases  in  the  patent  office  are  classified  and  taken  up 
for  examination  in  regular  order,  those  in  the  same  class  being 
examined  and  disposed  of,  as  far  as  practicable,  in  the  order  in 
which  the  respective  applications  are  completed.  When,  how- 
ever, the  invention  is  deemed  of  peculiar  importance  to  some 
branch  of  the  public  service,  and  wnen,  for  that  reason,  the  head 
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of  Bome  department  of  the  government  specially  requests  imme- 
diate action,  the  case  will  be  taken  up  ont  of  its  order.  These, 
with  eases  remanded  by  an  appellate  tribanal  for  farther  action, 
statements  of  grounds  of  decisions  by  primary  examiners  pro- 
vided for  in  Rules  130  and  140,  applications  K)r  extensions,  for 
reissue,  for  letters  patent  for  inventions  for  which  foreign  patents 
have  already  been  obtained,  and  for  designs,  have  precedence 
over  all  others  in  the  order  enumerated.  Action  upon  such 
cases  in  the  order  indicated  will  be  promptly  made  by  the 
examiner  in  chaise,  to  the  exclusion  of  all  other  business  inter- 
fering therewith.* 

63.  The  first  step  in  the  examination  of  an  application  will  be 
to  determine  whether  it  is,  in  all  respects,  in  proper  form.  If, 
however,  the  objections  as  to  form  are  not  vital,  the  examiner 
may  proceed  to  the  consideration  of  the  application  on  its  merits; 
but  in  such  case  he  must,  if  possible,  in  his  first  letter  to  the 
applicant,  state  all  his  objections,  whether  formal  or  otherwise, 
and  until  the  formal  objections  are  disposed  of  no  further  action 
will  be  taken  upon  its  merits  without  the  order  of  the  com- 
missioner. 

Rejections  and  References. 

64.  Whenever,  on  examination,  any  claim  of  an  application  is 
rejected  for  any  reason  whatever,  the  applicant  will  be  notified 
thereof,  and  the  reason  for  such  rejection  will  be  fully  and  pre- 
cisely stated,  and  such  information  and  references  will  be  given 
as  may  be  useful  in  judging  of  the  propriety  of  prosecuting  his 
application  or  of  altering  his  specification ;  and  if,  after  receiving 
such  notice,  he  shall  persist  in  his  claim,  with  or  without  altering 
his  specification,  the  case  will  be  re-examined.  If  upon  re-exam- 
ination it  shall  bo  again  rejected^  the  reasons  therefor  will  be 
fully  and  precisely  stated.    (See  liule  89.) 

66.  Upon  the  rejection  of  an  application  for  want  of  novelty, 
the  examiner  must  cite  the  best  reierences  at  his  command.  If 
patents  be  cited,  their  dates  and  numbers,  the  names  of  the 
patentees,  and  the  classes  of  invention  must  be  stated.  When 
the  reference  shows  or  describes  inventions  other  than  that 
claimed  bv  the  applicant,  the  particular  part  relied  on  will  be 
designated  as  nearly  as  practicable.  The  pertinence  of  the  refer- 
ence, if  not  obvious,  must  be  clearly  explained  and  the  antici- 
pated claim  specified.  If  printed  publications  be  cited,  the  title, 
date,  page,  or  plate,  and  place  of  publication,  or  place  where  a 
copy  can  be  found,  will  be  given.  Where  reference  is  made  to 
feicts  within  the  personal  knowledge  of  an  employee  of  the  office, 
the  data  will  be  as  specific  as  possible,  and  the  reference  must  be 

*  Note. — ^If  an  application  is  found  to  contain  patentable  subject-matter  inter- 
fering with  a  caveat  its  aUowance  will  be  suspended,  as  hereiiiafter  provided  in 
Rule  196. 
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supported  by  the  afSdavit  of  snch  employee,  which  shall  be  sub- 
ject to  contradiction,  explanation,  and  corroboration  by  the 
affidavits  of  the  applicant  and  other  persons.  If  the  patent  or 
other  printed  matter,  plates,  or  drawings,  so  referred  to,  are  in 
the  possession  of  the  omce,  copies  will  be  fornished  at  cost  npon 
the  order  of  the  applicant.    (See  Knle  171.) 

66.  Whenever,  in  the  treatment  of  an  expctrie  application,  an 
adverse  decision  is  made  upon  any  preliminary  or  intermediate 
question,  without  the  rejection  of  any  claim,  notice  thereof, 
together  with  the  reasons  therefor,  will  be  given  to  the  applicant, 
in  order  that  he  may  jndge  of  the  propriety  of  the  action.  If, 
after  receiving  snch  notice,  he  traverse  the  propriety  of  the 
action,  the  matter  will  be  reconsidered. 


Amendments  and  Actions  by  Applicants* 

67.  The  applicant  has  a  right  to  amend  before  or  after  the 
first  rejection ;  and  he  may  amend  as  often  as  the  examiner  pre- 
sents any  new  references  or  reasons  for  rejection.  In  so  amend- 
ing the  applicant  must  clearly  point  out  all  of  the  patentable 
novelty  which  he  thinks  the  case  presents,  in  view  of  the  state  of 
the  art  disclosed  by  the  references  cited  or  objections  made.  He 
must  also  show  how  the  amendments  avoid  such' references  or 
objections.  After  such  action  on  all  the  claims  as  shall  entitle 
the  applicant  to  an  appeal  to  the  board  of  examiners-in-chief, 
amendments  will  not  ordinarily  be  allowed.  If  such  amend- 
ments are  offered,  good  and  sufficient  cause  therefor  must  be 
shown,  together  with  the  reasons  why  they  were  not  earlier  pre- 
sented ;  and,  if  satisfied  on  these  points,  the  examiner  may  aamit 
and  consider  them.  If  the  examiner  shall  refuse  to  admit  and 
consider  such  amendments,  an  appeal  will  lie  to  the  commissioner, 
as  in  other  cases. 

68.  In  order  to  be  entitled  to  the  reconsideration  provided  for 
in  Rule  66,  the  applicant  must  make  request  therefor  in  writing, 
and  he  must  distinctly  and  specifically  point  out  the  supposed 
errors  of  the  examiner's  action.  The  mere  allegation  that  the 
examiner  has  erred  will  not  be  received  as  a  proper  reason  for 
such  reconsideration.  This  provision  does  not  apply  to  the  case 
of  a  demand  for  re-examination  upon  the  rejection  of  a  claim 
under  Rule  64. 

69.  In  original  applications,  which  are  capable  of  illustration 
by  drawing  or  model,  all  amendments  of  the  model,  drawings,  or 
specification  or  of  additions  thereto  must  conform  to  at  least  one 
of  them  as  they  were  at  the  time  of  the  filing  of  the  application. 
Matter  not  found  in  either  involving  a  departure  from  the  original 
invention  can  be  shown  or  claimed  only  m  a  separate  application. 
If  the  invention  does  not  admit  of  illustration  by  drawing  or 
model,  amendment  of  the  specification  is  permitted  upon  proof 
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Batisfactorj  to  the  commissioner  that  the  matter  covered  by  the 
proposed  amendment  was  a  part  of  the  original  invention  ;  the 
afiSdavits  prescribed  in  Rule  47  may  or  may  not  be  sufficient. 

70.  The  specification  mnst  be  amended  and  revised,  when  re- 
quired, for  the  purpose  of  correcting  inaccuracies  of  description 
or  unnecessary  prolixity,  and  of  securing  correspondence  between 
the  claim  and  the  other  parts  of  the  specification. 

71.  After  the  completion  of  the  application  the  office  will  not 
return  the  specification  for  any  purpose  whatever.  The  model 
or  drawing*  (but  not  both  at  the  same  time)  may  be  withdrawn 
for  correction.  If  applicants  have  not  preserved  copies  of  such 
papers  as  they  wish  to  amend,  the  office  will  furnish  them  on  the 
usual  terms. 

72.  All  amendments  of  specifications  or  claims  must  be  made 
on  sheets  of  pa|>er  separate  from  the  original.  Even  when  the 
amendment  consists  in  striking  out  a  portion  of  the  specification 
or  of  the  claims,  the  same  course  must  be  observed.  Erasures 
must  not  be  made  by  the  applicant.  In  every  case  of  amend- 
ment the  exact  word  or  words  to  be  stricken  out  or  inserted  must 
be  clearly  specified,  and  the  precise  point  indicated  where  the 
erasure  or  insertion  is  to  be  made.    (See  Kule  44.) 

73.  Where  an  amendatory  clause  is  amended  it  must  be  wholly 
rewritten,  so  that  no  interlineation  or  erasure  shall  appear  in  the 
clause,  as  finally  amended,  when  the  case  is  passed  to  issue.  If 
the  number  or  nature  of  the  amendments  shall  render  it  other- 
wise difficult  to  consider  the  case,  or  to  arrange  the  papers  for 
printing  or  copying,  the  examiner  or  commissioner  may  require 
the  entire  specification  to  be  rewritten.    ^See  Rule  44.) 

74.  When  an  original  or  reissue  application  is  rejected  on 
reference  to  an  expired  or  unexpirea  domestic  patent,  which 
substantially  shows  or  describes  but  does  not  claim  the  rejected 
invention,  or  to  a  forei^  patent,  or  to  a  printed  publication,  and 
the  applicant  shall  mase  oath  to  facts  showing  a  completion  of 
the  invention  before  the  filing  of  the  application  for  the  domestic 

Satent,  or  before  the  date  of  the  foreign  patent,  or  before  the 
ate  at  which  the  printed  publication  was  made,  and  shall  also 
make  oath  that  he  does  not  know  and  does  not  believe  that  the 
invention  has  been  in  public  use  or  on  sale  in  this  country  for 
more  than  two  vears  prior  to  his  application,  and  that  he  has 
never  abandoned  the  invention,  then  the  patent  or  publication 
cited  will  not  bar  the  grant  of  a  patent  to  the  applicant,  except 
upon  interferencej  as  provided  in  HiUe  94. 

75.  When  an  application  is  rejected  on  reference  to  an  expired 
or  unexpired  domestic  patent  which  shows  or  describes,  but  does 
not  claim,  the  rejected  invention,  or  to  a  foreign  patent,  or  to  a 
printed  publication,  or  to  facts  within  the  personal  knowledge 

*KoTB. — Drawings  will  in  no  instance  be  returned  to  an  applicant  or  his 
authorized  agent  unless  a  model  has  been  filed  and  accepted  by  tne  examiner  as 
a  part  of  the  application. 
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of  an  employee  of  the  office,  set  forth  in  an  affidavit  of  such 
employee,  or  on  the  ground  of  public  use  or  sale,  or  upon  a  mode 
or  capability  of  operation  attributed  to  a  reference,  or  oecause  the 
alleged  invention  is  held  to  be  inoperative,  or  frivolous,  or  inju- 
rious to  public  health  or  morals,  affidavits  or  depositions  sup- 
porting or  traversing  these  references  or  objections  may  be 
received ;  but  they  will  be  received  in  no  other  cases,  without 
special  permission  of  the  commissioner.    (See  Kule  86.) 

76.  If  an  applicant  neglect  to  prosecute  his  application  for 
two  years  after  the  date  when  the  last  official  notice  of  any 
action  by  the  office  was  mailed  to  him,  the  application  will  be 
held  to  be  abandoned,  as  set  forth  in  Hule  165. 

77.  Applications  in  interference  can  be  amended  only  as  pro- 
vided in  riules  104, 124, 125.  After  notice  of  allowance  of  an 
application  for  a  patent,  no  amendments  will  be  received,  nor 
will  the  examiner  have  any  jurisdiction  over  the  application, 
unless  by  authority  of  the  commissioner.  Amendments  not 
affecting  the  merits  may  be  made  after  allowance  and  after 
payment  of  the  final  fee,  on  the  recommendation  of  the  primary 
examiner,  approved  by  the  commissioner,  without  withdrawing 
the  application  from  issue.     (See  Rule  160.) 

Designs. 

78.  A  patent  for  a  design  may  be  granted  to  any  person, 
whether  citizen  or  alien,  in  the  cases  specified  in  Kule  24,  upon 
payment  of  the  duty  required  by  law,  and  other  due  proceedings 
had,  as  in  other  cases  of  inventions  or  discoveries. 

79.  Patents  for  designs  are  granted  for  the  term  of  three  and 
•  one-half  years,  or  for  seven  years,  or  for  fourteen  years,  as  the 

applicant  may,  in  his  application,  elect. 

80.  The  proceedings  m  applications  for  patents  for  designs 
are  substantially  the  same  as  in  applications  for  other  patents. 
The  specification  must  distinctly  point  out  the  characteristic 
features  of  the  design,  and  carefully  distinguish  between  what 
is  old  and  what  is  believed  to  be  new.  The  claims  also,  when 
the  design  admits  of  it,  should  be  as  distinct  and  specific  as  in 
the  case  of  other  patents.  The  following  order  of  arrangement 
should  be  observed,  when  convenient,  in  framing  the  specifica- 
tion : 

(1.)  Preamble  showing  name  and  residence  of  the  appli- 
cant, title  of  the  design,  and  the  name  of  the  article  for 
which  the  design  has  been  invented. 

(2.)  Detailed  description  of  the  design  as  it  appears  in 
the  drawing  or  photograph,  letters  or  ngures  of  reference 
being  used. 
*^3.)  Claim  or  claims. 

(4.)  Signature  of  inventor. 

(5.)  Signatures  of  two  fitnesses. 
35 
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81.  When  the  design  can  be  suflBciently  represented  by  draw- 
ings or  photographs,  a  model  will  not  be  required. 

82.  W  henever  a  photograph  or  an  engraving  is  employed  to 
illiotrate  the  design  it  mast  oe  mounted  upon  iJristol  board,  10 
by  15  inches  in  size,  and  properly  signed  and  witnessed.  The 
applicant  will  be  required  to  furnish  ten  extra  copies  of  such 
photograph  or  engraving  (not  mounted),  of  a  size  not  exceeding 
7 J  inches  by  11.    Negatives  are  not  required. 

83.  Whenever  the  design  is  represented  by  a  drawing  made 
to  conform  to  the  rules  laid  down  for  drawings  of  mecnanical 
inventions,  but  one  copy  need  be  furnished.  Additional  copies 
will  be  supplied  by  the  photolithographic  process  at  the  expense 
of  the  patent  office. 

(For  Forms  to  be  used  in  Applications  for  Design  Patents,  see 
Appendix,  Forms  9  and  15.) 

Reissaes. 

84.  A  reissue  is  granted  to  the  original  patentee,  his  legal 
representatives,  or  the  assignees  of  the  entire  interest,  when,  by 
reason  of  a  defective  or  insufficient  specification,  or  by  reason  of 
the  patentee  claiming  as  his  invention  or  discovery  more  than 
he  had  a  right  to  claim  as  new,  the  original  patent  is  inoperative 
or  invalid,  provided  the  error  has  arisen  from  inadvertence, 
accident,  or  mistake,  and  without  any  fraudulent  or  deceptive 
intention.  In  the  cases  of  patents  issued  and  assigned  prior  to 
July  8,  1870,  the  applications  for  reissue  may  be  made  by  the 
assignees;  but  in  the  cases  of  patents  issued  or  assigned  since  that 
date  the  applications  must  be  made  and  the  specification  sworn 
to  by  the  inventors,  if  they  be  living. 

85.  The  petition  for  a  reissue  must  be  accompanied  with  a  cer- 
tified copy  of  the  abstract  of  title,  giving  the  names  of  all  as- 
signees owning  any  undivided  interest  in  the  patent;  and  in  case 
the  application  is  made  by  the  inventor,  it  must  be  accompanied 
with  tlie  written  assent  of  such  assignees. 

86.  Applicants  will  be  required  to  file  with  their  petitions  for 
reissue : 

^^  1st.  A  statement  setting  forth  particularly  the  defects  or 
insufficiencies  in  the  specification  which  render  the  patent  inop- 
erative or  invalid,  and  in  cases  where  more  was  claimed  and 
allowed  than  the  applicant  was  entitled  to  claim  as  new,  such 
part  or  {)arts  must  be  distinctly  pointed  out. 

'^  2d.  In  such  statement  the  applicant  must  explain  how  such 
errors  arose,  in  order  that  the  question  of  inadvertence,  accident 
or  mistake  may  be  determined. 

'^  3d.  The  statement  must  be  accompanied  with  the  oatlkof  the 
applicant  that  said  errors  arose  without  any  fraudulent  or^ecep- 
tive  intention.* 

*  NoTB. — See  Bule  52  for  instnictions  as  to  drawings  in  reissue  applications. 
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"  From  the  decision  of  the  examiner  holding  that  the  state- 
ment or  oath  is  inenfficient,  an  appeal  may  be  taken  to  the  com- 
missioner in  person." 

87.  No  new  matter  shall  be  introduced  into  the  reissue  specifi- 
cation, nor  in  case  of  a  machine  shall  the  model  or  drawings  be 
amended,  except  each  by  the  other ;  but  when  there  is  neither 
model  nor  drawing,  amendments  may  be  made  upon  proof  satis- 
factory to  the  commissioner  that  sucn  new  matter  or  amendment 
was  a  part  of  the  original  invention,  and  was  omitted  from  the 
specification  by  inadvertence,  accident  or  mistake. 

88.  The  commissioner  may,  in  his  discretion,  cause  several  pat- 
ents to  be  issued  for  distinct  and  separate  parts  of  the  thing 
patented,  upon  demand  of  the  applicant,  and  upon  payment  of 
the  required  fee  for  each  division  of  such  reissued  letters  patent. 
Each  division  of  a  reissue  constitutes  the  subject  of  a  separate 
specification  descriptive  of  the  part  or  parts  of  the  invention 
claimed  in  such  division ;  and  the  drawing  may  represent  only 
such  part  or  parts^  subject  to  the  provisions  of  Kule  49.  Unless 
it  shall  be  otherwise  ordered  by  the  commissioner,  all  the  divi- 
sions of  a  reissue  will  issue  simultaneously ;  if  there  be  contro- 
versy as  to  one,  the  others  will  be  withhela  from  issue  until  the 
controversy  is  ended,  unless  he  shall  otherwise  order. 

89.  In  cases  of  application  for  reissue,  an  original  claim,  if 
reproduced  in  the  amended  specification,  is  subject  to  re-exami- 
nation, and  the  entire  application  will  be  revised  and  restricted 
in  the  same  manner  as  original  applications. 

90.  The  application  for  a  reissue  must  be  accompanied  by  a 
surrender  of  the  original  patent,  or,  if  that  is  lost,  by  an  affidavit 
to  that  efiect,  and  a  certified  copy  of  the  patent ;  but  if  a  reissue 
be  refused,  the  original  patent  will,  upon  request,  be  returned  to 
the  applicant. 

91.  Matter  which  is  shown  and  described,  and  might  have  been 
lawfully  claimed,  in  an  unexpired  patent,  but  was  not  claimed  by 
reason  of  a  defect  or  insufficiency  in  the  specification,  arising 
from  inadvertence,  accident  or  mistake,  ana  without  fraud  or 
deceptive  intent,  can  not  be  subsequently  claimed  by  the  patentee 
in  a  separate  patent,  but  only  in  a  reissue  of  the  original  patent. 

Interferences. 

92.  An  interference  is  a  proceeding  instituted  for  the  purpose 
of  determining  the  question  of  priority  of  invention  between 
two  or  more  parties  claiming  substantially  the  same  patentable 
invention.  The  fact  that  one  of  the  parties  has  already  obtained 
a  patent  will  not  prevent  an  interference ;  for,  although  the  com- 
missioner has  no  power  to  cancel  a  patent,  he  may  grant  a  patent 
for  the  same  invention  to  another  person  who  proves  to^e  the 
prior  inventor. 
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93.  Interferences  will  be  declared  in  the  following  cases,  when 
all  the  parties  claim  substantially  the  same  patentable  invention  : 

(l.)  Between  two  or  more  original  applications. 

(2.)  Between  an  original  application  and  an  unexpired 
patent,  when  the  applicant,  having  been  rejected  on  the 
patent,  shall  file  an  affidavit  showing  that  he  made  the  in- 
vention before  the  patentee's  application  was  filed. 

(3.^  Between  an  original  application  and  an  application 
for  the  reissue  of  a  patent  granted  during  the  pendency  of 
such  original  application. 

(4.)  Between  an  original  application  and  a  rei^ue  appli- 
cation, when  the  original  applicant  shall  file  an  affidavit 
showing  that  he  made  the  invention  before  the  patentee's 
original  application  waia  filed. 

(5.)  Between  two  or  more  applications  for  the  reissue  of 
patents  granted  on  applications  pending  at  the  same  time. 

(6.)  Between  two  or  more  applications  for  the  reissue  of 
patents  granted  on  applications  not  pending  at  the  same 
time,  when  the  applicant  for  reissue  of  the  later  patent  shall 
file  an  affidavit  snowing  that  he  made  the  invention  before 
the  application  on  which  the  earlier  patent  was  granted  was 
filed. 

(7.)  Between  a  reissue  application  and  an  unexpired  patent, 
if  the  original  applications  were  pending  at  the  same  time, 
and  the  reissue  applicant  shall  file  an  affidavit  showing  that 
he  made  the  invention  beforp  the  original  application  of  the 
other  patentee  was  filed. 

(8.)  Between  an  application  for  reissue  of  a  later  unex- 
pired patent  and  an  earlier  unexpired  patent  granted  before 
the  onginal  application  of  the  later  patent  was  filed,  if  the 
reissue  applicant  shall  file  an  affidavit  showing  that  he  made , 
the  invention  before  the  original  application  of  the  earlier 
patent  was  filed. 

94.  No  interference  will  be  declared  between  pending  appli- 
cations nor  between  a  pending  application  and  an  unexpired 
patent  unless  there  are  conflicting  claims ;  but  where  an  appli- 
cation is  involved  in  an  interference  in  part  and  shows  and 
describes  without  claiming  a  patentable  invention  claimed  by 
another  party  thereto,  the  applicant  may  at  any  time  before  the 
time  fixed  for  filing  the  statement  provided  for  in  Kule  105,  on 
motion  duly  made  as  provided  in  Kule  149,  file  an  amendment 
of  his  application  duly  claiming  such  invention,  and  on  the 
admission  of  such  amendment  the  invention  shall  be  included  in 
the  interference.  Such  motion  must  be  accompanied  by  the  pro- 
posed amendment,  and  when  in  proper  form  will  be  transmitted 
by  the  examiner  of  interferences  to  the  primary  examiner  for 
his  determination.  Upon  the  final  determination  of  such  motion 
the  papers  and  files  will  be  returned  to  the  examiner  of  inter- 
ferences, and  in  case  the  amendment  shall  be  admitted  the 
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primary  examiner  will  re-declare  the  interference  and  prepare  and 
forward  to  the  examiner  of  interferences  new  notices  of  the  in- 
terference, as  provided  in  Rules  97, 101  and  102.  The  decision 
of  the  primary  examiner  will  be  binding  upon  the  examiner  of 
interferences  unless  reversed  or  modified  upon  appeal,  as  pro- 
vided in  Rule  118. 

95.  Before  the  declaration  of  interference  all  preliminary  ques- 
tions must  be  settled  by  the  primarv  examiner,  and  the  issue 
must  be  clearly  defined ;  the  invention  which  is  to  form  the  sub- 
ject of  the  controversy  must  be  decided  to  be  patentable,  and  the 
claims  of  the  respective  parties  must  be  put  in  such  condition 
that  they  will  not  require  alteration  after  the  interference  shall 
haVe  been  finally  deciaed,  unlesd  the  testimony  adduced  upon  the 
trial  shall  necessitate  or  justify  such  change. 

96.  Where,  however,  a  party  who  is  required  to  put  his  case  in 
a  condition  proper  for  an  interference  fails  to  ao  so  within  a 
reasonable  time  specified,  the  declaration  of  interference  will 
not  be  delayed.  After  final  judgment  of  priority  the  application 
of  such  party  will  be  held  for  revision  and  restriction,  subject  to 
interference  with  other  applications  or  new  references.  (See 
Rule  93.) 

97.  When  an  interference  is  found  to  exist  and  the  applications 
are  prepared  therefor,  the  primary  examiner  will  forward  to  the 
examiner  of  interferences  notices  of  interference  for  all  the  par- 
ties, as  specified  in  Rule  102,  which  will  disclose  the  name  and 
residence  of  each  party,  and  that  of  his  attorney,  the  date  of  the 
filing  of  his  application,  and,  if  his  case  be  a  patent,  its  date  and 
nnmoer,  the  date  of  its  application,  the  ordinals  of  conflicting 
claims,  and  the  invention  claimed,  which  shall  be  clearly  and 
concisely  defined,  in  so  many  counts  or  branches  as  may  be  neces- 
sary in  order  to  include  all  interfering  claims. 

98.  Upon  receipt  of  the  notices  of  interference,  the  examiner 
of  interferences  will  make  an  examination  thereof,  in  order  to 
ascertain  whether  the  issue  between  the  parties  has  been  clearly 
defined,  and  whether  it  is  otherwise  correct.  If  he  be  of  the 
opinion,  upon  such  examination,  that  the  notices  are  ambiguous 
in  this  particular,  or  are  imperfect  in  any  material  point,  he  will 
transmit  his  objections  to  the  primary  examiner,  who  will 
promptly  notify  him  of  his  decision  to  amend  or  not  to  amend 
them. 

99.  In  case  of  a  material  disagreement  between  the  examiner 
of  interferences  and  the  primary  examiner,  they  shall  refer  the 
points  of  difference  to  the  commissioner  for  decision.' 

100.  The  primary  examiner  will  retain  jurisdiction  of  the  case 
until  the  declaration  of  interference  is  made. 

101.  When  the  notices  of  interference  have  been  settled,  the 
examiner  of  interferences  will  add  thereto  a  designation  of  the 
time  within  which  the  statements  required  by  Rule  105  must  be 
filed,  and  vfilljj[>ro  format  institute  and  declare  the  interference 
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by  forwarding  the  notices  to  the  eeyeral  parties  to  the  interfer- 
ence. 

102.  Notices  of  interference  will  be  forwarded,  by  the  exam- 
iner of  interferences,  to  all  the  parties,  or  to  their  attorneys,  or, 
in  case  the  application  orpatent  pi  interference  has  been  as- 
signed, to  the  assignees.  When  one  of  the  parties  )ias  received 
a  patent,  a  notice  will  be  sent  to  the  patentee  and  to  his  attor- 
ney of  record.  When  one  of  the  parties  resides  abroad  and  has 
no  known  a^ent  in  the  United  States,  notice,  in  addition  to  that 
sent  by  mail,  may  be  given  by  publication  in  the  Official  Gazette 
for  such  period  of  time  as  the  commissioner  may  direct  When* 
ever  it  shall  be  found  that  two  or  more  parties  whose  interests 
are  in  conflict  are  represented  by  the  same  attorney,  the  exam- 
iner in  charge  will  notify  each  of  said  principal  parties,  and  also 
the  attorney,  of  this  fact. 

103.  Upon  the  institution  and  declaration  of  the  interference, 
as  provided  in  Rule  101,  the  examiner  of  interferences  will  take 
junsdictioQ  of  the  same,  which  will  then  become  a  contested 
case;  but  the  primary  examiner  will  determine  the  motions 
mentioned  in  Rule  116,  as  therein  provided. 

104.  An  applicant  involved  in  an  interference  may,  before  the 
date  fixed  for  the  filing  of  his  statement  (see  Rule  105),  in  order 
to  avoid  the  continuance  of  the  interference,  disclaim,  over  his 
own  signature,  attested  by  two  witnesses,  the  invention  of  the 
particular  matter  in  issue,  and  upon  such  disclaimer,  and  the  can- 
cellation of  any  claims  involving  such  interfering  matter,  judg- 
ment shall  be  rendered  against  him,  and  the  disclaimer  shall  1^ 
embodied  in  and  form  part  of  his  specification.  (See  Rules  187, 
188.) 

105.  Each  party  to  the  interference  will  be  required  to  file  a 
concise  statement,  under  oath,  showing  the  date  of  his  original 
conception  of  the  invention,  of  its  illustration  by  drawing  or 
model,  of  its  disclosure  to  others,  of  its  completion,  and  of  the 
extent  of  its  use.  The  parties  will  be  strictly  held  in  their  proof 
to  the  dates  set  up  in  their  statements.  The  statement  must  be 
sealed  up  before  filing  (to  be  opened  only  by  the  examiner  of 
interferences),  and  the  name  of  the  party  filing  it,  the  title  of  the 
case,  and  the  subject  of  the  invention  indicated  on  the  envelopa 
The  statements  snail  not  be  open  to  the  inspection  of  the  oppos- 
ing parties  until  both  shall  have  been  filed,  or  the  time  for  filing 
both  with  any  extension  thereof  shall  have  expired,  nor  then, 
unless  they  have  been  examined  by  the  proper  officer  and  found 
to  be  satisfactory. 

106.  If,  on  such  examination,  a  statement  is  fonnd  to  be  defec- 
tive in  any  particular,  the  party  shall  be  notified  of  the  defect, 
and  a  time  assigned  within  which  he  must  cure  such  defect  by  an 
amended  statement;  but  in  no  case  will  any  original  or  amended 
statement  be  returned  after  it  has  been  once  filed. 
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107.  If  either  party  to  an  interference  fail  to  file  a  statement, 
or  if  the  statement  of  either  party  fail  to  overcome  the  prima 
facie  case  made  by  the  respective  dates  of  application,  the  other 
may  demand  an  immediate  adjudication  of  the  case  upon  the 
record.  Where  there  are  more  than  two  parties  to  the  interfer- 
ence, and  any  of  them  fail  to  file  their  statements,  judgment  may 
be  rendered  upon  the  record  as  to  such  parties,  and  the  interfer- 
ence will  proceed  between  the  remaining  parties. 

108.  If  any  party  to  an  interference  fail  to  file  a  statement,  no 
testimony  will  subsequently  be  received  from  him  to  prove  that 
he  made  the  invention  at  a  date  prior  to  his  application.  The 
statement  can  in  no  case  be  used  as  evidence  in  behalf  of  the 
party  making  it. 

109.  If  eiflier  partv  re<^uire  a  postponement  of  the  time  for 
filing  the  statements,  be  will  present  his  motion  duly  served  on 
the  other  parties,  with  his  reasons  therefor,  supported  by  affida- 
vit, prior  to  the  day  previously  fixed  upon.  But  the  examiner  of 
interferences  may,  in  his  discretion,  dispense  with  service  of 
notice  of  such  motion. 

1 10.  In  case  of  material  error  in  the  statement,  arising  th/ough 
inadvertence  or  mistake,  it  may  be  corrected  on  motion  (see  Kule 
149),  upon  showing  to  the  satisfaction  of  the  commissioner  that  its 
correction  is  essential  to  the  ends  of  justice.  The  motion  to  cor- 
rect the  statement  must  be  made,  if  possible,  before  the  taking 
of  any  testimony,  and  as  soon  as  practicable  after  the  discovery 
of  the  error. 

111.  In  original  proceedings  in  cases  of  interference  the  sev- 
eral parties  will  be  i>resumed  to  have  made  the  invention  in  the 
chronological  order  in  which  they  filed  their  completed  applica- 
tions for  patents  clearly  illustrating  and  describing  the  invention  ; 
and  the  burden  of  proof  will  rest  upon  those  who  shall  seek  to 
establish  a  different  state  of  facts. 

113.  A  time  will  be  assigned  in  which  the  junior  applicant 
shall  complete  his  testimony  in  chief,  and  a  further  time  in  which 
the  other  party  shall  complete  the  testimony  on  his  side,  and  a 
further  time  in  which  the  junior  applicant  may  take  rebutting 
testimony,  but  shall  take  no  other.  If  there  be  more  than  two 
parties,  either  patentees  or  applicants,  the  times  for  taking  testi- 
mony will  be  so  arranged  that  each  shall  have  an  opportunity  to 
prove  his  case  against  prior  applicants  and  to  rebut  their  evi- 
dence, and  also  to  meet  tlie  evidence  of  junior  applicants. 

113.  If  either  party  fails  to  take  his  testimony  within  the  time 
assigned  to  him,  all  junior  applicants  having  duly  taken  theirs, 
the  case  may,  on  motion  duly  made  and  served  on  such  party,  be 
set  for  hearing  at  any  time  not  less  than  ten  days  after  the  hear- 
ing of  the  motion. 

114.  If  either  party  desires  to  have  the  hearing  postponed,  he 
will  make  application  for  such  postponement  by  motion  (see  Kule 
140),  and  will  show  sufficient  reason  therefor  by  affidavit. 
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115.  If  either  party  desires  an  eQlar^oment  of  the  time  assigned 
to  him  for  taking  testimony,  he  will  make  application  therefor 
as  provided  for  in  Knle  150  (5). 

116.  Motions  to  dissolve  an  interference  upon  the  ground  that 
no  interference  in  fact  exists,  or  that  there  has  been  such  irregu- 
larity in  declaring  the  same  as  will  preclude  a  proper  determina- 
tion of  the  question  of  priority  between  the  parties,  or  which 
deny  the  patentability  of  an  applicant's  claim  or  his  right  to 
make  the  claim,  should,  if  possible,  be  made  before  the  day  fixed 
for  filing  the  statements  provided  for  in  Rules  97, 101  and  102. 
Such  motions,  when  in  proper  form,  will  be  transmitted  by  the 
examiner  of  interferences,  with  the  files  and  papers,  to  the  pri- 
mary examiners  for  their  determination,  and  he  will  return  the 
files  and  papers  to  the  examiner  of  interferences,  with  his  deci- 
sion, at  the  expiration  of  the  time  limited  for  appeal,  if  no  appeal 
shall  have  been  taken,  or  sooner  if  the  party  entitled  to  appeal 
shall  file  a  waiver  in  writing  of  his  right  of  appeal,  and  such 
decision  will  be  binding  on  the  examiner  of  interierences  unless 
reversed  or  modified  on  appeal.    (See  Rule  118.) 

117.  All  lawful  motions,  except  those  mentioned  in  Rule  116, 
will  be  made  before  and  determined  by  the  tribunal  having  juris- 
diction at  the  time.  The  filing  of  motions  will  not  operate  as  a 
stay  of  proceedings  in  any  case.  To  efiect  this,  motion  should 
be  made  before  the  tribunal  having  jurisdiction  of  the  interfer- 
ence, which  will,  sufficient  ground  appearing  therefor,  order  a 
suspension  of  the  interference  pending  the  determination  of  such 
motion. 

118.  Appeal  may  be  taken  directly  to  the  commissioner  from 
decisions  on  all  motions,  except  motions  to  dissolve  interferences 
denying  the  patentabilitv  of  applicants'  claims,  or  their  rights  to 
make  the  claims,  and  otner  lawful  motions  involving  the  merits 
of  the  case,  which,  when  appellable,  may  be  appealed  to  the 
board  of  examiners-in-chief.  From  a  decision  afiirming  the  pat- 
entability of  the  claim  or  the  applicant's  right  to  make  the  same 
no  appeal  can  be  taken. 

119.  After  the  interference  is  finally  declared,  it  will  not,  ex- 
cept as  herein  otherwise  provided,  be  determin^  without  judg- 
ment of  priority  founded  upon  the  testimony,  or  upon  a  written 
concession  of  priority  by  one  of  the  parties,  signed  by  the  inventor 
himself,  and,  also,  in  the  case  of  an  assignment,  by  the  assignee. 

120.  In  their  decision  of  the  question  of  priority,  or  before 
such  decision,  the  examiner  of  interferences  and  the  examiners- 
in-chief  will  direct  the  attention  of  the  commissioner  to  any 
matter  not  relating  to  prioritv  which,  may  have  come  to  their 
notice,  and  which,  in  their  opmion,  establishes  the  fact  that  no 
interference  exists,  or  that  there  has  been  irregularity  in  declar- 
ing the  same  (Rule  116),  or  which  amounts  to  a  statutory  bar  to 
the  grant  of  a  patent  to  either  of  the  parties  for  the  claim  or 
claims  in  interference.    The  commissioner  may,  before  judgment 
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on  the  question  of  priority  of  in vention,  suspend  the  interference 
and  remand  the  case  to  the  primary  examiner  for  his  considera- 
tion of  the  matters  to  -which  attention  has  been  directed,  and  his 
decision  will  be  subject  to  appeal,  as  in  other  cases.  If  the  case 
shall  not  be  so  remanded,  the  primary  examiner  will,  after  judg- 
ment, consider  any  matter  affecting  tne  rights  of  either  party  to 
a  patent  which  may  haye  been  called  to  his  attention,  unless  the 
same  shall  haye  been  preyiously  disposed  of  by  the  commis- 
sioner. 

121.  A  second  interference  will  not  be  declared  upon  a  new 
application  on  the  same  inyention  filed  by  either  party,  nor  will 
a  aecision  be  set  aside  after  judgment,  except  in  accordance  with 
the  principles  goyerning  the  granting  of  new  trials. 

122.  If  at  any  time  during  the  pendency  of  an  interference 
the  primary  examiner  diecoyer  new  references,  he  may  request  a 
suspension  of  the  interference  for  their  consideration  ex  parte 
until  their  pertinency  shall  be  determined,  when  the  files  and 
papers  will  oe  returned  to  the  examiner  of  interferences  and  the 
interference  dissolyed  or  reinstated  in  accordance  with  such  deter- 
mination. 

123.  The  primary  examiner  may  request  a  suspension  of  an 
interference  lor  the  purpose  of  adding  new  parties ;  but  no  new 
parties  will  be  added  cater  the  taking  of  testimony  without  the 
special  order  of  the  commissioner. 

124.  No  amendments  to  the  specification  will  be  received  dur- 
ing the  pendency  of  an  interference,  except  as  provided  in  Kules 
94,  104,  125. 

125.  When  a  part  only  of  the  claims  of  an  application  are 
involyed  in  an  interference,  the  applicant  may  withdraw  from 
his  application  the  claims  adjudged  not  to  interfere,  and  file  a 
new  application  therefor,  if  the  application  can  be  legitimately 
divided,  and  if  no  more  of  the  devices  claimed  in  one  is  shown  or 
described  in  the  other  than  is  necessary  to  an  intelligent  under- 
standing of  the  invention  claimed  in  the  latter :  Provided^  That 
no  claim  shall  be  made  in  the  second  application  broad  enough 
to  include  matter  claimed  in  the  first  application  as  amended. 
(See  Rule  42.) 

126.  When  applications  are  declared  to  be  in  interference,  the 
interfering  parties  will  be  permitted  to  see  or  obtain  copies  of 
the  interienng  claims,  and  of  so  much  of  the  specifications  as 

Prelate  thereto. 

1 27.  When  it  shall  appear,  on  motion  duly  made,  and  upon 
satisfactory  proof,  that,  by  reason  of  the  inability  or  refusal  of 
the  inventor  to  prosecute  or  defend  an  interference,  or  from 
other  cause,  the  ends  of  justice  shall  require  that  an  assignee  of 
an  undivided  interest  in  the  invention  be  permitted  to  prosecute 
or  defend  the  same,  the  commissioner  may  so  order. 
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Appeals. 

128.  Every  applicant  for  a  patent  or  the  reiBSue  of  a  patent, 
any  of  the  claims  of  whose  application  have  been  twice  rejected 
upon  grounds  involving  the  merits  of  the  invention,  sach  as  lack 
of  novelty  or  utility,  abandonment,  public  use,  or  want  of  identity 
of  invention,  either  in  amended  or  in  reissue  applications,  may 
appeal  from  the  decision  of  the  primary  examiner  to  the  board 
of  examiners-in-chief,  having  once  paid  a  fee  of  ten  dollars.  The 
appeal  must  be  made  in  writing,  signed  by  the  party,  or  his  duly 
authorized  agent  or  attorney,  setting  forth  the  points  of  the 
decision  upon  which  the  appeal  is  taken,  and  duly  nled. 

129.  There  must  be  two  rejections  of  the  claims  as  originally 
filed,  or,  if  amended  in  matter  of  substance,  of  the  amended 
claims,  and  all  the  claims  must  be  passed  upon,  and  all  prelim- 
inary and  intermediate  questions  relating  to  matters  not  aifect- 
ing  the  merits  of  the  invention  settled,  before  the  case  is  appealed 
to  the  examiners-in -chief. 

130.  Upon  the  filing  of  the  appeal  the  same  shall  be  submitted 
to  the  primary  examiner,  who,  iThe  find  the  appeal  to  be  regular 
in  form,  shall  furnish  the  exarainers-in-chief  with  a  written  state- 
ment of  the  grounds  of  his  decision  on  all  the  points  involved  in 
the  appeal,  with  copies  of  the  rejected  claims,  and  with  the 
references  applicable  thereto.  If  the  primary  examiner  shall 
decide  that  the  appeal  is  not  regular  in  form,  an  appeal  from 
such  decision  may  be  taken  directly  to  the  commissioner,  as  pro- 
vided in  Rule  140. 

131.  The  appellant  shall,  before  the  day  of  hearing,  file  a  brief 
of  the  authorities  and  arguments  on  whicn  he  will  rely  to  main- 
tain his  appeal. 

132.  If  the  appellant  desire  to  be  heard  orally  before  the 
examiners- in-chiei,  he  will  so  indicate  when  he  files  his  appeal ; 
a  day  of  hearing  will  then  be  fixed,  and  due  notice  of  the  same 
given  to  him. 

133.  In  contested  cases  the  appellant  shall  have  the  right  to 
make  the  opening  and  closing  arguments  unless  it  shall  be 
otherwise  ordered  by  the  tribunal  having  jurisdiction  of  the  case. 

134.  The  examiners-in-chief  in  their  decision  will  afiSrm  or 
reverse  the  decision  of  the  primary  examiner  only  on  the  points 
on  which  appeal  shall  have  been  taken.  (See  Kule  128.)  If 
they  shall  discover  any  apparent  grounds  not  involved  in  the 
appeal  for  granting  or  refusing  letters  patent  in  the  form 
claimed,  or  in  anv  other  form,  they  will  annex  to  their  decision 
a  statement  to  that  effect,  with  such  recommendation  as  thoy 
shall  deem  proper. 

From  any  judgment  of  the  primary  examiner,  on  points 
embraced  in  the  recommendation  annexed  to  the  decifiion 
adverse  to  the  appellant,  appeal  may  be  taken  on  questions 
involving  the  merits  to  the  board  of  examiners-in-chief  and  on 
other  questions  to  the  commissioner,  as  in  other  cases. 
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If  an  appeal  shall  be  taken  from  the  decision  of  the  examiners- 
in-chief  to  the  commieeioner,  the  commissioner,  whenever  in  his 
opinion  substantial  jnstice  shall  require  it,  may,  either  before  or 
alter  final  judgment,  remand  the  case  to  the  primary  examiner 
for  consideration  of  any  amendment  or  action  based  npon  the 
recommendation  annexed  to  the  decision  of  the  cxaminers-in- 
chief. 

If  the  commissioner,  in  revising  the  decision  of  the  examinerfr- 
in-chief,  shall  discover  any  apparent  ^rounds  for  granting  or 
refusing  letters  patent  not  involved  in  tne  appeal,  he  will,  before 
or  after  final  judgment,  whenever,  in  his  opinion,  substantial 
justice  shall  require  it,  give  reasonable  notice  thereof  to  the 
parties ;  and  if  any  amendment  or  action  based  thereon  shall  be 
proposed,  he  will  remand  the  case  to  the  primary  examiner  for 
consideration. 

From  decisions  of  the  primary  examiner,  in  cases  remanded, 
as  herein  provided,  appeal  will  lie  to  the  board  of  examiners-in- 
chief,  or  directly  to  the  commissioner,  as  in  other  cases. 

135.  If  affidavits  be. received,  under  Knle  75  or  86,  after  the 
case  has  been  appealed,  the  application  will  be  remanded  to  the 
primary  examiner  for  reconsideration. 

186.  From  the  adverse  decision  of  the  board  of  examiners-in- 
chief  appeal  may  be  taken  to  the  commissioner  in  person,  upon 
payment  of  the  fee  of  twenty  dollars  required  by  law. 

137.  Gases' which  have  been  heard  and  de(iidea  by  the  commis- 
sioner on  appeal  will  not  be  reopened  except  by  the  commis- 
sioner ;  and  cases  which  have  been  decided  by  the  examiners-in- 
chief  will  not  be  reheard  by  them,  when  no  longer  pending 
before  them,  without  the  written  authority  of  the  commissioner. 

138.  Gases  will  be  regarded  as  pending  before  a  tribunal  until 
appeal  has  been  taken  from  its  decision,  or  until  the  limit  of 
appeal,  which  must  be  fixed  in  each  case,  has  expired. 

139.  Gases  which  have  been  deliberately  decided  by  one  com- 
missioner will  not  be  reconsidered  by  his  successor  except  in 
accordance  with  the  principles  which  govern  the  granting  of  new 
trials. 

140.  Decisions  of  examiners  upon  preliminary  or  intermediate 
questions,  not  involving  the  merits  of  the  case,  once  repeated, 
will  be  re-examined  by  the  commissioner  upon  written  state- 
ments of  the  points  oi  appeal,  and  of  the  grounds  of  the  ex- 
aminers' decisions,  as  in  other  appeals.  For  appeals  of  tliis  class 
no  fee  is  required. 

141.  In  cases  of  interference  parties  have  the  same  remedy  by 
appeal  to  the  examiners-in-chief  and  to  the  commissioner  as  in 
ex  parte  cases;  but  no  appeal  lies  in  such  cases  from  the  de- 
cision of  the  commissioner. 

142.  Appeals  in  interference  cases  must  be  accompanied  with 
brief  statements  of  the  reasons  therefor ;  and  both  parties  will 
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be  required  to  file  briefs  of  their  arguments  before  the  day  of 
hearing.    Printed  briefs  are  in  all  cases  preferred. 

14r3.  From  the  adverse  decision  of  the  commissioner  upon  the 
claims  of  an  application  an  appeal  may  be  taken  to  the  Supreme 
Court  of  the  District  of  Columbia  sitting  in  banc.  On  taking 
such  appeal,  the  applicant  is  required,  under  the  rules  of  the 
•court,  to  pay  to  the  clerk  of  the  court  a  docket-fee  of  ten  dollars, 
and  he  is  also  required  by  law  to  lay  before  the  court  certified 
copies  of  all  the  original  papers  and  evidence  in  the  case.  The 
petition  should  be  filed  and  the  fee  paid  at  least  ten  days  before 
the  commencement  of  the  term  of  court  at  which  the  appeal  is 
to  be  heard. 

144.  Immediately  upon  taking  an  appeal  the  appellant  must 
give  notice  tbereoi  to  the  commissioner  of  patents,  and  file  in 
tne  patent  office  his  reasons  of  appeal,  specifically  set  forth  in 
writing.  The  Supreme  Court  of  the  District  of  Columbia  having 
decided  (see  17  O.  G.  446)  to  entertain  appeals  from  decisions  of 
the  commissioner  of  patents  in  cases  of  applications  rejected,  on 
motion  by  the  commissioner,  without  previous  adjudication  of 
the  question  of  patentability  by  the  examiner8-in-chief,j?r<?yiw»7ia 
proceedings  will  not  hereafter  be  had  in  the  patent  office  for  the 
purpose  of  securing  to  applicants  their  right  of  appeal  to  that 
court. 

145.  The  docket  for  the  trial  of  cases  appealed  from  the  de- 
cision of  the  commissioner  of  patents  will  oe  called  on  the  first 
day  of  each  session  of  the  Supreme  Court  of  the  District  of 
Columbia  in  general  term.  These  sessions  are  held  three  in  each 
year,  and  begin,  respectively,  on  the  first  Monday  in  January, 
the  third  Monday  in  April,  and  the  fourth  Monday  in  September. 

(For  Forms  oi  Appeals  and  Eules  of  the  Supreme  Court  of  the 
District  of  Columbia  respecting  Appeals,  see  Appendix,  Forms 
35,  36.) 

Hearings  and  Interviews. 

146.  Hearings  will  be  had  by  the  commissioner  at  10  o'clock 
A.  M.,  and  by  the  board  of  examiners- in-chief  and  the  examiner 
of  interferences  at  1  o'clock  P.  M.,  on  the  day  appointed,  unless 
some  other  hour  be  specially  designated.  If  either  party  in  a 
contested  case,  or  the  appellant  in  an  ex  parte  case,  appear  at  the 
proper  time,  he  will  be  heard  by  the  examiner  of  interferences  or 
the  examiners-in-chief;  but  a  contested  case  will  not  be  taken  up 
for  oral  argument  after  the  day  of  hearing,  except  by  consent  of 
both  parties.  If  the  engagements  of  the  tribunal  having  juris- 
diction of  the  case  be  such  as  to  prevent  it  from  being  taken  up 
on  the  day  of  hearing,  a  new  assignment  will  be  made,  or  the 
case  will  be  continued  from  day  to  dav  untill  heard.  Unless  it 
shall  be  otherwise  ordered  before  the  hearing  begins,  oral  argu- 
ments will  be  limited  to  one  hour  for  each  party.    After  a  con- 
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tested  case  has  been  argued,  nothing  further  relating  thereto 
will  be  heard  unless  upon  request  of  the  tribunal  having  jurisdic- 
tion of  the  case ;  and  all  interviews  for  this  purpose  with  parties 
in  interest  or  their  attorneys  will  be  invariably  denied. 

147.  Interviews  with  examiners  concerning  applications  and 
other  matters  pending  before  the  office  must  be  had  at  such 
times,  within  office  hours,  as  the  respective  examiners  may  desig- 
nate, in  the  examiners'  rooms,  with  the  principal  examiners,  or, 
in  their  absence,  with  the  assistants  in  charge ;  they  will  not  be 
had  at  any  other  time  or  place  without  the  written  authority  of 
the  commissioner. 

148.  Interviews  for  the  discussion  of  pending  applications  will 
not  be  had  prior  to  the  first  official  action  thereon. 

Motions. 

149.  In  contested  cases  reasonable  notice  of  all  motions,  and 
copies  of  motion-papers  and  affidavits,  must  be  served,  as  pro- 
viaed  for  in  Rule  150  (2).  Proof  of  such  service  must  bei  made 
before  the  motion  will  be  entertained  by  the  office;  and  motions 
will  not  be  heard  in  the  absence  of  either  party  except  upon 
default  after  due  notice.  Motions  will  be  neard  in  the  nrst 
instance  by  the  officer  or  tribunal  before  whom  the  particular 
case  may  be  pending ;  but  an  appeal  from  the  decision  rendered 
may  be  taken  on  questions  involving  the  merits  of  the  case  to 
the  board  of  examiners-in-chief;  on  other  questions,  directly  to 
the  commissioner.  In  original  hearings,  on  motions,  the  moving 
parties  shall  have  the  right  to  make  the  opening  and  closing 
arguments.  In  contested  cases  the  practice  on  points  to  which 
the  rules  shall  not  be  applicable  will  conform,  as  nearly  as 
possible,  to  that  of  the  United  States  courts  in  equity  pro- 
ceedings. 

Taking  and  Transmitting  Testimony. 

150.  The  following  rules  have  been  established  for  taking  and 
transmitting  testimony  in  extensions,  interferences  and  other 
contested  cases: 

(1.)  Before  the  depositions  of  witnesses  are  taken  by  either 
party  due  notice  shall  be  given  to  the  opposite  party,  as 
hereinafter  provided,  of  the  time  and  place  when  and  where 
the  depositions  will  be  taken,  of  the  cause  or  matter  in  which 
they  are  to  be  used,  and  of  the  names  and  residences  of  the 
witnesses  to  be  examined,  so  that  the  opposite  party  shall 
have  full  opportunity,  either  in  person  or  by  attorney,  to 
cross-examine  tlie  witnesses.  Jf  the  opposite  party  shall 
attend  the  examination  of  witnesses  not  named  in  the  notice, 
and  shall  either  cross-examine  such  witnesses  or  fail  to  ob- 


558  EtJLES  OF  PRACTICE  IN  THE 

ject  to  their  examination,  he  shall  be  deemed  to  have  waived 
any  objection  to  their  examination  based  on  want  of  notice 
thereof.  Neither  party  shall  take  testimony  in  more  than 
one  place  at  the  same  time,  or  so  nearly  at  the  same  time  as 
not  to  allow  reasonable  time  to  travel  from  one  place  of 
examination  to  the  other. 

(2.)  The  notice  for  taking  testimony  or  for  motions  mnat 
be  served  (unless  otherwise  stipnlatea  in  an  instrument  in 
writing  filed  in  the  case)  upon  tne  attorney  of  record,  if  there 
bo  one,  or,  if  there  be  no  attorney  of  record,  then  upon  the 
adverse  party,  and  it  must  give  the  opposite  party  reason- 
able time  to  reach  the  place  of  examination.  Sucn  service 
may  be  made  by  delivering  a  copy  of  the  notice  to  the  ad- 
verse party  or  attorney,  by  leaving  a  copy  at  the  usual  place 
of  business  of  the  party  or  attorney  with  some  one  in  the 
employment  of  such  party  or  attorney,  or  by  leaving  a  copy 
at  the  party's  usual  place  of  residence  with  a  member  of  bis 
family,  or  by  transmission  by  registered  letter,  or  by  express, 
or  when  it  shall  be  shown,  to  the  satisfaction  of  the  commis- 
sioner, that  neither  of  the  other  modes  of  service  herein  pre- 
scribed is  practicable,  by  publication  in  the  Official  Gazette ; 
and  such  notice  shall,  with  sworn  proof  of  the  fact,  time, 
and  mode  of  service  thereof,  be  attached  to  the  deposition 
or  depositions,  whether  the  opposing  party  shall  have  cross- 
examined  or  not. 

(3.)  Each  witness  before  testifying  shall  be  duly  sworn 
according  to  law  by  the  officer  before  whom  his  deposition 
shall  be  taken.  The  depositions  shall  be  carefully  read  over 
by  the  witness,  or  by  the  officer  in  his  hearing,  and  shall  then 
be  subscribed  by  the  witness,  in  the  presence  of  the  officer. 
The  officer  shall  annex  to  the  deposition  bis  certificate  show- 
ing (1")  the  due  administration  of  the  oath  by  the  officer  to 
the  witness  before  the  commencement  of  his  testimony ;  (2) 
the  name  of  the  person  by  whom  the  testimony  was  written 
out,  and  the  fact  that,  if  not  written  by  the  officer,  it  was 
written  in  his  presence ;  (3)  the  presence  or  absence  of  the 
adverse  party ;  (4)  the  place,  day  and  hour  of  commencing 
and  taking  the  aepositions ;  and  (5)  the  fact  that  the  officer 
was  not  connected,  by  blood  or  marriage,  with  either  of  the 
parties,  nor  interested  directly  or  indirectly  in  the  matter  in 
controversy.  The  officer  shall  sign  the  certificate  and  affix 
thereto  his  seal  of  office,  if  he  have  such  seal.  He  shall 
then,  without  delay,  securely  seal  up  all  the  evidence,  notices 
and  paper  exhibits,  inscribe  upon  tne  envelope  a  certificate, 
giving  the  title  of  the  case,  tne  name  of  each  witness,  and 
the  date  of  sealing,  address  the  package,  and  forward  the 
same  to  the  commissioner  of  patents.  If  the  weight  or  bulk 
of  an  exhibit  shall  exclude  it  from  the  envelope,  it  shall  be 
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anthenticated  by  the  officer  and  transmitted  in  a  separate 
package,  marked  and  addressed  as  above  provided. 

(4.)  In  cases  of  extension,  where  no  opposition  shall  be 
made,  ex  parte  testimony  will  be  received  from  the  appli- 
cant ;  and  such  testimony  as  may  have  been  taken  by  the 
applicant  prior  to  notice  of  opposition  will  be  received, 
unless  taken  within  thirty  days  after  filing  the  petition  for 
the  extension.  But  upon  receiving  notice  of  opposition,  the 
applicant  shall  immediately  give  notice  to  the  opposing 
party  or  parties  of  the  names  and  residences  of  the  witnesses 
whose  testimony  shall  have  been  thns  taken. 

(5.)  If  either  party  shall  be  unable  to  procure  the  testi- 
mony  of  a  witn^B  ^thin  the  timo  limited,  any  motion 
which  he  may  make  for  an  extension  of  his  time  most  be 
accompanied  by  a  statement,  under  oath,  of  the  cause  of 
such  inability,  the  name  of  such  witness,  the  facts  expected 
to  be  provea  by  him,  the  steps  which  have  been  taKen  to 
procure  said  testimony,  and  the  dates  at  which  efforts  have 
oeen  made  to  procure  it.    (See  Rule  149.) 

(6.)  When  a  party  relies  upon  a  caveat  to  establish  the 
date  of  his  invention,  the  caveat  itself,  or  a  certified  copy 
thereof,  must  be  filed  in  evidence,  with  due  notice  to  the 
opposite  party. 

(7.)  Upon  notice  given  to  the  opposite  party  before  the 
closing  of  the  testimony,  any  official  record,  and  any  special 
matter  contained  in  a  printed  publication,  if  competent 
evidence  and  pertinent  to  the  issue,  may  be  used  as  evidence 
at  the  hearing. 

151.  The  pages  of  each  deposition  must  be  numbered  consecu- 
tively, and  the  name  of  the  witness  plainly  and  conspicuously 
written  at  the  top  of  each  page.  The  testimony  must  oe  taken 
upon  legal- cap  or  foolscap  paper,  with  a  wide  margin  on  the 
left-hand  side  of  the  page,  and  with  the  writing  on  one  side  only 
of  the  sheet. 

152.  The  testimony  will  be  taken  in  answer  to  interrogatories, 
with  the  questions  and  answers  committed  to  writing  in  their 
r^ular  order  by  the  officer,  or,  in  his  presence,  by  some  person 
not  interested  in  the  case,  either  as  a  partv  thereto  or  as  attorney. 
But,  with  the  written  consent  of  the  parties,  the  depositions  may 
be  written  out  by  other  persons  in  the  presence  of  the  officer. 
No  officer  who  is  connected  by  blood  or  marriage  with  either  of 
the  parties,  or  interested,  directly  or  indirectly,  m  the  matter  in 
controversy,  either  as  counsel,  attorney,  agent,  or  otherwise,  is 
competent  to  take  depositions,  unless  with  me  written  consent  of 
all  tne  parties. 

158.  JBy  leave  of  the  commissioner,  first  obtained,  testimony 
may  be  taken  in  foreign  countries : 

(1.)  Bach  permission  will  be  granted  only  upon  motion 
duly  made.    (See  Bule  149.) 
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The  motion  must  designate  a  place  for  the  examination  of 
the  witnesses  at  which  an  officer  dalj  qualified  to  take  testi- 
mony under  the  laws  of  the  United  States  in  a  foreign 
country  shall  reside,  and  it  must  be  accompanied  by  a  state- 
ment, under  oath,  that  the  motion  is  made  in  good  faith, 
and  not  for  purposes  of  delay  or  of  vexing  or  harassing  any 
party  to  the  case ;  it  must  also  set  tbrth  the  names  of  the 
witnesses,  the  particular  facts  to  which  it  is  expected  each 
will  testify,  and  the  grounds  on  which  is  based  the  belief 
that  each  will  so  testify. 

(2.)  It  must  appear  that  the  testimony  desired  is  material 
ana  competent,  and  that  it  cannot  be  taken  in  this  country 
at  all,  or  cannot  be  taken  here  without  hardship  and  injury 
to  the  moving  party  greatly  exceeding  that  to  which  the 
opposite  party  will  be  exposed  by  the  taking  of  such  testi- 
mony abroad. 

(3.^  Upon  the  granting  of  sach  motion,  a  time  will  be  set 
withm  which  the  moving  party  shall  file  in  duplicate  the 
interrogatories  to  be  propoundea  to  each  witness  and  serve 
a  copy  of  the  same  upon  each  adverse  party,  who  may, 
withm  a  designated  time,  file,  in  duplicate,  cross-interroga- 
tories. Objections  to  any  of  the  interrogatories  or  cross- 
interrogatories  may  be  filed  at  any  time  before  the  deposi- 
tions are  taken,  and  will  be  considered  and  determined  upon 
the  hearing  of  the  case. 

(4.)  As  soon  as  the  interrogatories  and  cross-interroga- 
tories are  decided  to  be  in  proper  form,  the  commissioner 
will  cause  them  to  be  forwarded  to  the  proper  officer,  with 
the  request  that,  upon  payment  of,  or  satisfactory  security 
for,  his  official  fees,  he  notify  the  witnesses  named  to  appear 
before  him  within  a  desi^ated  time  and  make  answer 
thereto  under  oath;  and  that  he  reduce  their  answers  to 
writing,  and  transmit  the  same,  under  his  official  seal  and 
signature,  to  the  commissioner  of  patents,  with  the  certifi- 
cate proscribed  iu  Kule  150  (3). 

(5.)  By  stipulation  of  the  parties  the  requirements  of 
paragraph  (3)  as  to  written  interrogatories  and  cross-inter- 
rogatories may  be  dispensed  with,  and  the  testimony  may  be 
taken  before  the  proper  officer  upon  oral  interrogatoiies  by 
the  parties  or  their  agents. 

(6.)  Unless  false  swearing  in  the  giving  of  such  testimony 
before  the  officer  taking  it  shall  be  punishable  as  perjury, 
under  the  laws  of  the  foreign  state  where  it  shall  be  taken, 
it  will  not  stand  on  the  same  footing,  in  the  patent  office,  as 
testimony  duly  taken  in  the  United  States ;  but  its  weight 
in  each  case  will  be  determined  by  the  tribunal  having  juris- 
diction of  such  case. 
154.  No  evidence  touching  the  matter  at  issue  will  be  con- 
sidered on  the  hearing  which  shall  not  have  been  taken  and  filed 


UNITED  STATES  PATENT  OFFICE.  561 

in  compliance  with  these  rules.  But  no  notice  will  be  taken  of 
any  merely  formal  or  technical  objection  which  shall  not  appear 
to  have  wrought  a  substantial  injury  to  the  party  raising  it ;  and 
in  case  of  such  injury  it  must  be  made  to  appear  that,  as  soon  as 
the  party  became  aware  of  the  ground  of  objection,  he  gave 
notice  thereof  to  the  office,  and  also  to  the  opposite  party,  inform- 
ing him  at  the  same  time  that,  unless  it  should  be  removed,  he 
should  urge  his  objection  at  the  hearing.  This  rule  is  not  to  be 
so  construed  as  to  modify  established  rules  of  evidence,  which 
will  be  applied  strictly  in  all  practice  before  the  office. 

155.  The  law  requires  the  clerks  of  the  various  courts  of  the 
United  States  to  issue  subpoenas  to  secure  the  attendance  of  wit- 
nesses whose  depositions  are  desired  as  evidence  in  contested 
cases  in  the  patent  office. 

1 56.  After  testimony  is  filed  in  the  office  it  may  be  inspected 
by  any  party  to  the  case,  but  it  can  not  be  withdrawn  for  the 
purpose  of  printing.  It  may  be  printed  by  some  one  specially 
designated  oy  tlie  office  for  tliat  purpose,  under  proper  re- 
strictions. 

157.  Six  or  more  printed  copies  of  the  testimony  must  be  fur- 
nished— five  for  the  use  of  the  office,  and  one  for  the  use  of  each 
of  the  opposing  parties.  These  copies  must  be  filed  not  less  than 
one  week  before  the  day  of  hearing.  They  will  have  wide  mar- 
gins, with  the  names  of  the  witnesses  at  the  top  of  the  pages 
over  their  testimony,  and  will  contain  indexes  with  the  names  of 
all  witnesses,  and  references  to  tlie  pages  where  their  testimony 
may  be  found,  and  also  to  the  pages  where  copies  of  papers  and 
documents  introduced  as  exhibits  are  shown.  Printing  can  only 
be  dispensed  with  on  special  application  based  upon  satisfactory 
reasons,  in  which  case  manuscript  copies  must  be  furnished — one 
for  the  office  and  one  for  each  adverse  party. 

158.  It  is  desirable  that  arguments  and  briefs  in  all  contested 
cases  should  be  submitted  in  printed  form,  and  filed  before  the 
hearing.  If  either  party  fail  to  comply  with  this  regulation,  no 
extension  of  time  will  be  granted  for  the  purpose,  except  upon 
consent  of  the  adverse  party. 

Isftae. 

159.  If,  on  examination,  it  shall  appear  that  the  applicant  is 
justly  entitled  to  a  patent  under  the  law,  a  notice  of  allowance 
will  be  sent  him,  calling  for  the  payment  of  the  final  fee,  upon 
the  receipt  of  which,  within  the  time  fixed  by  law,  the  patent 
will  be  prepared  for  issue.    (See  Eules  212,  213.) 

160.  After  notice  of  the  allowance  of  an  application  is  given, 
the  case  will  not  be  withdrawn  from  issue  except  by  approval  of 
the  commissioner,  and  if  withdrawn  for  Ihirther  action  on  the 
part  of  the  office,  a  new  notice  of  allowance  will  be  given. 

36 
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When  the  final  fee  has  been  paid  upon  an  application  for  letters 
patent,  and  the  case  has  received  its  date  and  number,  it  will  not 
oe  withdrawn  or  suspended  from  issue  on  account  of  any  mistake 
or  change  of  purpose  of  the  applicant  or  his  attorney,  nor  for  the 
purpose  of  enabling  the  inventor  to  procure  a  foreign  patent, 
nor  for  any  other  reason  except  mistake  on  the  part  of  this 
office,  or  fraud,  or  illegality  in  the  application,  or  for  interference. 
(See  Kule  77.) 

Date,  Duration,  and  Form  of  Patents. 

161.  Every  patent  will  bear  date  as  of  a  day  not  later  than  six 
months  from  the  time  at  which  the  application  was  passed  and 
allowed  and  notice  thereof  was  mailed  to  the  applicant  or  his 
agent,  if  within  that  period  the  final  fee  be  paid  to  the  commis- 
sioner of  patents,  or  if  it  be  paid  to  the  treasurer,  or  any  of  the 
assistant  treasurers  or  designated  depositaries  of  the  United 
States,  and  the  certificate  promptly  forwarded  to  the  commis- 
sioner of  patents;  and  if  tne  final  fee  be  not  paid  within  that 
period,  the  patent  will  be  withheld.    (See  Rule  169.) 

A  patent  will  not  be  antedated. 

162.  Every  patent  will  contain  a  short  title  of  the  invention  or 
discovery,  indicating  its  nature  and  object,  and  a  grant  to  the 
patentee,  his  heirs  and  assigns,  for  the  term  of  seventeen  years, 
of  the  exclusive  right  to  make,  use  and  vend  the  invention  or 
discoverv  throughout  the  United  States  and  the  territories  thereof. 
But  if  the  invention  shall  have  been  previously  patented  abroad, 
the  term  of  the  patent  will  expire  with  the  term  of  the  foreign 
patent.  The  duration  of  a  design  patent  may  be  for  the  term  of 
three  and  a  half,  seven  or  fourteen  years,  as  provided  in  Bule  79. 
A  copy  of  the  specification  and  drawings  wul  be  annexed  to  the 
patent  and  form  part  thereof. 

DeliTery. 

163.  The  patent  will  be  delivered  or  mailed,  on  the  day  of  its 
date,  to  the  patentee,  unless  there  be  an  attorney  of  record,  in 
which  case  it  will  be  delivered  to  him  or  the  patentee,  as  the 
attorney  may  request ;  but  it  will  not,  without  a  special  request 
to  that  efiect,  be  delivered  to  an  associate  or  substitute  attorney. 


Correction  of  £rrors  in  I^etters  Patent. 

164.  Where  a  mistake,  incurred  through  the  fault  of  the 
office,  is  clearly  disclosed  by  the  records  or  files  of  the  office,  a 
certificate,  showing  the  fact  and  nature  of  such  mistake,  signed 
by  the  Secretary  of  the  Interior,  countersigned  by  the  commis- 
sioner of  patents,  and  sealed  with  the  seal  of  the  patent  office, 
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will,  at  the  request  of  the  patentee  or  his  assignee,  be  indorsed 
withoQt  charge  upon  the  letters  patent,  and  recorded  in  the 
records  of  patents,  and  a  printed  copy  thereof  attached  to  each 
printed  copy  of  the  specification  and  drawings. 

Where  a  mistake,  incurred  through  the  fault  of  the  office,  con- 
stitutes a  sufficient  legal  ground  for  a  reissue,  such  reissue  will 
be  made,  for  the  correction  of  such  mistake  only,  without  charge 
of  office  fees,  at  the  request  of  the  patentee. 

Mistakes  not  incurred  through  the  fault  of  the  office,  and  not 
affording  legal  grounds  for  reissue,  will  not  be  corrected  after  the 
delivery  of  the  Tetters.patent  to  the  patentee  or  his  agent. 

No  changes  or  corrections  will  be  made  in  letters  patent  after 
the  delivery  thereof  to  the  patentee  or  his  agent,  except  as  above 
provided. 

AlNftndoned,  Forfeited*  and  Renewed  Applications. 

165.  An  abandoned  application  is  one  which  has  not  been 
completed  and  prepared  for  examination  within  two  years  after 
the  filing  of  the  petition,  or  which  the  applicant  has  failed  to 
prosecuto  within  two  years  after  any  action  therein,  of  which 
notice  has  been  duly  given  (see  Rules  31  and  76),  or  which  the 
applicant  has  expressly  abandoned  by  filing,  in  the  office,  a 
written  declaration  of  abandonment,  signed  by  himself,  identify- 
ing his  application  by  title  of  invention  and  date  of  filing.  (See 
Kule  59.) 

Prosecution  of  an  application,  to  save  it  from  abandonment, 
must  include  such  proper  action  as  the  condition  of  the  case  may 
require. 

166.  Before  an  application  abandoned  by  failure  to  complete 
or  prosecute  can  be  renewed,  it  must  be  shown  to  the  satisfaction 
of  the  commissioner  that  the  delay  in  the  prosecution  of  the  same 
was  unavoidable. 

167.  When  a  new  application  is  filed  in  place  of  an  abandoned 
or  rejected  application,  a  new  specification,  oath,  drawing,  and 
fee  will  be  required ;  but  the  old  model,  if  suitable,  may  be  use^. 

168.  A  forteited  application  is  one  upon  which  a  patent  has 
been  withheld  for  failure  to  pay  the  final  fee  within  the  pre- 
scribed time.    (See  Rule  161.) 

169.  Where  the  patent  has  been  withheld  by  reason  of  non- 
payment of  the  final  fee,  any  person,  whether  inventor  or 
assignee,  who  has  an  interest  in  the  invention  for  which  such 
patent  was  ordered  to  issue,  may  file  a  new  application  for  the 
same  invention;  but  such  second  application  must  be  made 
within  two  years  after  the  allowance  of  the  original  application. 
Upon  the  hearing  of  such  new  application  abandonment  will  be 
considered  as  a  question  of  fact. 

170.  In  such  renewal  the  oath,  petition,  specification,  drawing, 
and  model  of  the  original  application  may  be  used  for  the  second 
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application  ;  bnt  a  new  fee  will  be  required.  The  second  appli* 
cation  will  not  be  regarded  as  a  continuation  of  the  original  one, 
but  will  bear  date  from  the  time  of  renewal,  and  be  subject  to 
examination  like  an  original  application. 

171  •  Forfeited  and  abandonee!  applications  will  not  be  cited  as 
references.     But  when  an  applicant  makes  claim  to  an  invention 

Ereviously  claimed  by  and  allowed  to  another,  whose  application 
as  become  forfeited  by  reason  of  the  non-payment  of  the  final 
fee  within  six  months  from  the  date  of  the  letter  of  allowance, 
he  will  be  notified  that  unless  he  shall  file  an  affidavit,  showing 
that  he  made  the  invention  before  such  previously  allowed  appli- 
cation was  filed,  his  own  application  will  not  be  passed  to  issue. 
Where  more  than  one  such  subsequent  applicant  claims  the 
invention  thus  previously  allowed,  each  will  be  required  to  file 
the  affidavit  above  mentioned  within  a  reasonable  specified  time, 
before  an  interference  can  be  declared  between  such  later  appli- 
cations. 

No  notice  will  be  given  to  applicants,  while  their  eases  remain 
forfeited,  of  the  filing  of  subsequent  applications.  Certified 
copies  of  the  files  in  cases  of  rejected  and  abandoned  applications 
may  be  furnished  to  applicants  or  to  other  persons  when  speci- 
fically ordered  by  the  commissioner. 

£xtenftiong. 

172.  No  patent  granted  since  March  2,  1861,  can  be  extended^ 
except  by  act  of  Congress.  w 

173.  When  a  patent  has  been  so  extended,  subject  to  the  fur- 
ther <lecision  of  the  commissioner,  the  subsequent  proceedings 
will  be  conducted  in  accordance  with  the  following  rules  : 

174.  Any  person  may  oppose  an  application  for  extension,  but 
must  give  notice  of  such  opposition  to  the  applicant  or  his  attor- 
ney of  record  within  the  time  hereinafter  named,  and  furnish 
him  with  a  statement  of  liis  reasons  of  opposition.  After  such 
notice  he  will  be  regarded  as  a  party  in  the  case,  and  will  be 
entitled  to  notice  of  the  time  and  place  of  taking  testimony,  to 
a  list  of  the  names  and  residences  of  the  witnesses  whose  testi- 
mony may  have  been  taken  before  service  of  his  notice  of  oppo- 
sition, and  to  a  copy  of  the  application  and  of  any  other  papers 
on  file,  upon  payment  of  the  cost  thereof.  He  must  also  imme- 
diately file  a  copy  of  such  notice  and  reasons  of  opposition,  with 
proof  of  service  of  the  same,  in  the  patent  office. 

176.  If  the  extension  is  opposed  on  the  ground  of  lack  of  nov- 
elty in  the  invention,  the  reasons  of  opposition  must  contain  a 
specific  statement  of  any  and  all  matter  relied  upon  for  this 
purpose. 

176.  The  applicant  for  an  extension  must  furnish  to  the  office 
a  statement,  in  writing,  under  oath,  of  the  ascertained  value  of 
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the  invention,  and  of  his  receipts  and  expenditures  on  account 
thereof,  both  in  this  and  in  foreign  countries.  This  statement 
must  be  detailed  and  particular,  unless  suf&cient  reasons  are 
shown  for  a  failure  to  make  it  so.  It  must  in  all  cases  be  filed 
with  the  petition. 

177.  Such  statement  must  also  be  accompanied  with  a  certified 
abstract  of  title  and  a  declaration  under  oath,  setting  forth  the 
extent  of  the  applicant's  interest  in  the  exteniiion  sought. 

178.  The  questions  which  arise  on  each  application  for  an 
extension  are : 

(1.)  Was  the  invention  new  and  useful  when  patented  I 

(2.)  Is  it  valuable  and  important  to  the  public,  and  to 
what  extent } 

(3.)  Has  the  inventor  been  reasonably  remunerated  for 
the  time,  ingenuity,  and  expense  bestowed  upon  the  invert 
tion,  and  upon  its  introdaction  into  use?  If  not,  has  hi» 
failure  to  be  so  remunerated  arisen  from  neglect  or  fault  on 
his  part? 

(4.)  What  will  be  the  effect  of  the  proposed  extension 
upon  the  public  interests  ? 

179.  No  proof  will  be  required  from  the  applicant  upon  the 
first  question  unless  the  invention  is  assailed  upon  those  points 
by  opponents. 

180.  To  enable  the  commissioner  to  come  to  a  correct  con- 
clusion in  regard  to  the  second  point  of  inquiry,  the  applicant 
must,  if  possible,  present  the  testimony  of  disinterested  persona 
taken  under  oath.  This  testimony  must  distinguish  carefully 
between  the  specific  devices  covered  by  the  claims  of  the  patent 
and  the  general  machine  in  which  those  devices  may  be  incoff« 
porated. 

181.  Upon  the  third  point  of  inquiry  the  applicant,  having  by 
his  own  oath  shown  his  receipts  and  expenditures  on  account  of 
the  invention,  must  also  show,  by  testimony  under  oath,  that  he 
has  taken  all  reasonable  measures  to  introduce  his  invention  into 

feneral  use;  and  that,  without  neglect  or  fault  on  his  part,  he 
as  failed  to  obtain  from  the  use  and  sale  of  the  invention  a 
reasonable  remuneration  for  the  time,  ingenuity,  and  expense 
bestowed  on  the  same,  and  on  its  introduction  into  use. 

182.  In  case  of  opposition  to  the  extension  of  a  patent  both 
parties  may  take  testimony,  each  giving  reasonable  notice  to  the 
other  of  the  time  and  place  of  taking  the  same.  The  testimony 
will  be  taken  according  to  the  rules  hereinafter  prescribed. 

183.  Any  person  desiring  to  oppose  an  extension  must  serve 
his  notice  of  opposition,  and  file  his  reasons  therefor,  at  least  ten 
days  before  the  day  fixed  for  the  closing  of  the  testimony ;  but 
parties  who  have  not  entered  formal  opposition  in  time  to  put  in 
testimony  may,  at  the  discretion  of  toe  commissioner,  be  per- 
mitted to  appear  on  the  day  of  hearing,  and  make  argument 
upon  the  record  in  opposition  to  the  grant  of  the  extension.     In 
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Buch  case  good  cause  for  the  neglect  to  make  formal  opposition 
must  be  shown. 

184.  In  contested  cases  no  testimony  will  be  received,  unless 
by  consent,  which  has  been  taken  within  thirty  days  next  after 
the  filing  of  the  petition  for  the  extension. 

186.  Service  of  notice  to  take  testimony  must  be  made  as  pro- 
vided for  in  Eule  150  (2).  "Where  notice  to  take  testimony  has 
already  been  given  to  an  opponent,  and  a  new  opponent  sub- 
sequently gives  notice  of  his  intention  to  oppose,  the  examination 
need  not  be  postponed,  but  notice  thereof  may  be  given  to  such 
subsequent  opponent  by  mail  or  by  telegraph.  But  this  rule 
does  not  apply  to  ex  parte  examinations,  nor  to  those  of  which 
no  notice  is  given  before  service  of  notice  of  opposition. 

186.  In  the  notice  of  application  for  extension  a  day  will  be 
fixed  for  the  closing  of  testimony,  and  the  day  of  hearing  will 
also  be  named.  Applications  for  postponement  of  the  day  of 
hearing,  or  for  further  time  for  taking  testimony,  must  be  made 
and  supported  in  accordance  with  the  rules  to  be  observed  in 
other  contested  cases;  but  no  postponement  will  be  granted 
whereby  any  risk  of  delaying  the  decision  until  the  expiration  of 
the  patent  may  be  incurred.  Upon  the  closing  of  the  testimony 
the  application  will  be  referred  without  delay  to  the  examiner  in 
charge  of  the  class  to  which  the  invention  belongs  for  the  report 
required  by  law ;  and  such  report  shall  be  made  not  less  than 
five  days  before  the  day  of  hearing.  As  this  report  is  intended 
for  the  information  of  the  commissioner,  neither  the  parties  nor 
their  attorneys  will  be  permitted  to  make  oral  arguments  before 
the  examiner.  In  contested  cases  briefs  are  deemed  desirable, 
and  these  should  always  be  filed  at  least  five  days  before  the  day 
of  hearing. 

Disclaimems. 

187.  Whenever,  through  inadvertence,  accident,  or  mistake, 
and  without  any  fraudulent  or  deceptive  intention,  a  patentee 
has  claimed  more  than  that  of  which  he  was  the  original  or  first 
inventor  or  discoverer,  his  patent  shall  be  valid  for  all  that  part 
which  is  truly  and  justly  his  own,  provided  the  same  is  a  material 
or  substantial  part  of  the  thing  patented  ;  and  any  such  patentee, 
his  heirs  or  assigns,  whether  of  tne  whole  or  any  sectional  interest 
therein,  may,  on  payment  of  the  fee  required  by  law,  make  dis- 
claimer of  such  parts  of  the  thing  patented  as  he  or  they  shall 
not  choose  to  claim  or  to  hold  by  virtue  of  the  patent  or  assign- 
ment, stating  therein  the  extent  of  his  interest  in  such  patent. 
Such  disclaimer  shall  be  in  writing,  attested  by  one  or  more 
witnesses,  and  recorded  in  the  patent  office;  and  it  shall  there- 
after be  considered  as  part  of  the  original  specification  to  the  ex- 
tent of  tlie  interest  possessed  by  the  claimant  and  by  those 
claiming  under  him  after  the  record  thereof.    But  no  such  dis- 
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claimer  ehall  affect  any  action  pending  at  the  time  of  filing  the 
same,  except  as  to  the  question  of  nnreasonabie  neglect  or  delay 
in  filing  it. 

188.  Such  disclaimers  must  be  distinguished  from  those  which 
are  embodied  in  original  or  reissue  applications,  as  at  first  filed 
or  subsequently  amended,  referring  to  matter  shown  or  described, 
but  to  which  the  disclaimant  does  not  choose  to  claim  title,  and 
also  from  those  made  to  avoid  the  continuance  of  interferences, 
which  require  no  fee,  but  must,  like  all  other  disclaimers,  be 
signed  by  the  applicants  in  person  and  duly  witnessed.  (See 
Eule  104.  For  Forms  of  Disclaimers,  see  Appendix,  Forms  27, 
28.) 

Careato. 

189.  A  caveat,  under  the  patent  law,  is  a  notice  given  to  the 
office  of  the  c&veator's  claim  as  inventor,  in  order  to  prevent  the 
grant  of  a  patent  to  anothef  for  the  same  alleged  invention  upon 
an  application  filed  during  the  life  of  the  caveat  without  notice 
to  the  caveator. 

190.  Any  citizen  of  the  United  States  who  has  made  a  new 
invention  or  discovery  and  desires  further  time  to  mature  the 
same,  may,  on  payment  of  a  fee  of  ten  dollars,  file  in  the  patent 
office  a  caveat  setting  forth  the  object  and  the  distinguishing 
characteristics  of  the  invention,  and  praying  protection  of  his 
right  until  he  shall  have  matured  his  invention.  Such  caveat 
shall  be  filed  in  the  confidential  archives  of  the  office  and  pre- 
served in  secrecy,  and  shall  be  operative  for  the  term  of  one  year 
from  the  filing  thereof. 

191.  An  alien  has  the  same  privilege,  if  he  has  Resided  in  the 
United  States  one  year  next  preceding  the  filing  of  his  caveat, 
and  has  made  oath  of  his  intention  to  become  a  citizen. 

192.  The  caveat  must  comprise  a  specification,  oath,  and,  when 
the  nature  of  the  case  admits  of  it,  a  drawing,  and,  like  the 
application,  must  be  limited  to  a  single  invention  or  improve- 
ment. 

193.  The  same  particularity  of  description  is  not  required  in  a 
caveat  as  in  an  application  for  a  patent ;  but  the  caveat  must  set 
forth  the  object  of  the  invention  and  the  distinguishing  character- 
istics thereof,  and  it  should  be  sufficiently  precise  to  enable  the 
office  to  judge  whether  there  is  a  probable  interference  when  a 
subsequent  application  is  filed.  If  upon  examination  a  caveat  be 
found  defective  in  this  respect,  amendment  will  be  required. 
Without  compliance  with  Kules  190,  192,  193,  and  195,  the 
caveator  will  not  be  entitled  to  the  notice  provided  for  in  Rule  196. 

194.  The  oath  of  the  caveator  must  set  forth  that  he  is  a 
citizen  of  the  United  States,  or,  if  he  be  an  alien,  that  he  has  re- 
sided for  one  year  last  past  within  the  United  States,  and  has 
made  oath  of  his  intention  to  become  a  citizen  thereof,  and  that 
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he  believes  himself  the  original  and  first  inventor  of  the  art, 
machine,  or  improvement  set  forth  in  his  caveat. 

195.  When  practicable,  the  caveat  should  be  accompanied  by 
full  and  accurate  drawings,  separate  from  the  specification,  well 
executed  on  tracing  muslin  or  paper  that  may  be  folded.  (See 
Rule  50.) 

196.  If  at  any  time  within  one  year  after  the  filing  or  renewal 
of  a  caveat  another  person  shall  file  an  application  with  which 
such  caveat  would  in  any  n^anner  interfere,  and  if,  within  the 
year,  the  application  shall  be  found  patentable,  then  such  appli- 
cation will  be  suspended,  and  notice  thereof  will  be  sent  to  the 
person  filing  the  caveat,  who,  if  he  shall  file  a  complete  applica- 
tion within  the  prescribed  time,  will  be  entitled  to  an  interfer- 
ence with  the  previous  application,  for  the  purpose  of  proving 
priority  of  invention,  and  ootaining  the  patent,  if  he  be  aojudged 
the  prior  inventor.  The  caveator,  if  he  would  avail  himself  of 
his  caveat,  must  file  his  application  within  three  months  from 
the  expiration  of  the  time  regularly  required  for  the  transmission 
to  him  of  the  notice  deposited  in  the  post-office  at  Washington  ; 
and  the  day  when  the  time  for  filing  expires  will  be  mentioned 
in  the  notice  or  indorsed  thereon. 

197.  The  caveator  will  not  be  entitled  to  notice  of  any  appli- 
cation pending  at  the  time  of  filing  his  caveat,  nor  of  any  appli- 
cation nled  after  the  expiration  of  one  year  from  the  date  or  the 
filing  or  renewal  thereof..  The  caveat  may  be  renewed  by  the 
payment  of  a  second  caveat  fee  of  ten  dollars,  and  it  will  continue 
in  force  for  one  year  from  the  date  of  the  payment  of  such  second 
fee.  Subsequent  renewals  may  be  made  with  like  effect.  If  a 
caveat  be  not  renewed,  it  will  still  be  preserved  in  the  secret 
archives  of  the  office. 

198.  A  caveat  confers  no  rights  and  affords  no  protection 
except  as  to  notice  of  an  interfering  application  filed  during  its 
life,  giving  the  caveator  the  opportunity  of  proving  priority  of 
invention  if  he  so  desires.  It  may  be  used  as  evidence  in  con- 
tests, as  provided  in  Rule  150  (6). 

199.  There  is  no  provision  of  law  making  the  caveat  assign- 
able, although  the  alleged  invention  therein  set  forth  is  assign- 
able, and  the  caveat  may  be  used  as  means  of  identifying  the 
invention  transferred  in  an  assignment. 

200.  Caveat  papers  cannot  be  withdrawn  from  the  office  after 
they  have  once  been  filed;  but  copies  of  the  papers  may  bo 
obtained  at  the  usual  rates  bv  the  caveator  or  any  person  duly 
authorized  bv  him.  Additional  papers,  if  containing  new  matter, 
must  be  filed  as  a  separate  caveat  with  another  fee.  (For  Caveat 
Forms,  see  Appendix,  Forms  10, 16.) 
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A88ifi:nnieiit8. 

201.  Every  patent  or  any  interest  therein  shall  be  assignable 
in  law  by  an  instrument  in  writing;  and  the  patentee  or  his 
assigns  or  legal  representatives  may,  in  like  manner,  grant  and 
convCT  an  exclusive  right  under  his  patent  to  the  whole  or  any 
specified  part  of  the  United  States. 

202.  Interests  in  patents  may  be  vested  in   assignees,  in 

S grantees  of  exclusive  sectional  nghts  and  mortgagees,  and  in 
icensees. 

(1.)  An  assignee  is  a  transferee  of  the  whole  interest  of 
the  original  patent,  or  of  an  undivided  part  of  such  whole 
interest,  extending  to  every  portion  of  the  United  States. 
The  assignment  must  be  written  or  printed  and  duly  signed. 

(2.)  A  grantee  acquires  by  the  grant  the  exclusive  right, 
under  the  patent,  to  make  and  use,  and  to  grant  to  othere 
the  right  to  make  and  use,  the  thing  patented,  within  and 
througliout  some  specified  part  of  the  United  States,  exclud- 
ing the  patentee  tnerefrom.  The  grant  must  be  written  or 
printed  and  duly  signed. 

(3.)  A  mortgage  must  be  written  or  printed  and  duly 
signed. 

(4.)  A  licensee  takes  an  interest  less  than  or  diffiqrent 
from  either  of  the  others.  A  license  may  be  oral,  or  written 
or  printed  and  duly  signed. 

203.  An  assignment,  grant,  or  conveyance  will  be  void  as 
against  any  subsequent  purchaser  or  mortgagee  for  a  valuable 
consideration,  without  notice,  unless  recorded  in  the  patent  ofiBce 
within  three  months  fivm  the  date  thereof. 

204.  No  instrument  will  be  recorded  which  does  not,  in  the 
judgment  of  the  commissioner,  amount  to  an  assignment,  grant, 
mortgage,  lien,  encumbrance,  or  license,  or  aiTect  the  title  of  the 
patent  or  invention  to  which  it  relates. 

205.  Assignments  which  are  made  conditional  on  the  perform- 
ance of  certain  stipulations,  as  the  payment  of  money,  if  recorded 
in  the  office,  are  regarded  as  absolute  assignments,  until  cancelled 
with  the  written  consent  of  both  parties,  or  by  the  decree  of  a 
competent  court.  The  office  has  no  means  of  determining 
whether  such  conditions  have  been  fulfilled. 

206.  In  every  case  where  it  is  desired  that  the  patent  shall 
issue  to  an  assignee^  the  assignment  must  be  recorded  in  the 
patent  office  at  a  date  not  later  than  the  day  on  which  the  final 
fee  is  paid.  The  date  of  the  record  is  the  date  of  the  receipt  of 
the  assignment  at  the  office. 

207.  The  receipt  of  assignments  is  not  generally  acknowl- 
edged by  the  office.  They  are  recorded  in  regular  order  as 
promptly  as  possible,  and  then  transmitted  to  the  persons  en- 
titled to  them.  (For  Form  of  Assignment,  see  Appendix,  Forms 
37-42.) 
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Office  Fees. 

208.  Nearly  all  the  fees  payable  to  the  patent  oflBce  are  posi- 
tively required  by  law  to  be  paid  in  aavance — that  is,  upon 
making  application  for  any  action  by  the  office  for  wliich  a  fee 
is  payable.  For  the  sake  of  uniformity  and  convenience,  the 
remaining  fees  will  be  required  to  be  paid  in  the  same  manner. 

209.  The  following  is  the  schedule  of  fees : 

On  filing  every  application  for  a  design  patent JIO  00 

On  issuing  a  design  patent  for  three  years  and  six  months, 
no  further  charge. 

On  issuing  a  design  patent  for  seven  years 6  00 

On  issuing  a  design  patent  for  fourteen  years 20  00 

On  filing  every  caveat 10  00 

On  filing  every  application  for  a  patent  for  an  invention 

or  discovery 15  00 

On  issuing  each  original  patent  for  an  invention  or  dis- 
covery     20  00 

On  filing  a  disclaimer 10  00 

On  filing  every  application  for  a  reissue 30  00 

On  filing  every  application  for  a  division  of  a  reissue 30  00 

On  filing  every  application  for  an  extension 50  00 

On  the  grant  of  every  extension 50  00 

On  filing  an  appeal  from  a  primary  examiner  to  the  ex- 
aminers-in-chief    10  00 

On  filing  an  appeal  to  the  Commissioner  from  the  exam- 
iners-in-chief.    20  00 

For  certified  copies  of  patents  or  other  instruments,  ex- 
cept copies  of  printed  patents  sold  by  the  oflBce,  for 

every  hundred  words 10 

For  certified  copies  of  printed  patents  sold  by  the  office, 
10  cents  for  every  100  words,  less  the  price  actually 
paid  for  such  copies  without  certification. 
For  certified  copie&  of  drawings,  the  reasonable  cost  of 
making  them. 

For  recording  an  assignment  of  300  words  or  less 1  00 

For  recording  an  assignment  of  more  than  800  and  not 

more  than  1000  words 2  00 

For  recording  every  assignment  of  more  than  1000  words..     3  00 
For  uncertified  copies  of  the  epecifications  and  acconi- 
panying  drawings  of  all  patents  which  are  in  print : 

Single  copies 25 

Twenty  copies  or  more,  whether  of  one  or  several  patents, 

per  copy* 10 

For  uncertified  copies  of  the  specifications  and  drawings 
of  patents  not  in  print,  the  reasonable  cost  of  making 
the  same. 

*NoTE. — For  the  oonvenience  of  the  office  and  of  persons  desiring  printed 
copies  of  specifications  and  drawings,  blank  orders,  or  '*  coupons/'  hAre  been 
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For  copies  of  matter  in  any  foreign  language,  per  100 

words 20 

For  translations,  per  100  words 50 

For  assistance  to  attorneys  in  examination  of  records,  one 

honr  or  less 50 

Each  additional  hour 50 

For  assistance  to  attorneys  in  examination  of  patents  and 

other  works  in  the  Scientific  Library,  one  hour  or  less.  1  00 

Each  additional  hour 1  00 

210.  An  order  for  a  copy  of  an  assignment  must  give  the  liber 
and  page  of  the  record,  as  well  as  the  name  of  tne  inventor ; 
otherwise  an  extra  charge  will  be  made  for  the  time  consumed 
in  making  any  search  for  such  assignment. 

211.  No  person  will  be  allowed  to  make  copies  or  tracings 
from  the  files  or  records  of  the  oflBce.  Such  copies  will  be  fur- 
nished, when  ordered,  at  the  rates  already  specified. 

212.  The  money  required  for  office  fees  may  be  paid  to  the 
commissioner,  or  to  the  treasurer,  or  any  of  the  assistant  treas- 
urers of  the  United  States,  or  to  any  of  the  designated  deposita- 
ries, national  banks,  or  receivers  of  public  money,  designated  by 
the  secretary  of  the  treasury  for  that  purpose,  who  shall  give  the 
depositor  a  receipt  or  certificate  of  deposit  therefor,  which  shall 
be  transmitted  to  the  patent  office.  When  this  can  not  be  done 
without  much  inconvenience,  the  money  may  be  remitted  by  mail, 
and  in  every  such  case  the  letter  should  state  the  exact  amount 
inclosed.  Letters  containing  money  may  be  registered.  Postoffice 
money-orders  now  afford  a  safe  and  convenient  mode  of  trans- 
mitting fees.  All  such  orders  should  be  made  payable  to  the 
"  Commissioner  of  Patents." 

213.  The  weekly  issue  will  close  on  Thursday,  and  the  patents 
of  that  issue  will  bear  date  as  of  the  third  Tuesday  thereafter. 
If  the  final  fee  in  any  application  is  not  paid  on  or  before  Thurs- 
day, the  patent  will  not  go  to  issue  until  the  following  week. 

214.  All  money  sent  bv  mail,  either  to  or  from  the  patent 
office,  will  be  at  the  risk  oi  the  sender.  In  no  case  should  money 
be  sent  inclosed  with  models.  All  payments  to  or  by  the  office 
must  be  made  in  specie,  treasury-notes,  national-bank  notes,  cer- 
tificates of  deposit,  or  post-office  money-orders. 

prepared,  which  will  be  sold,  on  application  to  the  chief  clerk,  at  the  rate  of  10 
cents  each,  in  lots  of  20  or  more.  Stub-books,  containing  50  or  100  such  orders, 
can  be  furnished  at  the  same  rate,  and  the  orders  printed  on  postal  cards  at  the 
same  rate  plits  the  cost  of  the  cards. 

These  orders,  whenever  presented  properly  filled  up,  are  good  for  one  copy 
each  of  the  specification  and  drawings  of  any  United  States  patent  issued  since 
November  20,  1866,  or  for  a  copy  of  the  drawing  of  any  United  States  patent 
from  the  earliest  dates.  Prior  to  the  date  given,  the  specifications  were  not 
printed. 
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BEPAYMENT  OF  MONEY. 

215.  Money  paid  by  actnal  mistake,  sach  as  a  payment  in 
excess,  or  when  not  required  by  law,  or  by  neglect  or  misinfor- 
mation on  the  part  of  the  office,  will  be  refunded ;  but  a  mere 
change  of  purpose  after  the  payment  of  money,  and  when  a 
party  desires  to  withdraw  his  application  for  a  patent,  or  for  the 
registration  of  a  trade-mark,  or  an  appeal,  will  not  entitle  a 
party  to  demand  such  a  return. 


Pablleatloiifl. 

216.  The  "  Official  Gazette,"  a  weekly  publication  which  has 
been  issued  since  1872,  takes  the  place  of  the  old  "  Patent  Office 
Keport."  It  contains  the  claims  of  all  patents  issued,  including 
reissues,  with  portions  of  the  drawings  selected  to  illustrate  the 
claims,  and  also  lists  of  design  patents,  together  with  decisions  of 
the  courts  and  of  the  commissioner,  and  other  special  matters  of 
interest  to  inventors. 

The  Gazette  is  furnished  to  subscribers  at  the  rate  of  $5  per 
annum.  When  it  is  sent  abroad  an  additional  charge  of  $2  will 
be  made  f^r  the  payment  of  postage.  But  representatives  and 
senators  are  each  entitled  to  designate  eight  public  libraries  to 
which  it  will  be  sent  without  charge.  Single  copies  are  furnished 
for  10  cents  each. 

An  index  is  published  annually,  which  is  sent  to  all  sub- 
scribers and  designated  libraries  without  additional  cost. 

Printed  volumes  are  issued  monthly,  containing  the  entire 
specifications  and  drawings  of  all  patents  issued  during  the 
previous  month.  These  are  authenticated  by  the  seal  of  the 
office,  and  may  be  used  as  evidence  throughout  the  United 
States.  One  copy  is  deposited  in  each  State  library,  and  one 
copy  in  the  custody  of  the  clerk  of  each  United  States  district 
court,  for  general  reference. 


^Library  Reiculatlons. 

* 

217.  No  persons  are  allowed  to  enter  the  alcoves,  or  take  books 
from  the  library,  except  officers  of  the  bureau  and  membere  of 
the  examining  corps. 

All  books  taken  from  the  library  must.be  entered  in  a  register 
kept  for  the  purpose,  and  returned  on  the  call  of  the  librarian. 

Any  book  lost  or  defaced  must  be  replaced  by  a  copy  of  the 
same. 

Patentees  and  others  doing  business  with  the  office  can  ex- 
amine the  books  only  in  the  library  hall. 

Translations  will  be  made  only  for  official  use. 
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Persons  will  be  allowed  to  make  notes  or  extracts,  but  not 
copies  or  tracings  from  works  in  the  library.  Such  copies  will 
be  furnished  at  the  usual  rates. 


Amendmentfl  of  the  Rules. 

218.  All  amendments  of  the  foregoing  rules  will  be  published 
in  the  OfiScial  Gazette. 

E.  M.  MARBLE, 

Commissioner  of  Patents. 
Approved : 

C.  SCHDRZ, 

Secretary  of  the  Interior. 

NoTB.— Rules  101,  116, 117,  118^  120  and  171  of  those  amended  subsequent  to 
the  revision  of  December  1,  1879,  and  prior  to  the  revision  of  September  1,  1880, 
weie  approved  by  A.  Bell,  Acting  Secretary  of  the  Interior. 

Ibiles  89,  46,  o5,  86,  94,  124,  and  171,  amended  subsequent  to  the  revision  of 
September  1,  1880,  and  prior  to  the  revision  of  April  15,  1882,  were  approved  by 
S.  J.  Kirkwood,  Secretary  of  the  Interior. 

Rules  20,  26,  39,  47,  and  59,  amended  subsequent  to  the  revision  of  April  15, 
1882,  and  prior  to  the  revision  of  February  1,  1883,  were  approved  by  H.  M. 
.  Teller,  Secretary  of  the  Interior. 


RULES  AND  FORMS 

Adopted  by  the  United  States  Patent  Office  for 

the  Registration  of  Trade- Marks  under 

the  Act  of  March  3,  1881. 


WHO  MAY  OBTAIN  BEGIBTEATION. 

1.  (a.)  Any  person,  firm,  or  corporation  domiciled  in  the 
United  States  or  located  in  any  foreign  country  which,  by  treaty, 
convention,  or  law,  affords  similar  privileges  to  citizens  of  the 
United  States,*  and  who  is  entitled  to  the  exclusive  use  of  any 
trade-mark  and  uses  the  same  in  commerce  with  foreign  nations 
or  with  Indian  tribes. 

(J.)  Any  citizen  or  resident  of  this  country  wishing  the  pro- 
tection of  his  trade-mark  in  any  foreign  country  the  laws  of 
which  require  registration  in  the  United  States  as  a  condition 
precedent. 

STATUTORY  BEQUIBEMENT8. 

2.  Every  applicant  for  registration  of  a  trade-mark  must  cause 
to  be  recorded  in  the  patent  oflSce — 

(a.)  The  name,  domicile,  and  place  of  business  or  location  of 
the  firm  or  corporation  desiring  the  protection  of  the  trade-mark, 
and  the  residence  and  citizenship  of  individual  applicants. 

(&.)  The  class  of  merchandise  and  the  particular  description  of 
goods  comprised  in  such  class  to  which  tne  trade-mark  has  been 
appropriated. 

(c.)  A  description  of  the  trade-mark  itself,  with  fac-similes 
thereof,  and  the  mode  in  which  it  has  been  applied  and  used. 

(di)  The  length  of  time  during  which  the  trade-mark  has  been 
used  by  the  applicant  on  the  class  of  goods  described. 

3.  A  fee  of  twenty-five  dollars  is  required  on  filing  each  appli- 
cation, except  in  the  cases  hereinafter  named.  (See  pars.  16  and 
17.) 

THE  APPLICATION. 

4.  An  application  for  the  registration  of  a  trade-mark  will 
consist  of  a  statement  and  specification,  a  declaration  or  oath, 

*  The  following  countries  have  treaties  with  the  United  States  at  this  time, 
viz :  Russia,  Belgium,  France,  Austria,  the  Gterman  Empire,  and  Great  Britain* 
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and  the  fac-simile,  with  duplicates  thereof.     The  statement  and 
declaration  should  be  written  on  one  side  of  the  paper  only. 

5.  These  should  be  preceded  by  a  brief  letter  of  advice  re- 
questing registration  and  signed  by  the  applicant. 

6.  The  statement  should  announce  the  full  name,  citizenship, 
domicile,  residence,  and  place  of  business  of  the  applicant  (or  if 
the  applicant  be  a  corporation,  under  the  laws  of  wnat  State  or 
nation  incorporated),  with  a  full  and  clear  specification  of  the 
trade-mark,  particularly  discriminating  between  its  essential  and 
non-essential  features.  It  should  also  state  from  what  time  the 
trade-mark  has  been  used  by  the  applicant,  the  class  of  merchan- 
dise, and  the  particular  goods  comprised  in  such  class  to  which 
the  trade-mark  is  appropriated,  ana  the  planner  iu  which  the 
trade-mark  has  been  applied  to  the  goods. 

7.  The  declaration  should  be  in  the  form  of  an  oath  by  tlie 
person,  or  by  a  member  of  the  firm,  or  by  an  officer  of  the  cor- 
poration making  the  application,  to  the  enect  that  the  party  has 
at  the  time  of  filing  his  application  a  right  to  the  use  of  the 
trade-mark  described  in  the  statement ;  that  no  other  person, 
firm,  or  corporation  has  a  right  to  such  use,  either  in  the 
identical  form  or  in  such  near  resemblance  thereto  as  might  be 
calculated  to  deceive;  that  such  trade-mark  is  used  in  lawful 
commerce  with  foreign  nations  or  Indian  tribes,  one  or  more  of 
which  should  be  particularly  named  ;  and  that  it  is  truly  repre- 
sented in  the  fac-simile  presented  for  registry. 

8.  This  oath  may  be  taken  within  the  United  States,  before  a 
notary  public,  justice  of  the  peace,  or  the  judge  or  clerk  of  any 
court  ot  record.  In  any  foreign  country  it  may  be  taken  before 
the  secretary  of  a  legation  or  consular  officer  of  the  United 
States,  or  before  any  person  duly  qualified  by  the  laws  of  the 
country  to  administer  oaths,  whoso  official  character  shall  be 
certified  by  a  representative  of  the  United  States  having  an  official 
seal. 

FAC-SIlf  ILES  TO  BE  FILED. 

9.  Where  the  trade-mark  can  be  represented  by  a  fac-simile 
which  conforms  to  the  rules  for  drawings  of  mechanical  patents,* 
such  a  drawing  may  be  furnished  by  applicant,  and  the  additional 
copies  will  be  proauced  by  the  photo-lithographic  process  at  the 
expense  of  the  office.  Or  the  applicant  may  furnish  one  fac- 
simile of  the  trade-mark,  mounted  on  a  card  ten  by  fifteen 
inches  in  size,  and  ten  additional  copies  upon  flexible  paper,  not 
mounted;  but  in  all  cases  the  sheet  containing  the  mounted  fac- 
simile or  the  drawing  must  be  signed  by  the  applicant  or  his 
authorized  attorney,  and  authenticated  by  two  witnesses. 

*  These  rules  are  famished  on  application  by  letter  to  the  Commissioner. 
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PR00EBD1N08  IN  THE  OFFICE. 


10.  All  applications  for  regietration  are  considered  in  the  first 
instance  b;  tne  trade-mark  examiner.  An  adverse  decision  by 
such  examiner  npon  the  applicant's  right  to  registration  will  be 
reviewed  by  the  commissioner  in  person  upon  petition  without  fee- 

11.  No  trade-mark  will  be  registered  unless  it  shall  be  made  to 
appear  that  the  same  is  used  as  such  by  the  applicant  in  com- 
merce^ with  foreign  nations  or  with  Indian  tribes,  or  is  within  the 
provisions  of  a  treaty,  convention,  or  declaration  with  a  foreign 
power,  nor  which  is  merely  the  name  of  the  applicant,  nor  which 
IS  identical  with  a  known  or  registered  trade-mark  owned  by 
another  and  appropriated  to  the  same  class  of  merchandise,  or 
which  60  nearly  resembles  some  other  person's  lawful  trade-mark 
as  to  be  likely  to  cause  confusion  in  the  mind  of  the  public  or  to 
deceive  purchasers. 

12.  In  case  of  conflicting  applications  for  registration,  or  in 
any  dispute  as  to  the  ri^ht  to  use  which  may  arise  between  an 
applicant  and  a  prior  registrant,  the  oflBce  will  declare  an  inter- 
ference, in  order  that  the  parties  may  have  opportunity  to  prove 
priority  of  adoption  or  rigiit ;  and  the  proceedmgs  on  such  inter- 
ference will  follow,  as  nearly  as  practicable,  the  practice  in  inter- 
ferences upon  applications  for  patents ;  but  each  applicant  and 
registrant  will  be  held  to  the  oate  of  adoption  alleged  in  the 
statement  filed  with  his  application.  On  the  petition  of  any 
party  dissatisfied  with  the  oecision  *of  the  examiner  of  interfer- 
ences the  case  will  be  reviewed  by  the  commissioner  without  fee. 

13.  When  these  requirements  have  been  complied  with,  and 
the  ofiice  has  adjudged  the  trade-mark  lawfully  registrable,  a 
certificate  will  be  issued  by  the  commissioner,  under  seal  of  the 
Interior  Department,  to  the  effect  that  applicant  has  complied 
with  the  law,  and  that  he  is  entitled  to  the  protection  of  his  trade- 
mark in  such  case  made  and  provided.  Attached  to  the  certifi- 
cate will  be  a  fac-simile  of  the  trade-mark  and  a  printed  copy  of 
the  statement  and  declaration. 

14.  The  protection  for  such  trade-mark  will  remain  in  force  for 
thirty  years,  and  may,  upon  the  payment  of  a  second  fee,  be 
renewed  for  thirty  years  longer,  except  in  cases  where  such  trade- 
mark is  claimed  for  and  applied  to  articles  not  manufactured  in 
this  country,  and  in  which  it  receives  protection  under  the  laws 
of  any  foreign  country  for  a  sliorter  period,  in  which  case  it  will 
cease  to  have  force  in  this  country,  by  virtue  of  the  registration, 
at  the  same  time  that  the  trade-mark  ceases  to  be  exclusive  pro- 
j)erty  elsewhere. 

15.  The  right  to  the  use  of  any  trade-mark  is  assignable  by  an 
instrument  in  writing,  and  such  assignment  of  a  registered  trade- 
mark must  be  recorded  in  the  patent  ofiice  within  sixty  days 
after  its  execution,  in  default  of  which  it  may  be  void  as  against 
any  subsequent  purchaser  or  mortgagee  for  a  valuable  considera- 
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tion,  withotit  notice.  No  particnlar  form  of  aesignment  or  con- 
veyance is  prescribed,  bnt  the  trade-mark  must  be  identified  by 
the  certificate  number. 

16.  Owners  of  trade-marks  for  which  protection  has  been 
songht  by  registering  them  in  the  patent  office  under  the  act  of 
July  8, 1870  (declarod  unconstitutional  by  the  Supreme  Court  of 
the  United  States),  may  register  the  same  for  the  same  goods, 
without  fee,  on  compliance  with  the  foregoing  requirements. 
With  each  application  of  this  character  a  specific  reference  to  the 
date  and  number  of  the  former  certificate  is  required. 

17.  Applicants  whose  cases  were  filed  under  the  act  of  1870, 
either  pnor  to  or  since  the  decision  of  the  Supreme  Court  declaring 
it  unconstitutional,  which  are  now  pending  before  the  office,  are 
advised  to  prepare  applications  in  conformity  with  the  law  and 
foregoing  rules.  On  the  receipt  of  such  an  application,  referring 
to  the  date  of  the  one  formerly  filed,  all  fees  paid  thereon  will  be 
duly  applied.  Those  who  have  paid  only  $10  as  a  first  fee  are 
advised  that  the  law  does  not  provide  for  a  division  of  the  legal 
fee  of  $25,  and  that  the  remainder  of  the  entire  fee  is  required 
before  the  application  can  be  entertained. 


COPIES  AND  PTTBLIOATIONS. 

18.  Printed  copies  of  the  statement  and  declaration  in  each 
case,  with  a  duplicate  of  the  trade-mark,  can  be  furnished  by  the 
office. 

The  Official  Gazette  of  the  patent  office,  published  weekly, 
will  contain  a  list  of  all  trade-marks  registered,  with  the  name  and 
address  of  the  registrant,  a  brief  statement  of  the  essential  fea- 
tures of  the  trade-mark,  and  the  particular  description  of  goods 
to  which  it  is  applied. 

FEES. 

19.  On  filing  an  application  for  registration  of  the  trade- 
mark  $25  00 

For  recording  assignments — 

Under  300  words 1  00 

Over  800  and  less  than  1000  words 2  00 

Over  1000  words 3  00 

For  single  printed  copy  of  statement  and  declaration.  25 

For  single  copy  of  Official  Gazette 10 

Annual  subscription  Official  Gazette 6  00 


OOBBESPONDENOE. 

20.  All  letters  should  be  addressed  to  ^^  The  Commissioner  of 
Patents";   and  all  remittanced  by  postal  order,  check,  or  draft 
should  be  to  his  order. 
37 
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21.  Letters  relating  to  pending  applications  should  refer  to  the 
name  of  the  applicant  and  date  of  filing.  Letters  relating  to 
registered  trade- marks  must  refer  to  the  name  of  registrant,  num- 
ber or  date  of  certificate,  and  the  class  of  merchandise  to  which 
the  trade-mark  is  applied. 

22.  The  office  can  not  undertake  to  respond  to  inquiries  pro- 

Jounded  with  a  view  to  ascertain  whether  certain  trade-marks 
ave  been  registered,  or,  if  so,  to  whom,  or  for  what  goods ;  nor 
can  it  give  advice  as  to  the  nature  and  extent  of  the  protection 
afibrded  by  the  law,  or  act  as  its  expounder,  except  as  questions 
may  arise  upon  applications  regularly  filed.  A  copy  of  these 
rules  with  this  paragraph  marked  will  be  regarded  as  a  courteous 
answer  to  all  such  inquiries. 


Approved. 
A.  Bell,  Acting  Secretary, 


E.  M.  MAKBLE, 

Commissioner  of  Patents. 


REGISTRATION  OF  PRINTS  AND  LABELS. 


Sections  3,  4,  and  5  of  the  act  of  Congress  relating  to  patents, 
trade-marks,  and  copyrights,  approved  June  18, 1874  (18  Statutes 
at  Large,  p.  78),  are  as  follows : 

"Sec.  3.  That  in  the  construction  of  this  act  the  words  'en- 
graving, cut,  and  print '  shall  be  applied  only  to  nictorial  illus- 
trations or  works  connected  with  the  fine  arts,  and  no  prints  or 
labels  designed  to  be  used  for  any  other  articles  of  manufacture 
shall  be  entered  under  the  copyright  law,  but  may  be  registered 
in  the  Patent  Office.  And  the  Commissioner  of  Patents  is 
hereby  charged  with  the  supervision  and  control  of  the  entry  or 
registry  of  such  prints  or  labels,  in  conformity  with  the  regula- 
tions provided  by  law  as  to  copyright  and  prints,  except  that 
there  shall  be  paid  for  recording  the  title  of  any  print  or  label, 
not  a  trade-mark,  six  dollars,  which  shall  cover  the  expense  of 
furnishing  a  copy  of  the  record,  under  the  seal  of  the  Commis- 
sioner of  Patents,  to  the  partv  entering  the  same. 

"  Sec.  4.  That  all  laws  and  parts  of  laws  inconsistent  with  the 
foregoing  provisions  be  and  the  same  are  hereby  repealed. 

"Bbo.  5.  That  this  act  shall  take  effect  on  and  after  the  first 
day  of  August,  eighteen  hundred  and  seventy-four." 

The  words  "prints"  and  "labels"  as  used  in  this  act,  so  far  as 
it  relates  to  registration  in  the  Patent  Office,  are  construed  as 
synonymous,  and  are  defined  as  any  device,  picture,  word  or 
words,  figure  or  figures  (not  a  trade-mark)  impressed  or  stamped 
directly  upon  the  articles  6f  manufacture,  or  upon  a  slip  or  piece 
of  paper  or  other  material,  to  be  attached  m  any  manner  to 
manufactured  articles,  or  to  bottles,  boxes,  and  packages  con- 
taining them,  to  indicate  the  contents  of  the  package,  the  name 
of  the  manufacturer  or  the  place  of  manufacture,  the  quality  of 
goods,  directions  for  use,  &c. 

By  the  words  "  articles  of  manufacture  "  (to  which  such  print 
or  label  is  applicable  by  this  act)  is  meant  all  vendible  commod- 
ities produced  by  hand,  machinery,  or  art. 

But  no  such  print  or  label  can  be  registered  unless  it  properly 

•belongs  to  an  article  of  commerce,  and  be  as  above  defined ;  nor 

can  the  same  be  registered  as  such  print  or  label  when  it  amounts 

to  a  lawful  trade-mark,  or  when  its  use  in  connection  with  the 

article  to  which  it  is  applied  is  arbitrary  or  fanciful. 

To  entitle  the  owner  of  any  such  print  or  label  to  register  the 
same  in  this  office,  it  is  necessary  that  five  copies  of  the  same  be 
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filed,  one  of  which  copies  shall  be  certified  under  the  seal  of  the 
Commissioner  of  Patents,  and  returned  to  the  registrant. 

The  certificate  of  such  registration  will  continue  in  force  for 
twenty-eight  years. 

The  fee  for  registration  of  a  print  or  label  is  six  dollars,  to  be 
paid  in  the  same  manner  as  fees  for  patents. 

The  benefits  of  this  act  seem  to  have  been  originally  confined 
to  citizens  or  residents  of  the  United  States ;  but  appear  to  be 
extended  to  British  subjects  and  citizens  of  Germany  oy  existing 
treaties. 

E.  M.  MARBLE, 

Commissioner  of  Patents. 
Approved,  May  2,  1881. 

S.  J.  KiBKwooD,  Secretary. 


APPENDIX  OF  FORMS. 


Petitions. 

1.  By  A  Sole  iNVBirroR. 


To  the  Com/miaHaner  of  Patents : 

Your  petitioDer,  A.  B.,  a  citizen  of  the  United  States  residing 
at  S.,  in  the  county  of  M.,  and  State  of  N.  [or  subject,  &c.],  prays 
that  letters  patent  be  granted  to  him  for  the  improvement  in 
«^  M«hu«.  «t  font  h  «.e  ».exea  ,p^Son.  ^  ^ 

2.  By  Joint  Inventors. 

To  the  Com/rnissioner  of  Patents : 

Tour  petitioners,  A.  B.  and  C.  D.,  citizens  of  the  United 
States,  residing  respectively  at  L.,  in  the  county  of  M.,  and  State 
of  N.,  and  at  &.,  in  the  county  of  H.,  and  State  of  I.  [or  subject, 
<fec.],  pray  that  letters  patent  may  be  granted  to  them,  as  joint 
inventors,  for  the  improvement  in  washing  machines  set  forth  in 
the  annexed  specification. 

A.  B. 

CD. 

3.  By  an  Inventor  for  Himself  and  an  Assignee. 

To  the  Commissioner  of  Patents  : 

Your  petitioner,  A.  B.,  a  citizen  of  the  United  States  residing 
at'L.,  in  the  county  of  M.,  and  State  of  N.  [or  subject,  &c.], 
prays  that  letters  patent  may  be  granted  to  himself  and  C.  D.,  a 
citizen  of  the  United  States  residing  at  L.,  in  the  county  of  M., 
and  State  of  ^.,  as  his  assignee,  for  the  improvement  in  printing 
presses  set  forth  in  the  annexed  specification. 

A.  B. 

4.   PETTnON  WITH  PoWER  OF  ATTORNEY. 

To  the  CoTrmiissioner  of  Patents : 

Your  petitioner,  A.  B.,  a  citizen  of  the  United  States  residing 
at  L.,  in  the  county  of  M.,  and  State  of  N.  [or  subject,  &c.], 
prays  that  letters  patent  may  be  granted  to  him  for  the  improve- 
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inent  in  lamps  set  forth  in  the  annexed  specification ;  and  he 
hereby  appoints  C.  D.,*  of  the  city  of  R,  State  of  S.,  his  attor- 
ney, with  full  power  of  substitution  and  revocation,  to  prosecute 
this  application,  to  make  alterations  and  amendments  therein,  to 
receive  the  patent,  and  to  transact  all  business  in  the  patent 
ofiice  connected  therewith. 

A.  B. 

5.  By  an  Administrator. 

To  the  Commisaianer  of  Patents : 

Your  petitioner,  A.  B.,  a  citizen  of  the  United  States  residing 
at  L.,  in  the  county  of  M.,  and  State  of  N.  [or  subject,  &c.], 
administrator  of  the  estate  of  0.  D.,  late  a  citizen  of  S.,  deceased 
[as  by  reference  to  the  duly  certified  copy  of  letters  of  adminis- 
tration, hereto  annexed,  will  more  fully  appear],  prays  that 
letters  patent  may  be  granted  to  him  for  the  invention  of  the 
said  0.  T>.  [improvement  in  fire-hose]  set  forth  in  the  annexed 
specification. 

A.  B.,  Administrator^  <&c. 

6.  By  AN  Executor. 

To  the  Commissioner  of  Patents : 

Your  petitioner,  A.  B.,  a  citizen  of  the  United  States  residing 
at  L.,  in  the  county  of  M.,  and  State  of  N.  [or  subject,  &c.], 
executor  of  the  last  will  and  testament  of  C.  D.,  late  a  citizen  of 
S.,  deceased  [as  by  reference  to  the  duly  certified  copy  of  letters 
testamentary,  hereto  annexed,  will  more  fully  appear],  prays  that 
letters  patent  may  be  granted  to  him  for  the  invention  of  the 
said  C.  1).  [improvement  in  churns],  set  forth  in  the  annexed 
specification. 

A.  B.,  Executor^  c&c, 

7.   For  a  Keissue  (by  the  Inventor). 

To  the  Commissioner  of  Patents : 

Your  petitioner,  A.  B.,  a  citizen  of  the  United  States  residing 
at  L.,  in  the  county  of  M.,  and  State  of  N.  [or  subject,  &c.j, 
prays  that  he  may  be  allowe<l  to  surrender  the  letters  patent  for 
an  improvement  in  coal-scuttles,  granted  to  him  May  16,  1867, 
whereof  he  is  now  sole  owner  [or  whereof  C.  D.,  on  whose  behalf 
and  with  whose  assent  this  application  is  made,  is  now  sole 
owner,  by  assignment],  and  that  letters  patent  may  be  reissued 

*I£  the  power  of  attorney  is  to  a  firm,  the  name  of  each  member  of  the  firm 
must  be  given  in  full. 
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to  him  [or  the  said  C.  D.]  for  the  same  invention,  upon  the 
annexed  amended  specification.  With  this  petition  is  filed  an 
abfitract  of  title,  dnly  certified,  as  required  in  such  cases. 

A.  B. 

ASSENT  OF  ASSIGKEB  TO  BBI88UB. 

The  undersigned,  assignee  of  the  entire  [or  of  an  undivided] 
interest  in  the  above-mentioned  letters  patent,  hereby  assents  to 
the  accompanying  application. 

\j,  D. 

8.  Fob  a  Ubissub  (by  Assionbb). 

(To  be  used  only  when  the  inventor  is  dead  or  the  original  pat- 
ent was  issued  and  assigned  prior  to  July  8, 1 870.) 

To  the  Commissioner  of  Fatents : 

Your  petitioners,  A.  B.,  a  citizen  of  the  United  States  residing 
at  L.,  in  the  county  of  M.,  and  State  of  N.  [or  subject,  &c.],  and 
C.  D.,  a  citizen  of  the  United  States  residing  at  H.,  in  the  county 
of  I.  and  State  of  K.  [or  subject,  &c.],  pray  that  they  may  be 
allowed  to  surrender  the  letters  patent  for  an  improvement  in 
coal-scuttles,  granted  May  16,  1867,  to  E.  F.,  now  deceased, 
whereof  they  are  now  owners,  by  assignment,  of  the  entire  inter- 
est, and  that  the  letters  patent  may  be  reissued  to  them  for  the 
same  invention,  upon  the  annexed  amended  specification.  With 
this  petition  is  filed  an  abstract  of  title  [or  an  order  for  making 
and  filing  the  same,  &c.]. 

A.  B. 

9.  Fob  Lbttebs  Patent  fob  a  Design. 

To  the  Commiseioner  of  Patents  : 

Your  petitioner,  A.  B.,  a  citizen  of  the  United  States  residing 
at  L.,  in  the  county  of  M.,  and  State  of  N.  [or  subject,  &c.], 
prays  that  letters  patent  may  be  granted  to  him  for  the  term  of 
three  and  one-half  years  [or  seven  years,  or  fourteen  years]*  for 
the  new  and  original  design  for  carpets  set  forth  in  the  annexed 
specification. 

A.  B. 
10.  Caveat. 

The  petition  of  A.  B.,  a  citizen  of  the  United  States  residing 
at  L.,  in  the  county  of  M.,  and  State  of  N.  [or  subject,  &c.,  see 
Kule  191],  represents : 

That  he  has  made  pertain  improvements  in  cotton-gins,  and 
that  he  is  now  engaged  in  making  experiments  for  the  purpose  of 

*  Sec.  4931  B.  S.  requires  the  election  to  be  made  in  the  original  application. 
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perfecting  the  same,  preparatory  to  applying  for  letters  patent 
therefor.  He  therefore  prays  that  the  sabjoined  description  of 
his  invention  may  be  filed  as  a  caveat  in  the  confidential  archives 
of  the  patent  office. 

A.  B.    ^ 

11.  Fob  thb  Renewal  of  a  Fobfbited  Application. 

To  the  Commissioner  of  Patents : 

Yonr  petitioner,  A.  B.,  a  citizen  of  the  United  States  residing 
at  L.,  in  the  county  of  M.,  and  State  of  N.  [or  subject,  &c.],  rep- 
resents that  on  May  8, 1868,  he  filed  an  application  for  letters 
patent  for  an  improvement  in  fences,  serial  number  885,  which 
application  was  allowed  July  7, 1868,  but  that  he  failed  to  make 
payment  of  the  final  fee  within  the  time  allowed  by  law.  He 
now  makes  renewed  application  for  letters  patent  for  said  inven- 
tion, and  prays  that  the  original  specification,  oath,  drawings 
and  model  may  be  used  as  a  part  of  this  application. 

A.B. 

Specifications. 

12.  Fob  an  Aet  or  Process. 

To  all  whom  it  may  concern : 

Be  it  known  that  I,  A.  B.,  a  citizen  of  the  United  States  resid- 
ing at  L.,  in  the  county  of  M.  and  State  of  N.  [or  subject,  &c.], 
have  invented  certain  new  and  useifol  improvements  in  purifying 
and  increasing  the  illuminating  power  of  gas  without  appreci- 
able loss  of  bulk  (for  which  I  have  received  letters  patent  in  Eng- 
land, No.  760,  dated  July  6, 1878*) ;  and  I  do  hereby  declare 
that  the  following  is  a  Aill,  clear  and  exact  description  of  the 
invention,  which  will  enable  others  skilled  in  the  art  to  which  it 
appertains  to  make  and  use  the  same. 

Heretofore  gas  has  been  purified  by  passing  it  through  animal 
charcoal,  but  when  this  is  used  alone,  after  a  short  time  it  loses 
its  power  of  absorbing  impurities,  and  must  then  be  washed  with 
steam  or  water,  or  have  atmospheric  air  blown  through  it,  or  be 
revivified  by  heat.  Used  alone,  animal  charcoal  also  reduces  the 
candle-power  of  the  gas  passed  through  it  and  diminishes  its 
bulk. 

The  object  of  my  invention  is  thoroughly  to  purify  illuminat- 
ing gas,  to  make  the  operation  continuous,  and  to  purify  the  gas 
without  detracting  from  its  illuminating  power,  and  without 
causing  any  appreciable  diminution  in  bulk ;  and  to  this  end  my 
invention  consists  in  increasing  the  power  of  animal  charcoal  to 
eliminate  from  illuminating  gas  those  substances  which  are  con- 

*  Note. — Vi  no  foreign  patent  has  been  obtained,  the  words  in  parenthesis 
shotdd  be  omitted. 
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Bidered  impurities,  in  charging  the  charcoal  with  a  substance 
which  will  prevent  it  from  depriving  the  gas  of  illuminants,  and 
in  passing  the  gas  to  be  purified  with  atmospheric  air  through 
the  animal  charcoal. 

To  carry  my  invention  into  effect,  I  moisten  the  charcoal 
(which  may  be  either  new  or  spent)  with  coal-tar,  or  with  coal- 
tar  and  water,  or  in  some  cases  with  water  only,  and  then  charge 
this  mass  into  one  or  more  vessels,  which  then  constitute  tne 
purifiers.  I  may  put  the  mass  into  the  vessels  while  still  wet,  or, 
unless  water  alone  is  used,  after  it  has  dried.  Through  these 
vessels  the  gas  is  to  pass ;  but  before  it  is  admitted  I  introduce 
into  it  at  the  retorts,  or  at  the  stand-pipe  or  mains  bevond,  in 
order  to  insure  a  thoroufi:h  admixture,  a  small  quantity  oi  atmos- 
pheric air — sav  from  eight-tenths  to  two  and  a  half  per  cent,  of 
the  bulk  of  the  gas  to  be  purified.  The  quantity  of  air  will 
depend  directly  upon  the  impurities  of  the  gas.  Any  suitable 
mixing  device  for  thoroughly  mixing  the  admitted  air  with  the 
gas  may  be  located  at  any  point  in  the  mains  between  the  re- 
torts and  the  bone-black  purifiers,  or  even  at  the  point  of  admis- 
sion to  the  purifier.  For  water-gas  the  charcoal  wet  with  water 
alone  will  suflSce,  air  being  introduced  into  the  gas. 

The  oivgen  of  the  air  partly  unites  with  the  snlphnr  to  form 
soluble  salts,  and  the  rest  combines  totally  with  the  hydrogen  of 
the  sulphuretted  and  other  hydrogen  sulphur  compounds  to  form 
water,  and  part  of  the  sulphur  of  the  sulphurettea  hydrogen  and 
other  sulphur  compounds  is  precipitatea  in  a  free  state  in  the 
charcoal,  while  its  nitrogen  partly  goes  to  form,  with  part  of  the 
remaining  hydrogen,  ammonia  bases.  No  free  oxygen  passes  off 
with  the  purified  gas,  while  if  any  nitrogen  goes  over,  the 
quantity  is  so  small  that  it  is  not  detrimental. 

By  the  application  of  air  in  this  manner  the  process  is  rendered 
continuous,  as  the  charcoal  is  kept  constantly  active  for  a  great 
length  of  time. 

When  the  absorbing  power  of  the  charcoal  finally  becomes  ex- 
hausted, it  may  either  be  sold  for  the  valuable  ammoniacal  salts 
it  contains,  or  it  may  be  revivified,  or  be  washed  and  freed  from 
sulphur  by  a  suitable  sulphur  solvent  for  re-use. 

By  charging  the  bone-black  with  coal-tar,  I  prevent  it  from 
taking  out  of  the  gas  any  olefiant  gas  or  other  neavy  hydrocar- 
bons serving  as  illuminanta. 

I  may  treat  the  black,  either  before  or  after  putting  it  into  the 
vessels,  as  may  be  most  convenient  or  suitable,  with  any  sub- 
stance correlative  to  the  illuminants  of  the  gas — that  is,  with  any 
substance  which  will  impregnate  the  black  in  such  a  manner 
that  it  will  not  take  up  sucn  illuminants.  I  have  particularly 
described  coal-tar  because  that  is  most  readily  at  hand  ;  but  its 
hydrocarbon  distillates  or  the  benzole  series  will  answer. 

In  the  case  of  coal-gas,  not  only  is  the  sulphuretted  hydrogen 
with  which  it  is  contaminated  taken  up,  as  just  described,  but 
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the  illaminatiDg  power  of  the  gas,  which  is  somewhat  reduced  if 
passed  through  ary  animal  charcoal  or  bone-black,  is  not  de- 
creased when  air  is  used  and  the  animal  charcoal  or  bone-black 
is  wet  with  tar,  bnt  is  actually  improved,  inasmuch  as  it  gives  a 
whiter  flame,  of  the  same  candle-power  as  the  gas  not  passed 
through  animal  charcoal  or  bone-black  at  all. 

By  the  old  method,  when  purification  was  effected  by  the  nse 
of  lime,  the  sulphuretted  nydrogen  and  carbonic  acid  were 
absorbed  by  the  lime,  and  the  result  was,  of  course,  a  loss  of  the 
original  bulk  of  the  gas.  Now,  by  my  process  the  sulphur  and 
hydrogen  are  separated,  the  sulphur  remaining  in  the  charcoal 
and  the  hydrogen  passing  through  with  the  gas  while  the  car- 
bonic acid  passes  through  entire ;  and  although  it  passes  through 
unchanged,  it  is  sufficiently  carburetted  not  to  detract  from  £e 
illuminating  jpower  of  the  gas.  I  thus  have  practically  the  same 
bulk  of  gas  after  purification  as  before  this  operation,  and  loss  is 
prevented  without  detriment  to  the  consumer. 

A  striking  advantage  of  my  process  is,  that  it  unites  the  scrub- 
bing and  purifying  operations,  for  the  gas  may  be  passed  directly 
from  the  condenser  into  my  purifiers. 

To  eliminate  sulphuretted  hydrogen,  I  may  also  mix  with  the 
charcoal  a  substance  which  will  of  itself  decompose  sulphuretted 
hydrogen  contained  in  gas,  such  as  oxide  of  iron,  tin,  manganese 
ore,  &c. 

When  the  gas  issues  from  my  purifiers  it  is  entirely  free  from 
ammoniacal  and  sulphur  compounds,  and  is  nearly  inodorous. 

When  the  charcoal  is  removed  from  the  purifiers  it  is  also  in- 
odorous, and  is  in  no  sense  offensive  and  disgusting  like  gas-lime« 

Having  fully  described  my  invention,  what  I  desire  to  claim, 
and  secure  by  letters  patent,  is — 

1.  In  the  purification  of  illuminating  gas  by  means  of  animal 
charcoal,  the  process  of  preventing  absorption  of  illuminants  of 
the  gas  by  the  charcoal,  which  consists  in  supplying  the  charcoal 
with  a  suitable  correlative  to  such  illuminants,  as  described. 

2.  The  process  of  purifying  illuminating  gas,  which  consists  in 
mixing  the  same  with  air  and  then  passing  it  through  animal 
charcoal  impregnated  with  coal-tar,  all  substantially  as  described. 

Witnesses: 

P.  G. 
J.  D. 

13.  Fob  a  Machine. 

To  all  whom  it  may  concern  : 

Be  it  known  that  I,  A.  B.,  a  citizen  of  the  United  States 
residing  at  L.,  in  the  county  of  M.,  and  State  of  N.  [or  subject^ 
&c.],  have  invented  a  new  and  useful  meat^-chopping  macnine 
(for  which  I  have  obtained  a  patent  in  Great  Britain,  No.  870, 
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bearing  date  June  24, 1878),  of  which  the  following  is  a  specifi- 
cation : 

My  invention  relates  to  improvements  in  meat-chopping 
machines  in  which  vertically  reciprocating  knives  operate  in 
conjunction  with  a  rotating  chopping-block ;  and  the  objects  of 
my  improvements  are,  first,  to  provide  a  continuously  lubricated 
bearing  for  the  block ;  second,  to  afford  facilities  for  the  proper 
adjustment  of  the  knives  independently  of  each  other  in  respect 
to  the  face  of  the  block  ;  and  third,  to  reduce  the  friction  of  the 
reciprocating  rod  which  carries  the  knives. 

I  attain  these  objects  by  the  mechanism  illustrated  in  the 
accompanying  drawing,  in  which — 

Figure  1  is  a  vertical  section  of  the  entire  machine ;  Fig.  2  a 
top  view  of  the  machine  as  it  appears  after  the  removal  of  the 
chopping-block  and  knives  ;  Fig.  3  a  vertical  section  of  a  part  of 
the  machine  on  the  line  1,  2  (Pig.  2),  and  Fig.  4  a  detailed  view 
in  perspective  of  the  reciprocating  cross-liead  and  its  knives. 

Similar  letters  refer  to  similar  parts  throughout  the  several 
views. 

The  table  or  plate  A,  its  legs  or  standards  B  B,  and  the  hanger 
a,  secured  to  the  under  side  of  the  table,  constitute  the  frame 
work  of  the  machine.  In  the  hanger  a  turns  the  shaft  D, 
carrying  a  fly-wheel,  E,  a  crank-pin  on  the  hub  of  which  is  con- 
nected by  a  link,  5,  to  a  pin  passing  through  a  cross-head,  G,  and 
to  the  latter  is  secured  a  roa,  H,  having  at  its  upper  end  a  cross- 
head,  I,  carrying  the  adjustable  chopping-knives  d  rf,  referred  to 
hereafter. 

The  cross-head  G,  reciprocated  by  the  shaft  D,  is  provided 
with  anti-friction  rollers  e  e^  adapted  to  guides/]/*,  secured  to  the 
under  side  of  the  table  A,  so  that  the  reciprocation  of  this  cross- 
head  may  be  accompanied  with  as  little  friction  as  possible. 

To  the  under  side  of  a  wooden  chopping-block,  J,  is  secured  an 
annular  rib,  A,  adapted  to  and  bearing  in  an  annular  groove,  «, 
in  the  table  A.  (See  Fig.  2.)  This  annular  groove  or  channel  is 
not  of  the  same  depth  throughout,  but  communicates  at  one  or 
more  points  (two  in  the  present  instance),  with  pockets  or  recep- 
tacles/^;, deeper  than  the  groove  and  containing  supplies  of  oil, 
in  contact  with  which  the  rib  h  rotates  so  that  the  continuous 
lubrication  of  the  groove  and  rib  is  assured.  The  rod  H  passes 
through  and  is  guided  by  a  central  stand,  K,  secured  to  the  table 
A,  and  projecting  through  a  central  opening  in  the  chopfdng- 
block  without  being  in  contact  therewith,  the  upper  portion  of 
the  said  stand  being  contained  within  a  cover,  ^,  which  is  secured 
to  the  block,  and  which  prevents  particles  of  meat  from  escaping 
through  the  central  opening  of  the  same. 

The  cross-head  I,  previously  referred  to,  and  shown  in  perspec- 
tive in  Fig.  4,  is  vertically  adjustable  on  the  rod  H,  and  can 
be  retained  after  adjustment  by  a  set  screw,  a;,  the  upper  end  of 
the  rod  being  threaded  for  the  reception  of  nuts,  which  resist  the 
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shocks  imparted  to  the  crosa-head  when  tlie  knives  are  bronght 
into  violent  contact  with  the  meat  on  the  chopping-block. 

The  knives  d  d  are  adjustable  independently  of  each  other  and 
of  the  said  cross-head,  so  that  the  coincidence  of  the  cutting-edge 
of  each  knife  with  the  face  of  the  chopping-block  may  ^waya 
be  assured. 

I  I  prefer  to  carry  out  this  feature  of  my  invention  in  the  man- 
ner shown  in  Fig.  4,  where  it  will  be  seen  that  two  screw-rods, 
m  m,  rise  vertically  from  the  back  of  each  knife  and  pass  through 
lugs  n  fly  on  the  cross-head,  each  rod  being  furnished  with  two 
nuts,  one  above  and  the  other  below  the  lug  through  which  it 
passes.  The  most  accurate  adjustment  of  uie  k:nivcs  can  be 
effected  by  the  manipulation  of  these  nuts. 

A  circular  casing,  j?,  is  secured  to  the  chopping-block  so  as  to 
form  on  the  same  a  trough,  P,  for  keeping  the  meat  within  proper 
bounds ;  and  on  the  edge  of  the  annular  rib  A,  secured  to  the 
bottom  of  the  block,  are  teeth  for  receiving  those  of  a  pinion,  ^, 
which  may  be  driven  bv  the  shaft  D,  through  the  medium  of  any 
suitable  system  of  geanng,  that  shown  in  the  drawing  forming 
no  part  of  my  present  invention. 

This  shaft  D  may  be  driven  by  a  belt  passing  round  the  pal- 
leys  «,  or  it  may  be  driven  by  hand  from  a  shaft,  W,  furnished  at 
one  end  with  a  handle,  ^,  and  at  the  other  with  a  cog-wheel,  R, 
gearing  into  a  pinion  on  the  said  shaft  D. 

A  platform,  T,  may  be  hinged  as  at  «^  to  one  edge  of  the  table 
A  to  support  a  vessel  in  which  the  chopped  meat  can  be  deposited. 
The  means  by  which  it  may  be  supported,  and  the  most  conve- 
nient method  of  disposing  of  it  when  not  in  use,  are  shown  in 
Fig.  1. 

I  am  aware  that,  prior  to  my  invention,  meatKihopping  ma- 
chines  have  been  made  with  vertically  reciprocating  knives, 
operating  in  conjunction  with  rotating  choppine-blocks.  I,  there- 
fore, do  not  claim  such  a  combination  broadly,  but  what  I  do 
claim  as  my  invention,  and  desire  to  secure  by  letters  patent, 
is: 

1.  The  combination  in  a  meat-chopping  machine  of  a  rotary 
chopping-block  having  an  annular  rib,  A,  with  a  table  or  plate 
having  an  annular  recess,  ij  and  a  pocket  or  pockets,  J,  commu- 
nicating with  the  said  recess,  all  substantially  as  set  forth. 

2.  In  a  meat-chopping  machine  the  combination  of  a  rotary 
chopping-block  with  a  reciprocating  cross-head  carrying  knives 
d  dy  each  of  which  is  vertically  adjustable  on  the  said  cross-head 
independently  of  the  other,  substantially  as  described. 

3.  The  knife  d  having  two  screw-heads,  m  m,  attached  to  its 
back,  substantially  as  shown,  for  the  purpose  specified. 

4.  The  combination  in  a  meat-chopping  machine  of  the  recip- 
rocating rod  H,  carrying  the  knives  d  d^  the  cross-head  C  secured 
to   the   said   rod    and    having    anti-friction   rollers  c   e^  with 


forth. 


FORMS.  589 

ideB  ff^  adapted  to  the  said  rollere,  all  Bubstantially  as  set 

A.  B. 
WitnesBes : 
CD. 
E.  F. 

14.  For  a  Composition  of  Matter. 

To  all  whom  it  may  concern: 

Be  it  known  that  I,  A.  B.,  a  citizen  of  the  United  States 
residing  at  L.,  in  the  county  of  M.  and  State  of  N.  [or  subject, 
&c.],  have  invented  a  new  and  useful  composition  of  matter  to 
be  used  for  the  removal  of  hair  and  grease  from  hides  prepara- 
tory to  tanning,  of  which  the  following  is  a  specification  : 

My  composition  consists  of  the  following  ingredients,  combined 
in  the  proportions  stated,  viz  : 

Pure  water 500  gallons 

Unslacked  lime 82  gallons 

Soda-ash 100  pounds 

Saltpetre 20  pounds 

Flowers  of  sulphur 10  pounds 

These  ingredients  are  to  be  thoroughly  mingled  by  agitation. 

In  using  the  above-named  composition  the  hides  should  first 
be  freed  from  all  salt  and  impurities,  by  soaking  green  hides  one 
day  and  dry  hides  eight  days,  and  then  placing  the  hides  so 
cleaned  in  the  said  solution,  and  allowing  them  to  remain  in  it 
48  hours.  The  hides  are  then  to  be  removed  from  the  solution 
and  unhaired  in  the  usual  way. 

By  the  use  of  the  above  composition  the  hair  is  speedily  and 
thoroughly  loosened,  and  the  hides,  while  retaining  all  of  that 
portion  of  the  substance  which  can  be  converted  into  leather, 
are  at  the  same  time  entirely  cleaned  from  grease  and  other  sub- 
stances which  would  prevent  them  from  being  tanned  quickly. 

I  am  aware  that  a  composition  consisting  of  soda-ash,  water, 
lime,  and  sulphur  has  been  used  for  the  same  purpose,  and  that  a 

fatent  therefor  was  granted  to  C.  D.,  July  10, 1875,  No.  95,726. 
am  also  aware  that  saltpetre  has  been  used  in  depilatory  pro- 
cesses ;  but  I  am  not  aware  that  all  of  the  ingredients  of  my 
composition,  in  the  proportions  stated,  have  been  used  together. 
What  I  claim,  and  desire  to  secure  by  letters  patent  of  the 
United  States,  is — 

The  herein-described  composition  of  matter  to  be  used  for 
depilating  hides  and  preparing  them  for  being  tanned,  consisting 
of  water,  unslacked  lime,  soda-ash,  saltpetre,  and  flowers  of  sul- 
phur, in  the  proportions  specified. 

A.  B. 
Witnesses : 

CD. 
E.  F. 
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15.  For  a  Design. 

To  all  whom  it  may  concern : 

Be  it  known  that  I,  A.  B.,  a  citizen  of  the  United  States  resid- 
ing at  K,  in  the  county  of  M.,  and  State  of  N.  [or  Bnbiect,  Ac], 
have  invented,  and  produced  a  new  and  original  design  for 
watch-cases  or  lockets,  of  which  the  following  is  a  specification, 
reference  being  had  to  the  accompanying  drawings,  forming  part 
thereof. 

Figure  1  is  a  sectional  view  of  my  newly  designed  case,  Fig.  2 
a  side  elevation  of  same,  and  Fig.  3  an  edge  view,  these  three 
views  being  deemed  necessary  to  fully  illustrate  my  design. 

Heretofore  watch-cases  and  lockets  have  been  made  which 
presented,  when  viewed  in  elevation,  as  in  Fig.  2,  a  scalloped 
outline  or  periphery,  some  being  made  to  imitate  shells.  In 
these  the  scallops  extend  entirely  across  from  lid  to  lid,  and  in  a 
watch-case  the  centre  which  holds  the  movements  is  also  scal- 
loped to  correspond. 

The  leading  feature  of  my  design  consists  in  a  raised  or  ^^  struck 
up"  scalloped  surface,  the  outlines  of  which,  when  viewed  in 
elevation,  as  in  Fig.  2,  will  fall  entirely  within  the  circular  out- 
line or  circumference  of  the  centre. 

A  is  the  centre  of  the  case,  which  is  circular  in  its  general 
contour,  and  B  B  are  the  lids.  These  are  also  circular  in  their 
outer  contour  where  they  join  the  centre,  but  have  scallops  C  O  C 
formed  in  some  way  upon  them,  substantially  as  represented  in 
the  several  figures.  The  indented  outline  of  the  scalloped  sur- 
face falls  within  the  outer  contour  line  of  the  case,  thus  present- 
ing to  the  eye  the  combined  eflfect  of  a  smooth  circular  outline 
or  centre  and  an  indented  or  scalloped  outline  within  it. 

I  claim : 

1.  The  design  for  a  watch-case  or  locket  herein  shown  and 
described,  the  same  consisting  of  the  raised  scallops  C  G  G  on  the 
lid,  forming  an  indented  outline  wholly  within  the  circular  out- 
line of  the  ed^e  of  the  lid  and  the  centre  A. 

2.  The  design  for  a  watch-case  or  locket  herein  shown  and 
described,  the  same  consisting  of  a  circular  lid,  B,  having  a  con- 
nected series  of  raised  scallops,  G  G  G,  the  contour  of  the  same 
being  entirely  within  the  contour  of  the  lid. 

A.  B. 
Witnesses : 

G.  D. 
E.  F. 

16.  For  a  Gaveat. 

To  the  Com/missioner  of  Patents : 

Be  it  known  that  I,  A.  B.,  a  citizen  of  the  United  States  resid- 
ing at  L.,  in  the  county  of  M.,  and  State  of  N.  [or  subject,  &a 
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See  Bale  191],  having  invented  an  improvement  in  velocipedoe, 
and  desiring  further  to  mature  the  same,  file  this  my  caveat 
therefor  and  pray  protection  of  my  right  until  1  shall  have 
matured  my  invention. 

The  following  is  a  description  of  my  newly  invented  veloci- 
pede, which  is  as  fnll,  clear,  and  exact  as  I  am  able  at  this  time 
to  ^ve,  reference  being  had  to  the  drawing  hereto  annexed. 

This  invention  relates  to  that  class  of  velocipedes  in  which 
there  are  two  wheels  connected  by  a  beam  forming  a  saddle  for 
the  rider,  the  feet  being  applied  to  cranks  that  revolve  the  front 
wheel. 

The  object  of  my  invention  is  to  render  it  unnecessary  to  turn 
the  front  wheel  so  much  as  heretofore,  and  at  the  same  time  to 
facilitate  the  turning  of  sharp  curves.  This  I  accomplish  by 
fitting  the  front  and  the  hind  wheels  on  vertical  pivots,  and  con- 
necting them  by  means  of  a  diagonal  bar,  as  shown  in  the  draw- 
ing, so  that  the  turning  of  the  front  wheel  also  turns  the  back 
wheel  with  a  position  at  an  angle  with  the  beams,  thereby 
enabling  it  easily  to  turn  a  curve. 

In  the  drawing,  A  is  the  front  wheel,  B  the  hind  wheel,  and 
C  the  standards  extending  from  the  axle  of  the  front  wheel  to 
the  vertical  pivot  E,  in  the  beam  F,  and  D  is  the  cross-bar  upon 
the  end  of  E^  by  which  the  steering  is  done.  The  hind  wheel  B 
is  also  fitted  with  jaws  G  and  a  vertical  pivot  H. 

A.  B. 

Witnesses : 

CD. 
E.  F. 

Oaths. 

17.  By  an  Inventor. 

(To  follow  specification.) 

State  op ,  County  of^ ,  ss : 

,  the  above-named  petitioner  ,  citizen  of , 

and  resident  of ,  in  the  county  of ,  and  State  of 

being  duly  sworn  (or  afiirmed),  depose  and  say  that' verily 

believe" to  be  the  original,  first,  and  * inventor  of  the 

improvement  in* described  and  claimed  in  the  foregoing 

specification  ;  that  the  same  has  not  been  patented  to* — ,  or 

*  If  the  applicant  be  an  alien,  he  will  state  of  what  foreign  or  sorereign  state 
he  is  a  citizen  or  subject. 

«  "  He ''  or  **  they."  « "  Himself  "  or  "  themselves." 

*  **  Sole  "  or  "  joint."    .  *  Insert  title  of  invention. 

*  **  Himself  "  or  **  themselves." 
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to  others  with' knowledge  or  consent,  except  in  the  following 

conntries :' 


that  the  same  has  not  to* knowledge  been  in  public  use  or 

on  sale  in  the  United  States  for  more  than  two  years  prior  to  this 

application,  and^ do    not  know  and  do    not  believe  that 

the  same  was  ever  known  or  used  prior  to* invention 

thereof. 

(Inventor's  full  name) : . 

Sworn  to  and  subscribed  before  me  this day  of , 

188—. 

[l.  8.]  (Signature  of  justice  or  notary) : . 

(OflBcial  character) : . 


[For  officers  before  whom  the  oath  may  be  made  see  Rule  46. 
If  the  applicant  be  an  alien,  the  oath  will  show  of  what  foreign 
state  or  sovereign  he  is  a  citizen  or  subject. 

If  the  applicants  claim  to  be  joint  inventors^  the  oath  will 
show  "  that  they  verily  believe  themselves  to  be  the  original, 
first,  and  joint  inventors,"  &c. 

If  the  inventor  be  dead,  the  oath  will  be  made  by  the  adminis- 
trator or  executor,  who  will  declare  his  belief  that  the  party 
named  as  inventor  was  the  original  and  first  inventor.] 

19.  Bt  AN  Applicant  for  a  Keissub  (Inventor). 

State  of  I.,  Cotmiy  of  K.^  88 : 

A.  B.,  the  above-named  petitioner,  being  duly  sworn  [or 
affirmed],  deposes  and  says  that  he  verily  believes  that  his 
aforesaid  letters  patent  are  inoperative  [or  invalid,  or  both]  by 
reason  of  a  defective  [or  insufficient]  specification  [or  both,  or  by 
reason  of  the  patentee  claiming  as  his  own  invention  or  discovery 
more  than  he  had  a  right  to  claim  as  new],  and  that  the  error 
arose  by  inadvertence  [accident  or  mistake],  without  any  fraud- 
ulent or  deceptive  intent;  that  he  is  the  sole  owner  of  said  letters 
patent ;  [or,  that  E.  F.  is  the  sole  owner  of  said  letters  patent, 
and  that  this  application  is  made  on  the  behalf  and  with  the 
consent  of  said  E.  F. ;]  and  that  he  verily  believes  himself  to  be 
the  first  and  original  inventor  of  the  improvement  set  forth  and 
claimed  in  this  amended  specification,  and  does  not  believe  that 
the  same  was  ever  before  known  or  used. 

A.  B. 

Sworn  to  and  subscribed  before  me  this  26th  day  of  July,  1869. 

CD., 
{TiOe  of  office.) 

'"His  "or  "their." 

^  Here  insert,  if  previonsly  patented,  the  country  or  countries  in  which  it  has 
been  so  patented,  giving  the  date  and  number  of  each  patent.  If  not  previously 
patentea,  erase  the  words  "  except  in  the  following  countries,"  and  insert  the 
words  "  in  any  country."  » "  His  "  or  "  their." 

* "  He  '*  or  "  they.'*^  *  "  His  "  or  "  their." 
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20.  By  an  Afflioakt  fob  a  Ubibsue  (Asbiqhee). 

(To  be  used  only  when  the  inventor  is  dead  or  in  cases  of  patents 
issued  and  assigned  prior  to  July  8,  1870.) 

State  op  I.,  County  of  K.^  ss: 

A.  B.  and  C.  D.,  the  above-named  petitioners,  being  duly 
sworn  [or  affirmed],  depose  and  say  that  they  verily  believe  that 
the  aforesaid  letters  patent  granted  to  E.  F.  are  [here  follows 
Form  19,  mutatis  mutandis] ;  that  the  entire  title  to  said  letters 
patent  is  vested  in  them ;  and  that  they  verily  believe  the  said 
E.  F.  to  be  the  first  and  original  inventor  of  the  invention  set 
forth  and  claimed  in  the  foregoing  amended  specification;  and 
that  the  said  £.  F.  is  now  deceased. 

A.  B. 

CD. 

Sworn  to  and  subscribed  before  me  this  14th  day  of  Ifoverabet, 
1869. 

A.  B., 
(Tide  of  office,) 

2h  Supplemental  Oath  to  Accompany  a  New  oe  an 

Enlarged  Claim. 

State  of  I.,  County  of  K,y  as: 

A.  B.,  whose  application  for  letters  patent  for  an  improvement 
in  seed-drills  (Serial  Number  4526)  was  filed  in  the  United  States 
Patent  Office  on  or  about  the  15th  day  of  March,  1869,  being 
duly  sworn  [or  affirmed],  deposes  and  says  that  he  verily  believes 
himself  to  be  the  original  and  first  inventor  of  the  improvement 
as  described  and  claimed  in  the  foregoing  amendment,  in  addi- 
tion to  that  which  was  embraced  in  the  claims  originallv  made, 
and  that  he  does  qot  know  and  does  not  believe  that  the  same 
was  ever  before  known  or  used,  and  that  the  matter  sought  to 
be  inserted  formed  a  part  of  his  original  invention  at  the  date  of 
filing  said  application. 

A.  B. 

Sworn  to  and  subscribed  before  me  this  11th  day  of  July,  1870. 

CD. 
{Official  tide.) 

» 

22.  Oath  as  to  the  Loss  of  Lettebs  Patent. 

State  of  I.,  Cownty  of  K.^  aa : 

A.  B.,  of  said  county,  being  duly  sworn  [or  affirmed],  doth 
depose  and  say  that  the  letters  j^^atent  No.  12,213,  granted  to 
38 
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him,  and  bearing  date  on  the  9th  day  of  January,  A.  D.  1855, 
have  been  either  lost  or  destroyed ;  that  he  has  made  diligent 
search  for  the  said  letters  patent  in  all  places  where  the  same 
would  probably  be  found,  if  existing,  and  that  he  has  not  been 
able  to  find  them. 

A.  B. 

Subscribed  and  sworn  to  before  me  this  5th  day  of  October, 
1868. 

CD. 
{Official  title.) 

23.  Oath  of  Administrator  as  to  the  Loss  of  Letters  Patent. 

State  of  L,  County  of  K.y  as: 

A.  B.,  of  said  county,  being  duly  sworn,  doth  depose  and  say 
that  he  is  administrator  of  the  estate  of  E.  F.,  deceased,  late  of 
L.,  in  said  county ;  that  the  letters  patent  No.  12,219,  granted  to 
said  E.  F.,  and  bearing  date  of  the  9th  day  of  January,  A.  D. 
1855,  have  been  lost  or  destroyed,  as  he  verily  believes;  that  he 
has  made  diligent  search  for  the  said  letters  patent  in  all  places 
where  th^  same  would  probably  be  found,  if  existing,  an^  espe- 
cially among  the  papers  of  the  decedent,  and  that  he  has  not 
been  able  to  find  said  letters  patent. 

A.  B., 
Administrator  J  d&c. 

Subscribed  and  sworn  to  before  me  this  6th  day  of  October, 
1868. 

CD. 
{Offi^al  title.) 

24.  Power  of  Attorney  after  Application  Filed. 

If  the  power  of  attorney  be  given  at  any  time  other  than  that 
of  making  application  for  letters  patent,  it  will  be  in  substan- 
tially the  following  form : 

To  the  Commissioner  of  Patents : 

The  undersigned  having,  on  or  about  the  20th  day  of  July, 
1859,  made  application  for  letters  patent  for  an  improvement  in 
horse-powers  (Serial  Number  982),  hereby  appoints  0.  D.,*  of 
L.,  in  the  county  of  M.,  and  State  of  N.,his  attorney,  with  full 
power  of  substitution  and  revocation,  to  prosecute  said  applica- 
tion, to  make  alterations  and  amendments  therein,  to  receive  the 

*  See  foot-note  page  49. 
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patent,  and  to  transact  all  bnsinesfi  in  the  patent  office  connected 
therewith. 

Signed  at  L.,  in  the  county  of  M.,  State  of  N.,  this  6th  day  of 
June,  1879. 

A.  B. 
25.  Revocation  op  Poweb  of  Attoenet. 

To  the  Commissioner  of  Patents: 

The  undersigned  having,  on  or  about  the  26th  day  of  Decem- 
ber, 1867,  appointed  C.  D.,  of  L.,  in  the  county  of  M.,  and  State 
of  N.,  his  attorney  to  prosecute  an  application  for  letters  patent, 
which  application  was  filed  on  or  about  the  first  day  or  June, 
1868,  for  an  improvement  in  the  running  gear  of  wagons  (Serial 
Number  870),  nereby  revokes  the  power  of  attorney  then  given. 

Signed  at  L.,  in  the  county  of  M.,  and  State  of  N.,  this  21st 
day  of  July,  1869. 

A.  B. 
26.  Amendment.* 

To  the  Commissioner  of  Paterits : 

In  the  matter  of  my  application  for  letters  patent  for  an  im- 
provefment  in  sewing-machines,  filed  May  1, 1879  (Serial  Number 
540),  I  hereby  amend  my  specification  as  follows  : 

By  striking  out  all  between  the  5th  and  20th  lines,  inclusive, 
of  page  3 ; 

By  inserting  the  words  connected  with  after  the  word  "  and  " 
in  the  1st  lino  of  the  2d  claim  ;  and 

By  striking  out  the  3d  claim,  and  substituting  therefor  the 
following : 

"  8.  The  combination,  with  the  driving-shaft,  the  needle-bar, 
and  mechanism  for  reciprocating  the  same,  of  the  shuttle-carrier, 
the  shuttle-lever,  and  a  cam  carried  by  the  driving-shaft,  whereby 
the  proper  reciprocating  movement  is  imparted  to  the  shuttle- 
earner,  and  the  needle  oar  is  caused  to  operate  in  unison  there- 
with, substantially  as  described." 

Signed  at  L.,  in  the  county  of  M.,  and  State  of  N. 

A.  B., 
By  S.  Z., 
His  Attorney  in  Fact. 

Disclaimerfii. 

27.  Disclaimer  after  Patent. 

To  the  Commissioner  of  Patents : 

Your  petitioner,  A.  B.,  a  citizen  of  the  United  States,  residing 
at  L.,  in  the  county  of  M.,  and  State  of  N.  [or  subject,  &c.] 

♦Note. — ^In  the  preparation  of  all  amendments  a  separate  paragraph  should 
be  devoted  to  each  distinct  erasure  or  insertion,  in  order  to  aid  the  office  in 
making  the  entry  of  the  amendment  into  the  case  to  which  it  iiertains. 
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representB  that  in  the  matter  of  a  certain  improvement  in  print- 
ing-presses, for  which  letters  patent  in  the  United  States  No. 
76,000  were  granted  to  C.  D.,  on  the  12th  day  of  Jnne,  1879,  he 
is  [here  state  the  exact  interest  of  the  disclaimant ;  if  assignee, 
set  out  liber  and  page  where  assignment  is  recorded],  and  that  he 
has  reason  to  believe  that,  through  inadvertence  [accident  or 
mistake],  the  specification  and  claim  of  said  letters  patent  are  too 
broad,  iocluding  that  of  which  said  patentee  was  not  the  first  in- 
ventor. Your  petitioner,  therefore,  hereby  enters  his  disclaimer 
to  that  part  of  the  claim  in  said  specification  which  is  in  the  fol^ 
lowing  words,  to  wit : 

^'  I  also  claim  the  sleeves  A  6,  having  each  a  friction-cam,  O, 
and  connected,  respectively,  by  means  of  chains  or  cords  K  L  and 
M  !N,  with  an  oscillatory  levor,  to  operate  substantially  as  herein 
shown  and  described." 

A.  B. 

Witness : 

CD. 

28.   DiSOLAIMEB  DURING  InTBRFEEENCE. 

Interference. 
A.  B) 

V8.    >  Before  the  examiner  of  interferences. 
CD.) 
Subject-matter:  Sewing-machines. 

To  the  Commiseioner  of  Patents : 

Sir  : — In  the  matter  of  the  interference  above  noted,  under  the 
provisions  of  and  for  the  purpose  set  forth  in  Rule  104, 1  disclaim 
[set  forth  the  matter  as  given  in  declaration  of  interference],  as  I 
am  not  the  first  inventor  thereof,  and  I  herewith  transmit  an 
amendment  to  my  application  (Serial  Number  1556),  for  the 
purpose  of  having  the  above  disclaimer  embodied  as  part  of  my 
specification. 

Signed  at  L.,  in  the  county  of  M.,  and  State  of  N.,  this  15  tb 
day  of  June,  1879. 

A.  B. 
Witnesses : 

E.  F. 
Q.  H. 

Appeals. 

29.  From  a  FRmoiPAL  Examiner  to  the  Examiners-in-Chief. 

To  the  Comrrdesioner  of  Patents : 

Sir: — I  hereby  appeal  to  the  examiners-in-chief,  from  the 
decision  of  the  principal  examiner  in  the  matter  of  my  applica- 
tion for  letters  patent  tor  an  improvement  in  wagon-brakes,  filed 
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January  10, 1869,  which  on  the  20th  day  of  July,  1869,  was  re- 
jected the  second  time.  The  following  are  the  points  of  the 
decision  on  which  the  appeal  is  taken :  [Here  follows  a  statement 
of  the  points  on  which  the  appeal  is  taken,  as  provided  in  Rule 
128J 

[Place  and  date  of  signing.] 

A.  B. 

30.  From  a  Pbinoipal  Examines  to  the  Commissioneb. 

To  the  Commissioner  of  Patents : 

SiK :  I  hereby  appeal  to  you  in  person  from  the  decision  of  the 
principal  examiner,  made  in  April,  1879,  in  the  case  of  my 
application  for  letters  patent  for  an  improvement  in  harvesters, 
filed  January  10,  1879,  wherein  he  refused  to  consider  the  case 
upon  its  merits  until  certain  alleged  inaccuracies  of  expression  in 
the  specification  should  be  corrected.  The  following  are  the 
points  of  the  decision  on  which  the  appeal  is  taken :  [Here  follow 
points  on  which  the  appeal  is  taken.] 

[Place  and  date  of  signing,] 

A.  B. 

31.  Fbom  the  Exahinebs-in-Chief  to  the  Commissioneb. 

To  the  Commissioner  of  Patents : 

Sib  :  I  hereby  appeal  to  you  in  person  from  the  decision  of  the 
examiners-in-chief^  made  April  7, 1879,  in  the  interference  be- 
tween my  application  for  letters  patent  for  improvement  in 
sewing  machines  and  the  letters  patent  of  A.  B.,  in  which  pri- 
ority of  invention  was  awarded  to  said  A.  B.  The  following  are 
assigned  for  reasons  of  appeal :  [Here  should  follow  an  explicit 
statement  of  the  alleged  errors  in  the  decision  of  the  examiners- 
in-chief.] 

CD. 

82.  Fbom  the  Examinee  in  Chabge  of  Intebfebenoes  to  the 

Examinebs-in-Ohief. 

To  the  Com/missioner  of  Patents : 

Sib  :  I  hereby  appeal  to  the  examiners  in-chief  from  the 
decision  of  the  examiner  of  interferences  in  the  matter  of  the 
interference  between  my  application  for  letters  patent  for  im- 
provement in  sewing-machines  and  the  letters  patent  of  A.  B., 
m  which  priority  of  invention  was  awarded  to  said  A.  B.  The 
following  are  assigned  for  reasons  of  appeal :  [Here  should  follow 
an  explicit  statement  of  the  alleged  errors  in  the  decision  of  the 
exammer  of  interferences.] 

CD. 
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33.  Fbom  the  Examinerb-in-Chief  to  the  Commissioner. 

To  the  CommissioneT  of  Patents : 

Sir  :  We  hereby  appeal  to  the  commissioner  in  person  from  the 
decision  of  the  examiners-in-chief  in  the  matter  of  our  apph'cation 
for  the  reissue  of  letters  patent  for  an  improvement  in  cotton 
presses,  granted  to  A.  B.,  May  18,  1865.  The  following  are 
assigned  for  reasons  of  appeal :  [Here  follow  the  reasons  as  in 
Form  31.1 

CD. 

E.  F. 

34.  From  the  Commissioner  to  the  Supreme  Court  of  the 

District  of  Columbia. 

Washington,  D.  C,  J^dy  20, 1871. 

To  the  Supreme  Court  of  the  District  of  Columbia^  in  banc : 

The  petition  of  A.  B.,  of  L.,  in  the  county  of  M.  and  State  of 
N.,  respectfully  showeth :  That  he  has  heretofore  invented  anew 
and  useful  improvement  in  velocipedes;  that  on  or  about  the 
Ist  day  of  May,  1870,  he  applied  to  the  patent  oflBce  of  the 
Unitea  States  for  a  patent  for  the  same  [or  for  the  reissue  of  a 
patent  granted  therefor  under  date  of  June  10, 1862],  and  com- 
plied with  the  requirements  of  the  several  acts  of  Congress,  and 
with  the  rules  of  the  patent  oflBce  prescribed  in  such  cases ;  that 
his  said  application  was  rejected  by  the  commissioner  of  patents, 
on  appeal  to  him,  on  or  alyout  June  20,  1871 ;  that  he  has  filed  in 
said  ofiice  due  notice  to  the  commissioner  of  patents  of  this  his 
appeal,  accompanied  with  the  reasons  of  appeal ;  and  that  the 
commissioner  nas  furaished  him  with  complete  copies  of  all  the 
original  papers  and  evidence  in  the  case,  all  of*  which,  together 
with  a  copy  of  the  reasons  of  appeal,  accompany  this  petition, 
and  are  to  be  taken  as  a  part  hereof. 

And  the  said  A.  fi.  prays  that  his  said  appeal  may  be  heard 
and  determined  by  your  honorable  court  at  such  early  time  as 
may  be  appointed  for  that  purpose ;  and  that  the  commissioner 
of  patents  may  be  duly  notiiied  of  the  same,  and  directed  in 
what  manner  to  give  notice  thereof  to  the  parties  interested. 

A.  B. 

To  the  Commissioner  of  Patents : 

A.  B.,  of  L.,  in  the  county  of  M.  and  State  of  N.,  hereby  gives 
notice  that  he  has  appealed  from  your  decision,  rendered  on  or 
about  the  20th  day  of  June,  1871,  rejecting  his  application  for  a 
patent  [or  for  a  reissue  of  a  patent  granted  to  him  June  10, 1862] 
for  an  improvement  in  velocipedes ;  and  of  this  you  are  respectfully 
requested  to  take  notice. 
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And  the  said  A.  B.  asei^s  the  following  reason  for  appealing 
from  the  eaid  decision  of  me  commissioner  of  patents,  viz : 

[Here  follow  reasons,  which  should  be  full  and  explicit,  and 
constitate  a  brief  of  the  appellant's  argument.] 

A.  B. 

35.  Pbkliminary  Statement. 

A    B   ) 

'  (  Interference  in  the  U.  S.  patent  office.  ^ 

Q    -^    J  Preliminary  statement  of  A.  B. 

A.  B.,  of  L.,  in  the  county  of  M.  and  State  of  N.,  being  duly 
sworn,  doth  depose  and  say  that  he  is  a  party  to  the  interference 
declared  by  the  commissioner  of  patents,  July  3,  1879,  between 
A.  B.'s  application  for  letters  patent,  filed  May  6, 1879,  and  the 
patent  for  C.  D.,  granted  April  20,  1879,  for  a  twine  machine; 
that  he  conceived  the  invention  set  forth  in  the  declaration  of 
interference,  on  or  about  the  1st  of  June,  1877  ;  that  during  the 
said  month  he  made  drawings  of  the  invention  and  explained  it 
to  others ;  that  he  made  a  model  showing  the  invention  on  or 
about  July  20,  1877 ;  that  he  embodied  it  in  a  full-sized  machine, 
which  was  completed  on  or  about  August  15, 1877  ;  that  on  the 
21st  day  of  the  last-named  month  he  successfully  operated  the 
said  machine  at  his  shop  in  the  town  of  L.,  county  of  M.  and 
State  of  N.,  and  that  he  has  since  continued  to  use  the  same 
machine,  and  has  also  manufactured  others  for  use  and  sale. 

A.  B. 

Subscribed  and  sworn  to  before  me  this  10th  day  of  April, 
1879. 

oil.  r., 
{Official  title,) 

36.  Rules  of  the  Supreme  Coubt  in  Appeals  from  the  Com- 
missioner OF  Patents,  Adopted  November  30, 1870. 

1.  The  appellant's  petition  shall  be  addressed  to  the  court, 
and  shall  be  substantially  as  follows : 

"  To  the  Supreme  Court  of  the  District  of  Columbia^  va 

bancj ,  187-. 

"  The  petition  of ,  a  citizen  of ,  in  the 

[Statej  Territory^  district]  of ,  respectfully 

shows  as  follows : 

"  (1.)  About  the day  of ,  18 — ,  I  invented 

[describe  the  subject  of  the  desired  patent  in  the  identical 
words  of  the  application  to  the  patent  office.] 

"(2.)  On  the day  of ,  18 — ,  in  the  manner 

prescribed  by  law,  I  presented  my  application  to  the  patent 
office,  praying  that  a  patent  be  issuea  to  me  for  said  inven- 
tion. 
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^^  (3.)  Such  proceedings  were  had  in  said  office,  upon  said 

application,  that  on  the day  of ,  it  was  rejected 

by  the  commissioner  of  patents. 

'^  (4.)  I  thereupon  appealed  to  this  court,  and  gave  notice 
thereof  to  the  commissioner,  and  filed  in  his  office  the  follow- 
ing reasons  for  said  appeal : 

''  (5.)  The  commissioner  of  patents  has  fumJshed  me  a 
complete  co^y  of  all  the  proceedings  in  his  office  npon  my 
said  application,  which  copy  has  been  filed  herewith,  and  is 
to  be  taken  as  part  hereof. 

"  (6.)  And  thereupon  I  pray  that  the  court  do  revise  and 
reverse  said  decision,  to  the  end  that  justice  may  be  done  in 

the  premises. 

it ?> 

■ 

2.  This  petition  shall  be  filed  in  the  clerk's  office  of  this  court ; 
and  as  soon  as  the  petitioner  has  made  the  deposit  required  bj 
law  at  the  commencement  of  suits  in  this  court,  or  said  deposit 
has  been  dispensed  with,  the  clerk  shall  enter  the  case  m  a 
docket  to  be  provided  by  him  for  the  purpose,  and  in  which  a 
brief  of  said  filing  and  oi  all  subsequent  proceedings  in  the  case 
shall  be  entered  as  and  when  they  successively  occur,  down  to  and 
including  the  final  decision. 

3.  The  clerk  shall  provide  a  minute-book  of  his  office,  in  which 
he  shall  record  every  order,  rule,  judgment  or  decree  of  the  court 
in  each  case,  in  the  order  of  time  in  which  said  proceedings 
occur ;  and  of  this  book  there  shall  be  two  alphabetical  indexes, 
one  showing  the  name  of  the  party  applying  for  the  patent,  and 
the  other  designating  the  invention  by  its  subject-matter  or  name. 

4.  The  cases  in  the  docket  of  causes  shall  be  successively  num- 
bered from  No.  1  onward,  and  each  case  shall  also  be  designated 
by  the  number  assigned  to  it  on  the  records  of  the  patent  office. 

5.  This  docket  shall  be  called  for  the  trial  of  the  cases  thereon 
on  the  first  day  of  each  session  of  this  court  in  general  term,  pro- 
vided the  petition  has  been  filed  ten  days  before  the  commence- 
ment of  the  term. 

6.  The  opinions  of  the  court,  when  written,  shall  be  kept  by 
the  clerk,  in  the  order  of  their  delivery  and  in  a  temporary 
book-file,  indexed ;  and  when  so  many  have  been  delivered  as 
will  make  a  volume  of  convenient  size,  he  shall  cause  them  to  be 
bound. 

7.  The  clerk  shall  furnish  to  any  applicant  a  copy  of  any 
paper  in  any  of  said  appeals  on  payment  of  the  lawful  fees. 

8.  Hearings  of  said  appeals  shall  be  subject  to  the  rules  of  the 
court  provided  for  other  causes  therein. 

9.  When  the  testimony  of  the  commissioner,  or  of  any  exam- 
iner, touching  the  principles  of  invention  in  question,  shall  be 
deemed  necessary,  it  shall  be  taken  orally  in  open  court,  unless 
otherwise  ordered  by  the  court.    And,  in  such  case,  the  court 
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may  order  it  to  be  reduced  to  writing,  and  filed  or  entered  on  its 
minutes,  if  it  think  proper. 

10.  The  final  judgment  or  order  of  the  court  shall  not  recite 
any  of  the  facts  made  to  appear  in  the  case,  but  shall  be  to  the 
following  effect : 

"  This  appeal  having  been  heard  upon  the  record  from  the 
patent  office  [and  upon  the  testimony  of  the  commissioner  of 
patents]  [of  one  of  the  examiners]  [touching  the  principles  of  the 
invention],  and  having  been  argued  by  [counsel  for]  the  petitioner 
and  [for]  the  commissioner : 

"  It  is  thereupon  ordered  and  adjudged  that  the  [petition  be 
dismissed]  [commissioner  do  issue  to  the  petitioner  a  patent]  [as 
prayed],  [granting  the  petitioner  {so  and  so)]. 

^^  And  that  the  clerk  of  this  court  transmit  to  the  commissioner 
of  patents  a  copy  of  this  decree  duly  authenticated." 


Asslgnmento. 

87.  Of  an  Entire  Interest  in  an  Invention  before  the  Issue 

OF  Letters  Patent. 

Whereas  I,  A.  B.,  of  L.,  county  of  M.,  State  of  N.,  have 
invented  a  certain  new  and  useful  improvement  in  harvesters 
[giving  title  of  the  same],  for  which  I  am  about  to  make  applica- 
tion for  letters  patent  of  the  United  States ;  and  whereas  (J.  D,, 
of  R.,  county  of  S.,  State  of  N.,  is  desirous  of  acquiring  -an 
interest  in  said  invention,  and  in  the  letters  patent  to  be  obtained 
therefor. 

Now,  therefore,  to  all  whom  it  may  concern,  b^  it  known  that, 
for  and  in  consideration  of  the  sum  of  five  thousand  dollars 
to  me  in  hand  paid,  the  receipt  of  which  is  hereby  acknowledged, 
I,  the  'said  A.  B.,  have  sold,  assigned,  and  transferred,  ana  by 
these  presents  do  sell,  assign,  and  transfer  unto  the  said  O.  D., 
the  full  and  exclusive  right  to  the  said  invention,  as  fully  set 
forth  and  described  in  the  specification  prepared  and  executed 
by  me  preparatory  to  obtaining  letters  patent  of  the  United 
States  therefor ;  and  I  do  hereby  authorize  and  request  the  com- 
missioner of  patents  to  issue  the  said  letters  patent  to  the  said 
6.  D.,  as  the  assignee  of  my  entire  right,  title,  and  interest  in 
and  to  the  same,  for  the  sole  use  and  behoof  of  the  said  G.  D.  and 
liis  legal  representatives. 

In  testimony  whereof  I  have  hereunto  set  my  hand  and  affixed 
my  seal  this  4th  day  of  May,  A.  D.  1879. 

A.  B.    [seal.] 

In  presence  of — 
O.  P. 
S.  T. 
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38.  Of  the  Entire  Interest  in  Letters  Patent. 

Whereas  I,  A.  B.,  of  L.,  county  of  M.,  State  of  N.,  did  obtain 
letters  patent  of  the  United  States  for  an  improvement  in  car 
wheels,  which  letters  patent  are  numbered  95,000,  and  bear  date 
the  5th  day  of  June,  in  the  year  one  thousand  eight  hundred  and 
sixty-nine,  and  whereas  I  am  now  the  sole  owner  of  said  patent 
and  of  all  rights  under  the  same;  and  whereas  E.  F.,  of  R., 
county  of  S.,  State  of  N.,  is  desirous  of  acquiring  the  entire 
interest  in  the  same: 

Now»  therefore,  to  all  whom  it  may  concern,  be  it  known  that, 
for  and  in  consideration  of  the  sum  of  five  thousand  dollars  to 
me  in  hand  paid,  the  receipt  of  which  is  hereby  acknowledged, 
I,  the  said  C.  D.,  have  sold,  assigned,  and  transferred,  and  by 
these  presents  do  sell,  assi^,  and  transfer  unto  the  said  E.  F., 
the  whole  right,  title,  and  interest  in  and  to  the  said  improve- 
ment in  car  wheels,  and  in  and  to  the  letters  patent  therefor 
aforesaid ;  the  same  to  be  held  and  enjoyed  by  the  said  E.  F.,  for 
his  own  use  and  behoof,  and  for  the  use  and  behoof  of  his  l^al 
representatives,  to  the  full  end  of  the  terra  for  which  said  letters 
patent  are  or  may  be  granted  [thus  including  extension],  as  fully 
and  entirely  as  the  same  would  have  been  held  and  enjoyed  by 
me  had  this  assignment  and  sale  not  been  made. 

In  testimony  whereof  I  have  hereunto  set  my  hand  and  affixed 
my  seal  at  L.,  in  the  county  of  M.,  and  State  of  N.,  this  25th  day 
of  July,  A.  D.  1878. 

A.  B.    [seal,] 

In  presence  of— - 
KP. 
O.  T. 


39.  Op  an  Undivided  Interest  in  Letters  Patent. 

Whereas  I,  A.  B.,  of  L.,  county  of  M.,  State  of  N.,  did  obtain 
letters  patent  of  the  United  States  for  an  improvement  in  hay- 
rakes,  which  letters  patent  are  numbered  89,920,  and  bear  date 
the  3d  day  of  August,  in  the  year  one  thousand  eight  hundred 
and  sixty ;  and  whereas  C.  D.,  of  R.,  county  of  S.,  State  of  N., 
is  desirous  of  acquiring  an  interest  in  the  same: 

Now,  therefore,  to  all  whom  it  may  concern,  be  it  known  that, 
for  and  in  consideration  of  the  sum  of  five  hundred  dollars  to  me 
in  hand  paid,  the  receipt  of  which  is  hereby  acknowledged,  I,  the 
said  A.  J3.,  have  sold,  assigned,  and  transferred,  and  by  these 
presents  do  sell,  assign,  and  transfer  unto  the  said  D.  E.,  the 
undivided  one-half  part  of  the  whole  right,  title,  and  interest  in 
and  to  the  said  invention,  and  in  and  to  the  letters  patent  there- 
for aforesaid;  the  said  undivided  one-half  part  to  be  held  and 
enjoyed  by'  the  said  C.  D.,  for  his  own  use  and  behoof,  and  for 
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the  use  and  behoof  of  his  legal  representatives,  to  the  full  end  of 
the  term  lor  which  said  letters  patent  are  or  may  be  granted 
[thns  including  extension],  as  fully  and  entirely  as  the  same 
would  have  been  held  and  enjoyed  by  me  had  this  assignment 
and  sale  not  been  made. 

In  testimony  whereof  I  have  hereunto  set  my  hand  and  affixed 
my  seal  at  L.,  in  the  countv  of  M.,  and  State  of  K.,  this  7th  day 
of  June,  A.  D.  1862. 

A,  B.    [seal.] 
In  the  presence  of— 
N.  P. 
O.  T. 

40.  TERBrroBiAL  Intebest  aftee  Grant  of  Patent. 

Whereas  I,  A.  B.,  of  L.,  county  of  M.,  State  of  N.,  did  obtain 
letters  patent  of  the  United  States  for  improvement  in  grain- 
binders,  which  letters  patent  are  numbered  87,564,  an(J  bear 
date  the  8th  day  of  June,  in  the  year  one  thousand  eight  hundred 
and  sixty ;  and  whereas  1  am  now  the  sole  owner  of  the  said 
patent  and  of  all  rights  under  the  same  in  the  below  recited 
.territory  ;  and  whereas  C.  D.,  of  R.,  county  of  S.,  State  of  N.,  is 
desirous  of  acquiring  an  interest  in  the  same : 

Now,  therofore,  to  all  whom  it  may  concern,  be  it  known  that, 
for  and  in  consideration  of  the  sum  of  five  thousand  dollars  to  me 
in  hand  paid,  the  receipt  of  which  is  hereby  acknowledged,  I,  the 
said  A.  B.,  have  sold,  assigned  and  transferred,  and  by  these 
presents  do  sell,  assign,  and  transfer,  unto  the  said  G.  D.,  all  the 
right,  title,  and  interest  in  and  to  the  said  invention,  as  secured 
to  me  by  said  letters  patent,  for,  to,  and  in  the  State  of  N.,  and 
for,  to,  or  in  no  other  place  or  places ;  the  same  to  be  held  and 
enjoyed  by  the  said  C.  D.  within  and  throughout  the  above- 
specified  territory,  but  not  elsewhere,  for  his  own  use  and  behoof, 
and  for  the  use  and  behoof  of  his  legal  representatives,  to  the  full 
end  of  the  term  for  which  said  letters  patent  are  or  may  be 
granted  [thus  including  extension],  as  fully  and  entirely  as  the 
same  would  have  been  held  and  enjoyed  by  me  had  this  assign- 
ment and  sale  not  been  made. 

In  testimony  whereof  I  have  hereunto  set  my  hand  and  affixed 
my  seal  at  L.,  in  the  county  of  M.,  and  State  of  N.,  this  3d  day 
of  May,  A.  D.  1861. 

A.  B.     [seal.] 

In  the  presence  of — 
S.  T. 
R.  D. 

41,  License — Shop  bight. 

In  consideration  of  the  sum  of  fifty  dollars,  to  be  paid  by  the 
firm  of  S.  J.  &  Co.,  of  L.,  in  the  county  of  M.,  State  of  N.,  1  do 
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hereby  license  and  empower  the  said  S.  J.  &  Go.  to  manufaoture 
in  said  L.  [or  other  place  agreed  upon]  the  improvement  in 
cotton-seed  planters,  for  which  letters  patent  of  the  United  States 
No.  71,846  were  granted  to  me  November  18, 1868,  and  to  sell 
the  machines  so  manufactured  throughout  the  United  States,  to 
the  full  end  of  the  term  for  which  said  letters  patent  are  granted. 
Signed  at  L.,  in  the  county  of  M.,  and  State  of  N.,  this  22d 
day  of  April,  1869. 

A.  B. 

42.  License — not  Exclusive — with  Royalty. 

This  agreement,  made  this  12th  day  of  September,  1868, 
between  A.  B.,  of  L.,  in  the  county  of  M.,  and  State  of  N.,  party 
of  the  first  part,  and  0.  D.  &  Co.,  of  O.,  in  the  county  of  E.,  and 
State  of  S.,  party  of  the  second  part,  witnesseth,  that  whereas 
letters  patent  of  the  United  States  No.  67,540,  for  an  improve- 
ment in  horse-rakes  were  granted  to  the  party  of  the  first  part, 
dated  October  4, 1867 ;  and  whereas  the  party  of  the  second  part 
is  desirous  of  manufacturing  horse- rakes,  containing  said  patented 
improvement :  Now,  therefore,  the  parties  have  agreed  as  follows : 

I.  The  party  of  the  first  part  hereby  licenses  and  empowers 
the  party  of  the  second  part  to  manufacture,  subject  to  the  con^ 
ditions  hereinafter  named,  at  their  factory  in  O.,  and  in  no  other 
place  or  places,  to  the  end  of  the  term  for  which  said  letters 
patent  were  granted,  horse-rakes  containing  the  patented  im- 
provements, and  to  sell  the  same  within  the  United  States. 

II.  The  party  of  the  second  part  agrees  to  make  full  and  true 
returns  to  the  party  of  the  first  part,  under  oath,  upon  the  first 
day  of  July  ana  January  in  each  year,  of  all  horse-rakes  contain- 
ing the  patented  improvements  manufactured  by  them. 

III.  The  party  of  the  secx)nd  part  agrees  to  pay  to  the  party  of 
the  first  part  five  dollars  as  a  license-fee  upon  every  horse-rake 
manufactured  by  said  party  of  the  second  part  containing  the 
patented  improvements ;  provided,  that  if  the  said  fee  be  paid 
upon  the  days  provided  herein  for  semi-annual  returns,  or  within 
ten  days  thereafter,  a  discount  of  fifty  per  cent,  shall  be  made 
from  said  fee  for  prompt  payment 

IV.  Upon  a  failure  of  the  party  of  the  second  part  to  make 
returns  or  to  make  payment  of  license-fees,  as  herein  provided, 
for  thirty  days  after  the  days  herein  named,  the  party  of  the  first 
part  may  terminate  this  license  by  serving  a  written  notice  upon 
the  party  of  the  second  part ;  but  the  party  of  the  second  part 
shall  not  thereby  be  discharged  from  any  liability  to  the  party  of 
the  first  part  for  any  license-fees  due  at  the  time  of  the  service  of 
said  notice. 

In  witness  whereof  the  parties  above  named  have  hereunto  set 
their  hands  the  day  and  year  first  above  written,  at  L.,  in  the 
county  of  M.,  and  State  of  N.  .    -d 

0.  D.  &  CO. 
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43.  Application  fob  an  Extension  (by  a  Patentee). 

To  the  Commissioner  of  Patents  : 

Your  petitioner,  A.  B.,  now  residing  at  L.,  in  the  county  of 
M.,  and  state  of  N.,  prays  that  letters  patent  No.  12,841,  for  an 
improvement  in  steam-engines,  granted  to  him  August  17, 1853, 
may  be  extended,  in  pursuance  of  an  act  of  Congress  approved 
January  25,  1878,  a  certified  copy  of  which  is  hereto  annexed. 

Signed  at  L.,  in  the  county  of  M.,  and  State  of  N. 

A.  B. 

[Append  copy.] 

44.  Application  foe  an  Extension  (by  an  Administratob). 

To  the  Commissioner  of  Patents  : 

Your  petitioner,  A.  B.,  of  L.,  in  the  county  of  M.,  and  State 
of  N.,  administrator  of  the  estate  of  0.  D.,  late  of  E.,  in  the 
county  of  S.,  and  State  of  N.,  deceased  (as  by  reference  to  the 
dulv  certified  copy  of  letters  of  administration,  hereto  annexed, 
will  more  fully  appear),  prays  that  letters  patent  No.  12,842,  for 
an  improvement  m  stoves,  granted  to  said  C.  D.,  August  24, 1863, 
may  be  extended,  in  pursuance  of  an  act  of  Congress  approved 
June  1, 1878,  a  certified  copy  of  which  is  hereto  annexea. 

Signed  at  L.,  in  the  county  of  M.,  and  State  of  N. 

A.  B.,  Administrator. 

[Append  copy.] 

46.  Statement  and  Account. 

In  the  matter  of  the  application  of  A.  B.,  of  L.,  county  of  M., 
and  State  of  N.,  executrix  of  the  last  will  and  testament  of 
C.  D.,  late  of  B.,  in  the  county  of  S.,  and  State  of  N.,  deceased, 
for  extension  of  letters  patent  No.  10,817,  granted  to  him 
January  9,  1856,  for  improvements  in  mowing  machines. 

To  the  Com^missioner  of  Patents: 

The  applicant  respectfully  represents  that,  prior  to  obtaining 
the  letters  patent  now  sought  to  be  extended,  the  said  C.  D.  was 
a  farmer ;  that  his  attention  was  called  to  the  subject  of  mowing 
machines  by  the  difficulty  experienced  in  cutting  grass  by  the 
machines  then  in  use ;  that,  axter  numerous  patient  and  costly 
experiments,  he  succeeded  in  perfecting  his  invention  and  in 
obtaining  his  patent.  He  immediately  made  arrangements  to 
manufacture  the  improvement,  and  for  this  purpose  sold  three- 
fottrths  of  his  farm.  He  then,  with  others,  built  a  factory  and 
commenced  operations;  but  two  years  afterward  the  establish- 
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ment  was  destroyed  by  fire,  without  insurance.    In  the  exposure  1 

at  the  fire  C.  D.  contracted  a  disease  which  confined  him  to  the 
house  for  three  years,  when  he  died,  leaving  applicant,  his  execu- 
trix and  widow,  with  a  large  family  and  small  means.  Never- 
thel^,  applicant  made  eveiy  effort  to  indace  manufactnrers  to 
use  the  improvement,  and  at  last  succeeded  in  inducing  the  firm 
of  E.  T.  &  Co.,  of  R.,  in  the  county  of  S.,  and  State  of  N.,  to 
recommence  the  manufacture  of  the  machines.  But  after  four 
years  the  firm  failed,  being  largely  in  debt  to  applicant  for 
royalties.  After  this  it  became  impossible  for  a])piicant  to  do 
anything  with  the  invention.  She  wrote  to  several  manufac- 
turers, and  made  personal  application  to  others,  but  found  them 
unwilling  to  make  arrangements  to  pay  royalties,  or  to  use  the 
invention  in  any  way,  unless  she  would  sell  the  patent,  including 
the  extension,  ior  a  nominal  sum.  She  states,  however,  that  she 
has  at  length  succeeded  in  perfecting  an  agreement  with  G.  H. 
&  Co.,  of  T.,  in  the  county  of  W.,  and  State  of  N.,  conditioned 
upon  the  extension,  wherebv  the  said  firm  agreed  to  manufacture 
the  patented  machines,  and  to  pay  her  a  royalty  of  three  dollars 
upon  each  one  made.  Aside  from  the  interest  so  vested  in  G.  H. 
&  Co.,  the  entire  interest  in  the  extension  remains  vested  in  her, 
and  she  has  made  no  assignment,  contract,  or  agreement  of  any 
kind  for  the  sale  or  assignment  of  the  extended  term  to  any 
person  whatsoever. 

The  following  is  believed  to  be  a  correct  statement  of  receipts 
and  expenditures,  and  is  as  full  as  it  is  possible  to  make  it : 

Eecevpta, 

From  profits  from  business  (for  particulars  of  which 
see  Schedule  A) $1,236  00 

From  royalties  from  E.  T.  &  Co.  (for  details  of  which 
see  Schedule  B) 2,341  50 

From  sale  of  shop-right  to  L.  M 250  00 

Total  receipts $3,827  50 

Expenditures, 
Expense  of  procuring  patent 250  00 

Net  receipts $3,577  50 

The  invention  is  exceedingly  useful,  as  will  be  abundantly 
proved.  The  testimony  will  show  that  it  has  been  introduced 
upon  20,000  mowing  machines,  and  has  increased  the  value  of 
said  machines  not  less  than  three  dollars  each.  It  is  evident, 
therefore,  that  the  public  have  been  greatly  benefited  by  the 
use  of  this  invention ;   while  the  fact  that  C.  D.  invested  his 
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entire  time  and  means  and  finally  loet  his  life  in  the  prosecution 
of  his  invention  is  respectfully  submitted  as  proof  that  he  has 
not  been  adequately  remunerated  for  his  time,  ingenuity,  and 
expense  bestowed  upon  this  invention  and  the  introduction 
thereof  into  use. 

A.  B.,  Executrix. 

46.  Oath  by  an  AppLiOAin  fob  Extension  (Patentee). 

State  of  M.,  County  of  iT.,  88 : 

A.  B.,  the  above-named  applicant,  being  duly  sworn  [or 
affirmed]  deposes  and  says  that  the  foregoing  statement  and 
account  by  him  signed  are  correct  and  true  to  the  best  of  his 
knowledge  and  belief. 

A.B. 

Sworn  to  and  subscribed  before  me  at  L.,  in  said  county,  this 
1st  day  of  November,  A.  D.  1868. 

CD., 

{^Official  title.l 

47.  Oath  by  an  Applicant  for  an  Extension  (Executor). 

« 

State  of  M.,  County  of  iT.,  88 : 

A.  B.,  executor  of  the  last  will  and  testament  of  0.  D.,  de- 
ceased, being  duly  sworn  [or  affirmed],  deposes  and  says  that  the 
foregoing  statement  and  account  by  him  subscribed  are  correct 
and  true,  to  the  best  of  his  information,  knowledge,  and  belief. 

A.  B.,  Executor  J  <&c. 

Sworn  to  and  subscribed  before  me  at  L.,  in  said  county,  this 
SOthday  ofMay,  1869. 

C.  D., 

[OJioial  title,'] 

48.  JReasonb  of  Opposition  to  an  Extension  (by  Individuals). 

In  the  matter  of  the  application  of  A.  B.  for  an  extension  of 
letters  patent  for  improvements  in  sewing-machines.  No. 
12,213,  dated  May  15,  1865. 

To  the  Com/mi88umer  of  Patents : 

We  wish  to  oppose  the  application  above  referred  to,  for  the 
following  reasons,  viz ; 

1.  Applicant  was  not  the  original  and  first  inventor  of  the  im- 

Erovement  claimed   by  him  in  said  letters  patent,  the  same 
aving  been  fully  described  in  the  English  patent  No.  27  of  the 
year  1853. 
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2.  If  said  alleged  mvention  was  ever  made  by  applicant,  which 
we  deny,  it  is  not  useful. 

3.  Said  invention  is  not  valuable  nor  important  to  the  public. 

4.  Applicant  has  been  adequately  remunerated  for  his  time, 
ingenuity,  and  expense  in  originating  and  perfecting  his  alleged 
invention. 

5.  Applicant  has  not  used  due  diligence  in  introducing  his 
alleged  invention  into  general  use. 

6.  Applicant  has  assigned  to  other  parties  all  interest  in  the 
extension ;  and  the  extension,  if  granted,  would  not  be  for  his 
benefit. 

(See  assignment  to  C.  D.,  dated  April  1, 1864;  recorded  June 
2, 1864,  in  liber  J'%  page  217.) 

7.  The  statement  and  account  filed  by  applicant  do  not  present 
a  true  statement  of  his  receipts  and  expenditures. 

E.  F. 
G.  H. 
LK 

Depositions. 

49.  NoTioB  OF  Taking  TESHMomr. 

Boston,  Mass.,  March  29, 1869. 

In  the  matter  of  the  interference  between  the  application  of 
A.  B.  for  a  paper-collar  machine,  and  the  patent  i^o.  25,038, 
granted  December  15, 1868,  to  0.  D.,  now  pending  before  the 
commissioner  of  patents.  t 

Sib:— You  are  hereby  notified  that  on  Wednesday,  March  31, 
1869,  at  the  oflBce  of  E.  F.,  esq..  No.  30  Court  street,  Boston, 
Mass.,  at  nine  o'clock  in  the  forenoon,  I  shall  proceed  to  take  the 
testimony  of  G.  H.,  J.  K.,  and  L.  M.,  all  of  B.,  as  witnesses  in 
my  behalf. 

The  examination  will  continue  from  day  to  day  until  com- 
pleted.    You  are  invited  to  attend  and  cross-examine. 

A.  B., 
By  R.  S. ,  Ai9  AUoTTiey. 

[Place  and  date  of  signing.] 

Proof  of  service. 

State  of  M.,  County  of  N,y  88 : 

Personally  appeared  before  me,  a  justice  of  the  peace  [or  other 
officer],  the  above-named  A.  B.,  who,  being  duly  sworn,  deposes 
and  says  that  he  served  the  above  notice  upon  O.  P.,  the  attorney 
of  the  said  C.  D.,  at  one  o'clock  P.  M.  of  the  30th  day  of  March, 
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1869,  by  leaving  a  copy  at  his  oflSce  in  R.,  in  the  connty  of  S., 
and  8tate  of  N.,  in  charge  of  his  partner,  E.  S. 

A.  B. 
Sworn  to  and  subscribed  before  me  at  L.,  in  the  connty  of  M. 
and  State  of  N.,  this  Slst  day  of  March,  1869. 

E.  F., 
\_Official  title.'] 

[Service  may  be  acknowledged  by  the  party  npon  whom  it  is 
]nade  as  follows : 

Service  of  the  above  notice  acknowledged  this  30th  of  March, 
1869. 

C.  D., 
By  E.  F.,  hid  Attorney.'] 

50.  Form  of  Deposition. 

Before  the  commissioner  of  patents,  in  the  matter  of  the  inter- 
ference between  the  application  of  A.  B.  for  a  paper-collar 
machine  and  letters  patent  No.  85,038,  granted  December  15, 
1868,  to  C.  D. 

Depositions  of  witnesses  examined  on  behalf  of  A.  B.,  pursuant 
to  the  annexed  notice,  at  the  office  of  E.  F.,  No.  30  Court 
street,  Boston,  Mass.,  on  Wednesday,  March  31, 1869.  Present, 
S.  T.,  esq.,  on  behalf  of  A.  B.,  and  V.  W.,  esq.,  on  behalf  of 
CD. 

G.  H.,  being  duly  sworn  [or  affirmed],  doth  depose  and  say,  in 
answer  to  interrogatories  proposed  to  him  by  S..T.,  esq.,  counsel 
for  A.  B.,  as  follows,  to  wit : 

Question  1.  What  is  your  name,  age,  residence,  and  occupation  ? 

Answer  1.  Mjname  is  G.  H. ;  1  am  forty-three  years  of  age  ; 
I  am  a  manufacturer  of  paper  collars,  and  reside  at  C,  in  the 
State  of  M. 

Question  2,  &c.  ***** 

And  in  answer  to  cross-interrogatories  proposed  to  him  by 

V.  W.,  esq.,  counsel  Jor  C.  D.,  he  saith : 

~~       '        "  known  A.  B.  ? 

♦  * 


Cross-question  1.  How  long  have  you 
Answer  1.  *  *  * 


G.  H# 

51,  Certificate  of  Officer. 

(To  follow  deposition.) 

State  of  M.,  County  of  If,^  ss : 

I,  A.  B.,  a  notary  public  within  and  for  the  county  of  M.,  and 
State  of  N.  [or  other  officer,  as  the  case  may  be],  do  hereby 
certify  that  the  foregoing  deposition  of  C.  D.  was  [or  depositions 
39 
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of  0.  D.,  E.  F.,  &C.5  were]  taken  on  behalf  of  G.  H.,  in  ptirBnance  of 

the  notice  hereto  annexed,  before  me  at ,  in  the  city  [or  town, 

&c.]  of  K.,  in  said  connty,  on  the day  [or  days]  of  Angust, 

1879 ;  that  said  witness  [or  each  of  said  witnesses]  was  by  me 
duly  sworn  before  the  commencement  of  his  testimony ;  that  the 
testimony  of  said  witness  [or  each  of  said  witnesses]  was  written 
out  by  myself  [or  by  O.  P.  in  my  presence] ;  that  the  opposing 
party,  X.  Y.,  was  present  [or  absent]  during  the  taking  said 
testimony,  that  said  testimony  was  taken  at ,  and  was  com- 
menced at  9  o'clock  A.  M.,  on  the  21st  of  August,  1879,  was 
continued  pursuant  to  adjournment  on  tlie  22d,  23d,  [&&],  and 
was  concluded  on  the  28th  of  said  month ;  that  I  am  not  con- 
nected by  blood  or  marriage  with  either  of  said  parties,  nor 
interested  directly  or  indirectly  in  the  matter  in  controversy. 
In  testimony  whereof  I  have  hereunto  set  my  hand  and  affixed 

my  seal  of  office,  at ,  in  said  county,  this  1st  day  of  September, 

1879. 

S.  T. 
[Official  tiileJ\ 

The  magistrate  will  then  append  to  the  deposition  the  notice 
under  which  it  was  taken,  and  will  seal  up  the  testimony,  and 
direct  it  to  the  commissioner  of  patents,  placing  upon  the  envelope 
a  certificate,  in  substance  as  follows : 

I  hereby  certify  that  the  within  deposition  of  G.  H.  [if  the 
package  contains  more  than  one  deposition  give  all  the  names], 
relating  to  the  matter  of  interference  between  A.  B.  and  O.  D., 
was.  taken,  sealed  up,  and  addressed  to  the  commissioner  of  pat- 
ents by  me  this  26th  day  of  April,  A.  D.  1S69. 

E.  F., 
[OfficicU  title.'] 

52.  Letter  of  Advice  fob  Registration  of  Trade-mark. 

To  the  Commissioner  of  Patents  : 

The  undersigned  presents  herewith  a  fac-simile  of  his  lawful 
trade-mark,  and  requests  that  the  same,  together  with  the  accom- 
panying statement  and  declaration,  may  be  registered  in  the 
United  States  Patent  Office  in  accordance  with  the  law  in  such 
cases  made  and  provided. 

A.  B. 

STATEMENT. 

To  all  whom  it  may  concern : 
Be  it  known  that  I,  A.  B.,*  a  citizen  of  the  United  States  resid- 

*  The  first  paragraph  of  the  statement  should  be  modified  to  conform  to  the 
circumstances  of  each  applicant.  If  a  firm,  the  domicile  and  place  of  business  are 
required  ;  if  a  corporation,  under  what  State  or  other  laws  mcorporated,  where 
located  and  place  of  business ;  if  a  person  not  an  American  citizen,  of  what 
country  he  is  a  citizen  [or  subject,  as  the  case  may  be],  &c. 
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ing  at ,  in  the  county  of ,  and  State  of ,  and 

doing  business  at ,  have  adopted  for  my  use  a  trade-mark 

for [as  the  case  may  be]  of  which  the  following  is  a  full, 

clear,  and  exact  specification : 

My  trade-mark  consists  of  the  letters  and  words  [or  arbitrary 

symbols,  as  the  case  may  be] .    These  have  generally  been 

airanged  as  shown  in  the  accompanying  fac-simile.  [Here  give  a 
full  description  of  the  fchc-si/mile^  i/aclvding  dU  its  features^\ 
feut may  be  omitted  and changed  at  pleasure  with- 
out materially  altering  the  character  of  my  trade-mark,  the  essen- 
tial features  of  which  are . 

This  trade-mark  I  have  used  continuously  in  my  business  since 
.,  18—. 


The  class  of  merchandise  to  which  this  trade-mark  is  appropri- 
ated is ,  and  the  particular  description  of  goods  comprised 

in   such   class  on  which  I  use  the  said  trade- mark  is *. 

It  has  been  my  practice  to  \heTe  state  fully  the  manner  of  apply- 
ing it  to  the  goods']  \pr  the  packages  containing  them]. 

A.  B. 
Witnesses : 

CD. 
K  F. 

DECLARATION. 

State  of ,  County  of ,  ss. 

A.  B.,  being  duly  sworn,  deposes  and  savs  that  he  is  the  appli- 
cant named  in  the  foregoing  statement ;  that  he  verily  believes 
that  the  foregoing  statement  is  true ;  that  he  has  at  this  time  a 
right  to  the  use  of  the  trade-mark  therein  described  ;  that  no  other 
person,  firm  or  corporation  has  the  right  to  such  use  either  in  the 
identical  form  or  in  any  such  near  resemblance  thereto  as  might 
be  calculated  to  deceive ;  that  it  is  used  by  him  in  commerce  with 

foreign  nations  or  Indian  tribes,  and  particularly  with [here 

name  one  or  more  foreign  nations  or  Indian  tribes,  or  both,  as  the 
case  may  be] ;  and  that  the  description  and  fac-similes  presented 
for  record  truly  represents  the  trade-mark  sought  to  be  registered. 

A.  B. 

Sworn  and  subscribed  before  me,  a ,  this day  of , 

18—. 

G.  H., «/.  x^. 

If  the  application  is  made  by  a  finn  or  corporation,  this  declara- 
tion should  be  modified  accordingly. 

*  The  description  of  the  goods  on  which  the  trade-mark  is  used  should  be  in  the 
same  language  in  the  first  and  last  paragraphs  of  the  statement. 
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Form  of  Application   for  Registration  of  Prints  and 

Labels* 

[Making  neceBsary  changes  to  suit  each  case.] 

53.  Fob  an  Individual. 

To  the  Commissioner  of  Patents : 

The  underBigned,  A.  B.,  of  the  city  of  Brooklyn,  county  of 
Kings,  and  State  of  New  York,  a  citizen  of  the  United  States  [or 
resiaent  therein,  as  the  case  may  be],  hereby  furnishes  five  copies 

of  a  label  [or  print,  as  the  case  may  be],  to  be  used  for ,  of 

which  he  is  the  sole  proprietor.     The  title  of  said  label  [or  print] 

ig ^  and  the  said  label  [or  print]  consists  of  the  words  and 

figures  as  follows,  to  wit: [Description.] 

And  he  hereby  reauests  that  the  said  print  [or  label]  be  regis- 
tered in  the  Patent  Ofiice  in  accordance  with  the  act  of  Congress 
to  that  effect,  approved  June  18, 1874. 


Brooklyn,  N.  Y.,  August  1,  1874. 


54.  Foe  a  Corporation. 


Proprietor, 


To  the  Commissioner  of  Patents : 

The  applicant,  a  corporation  created  by  authority  of  the  laws 
of  the  State  of  New  York  [or  other  authority,  as  the  case  may  be], 

and  doing  business  at ,  in  said  State,  hereby  furnishes 

five  copies  of  a  label  [or  print,  as  the  case  may  be],  to  be  used  for 

,  of  which  it  is  the  sole  proprietor.     The  title  of  said  print 

is ,  and  the  said  label  consists  of  the  words  and  figures  as 

follows,  to  wit : [Description.] 

And  it  is  hereby  requested  that  the  said  label  [or  print]  be 
registered  in  the  Jratent  Office,  in  accordance  witli  the  act  of 
Congress  to  that  effect,  approved  June  18,  1874. 

[l.  s.]  Witness  the  seal^of  said  corporation  at , ,1874. 

President  [or  other  officer,] 


55.  4sslKnnient  of  Copyright. 

This  indenture,  made  this  day  of  ,  187  ,  between  , 
of  ,  in  the  State  of        ,  of  the  first  part,  and         ,  of        , 

in  the  State  of        ,  of  the  second  part. 

Whereas  the  said  has  written  and  compiled  a  book  entitled 

,  for  which  he  obtained  a  copyright  on  the         day  of  , 

187  . 
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Now,  this  indenture  witneeeeth  that  the  said  ,  for  and  in 

consideration  of  the  sam  of  dollars,  to  him  in  hand  paid  by 

the  said  ,  the  receipt  whereof  is  hereby  acknowledged,  has 

bargained,  sold,  and  assigned,  and  by  these  presents  doth  bargain, 
sell,  and  assign  unto  the  said  ,  all  the  said  book,  and  all  copy- 
right, title,  interest,  property,  claim  and  demand  of,  in  and  to  the 
same,  to  have  and  to  hold  the  said  book,  copyright,  and  all  the 
profit,  benefit  and  advantage  that  shall  or  may  arise  by  and  from 
printing,  reprintiug,  publishing  and  vending  the  same,  unto  the 
said,       ,  his  heirs,  executors,  administrators  and  assigns,  forever. 

In  witness  whereof,  the  said  party  of  the  first  part  hath 
hereunto  set  his  hand  and  seal,  the  day  and  year  first  above 
written. 
Signed,  sealed  and  delivered  )  [seal.] 

in  the  presence  of         .      ) 


56.    I>eclaratioii  in   Case  for  the  Infringement  of  a 

Patent. 

To  answer  to  A.  of  B.,  in  the  county  of  S.,  in  the  district  of 
,  manufactnrer,  in  a  plea  of  trespass  on  the  case,  for  that 
the  plaintiff  was  the  original  and  first  inventor  [or  discoverer]  of 
a  certain  new  and  useful  art  [machine,  manufacture,  composition 
of  matter,  or  improvement  on  any  art,  machine,  &c.,  taking  the 
words  of  the  statute  most  applicable  to  the  subject  of  the  inven- 
tion] in  the  letters  patent  hereinafter  mentioned  and  fully  de- 
scribed, the  same  being  a  new  and  useful  [here  insert  the  title  or 
description  given  in  the  letters  patent],  which  was  not  known  or 
used  before  nis  said  invention  [or  discovery],  and  which  was  not, 
at  the  time  of  his  application  for  a  patent  as  hereinafter  mentioned, 
in  public  use  or  on  sale  with  his  consent  or  allowance;  and  the 
plamtiff  being  so,  as  aforesaid,  the  inventor  [or  discoverer]  thereof, 
and  being  also  a  citizen  of  the  United  States  [if  the  fact  is  so],  on 
the  day  of  [here  insert  the  date  of  the  patent],  upon  due 

application  therefor,  did  obtain  certain  letters  jpatent  therefor  in 
due  form  of  law  under  the  seal  of  the  patent  omce  of  the  United 
States,  signed  by  the  Secretary  of  State  and  countersigned  by  the 
Commissioner  of  Patents  of  the  United  States,  bearing  date  the 
day  and  year  aforesaid,  whereby  there  was  secured  to  him,  his 
heirs,  administrators,  executors  or  assigns,  for  the  term  of  four- 
teen years  from  and  after  the  date  of  the  patent,  the  full  and  ex- 
clusive right  and  liberty  of  making,  using  and  vending  to  others 
to  be  used,  the  said  invention  [machine,  improvement  or  dis- 
covery] as  by  the  said  letters  patent,  in  court  to  be  produced,  will 
fully  appear.  And  the  plaintiff  further  says,  that  from  the  time 
of  the  granting  to  him  of  the  said  letters  patent,  hitherto,  he  has 
made,  used  and  vended  to  others  to  be  used  [or  he  has  made,  or^ 
has  used,  (?r,  has  vended  to  others  to  be  used,  as  the  case  may  be] 
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the  said  invention  [machine,  improvement  or  discovery]  to  his 
great  advantage  and  profit  [or  if  he  has  not  made,  need  or  vended, 
then,  instead  of  the  above  averments,  maybe  enbstitued  after  the 
word  "hitherto,"  "the  said  exclusive  right  has  been  and  now  is  of 
great  value  to  him,  to  wit,  of  the  value  of  $        ]." 

Yet  the  said  D.,  well  knowing  the  premises,  but  continuing  to 
injure  the  plaintiff,  did,  on  the  [some  dav  after  the  date  of  th» 
patent],  and  at  divers  times  before  and  afterwards,  during  the  said 
term  of  fourteen  years  mentioned  in  said  letters  patent,  and  be- 
fore the  purchase  of  this  writ,  at  C,  in  the  county  of  M.,  in  said 
district  of  ,  unlawfully  and  wrongftilly,  and  without  the  con- 
sent or  allowance,  and  against  the  will  of  the  plaintiff,  make  [nee 
and  vend  to  others  to  be  used,  or  did  make,  or  did  use,  or  did 
vend  to  others  to  be  used,  as  the  case  may  be]  the  said  inven- 
tion [machine,  improvement  or  discovery]  in  violation  and  in- 
fringement of  the  exclusive  right  so  secured  to  the  plaintiff  by 
said  letters  patent  as  aforesaid,  and  contrary  to  the  form  of  the 
statute  erf  the  United  States,  in  such  case  made  and  provided, 
whereby  the  plaintiff  has  been  greatly  injured  and  deprived  of 
great  profits  and  advantages  which  he  might  and  otherwise  would 
nave  derived  from  said  invention,  and  has  sustained  actual  dam- 
age to  the  amount  of  $  ,  and  by  force  of  the  statute  afore> 
said,  an  action  has  accrued  to  him  to  recover  the  said  actual  dam- 
age^ and  such  additional  amount,  not  exceeding  in  the  whole  three 
times  the  amount  of  such  actual  damages,  as  the  court  may  see 
fit  to  order  and  adjudge,  yet  the  said  D.,  though  requested,  has 
never  paid  the  same  or  any  part  thereof  to  the  plaintiff,  but  hath 
refused,  and  yet  refuses  so  to  do. 


57.  I>eelaraiion  Where  There  i»  an  Assigninent. 

To  answer  unto  H.  L.,  a  citizen  of  the  same  State,  in  a  plea  of 
trespass  on  the  case,  &c.  And  thereupon  the  said  H.  L.,  plaintiff 
in  this  action,  by  W.  S.,  his  attorney,  complains,  for  that  whereas, 
heretofore,  to  wit,  on  the  day  of  ,  in  the  year  , 

at  the  district  of  aforesaid,  a  certain  J.  N".,  of  ,  in  the 

State  of  ,  a  citizen  of  the  United  States,  being  the  original 

and  first  inventor  of  a  new  and  useful  improvement  in  dredging 
niachines  not  known  or  used  before  his  said  invention  or  discov- 
ery, and  not  at  the  time  of  his  application  hereinafter  mentioned 
for  a  patent,  in  public  use  or  on  sale  with  his  consent  and  allow- 
ance, did  duly  apply  for  and  there  was  duly  granted  to  the  said  J. 
N.,  letters  patent  of  the  said  United  States,  bearing  date  the  day 
and  year  aforesaid,  signed  by  C.  B.  S.,  then  Secretary  of  the  Inte- 
rior of  thesaid  UniteaState8,and countersigned  by  D.  P.  H., then 
the  Commissioner  of  Patents  of  the  said  United  States,  and  sealed 
with  the  seal  of  the  patent  office  of  the  said  United  States,  grant- 
ing according  to  law :  to  the  said  J.  N.,  his  heirs,  administrators, 
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or  assigns,  for  the  term  of  seventeen  years  from  the  said  day 
of  ,  in  the  year  aforesaid,  the  full  and  exclusive  liberty  of 

making,  ecmstructing,  using,  and  vending  to  others  to  be  used,  the 
said  new  and  useful  improvement  in  dredging  machines,  to  wit,  at 
the  district  aforesaid,  as  by  the  said  letters  patent,  reference  there- 
to being  had,  will,  among  other  things,  more  fully  and  at  large 
appear,  and  which  said  letters  patent  the  said  plaintiff  now  brings 
here  into  court,  and  which  said  letters  patent  are  duly  recorded  m 
the  patent  ofSce  aforesaid,  and  whereas  also  the  said  J.  N.  after^ 
wards,  to  wit  day  of  ,  in  the  year  ,  and  while  the  said 
letters  patent  were  still  in  force  and  unexpired,  to  wit,  at  the  dis- 
trict aforesaid,  by  a  certain  power  of  attorney  in  that  behalf,  under 
his  hand  and  seal,  having  date  the  day  and  year  last  aforesaid,  did 
make,  constitute  and  appoint  T.  S.  of  ,  in  the  State  of  , 
his  lawful  agent  in  his  behalf,  to  sell  to  any  person  whomsoever 
in  the  said  United  States,  the  right  to  manufacture,  construct,  sell 
or  use  the  said  new  and  useful  improvement  in  dredging  machines, 
which  said  power  of  attorney,  afterwards  to  wit,  on  the  day 

of  ,  in  the  year  ,  was  duly  recorded  in  the  said  patent 

office,  to  wit,  at  the  district  aforesaid,  and  which  the  said  plaintiff 
now  brings  here  into  court,  and  whereas,  also,  afterwards  to  wit, 
on  the  day  of  ,  in  the  year  ,  and  while  the  said 

letters  patent  were  still  in  force  and  unexpired,  and  the  said  power 
of  attorney  was  still  in  force  and  unrevoked,  to  wit,  at  the  dis- 
trict aforesaid,  the  said  J.  N.,  by  his  sealed  assignment  in  due  form 
of  law,  by  and  through  the  said  T.  S.,  his  agent  as  aforesaid,  bear- 
ing date  the  day  and  year  last  aforesaid,  and  which  the  said 
plaintiff  now  brings  here  into  court,  for  the  consideration  therein 
mentioned,  did,  among  other  things,  assign,  transfer  and  set  over 
unto  the  said  plaintiff  H.  L.,  his  executors,  administrators  and 
assigns,  all  the  right,  title,  interest,  property,  claim  and  demand 
which  he  the  said  J.  N.  had  in  the  invention  and  improvement  as 
secured  to  him  by  the  said  letters  patent,  for,  to  and  in  the  State 
of  Virginia  and  the  District  of  Columbia,  with  full,  entire  and 
complete  right  to  manufacture,  construct,  sell  and  use  the  said 
improvement  in  dredging  machines  in  and  for  the  said  State  of 
Virginia  and  the  District  of  Columbia,  the  same  to  be  held  and 
enjoyed  by  the  said  plaintiff  for  his  own  use  and  behoof,  and  for 
the  use  and  behoof  of  his  legal  representatives,  for  and  to  the  full 
end  of  the  term  for  which  said  letters  patent  were  or  might  be 
granted,  as  fully  and  entirely  as  the  same  would  have  been  held 
and  enjoyed  by  the  said  J.  N.,  had  the  said  assignment  and  sale 
not  been  made,  which  said  assignment,  afterwards,  to  wit,  on  the 
day  of  ,  in  the  year  ,  was  duly  recorded  in  the 

said  patent  office,  to  wit,  at  the  district  aforesaid.     And  the 

said  plaintiff  in  fact  saith,  that  the  said  assignment  in  and  for  the 
said  otate  of  Virginia,  was,  at  the  time  of  said  assignment,  and 
from  thence  hitherto  has  been,  and  still  is,  at  the  commencement 
of  this  suit,  of  great  value  to  him  the  said  plaintiff,  to  wit,  of  the 
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value  of  $  ,  to  wit,  at  the  district  aforesaid.    Yet  the 

defendant  well  knowing  the  premises,  but  contriving  and  wrong- 
fully and  injuriously  intending  to  injure  the  said  plaintiff,  and  to 
deprive  him  of  the  benefit,  profits  and  advantages  which  he 
might  and  otherwise  would  have  derived  from  manufacturisg, 
making,  using  and  selling  the  said  new  and  useful  improvement 
and  invention  in  the  State  of  Virginia  aforesaid,  after  the  making 
of  said  letters  patent,  and  of  the  said  power  of  attorney,  and  of 
the  assignment  aforesaid,  to  wit,  on  the  day  of  ,  in  the 

year  ,  and  on  divers  other  days  and  times  between  that  day 

and  the  day  of  the  commencement  of  this  suit,  to  wit,  at  the 
district  aforesaid,  within  the  term  of  years  in  the  said  letters  pat- 
ent mentioned,  and  while  the  said  letters  patent  and  the  said 
assignment  to  the  said  plaintiff  were  both  in  force  and  unexpired, 
unlawfully,  unjustly,  withont  the  leave  or  license  and  against  the 
will  of  the  said  plaintiff,  did  within  the  State  of  Virginia  afore- 
said, use  the  said  new  and  useful  improvement  in  dredging  ma- 
chines, in  divers,  to  wit,  five  other  dredging  machines,  in  violation 
of  the  said  letters  patent  and  of  the  rignts  of  the  said  plaintiff  as 
such  assignee  as  aforesaid,  and  thereby  the  said  plaintiff  has  been 

freatly  injured  and  deprived  of  great  part,  of  great  value,  to  wit, 
,  of  the  benefits,  profits  and  advantages  which  he  might  and 
otherwise  would  have  acquired  and  had  as  such  assignee  as  afore- 
said, to  wit,  at  the  district  aforesaid,  to  the  damage  of  the 
said  plaintiff  $        ,  and  therefore  he  brings  his  suit,  &e. 


58.  Plea  of  General  Issue  with  Notice. 

The  said  defendant,  by  ,  his  attorney,  comes  and  defends 

the  force  and  injury,  &c.,  and  says  he  is  not  guilty  of  the  trespass 
specified  in  the  said  plaintifi'^s  declaration  in  manner  and  form  as 
the  said  plaintiff  hatn  above  thereof  complained,  &c.,  and  of  this 
the  said  defendant  puts  himself  on  the  country. 

And  the  said  defendant  files  herewith,  in  compliance  with  the 
exigency  of  the  statute  in  such  case  made  and  provided,  the  fol- 
lowing notice  in  writing  of  special  matters  of  defence  intended  to 
be  relied  on  by  the  defendant  at  the  trial  of  this  cause. 

To  ,  Attorney  for  the  plaintiff  in  the  above  cause : 

Take  notice,  that  the  defendant,  under  the  general  issue,  will 
give  in  evidence  at  the  trial  of  this  cause,  the  following  matter  to 
wit: 

1.  That  the  patentee  was  not  the  original  and  first  inventor  or 
discoverer  of  the  thing  patented  to  him  by  the  United  States,  and 
described  in  the  patent  in  the  declaration  mentioned,  but  that  the 
said  alleged  invention  of  said  plaintiff  was  described  anterior  to 
the  supposed  discovery  thereof  by  the  said  plaintiff  in  the  specifi- 
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cation  of  the  following  English  patents,  viz:  [Here  insert  name 
of  patentee  and  number  and  date  of  patent.] 

Also,  that  the  thing  patented,  or  a  substantial  part  thereof, 
claimed  as  new,  was  described  anterior  to  the  supposed  discovery 
thereof  bj  the  plaintiff  in  the  following  public  works,  viz :  [Here 
insert  the  title  of  the  work  and  give  the  number  of  the  volume 
and  the  page. 

2.  And  the  said  defendant  will  offer  in  evidence  various  facts 
tending  to  prove  that  the  said  plaintiff' surreptitiously  and  unjustly 
obtained  said  patent  for  that  which  was  in  fact  invented  or  dis- 
covered by  ,  of  the  town  of  ,  in  the  State  of  ,  who 
was  then  using  reasonable  diligence  in  adapting  and  perfecting 
his  said  invention  or  discovery. 

59.  Supplemeutal  If  otlee. 

Sir  :  In  addition  to  the  public  works  specified  in  a  notice  of 
special  matter  intended  to  oe  relied  on  at  the  trial  of  the  above 
cause,  and  served  on  you  on  the  day  of  ,18    ,  you  are 

hereby  notified  that  the  following  public  works,  viz. :  [Here  in- 
sert as  in  original  notice]  will  also  be  relied  on  for  the  purpose 
of  proving  that  the  said  plaintiff*  was  not  the  original  and  first  in- 
ventor of  that  for  which  he  obtained  the  patent  mentioned  in  the 
declaration,  and  that  the  thing  so  patentee,  or  a  material  and  sub- 
stantial part  thereof  claimed  as  new,  was  described  anterior  to  the 
supposed  discovery  thereof  by  the  said  plaintiff  in  the  said  public 
worif,  and  which  was  published  in  the  year  18     . 

-A  tty.  for  Defeixdant, 

To , , 

Atiy.for  Plaintiff, 

60.    Bill  to  Restrain  Infringement  of  Patent. 

To  the  Honorable  the  Justices  of  the  Circuit  Court  of  the  United 
States  for  the  Circuit  vnthin  and  for  the  District 

of 

IN  EQUITY. 

M.  M.,  Executrix  of  the  last  will  and  testament  of  J.  M.  and 
R.  G.  E.,  of  the  and  county  of  State  of  ,  citizen 

of  the  United  States,  bring  this  their  bill  against  ,  of  the 

of  ,  county  of  ,  State  of 

And  thereupon  your  orators  complain  and  say,  that  heretofore, 
and  before  the  of  >  18    ,  the  said  J.  M.  and  R.  G.  E., 

being  then  citizens  of  the  United  States,  were  the  true,  original 
and  nrst  inventors  or  discoverers  of  a  certain  new  and  useful  in- 
vention, to  wit,  an  improved  machine  for  sawing  thin  boards,  &c., 
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and  that  the  said  invention  was  not  known  or  used  by  others  be- 
fore their  invention  or  discovery  thereof,  and  was  not  at  the  time 
of  the  application  for  letters  patent  therefor  in  public  use  or  on 
sale  with  the  consent  or  allowance  of  the  said  J.  M.  and  said  R.  G. 
E.,  as  the  inventors  or  discoverers  thereof,  contrary  to  the  provi- 
sions of  the  statutes  of  the  United  States  in  such  case  mado  and 
provided. 

That,  being  such  inventors,  the  said  J.  M.  and  said  R.  O.  E. 
made  application  in  writing  to  the  Commissioner  of  Patents  of  the 
United  States,  for  the  granting  of  letters  patent  for  said  invention, 
and  accompanied  the  same  with  a  written  description  of  the  said 
invention  or  discovery,  and  the  manner  and  process  of  making  and 
using  the  same,  in  such  full,  clear  and  exact  terms  as  to  enable  any 
person  skilled  in  the  art  or  science  to  which  the  said  invention  or 
discovery  appertains,  or  with  which  it  is  most  nearly  connected,  to 
make  and  use  the  same,  and  with  a  specification  of  the  parts  and 
improvements  and  combinations  which  they  claimed  as  theirinven- 
tion,  and  with  drawings  and  models  and  written  references  ex- 
plaining the  said  invention  or  discovery,  and  explaining  the 
principle  and  mode  in  which  they  contemplated  the  application 
of  the  principle  by  which  it  might,  be  distinguished  from  other 
inventions ;  which  said  description  was  signed  by  the  said  J.  M. 
and  said  R.  O.  E.,  and  attested  by  two  witnesses,  and  filed  in  the 
patent  oflice. 

That  the  said  J.  M.  and  said  R.  G.  E.  made  oath  that  they 
verily  believed  that  they  then  were  the  original  and  first  inventors 
or  discoverers  of  the  invention  or  discovery,  for  which  they  then 
solicited  a  patent,  and  that  they  did  not  know  or  believe  that  the 
same  was  ever  before  known  or  used ;  and  also  that,  that  they 
then  were  citizens  of  the  United  States. 

And  the  said  J.  M.  and  said  R.  G.  E.,  at  the  same  time  paid 
into  the  treasury  of  the  United  States  the  sum  of  thirty  dollars, 
and  received  a  receipt  therefor,  and  then  and  there  also  duly  com- 
plied in  all  other  respects  with  all  the  necessary  conditions  and 
requirements  of  the  statutes  of  the  United  States  in  such  case 
made  and  provided,  prior  to  the  granting  of  the  letters  patent 
liereinafter  mentioned. 

That  on  the  day  of  j  18  ,  letters  patent  of  the  United 
States,  bearing  date  on  that  day  were  issued  to  the  said  J.  M.  and 
said  R.  G.  E.,  according  to  law,  whereby  there  was  granted  to 
them,  their  heirs,  executors,  administrators  or  assigns,  for  the 
term  of  fourteen  years,  from  the  day  of  ,18      ,  the 

full  and  exclusive  right  and  liberty  of  making,  constructing,  using 
and  vending  to  others  to  be  used,  the  invention  or  discovery 
aforesaid,  a  description  whereof  was  given  in  the  words  of  the 
said  J.  M.  and  said  R.  G.  E.  in  the  said  schedule  annexed  to  the 
said  letters  patent,  and  was  made  part  of  the  same. 

And  the  said  letters  patent  were  issued  in  the  name  of  the 
United  States  of  America,  and  were  sealed  with  the  seal  of  the 
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patent  office  of  the  United  States^  and  were  signed  by  the  Sec- 
retary of  the  Interior,  and  were  countersigned  by  the  Comipis- 
Bioner  of  Patents,  and  were  numbered  10965,  and  were  issued 
and  delivered  to  the  said  J.  M.  and  R.  O.  E. 

That  thereupon  after  the  issuing  of  the  said  letters  patent  as 
aforesaid,  the  said  J.  M.  and  said  R.  G.  E.  put  the  said  invention 
into  use,  by  making,  using  and  vending  the  same  to  others,  and 
licensing  lai^e  numbers  of  such  machines. 

And  your  orators  pray,  that  said  letters  patent,  and  the  sched- 
ule annexed  thereto,  as  aforesaid,  may  be  deemed  and  taken  as 
part  of  their  bill,  and  to  the  originals  of  which,  or  a  duly  authen- 
ticated copy  thereof,  now  in  your  orators'  possession  and  ready  to 
be  produced,  they  crave  leave  to  refer. 

And  your  orators  further  show,  that  on  the  day  of  , 

18  ,  on  the  application  of  the  said  J.  M.  and  said  R  G.  E., 
they  having  then  and  there  duly  complied  in  all  respects  with 
the  provisions  of  the  statutes  in  such  case  made  and  provided,  and 
paid  the  fees  required  by  law,  the  said  letters  patent  were  ex- 
tended for  the  term  of  seven  years  from  the  day  of  , 
18      ,  pursuant  to  the  statute  in  such  case  made  and  provided. 

And  your  orators  further  show,  that  since  the  obtaining  of  said 
extension  of  said  letters  patent,  the  said  J.  M.  has  died,  leaving  a 
will,  whereby  he  appointed  the  said  M.  M.,  who  is  the  widow  of 
said  J.  M.,  deceased,  his  sole  executrix,  and  the  said  M.  M.  has 
duly  qualified  as  said  executrix. 

And  your  orators  furtlier  show,  that  prior  to  the  commence- 
ment of  this  present  suit,  your  orators  duly  filed  in  the  patent 
office  of  the  tJnited  States  a  disclaimer  of  the  part  of  the  first 
claim  of  said  letters  patent,  to  which  said  disclaimer  your  orators 
crave  leave  to  refer. 

And  your  orators  further  show,  that  said  letters  patent  have 
been  in  controversy  before  the  Circuit  Court  of  the  United  States 
for  the  District  of  ,  in  various  actions  and  suits  at 

law  and  in  equity  founded  thereon,  viz. :  1st.  One  action  at  law 
wherein  and  were  plaintiffs,  and  and 

were  defendants.     2d.    One  suit  in  equity,  wherein  and 

,  executrix,  were  complainants,  and  and  were 

defendants.  That  said  first  mentioned  action  at  law  came  on  for 
trial  before  the  Honorable  and  a  jury,  at  the  term  of 

said  Circuit  Court,  in  the  year  18  .  Said  defendants  were  rep- 
resented by  counsel,  and  vigorously  contested  said  action,  denied 
infringement  of  said  letters  patent,  and  denied  the  novelty  of 
the  invention  therein  described,  and  attempted  to  prove  that  the 
said  invention  had  been  previously  known  to  be  used  by 
and 

That  nevertheless  the  said  jury  rendered  a  verdict  in  favor  of 
the  said  plaintiffs  upon  all  the  issues  in  said  action,  and  sustained 
the  validity  of  said  letters  patent,  and  the  charge  of  the  infringe- 
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ment  thereof,  and  assessed  the  plaintiffs'  damages  at  the  sum  of 
five  thousand  dollars. 

That  said  suit  in  equity  came  on  for  hearing  before  the  Honor- 
able ,  at  the  term  of  said  Circuit  Court  in  the  year 
18      ,  the  said  defendants  respectively  denying  infringement  of 
said  letters  patent,  and  also  denying  the  novelty  of  the  inventione 
therein  described,  and  setting  up  various  and  separate  defences 
thereto,  contending  that  the  same  had  been  previously  known  to 
and  used  by  C.  T.  at  Troy,  Batestown  and  Cohoes,  New  York, 
I.  S.  at  New  York,  J.  L.  N.  at  Yonkers  and  New  York,  D.  D. 
at  Albany,  J.  H.,  H.  McC,  and  J.  M.  at  Cohoes,  C.  M.  W.  at 
Franklin,  Mass.,  G.  W.  C.  at  Franklin,  Mass.,  A.  M.  at  Frank- 
lin, Mass.,  W.  R.  at  Franklin,  Mass.,  E.  W.  R.  at  New  York,  A. 
B.  at  Hillsborough,  New  Hampshire,  G.  H.  at  Brooklyn,  New 
York,  J.  B.  G.  at  the  city  of  New  York,  R.  D.  at  the  city  of 
New  York,  and  H.  J.  N.  at  the  City  of  New  York,  and  had  been 
described  in  a  certain  printed  publication  called  ,  published 
in  London,  18      ,  at  vol.  2,  pages  804  to  816,  and  in  letters  pat- 
ent of  the  United  States,  to  Jr.  C.  dated               ,  18      ,   and 
,  and  in  letters  patent  of  the  Kingdom  of  Great  Britain, 
to  A.  E.  L.  B.,  dated             ,  18      ,  sealed              ,  18     ,  and  in 
letters  patent  of  the  United  States  to  M.  A.  and  J.  S.,  dated 
,  18    . 

The  said  suits  were  argued  by  counsel  at  said  term ;  and 
thereupon,  upon  consideration  thereof,  decisions  were  rendered 
in  said  several  suits,  decreeing  that  said  letters  patent  were  valid, 
and  that  the  defendants  had  severally  infringed  the  same,  and 
directing  perpetual  injunctions  and  accounts  of  profits. 

And  your  orators  have  ever  since  the  date  of  the  said  letters- 
patent,  been  and  now  are  entitled  to  all  the  rights,  interests  and 
privileges  thereby  secured  unto  them  in  and  to  the  said  invention 
or  discovery,  in  tne  said  letters  patent,  and  assignments  and  ex- 
tension particularly  set  forth,  and  are,  and  ever  since  the  date 
thereof  nave  been  entitled  to  the  exclusive  use  of  the  said  inven> 
tion  and  improvement. 

And  your  orators  further  show  unto  your  honors,  that  the  said 
invention  or  discovery  so  patented,  aforesaid,  unto  the  said  J.  M. 
and  the  said  R.  G.  £.,  is  of  very  great  ntility ;  and  that  the  same 
has  been  extensively  introduced  into  public  use,  and  that  the  pub- 
lic have  generally  acquiesced  in  your  orators'  exclusive  right  to 
the  same ;  and  your  orators  would,  but  for  the  wrongful  acts  the 
said  defendant  and  others  acting  in  concert  with  him,  have  made 
large  gains,  profits  and  advantages,  from  the  manufacture,  use  and 
sale  of  the  said  invention  ;  and  your  orators  would,  but  for  the 
wrongful  acts  and  doings  of  the  said  defendant  and  others  acting 
in  concert  with  him,  now  be  enabled  to  use  the  said  invention, 
to  which  they  are  entitled  to  the  exclusive  right  as  aforesaid  with 
profit  and  advantage,  but  that  by  the  said  wrongful  acts  and 
doings  they  are  now  prevented  and  hindered  from  so  doing. 
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And  your  orators  further  show  nnto  your  honors,  upon  infor- 
mation and  belief,  that  the  said  defendant,  well  knowing  the 
premises,  and  the  rights  and  privileges  secured  unto  your  orators, 
and  in  order  to  deprive  them  of  the  profits,  benefits  and  advantages 
which  might  and  otherwise  would  have  accrued  to  them,  at  , 

and  within  tHe  said  district  of  ,  and  without  license 

or  permission  of  your  orators,  or  either  of  them,  the  said 

defendant  has,  ever  since  the  day  of  5 18     ,  unlaw- 

fully and  wrongfully  made  or  caused  to  be  made,  sold  or  caused 
to  be  sold,  used  or  caused  to  be  used 

each  and  all  containing  the  said  invention,  discovery,  im- 
provements and  combinations,  consisting  as  therein  and  in  \he 
schedule  set  forth,  of  the  employment  or  use  of  the  deflecting 
plate  £  E,  both  placed  at  the  sides  of  the  saw  as  therein  shown, 
for  the  purpose  tnerein  described.  2d.  The  employment  of  the 
clamps  1 1,  as  therein  shown  substantially  as  and  for  the  purpose 
described,  and  also  the  employment  of  an  adjustable  bed,  F,  with 
clamps  as  described  in  combination  with  the  saw,  when  the  saw 
has  a  stiffening  plate  in  line  with  said  bed,  as  and  for  the  pur- 
pose described,  the  exclusive  right  to  which  is  secured  to  your 
orators,  as  hereinbefore  set  forth,  and  which  said  unlawful  mak- 
ing, use  and  sale  by  the  defendant  as  aforesaid,  is  a  violation  and 
infringement  of  your  orator's  exclusive  rights  and  privileges,  and 
that  the  said  defendant  has  derived  and  received,  and  is  still  de- 
riving and  receiving  from  such  use  great  gain  and  profits,  but  to 
what  amount  your  orators  are  ignorant  and  can  not  set  forth,  but 
your  orators  believe  the  same  to  be  about  the  full  sum  of 
thousand  dollars,  and  so  charge  the  fact  to  be,  and  pray  that  the 
defendant  may  be  required  to  make  a  disclosure  of  all  such  gains 
and  profits. 

And  your  orators  in  like  manner  aver  that  the  defendant 
though  requested  to  desist  from  such  unlawful  use,  and  to  pay 
your  orators  such  gains  and  profits  as  the  defendant  has  actually 
made,  refuse  so  to  do,  by  means  whereof  your  orators  are  and 
have  been  greatly  injured,  and  are  now  prevented  from  putting 
the  said  invention  or  discovery  into  successful  operation,  and  are 
deprived  and  prevented  from  receiving  the  gains  and  profits  to 
which  they  are  lawfully  entitled,  from  the  exclusive  rights  and 
privileges  so  granted  and  secured  to  them  as  aforesaid,  and  which 
they  would  have  derived  and  acquired,  and  would  now  derive 
and  acquire,  but  for  the  said  wrongful  acts  of  the  said  defendant. 

And  your  orators  pray  that  the  said  defendant  may  be  com- 
pelled by  a  decree  of  this  honorable  court,  to  account  for  and  pay 
over  unto  your  orators  all  such  gains  and  profits  as  have  accrued 
or  arisen  to,  or  been  earned  or  received  by  the  said  defendant, 
and  all  such  gains  and  profits  as  your  orators  would  have  re- 
ceived, but  for  the  said  wrongful  acts  and  doings  of  the  said  de- 
fendant. 

And  that  the  said  defendant,  his  attorneys,  solicitors,  clerks, 
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Bervante,  agents  and  workmen  may  be  perpetually  enjoined  and 
restrained  by  the  decree  of  this  court  from  directly  or  indirectly 
making  or  causing  to  be  made,  using  or  causing  to  be  used,  or 
vending  to  others  to  be  used  in  any  manner,  any  machines  con- 
taining or  embodying  the  said  invention  granted  by  the  said  let- 
ters patent,  as  issued,  and  extended  and  assigned  as  aforesaid  nnto 
your  orators,  and  from  infringing  upon  or  violating  the  said  letters 
patent  by  the  use  or  sale  of  tlie  said  machines,  in  anv  way  what- 
soever. And  that  all  such  infringing  machines  may  t>e  forthwith 
destroved,  or  delivered  np  to  your  orators,  and  that  the  said 
defendant  may  be  decreed  to  pay  the  costs  of  this  suit,  and  that 
your  orators  may  have  such  other  relief  as  the  equity  of  the  case 
may  require,  and  as  to  your  honors  may  seem  meet. 

To  the  end,  therefore,  that  the  said  defendant  may,  if  he  can, 
show  why  your  orators  should  not  have  the  relief  hereby  prayed, 
and  may  full,  true,  direct  and  perfect  answer  make,  according  to 
the  best  of  his  or  his  clerks',  agents',  or  workmen's  knowledge, 
remembrance, information  and  belief,  to  the  several  matters  herein- 
before averred  and  set  forth  as  fully  and  particularly  as  if  tlie  same 
were  here  repeated  paragraph  by  paragraph,  ana  he  and  they 
thereto  severally  and  specifically  interrogated,  and  especially  that 
said  defendant  answer  and  set  forth : 

First  Whether  the  said  J.  M.  and  R.  G.  E.  were  not,  prior  to 
the  day  of  9  18     9  the  true,  first  and  original  inventors 

or  discoverers  of  the  said  invention  or  discovery,  described  in  said 
letters  patent,  and  every  material  part  thereof,  and  if  not,  who 
was  or  were  the  tru^,  onginal  or  first  inventor  and  inventors  of 
the  same,  and  if  any  other  person  or  persons  was  or  were  the  true, 
first  and  original  inventor  or  inventors  of  the  same,  where  he  or 
they  reside,  and  where  and  when  he  or  they  invented  or  discov- 
ered the  same,  and  how  the  invention  or  discovery  of  such  other 
person  or  persons,  if  any,  differed,  it  at  all,  from  the  said  inven- 
tion or  discovery  of  said  J.  M.  and  R.  G.  E. 

Second,  Whether  the  said  defendant  has  at  any  time,  and  if 
so,  where  and  when,  made,  sold,  used,  or  caused  to  be  made,  sold 
or  nsed,  any  circular  saw  or  saws,  having,  employing  or  nsing  de- 
flecting plates,  one  or  both  placed  at  the  sides  of  the  saw,  as  and 
for  the  purpose  described  in  said  letters  patent,  or  if  the  circular 
saw  or  denocting  plates  differed  from  those  described  in  said 
letters  patent,  in  what  particulars  they  differed  therefrom,  or  in 
what  respect  they  were  differently  applied  or  combined  from  those 
described  in  said  letters  patent,  if  at  all. 

Third.  Whether  said  defendant  has  at  any  time,  and  if  so, 
where  and  when,  made,  sold,  used,  or  caused  to  be  made,  sold  or 
nsed,  in  connection  with  a  circular  saw  or  saws,  or  with  deflecting 
plates  substantially  as  described  in  said  letters  patent,  or  both,  any 
clamp  or  clamps  substantially  as  and  for  the  purpose  described  in 
said  letters  patent,  and  if  said  defendant  has  used  a  clamp  or 
clamps  in  connection  with  a  circular  saw  or  deflecting  plates,  in 


FOBMS.  628 

what  respect  sTich  clainp  or  clampB  differed  from  the  clainps 
deecribed  in  said  letters  patent,  and  in  what  respect  they  were 
differently  applied  to  or  combined  with  such  eaw  or  denecting 
plates,  if  at  all. 

Fourth.  Whether  the  machine  or  machines  now  in  n«e  by  the 
defendant,  for  the  purpose  of  sawing  or  resawing  thin  boards,  was 
and  is  not  substantially  similar  to  the  machine  described  in  said 
letters  patent ;  and  if  not,  how  tlie  same  differs  therefrom. 

Fifik.  Whether  the  defendant  has  not  made  large  gains  and 
profits  from  the  use  of  such  saw  and  deflecting  plates  and  clamps, 
and  if  so,  to  what  amount. 

May  it  please  your  Honors  to  grant  to  your  orators  a  writ  of 
suhpmna  ad  respondendum^  issuing  out  of  and  under  the  seal  of 
this  honorable  court,  directed  to  the  said  defendant,  commanding 
him  to  be  and  appear,  and  make  answer  to  this  bill  of  complaint, 
and  to  perform  and  abide  by  such  order  and  decree  herein,  as  to 
this  court  may  seem  required  by  the  principles  of  equity  and 
good  conscience. 

May  it  also  please  your  Honors  to  grant  to  your  orators  a  pro- 
yisional  or  preliminary  injunction  issuing  out  of  and  under  tlie 
seal  of  this  honorable  court,  enjoining  ana  restraining  the  defend- 
ant, and  his  attorneys,  solicitors,  clerks,  servants,  workmen  and 
agents  to  the  same  purport,  tenor  and  effect  hereinbefore  prayed 
for,  in  regard  to  said  perpetual  injunction. 

And  your  orators  will  ever  pray,  &c. 


Com/plainanis*  Solicitors,  ' 

Note. — The  defendant  is  required  to  answer  the  interroga- 
toiies  numbered  respectively  1,  2,  3,  4,  5. 

United  States  of  America,    ) 

District  of  J  ^^' ' 

On  this  day  of  187   ,  before  me  came  R.  G.  E.,  to 

me  personally  known,  who,  being  by  me  duly  sworn,  did  depose 
and  say,  that  he  is  one  of  the  complainants  in  the  foregoiug  bill 
of  complaint  named,  and  that  he  has  read  the  said  bill,  subscribed 
by  him,  and  knows  the  contents  thereof,  and  that  the  same  is  true 
of  his  own  knowledge,  except  as  to  matters  which  are  therein 
stated  to  be  on  information  and  belief,  and  as  to  those  matters, 
he  believes  it  to  be  true. 

61.  Bill  to  Restrain  the  Infringement  of  CopyriKtats. 

To  the        Judges  of  the  Circuit  Cov/rt  of  the  United  States  for 

the 

The  bill  of  complaint  of  C.  F.,  T.  G.  W.,  and  L.  T.,  printers 
and  publishers,  and  copartners  doing  business  under  the  name 
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and  style  of  F.,  W.  &  T.,  and  J.  S.,  gentleman^  all  of  C,  in  the 
county  of  M.,  in  said  ,  and  all  being  citizens  of  the  United 

States,  shows  that  the  said  J.  S.  is  and  heretofore  at  the  time  of 
the  infringement  herein  afterwards  mentioned,  was  proprietor  of 
the  copyright  of  a  work  of  which  the  said  J.  8.  is  the  author  and 
compiler,  entitled  ,  consisting  of        volumes,  of  all  whicli 

volumes  respectively  the  copyright  was  taken  out  by  said  J.  S. 
previous  to  the  publication  thereof  respectively,  and  secured  ac- 
cording to  law,  tne  said  J.  S.,  at  the  time  of  taking  out  and  secur- 
ing said  copyrights  respectively,  and  still  being  a  citizen  of  the 
United  States,  and  the  term  oi  each  and  all  of  which  copyrights 
has  still  more  than  eight  years  to  run ;  and  that  said  F.  W.  &T,y 
before  the  infringement  hereinafter  wards  complained  of,  had,  by  an 
agreement  with  said  J.  S.,  undertaken  and  oecome  interested  in 
and  assumed  a  part  of  the  risk  and  responsibility  of  the  publica- 
tion of  said  work,  and  have  ever  since  continued,  and  still  con> 
tinue,  to  be  thus  interested,  and  that  ever  since  the  first  publica- 
tion of  the  several  volumes  of  said  work,  the  public  have  been 
supplied  with  copies  of  the  same  by  said  J.  S.,  and  the  publishers 
of  tne  same,  at  reasonable  prices ;  and  that  said  J.  S.  and  said  F. 
W.  &.  T.  have  incurred  very  large  expenses  upon  said  publica- 
tion, and  have  been  and  are  in  receipt  of  large  amounts,  the  pro- 
ceeds of  the  sale  of  said  work  to  reimburse  their  expenses  and 
remunerate  their  labor  and  care  bestowed  upon  the  same. 

And  your  orators  further  show,  that  thev,  your  orators,  bein^ 
in  the  receipt  of  large  sums,  the  proceeds  of  the  sale  of  said  work 
as  aforesaid,  under  said  copyrights,  B.  M.,  N.  C.  and  T.  H.  W. 
all  of  B.,  in  the  county  of  S.,  in  said  ,  and  G.  P.  L.,  of  O., 

in  the  county  of  M.,  in  the  district  of  N.  H.,  booksellers,  beinp^ 
copartners  under  the  name,  style  and  firm  of  M.,  C,  L.  &  W.,  and 
also  C.  W.  U.,  of  S.  in  the  county  of  E.,  in  said  district  of  , 

clerk,  all  of  them  well  knowing  that  the  said  J.  S.  held  such 
copyrights,  and  said  F.,  W.  and  T.  were  interested  in  the  said 
publication,  and  deliberately,  after  due  notice,  intending  to  in- 
fringe said  copyrights  at  said  B.,  on  day  of  ,  in  the 
year  of  our  Lord,  eighteen  hundred  ,  and  at  divers  times 
before  and  since  the  said  day  of  ,  without  the  allow- 
ance and  consent  of  your  orators,  or  either  of  them,  published 
and  exposed  to  sale  and  sold  a  work  in  volumes,  entitled 
"  ",  in  the  form  of  an  autobiography,  the  narrative  being  to 
a  great  extent,  conducted  by  himself  in  extracts  and  selections 
from  his  own  writing,  with  portraits  and  other  engravings,  con- 
sisting of  pages  in  the  whole,  which  thev  still  continue  to 
expose  to  sale,  having  had  due  notice,  and  well  knowing  that  the 
same  is  a  copy  from,  and  an  infringement  and  piracy  of,  said 
,  so  published  by  your  orators  as  aforesaid.  And  your 
orators  aver,  that  pages  of  said  piratical  work  were  copied 
verbatim  et  literatim  from  the  said  work  so  edited  and  compiled 
by  said  J.  S.,  as  aforesaid,  and  so  published  by  your  orators  as 
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aforesaid,  conBisting  of  matter  which  was  published  ori^nally  bj 
said  J.  S.y  under  his  said  copyright,  and  which  had  never  before 
been  published  or  printed,  and  which  he,  the  said  J.  S.,  and  bis 
assigns,  had  the  exclusive  right  and  privilege  to  print,  publish 
and  sell,  and  expose  to  sale ;  and  that  many  other  parts  of  said  pi- 
ratical work,  published  by  said  parties  complained  of,  besides 
pages,  are  infringements  upon  said  J.  8.  s  copyrights,  whereby 
your  orators  have  sustained  great  damage,  detriment  and  injury. 

And  your  orators  further  show,  that  said  M.,  0.,  L.  &  W. 
and  IT.  still  continue,  and  threaten  hereafter  to  continue  to  print, 
publish  and  expose  to  sale  and  sell  copies  of  the  said  piratical 
work,  the  protests,  expostulations  and  warnings  of  your  orators 
to  them  to  the  contrary  notwithstanding. 

All  which  actions,  doings  and  pretences  are  contrary  to  equity 
and  good  conscience,  and  tend  to  the  wrong  and  injury  of  your 
orators  in  the  premises.  In  consideration  whereof,  and  foras- 
much as  your  orators  are  remediless  in  the  premises  at  law,  and 
can  not  have  adequate  relief  save  in  a  court  of  e<][uity,  where  mat- 
ters of  this  and  the  like  nature  are  properly  cogni2able  and  reliev- 
able,  and  to  the  end  that  the  saia  M.,  C,  L.  &  W.  and  U.  may 
appear  and  answer  all  and  singular  the  matters  and  things  here- 
inbefore set  forth  and  complained  of,  particularly  how  many  cop- 
ies of  said  piratical  work  they  have  sold,  and  what  number  they 
have  on  hand ;  and  that  they  be  restrained  by  injunction  issuing 
from  this  court,  from  selling  or  exposing  to  sale,  or  causing  or 
being  in  anv  way  concerned  in  the  selling  or  exposing  to  sale,  or 
otherwise  disposing  of  any  copies  of  said  piratical  work,  and  tiiat 
they  be  ordered  and  decreed  to  render  an  account  of  the  copies 
of  tne  same  that  they  have  sold,  and  to  pay  over  the  profits  of  sucdi 
sales  to  the  plaintifTs,  and  that  they  be  ordered  to  surrender  and 
deliver  up  the  copies  on  hand  and  the  stereotype  plates  of  said 
piratical  work  to  an  officer  of  this  court,  to  be  cancelled  and  de- 
stroyed, and  be  ordered  to  pay  the  plaintiffs  their  costs ;  and  that 
your  orators  may  have  such  other  and  further  relief  as  to  this 
honorable  court  may  seem  meet,  or  as  equity  may  require — may 
it  please  this  honorable  court  to  grant  to  your  orators  a  writ  of 
stiopana  directed  to  the  said  M.,  C.,  L.  &  W.  and  XT.  command- 
ing them,  at  a  certain  day,  and  under  a  certain  penalty  to  be 
therein  inserted,  personally  to  be  and  appear  before  this  honor- 
able court,  then  and  there  to  answer  the  premises,  and  to  stand  and 
abide  such  order  and  decree  therein  as  to  this  honorable  court 
shall  seem  agreeable  to  equity  and  good  conscience. 

P.  &R. 

By  their  solicitors. 
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62.   Bill  for  an  Aeeonnt  and   Injunction  agalnsi  Ui« 

lilesal  use  of  a  Trade-mark. 

Circtdt  Court  of  the  United  States  for  the         District  of 

To  the  Judges  of  the  Circuit  Covrt  of  the  United  States 

for  the  District  of 

A.  B.  and  0.  D.,  of  ,  and  citizens  of  the  State  of  , 

bring  this  their  bill  against  E.  F.,  of  ,  and  a  citizen  of  the 

State  of  .    And  thereupon  yonr  orators  hambly  complain- 

ing, show  nnto  jonr  honors,  that  they  are  the  assignees  and  sno- 
cessors  in  business  of  &  Co.,  a  firm  which  was  composed  of 

and  your  orators,  and  which  firm  was  formerly  engaged  in 
the  manufacture  and  sale  of  sewing  machines  in  ;  and  for 

the  period  of  more  than  five  years,  your  orators  and  their  prede- 
cessors had  been  engaged  in  the  manufacture  and  sale  of  sewing 
machines  at  the  same  place ;  and  that  during  the  whole  period 
of  time  of  such  manufacture  and  sale  by  them,  they  had  exclu- 
sively used,  and  your  orators  are  now  using,  and  had,  and  still 
have,  the  right  so  to  use,  a  certain  trade-mark  for  said  sewing 
machines,  which  trade-mark  was  printed  on  paper  of  an  ultra- 
marine ground,  on  which  is  represented  a  view  of  the  Princess 
Penelope  weaving,  and  the  name  "  Penelope,"  which  is  the  essen- 
tial part  of  said  mark  printed  thereon ;  and  that  no  person,  firm 
or  corporation,  except  the  said  and  your  orators,  have  had 

at  any  time  heretofore,  and  none  except  your  orators  now  have 
any  right  to  use  the  said  trade-mark  or  any  trade-mark  essentially 
the  same. 

They  further  show  to  your  honors  that  on  the  said  day 

of  in  the  year  of  ,  beins  entitled  as  aforesaid  to  the 

exclusive  use  of  said  trade-mark,  and  desiring  to  secure  to  them- 
selves full  and  lawful  protection  for  the  same  by  due  registration 
thereof  in  the  United  fetates  patent  ofiice,  according  to  law,  your 
orators  did  deposit  in  said  patent  ofiice  of  the  United  States,  for 
registration,  their  trade-mark  aforesaid  for  sewing  machines ;  and 
having  fully  complied  with  all  the  requirements  of  the  act  of 
Congress,  in  such  cases  made  and  proviaed,  the  trade-mark  afore- 
said was  on  the  day  of  ,  in  the  year  ,  duly  and 
lawfully  registered  and  recorded  in  said  iTnited  States  patent 
office,  with  protection  to  remain  in  force  for  thirty  years  from  said 
date,  all  of  which,  with  an  accurate  copy  and  description  of  said 
trade-mark  and  the  declaration  of  a  member  of  the  firm,  on  which 
it  was  registered,  will  more  fully  and  at  large  appear  from  copies 
from  the  patent  office,  duly  certified  by  ,  commissioner  of 
patents,  under  his  seal  of  office,  and  herewith  filed  as  part  of  this 
bill,  marked  ;  and  thereupon  protection  in  the  exclusive 
use  of  the  trade-mark  aforesaid  previously  held  and  enjoyed  by 
your  orators,  was  secured  to  them  for  the  period  of  thirty  years 
from  said            day  of           ,  in  the  year 

Your  orators  further  respectfully  show  unto  your  honors,  that 


FORMS.  627 

since  your  orators  have  had  the  exclusive  right  to  use  the  said 
trade-mark,  to  wit,  from  the  dav  of  ,  in  the  year  ,  to 
the  present  time,  the  said  ,  of  ,  in  the  State  of  , 

hias  oeen  manufacturing  sewing  machines  in  said  city  of  , 

and  has  been  unlawfully  and  without  your  orators'  consent  using, 
in  the  sale  thereof,  a  trade-mark  substantially  like,  and  indeed 
almost  identical  with,  that  of  your  orators. 

And  your  orators  do  further  show  that  they  hold  and  estimate 
their  said  trade-mark  at  the  price  and  value  of  thousand 

dollars,  but  can  not  with  certainty  state  the  exact  amount  of  their 
loss  and  injury,  suffered  by  reason  of  said  wrongful  acts  of  the  de- 
fendant, but  believe  the  same  to  be  the  full  sum  of  thousand 
dollars,  and  do  so  charge  the  fact. 

To  the  end  therefore,  that  your  orators  may  obtain  relief  in 
the  premises  in  this  honorable  court,  where  alone  adequate  relief 
can  be  afforded,  they  pray : 

1st.  That  the  said  E.  F.  may  be  made  a  defendant  to  this  bill, 
and  compelled  to  answer  each  and  every  allegation  thereof  on 
oath,  as  fully  and  to  the  same  extent  as  if  he  were  directly  and 
particularly  interrogated  as  to  each  allegation. 

2d.  That  he  may  be  compelled  to  render,  before  a  commis- 
sioner of  this  court,  a  full,  true  and  perfect  account  of  all  profits  ' 
of  every  description  which  he  has  made,  or  might  have  made,  by 
the  use  of  the  simulated  trade- mark  aforesaid,  or  by  the  use  of 
any  other  trade-mark  for  sewing  machines  having  thereon  as  a 
constituent  part  thereof,  the  word  "  Penelope,"  or  a  representa- 
tion of  the  Princess  Penelope  weaving,  or  any  trade-mark  hav- 
ing such  near  resemblance  to  that  of  your  orators,  as  aforesaid,  as 
might  be  calculated  to  deceive;  and  tnat  he,  said  E.  F.,  be  decreed 
to  pay  over  to  them  all  such  profits. 

3d.  That  the  said  commissioner  be  required  to  ascertain  and 
report  to  this  court,  also,  what  loss  and  damage  has  been  inflicted 
upon  your  orators  by  reason  of  the  infringement  of  their  rights, 
and  the  interference  aforesaid  with  the  right  of  exclusive  use  of 
the  trade-mark  first  above  mentioned,  and  that  the  said  £.  F.  be 
also  decreed  to  pay  them  such  damages. 

4th.  And  may  it  please  your  honors  to  grant  unto  your  orators 
a  restraining  against  the  said  defendant,  enjoining  and  restrain- 
ing him,  his  clerks,  attorneys,  agents  and  servants  from  using  the 
simulated  trade-mark  aforesaid,  or  any  other  trade-mark  con- 
taining the  word  "Penelope,"  or  being  substantially  the  same 
with  that  of  your  orators. 

5th.  And  that  your  orators  may  obtain  the  relief  ]^rayed  for, 
and  all  such  further  or  other  relief  as  the  nature  of  their  case  may 
require,  may  it  please  your  honors  to  grant  to  your  orators  the 
wnt  of  subpoena  against  the  said  £.  F.,  &c. 

Solicitor  for  Complainant, 
0.  D.  [for  the  firm.] 
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United  Statbb  op  Amebioa,  )        , 
District  of  .  ]  ^^" 

At  the  city  of  ,  in  the  countj  of  ,  and  district  afore- 

said, this  day  of  ,  in  the  year  ,  personally 

appeared  before  me  ,  XJ.  S.  commissioner  for  said  district, 

the  above-named  0.  D.,  and  made  oath  that  the  facts  set  forth  in 
the  foregoing  bill,  so  far  as  they  purport  to  be  stated  as  of  his 
own  knowledge,  are  true,  and  so  far  as  they  purport  to  be  stated 
on  information  and  belief,  he  believes  it  to  be  true. 

Given  under  my  hand  this  day  of       ,  in  the  year 

[l.  8.]  U.  S.  Commissioner  for  District  of 

68.  Order  of  Reference  to  a  Master  in  a  Copyrifcltt  Case. 

It  is  hereby  ordered,  this  day  of  >  18    ,  that  this 

cause  be  referred  to  ,  a  master  of  this  court,  to  examine  and 

report  the  coincidences  and  differences  of  the  complainant's  and 
defendant's  books ;  how  far  the  defendant  has  usea  the  complain- 
ant's book  in  compiling  his  own,  and  how  far  he  has  made  use  of 
the  similar  or  the  same  materials,  independently  of  any  use  or 
with  how  great  a  use  of  the  complainant's  book,  and  to  report 
the  evidence  in  the  case  as  far  as  either  party  may  request,  and 
his  conclusion  thereupon,  whether  the  whole  or  any  part,  and  if 
any,  what  parts  of  the  defendant's  book  is  an  infringement  of  the 
complainant's  copyright. 

64.   Order  to  Show  Cause. 

Upon  reading  the  bill  of  complaint  herein,  with  the  affidavit 
of  ,  and  on  motion  of  ,  solicitor  for  the  complainant, 

it  is  hereby  ordered,  this  •  day  of  ,18    ,  that  the  de- 

fendant show  cause,  if  any  he  has,  before  the  judge  of  said  court, 
at  ,  in  the  said  ,  district  of  ,  on  tne  day  of 

,18  ,  at  o'clock  A.  M.,  or  as  soon  thereafter  as  counsel 
can  be  heard,  why  an  injunction  should  not  issue  pursuant  to  the 
prayer  of  said  bill. 

65.   Order  for  Preliminary  Injanction. 

The  bill  of  complaint  and  the  affidavits  filed  by  the  respective 
parties  having  been  read,  and  the  arguments  of  the  counsel  for  the 
respective  parties  having  been  heard  and  duly  considered  by  the 
court,  and  it  appearing  that  letters  patent  of  the  United  States, 
No.  ,  were  issued  in  due  form  of  law  on  the  day  of  , 
18    ,  to  ,  for  ,  and  that  the  said  defendant  has  in- 

fringed the  rights  secured  by  the  aforesaid  letters  patent  bymanu- 
facturing,  making  and  selling  to  ,  manufactured  and  made 
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according  to  said  letters  patent,  contrary  to  the  form  of  the  Btatnte 
in  snch  case  made  and  provided  : 

Nowy  therefore,  it  is  hereby  ordered,  adjudged  and  decreed, 
this  day  of  ?  18    9  that  an  injunction  be  issued  pur- 

suant to  the  prayer  of  the  bill  herein,  strictly  commanding  and 
enjoining  the  said  defendant  ,  his  clerks,  attorneys,  agents, 

servants  and  workmen,  that  they  forthwith  and  until,  the  farther 
order,  judgment  and  decree  01  this  court,  desist  from  making, 
using  and  selling  any  substantially  as  described  and  claimed 
in  the  said  letters  patent. 

m 

(M*   Interloentory  Decree. 

This  cause  came  on  to  be  finally  heard  at  this  term,  upon 

the  pleadings  and  proofs,  and  was  argued  by  the  counsel  for  the 
respective  parties,  and  the  pleadings  and  proofs  having  been  duly 
considered,  it  is  hereby,  this        day  of  ,18    ,  obdebed,  ad- 

judged AND  DEOBEBD  as  foUows,  viz.,  that  the  letters  patent  re- 
ferred to  in  the  complainant's  bill,  being  letters  patent  of  the 
United  States  granted  nnto  ,  for  a  machine  ,  dated 

day  of  18    ,  No.  ,  is  a  good  and  valid  patent, 

and  that  the  said  ,  were  the  inventors  of  the  improvements 

therein  described  and  claimed  therein,  and  that  the  said  defend- 
ant has  infringed  the  said  patent,  and  upon  the  exclusive  rights 
of  the  complainants  under  the  same. 

And  it  IB  further  obdebed,  adjudged  and  deobeed  that  the 
defendants  above  named,  and  each  of  them,  their  servants,  agents, 
operators  and  workmen,  and  each  and  every  one  of  them  be,  and 
they  are  hereby  perpetually  enjoined  and  restrained  from  either 
directly  or  indirectly  making,  constructing,  using  or  vending  to 

others  to  be  used,  the  machine  known  as  the 

,  or  any  machine  whether  known  by  that  name 

or  any  other,  constructed  and  operated  in  the  manner  and  upon 
the  principles  described  in  said  letters  patent  of  the  United  States, 
bearing  date  the  day  of        ,18    ,  No.        ,  and  described 

in  said  letters  patent  as  an  improved  machine  for  sawing  thin 
boards,  &c.,  which  said  letters  patent  are  the  foundation  of  these 
proceedings. 

And  it  is  further  obdebed,  adjudged  and  deobeed  that  the 
complainants  recover  of  the  defendants  the  profits  which  they 
have  received  or  made,  or  which  have  accrued  to  them  from  said 
infringement  by  the  manufacture,  use  or  sale  of  the  improvement 
described  and  secured  by  said  letters  patent  at  any  and  all  times 
since  the  day  of  » 18  ,  and  also  the  damages  which  the 
complainants  have  sustained  thereby. 

And  as  it  does  not  appear  to  the  court  what  said  profits  and 
damages  are,  it  is  further  obdebed,  adjudged  and  deobeed  that 
this  cause  be  referred  to  ,  a  master  of  this  court,  to  take  and 
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Teport  to  the  court  an  account  of  the  profits  which  the  defendants 
have  received  or  which  have  arisen  or  accrued  to  them  from  the 
manufacture,  use  or  sale  of  said  improvement,  or  from  said  in- 
fringement, and  to  ascertain  and  report  the  damages  which  the 
complainants  have  sustained  thereby  since  the  day  of  , 

18  ,  from  the  papers  and  evidence  in  the  cause,  and  from  any 
evidence  which  either  garty  may  produce  before  him  of  the  same, 
and  when  he  shall  have  taken  an  account  of  said  profits  and 
assessed  the  damages  therein,  he  shall  return  the  same  to  this 
court  for  further  action  in  the  premises. 

And  it  is  further  ordered,  adjudged  and  decreed  that  the  com- 
plainants on  such  accounting,  have  the  right  to  cause  an  examina- 
tion of  the  defendants  ore  tenus  or  otherwise,  and  also  the  produc- 
tion of  the  books,  vouchers  and  documents  of  said  defendants,  and 
that  the  said  defendants  attend  before  the  said  master  from  time 
to  time  within  the  district,  as  said  master  shall  direct. 

And  it  is  ordered  that  the  question  of  increase  of  damages  and 
all  other  questions  be  reserved  until  the  coming  in  of  the  master's 
report. 

And  it  is  ordered  that  the  parties  and  master  may  apply  upon 
due  notice  to  the  court,  upon  the  foot  of  the  decree,  for  such 
other  and  further  order  of  instruction  as  may  be  necessary. 

And  it  is  further  ordered,  adjudged  and  decreed  that  the 
complainants  recover  of  defendants  the  costs  of  this  suit,  to  be 
taxed. 

67.    Master's  Report. 

To  the  Honorable  ,  Judges  of  said  court : 

In  pursuance  of  a  decretal  order  made  and  entered  in  this 
cause  on  the  day  of  ,  A.  D.  18    ,  by  which  it  was 

referred  to  of  ,  one  of  the  masters  of  the  court,  to 

take  and  state  an  account  of  the  gains  and  profits  made  by  the 
defendant  in  the  manufacture,  use  and  sale  oi  ,  described  in 

the  complainant's  bill  of  complaint : 

I,  ,  a  master  in  said  court,  do  respectfully  report  that  I 

have  proceeded  to  investigate  the  matters  so  referred  to  me,  and 
that  pursuant  to  a  notice  duly  given,  I  have  been  attended  by  the 
parties,  complainant  and  defendant,  and  their  respective  counsel 
m  the  above  case,  and  that  after  taking  due  proofs  I  find  and 
report  that 

1  do  therefore  respectfully  report  that  the  said  defendant 
should  be  decreed  to  pay  to  the  said  complainant  the  sum  of 
dollars,  besides  costs  to  be  taxed. 

I  respectfully  refer  to  schedules  A,  B,  C,  hereto  annexed,  as 
making  a  part  of  this  my  report. 

All  of  which  is  respectfully  submitted. 
Dated  ,  18    . 

,  Master. 
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68.  Exceptions  to  Master's  Report. 

Exceptions  taken  by  the  complainant  [or  defendant]  to  the  re- 
port made  herein  by  ,  one  of  the  masters  of  the  court  to 
whom  the  cause  was  referred  by  an  order  of  this  court,  made  and 
entered  on  the  day  of  18  ,  which  report  bears  date 
the            day  of           18     . 

jFirst  exception.  For  that  the  said  master  in  said  report  , 

whereas  the  said  master  should  have 

Second  exception.  For  that,  &c. 

69.    Final  Decree. 

This  cause  having  come  to  be  heard  upon  the  report  of  , 

Esq.,  one  of  the  masters  of  this  court,  to  whom  it  was  referred  to 
ascertain  and  report  ,  which  report  bears  date  the  day 

of  9 18    ,  and  also  upon  exceptions  taken  to  the  said  report 

on  the  part  of  said  complainant,  and  also  on  the  part  of  said  de- 
fendant : 

It  is  ordered,  adjudged  and  decreed,  this  dav  of  , 

18  ,  that  the  said  defendant  pay  to  the  said  complainant  the 
sum  of  dollars. 

And  it  is  further  ordered,  adjudged  and  decreed  that  the  said 
defendant  pay  to  the  said  complainant  his  costs  in  this  suit,  to  be 
taxed,  and  that  the  complainant  have  execution  for  such  costs 
and  for  the  sums  above  decreed  to  be  paid  to  said  complainant  as 
aforesaid. 
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ABANDONMENT,  no  patent  when  there  is  an,  49. 

by  failnre  to  prosecute  application,  158,  530. 

pay  fee,  162. 
renew  rejected  application,  563. 

what  constitutes,  343. 

result  of  intention,  344. 

by  acquiescence,  344. 

before  application  for  patent,  129,  345. 

no  presumption  of,  346. 

lapse  of  time  is  not,  346. 

mere  sale  within  two  years  is  not,  346. 
declaration  not  conclusive,  346. 

none  by  use,  without  inventor's  knowledge,  347. 

of  parts  of  combination,  347. 

none  by  failure  to  prosecute,  347. 

delay  in  applying  for  patent,  348. 
delays  in  the  patent  office,  348. 

by  withdrawal  of  application,  349. 

after  granting  a  patent,  350. 
ACCOUNT  granted  in  equity,  18. 

after  expiration  of  patent,  20. 
death  of  infringer,  20. 

where  a  discovery  is  sought,  20. 

although  there  is  an  action  at  law,  20. 

for  profits,  372. 

decree  for,  428. 

reference  to  master,  428. 

down  to  time  of  hearing,  428. 

where  one  defendant  leaves  the  partnership,  429. 

effect  of  release  of  one  infringer,  429. 

mode  of  estimating  profits,  430. 

burden  of  proof  on  plaintiff,  430. 

in  repairing  machines,  431. 

difference  between  cost  and  yield,  431. 
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ACCOtJlST— continued.  ^ 

not  what  could  have  been  made  by  reasonable  diligence9  432. 

by  licensee  in  case  of  reissue,  433. 

after  reissue,  433. 

for  an  improvement,  433. 

saving  from  loss,  434. 

interest  allowed,  434. 

deductions,  434. 

apportionment  of  expenses,  435. 

in  case  of  trade-mark,  488. 

copyright,  521,  523. 
ACTION  AT  LAW,  jurisdiction  of  circuit  court,  18. 

in  case  of  contract,  19.  ^ 

for  infringement  of  patent,  325. 

parties,  274. 

by  license,  275. 

for  infringement  before  assignment,  275. 

joinder  of  plaintiffs,  275. 

declaration,  326. 

plea»  328. 

notice,  330. 

demurrer,  332.  ' 

concealment  to  deceive  public,  332. 

obtaining  patents  surreptitiously,  333. 

novelty,  336. 

prior  use,  336. 

abandonment,  343.  i 

notice  of  previous  knowledge,  350. 

burden  of  proof,  351. 

presumption  from  patent,  353. 

evidence,  355. 

parol  evidence,  361. 

experts,  362. 

estoppel,  364. 

province  of  jury,  366. 

practice,  368. 

arrest  of  judgment,  370.  ' 

new  trial,  370. 

who  liable,  310.  j 

measure  of  damages,  315. 

defendant's  profits,  316.  ; 

plaintiff's  loss,  318.  ! 

license  fee,  319. 
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ACTION  AT  LAW— «m^tn«arf. 
items  of  damages,  320. 
damages  on  reissue,  322. 
nominal  damages,  322. 
increase  of  damages,  323. 
for  infringement  of  trade-mark,  488. 
unregistered  trade-mark,  489. 
copyright  to  book,  513. 
dramatic  composition,  515. 
publication  of  manuscript,  516. 
ACTION  FOR  PENALTY  forfalsely  making  article  as  patented,  207. 
for  fraudulent  register  of  trade-mark,  488. 
omission  to  deposit  book,  510. 
falsely  claiming  copyright,  512. 
infringement  of  copyright^  513. 
limitation  on  action  for,  521. 
ADMINISTRATORS.    See  Exbcutorb. 
AFFIDAVITS,  to  support  application,  536. 
to  application  for  patent,  155. 
on  interference,  215,  220. 
in  support  for  motion  for  injunction,  393. 
to  resist  injunction,  394. 
in  rebuttal,  395. 
no  reply  to  rebuttal,  395. 
ALIENS  may  file  caveat,  210. 

register  trade-mark,  479. 
when  entitled  to  copyright,  493. 
AMBIGUITY  renders  patent  void,  146. 

alternative  claim  invalid,  147. 
AMENDMENT  of  specification,  212. 

upon  rejection,  541. 
during  pendency  of  interference,  549. 
of  caveat,  567. 
supplemental  oath  to,  567. 
in  case  of  reissue,  238, 546. 
of  bill  in  equity,  380. 
of  answer,  384. 
APPEAL  TO  COMMISSIONER  from  examiners  in  chief,  233. 
who  may  take,  233. 
additional  evidence,  234. 
regulation  of,  555. 
in  interference  cases,  547,  550. 
hearing  of,  556. 
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APPEAL  TO  COMMISSIONEK— «>n^mtted. 

in  trade-mark  cases,  576. 

on  deoision  of  motions,  557. 
APPEAL  TO  EXAMINERS  IN  CHIEF,  when  allowed,  ^30, 

effect  of,  231. 

no  amendments  after,  231. 

action  on,  232. 

when  cause  remanded,  232. 

to  commissioner  in  person  instead  of,  232. 

regulation  of,  554. 

proceedings  for,  554. 

proceedings  on,  555.  i 

only  after  two  rejections,  555. 

rehearing,  556. 

in  case  of  interference,  214. 
APPEAL  TO  SUPREME  COURT,  when  allowed,  23. 

without  regard  to  sum  in  controversy,  23. 

only  from  final  decree,  27. 

what  exceptions  considered,  27. 

appeal  bond,  27. 
APPEAL  FROM  COMMISSIONER  TO  SUPREME  COURT  OF 

D.  C.  when  allowed,  234. 
.     what  question  considered  on,  235. 

regulation  of,  556. 

notice  of,  236. 

notice  of  to  commissioner,  236. 

copies  to  be  filed  in  court,  236.  ^ 

when  to  be  heard,  556. 

practice  on  hearing,  236. 

certificate  of  decision,  236. 

when  not  proper  remedy,  237. 

bill  in  equity  after  rejection  of  patent  by,  237. 
APPLICATION— For  Patent,  who  may  make,  49,  632. 

to  be  in  writing,  134. 

requisites  of,  134. 

to  be  signed  and  attested,  134. 

requirements  of,  a  prerequisite,  135. 

clearness  in,  135, 147. 

description  of  mode  of  construction,  139. 

claim,  140. 

for  a  composition,  141. 

for  an  improvement,  142. 


for  a  combination,  145. 
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APPLICATION— Fob  Fxr^yrL— continued. 

what  defects  in,  render  patent  Yoid^  146. 

diyision  of,  152. 

to  be  accompanied  by  drawings^  153. 

specimens  of  composition,  154. 

model)  155. 

oath  of  applicant,  155. 

regnlation  of,  533. 

must  be  completed  within  two  years,  158,  545,  563. 

notice  of  rejection,  212. 

interference,  214. 

amendment  of,  212,  643. 

correction  of  drawing  or  model,  540. 

preparation  of,  533. 

to  contain  but  one  invention,  535. 

prosecated  by  correspondence,  529. 

by  assignee,  160,  569. 

by  executor  or  administrator,  161. 

to  be  kept  secret,  531. 

information  after  grant  of  patent,  530. 

division  on  interference,  549. 

when  takes  date,  534. 
FoK  Beibsub,  regulation  of,  546. 

accompanied  by  abstract  of  title,  546. 

when  allowed,  238. 

who  may  make,  244. 

practice  on,  263. 
Fob  Tbade-mabk,  who  may  make,  479, 574. 

requirements  of,  479. 

to  be  verified,  481. 
ABOTJMENTS,  when  allowed  in  patent  office,  554,  555. 

not  allowed  in  extension  cases,  566. 
ABT,  patent  allowed  for,  49. 

definition  of,  99. 

must  be  practical,  99. 

includes  process,  100. 
ASSIGNEE,  when  patent  issued  to,  160, 533,  569. 

may  prosecute  application  with  inventor,  533. 

may  correspond  with  patent  office,  530. 

may  apply  for  reissue,  238,  244. 

may  sue  at  law,  275. 

may  maintain  bill  in  equity,  374. 
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ASSIGNEE— con/inttfid. 

may  unite  in  disclaimer^  271. 

rights  not  affected  by  surrender,  244. 

rights  after  an  extension,  465. 

of  right  to  use  trade-mark,  489. 

of  right  to  copyright,  604. 
ASSIGNMENT— Of  Oopybiqht,  must  be  in  writing,  604. 

when  to  be  recorded,  504. 

parol  promise  to  make,  504. 

of  separate  part,  604. 

does  not  pass  right  of  renewal,  505. 

contracts  relating  to  publication,  505. 
Of  Patents,  must  be  in  writing,  163,  569. 

what  may  be  recorded,  178,  669. 

must  be  recorded  before  grant  to  assignee,  160,  569. 

of  territorial  rights,  170,  669. 

licenses  not  recorded,  178,  669. 

within  what  time  to  be  recorded,  163. 

interest  may  be  vested  in  only  three  classes  of  persons,  164. 

monopoly  not  divisible,  164. 

construction  of,  165. 

special  terms  in,  168. 

by  agentj  171. 

by  corporation,  171. 

by  administrator  or  executor,  172. 

by  estoppel,  173. 

before  grant  of  patent,  174. 

of  right  to  an  extension,  175. 

provision  for  recording  directory,  178. 

unrecorded,  binds  parties,  178. 

unrecorded,  valid  against  wrong-doer,  179. 

unrecorded,  valid  against  purchaser  with  notice,  179. 

license,  180. 

construction  of  license,  181. 

license  assignable,  1S5. 

rights  of  purchaser  of  patented  article,  188. 

licensee  estopped,  190. 

forfeiture  of  license,  192. 

rights  of  joint  owners,  193. 

defence  to  action  on  contract,  194. 

recovery  of  purchase  money,  198. 

effect  of  fraud,  199. 
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ASSIGNMENT— Of  Patents— omttnwerf. 

relief  in  equity,  203. 

by  judgment^  324,  421.  ! 

For  Tbade-mark,  provision  for,  490.  ! 

regulation  of,  574. 

within  what  time  to  be  recorded,  490,  576. 
ATTACHMENT,  when  granted,  426. 

when  party  liable  for  contempt,  426. 

fine,  427. 
ATTOBNET,  may  prosecute  application,  531. 

who  may  be,  531. 

power  of  substitution,  531. 

must  exhibit  power,  531. 

when  may  examine  papers,  531. 

correspondence  with,  529. 

reyocation  of  power  to,  531. 

can  not  represent  conflicting  patents,  531. 

excluded  for  misconduct,  13,  532. 
AXJTHOB,  entitled  to  copyright,  493. 

only  citizen  or  resident  protected,  493. 

rights  of  alien,  497. 

in  what  may  be  protected,  493. 

who  is,  496. 

right  at  common  law,  516. 

right  lost  by  publication,  517. 

right  to  renewal,  503. 

BILL  IN  EQUITY.    See  Equity. 
BOOK,  copyright  of,  493. 

what,  subject  of  copyright,  493. 

definition  of,  494^  495. 

daily  paper,  494. 

chart,  496. 

label,  496. 

judicial  decisions,  496. 

infringement  of,  498. 

infringement  of  compilation,  500. 
BRIEFS  required  in  interference  cases,  555. 

* 

CAVEAT,  when  allowed,  209. 

who  may  make,  209,  567. 
requisites  in,  567. 

must  embrace  but  one  invention,  567. 
41 
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OAY^AT—conHnued. 

oath  in,  567. 

no  amendment  o^  567. 

accompanied  by  drawings,  568. 

renewal  of,  568. 

notice  of  conflicting  application,  568. 

when  counter  application  to  be  filed,  568. 

interference  declared,  568. 

mnst  be  filed  if  relied  on  as  proof,  568. 

effect  of,  210. 

effect  of  omission  to  give  notice,  211. 
OHANOEEY.    See  Equity. 
CHANGE,  when  patentable,  55. 

mere  reduction  in  size,  55,  57. 

mere,  of  material,  56,  58. 

mere,  of  form,  56. 

of  location,  56,  58. 

mere  application  to  new  use,  59. 

mere  duplication,  61. 
OHAET.    See  Map. 
OIBOITIT  COTTBTS,  original  jurisdiction  in  patent  cases,  18. 

original  jurisdiction  in  copyright  cases,  18. 

in  trade-mark  cases,  488. 

without  regard  to  citizenship,  18. 

account  after  expiration  of  patent^  20. 

account  after  death  of  infringer,  20. 

jurisdiction  in  cases  of  contracts,  20. 

junior  patentee  to  construe  prior  patent,  22. 

can  not  vacate  patent  on  information,  22. 

will  not  enforce  penalties,  22. 

when  jurisdiction  exclusive,  28. 

on  refusal  to  grant  patent,  237. 

in  case  of  interfering  patents,  272. 

pleading  in  action  at  law,  325. 

may  grant  injunctions,  372. 

injunction  to  prevent  infringement  of  a  copyright,  521. 
GLAIM,  must  follow  specification,  140,  534. 

must  be  given  in  reasons  for  appeal,  555. 

when  withdrawn  on  interference,  653. 

construction  of,  36. 
COMBINATION,  novelty  in,  76. 

are  patentable,  103. 

must  be  more  than  mere  aggregation,  104. 
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COMBINATION— con/tnuarf. 

reissae  of  patent  for,  257,  267. 

no  disclaimer  of,  270. 

equivalent  in  case  of,  287. 

infringement  of  patent  for,  303. 

patent  for,  and  parts  at  the  same  time,  112,  151. 

specification  for,  145. 
COMMISSIONER,  how  appointed,  9. 

who  to  act  during  absence  or  sickness  of,  4. 

who  to  act  in  case  of  death  or  resignation  of,  4. 

salary  of,  10. 

to  give  bond,  10. 

cannot  take  interest  in  patent,  10. 

duties  of,  11. 

to  establish  rules,  11. 

to  classify  articles,  12. 

to  restore  or  sell  models,  12. 

refuse  to  recognize  attorney  for  misconducti  13. 

require  papers  to  be  written  legibly,  13. 

what  he  may  print,  13. 

what  to  distribute  gratuitously,  14. 

print  additional  copies  of  specifications  and  drawings,  14. 

to  furnish  volumes  to  executive  departments,  15. 

to  fix  prices  for  uncertified  copies,  16. 

to  report  to  congress,  16. 

custody  of  collections  of  exploring  expedition,  16. 

to  grant  certified  copies,  30. 

to  countersign  patents,  35. 

to  issue  patent,  157. 

may  withhold  patent  for  good  cause,  157. 

may  excuse  delay  to  prosecute  application,  158. 

to  give  notice  of  rejection  of  application,  212. 

to  declare  interference,  214. 

to  establish  rules  for  taking  af&davits,  228. 

appeal  on  interlocutory  questions,  214. 

from  decision  of  examiners,  233,  555. 
on  motions,  557. 

from  examiner  of  trade-marks,  576. 
from  to  Supreme  Court,  234,  556. 

may  grant  reissue,  238. 
COMPOSITION,  patentable,  49. 

specification  for,  140. 

when  specimens  required,  154,  541. 
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COMPOSITION— «w^tnw^. 

reissue  of  patent  for,  254, 257. 

infringement  of  patent  for,  295. 
CONCEALMENT,  deprives  of  right  to  priority,  91. 

fraudulent  vitiates  patent,  325,  332. 
CONGRESS,  power  of,  to  secure  the  right  of  authors  and  inven- 
tors, 1. 

power  to,  confined  to'United  States,  1. 

limited  to  authors  and  inventors,  1. 

may  protect  hy  special  act,  2. 

may  grant  extension,  2. 

secure  the  rights  of  assignees,  2. 

not  authorized  the  recall  of  rights,  2. 

retrospective  grants,  2, 
CONSTITUTION,  power  given  congress  by,  1,  ' 

excludes  State  interference  with  copyrights,  1. 

State  can  not  interfere  with  sale  of  patent,  3. 

State  may  regulate  sale  of  dangerous  articles,  3. 
CONSTRUCTION  of  patent  laws,  35. 

of  special  acts,  35. 

rules  for,  of  patents,  36. 

what  may  be  referred  to  in  construing,  39. 

of  patents  in  special  instances,  43. 
COPIES  of  patents  to  be  printed  by  commissioner,  13. 

of  patents  for  gratuitous  distribution,  14. 

additional  of  patents,  14. 

prices  for  uncertified,  1 

how  certified,  30. 

to  be  evidence,  30. 

of  foreign  patents  to  be  evidence,  32. 

printed  copies  evidence,  32. 

of  trade-marks  evidence,  487. 

of  record  of  copyright,  508. 

of  drawings  to  accompany  applications,  153,  574. 

of  drawings  for  trade-marks,  to  accompany  application,  574^ 

of  papers  for  amendment,  543. 

specifications,  drawings  and  patents,  544. 

of  books  in  the  library,  572. 

of  testimony  in  contested  cases,  557. 

orders  for,  557. 
COPYRIGHT,  congress  may  protect,  1. 

jurisdiction  of  circuit  courts  over  actions  for,  18,  22. 

exclusive  jurisdiction  of  circuit  courts  in  actions  for,  28,  30. 
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COPYRIGHT— c(w/wu«i. 

records  kept  by  librarian  of  congress,  492. 

how  copies  of  records  authenticated,  493. 

bond  of  librarian,  493. 

report  of  librarian,  493. 

who  entitled  to  copyright,  493,  496. 

subjects  of  copyright,  493. 

infringement,  498. 

when  of  cut  or  print,  502. 

for  what  term  granted,  503. 

renewal  of,  503. 

assignment  of,  504. 

agreement  with  publisher,  504. 

not  liable  to  execution,  505. 

not  passed  by  sale  of  engraved  plate,  505. 

rights  of  joint  owners,  506. 

deposit  of  title  before  publication,  506. 

deposit  of  copy  within  ten  days  after  publication,  506,  509. 

record  of  title,  507. 

fees  of  librarian,  508. 

two  copies  of  best  edition  sent  to  librarian,  508. 

penalty  for  failure  to  send  copies  to  librarian,  510. 

postmaster  to  give  receipt  for  copies,  510. 

no  action  unless  notice  of  copyright,  510. 

penalty  for  false  notice  of  copyright,  512. 

infringement  in  book,  513. 

of  in  other  works,  513. 
of  dramatic  composition,  515. 
action  for  publication  of  manuscript,  516. 
rights  of  author  at  common  law,  516. 
what  is  publication  at  common  law,  517. 
manuscript  not  liable  to  execution,  517. 

of  dramatic  composition,  519. 
letters,  520. 
letters  not  assets,  521. 
limitation  of  actions  for  infringements,  521. 
pleading  the  general  issue,  521. 
injunction  to  restrain  infringement,  521. 
parties  to  bill  in  equity,  522, 
pleading,  522. 

discovery  and  account,  522. 
issues  to  be  tried  at  law,  523. 
preliminary  injunction,  523. 
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COPYRIGHT— cow^nwerf. 

perpetual  injanction,  524 

practice,  525. 

maeter,  525. 

what  importations  allowed,  526. 
CORPOEATION,  assignment  by,  171. 

liable  as  infringer,  310. 

liability  of  municipal,  312. 
COKEtESPONDENCE,  application  prosecuted  by,  529. 

rules  for,  529. 

must  be  addressed  to  commissioner,  529. 

a  separate  letter  required  for  each  distinct  matter,  529. 

must  be  in  writing,  529. 

with  assignee  or  attorney,  530. 

with  attorney  only,  531. 

postage  to  be  prepaid,  529. 

no  acknowledgment  of  receipt  of  assignments,  530. 
COSTS,  full  allowed,  33. 

in  case  of  disclaimer,  33,  449. 

what  allowed  in  equity,  446. 

what  are  taxable,  447. 
COURT.    See  Circuit  Court,  Supreme  Court,  State  Court. 
CREDITORS  may  reach  patent-right  on  supplemental  proceedings, 
168. 

can  not  levy  on  copyright,  605. 

can  not  levy  on  manuscript,  519. 

DAMAGES  FOR  INFRINGEMENT  OF  COPYRIGH  J\  to  book, 
513. 

to  other  works,  513. 

to  dramatic  composition,  513. 

to  manuscript,  516. 
DAMAGES  FOR  INFRINGEMENT  OF  PATENT,  actual  allowed, 
274. 

no  fixed  rule,  315. 

not  Tindictive  or  speculatiTe,  316. 

defendant's  profits,  316. 

when  on  entire  machine,  317. 

aUowance  for  improvement  by  defendant,  317. 

defendant's  profits  not  conclusive,  317. 

plaintiff's  loss,  318. 

profits  lost  by  plaintiff,  319. 

a  grantee  of  mere  right  to  construct,  319. 

license  fee,  319. 
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DAMAGES  FOR  INFRINGEMENT  OF  PATENT— ewtftniiarf. 

royalty  not  proper  when  use  limited,  320. 

items  allowed,  320. 

loss  of  use  of  capital,  320. 

condition  of  parties  not  taken  into  account^  320. 

for  improvement,  321. 

interest,  321. 

only  for  period  of  infringement^  321. 

expense  or  counsel  fee  not  allowed,  321. 

only  for  using  prior  to  writ^  322. 

remission  of  excess,  322. 

in  case  of  reissue,  322. 

burden  of  proof,  322. 

when  nominal  allowed,  322. 

increase  of,  323. 

omission  to  file  disclaimer,  323. 

in  equity,  438. 

omission  to  mark  articles  patented,  206. 
DAMAGES  FOR  INFRINGEMENT  OF  TRADE-MARK,  when 

allowed,  488. 
DATE  OF  PATENT,  when  to  bear  date,  48,  562. 
DECLARATION.    SeeAciioi^  at  Law. 
DEDICATION.    See  Abandonmbnt. 
DEPOSITIONS,  commissioner  may  make  rules  for  taking,  229. 

clerk  to  issue  subpoena  for  witness,  229. 

fees  of  witness,  230. 

punishment  for  refusal  to  testify,  230 

rules  for  taking  and  transmitting,  557. 

folios  to  be  numbered,  559. 

mode  of  taking,  559. 

eyidence  not  considered  unless  properly  taken,  560. 

access  to  testimony,  561. 

effect  of  informality  in,  216. 

ex  parte,  not  allowed,  221. 

on  motion  for  a  preliminary  injunction,  392. 
DESCRIPTION.    See  Spbcipioation. 
DESIGNS,  patent  allowed  for,  470. 

requires  invention,  470. 

must  be  new,  470. 

when  combination  patentable,  471. 

when  an  infringement,  471. 

trade-mark  not  patentable  as,  473. 

not  for  drawing  annexed  to  patent^  474. 

mere  substitution  of  one  color  for  another,  474. 
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DESIGNS— am^tni£^. 

practice,  474. 

to  whom  granted,  470, 545. 

models  dispensed  with,  475. 

for  what  time,  475,  545. 

proceedings  for,  545. 

preparation  of  drawings,  545. 

extension  of,  475. 

provisions  relating  to  patents  applicable  to,  475. 
DISOLAIMEB,  when  allowed,  268,  449. 

for  mistake  of  law  or  fact,  269.  I 

none  where  part  claimed  is  not  separable,  269. 

necessary,  only  when  part  claimed  is  material,  269. 

recovery  without  disclaimer,  270. 

in  case  of  combination,  270. 

when  filed,  271. 

injunction  without,  271. 

who  may  file,  271. 

effect  of  delay,  272. 

what  is  unreasonable  delay,  272. 

costs,  33,  449. 

regulations  of,  566. 
DISCOVEBIES.    See  Invention. 
DBAMATIC  COMPOSITION,  copyright  of,  493. 

indecent,  not  subject  to  copyright,  495. 

translation  of,  498. 

infringement,  499. 

penalty  for  infringing,  513. 

right  to,  in  manuscript,  519. 
DRAWINGS,  when  required,  153,  537. 

to  be  attested,  153. 

references  to,  154. 

used  in  construing  claim,  39. 

rules  for  preparation  of,  537. 

new  with  reissue,  540,  547. 

referred  to  in  specification,  535. 

preparation  by  artists,  537, 540. 

three  editions  printed  by  the  office,  537. 

amended  on  reissue  by  model  only,  546. 

ENGRAVINGS.    See  Copyright. 

EQUITY,  jurisdiction  in  patent  and  copyright  cases,  18. 

jurisdiction  after  expiration  of  patent,  19. 

jurisdiction  after  death  of  defendant,  20. 
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although  remedy  at  law,  20. 

can  not  enforce  right  under  contract,  21. 

can  not  entertain  action  by  junior  patentee  against  prior 

patent,  22. 
can  not  entertain  information  to  annul  patent,  22. 
will  not  enforce  forfeiture,  22. 
may  compel  issue  of  patent^  237. 
in  case  of  interfering  patents,  272. 
may  grant  injunction,  372. 
parties  in,  373. 
bill  of  complaint,  378. 
new  bill  after  reissue,  380. 
bill  sworn  to,  380. 

bill  for  subsequent  infringements,  380. 
supplemental  bill,  381. 
cross  bill,  382. 
demurrer,  382. 
plea,  383. 
answer,  383. 

sending  issues  to  jury,  390. 
motion  for  preliminary  injunction,  392. 
affidavits  on  motion  for  preliminary  injunction,  394. 
proof  of  prior  suil^  396. 
proof  of  continuous  use,  400. 
granting  of  preliminary  injunction,  403. 
effect  of  inconvenience,  404. 
bond  to  stay  injunction,  405. 
postponement  of  doubtful  questions,  408. 
effect  of  laches,  412. 
dissolution  of  injunction,  414. 
perpetual  injunction,  415. 
practice  in,  418. 
rights  of  licensee,  423. 
attachment  for  contempt,  425. 
profits,  428. 
deductions,  435. 
damages,  438. 
master's  report,  439. 
rehearing,  441. 
costs,  446. 

what  costs  are  taxable,  447. 
relief  against  infringement  of  trade-marks,  487. 
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l&QTJITY— continued. 

relief  of  copyright,  621. 
EQUIVALENTS,  what  are,  286. 

substitution  of  not  substantial  change,  286. 

in  composition,  287. 

in  process,  288. 

in  combination,  288. 
ESTOPPEL,  assignment  by,  173. 

of  patentee,  182. 

of  licensee,  190. 

not  by  offer  to  take  license,  364. 

arising  from  patent,  366. 
EVIDENCE,  certified  copies,  30. 

copies  of  foreign  patents,  82. 

printed  copies,  32. 

on  interference,  220,  667. 

in  patent  cases,  366. 

parol  eridence  to  vary  written  agreement,  361. 

of  experts,  362. 

copies  of  trade-marks,.487. 

copies  of  copyright,  608. 

in  copyright  cases,  616. 
EXAMINATION  OF  APPLICATIONS,  order  of,  541. 

renewed  after  first  rejection,  642. 

on  reissue,  646. 

attorney  must  have  power  to,  631. 
EXAMINEES,  number  of,  6. 

number  of,  in  chief,  9. 

duties  of,  11. 

appeal  &om  primary,  214,  230. 

appeal  from  examiners  in  chief,  233. 
EXCEPTIONS,  to  testimony  in  patent  office,  666. 

bill  of,  in  action  at  law,  24. 

to  evidence,  24. 

to  instructions,  26. 
EXECUTOBS,  when  patent  issued  to,  161,  632. 

trust  not  expressed  on  face  of  patent,  161. 

right  to  extension,  463. 

assignment  by,  172. 

right  to  sue,  376. 
EXPERIMENTS,  not  invention,  86. 

abandoned,  86. 

when  an  infringement,  303. 
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BXPEBTS,  testiiDoiiy  of,  362. 

to  what  facts  allowed,  363. 

value  of,  363. 

jury  not  bound  by,  364. 
EXTENSION,  when  allowed,  453. 

to  executor,  454. 

who  may  apply  for,  454. 

statement,  455,  564. 

yalue,  456. 

prior  profits,  457. 

notice  of  application,  459. 

reference  for  examination,  460. 

decision  of  commissioner,  460. 

bow  far  grant  conclusive,  460. 

practice  in  granting,  462. 

want  of  diligence  in  obtaining  remuneration,  465. 

who  entitled  to  benefit  of,  465. 

right  of  owner  of  machine,  468. 

assignment  of,  176. 

reissue  of,  241. 

of  designs,  475. 

of  trade-marks,  487. 

of  copyright,  503. 

regulation  of,  564. 

opposition  to,  565. 

testimony  on  application  for,  566. 

closing  of  testimony,  566. 

hearing,  566. 

hearing  of  parties  who  have  not  entered  opposition,  566. 

have  precedence  in  examination,  542. 

FEES,  for  patents,  476. 

for  design  patents,  476. 

for  caveat,  476. 

for  reissue,  476. 

for  disclaimer,  476. 

for  extension,  476. 

for  appeal,  476. 

for  drawings,  477. 

for  copies,  476. 

for  recording  assignment,  476. 

for  trade-mark,  480. 

for  copyrights,  508. 
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for  reoording  assignment  of  copyright,  509. 

to  whom  patent  fees  paid,  477. 

refanding  fees  paid  by  mistake,  478. 

regulations  of,  570. 

at  owner's  risk  when  sent  by  mail,  571. 

on  appeal  to  Supreme  Court  of  D.  0.,  556. 

when  final  fee  paid,  571. 
FIBST  INVENTOR,  must  be,  to  obtain  patent,  78. 

in  relation  to  foreign  countries,  79. 

date  of  invention,  79. 

reducing  to  practice,  80,  121. 

diligence  in  perfecting  inyention,  90, 124. 

loses  right  by  concealment,  91. 

effect  of  foreign  description,  451. 
FOBEIGNER    See  Alien. 
FOREIGN  PATENT,  does  not  prevent  patent,  131,  533. 

from  what  time  American  patent  to  date,  131. 

when  distinct  inventions  in  one  patent,  133. 

when  description  in,  bars  patent,  451. 

not  private  patent,  452. 

application  should  state  that  inventor  has,  533. 

have  precedence,  533. 
FORFEITURES,  for  infringement  of  copyright  of  book,  513. 

for  infringement  of  other  copyrights,  513. 

equity  not  enforce,  22. 

FOBMS. 

AMEKDMEurr  to  specification,  595. 

Appeal  from  examiners  to  examiner  in  chief,  596. 

a  principal  examiner  to  commissioner,  597« 
examiner  of  trade-marks  to  commissioner,  597. 
examiner  in  charge  of  interferences  to  examiner 

in  chief,  597. 
examiner  in  chief  to  commissioner,  597. 
commissioner  to  Supreme  Court  District  of 
Columbia,  598. 
Appeals,  rules  of  Supreme  Court  in,  from  Commissioner  of 

patents,  599. 
Applicatiok  for  registration  of  a  label,  612. 

trade-mark,  610. 
AssEKT  of  assignee  to  reissue,  583. 

AssiGKMBNT  of  entire  interest  in  invention,  before  issue  of 

letters  patent,  601. 
letters  patent,  602. 
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Absigkmekt  of  undivided  interest  in  letters  patent,  602. 

territorial  interest,  after  grant  of  patent,  603. 
copyright,  612. 
license,  shop  right,  603. 

not  exclusive,  with  royalty,  604. 
Attobkxy,  power  of,  594. 

revocation  of,  595. 
Bill  to  restrain  infringement  of  patent^  617. 

copyrights,  623. 
for  account  and  injunction  against  illegal  use  of  trade- 
mark, 626. 
Oavbat,  583.  • 

GoPYBiOHT,  assignment  of,  612. 

bill  to  restrain  infringement  of,  623. 
order  of  reference  to  master  in,  628. 
Dbolaratiok  in  case  for  infringement  of  patent,  613. 

where  there  is  an  assignment,  614. 
Dbosbb,  interlocutory,  629. 

final,  631. 
DxpoBinoN,  notice  of  taking  testimony,  608. 
form  of,  609. 
certificate  of  officer,  609. 
DisoLAiMBB,  after  patent,  595. 

during  interference,  596. 
ExTBKSiON,  application  by  patentee,  605. 

by  administrator,  605. 
statement  of  account^  605. 
reasons  of  opposition,  607. 
ExcBPnoNB  to  master's  report,  631. 
FnsTAL  decree,  631. 

Iktbbfisbbkob,  preliminary  statement,  599. 
Ihtbblogutoby  decree,  629. 
LiOBNSB,  shop  right,  603. 

not  exclusive,  with  royalty,  604. 
Mastbb,  order  of  reference  to,  in  copyright  case,  628. 
Mabteb's  report,  630. 

exceptions  to,  631. 
Notice,  supplemental,  617. 
Oath,  by  inventor,  591. 

an  applicant  for  a  reissue  (inventor),  592. 

(assignee),  593. 

extension  (patentee),  607. 

(executor),  607. 
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FORMS-  contvnvsd. 

Oath  of  appUoant  for  registration  of  trade-mark^  610. 

supplemental,  to  acoompany  new  or  enlarged  claim, 

593. 

as  to  the  loss  of  letters  patent^  593. 

of  administrator  as  to  loss  of  letters  patent,  694. 

supplemental  to  new  or  enlarged  claim,  598. 

OsBBS  of  reference  to  master  in  a  copyright  case,  628. 

to  show  cause,  628. 

for  preliminary  injunction,  628. 

Pbttfion  by  sole  inventor,  581. 

joint  inyentors,  581. 

iftyentor  for  himself  and  assignee,  581. 

administrator,  582. 

executor,  582. 

with  power  of  attorney,  581. 

for  a  reissue  by  inventor,  582. 

assignee,  583. 

extension  by  patented,  605. 

administrator,  605. 

letters  patent  for  a  design,  583. 

for  caveat^  683. 

registration  of  a  trade-mark,  610. 

for  renewal  of  an  application,  584. 

Plba  of  general  issue,  with  notice,  616. 

PowBB  of  attorney,  595. 

revocation  of,  595. 

Prints  and  labbls  application  for  registration  (individual), 

612. 

(corporation), 

612. 

Bbgistbation  of  label,  application  for  by  individual,  612. 

corporation,  612. 

Beissub,  assent  of  assignee  to,  583. 

Bepobt,  master's,  630. 

exceptions  to,  631. 

Bulbs  of  Supreme  Court  in  appeals  from  commissioner  of 

patents,  599. 

Spbcifioation  for  a  machine,  586.    • 

process,  584. 

composition  of  matter,  589. 

design,  590. 

a  caveat,  690, 
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Spboitioation  for  a  trade-mark,  610. 
,  amendment  to,  595. 

STATBMBirr  and  aooonnt  for  extension,  605. 

SuppLBKBirrAL  notice,  617. 

Tbabb-mabe,  letter  for  registration  of,  610. 
FRAUD,  in  contract  for  patent  right,  199. 

in  obtaining  reissue,  262. 

granting  extension,  462. 

in  description  of  invention,  324. 

in  obtaining  trade-nuurk,  489. 

OEN£UAL  ISSUE,  when  allowed  in  patent  cases,  325. 

defences  under,  without  notice,  330. 

in  actions  for  infringement  of  copyright,  521. 
GRANTEE,  who  is,  164. 

may  maintain  suit  in  his  own  name,  275,  374. 

HEARING  of  cases  before  commissioner,  556. 
before  primary  examiner,  554. 
before  interference  examiner,  555. 
before  Supreme  Court,  556. 

IMPORTATION,  when  allowed,  526. 
IMPROVEMENT,  when  patentable,  107. 

inventor  may  take  out  patent  for,  109. 

specification  of,  142. 

not  justify  use  of  prior  patent,  296. 

allowance  to  defendant  for,  316. 

for  infringement  of,  321. 

profits  on,  433. 

deduction  for  by  defendant,  437. 
INFORMATION,  of  reasons  for  rejection,  542. 

in  interferences,  551. 

not  of  applications,  529. 

when  not  given,  530. 
INFRINGEMENT  OF  COPYRIGHT,  what  is,  498. 

translation,  498. 

abridgment,  499. 

of  compilation,  501. 

penalty  for,  of  books,  513. 

other  works,  518. 
dramatic  composition,  515. 
manuscript,  616. 
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INPBINGEMENT  OF  PATENTS,  what  is,  276. 

not  affected  by  motive,  277. 

by  combining  inventions  with  other  machinery,  278,         » 

by  dividing  invention,  278,  295. 

shown  by  result,  279. 

not  question  of  superiority,  280. 

formal  change,  282. 

equivalents,  285. 

mere  mechanical  skill,  289. 

when  there  is,  291. 

of  process,  294.  f 

of  composition,  295.  ] 

by  later  patent,  296. 

of  one  claim  sufficient,  296. 

improvement  not  justified,  296. 

when  none,  298. 

effect  of  accident,  800. 

experiment,  303. 

of  combination,  803. 

by  license,  308. 

right  of  purchaser  of  product,  308. 

who  commit,  310. 

damages  for,  274. 

when  enjoined,  372. 
INFRINGEMENT  OF  TRADE-MAEK,  remedy  for,  488. 
INJUNCTION,  of  infringement  of  patent,  372. 

motion  for  preliminary,  892. 

affidavits  on  motion  for,  393. 

effect  of  prior  suit,  396. 

effect  of  prior  use,  400. 

power  to  grant  preliminary,  403. 

effect  of  inconvenience,  405. 

court  may  require  bond  of  complainant,  406. 

stayed  on  giving  bond,  406. 

effect  of  doubt,  407. 

decision  of  doubtful  points  postponed,  408. 

construction  of  deed,  409. 

when  defendant  resides  out  of  district,  410. 

effect  of  acquiescence,  412. 

dissolution  of,  414. 

perpetual,  415. 

for  infringement  of  trade-mark,  488. 

copyright,  521. 
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INTERCOURSE  with  office  to  be  in  writing,  529. 

personal,  with  examiners,  discouraged,  529. 
INTERFERENCES,  when  declared,  214,  547. 

decision  of  patent  office  on,  not  final,  215. 

what  is,  216. 

preliminary  statement,  218,  549. 

duty  of  examiner,  219. 

evidence,  220. 

dissolution,  223,  552. 

rehearing,  225. 

decision,  228. 

on  reissue,  218. 

appeal  to  examiners  in  chief,  230,  554. 

appeal  to  commissioner,  233,  554. 

only  when  subject  is  patentable,  555. 

claim  must  be  complete  before  declaration  of,  564. 

judgment  in  default  of  preliminary  statement,  554. 

further  proceedings,  555. 

notice  of,  555. 

presumption  in  favor  of  first  applicant,  555. 

order  of  taking  testimony,  555. 

motion  to  dissolve,  555. 

inspection  of  claims,  555. 

withdrawing  claims,  555. 

amendment  of  specification,  555. 

when  second  granted,  555. 
INVENTION,  discovery  synonymous  with,  49. 

what  is,  49. 

more  than  skill  of  ordinary  mechanic,  50, 114. 

amount  of  mental  labor,  51. 

utility,  evidence  of,  54. 

shown  by  change,  54,  115. 

mere  change  of  form,  56. 

change  in  size,  57. 

change  of  location,  58. 

change  in  mode  of  making,  58. 

change  of  elements,  59. 

application  to  new  use,  59. 

duplication,  61. 

effect  of  suggestions,  63,  117. 

joint,  66. 
JOINT  INVENTION,  entitfed  to  joint  patent,  533. 

what  is,  66. 
42 
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JOINT  OWNERSHIP,  copartnership  between,  193. 

rights  of  each,  193. 

license  by,  194. 

of  copyright,  506. 

effect  of  agreement  between,  506. 
JUDICIAL  DECISIONS,  not  subject  of  copyright,  494. 
JURISDICTION.    See  Ciecuit  Court,  Supreme  Court,  State 

Court. 
JURY,  must  accept  construction  of  patent  by  court,  47. 

to  pass  on  abandonment,  366. 

to  decide  infringement,  366. 

to  determine  whether  description  is  suflScient,  366. 

to  determine  novelty,  367. 

credibility  of  witnesses,  368. 

not  bound  by  opinion  of  experts,  364. 

issues  out  of  chancery  to,  390. 

special,  449. 

LABEL,  not  subject  of  copyright,  493,  502. 

registration,  of  502. 

different  from  trade-mark,  502. 

rules  for,  579. 
LETTERS,  rights  of  author,  520. 

rights  of  recipient,  520. 

right  of  feme  covert^  521. 

passed  to  executor,  521.  , 

LIBRARY,  purchase  of  books  for,  12. 

rules  for  consulting,  572. 

deposit  of  book  and  title  in  congressional,  506,  509. 
LICENSE,  what  is,  164. 

need  not  be  recorded,  178. 

prevails  over  subsequent  assignment,  179. 

for  separate  acts,  181. 

when  inferred,  183. 

grant  to  .use  a,  183. 

may  arise  by  estoppel,  182. 

construction  ofi  183. 

no  warranty  of  validity  of  a  patent,  184. 

of  right  to  use  gives  right  to  repair,  185. 

when  assignable,  186. 

purchase  of  patented  article,  188.  ^ 

when  licensee  estopped,  190.  * 

licensee  can  not  impeach  validity  of  patent,  190. 


1^ 
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LICENSE— ^jon/inwed. 

forfeiture  of,  192. 

need  not  join  in  surrender,  246. 

not  affected  by  surrender,  244. 

can  not  maintain  action  at  law,  275. 

when  licensee  an  infringer,  308. 

licensee  may  enjoin  patentee  from  infringing,  374. 

when  licensee  party  to  suit  in  equity,  374. 

licensor  estopped,  192. 

MACHINE,  subject  of  patent,  49.    . 

kinds  of  patentable,  102. 

what  patentable  as,  102. 

embraces  combination,  103. 
MANUFACTURE,  subject  of  patent,  49. 

product  patentable,  106. 
MANUSCRIFT,  publication  of  prohibited,  516. 

right  of  author  at  common  law,  516. 

what  is  publication  of,  517. 

not  liable  to  execution,  518. 

dramatic  composition,  519. 

letters,  520. 

assignee  of  alien  not  protected,  516. 
MAP,  copyright  of,  493. 

surveys  for  government,  501. 

notice  of  copyright,  510. 

penalty  for  infringing,  51 3. 
MABKS,  on  patented  article,  206. 

penalty  for  affixing  fraudulently,  207. 

in  case  of  copyrights,  512. 

penalty  for  fraudulent  of  copyrights,  512. 
MISTAKE,  money  paid  in  refunded,  571. 

correction  of  by  surrender,  241. 

secretary  must  sign  patent  after  correction,  36. 
MODEL,  when  required,  155,  540. 

construction  of,  540. 

working  desirable,  541. 

when  returned  to  applicant,  12,  541. 

amended  by  drawing  on  reissue,  239,  547. 

for  design  patents,  475,  545. 
MONEYS,  to  whom  paid,  341,  570. 

at  owner's  risk  when  sent  by  mail,  571. 

when  refunded,  571. 
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MOTION,  for  preliminary  injuDction,  392. 

notice  of  in  patent  ofSce,  557. 

proof  of  service,  557. 

by  whom  heard,  557. 

appeal  to  commissioner,  557. 

to  postpone  preliminary  statement,  550. 

for  hearing  in  extension  cases,  565. 

in  interference  cases,  550. 

to  dissolve  interference,  550. 

general  rules  for,  557. 
MUSICAL  COMPOSITION,  subject  of  copyright,  493. 

must  be  new,  496. 

penalty  for  infringement  of,  513. 

NEWSPAPER,  not  subject  of  copyright,  495. 
NEW  TRIAL,  when  granted,  370. 

when  verdict  against  evidence,  370. 

irregular  conduct  of  jury,  371. 

discovery  of  new  evidence,  371. 

in  interference  cases,  227. 
NOTICE,  of  appeal  from  commissioner,  555. 

motions  in  contested  cases,  557. 

interferences,  550. 

to  caveator,  210,  568. 

to  opponent  of  extension,  564. 

opposition  to  extension,  565. 

taking  testimony  on  extension,  565. 

service  of,  565. 

what  proof  of  service  required,  557. 

proof  of  service  attached  to  deposition,  558. 

exception  to  testimony,  560. 
NOTICE  UNDER  GENERAL  ISSUE,  of  what  notice  may  be 

given,  325. 

what  defence  without,  330 

particularity  of,  331. 

supplemental,  331. 

no  evidence  without,  332. 

notice  of  previous  knowledge,  325,  350. 

notice  of  books,  334. 
NOVELTY,  requisite  to  patent,  67, 118. 

not  merely  new  in  commercial  sense,  70. 

there  must  be  new  principle,  71. 

superiority,  71. 

production  of  prior  machine,  74. 
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'SOYELTY—cofUinu^. 

tested  by  result^  75. 

in  combination,  76. 

ooncealed  invention,  91. 

knowledge,  108. 

description,  130, 333. 

description  in  foreign  country,  451. 

OATH,  to  application,  155,  536. 

who  may  administer,  155,  383. 

not  essential  to  validity  of  patent,  156. 

recital  of  in  patent  conclusiye,  1 56. 

effect  of  absence  of  date,  156. 

new  on  division  of  application,  157. 

supplemental  to  amendment,  537. 

to  application  for  extehsion,  453,  563. 

to  caveat,  567. 
OMISSION,  of  material  parts  that  render  patent  void,  146. 

PAETIES,  to  action  at  law,  195. 

to  bill  in  equity,  372,  522. 
PATENT,  how  issued,  35. 

what  to  contain,  36. 

rules  for  construction  of,  36. 

what  referred  to  in  construing,  39. 

construction  in  special  instances,  43. 

when  to  bear  date,  48,  562. 

for  what  granted,  49. 

invention,  49. 

novelty,  67. 

priority,  78. 

utility,  92. 

what  is  patentable,  97. 

principle,  97. 

art,  99. 

process,  100. 

machine,  102. 

combination,  103. 

manufacture,  106. 

improvement,  107. 

knowledge,  108. 

when  embraces  several  inventions.  111,  152. 

separate  claims,  113. 
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P  ATEtfT— continued. 

only  one  valid  patent,  113. 

error  in  Christian  name,  114. 

specification,  134. 

clearness  requisite  in,  135. 

claim,  140. 

specification  of  composition,  141. 

for  improvement,  142. 
combination,  145. 

what  defects  render  void,  146. 

commissioner  may  withhold,  157. 

reissue,  238. 

disclaimer,  191, 449. 

effect  of  foreign,  131. 

prior  description  in  foreign,  450. 

extension,  453. 

for  designs,  470. 

who  may  obtain,  632. 

when  inventor  dies,  161,  532. 

joint  inventors,  533. 

to  assignee,  160,  533. 

proceedings  to  obtain,  533. 

for  inventions  patented  abroad,  131. 

withheld  for  final  fee,  563. 

on  renewed  applications,  158,  563. 

reissue  for  remainder  of  term,  563. 

division  on  the  reissue,  546. 

return  when  reissue  refused,  547. 
PENALTIES,  for  fraudulent  marks  on  patent,  207. 

for  omitting  to  send  copy  of  book  to  librarian,  510. 

for  fraudulent  claim  of  copyright,  512. 

for  infringement  of  copyright  to  book,  513. 

for  infringement  of  other  copyrights,  513. 

dramatic  composition,  515. 

limitation  of  actions  for,  521. 
PHOTOGRAPH,  subject  of  copyright,  493. 

not  a  print,  cut  or  engraving,  496. 

an  infringement  of  an  engraving,  513. 
PEELIMINARY  STATEMENT,  regulations  of,  549. 

amendment  of,  219. 
PRESUMPTION,  from  patent,  353. 

how  far  extends,  354. 

from  subsequent  patent,  355. 
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PRINCIPLE,  not  patentable,  97. 

difference  in,  necessary  to  render  machine  patentable,  72. 

infringement  when  principle  the  same,  209. 
PRINTS,  subject  of  copyright,  352. 

definition  of,  502. 
PROCESS,  patentable  as  an  art,  99. 

what  is,  LOO. 

instances  of,  102. 

reissue  of  patent  for,  260. 

infringement  of,  291. 
PRODUCT,  when  patentable,  106. 

separate  patent  for  process  and  product,  112. 

purchaser  of,  not  bound  by  covenant  in  license,  138. 

sale  of,  no  infringement  of  machine,  308. 
PROPERT,  practice  to  make,  327. 

form  of,  327. 
PROFITS,  account  of,  428. 

to  what  time,  428. 

no  fixed  rule  for,  430. 

complainant  must  prove,  431. 

difference  between  cost  and  yield,  431. 

in  case  of  reissue,  433. 

of  improvement,  433. 

interest  on,  435. 

deductions,  435. 

defendants  considered  in  estimating  damages,  316. 
PROOF,  burden  of,  on  plaintiff  to  prove  infringement,  351. 

on  patentee  to  explain  ambiguity,  352. 

on  defendant  to  show  want  of  novelty,  352. 

on  defendant  to  prove  specification  defective,  353. 

RECORD,  of  assignment  of  patent,  163. 

when  necessary,  178. 

when  unrecorded  assignment  valid,  179. 

license  need  not  be  recorded,  178. 

unrecorded,  valid  against  purchaser  with  notice,  180. 

of  assignment  of  trade-mark,  491. 

of  assignment  of  copyright,  504. 
RE-EXAMINATION  of  claim  after  rejection,  212,  542. 
REFERENCE,  in  drawing,  not  essential  to  validity  of  patent,  154. 

directions  for,  in  drawing,  537. 

on  rejection  of  patent  for  want  of  novelty,  542. 
REHEARING,  in  interference  cases,  225,  549. 

of  case  in  equity,  441. 
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REISSUE,  when  allowed,  238. 

practice  in  making,  242. 

only  for  unexpired  term,  243. 

application  for,  withdrawn,  243. 

who  may  make,  171,  175,  546. 

surrender  can  not  affect  rights  of  third  parties,  244. 

patentee  and  assignee  should  unite,  245. 

grantee  not  join,  246. 

licensee  need  not  join,  246. 

valid  when  made  with  consent  of  assignee,  245. 

to  administrator  or  executor,  247. 

when  decision  of  commissioner  conclusive,  247. 

presumption  in  favor  of  reissue,  249. 

how  far  conclusive,  248. 

must  he  for  same  invention  as  original,  249. 

mere  variation  of  description,  253. 

can  not  embrace  new  matter,  256. 

change  from  machine  to  process,  257. 

for  process,  may  embrace  process  and  product^  258. 

for  combination,  258. 

separate  patents,  239,  260,  547. 

for  process,  260. 

both  original  and  reissue  must  be  put  in  evidence,  261. 

fraud  in  granting,  262. 

effect  of,  262. 

prior  use  can  not  authorize  use  after,  263. 

operate  only  from  time  of  grant,  264. 

prior  suits  terminated  by,  263. 

does  not  affect,  prior  judgment,  263. 

no  recovery  of  money  paid  under  prior  judgment,  264. 

practice  in  granting,  264. 

terminates  pending  suit  in  equity,  380. 

irregularity  in  filing  supplemental  bill  waived  by  answer,  38.1. 

when  inventor  or  assignee  must  sign  application  for,  546. 

what  must  accompany  petition,  546, 

original  must  be  surrendered,  547. 

drawing  and  model  amended  only  by  each  other,  547. 

when  corrections  on  sworn  statements  allowed,  239,  268. 

have  precedence  in  order  of  examination,  542,  546. 

original  claim  subject  to  re-examination,  546. 
EEJEOTION  OF  APPLICATION,  notice  to  applicant,  212. 

abandonment  by  elapse  of  two  years  after,  158,  563. 

renewal  of  application  after,  158,  563« 
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KBPAIB,  owner  of  machine  may  make,  310. 
**  right  to  make  after  extension,  468. 

does  not  include  replacing,  468. 
RESULT,  not  patentable,  99. 

evidence  of  novelty,  75. 

obtaining  of  by  different  means,  no  infringement,  299. 

evidence  of  difference  from  patent,  281. 

SECBETAKY  OP  INTERIOR,  charged  with  bnsineas  relating  to 

patents,  7. 

to  sign  patents,  35. 

to  re-sign  after  alteration,  36. 
SERVICE,  of  notice  in  contested  cases,  549. 

of  notice  of  intention  to  oppose  extension,  564,  565. 

of  notice  of  time  and  place  of  taking  testimony,  558. 
SIGNATURE,  to  application  for,  534,  539. 

to  drawings,  539. 

to  drawings  for  designs,  545. 

to  drawings  for  trade-marks,  575. 
SPECIFICATION,  referred  to  in  construing  claim,  40. 

should  be  consistent  with  title,  43. 

requisites  of,  134. 
.  clearness  required  in,  135,  147. 

mode  of  construction,  139. 

claim,  140. 

for  composition,  141. 

for  improvement,  142. 

for  combination,  145. 

what  defects  in,  render  patent  void,  146. 
SPECIMENS  of  ingredients,  when  required,  154. 
STATE  COURTS,  no  action  for  use  of  patented  invention,  28. 

can  not  enjoin  judgment  for  infringement,  28. 

may  incidentally  inquire  into  validity  of  patent,  28. 

may  entertain  action  for  fraud  in  sale  of  patent,  29. 

may  restrain  publication  of  secret  invention,  29. 

may  enforce  performance  of  contract,  29. 

may  rescind  contract,  29. 

may  entertain  action  for  fraud  in  asserting  infringement,  29. 

may  entertain  suit  for  breach  of  warranty  or  contract,  29. 

may  entertain  actions  relating  to  manuscript,  31. 
.  can  not  enjoin  infringement,  28. 

can  not  restrain  issue  of  circulars,  28. 

can^not  entertain  action  for  infringement,  28. 

no  set-off  for  infringement,  29. 
43 
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SUBPOENA,  clerks  to  issue  for  witness,  229,  561. 
SUBSTITUTION,  of  one  material  for  another,  not  patentable,  581 

of  one  attorney  for  another,  531. 
SUGGESTIONS,  when  they  defeat  patent,  63. 

by  employe,  65. 
SUPREME  COURT,  jurisdiction  on  appeal  or  writ  of  error,  23. 
SUPREME  COURT  OF  D.  C,  appeal  from  commissioner,  234. 

notice  of  appeal,  235. 

reasons  of  appeal,  235. 

notice  of  hearing,  236. 

to  what  questions  limited,  236. 

certificate,  236. 

no  appeal  in  interference  cases,  555. 

TESTIMONY,  in  interference  cases,  551. 

postponement  of  taking,  551. 

in  extension  cases,  455,  565. 

notice  of  taking,  in  extension  cases,  565. 

when  not  received  in  extension  cases,  566. 

when  ez  parte  depositions  may  be  used,  559. 

notice  of  taking  and  service,  566,  558. 

closing  same  and  postponement^  566. 

general  rules  for  taking,  559. 

notice  of  taking,  559. 

proof  of  service  of  notice,  559. 

notice  to  be  attached  to  deposition,  558. 

how  certified,  558. 

how  closed  and  forwarded,  558. 

rules  for  drawing  up  deposition,  559. 

proceeding  for  further  time  to  take,  559. 

caveat  must  be  produced,  559. 

must  be  pursuant  to  rule,  560. 

when  open  to  inspection,  561. 

printing  of,  561. 

attendance  of  witnesses,  how  secured,  229,  561. 
TRADE-MARK,  who  may  register,  479,  574. 

proceedings  for,  479,  574. 

what  may  be  registered,  481,  575. 

application  for,  to  be  verified,  481. 

interference  in  trade-mark  cases,  486. 

time  of  receipt  of  application  noted,  481. 

certified  copies  evidence,  487. 

for  what  term  allowed,  487,  576. 
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TBADE'UARK— continued. 

renewal  of,  488. 

remedy  for  in&iiigement,  48& 

no  remedy  if  fraudulent,  489. 

liability  for  fraudulent  registration,  489. 

remedy  in  State  courts  preserved,  489. 

right  after  expiration  of  term,  490. 

assignment  of,  490,  576, 

drawings  of,  575. 

assignment  to  be  recorded  within  sixty  days,  576. 

USE,  not  necessary  to  perfect  invention,  89. 

prior  use  to  defeat  patent  must  be  public,  108. 

in  foreign  does  not  affect  patent,  450. 

for  more  than  two  years,  renders  patent  void,  325,  336. 

computation  of  time  of  prior  use,  338. 

for  less  than  two  years,  does  not  invalidate  patent,  338. 

prior  use  must  be  public,  339. 

experimental  use  not  forfeit  patent,  340. 

use  by  patentee  for  more  than  two  years,  343. 

single  instance  of  prior  uaie  su£Bci€fl(t,  341. 

prior  use  must  be  a  perfect  machine,  342. 
UTILITY,  what  required  to  support  patent^  92. 

degree  not  essential,  92. 

a  question  of  fact,  95. 

saving  of  labor,  95. 

presumption  of,  from  grant  of  patent,  853. 

WITHDRAWAL  of  model,  12. 

none  of  specifications,  544. 
WITNESS,  how  attendance  secured,  229,  561. 
WORKMAN,  when  infringer,  311,  377. 
WRIT  OF  ERROR,  when  allowed,  23. 

citation,  23. 

bill  of  exceptions,  24. 

exceptions  to  evidence,  24. 

exceptions  to  instructions,  25. 

practice,  26. 
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